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INFORMATION AND CORRESPONDENCE 


(1) Official Patent Office Mailing Address 
Remains Washington, D.C. 


The official mailing address for all communications 
sent to the Patent Office remains: 


Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Any telegrams sent to the Patent Office must also 

Cont ms above identical address. 

hysical location of the Patent Office is 2021 Jef- 
inant vis Highway, Arlington, Virginia. This address 
Ping not be used when addressing mail to the Patent Of- 
ice. 

No reference to Crystal Plaza, Virginia, should be 
made in the address of any communication intended for 
delivery to the Patent Office by the Post Office Depart- 
ment or Western Union. 

Compliance with this instruction will help prevent 
any unnecessary delay in the delivery of mail, telegrams, 
etc. 


C. A. KALK, 
Feb. 20, 1969. Director of Administration. 


(Office name change per Public Law 93-596, Jan. 2, 
1975) 
[860 O.G. 662] 


(2) Group Number on all Communications Going 
to the Examining Groups 


Applicants and their attorneys or agents are reminded 
that the Group number should be typed on amendments 
and other communications relating to matters handled in 
the examining groups in order to expedite the processing 
of mail. The number of the Group should be placed on 
right-hand side, opposite the serial number or name of 
the applicant. 


This reminder does not apply to notices and reasons 
of appeal to the United States Court of Appeals for the 
Federal Circuit. These communications should be sent 
to the Solicitor at the address below: 


Solicitor 

Box 8 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Attention to these details will improve the efficiency 
and reduce the time necessary to process incoming mail. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Nov. 23, 1983. 


[1037 OG 25] 


(3) Mailing of Papers to the PTO 
in Patent Interference 
Proceedings 


Effective immediately, attorneys and agents are re- 
quested to address all papers mailed to the Patent and 
Trademark Office in connection with an interference 

roceeding, and any patent or application involved in an 
interference proceeding, as follows: 


BOX INTERFERENCE 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Use of this address will considerably assist the Board 
in its administration of patent interference proceedings. 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patents and Trademarks. 


[1037 OG 25] 


Nov. 28, 1983. 


(4) Identification for Application Correspondence 


The Office is continuing to experience difficulty in 
— incoming papers with the corresponding pple 
cation files. This applies especially to anyones tc. 
Actions, powers of attorney, changes of address, status 
letters, requests for extensions of time, and petitions. 

A very necessary of a complete identification of a 
pending application is the three-digit Group or Art Unit 
number, e.g., 110 or 111. Frequently, the Group Art 
Unit number is entirely omitted, or there are errors in 
this number. In the latter situation the error often occurs 
as a result of the case having been reassigned within the 
Office, and the communication is directed to an Examin- 
ing Group other than that indicated in the most recent 

ice Action. 

Where the Group Art Unit number is entirely omit- 
ted, the routine operations of the Application Branch 
must be interrupted solely for the a ny of determin- 
ing the location of the application so the communi- 
pe can be properly routed. Under these circumstanc- 

he efficiency of the Application Branch is impaired 
pt the incoming paper is delayed in reaching its proper 
destination. Where such papers are not essential to com- 
pliance with a statutory iod or time limit for re- 
sponse, they may be returned for completion to identify 
the location of the files. 
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To assist the Office in expediting its business, it is re- 
quested that ALL papers relating to a pending applica- 
tion include the following information: 


1. Serial number (checked for accuracy), 

2. Group Art Unit number (copied from filing receipt 
or most recent Office Action), 

3. Filing date, 

4. Name of the Examiner who prepared the most re- 
cent Office Action. 

5. Title of the invention. 


To further reduce the burden on Application Branch 
and the Examining Groups, it is also requested that the 
submission of additional or supplemental papers on a 
newly filed application be deferred until a filing receipt 

been received. In the same vein, it would be appre- 
ciated if the filing of additional papers, relating to an 
allowed application were deferred until a notice of al- 
lowance (POL-85) was received. 

If the above suggestions are adopted the processing of 
both new and allowed applications could proceed more 
efficiently and promptly through the Patent Office. 


RICHARD A. WAHL, 
Mar. 5, 1971. Assistant Commissioner. 


[885 O.G. 2] 


(5) Identifying Application Correspondence With 
Issue Batch Number 


Applicants or their attorney or agent can facilitate 
matching incoming papers with the corresponding appli- 
cation file by indicating the Issue Batch Number on all 
papers filed in the ice after receiving the Notice of 
Allowance and before the time the Issue Fee Receipt is 
received. 

The Issue Batch Number is printed on the Notice of 
Allowance form in Box 4 in the lower left-hand corner 
below the address. The Issue Batch Number consists of 
a capital letter followed by two digits, for example; 
“A03,” “D18,” “F42,” “J79.” Any lower case letters be- 
fore the Issue Batch Number should be ignored since 
they are the typist’s initials. Use of the Issue Batch 
Numbers is important since the allowed applications are 
filed by these numbers. 

Any paper filed after receiving the Issue Fee Receipt 
should include the indicated patent number rather than 
the Issue Batch Numbez. At this time in the processing, 
the Issue Batch Number is no longer useful since the ap- 
plication has been removed from the batch at the time 
the patent number was assigned. 


RICHARD J. SHAKMAN, 
Jan. 16, 1976. Assistant Commissioner 
for Administration. 


(943 O.G. 519] 


(6) Hand Delivery of Papers 


The notices of November 10, 1969 (869 O.G. 345) and 
September 8, 1970 (879 O.G. 667), regarding “Hand De- 
livery of Papers,” are superseded and the practice indi- 
cated below is hereby made effective. 

Any paper which relates to a pending application may 
be personally delivered to an g Group. How- 
ever, the Examining Group will accept the paper only 
if: (1) the paper is accompanied by some form of receipt 
which can be handed back to the person delivering the 
paper; and (2) the Examining Group being asked to re- 
ceive the paper is responsible for acting on the paper. 

The receipt may take the form of a duplicate copy of 
such paper or a card identifying the paper. The identify- 
ing data on the card should be so complete as to leave 
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no uncertainty as to the paper filed. For example, the 
card should contain the applicant’s name(s), Serial No., 
filing date and a description of the paper being filed. If 
more than one paper is being filed for the same applica- 
tion, the card should contain a description of each paper 
or item. 

Under this procedure, the paper and receipt will be 
date stamped with the Group date stamp. The receipt 
will be handed back to the person hand delivering the 
paper. The paper will be correlated with the application 
and made an official paper in the file, thereby avoiding 
the necessity of processing and > st the paper to 
the Examining Group via the Mail Roo: 

The Examining Group will accept ae date stamp a 
paper even though the paper is accompanied by a check 
or the paper contains an authorization to charge a De- 
posit Account. However, in such an instance, the paper 
will be hand carried by Group personnel to the Office 
of Finance for processing and then made an official pa- 
per in the file. 


WILLIAM FELDMAN, 
Jan. 29, 1974. Deputy Assistant Commissioner 
for Patents. 

[919 O.G. 1070] 


(7) Post Card Receipt Reminder 


Applicants and their attorneys or agents are reminded 
of the provision in Section 717.01(a) (now Section 503) 
of the Manual of Patent Examining Procedure relating 
to the use pt soy cards as “receipts” of papers filed in 
the Patent Office 

If a receipt for any paper filed in the Patent Office is 
desired, it may be had by enclosing with the paper a 
self-addressed post card identifying the paper. The Pa- 
tent Office will stamp the receipt date on the card and 
place it in the outgoing mail. 

The identifying data on the card should be so com- 
plete as to match the paper with the application or other 
document to which it is to be associated. For example, 
the document should be identified by the applicant’s 
name(s), Serial No., filing date, appeal number, interfer- 
ence number, etc., and the paper should be identified by 
specifying the type thereof, viz, affidavit, amendment, 
appeal, application papers, brief, drawings, fees, motions, 
supplemental oath or declaration, petition, etc. 

When papers for more than one document are filed 
under a single cover a return post card should be at- 
tached to the paper for each document for which a re- 
ceipt is desired. 


RICHARD A. WAHL, 


Nov. 21, 1968. Assistant Commissioner. 


[857 O.G. 667] 


(8) Acknowledgement of Receipt of a Patent 
or Trademark Application 


When early notification of the serial number of newly 
filed application B ove is desired, a stamped, self- 
adressed post card should be submitted with each applica- 
tion. Immediately after the mail has been opened in the 
Patent and Trademark Office, the post card will be 
stamped with both the receipt date and the serial num- 
ber, and then returned to the addressee. 

Within recent months, hundreds of cards could not be 
successfully returned because of insufficient postage or 
incomplete or nonexistent forwarding addresses. Accu- 
rate and complete addresses, including ZIP codes, are 
necessary to ensure prompt schunwiblieement of the re- 
ceipt of patent and trademark applications. 

To assist in easy identification once the post card has 
been returned, it is suggested that the post card include 
applicant’s names and title of invention. 
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When more than one set of application papers is filed 
under one cover, a return post card should be attached 
to each set of papers for which a receipt is desired. 


THERESA A. BRELSFORD, 
July 19, 1982. Acting Assistant Commissioner 
for Administration. 

[1021 O.G. 96] 


(9) Status Inquiries 


In an effort to sharply reduce the volume and need 
for status inquiries, the past policy that diligence must 
be established by making timely status requests in con- 
nection with petitions to revive is hereby discontinued. 

When an application has been abandoned for an exces- 
sive period before the filing of a petition to revive, an 
appropriate terminal disclaimer may be required. It 

should also be recognized that a petition to revive must 
be accompanied by the proposed response unless it has 
been previously filed (Rule 137). _ under Rule 113, 
“Response to a final rejection or action must include 
cancellation of, or appeal from the rejection of, each 
claim so rejected and, if any claim stands allowed, com- 
pliance with any requirement or objection as to form.” 


New Applications 


Current examining procedures now provide for the 
routine mailing from the Examining Groups of Form 
POL-327 in every case of allowance of an application ex- 
cept where an Examiner’s Amendment is promptly 
mailed. Thus, the separate mailing of a Form POL-327 
or an Examiner’s Amendment in addition to a formal 
Notice of Allowance (POL-85) in all allowed cases 
would seem to obviate the need for status inquiries even 
as a precautionary measure where the applicant may be- 
lieve his new application may have been passed to issue 
on the first examination. However, as an exception, a 
status inquiry would be appropriate where a Notice of 
Allowance is not received within three months from re- 


ceipt of either a Form POL-327 or an Examiner’s 
Amendment. 

Current examining procedures also aim to minimize 
the spread in dates among the various examiner dockets 
of each Art Unit and Group with respect to actions on 
new applications. Accordingly, the dates of the “oldest 


new applications” a g in the Official Gazette are 
fairly reliable guides as to the expected time frames of 
when the Examiners reach the cases for action. 

Therefore, it should be rarely necessary to query the 
status of a new application. 


Amended Applications 


Amended cases are expected to be taken up by the ex- 
aminer and an action completed within two months of 
the amendment date. Accordingly, a status inquiry is not 
in order after response by the attorney until five or six 
months have elapsed with no response from the Patent 
Office. A post card receipt for responses to Office ac- 
tions, adequately and specifically identifying the papers 
filed, will be considered prima facie proof of receipt of 
such > sone a an ine A such proof indicates the timely fil- 
ing Oo! the submission of a copy of the post 
card aa a copy of the response will ordinarily obviate 
the need for a petition to revive. Proof of receipt of a 
timely response to a final action will obviate the need 
for a petition to revive only if the response was in com- 
pliance with Rule 113. 


In General 


It is expected that this new policy will resuit in sharp- 
ly reducing the number of status inquiries and it the 
time now spent on them to be used in increasing Patent 
Office 'y in other more essential areas. 
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Such status inquiries as may be still necessary may be 
more expeditiously processed by the Patent Office if 
pap inquiry includes the application Serial Number, fil- 

date, name of the applicant, name of the Examiner 
© prepared the most recent Office action, and Group 
Art Unit (taken from the most recent Office communica- 
tion) in addition to the last known status of the applica- 
tion, and is accompanied by a stamped return-addressed 
envelope. Telephone inquiries regarding the status of ap- 
plications should be directed to the group clerical 
sonnel and not to the examiners. Inasmuch as the official 
records and applications are located in the clerical sec- 
tion of the Examining Groups, the clerical personnel can 
readily provide status information without consulting 
the examiners. 

Status replies will be made by the Patent Office cleri- 
cal support force and will only indicate whether the ap- 
plication is awaiting action by the Examiner or the ap- 
plicant’s response to an Office action. In the latter 
instance the mailing date of the Office action will also 
be given. 

The Notices of Dec. 5, 1969 (869 O.G. 1031) and 
Sept. 22, 1965 (819 O.G. 444) are hereby superseded. 


RICHARD A. WAHL, 
Assistant Commissioner of Patents. 


[893 O.G. 810] 


Nov. 24, 1971. 


(10) Change of Address 

There recently has been an increased incidence in the 
number of applications suffering from disruptions in 
communications stemming from failure to notify the Pa- 
tent and Trademark Office of a change of address on the 
part of applicant’s representative (attorney or agent of 
record) in each application wherein he holds an active 
power of attorney. Applications have become aban- 
doned as a result of an Office action being mailed to the 
old, uncorrected address and thereby failing to reach the 
representative at his new address sufficiently early to 
permit him to file a timely response. Accordingly, the 
requirement set out below is published as a reminder and 
is designed to ameliorate this problem. 

Where an attorney or agent of record (or applicant, if 
he is prosecuting his application pro se) changes his cor- 
respondence address, he is responsible for aindie noti- 
fying the Patent and Trademark Office of his new corre- 
spondence address — ZIP code number). A 

te notification must be filed in each application for 
which he is intended to receive communications from 
the Office. The notification should also include his tele- 
phone number. 

While the notification need take no particular form, it 
should be provided in a manner calling attention to the 
fact that a “eae of address is being made. Thus, the 
mere inclusion, in a paper being filed for another pur- 
pose, of an address different from the previously provid- 
ed correspondence address, without mention of the fact 
that an address change is being made, would not ordi- 
narily be recognized or deemed as instructions to change 
the address on the file record. 

It is emphasized that the above-delineated responsibili- 
ty is additional to the separate obligation (see 37 CFR 
1.347) of a registered attorney or agent to notify the At- 
torney’s Roster of any change of his address for entry 
on the register, which must be done in a letter separate 
from any notice or change of address filed in individual 
applications. That obligation continues without change. 

The degree of care exercised in adhering to the fore- 
going requirement for notification of change of address 
in each concerned application will be a factor for con- 
sideration in deciding petitions filed under 37 CFR 1.137 
to revive applications which have become abandoned 

of a failure to timely receive an Office action 
addressed to the old address. In such instances, the 
showing of the cause of unavoidable delay must include 
an adequate showing that a timely notification of the 
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change of address was filed in the concerned applica- 
tion, in a manner reasonably calculated to call attention 
to the fact that it was a change of address. If no such 
notification was made, or was made belatedly, the show- 
ing must include an adequate explanation of that failure 
or delay. A showing that notification was made on a pa- 
per filed in the Patent and Trademark Office listing p/u- 
ral applications as being affected will not be considered 
a proper notification. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 


May 28, 1975. 
for Patents. 


[935 O.G. 1352] 


Change of Address or Practitioner in a 
Plurality of Patent Applications 


Change of Address 


(11) 


This: notice is supplemental to the Notice of May 28, 
1975, 935 O.G. 1352. 

In those instances where a change in the correspon- 
dence address of a registered attorney or agent is neces- 
sary in a plurality of applications, and the number of ap- 
plications is such as to cause undue hardship, the 
notification filed in each application may be a reproduc- 
tion of a properly executed, original notification. The 
original notice may be sent to the Office of the Solicitor 
as notification to the Attorney’s Roster of the change of 
address, or may be filed in one of the applications affect- 
ed, provided that the notice includes an authorization 
for the public to inspect and copy the original notice in 
the event one of the applications containing a copy ma- 
tures into a patent and the application containing the 
original paper is either pending or has become aban- 
doned. The copies submitted in each affected application 
must identify where the original paper is located. Other- 
wise, the practice governing the filing of notifications of 
change of address remains the same. 


Powers of Attorney 


In the event of a need to file a change in the power of 
attorney in a plurality of applications of a common as- 
signee or inventive entity, and the number of applica- 
tions is such as to cause undue hardship, a single, origi- 
nal paper may be used provided that a reproduction of 
this original canal is supplied in each of the affected aj 
plications. The copy of the original paper must identify 
in which application the original paper is located and 
authorize the public to inspect and copy the original pa- 
per in the event one of the applications containing a 
copy matures into a patent and the application contain- 
ing the original paper is pending or has become aban- 
doned. The procedures and usual prerequisites for the 
filing of grants and/or revocations or power of attorney 
otherwise remain the same. 


WILLIAM FELDMAN, 
Sept. 9, 1976. Deputy Assistant Commissioner 
Sor Patents. 

[951 O.G. 454] 


(12) Express Mail 

This notice is in response to a number of inquiries re- 
ceived in the Patent and Trademark Office regarding the 
notice on Express Mail of February 11, 1975, published 
in the Official Gazette of March 11, 1975 (932 O.G. 340). 

There are two types of Express Mail delivery offered 
by the U.S. Postal Service—“Post Office to Addressee” 
and “Post Office to Post Office.” The only type of ser- 
vice which can be used for Express Mail directed to the 
Patent and Trademark Office is “Post Office to Address- 
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ee.” This service provides for delivery to one of our em- 
ployees in Room 1627, Department of Commerce Build- 
ing, Washington, D.C., no later than 3:00 p.m. of the 
next workday following its deposit before 5:00 p.m. at 
any postal facility with an Express Mail window. 

The only address that should be used for Express Mail 
sent to the Patent and Trademark Office is: 


“Commissioner of Patents and Trademarks 
Washington, D.C. 20231.” 


“Post Office to Post Office” Express Mail does not 
rovide for delivery but instead is retained at the postal 
acility of the addressee for pickup. The Postal Service 
does not notify the addressee that this type of Express 
Mail has been received and is awaiting pickup. If not 
picked up, this mail is held for 15 days and then re- 
turned to the sender. 

Therefore, since the Patent and Trademark Office 
does not have resources for picking up any mail, includ- 
ing Express Mail, the “Post Office to Post Office” Ex- 

ress Mail will not reach the Patent and Trademark Of- 
ice. 


WILLIAM I. MERKIN, 
Acting Assistant Commissioner 


May 15, 1975. 
for Administration. 


[936 O.G. 1554] 


(13) Certificate of Mailing Procedures 

On November 1, 1976, the Patent and Trademark 
Office instituted the Certificate of Mailing Procedure by 
promulgating 37 CFR 1.8 in an attempt to reduce the 
number of problems resulting from late receipt of re- 
Fee due to mail delays. This notice was published in 
the Official Gazette on October 26, 1976 (951 O.G. 1342 
and TM 210). Guidelines relative to this procedure were 
published in the Official Gazette on November 16, 1976 
(952 O.G. 918 and TM 174). 

ng ge new procedure has gained wide accep- 
tance, it not been entirely without problems. One 
major problem involves the correlation of the certifica- 
tion with the appropriate papers when presented on a 
separate sheet. In order to curtail this problem and other 
minor ones, the guidelines published on November 16, 
1976, are superseded by the following guidelines. They 
are applicable to responses in both patent and trademark 
matters, as permitted by 37 CFR 1.8. 


Guidelines 


A) The certification requires a signature. Specificalh /, 
if the certification appears on a paper that requires a sig- 
nature, two signatures are required, one for the paper 
and one for the certification. Although not specifically 
required by 37 CFR 1.8, it is preferred that the certifi- 
cate be signed by the applicant, assignee, or registered 
practitioner. 

B) When possible, the certification should appear on a 

rtion of the paper being submitted. However, if there 
is insufficient space to make the certification on the 
same paper, such as in the case of the patent issue fee 
transmittal form PTO-85, the certification should be on 
a separate sheet securely attached to the paper. 

C) When the certification is presented on a separate 
sheet, the sheet must (1) be signed and (2) fully identify 
and be securely attached to the paper it accompanies. 
The required identification should include the serial 
number and filing date of the application as well as the 
type of paper being filed, e.g., responses to rejection or 

, Notice of Appeal, etc. An unsigned certification 
will not be considered acceptable. 

Moreover, without the proper identifying data, a cer- 
tification presented on a separate sheet will not be con- 
sidered acceptable if there is any question or doubt con- 
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a the connection between the sheet and the paper 
iled. 

If the sheet should become detached from the paper 
and thereafter not associated with the appropriate file, 
evidence that this sheet was received in the Office can 
be —_ by submitting a copy of a post card receipt 
specifically identifying this sheet and the paper and by 
submitting a copy of the sheet as originally mailed. At- 
tention is directed to the notice of November 21, 1968 
published in the Official Gazette (857 O.G. 667) relative 
to the use of post cards as receipts. 

D) In situations wherein the correspondence includes 
papers for more than one application (e.g., a single enve- 
lope containing separate papers responding to Office ac- 
tions in different applications) or papers for various say 
of the Office (e.g., a patent issue fee transmittal form 
PTO-85 and an assignment), each paper must have its 
own certification as a part thereof or attached thereto. 

E) In situations wherein the correspondence includes 
several papers directed to the same application (e.g., a 
proposed response under 37 CFR 1.116 and a Notice of 
Appeal), each paper should have its own certification as 
a part thereof or attached thereto. 


Use of Stamped Certification 


Some practitioners are placing the certification lan- 
guage on the first page of a paper with an inked stamp. 
Such a practice is encouraged because the certification is 
not only readily visible but also forms an integral part of 
the paper. An example of a preferred stamp is: 


I hereby certify that this correspondence is being 

deposited with the United States Postal Service as 

first class mail in an envelope addressed to: Com- 

missioner of Paients and Trademarks, Washing- 

eon) EXC, S0G51; C0 
(Date of Deposit) 


Name of applicant, assignee, or 
Registered Representative 


Signature 
Date of Signature 


Interpretations 


The phrase “prior to expiration of the set period” in 
37 CFR 1.8(a) includes the last day of the set period, 
which last day may be the “next succeeding secular or 
business day” as set out in 35 U.S.C. 21. Also, the filing 
of a 37 CFR 3.54 form to effect a filing under 37 CFR 
1.60 is considered the filing of an application and is, 
therefore, excluded from the Certificate of Mailing Pro- 
cedure. 


C. MARSHALL DANN, 
Aug. 30, 1977. Commissioner of Patents 
and Trademarks. 


[962 O.G. 20] 


(14) Change in Legal Holidays 


The Commissioner’s Notice of December 2, 1970, 
“Change in Legal Holidays” is hereby rescinded, in 
view of Public Law 94-97, September 18, 1975, 89 Stat. 
479, which amended the listing of legal public holidays 
in 5 USC §6103 by changing the Veterans Day holiday 
from the fourth Monday in October to November 11 of 
each year. Section 6103, as amended, reads as follows: 

(a) The following are legal public holidays: 

New Years Day, January 1. 

Washington's Birthday, the *hird Monday in February. 
Memorial Day, the last Monday in May. 
Independence Day, July 4. 

Labor Day, the first Monday in September. 
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Columbus Day, the second Monday in October. 
Veterans Day, November 11. 

Thanksgiving Day, the fourth Thursday in November. 
Christmas Day, December 25. 

Each of the holidays enumerated will constitute “a 
holiday within the District of Columbia,” as referred to 
in Section 21, Title 35, United States Code. 

Attention is called to the fact that the above listing of 
holidays in 5 USC §6103, as amended, should be 
followed, rather than the listing appearing on page 69 of 
the June 1979 Patent Laws pamphlet which does not re- 
flect the noted amendment. 


LUTRELLE F. PARKER, 
Sept. 25, 1979. Acting Commissioner, 
U.S. Patent and Trademark Office. 
Editorial Note: Sec. 6103(c) states that January 20 of 
each fourth year after 1965, Inauguration Day, is also a 
legal public holiday. 


[987 O.G. 30] 


(15) Change in Drafting Practice 


Effective Apr. 12, 1982, the Patent and Trademark 
Office is terminating its drawing correction service. 

In order to effect any changes in the drawings, appli- 
cants will be responsible for submitting either new draw- 
ings or having the drawings corrected by a bonded 
commercial draftsman, at applicant’s expense, in the 
manner specified below. The new practice will permit 
applicants to delay correction of drawings in almost all 
cases until after the Notice of Allowance is mailed. 

The initial list of bonded commercial draftsmen ap- 
pears below. This list will be expanded as more com- 
mercial draftsmen are bonded. Applicants will, at least 
initially, be supplied with a current list of the bonded 
draftsmen with all Office actions requiring a drawing 
change. 

The following is a letter which will be supplied, at 
least initially, to applicants in all Office actions requiring 
a drawing change. This letter explains the procedures 
for accomplishing the above, sets forth the time period 
within which the drawings must be corrected, and lists 
all of the currently bonded coramercial draftsmen. 


Attachment to 
Paper Number 


INFORMATION ON HOW TO 
EFFECT DRAWING CHANGES 


1. Correction of Informalities (Draftsman’s objections 
on PTO-948) 


U.S.Department of 
Commerce, Patent and 


Trademark Office 


In order to correct any informalities in the drawings, 
applicants MUST comply with options (a) or (b) below. 

ailure to do so will result in ABANDONMENT of the 
application. 

a) File new drawings with the changes incorporated 
therein. Applicant may delay filing the new drawings 
until the application is allowed by the examiner. If 
delayed, the new drawings MUST be filed within the 
THREE MONTH statutory period set for payment of 
the base issue fee in the “NOTICE OF ALLOWANCE 
AND BASE ISSUE FEE DUE” (PTOL-85). Also, if 
delayed, the drawings should be filed as a te paper 
with a transmittal letter addressed to the ial Drafts- 
man and which indicates the following in the upper 
right hand corner: 


Date of the Notice of Allowance 
Issue Batch Number 
Serial Number 
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b) Request a commercial bonded drafting firm (see 
list below) to make the necessary corrections. 


A BONDED DRAFTSMAN MUST BE AUTHO- 
RIZED, THE CORRECTIONS EXECUTED AND 
THE CORRECTED DRAWINGS RETURNED TO 
THE OFFICE DURING THE THREE MONTH 
STATUTORY PERIOD SET FOR PAYM ENT OF 
THE BASE ISSUE FEE IN THE “NOTICE OF AL- 
LOWANCE AND BASE ISSUE FEE DUE” (PTOL- 
85). NOTE THAT THE STATUTE DOES NOT 
PERMIT EXTENSION OF THE THREE MONTH 
PERIOD SET TO PAY THE BASE ISSUE FEE. 


2. Corrections other than Informalities Noted by the 
Draftsman on the PTO-948 


All one to the drawings, other than informalities 
noted by the Draftsman, MUST be made in the same 
manner as above except that, if delayed option (a) is se- 
lected, normally, a sketch of the changes to be 
incoroprated into the new drawings MUST be approved 
by the examiner before the aplication will be allowed. 
If option (b) is selected, normally, applicants must sub- 
mit, in duplicate, a separate paper containing a sketch of 
the proposed changes before the application will be 
allowed. No changes will be permitted to be made, oth- 
er than correction of informalities, unless the examiner 
has approved the proposed changes. 


3. Listing of Bonded Draftsmen 


Graphe-Tech Alexandria, Va. 22314 
11301 Rockville Pike (703) 838-5793 


Kensington, Md. 20895 

(301) 881-9400 National Graphic Center 
205 W. Jefferson St. 

Falls Church, Va. 22046 

(703) 533-8700 


Kirby Lithograhic Co. 
2900 South s St. 
Arlington, Va. 22202 
(703) 684-7600 


Mil-R Productions 


Ultra Graphics, Inc. 
Suite 300 

3720 Farragut Ave. 
Kensington, Md. 20795 
(301) 946-1343 


Mantech International 


2121 Eisenhower Ave. 
4th FI. 2107 Mt. Vernon Ave. 


ry Pat. Drwg. Service 


soot Crystal Plaza Dr. 
Arlington, Va. 22202 
(703) 521-1650 


Alexandria, Va. 22301 
(703) 548-3879 


Ord-Marine Engineering 
10315 Kensington Pkwy. 
Kensington, Md. 20895 
(301) 949-3282 


Patent Reproduction Co. 
26 “N” St., S.E. 
Washington, D.C., 2003 
(202) 488-7096 


Technical Illustrator 
1911 Jeff. Davis Hwy. 
Suite 600-CM1 

P.O. Box 2627 
Arlington, Va. 22202 
(703) 920-8900 


IT IS SUGGESTED THAT APPLICANTS DE- 
TACH THIS LETTER FROM THE OFFICE AC- 
TION AND ATTACH IT TO THE FRONT OF AP- 
PLICANT’S FILE AS A REMINDER THAT, IN 
ORDER TO AVOID ABANDONMENT, A BOND- 
ED DRAFTSMAN MUST BE AUTHORIZED, THE 
CORRECTIONS EXECUTED AND THE CORRECT- 
ED DRAWINGS RETURNED TO THE OFFICE, OR 
NEW DRAWINGS SUBMITTED, DURING THE 
THREE MONTH STATUTORY PERIOD SET FOR 
PAYMENT OF THE BASE ISSUE FEE. NOTE 
THAT THE STATUTE DOES NOT PERMIT EX- 
TENSION OF THE THREE MONTH PERIOD SET 
TO PAY THE BASE ISSUE FEE. 


Currently there is a large backlog of applications 
pending before the Office draftsmen. Applicants whose 
applications are part of this backlog are strongly encour- 
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aged to have the necessary drawing corrections made by 
one of the bonded commercial draftsmen to expedite the 
issuance of their applications. If there has been authori- 
zation to charge a deposit account for these corrections, 
the authorization will not be processed. If a fee has been 
paid with cash, a refund will be processed. 

The requirement of 37 CFR §§1.85, 1.86(b) and 
1.123(a), specifying that drawings, or corrections to the 
drawings, may or must be made by the Office, is hereby 
waived. 


GERALD J. MOSSINGHOFF, 
Mar. 16, 1982. Commissioner of Patents 
and Trademarks. 


[1017 O.G. 4] 


(16) Submission of Drawings 

As further clarification of the O.G. Notice of Oct. 29, 
1985, drawings for — applications do not need to be 
submitted on bristol boar 

Since corrections are a the responsibility of appli- 
cants, it is more convenient for the original drawings to 
be kept in their possession. Copies only need to be sup- 
plied to the Patent and Trademark Office. Whether or 
not bristol board is used for the copies is the applicant’s 
choice. However, the copies that are submitted to the 
Office must be on strong, white, smooth, and non-shiny 
paper. High quality copies are necessary not only for the 
patent examination process, but for printing purposes. 

If corrections are necessary, they should be made to 
the original drawings. Either a good copy of the cor- 
rected drawings or the corrected original can then be 
submitted after the Notice of Allowability is mailed. 

We will be revising 37 CFR to clarify the require- 
ments for drawing submissions. 

This change is being made for the convenience of ap- 
plicants and attorneys. 


THERESA A. BRELSFORD, 
Nov. 25, 1985. Assistant Commissioner, 
for Administration. 


[1061 OG 12] 


(17) Discontinuation of Drawing Comparison Fee 


The Patent and Trademark Office no longer requires a 
$10 (ten dollar) comparison fee payment with the sub- 
mission of formal sheets of drawings to replace original- 
ly filed informal drawings. Accordingly, no fee should 
be submitted, and all existing requirements for 4 drawing 
comparison fee are hereby rescinded. 


THERESA A. BRELSFORD, 
June 9, 1982. Acting Assistant Commissioner 
for Administration. 


[1020 O.G. 10] 


(18) New Patent Drawing Correction Procedures 

Drawings charged out from the Patent and Trade- 
mark Office, for the purpose of making changes or cor- 
rections, will be released from the Drafing Branch after 
the mailing of the Notice of Allowance. Most drawings 
should be available for charge out one week to ten days 
after the Notice of Allowance mail date. The major ex- 
ception to this procedure will be when the examiner re- 
quires that drafting corrections be made prior to the No- 
tice of Allowance issuance. We anticipate that this 
exception requirement will occur only for Design appli- 
cations being appealed. 
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Unless a duplicate copy of the Drafting Letter has 
been filed by the attorney/applicant, the Office will not 
normally provide the commercial bonded draftsman 
with copies of either examiner approved drawing cor- 
rection letters or a copy of the Patent and Trademark 
Office draftsman’s noted informalities. It is the appli- 
cant’s responsibility to provide copies of the necessary 
drawing corrections and the noted informalities. When 
drawings are borrowed from the Office draftsman, the 
serial number, batch number, and Notice of Allowance 
mailing date should be identified. 

If for any reason a corrected and/or substitute draw- 
ing is not acceptable, a letter will be sent to the 
attorney/applicant. A bonded commercial draftsman 
must present a copy of this letter in order to borrow the 
unacceptable drawings. 


THERESA A. BRELSFORD, 
June 28, 1982. Acting Assistant Commissioner 
for Administration. 

[1020 O.G. 18] 


(19) Listing of Commercial Bonded Draftsmen 


The following listing of bonded draftsmen supersedes 
the listing published on Apr. 10, 1984, at 1041 O.G. 11: 


American Future Design Co. 
P.O. Box 365 
1400 Ramsey Dr. 
Mayo, Md. 21106 
(301) 261-4975 

John A. Ballard 
432 Harry S. Truman Dr. 
Largo, Md. 20772 
(301) 336-7312 

Anthony L. Costantino 
12006 Lafayette Ct. 
Silver Spring, Md. 20902 

Draft-Art, Inc. 
South Square 
Woodstock, Va. 22664 
(703) 459-2080 

Fleit & Jacobson, Cohn & Price 
1217 E St., N.W. 
Washington, D.C. 20004 
(202) 638-6666 

Graphics By Gallo 
1800 B. Swann St., N.W. 
Washington, D.C. 20009 
(202) 234-7700 

John A. Haigh 
9513 Brunett Ave. 
Silver Spring, Md. 20901 
(301) 588-6739 

Ellsworth G. Jackson 
101 Rittenhouse St., N.E. 
Washington, D.C. 20011 
(202) 726-0908 

Kostolnik Associates 
2575 S. Shirlington Rd. 
Arlington, Va. 22202 
(703) 920-8155 

Robert MacCollum 
Patent Drafting Service 
1911 Jefferson Davis Hwy. 
Suite 700 
Arlington, Va. 22202 
(703) 521-1115 

Mil-R Production 
2107 Mt. Vernon Ave. 
Alexandria, Va. 22301 
(703) 548-3879 

Gerald M. Murphy 
P.O. Box 2098 
Eads St. Station 
Arlington, Va. 22202 
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Suzanne Nahmias 
701 S. 23rd St. 
Arlington, Va. 22202 
(703) 521-7802 

Oliver Patent Drafting Service 
1205 Darlington St. 
Forestville, Md. 20747 
(301) 336-0351 

Patent Reproduction Co. 
26 N St., S.E. 
Washington, D.C. 20003 
(202) 488-7096 

Quality Patent Printing 
P.O. Box 2404 
556 S. 22nd St. 
Arlington, Va. 22202 
(703) 892-6212 

Quinn Patent Drawing Service Co. 
P.O. Box 1435 
Alexandria, Va. 22313 
(703) 548-3766 

Karen L. Robertson 
P.O. Box 1098 
Eads St. Station 
Arlington, Va. 22202 

Campbell Philip Sweet 
1755 S. Jefferson Davis Hwy. 
Crystal Sq. 5, Suite 400 
Arlington, Va. 22202 
(703)521-5940 

W. R. Taggert 
9801 S. A1A, Lot 795-2 
Jensen Beach, Fla. 33457 


THERESA A. BRELSFORD, 


Assistant Commissioner, 


Aug. 23, 1985. 
for Administration. 


[1058 OG 27] 


(20) 


Submission of Corrected Drawings in 
Allowed Applications 


When drawings need to be corrected in an allowed 
application, the applicant is required to submit acceptable 
corrected drawings within a three-month shortened stat- 
utory period. Within that three-month period, two 
weeks should be allowed for review of the correction by 
the Office. If a correction is determined to be unaccept- 
able by the Office, the applicant must arrange to have 
an acceptable correction re-submitted within the original 
three-month period to avoid the necessity of obtaining 
an extension of time and of paying the extension fee. 
Therefore, the nee Tol should file corrected drawings 
as soon as following the setting of the three- 
month daa statutory period. 


THERESA A. BRELSFORD, 
Jan. 14, 1985. Assistant Commissioner 
for Administration. 
[1051 OG 3] 


ae ee eee 
the Patent and Trademark Office 


Revision of Regulations 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 
Summary: The Patent and Trademark Office gives no- 
tice of a revision of its “Regulations for the Public Use 
of Records in the Public Search Room for Patents of the 
Patent and Trademark Office,” published in the Federal 
Register of July 14, 1976, 41 FR 29009. The regulations 
blished in the Federal Register of July 14, 1976, are 
fimited to the use of the Public Search Room for Ps- 
tents. The revision is intended to allow public use of 


(21) 
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other Patent and Trademark Office record facilities with 
minimum risk to the security of Patent and Trademark 
Office personnel and government property. 

Effective Date: June 26, 1979. 
For Further Information Contact: Bradford R. Huther, 
Deputy Assistant Commissioner for Administration, Pa- 
tent and Trademark Office, Washington, D.C. 20231, 
703-557-2290. 

Supplementary Information: This revision is an extension 
of the gag regulations, published in the Federal Reg- 
ister of July 14, 1976, 41 ER 29009, to allow public use 
of Patent Examining Group Facilities and the Scientific 
Library under conditions which are as nearly as possible 
the same as those which apply to the Public Search 
Room for Patents. 

All persons seeking use of the Public Search Room 
for Patents and/or the Patent Examining Group Facili- 
ties must obtain a User Pass. The guards at the entrances 
to the Public Search Room for Patents can direct pro- 
spective users to the pass issuance desk. User Passes will 
be issued to persons not under prohibition from using 
the facilities who agree to abide by the regulations of 
the Public Search Room for Patents and the Patent Ex- 
amining Group Facilities. 

The use of the Group facilities for search purposes by 
members of the public is strictly limited to the search of 
materials not available in the Public Search Room for 
Patents or the Scientific Library and when it does not 
conflict with the regular business of Patent and Trade- 
mark personnel and only between the hours of 8:45 a.m. 
and 4:45 p.m. on re; business days. 

The Public Search Room for Patents is open 8:00 a.m.— 
8:00 p.m., Monday through Friday except on legal holi- 
days. The hours of the Record Room are 8:00 a.m.—5:00 
p.m. on the days the Public Search Room for Patents is 


open. 
The revised regulations appear below: 


Regulations 


Regulations for members of the public using the facili- 
ties of the U.S. Patent and Trademark Office, including 
but not limited to the Public Search Room for Patents. 

The Public Search Room for Patents is defined as that 
area comprising the foyers of the lobbies of Buildings 3 
and 4 of Crystal Plaza; the offices; Microfilm Center; 
restrooms and telephone areas off these foyers; the 
stacks; Record Room public reception area; study and 
copier areas between the foyers; and the Mezzanine. 

The facilities of the Patent Examining Groups are de- 
fined as those areas in Buildings 3, 34 and 4 of Crystal 
Plaza designating Examining Groups. 

With the respect to the Group Facilities, authorized 
personnel under these Regulations, include Supervisory 
Patent Examiners and Examining Group Directors. 

The Scientific Library is located on the second floor 
of Building 34 of Crystal Plaza. 

To maintain and protect the patents and related 
records located in the Public Search Room for Patents 
and the Patent Examining Group Facilities, it is neces- 
sary to establish and to enforce certain rules and regula- 
tions pertaining to the use thereof. Under applicable stat- 
utes and regulations, including 40 U.S.C. 486(c); 41 CFR 
Subpart 101-20.3; and appropriate Sections of 
ment Organization Orders 30-3A and 30-3B of the De- 
partment of Commerce, the regulations appearing below 
are established for those using the facilities of the Patent 
and Trademark Office. 

These regulations supersede all previous regulations 
on the subject. 

1. All persons using the facilities of the Patent and 
Trademark Office are subject to the regulations 
governing conduct on property under the charge 
and control of the General Services Administration 
which “oF in 41 CFR Subpart 101-20.3 [41 CFR 

ices ph ascey 101-20.314]. 

2. Al cial Notices are to be complied with. 

3. Smduing is gr permitted. except in designated 
areas. 
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4.No food or beverages in any form are to be 
consumed except in designated areas. 

5. Loud talking, use of radios, and any other forms of 
activity which may disturb other members of the 
public and/or Patent and Trademark Office person- 
nel are forbidden. 

6. Children brought into the Patent and Trademark 
Office must not be allowed to disturb others. 

7. Users of the facilities may not give the Patent and 
Trademark Office as a mailing address or otherwise 
suggest that mail may be received at the Patent and 
Trademark Office; nor may correspondence be con- 
ducted on official Patent and Trademark Office sta- 
tionery. 

8. Messages shall not be affixed to walls, desks, phone 
booths, or other public property, except designated 
message boards. 

9. Patent records and any other property of the Patent 
and Trademark Office shall not be removed from 
their normal location without permission from an 
authorized official; nor shall such records or prop- 
erty be mutilated. Authorization will not be given 
to remove from any Group Facility, U.S. patents or 
any other material readily available through the Sci- 
entific Library. 

. The use of equipment such as reproducing ma- 
chines, typewriters and photographic equipment is 
prohibited without prior permission from an autho- 
rized official. Relative to the Public Search Room, 
the use of dictation equipment is prohibited except 
in designated areas. Whenever permission is 
obtained, the use of such equipment must not con- 
flict with Regulation 5. 

. In the Public Search Room for Patents, library 
trucks or carts are to be used for transporting bun- 
dles only. The trucks or carts are not to be used for 
storage while making searches. 

. In the Public Search Room for Patents, patents tem- 
porarily removed from bundles for any purpose 
must be returned to the proper place in the appro- 
priate bundle. 

. In the Public Search Room for Patents, all bundles 
of patents must be promptly and properly replaced 
in the stacks by the user. 

. The reserving of seats and/or working areas is pro- 
hibited. 

. Users of the Public Search Room for Patents are 
not permitted to use Patent and Trademark Office 
facilities beyond the Public Search Room for Pa- 
tents after 5:00 p.m. 

. The front portion of the Public Search Room for 
patents, i.e., that portion facing Crystal Plaza Drive 
and having a high ceiling shall not be occupied by 
users after 6:00 p.m. 

. A valid User Pass must be worn and visible at all 
times when Patent and Trademark Office facilities 
are being used. In addition, all persons holding User 
Passes must register with the designated representa- 
tive in each Examining Group where they search 
and must sign a log (sign-in, sign-out sheet) indicat- 
ing time-in, time-out, name, User Pass number, clas- 
s(es) and subclass(es) users after 6:00 p.m. 

. User Passes are nontransferable and must be surren- 
dered to authorized Patent and Trademark person- 
nel upon request for cause. 

. Packages, briefcases or other personal effects 
brought into the Public Search Room for Patents or 
the Group Facilities are subject to search by autho- 
“— Patent and Trademark Office personnel upon 

uest. 
packages, briefcases or other personal effects 
brought into the Group Search Rooms must be re- 
moved when ieaving the Group Search Room 


areas. 

. Patents and other documents must not be removed 
from the Group patent shoes for any reason other 
than for cursory study thereof while kept in close 
proximity with the shoe and must not be moved out 
of their normal sequence. 
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22. All patent shoes must be promptly replaced in their 
proper location in the shoe cases. 

23. All textbooks, journals and the like must be re- 
turned to their proper location. 

24. All persons using the facilities of the Patent and 
Trademark Office are to refrain from engaging in 
any conduct which (1) is criminal in nature or (2) 
which causes or appears to cause an employee of 
the Patent and Trademark Office to violate the con- 
flicts of interest regulations of the Department of 
Commerce [15 CFR §§0.735-1 through 0.735-41]. 

. All verbal requests for compliance with these regu- 
lations or other posted Patent and Trademark Of- 
fice Notices pertaining to activity in the Public 
Search Room for Patents and the Group Facilities, 
when made by authorized Patent and Trademark 
Office personnel, must be promptly complied with. 

These regulations will be enforced in accordance with 
the Procedures for Enforcement published in the Feder- 
al Register of May 17, 1978, 43 FR 21345 (970 OG. 
114, published May 30, 1978). 

Persons violating these regulations may be denied the 
use of the facilities in the Public Search Room for Pa- 
tents and the Patent Examining Group Facilities and 
may further be subjected to prosecution under the Crim- 
inal Code. Additionally, the name of any person violat- 
ing these regulations who is Pi cain: to practice before 
the Patent and Trademark ice may be forwarded to 
the Solicitor for appropriate action under 37 CFR 1.348. 

These Regulations have been instituted in order to 
maintain high quality and completeness of patent files 
and to provide, an orderly environment for exploring, or 
studying in depth, the wealth of scientific and techno- 
logical information contained in United States Patents. 
Although the Regulations may cause some inconve- 
nience, the understanding and cooperation of users will 
insure that, for future users, the knowledge contained in 
United States Patents will be available in an environ- 
ment conducive to study in the Public Search Room for 
Patents and the Patent Examining Group Facilities. 


DONALD W. BANNER, 
June 20, 1979. Commissioner of Patents 
and Trademarks. 
[984 O.G. 26] 


Regulations Relating to the Use of Patent 
and Trademark Office Records Facilities 


Establishment of Enforcement Procedures 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 
Summary: The Patent and Trademark Office is adopting 
procedures for enforcing existing regulations governing 
the use of the Public Search Room for Patents and the 
Patent Examining Group Search Facilities by members 
of the public. Enforcement of the existing regulations is 
, and is intended by these procedures, to carry 
out the commitment of the Office to the public to pro- 
mote an atmosphere conducive to research and maintain 
the integrity of the files in the Public Search Room for 
Patents and in the Examining Group Search Facilities. 
Effective Date: 6-30-78. 
For Further Information Contact: Bradford R. Huther, 
pa yn Assistant Commissioner for Administration, Pa- 
t and Trademark Office, Washington, D.C. 20231, 
(703) 557-2290. 

Information: The procedures will apply in 
enforcing the regulations for the ‘alle use of records of 
the Public Search Room for Patents and the Patent Ex- 
amining Group Search Facilities. The regulations of the 
Public Search Room for Patents were published in the 

Federal Register for July 14, 1976, 41 F.R. 29009, and 
incorporated in a Search Room User Agreement entered 
into by each person who is issued a User Pass. Regula- 
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tions for Users of the Patent Examining Group Search 
Facilities were established under Rule 2 of the regula- 
tions of the Public Search Room for Patents and were 
published in the OFFICIAL GAZETTE of March 22, 
1977, 956 O.G. 1118. The procedures appear below. 


PROCEDURES FOR ENFORCEMENT OF THE 
REGULATIONS FOR THE PUBLIC USE OF REC- 
ORDS IN THE PUBLIC SEARCH ROOM FOR PA- 
TENTS AND THE PATENT EXAMINING GROUP 
SEARCH FACILITIES 


Under applicable statutes and regulations, including 40 
U.S.C. 486(c); 41 CFR 101-20.3; and appropriate sec- 
tions of Department Organization Orders 30-3A and 
30-3B of the Department of Commerce, the procedures 
appearing below are established. 


Violation Involving the Security System 
Unauthorized removal of government property. 


(a) The Public Search Room for Patents is oqeinped 
with a security system designed to sound an alarm when 
an attempt to remove government property from the 
Public Search Room is detected. Each alarm signal trig- 
gered by a person passing through an exit to the Public 
Search Room will be investigated by security guards 
stationed at the Public Search Room exits. The person 
involved will be required to stop and allow the security 
guards to determine the cause of the alarm. If non-gov- 
ernment property is the cause for the alarm, the person 
will be allowed to proceed without further delay. If 
unauthorized possession of government property is 
found to be the cause of the alarm, the person in whose 
possession the property is found will be advised that a 
violation has occurred and will be required to surrender 
the property to the Manager of the Public Search 

Room. An oral explanation for the possession of such 
property will be requested by the Manager. 

(b) The Manager of the Public Search Room will im- 
mediately report each incident involving unauthorized 
possession of government property to the Deputy Assis- 
tant Commissioner for Administration by telephone, and 
if requested submit a written report, together with the 
government property and User Pass involved to the 
Deputy Assistant Commissioner for Administration. 

(3) If it shall appear to the Deputy Assistant Commis- 
sioner for Administration that unauthorized possession 
of government property, detected by the security sys- 
tem, was inadvertent or otherwise unintentional, no fur- 
ther action will be taken. Otherwise, the Deputy Assis- 
tant Commissioner for Administration will request the 
person involved to show cause in writing why his or her 
User Pass should not be suspended or revoked pursuant 
to the terms of the Search Room User Agreement. A 
written decision will be rendered by the Deputy Assis- 
tant Commissioner for Administration after consider- 
ation of any timely submitted response. 


Other Violations of the Public Search Room 
Regulations 


All other violations of the Public Search Room 
Regulations. 


(a) Each observed or reported violation will be inves- 
tigated by the Manager of the Public Search Room. If a 
violation has occurred and is not denied, the person in- 
volved will be verbally —— ae the Manager to 
comply with the regulations. If the person involved 
ee ee ee 
Las ap wala in ring dah engin ns. ates a 
with the i or violates the regulations 
having agreed to comply with them, the person will be 
required to surrender his or her User Pass to the Manag- 
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Pass, if surrendered, to the Deputy Assistant Commis- 
sioner for Administration. 

(c) If the Deputy Assistant Commissioner for Admin- 
istration is satisfied that a reported violation was inad- 
vertent or otherwise unintentional, the User Pass, if 
surrendered, will be returned and no furt er action will 
be taken. In all other cases, the Deputy Assistant Com- 
missioner for Administration will request the person in- 
volved to show cause in writing why his or her User 
Pass should not be suspended or revoked pursuant to the 
terms of the Search Room User Agreement. A written 
decision will be rendered by the Deputy Assistant Com- 
missioner for Administration after consideration of any 
timely submitted response. 


Violations of the Patent Examining Group Search 
Facilities Regulations 


Violations of the Regulations for Users of the 
Patent Examining Group Search Facilities. 


(a) Each observed or reported violation will be inves- 
tigated by Authorized Official If a violation has oc- 
curred, and is not denied, the person involved will be 
verbally requested to comply with the regulations. If the 
person involved denies that a violation has occurred, or 
refuses to comply with a verbal request to comply with 
regulations, or violates the regulations after having 
agreed to comply with them, the person involved will 
be required to surrender his or her User Pass to the Au- 
thorized Official. 

(b) The Authorized Official will submit a written re- 
port of each violation, and the User Pass, if surrendered, 
to the Deputy Assistant Commissioner for Patents. 

(c) If the Deputy Assistant Commissioner for Patents 
is satisfied that violation was inadvertent or otherwise 
unintentional, the User Pass, if surrendered, will be re- 
turned and no further action will be taken. In all other 
cases, the Deputy Assistant Commissioner for Patents 
will request the person involved to show cause in writ- 
ing why his or her User Pass should not be suspended 
or revoked. A written decision will be rendered by the 
Deputy Assistant Commissioner for Patents after consid- 
eration of any timely submitted response. 


Penalties 


Factors to be Considered in Assessing Penalties. 


(a) Penalties will be determined on a case-by-case ba- 
sis. A record of penalties imposed for given violations 
will be kept and made available to the public upon re- 
quest. 

(b) Due weight may be given to prior violations of 


the regulations in assessing whether any given violation 
is willful, deliberate or intentional. 

(c) Prior violations of the regulations will be consid- 
ered in determining any specific penalty to be imposed. 
Depending upon the circumstances, the penalty for a 
first offense may range from an oral or written warning 
to a 60-day suspension of the User Pass. For a second 
offense, the penalty may be a suspension of from 5 days 
to 1 year. For a third offense, the penalty may range 
from a 30-day suspension to revocation of the User Pass. 


General Provisions 


Use of Search Facilities During Suspension or 
After Revocation of User Pass. 


No individual will be permitted to use the Public 
Search Room for Patents or the Patent Examining 
Group Search Facilities while his or her User Pass is 
suspended or revoked. 


6. Temporary User Pass. 


Any person whose User Pass was surrendered, but not 
suspended or revoked, may be issued a temporary User 
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Pass which shall be valid until the User Pass is returned 
or a decision is rendered pursuant to paragraph l(c), 
2(c), 3(c). 


7. Absence of the Deputy Assistant Commissioner 
for Administration. 


In the absence of the Deputy Assistant Commissioner 
for Administration, the Director of the Office of Patent 
and Trademark Services will carry out the functions and 
responsibilities assigned to the Deputy Assistant Com- 
missioner for Administration in paragraph 1(b) and (c) 
and 2(b) and (c). 


8. Absence of the Manager of the Public Search Room. 


In the absence of the Manager of the Public Search 
Room, the Acting Manager will carry out the duties and 
responsibilities assigned to the Manager in paragraphs 
1(a), 1(b), 2(a) and 2(b). 


9. Assistance. 


The Manager of the Public Search Room and the Au- 
thorized Official may, when necessary request the Secu- 
rity Officer of the Patent and Trademark Office or the 
GSA to provide assistance in carrying out their function 
in paragraphs 1(a), 2(a), and 3(a). 


10. Petitions. 


A decision rendered by the Deputy Assistant Commis- 
sioner for Administration, the Director of the Office of 
Patent and Trademark Services, or the Deputy Assistant 
Commissioner for Patents may be reviewed on petition 
to the Commissioner. i 


4 
LUTRELLE F. PARKER, 
May 5, 1978. Acting Commissioner of Patents 
and Trademarks. 
[970 O.G. 114] 


(23) Revised Regulations and Procedures 
for Visitors to the 


Patent and Trademark Office 


Effective Oct. 1, 1982, all visitors to the Patent and 
Trademark Office (PTO) will be required to obtain and 
display a visitor pass while using PTO facilities. Passes 
will be available in building CP3, Room 1A01. 

The current User Agreement will be replaced by the 
following Regulations for Visitors to the PTO: 


These regulations are established for members of the 
public using the facilities of the PTO and will be 
enforced by designated officials of the PTO. 


All persons using the facilities of the PTO are subject to 
regulations governing conduct on property under the 
charge and control of the General Services Administra- 
tion which appear in 41 CFR Subpart 101-20.3 (41 CFR 
§§101-20.300 through 101-20.314). 


Packages, briefcases and other personal effects brought 
into the PTO are subject to search by authorized per- 
sonnel for reasonable cause. 


All persons must comply with posted Official Notices. 
User Passes 


1. Individuals visiting any area of the PTO must obtain 
and display a valid, non-transferable User Pass at all 
times while on the premises. 

2. Permanent User Passes may be obtained from the 
Manager of the Patent Public Search Room. The 
first User Pass is issued at no charge. Duplicate or 
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replacement User Passes will be provided at a cost of 
$5.00 per Pass. Temporary User Passes may be 
obtained at no cost and are valid through the expira- 
tion date stamped thereon. 

. Permanent and Temporary User Passes must be sur- 
rendered to authorized PTO officials upon request 
for cause. 


Use of Search Areas 


. When searching in a patent examining organization, 
visitors must register with the designated representa- 
tive and sign a log indicating time entering and leav- 
ing the area, User Pass number, and class(es) and 
subclass(es) searched. 

. Documents removed from the files must be promptly 
returned to their proper jocation after use. No docu- 
ments may be removed from the area in which they 
were obtained without specific authorization from a 
Group Director or a Supervisory Patent Examiner. 

. Use of Patent Examining Group. search areas is 
strictly limited to searching materials unavailable in 
the Patent Public Search Room or the Scientific Li- 
brary. Examining Group search areas may be used 
only when such use does not conflict with the regu- 
lar business of the organization. 

. Trademark registrations may not be removed from 
the secured bundles in the registered file. Photo- 
copying from bound volumes of trademarks is pro- 
hibited. 


Prohibitions 


8. Smoking and consumption of food or beverages in 
other than designated areas. 

9. Loud talking or any conduct which is disruptive to 
others. 

10. Use of radios, typewriters, photographic equipment, 
dictation equipment, and like items without permis- 
sion from a designated official of the PTO. 

11. Improper use, mutilation, destruction or removal of 
patent or trademark records or government property. 

12. Reserving seats or work areas. 

13. Affixing messages to walls, telephone booths or oth- 
er government property, except designated message 


14. Use of the PTO as a mailing address, and use of 
PTO stationery. 


Hours of Operations 


. Use of PTO facilities is limited to the following 
hours on regular business days: 
Patent Public Search Room, High 
Ceiling Area . 
Low Ceiling Area and Mezzanine 8:00 am-8:00 pm 
Trademark Search Library 8:00 am-5:30 pm 


Scientific Library, Assignment 
Search Room, Microfilm Center, 
Pateni Examining Organizations, 
and all other public access areas 
of the PTO 8:45 am-4:45 pm 

THERESA A. BRELSFORD, 

Sept. 8, 1982. Acting Assistant Commissioner 

for Administration. 

[1023 O.G. 3] 


(24) Unlawful Removal of Labels 

We have found a large number of security labels, torn 
from Search Room patent copies, in stack areas of the 
Public Search Room. We remind persons removing se- 
curity labels or otherwise mutilating Search Room pa- 
tent copies, or removing Search Room patent copies 
from the Search Room without authorization, that such 
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acts are criminal offenses punishable by fine, imprison- 
ment or both. 

You should be aware that engaging in such acts vio- 
lates the prohibition against “the willful destruction of 
or damage to property; the theft of property.” 41 Code 
of Federal Regulations §101-20.303. Violations are pun- 
ishable by “a fine of not more than $50 or imprisonment 
of not more than 30 days, or both.” 41 Code of Federal 
Regulations §101-20.315. 

You should also be aware that engaging in such acts 
subjects you to punishment under the following criminal 
provision in Title 18 U.S. Code, §2071: 


(a) Whoever willfully and unlawfully conceals, 
removes, mutilates, obliterates, or destroys, or at- 
tempts to do so, or, with intent to do so takes and 
carries away any record, proceeding, map, book, 
paper, document or other thing * * * shall be 
fined not more than $2,000 or imprisoned not 
more than three years, or both. 

(b) Whoever, having custody of any such 
record, proceeding, map, book, document, paper, 
or poe thing, willfully ‘and unlawfully conceals, 
removes, mutilates, obliterates, falsifies, or de- 
stroys the same, shall be fined not more than 
$2,000 or imprisoned not more than three years, 
or both; and shall forfeit his office and be 
disqualified from holding any office under the 
United States. 


UNLESS THE REMOVAL OF SECURITY LA- 
BELS FROM SEARCH ROOM PATENT COPIES 
CEASES, THE OFFICE WILL TAKE APPROPRI- 
ATE ACTION, SUCH AS EXERCISING ITS AU- 
THORITY UNDER 41 CODE OF FEDERAL REG- 
ULATIONS$§i01-20.301 TO INSPECT PACKAGES, 
BRIEFCASES AND OTHER CONTAINERS 
BROUGHT INTO, WHILE ON, OR BEING RE- 
MOVED FROM THE SEARCH ROOM. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Mar. 28, 1983. 
[1029 OG 136] 


(25) 


Delays are being experienced in receiving files or- 
dered from the Federal Records Center in Suitland, Md. 
Therefore, more time must be allowed when out-of- 
town requestors are ordering patented files or aban- 
doned or registered trademark files in advance of their 
arrival in the area. Until recently, a five-day notice was 
sufficient to obtain a file located in the Federal Records 
Center. Now we are suggesting that ten days be allowed 
when ordering Suitland files. A 24-hour notice is still 
normally adequate when the file is located in the PTO 
File Repository in Crystal City. Out-of-town uests 
for files should be directed to Ms. Jacqueline W: 

(703) 557-2977. Requestors will be notified by phone, 
prior to planned arrival date, whether or not the re- 
quested file will be available. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1045 O.G. 3] 


Out-of-Town Request for Files 


July 10, 1984 


(26) Use of Certificate of Correction Forms 


The purpose of this notice is, to once again, remind 
patentees and their attorneys and agents to submit the 
text of any correction under 37 CFR 1.322 and 1.323 on 
the Certificate of Correction form, PTO-1050, which is 
available free of charge from the Patent and Trademark 
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Office. The presentation of all corrections on this form 
permits its use as camera copy for prompt, direct offset 
printing of the Certificate of Correction. 

Instructions for use of Form PTO-1050 are printed on 
the top portion thereof, and are also set forth, in further 
detail, in Section 1402.02 of the Manual of Patent Exam- 
ining Procedures. It is especially important that the typ- 
ing be clean and clear. Both thin, lighi type and heavy, 
smudged type should be avoided. C es and correc- 
tions are preferably made by use of white opaque cor- 
rection fluid. 

The typing should be within the borders printed on 
the form and a two-inch blank space should be left at 
the bottom of the last page of the form for the place- 
ment of the signature of the Attesting Officer. 

Both sheets of the printed form should be forwarded 
to the Office. The copies should be stapled together 
only at the upper left-hand margin at the indicated loca- 
tion. 

Copies of form PTO-1050 may be obtained, as needed, 
from either the Correspondence and Mail Division in 
Building 2, or from the receptionist in the lobby of 
Building 3, Crystal Plaza, Arlington, Va. 


RICHARD J. SHAKMAN, 
May 10, 1977. Assistant Commissioner for 
Administration. 


[959 O.G. 3] 


(27) ARS Patent Culture Collection 
Initiation of Fees 
As a result of recent policy changes, the ARS Culture 
Collection (NRRL) henceforth will charge a user fee for 
deposit and distribution of microbial cultures maintained 


in ag ages with U.S. and foreign patent applications. 


User fees apply to patent cultures only; as it has in the 
past, the ARS Culture Collection will continue to ex- 
change other microbial germplasm with the scientific 
community without charge. The fee schedule will apply 
to all patent cultures deposited after Sept. 30, 1983. A 
fee of $500.00 will be charged for each strain, payable at 
the time of deposit. A $20.00 fee will be charged for the 
distribution of all released patent cultures that have been 
deposited after Sept. 30, 1983. There will be no charge 
for distribution of patent cultures already on deposit or 
for others received before this date. Checks, in U.S. dol- 
lars, should be made payable to the Agricultural Re- 
search Service, USDA. USDA laboratories and desig- 
nated cooperators will be exempt from fee assessment. 
The types of microorganisms accepted by the ARS Cul- 
ture Collection are the same as announced in the past 
and include industrially important bacteria, yeasts, 
molds, and Actinomycetales. Viruses and highly patho- 
genic or especially fastidious microorganisms are not ac- 
cepted. Further information on types of microorganisms 
accepted and conditions for deposit may be obtained by 
contacting A. J. Lyons, Curator, ARS Patent Culture 
Collection, Northern Regional Research Center, USDA- 
ARS-NCR, 1815 N. University St., Peoria, Ill. 61604 
(Tel. 309/685-4011). 


[1033 OG 26] 


(28) Notice to Subscribers 

The Patent and Trademark Office announces a change 
in the point of contact for subscribers who have not 
been receiving all of their copies of the Official Gazette, 
Manual of Patent Examining Procedures Revisions, An- 
nual Indices, or other patent and trademark publications. 
All correspondence and inquiries concerning subscrip- 
tion services including requests for reinstatement or re- 
newal of subscriptions should be directed to: 
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Mr. Michael F. DiMario 

Assistant Public Printer 
Superintendent of Documents (SD) 
U.S. Government Printing Office 
Washington, D.C. 20401 


Furthermore, the Superintendent of Documents ad- 
vises that expiration notices are sent out approximately 
three months before the expiration date. However, sub- 
scribers should not rely on this schedule. If a notice is 
not received within two months of the expiration date, 
the subscriber should renew the subscription with the 
Superintendent of Documents. Attach a label from the 
envelope in which the publication is received, together 
with a check covering the amount of the subscription. If 
a deposit account with the Superintendent of Docu- 
ments is to be used, include the deposit account number 
with the renewal. 

This notice is effective with the publication date and 
supersedes the notice published on this subject in 969 
O.G. 2, dated Mar. 14, 1978. 


THERESA A. BRELSFORD, 


Assistant Commissioner 


Aug. 3, 1984. 
for Administration. 


[1045 O.G. 28] 
(29) 


The subscription prices on the following publications 
have been changed as indicated below: 


Subscription Pricing Information 


Title: Official Gazette, Patent Section 
First-class domestic mailing 
Fourth-class domestic mailing 
Fourth-class foreign mailing 
Single copies each, domestic 
Single copies each, foreign 


Back copies will not be furnished. 
This change is effective with Government Periodicals 
and Subscription Services Price List 36, dated Summer, 
1984. 


Foreign first-class mailing rates will be furnished upon 
request. Direct all inquiries and subscription requests to: 
Superintendent of Documents 
U.S. Government Printing Office 
Washington, D.C. 20402 
Checks for subscription orders should be made pay- 
able to the Superintendent of Documents. If a Deposit 
Account with the Superintendent of Documents is to be 
pag — include the Deposit Account Number with 
the order. 


THERESA A. BRELSFORD, 
Sept. 11, 1984. Assistant Commissioner 
for Administration. 
[1047 O.G. 11] 


(30) Subscription Pricing Information 


The annual subscription prices on the following publi- 
cation have been changed as indicated below: 
Title: Patent and Trademark Office Notices 
First-class domestic mailing .... $ 71.00 
First-class foreign mailing .. . . not available 
Third-class domestic mailing . . . . 57.00 
Third-class foreign mailing 71.25 


This change is effective with Government Periodicals 
and Subscription Services Price List 36, dated Summer 
1984. 

Direct all inquiries and subscription requests to: 
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Superintendent of Documents 
U.S. Government Printing Office 
Washington, D.C. 20402 


Checks for subscription orders should be made pay- 
able to the Superintendent of Documents. If a Deposit 
Account with the Superintendent of Documents is to be 
— please include the Deposit Account Number with 
the order. 


THERESA A. BRELSFORD, 
May 7, 1984. Assistant Commissioner 
for Administration. 
[1042:0.G. 58] 


G1) Rules Service Company Address Change 


The Patent and Trademark Office has been notified of 
a change in the address and telephone number of the 
Rules Service Company which publishes a looseleaf 
Rules of Practice in Patent and Trademark Cases with a 
revision service. The new address and telephone num- 
bers are: 


Rules Service Company 
4341 Montgomery Avenue 
Bethesda, Maryland 20014 
(301) 656-4660 


SIDNEY A. DIAMOND, 
Apr. 7, 1980. Commissioner of Patents 
and Trademarks. 
[994 O.G. 10] 


(32) Patent and Trademark Office Services 


The Patent and Trademark Office is making every ef- 
fort to utilize its resources as effectively and efficiently 
as possible. However, delays in some services are being 
experienced. To improve services, the PTO is taking the 
~~ steps: 

Beginning with the issue of January 1, 1980, the 
original formal drawing which is supplied by the patent 
applicant and is 8 1/2 by 14 inches (21.0 by 29.7 cm.) is 
being stored within the patented file in the Patent 
Search Division. This is a change from the earlier prac- 
tice under which the drawing is stored in a separate lo- 
cation from the patent file wrappers. The new proce- 
dure will simplify obtaining the complete patented file. 
This procedure will be used for a three month trial peri- 
od and then reevaluated for its effectiveness. 

Effective December 3, 1979, sale of tokens and 
maintenance of al! token operated photocopy and micro- 
film reader-printer equipment throughout the Patent and 
Trademark Office are being performed by a private con- 
tractor, T S Info Systems, Inc. (TSI). Improved quality 
and timeliness of copy service to the public are antici- 


ted. 
Pail token sales are made between the hours of 8:30 
A.M. and 5:00 P.M. at the token sales booth in the 
Record Room located in Building CP-4. When purchas- 
ing tokens by check, please make the check payable to 
“TSI” rather than “Commissioner of Patents and Trade- 
marks.” Tokens will not be sold at the cashier’s window 
in CP2. 

Effective February 1, 1980, charges for tokens to 
PTO customer deposit accounts will no longer be ac- 


Effective immediately, no requests for new patent or 
trademark drawings will be accepted by the Patent and 
Trademark Office. New drawings will be prepared only 
for requests already received. All currently available 
drafting time and facilities are required to correct the 
backlog of drawings needing correction prior to issue. 
When this backlog has been eliminated, a notice will be 
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issued to that effect and new drawings can again be pre- 
pared for the public. 

Effective immediately, three additional special mail 
room boxes will be established in the PTO: 

Box 4 will be used for all mail for the Office of Legis- 
lation and International Affairs. 

Box 5 will be used for documents which are related to 
trademarks and for which no fee is required at the time 
of filing; e.g., amendments to applications and requests 
for extensions of time to file an opposition. For mail di- 
rected to the Trademark Trial and Appeal Board, 


pu 
“Attention TTAB” on the envelope in addition to “Box 
5 ” 


Box 7 will be used for reissue applications which are 
involved in litigation and any subsequently filed papers 
for these applications. 

Mail appropriately addressed will be sorted and 
forwarded on a more timely basis. 

Applicants and other users of the PTO services can 
assist in improving the efficiency of office by doing the 
following: 

Use the following special PTO box numbers for for- 
warding particular types of mail. The boxes should be 
used only for the specified purpose. 

Box 2—Replenishment of funds in deposit accounts. 

Box 4—Mail for the Office of Legislation and Interna- 
tional Affairs. 

Box 5—“No fee” mail related to trademarks. 

Box 7—Reissue applications for patents involved in 
litigation and any subsequently filed papers for these ap- 
plications. 

Box 8—All papers for the Office of the Solicitor. 

Box 9—Coupon orders for U.S. patent and trademark 
copies. 

Box 10—Orders for certified copies of patent and 
trademark applications. 

Box PCT—Mail related to applications filed under the 
Patent Cooperation Treaty. 


Only that material for which the special box was estab- 
lished should be enclosed. 


The special box numbers have been established to al- 
low forwarding of particular types of mail to the appro- 
priate areas as quickly as possible. Such mail is 
forwarded directly to the appropriate area without being 
opened. Therefore, if any documents other than the 
specified type identified for each box are addressed to 
that box, they will be delayed in reaching the appropri- 
ate area for which they were intended. 

Envelopes should be addressed: 


Dow ah 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Consider the fact that some PTO services are experi- 
encing delays, and allow sufficient lead time for services 
requested of the Office. Where possible, urgent items 
which require no fee should be hand delivered to the 
appropriate area. 

Minimize the number of inquiries to the PTO re- 
garding acknowledgment of receipt of applications, fee 
papers, orders for patent copies, etc. 

Include a self addressed return post card with new- 
ly filed applications. The serial number assigned the ap- 
plication will be stamped on the post card, which will 
constitute the means by which the application can be 
identified. 

Use commercial services for preparation of new pa- 
tent and trademark application drawings. 

On all papers which are filed in patent and trade- 
mark applications and are being sent to an examining 
group, include the appropriate identifying data, such as 
examining group number, examiner’s name, and the 
number of the application paper | to which the response is 
directed. The paper should identify the of doc- 
ument being presented (e.g., response to action 
#__, amendment, etc.). The name and telephone num- 
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ber of the individual representing the applicant also 
should appear on all papers. 

These steps have been devised in an effort to minimize 
delays in services. We solicit the help and cooperation 
of the public. 


SIDNEY A. DIAMOND, 
Jan. 4, 1980. Commissioner of Patents 
and Trademarks. 
[990 O.G. 184] 


(33) Service of Court Papers on the Commissioner 
of Patents and Trademarks 


Those having occasion to serve papers associated with 
court proceedings by mail are reminded that a special 
mailing address been established to provide werent 
forwarding to the Office of the Solicitor. The use of this 
address will ensure that the papers will not be delayed 
in dispatch. In court proceedings in which the Commis- 
sioner is a party, the notices of appeal to the U.S. Court 
of Appeals for the Federal Ciremt and all service copies 
of papers filed in courts should be addressed: 


Solicitor 

Box 8 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Service copies of briefs and papers hand-carried to the 
Mail Room of the Patent and Trademark Office should 
likewise be addressed as shown above. 


Joseph Nakamura, 
Solicitor. 


[1023 O.G. 3] 


Sept. 10, 1982. 


(34) Sale of Copies of Reexamination Requests 
Ba ay of reexamination requests, all cited references, 
e file wrapper and contents of the patent file for 
which reexamination is requested are available at a 
charge of $0.30 per page. Orders for such copies must 
indicate the control number assigned the reexamination 
request. Orders should be addressed to the Commission- 
er of Patents and Trademarks, Washington, D.C. 20231, 
Attention: Customer Services Division. 


GERALD J. MOSSINGHOFF, 
July 31, 1981. Commissioner of Patents 
and Trademarks. 

[1010 O.G. 4] 


Electronic Patent Data 
Dissemination Guidelines 


Introduction 


The U.S. Patent and Trademark Office (PTO) has - 
dertaken a program to fully automate its operations. As 
a result of the automation, new forms of patent data will 
be created and new techniques will become available to 
facilitate the end use of one of the largest technical in- 
formation resources of the nation, the files of U.S. and 
foreign patents. To fulfill its mission to disseminate such 
information and to aid in the ement of the elec- 
tronic information resources, the has formulated 
the follo general principles and guidelines regarding 
 Aapena digital patent data dissemination and distribu- 


pi ere ee ee 
to carry out these guidelines, separate formal rulemaking 
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procedures will be undertaken. The purpose of this no- 
tice is to inform the public as early as possible of the 
PTO’s present policies in automating its patent opera- 
tions. 

The public is urged to consider and submit comments 
on these guidelines. Please address comments to: 


J. Howard Bryant 

Administrator for Automation 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Background 


In response to P.L. 96-517, the PTO prepared and 
submitted to Congress on Dec. 13, 1982, its plan for the 
complete automation of its operations by 1990. The man- 
date to develop the plan stemmed from the recognition 
that problems of increasing magnitude threaten the ef- 
fectiveness of the U.S. patent system. These problems 
relate to the increasing difficulty of maintaining the in- 
tegrity of the all-paper hand-file and retrieval search 
files on which patent examination depends. Surveys indi- 
cate that at any one time, about seven percent of the 

search files are missing or misfiled. The process of 
matching the 20,000 documents of correspondence and 
other items that arrive in the PTO daily to the 240,000 
pending patent applications is prone to a high rate of er- 
ror. The already enormous data base in the patent exam- 
ining search files alone — more than 25,000,000 docu- 
ments— is projected to double by the end of the 
century. The solution to these problems is the applica- 
tion of computer technology to the functions of the 

PTO. The automation plan was developed around the 
concept of an essentially paperless office, using comput- 
er processable, electronic data bases to replace the 
existing paper files. Data will be converted to computer 
processable form from applications and patent search 
files using a variety of technical methods — optical 
character recognition, digital facsimile scaigiing, and 
word processing. Once the electronic data ba%e is creat- 
ed, patent examiners and other PTO personnel will use 
it to perform searches, conduct examinations, and pre- 
pare office actions. A specially configured electronic 
workstation will be used to support these functions. The 
electronic data base also will provide the data to print 
the Official Gazette and to make copies of patents for 
sale to the public. 

Automation is being accomplished in three stages, be- 
ginning with the installation of a proof-of-concept sys- 
tem to prove and refine the application of the technolo- 
gy to the patent process. Once proven, the test 
installation will be expanded in the second stage to sup- 
port all of the internal functions of the PTO. In the 
third stage, public access to patent information will be 
expanded, and electronic interconnections between co- 
operating foreign patent offices will be established. 

le progress has been made in implementing 
the automation plan. A $300 million contract has been 
awarded to the Planning Research Corp., teamed with 
the Chemical Abstracts Service (a not-for-profit arm of 
the American Chemical Society) to provide computer 
software and equipment, together with supporting 
services, for an Automated Patent System (APS). Instal- 
lation of the Automated Patent System for Stage 1 will 
begin late in 1984 and its evaluation will be completed in 
the summer of 1985. Part of the electronic data base — 
the text of patents from 1970 to the present — is avail- 
able as a by-product of patent printing. Two pending 
procurement actions will provide for the conversion into 
computer form of the remainder of the 
backfile of U.S. patents and all future applications. 
Agreements have been reached with the and 
Japanese Patent Offices to exchange electronic patent 
data bases. In brief, the most significant inital step lead 
ing to the automation of the have been carried out 


as planned. 
As a result of the automation program, the PTO plans 
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to create or obtain and maintain the following electronic 

data bases in its Automated Patent System(APS): 

1. All U.S. patents, patent application files, and releated 
patent data such as bibliographic, classification, status, 
and ownership information; 

. A comprehensive collection of foreign patent docu- 
ments and related patent data such as bibliographic 
and classification information, captured by the PTO 
or obtained through exchanges with other patent of- 
fices, intergovernmental organizations, or other enti- 


ties. 

. A collection of selected non-patent technical litera- 
ture. 

These data bases will be accessed using electronic 
workstations with dual, high-resolution displays, and 
software that provides the capability to use index and 
full text search techniques. These search techniques in- 
clude the ability to search according to the current U.S. 
Patent Classification System, and an international patent 
classification system. The patent examiners will also be 
provided with access to selected commercial search data 
bases using their electronic workstations. 

The PTO considered several approaches to the dis- 
semination of patent data, and adopted the following 
general principles and guidelines. 

I. Dissemination Goals and Objectives 

It is the goal of the PTO to achieve effective, wide- 
spread dissemination of patent information to all seg- 
ments of the U.S. public. 

A. This will be sccompiiatiid directly by providing elec- 
tronic data base search and retrieval services in 

ublic search facilities located in the PTO and other 
ocations which may be established by the Govern- 
ment. To the extent technically feasible and economi- 
cally viable, services also will be provided in cooper- 
ation with Patent Depository Libraries (PDLs), under 
provisions of 35 U.S.C. 13. PDLs are Federal, state 
and local government or non-commercial university 
libraries designated by the PTO to offer public, non- 
profit access to patent collections. 

B. The PTO will pursue its dissemination goal indirectly 
by encouraging the private sector to offer commer- 
cial patent search and retrieval services outside the 
public nana facilities and PDLs. The PTO will seek 
to avoid competition with private sector firms in pro- 
viding such services to the public. 

II. Direct Dissemination to the Public 
A. The PTO will seek to provide the following in the 

public search facilities: 

1. Electronic access to all the capabilities of the Auto- 
mated Patent System (APS) that will be available 
© patent examiners, excluding pending and aban- 
doned applications not accessible under 35 U.S.C. 
122, at user fee rates based on the marginal cost of 
providing the access; and 

2. Access at commercial rates, to commercial data 
bases that are available to the patent examiners. 

B. To the extent that it is technically feasible and eco- 
nomically viable, the PTO will seek to provide in the 
PDLs access to the capabilities of the Automated Pa- 
tent System, excluding pending and abandoned appli- 
cations not accessible sauder 39 U.S.C. 122, at aber toe 
rates based on the marginal cost of providing those 


II. Distribution to Commercial Data Base Vendors 
PTO will pursue its dissemination goals indirectly 
y making its gg patent data available to com- 
base vendors that provide commercial 
search and retrieval services to the public. The PTO 
ill provide its data to such commercial data base ven- 
under the following conditions: 

A.All U.S. patent data created by the PTO will be 
made available in bulk form, that is on magnetic tape 
or another suitable medium. 

B. In general, the PTO will not distribute the data re- 
ceived from another patent office but will seek to 
have contractual arrangements established directly 
between the other patent office and the commercial 
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data base vendor. The PTO will not act as a service 
agent or representative of another office unless there 
is a special need that cannot be met otherwise. 

C. Fees charged to commercial data base vendors for 
bulk U.S. patent data will be based on the marginal 
cost of providing such distribution services plus a fair 
market value charge for the data, as set by the PTO. 

D.Normally, arrangements with commercial data base 
vendors will be non-exclusive. Bulk resale of PTO 
data by commercial data base vendors will be prohib- 
ited by the terms of the bulk sale agreement. 

IV. Exchange of International Data 

International electronic patent data exchanges be- 
tween the PTO and other patent offices will be made 
when deemed to be advantageous. Dissemination of data 
obtained through data exchanges will be based on the 
following guideline: all data obtained by exchanges from 
other patent offices will be obtained under agreements 
that will permit the data to be incorporated into the Au- 
tomated Patent System (APS). If the data cannot be in- 
corporated into the Automated Patent System (APS), it 
will be governed by these guidelines as they apply to 
commercial data bases. 


GERALD J. MOSSINGHOFF, 
June 8, 1984. Commissioner of Patents 
and Trademarks. 
[1044 O.G. 11] 


(36) Computer Aided Search for Class 364 


Subclasses 200 and 900 


In 1975 the Patent and Trademark Office installed an 
experimental computer search system for searching the 
computer and digital data processing system arts classi- 
fied in Class 364/200 and 900. This system, known as 
Computer Controlled Microform Search System 
(CCMSS), functioned until 1983 when it could no long- 
er be kept operational. 

A new computer aided search system, Computer 
Aided Search and Patent Image Retrieval (CASPIR), 
has been installed and is available to the public. The 
new system possesses features similar to the previous 
system in that each subclass is searchable using a topic 
index list of approximately 400 terms, which may be 
combined with Boolean logic into a search question. 
The user is able to view from 5 to 12 pages of docu- 
ments meeting the search strategy under computer con- 
trol of a microfilm viewer. 

CASPIR has all of the original data base of the 
CCMSS (which covered patents dated 1950-1981). In 
addition, its data ee ae and filmed, has been 
updated through Sept., 1 

It is anticipated that CASPIR will be updated accord-. 
ing to the following schedule. Once a month the codes 
assigned to new documents will be entered into the data 
base by Patent and Trademark Office personnel. Docu- 
ments thus entered will not be available on the micro- 
film viewer but will show up on the data terminal in re- 
sponse to search questions. Users would need to consult 
search room paper files to see the documents. To assure 
efficient filming and maximum use of the film strips, the 
filming of coded documents wil take place ona quarter 
ly basis — Jan pos July mg Oct. Following this pro- 
cedure, the coded data base should not be more than 
one to two months behind current patent issue dates and 
the filmed copies of coded documents should not be 
more than three to four months behind current patent is- 
sue dates. 

Terminals are currently available for public use in 
Crystal Piz. 2, Room 5C-22. Reservations for terminal 
use may be made by calling 703-557-3651 during nor- 
mal business hours. Patent and Yrademark Office per- 
sonnel are available to assist the user in terminal opera- 
tion. Effective Mar. 11, 1985 these public terminals will 
be moved to the Public Search Room in Crystal Piz. 
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CP3-1A-3. Reservations for use may then be made by 
contacting Mr. Bernard Thomas at 703-557-2276. 


EARL LEVY, 
Feb. 5, 1985. Director, Group 230 
Patent and Trademark Office. 


[1052 OG 56] 


(37) Availability of Concordance — 
Fifth Edi 


ition 


The Patent and Trademark Office announces the 
availability of the “Concordance Fifth Edition-1985 
United States Patent Classification to International Pa- 
tent Classification” which relates the U.S. Patent Classi- 
fication, as revised through Feb. 29, 1984, (Classification 
Order No. 929) to the Fourth Edition of the Internation- 
al Patent Classification, 1984, as published for the World 
Intellectual Property Organizations by Carl Heymanns 
Verlag K. G., Munich. 

Copies of the Concordance are for sale by the Super- 
intendent of Documents, U.S. Government Printing Of- 
fice, Washington, D.C. 20402, Stock Number 
003-004-00611-1. The price for this publication is $6.50 
for U.S. and $8.15 for foreign mailing. 


WILLIAM S. LAWSON, 
July 3, 1985. Administrator for 
Documentation. 
[1057 OG 20] 


Availability of Copies of the Magnetic Tape 
of the Fourth Edition of the International 
Patent Classification (IPC) 


(38) 


The Assembly of the IPC Union has decided to make 
available copies of the magnetic tapes of the IPC 
through the International Bureau of the World Intellec- 
tual Property Organization. 

The IPC Assembly made the following decisions: 

“The International Bureau should put at the disposal 
of the Industrial Property Offices of any country mem- 
ber of the IPC Union which so wishes the magnetic 
tape. . .of the IPC at cost, provided that any such Office 
receiving a tape accepts the three conditions set forth. 
-below: 

(i) the tape is used by those Offices. . 
poses of carrying out their functions, 

(ii) no reproduction of the tape or its contents, in 
whole or in part, is made in the form of paper 
copies or microfiches, except in the case of on- 
line printouts, and 

(iii) the tapes or copies thereof, in whole or in part, 
are not made available to any third party.” 

The Commitiee of Experts of the IPC Union decided 
that the tape (in English or French language) would be 
made available to Industrial Property Offices of 
countries being members of the IPC Union at the price 
of 1,000 Swiss francs. 

In order to carry out its function of disseminating pa- 
tent information contained on IPC tapes, the U.S. Patent 
and Trademark Office may need the assistance of quali- 
fied U.S. public organizations or private companies. Ac- 
cordingly, the Office will consider requests from such 
organizations or companies interested in disseminating 
such information. 

The Committee also decided that, subject to the con- 
ditions enumerated in (ii) and (iii) above, the tapes 
would be made available for the following prices to any 
public organization or private company authorized by its 
government: 
¢ for internal use only, at the price of 5,000 Swiss 

francs; and 
¢ for exploitation of the tape on a commercial basis, at 

the price of 30,000 Swiss francs. 


for the pur- 
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The Patent and Trademark Office will authorize Unit- 
ed States public organizations and private companies to 
purchase the tape under these conditions and at the 
agreed upon prices quoted. 

For further information contact: 


Office of International Patent Classification 
Crystal Square, Bldg. 4, Room 108 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 

Tel: (703) 557-3756 


WILLIAM S. LAWSON, 
Feb. 1, 1985. Administrator for 
Documentation. 
[1052 OG 56] 


(39) Simultaneous Issue of Patents 

Applicants and their attorneys who desire the simulta- 
neous issue of allowed applications must submit the re- 
quest to: 


Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attention: Office of Publications 

CP-2, Room 5C26 


The request must contain the following information 
about each allowed application for which simultaneous 
issue is requested: 

(1) serial number 

(2) filing date 

(3) name(s) of inventor(s) 

(4) title of invention 

(5) date of allowance 
Separate copies of the request must accompany each Is- 
sue Fee Transmittal (PTO-85b). 

Questions concerning this practice may be directed to 

Mr. Stanley J. Bania, Director, Office of Publications, 
Area Code (703) 557-3794. 


RICHARD J. SHAKMAN, 
Aug. 25, 1978. Assistant Commissioner 
for Administration. 
[974 O.G. 16] 


RECORDS AND FILES 
(40) 


Effective April 1, 1976, only the first appearing name 
of an assignee will be printed on the patent where multi- 
ple names for the same Party are identified on the Base 
Issue Fee Transmittal form, POL-85b. Such multiple 
names may occur when both a legal name and an “also 
known as” or “doing business as” name is also included. 
This printing practice will not, however, affect the 
existing practice of recording assignments with the Of- 
fice in the Assignment Division. The assignee entry on 
form POL-85b should still be completed to indicate the 
assignment data as recorded in the Office. For example, 
the assignment filed in the Office and therefore the 
POL-85b assignee entry might read “Smith Company 
doing business as (d.b.a.) Jones Company.” The assignee 
entry on the printed patent will read “Smith Company.” 

For purposes of compiling and publishing the 1976 
Annual Index of Patentees, this change will be retroac- 
tive to patents issuing on January 6, 1976. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Assignee Names 


Dec. 17, 1975. 


[942 O.G. 186] 
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(41) Submission of Uniform Assignee Names 


on the Issue Fee Payment Form PTOL-85b 


The Patent and Trademark Office is experiencing 
problems when computer-sorting assignee names for the 
Patentee Index because of the non-uniform use of the 
names of certain companies and corporations on the is- 
sue. fee payment form PTOL-85b. The use of different 
spellings or nomenclature for the same company re- 
quires the Office to expend time and effort to determine 
whether the various name forms are in fact for the same 
company. If such inconsistencies are not corrected, pa- 
tents to the same company will appear in different loca- 
tions in the Patentee Index. An example of inconsistent 
use is “ABC Company, Ltd.” and “ABC Co., Limited.” 

Therefore, persons who list assignee names on issue 
fee payment form PTOL-85b should ensure that the 
same company name form is used for all patents issuing 
to a particular company. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Nov. 17, 1977. 
[965 O.G. 8] 


(42) Assignments Affecting Applications 


of Joint Inventors 


Over the past several years, the Assignment Branch of 
the Patent and Trademark Office has been charging a 
single fee for recording the assignment of a patent or pa- 
tent application of joint inventors when separate assign- 
ment documents are executed by the joint inventors and 
then filed together for recording. 

This practice is in error because it conflicts with 37 
CFR 1.21 Miscellaneous Fees and Charges (h) Record- 
ing of Documents which states: 

(1)For recording each assignment, agreement or 

other paper relating to the property in a pa- 
tent or applications $20.00. 

Effective Nov. 1, 1984, the Assignment Branch will 
charge in accordance with the above regulation, the fee 
of $20.00 for each assignment document of the joint in- 
ventors which relates to the patent or patent applica- 
tions. 


THERESA A. BRELSFORD, 
Oct. 1, 1984. Assistant Commissioner 
for Administration. 
[1047 O.G. 49] 


(43) Title of Invention Carried on Office Records 


The Patent and Trademark Office is experiencing an 
increased incidence in the number of newly filed appli- 
cations in which the title of the invention is inconsistent 
within the papers. This has resulted in applicants re- 
questing correction of the official filing receipt in many 
instances to indicate the title preferred by applicants. 

Hereafter, whenever the title of the invention appears 
inconsistent within the papers of a riewly filed applica- 
tion for patent, the records of the Office will carry the 
title as indicated on the first page of the specification 
and no corrected filing receipt will be issued to indicate 
another title. Note that 37 C 1.72(a) indicates that the 
title of the invention should appear as a heading on the 
first page of the specification. 

It should also be noted that applicant may amend the 
title under 37 CFR 1.115 if any changes are subsequent- 
ly desired before issuance of a patent. 


BRADFORD R. HUTHER, 
Acting Assistant Commissioner 
for Administration. 


[962 O.G. 23] 


Aug. 31, 1977. 
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Notice to Patent Owners and Parties 
Responsible for Paying Maintenance Fees 
Concerning Fee Address and Payor Number 


37 CFR 1.363, effective Nov. 1, 1984, provides for a 
“fee address” to be entered in the Office patent file 
records for use in all correspondence relating to mainte- 
nance fees. The “fee address” is in addition to the “cor- 
respondence address” under 37 CFR 1.33 which will 
continue to be used for all reexamination and interfer- 
ence purposes. If no separate “fee — is specified, 
the “correspondence address” will also be used for 
maintenance fee correspondence. 

In order to simplify changes in address by patent 
owners having several patents, and data input by the Pa- 
tent and Trademark Office, a “payor number” will be 
assigned to each “fee address” when a “fee address” is 
presented to the Office in a patent or earlier upon re- 
quest. A request for a “payor number” before a mainte- 
nance fee is paid or due will permit a patent owner to 
request that the “fee address” or “payor number” be re- 
corded in the Office records of the patents owned on 
which maintenance fees are due so that all notices relat- 
ing to maintenance fees will be sent to the “fee address”. 

The Patent and Trademark Office has established a 
procedure for assigning a “payor number” upon request 
by a patent owner or a party responsible for paying 
maintenance fees. Such a party may be, for example, the 
finance office of a corporation or of a separate organiza- 
tion specializing in maintenance fee payments. Under the 
procedure, a patent owner or other party may request a 
“payor number” for a particular “fee address” by writ- 
ing to: Commissioner of Patents and Trademarks, Box 
M. Fee, Washington, D.C. 20231. Each request for a 
“payor number” should include: 

— the “fee address” to be used by the Office, and 

— the telephone number of the fee addressee to be 

used to resolve problems. 

After receipt of a “payor number”, it may be used to 
indicate to the Patent and Trademark Office the “fee ad- 
dress” to be used in particular patents on which mainte- 
nance fees will become due and in applications in which 
issue fees have been or are being paid. Any request for 
entry of a “payor number” or “fee address” in the Of- 
fice records of a patent, however, must be signed by the 
patent owner or his or her attorney or agent of record. 

After a “payor number” has been assigned, it should 
be used in all future maintenance fee payments and relat- 
ed correspondence. However, where a yor number” 
has not been previously entered in the Office records for 
a patent, the mere indication of a “payor number” at the 
time of payment of the maintenance fee, without the sig- 
nature of the patent owner or the owner’s attorney or 
agent of record, will not serve to make the “payor num- 
ber” of record in the Office for that patent. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


(44) 


Oct. 19, 1984. 
[1048 O.G. 48] 


(45) New System To Monitor Patent Applications 
During this summer the Patent and Trademark Office 
will begin implementation of a new office-wide comput- 
er system, the Patent Application Locator and Monitor 
System (PALM 3), for monitoring the location and sta- 
tus of pending patent applications. The system will also 
have the ability to print data on certain form letters such 
as the Notice of Allowance, using computer-controlled 
printers located in the Examining Groups. This will per- 
mit the Notice of Allowance to be printed and mailed 
by the Groups shortly after the Examiner has decided 
that an application is in condition for allowance. Under 
the new system, the Notice of Allowance will be mailed 
prior to completion of final issue revision by the Group 
clerical staff. In those applications where an Examiner’s 
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Amendment is required, it will normally be mailed as an 
attachment to the Notice of Allowance. 

When existing printing backlogs have been eliminated, 
this accelerated mailing should reduce the time between 
allowance by the examiner and issuance of the patent 
grant in most cases. The nature and/or extent of the re- 
visions or processing requirements subsequent to mailing 
of the Notice of Allowance may result in little or no re- 
duction in the time required for the printing of a few pa- 
tents. In addition, it is possible that, as a result of this 
additional processing, withdrawal or correction of the 
Notice for a given application may be required. For in- 
stance, prosecution might be reopened as a result of the 
Quality Review Program. In situations where the Base 
Issue Fee has been paid and the Notice of Allowance is 
subsequently withdrawn, the applicant may request that 
a refund be made or that the fee be credited to a Depos- 
it Account. 

Applicants will continue to receive a three part No- 
tice of Allowance packet, but, as a result of automated 
printing, the Notice will be produced in a a re- 
vised format. This new format will have the following 
application data printed thereon: 

—Serial Number 

—Filing Date 

—Total Claims Allowed 

—Date of Mailing 

—Examiner Name and Group Art Unit 

—First Named Applicant 

—Title of the Invention 

—Base Issue Fee Due (Utility Applications Only) 

—Attorney’s Docket Number 

—Class and Subclass Where Issued 
Copy (a) of the new Notice of Allowance will be used 
as applicant’s record copy in the current manner. Copy 
(b) will continue to be used as a transmittal for the fee 
with copy (c) required when a charge to a deposit ac- 
count is authorized. The new version of copy (c) will 
also have a section to notify the Office of a change in an 
inventor’s address. Note that this address change need 
not be signed by the inventor. This procedure eliminates 
the need for the separate Inventor’s Address Change 
form (PTOL-231) now in use. 

One other change to current practice will also be 
implemented as a result of the new system. Beginning 
with patents issuing in the late fall of this year, advance 
orders for patent copies will only be sent to the corre- 
spondence address of record in the application. This 
practice will permit computer generation of mailing la- 
bels for the orders and thereby eliminate the need for 
the separate, pink Advance Order form (PTO-721) now 
in use. Requests for advance orders will now be made in 
a special section of copy (b) of the Notice of Allowance. 
During the transition from the old order method to the 
new, it will be necessary to send some advance orders to 
the correspondence address of record in the application 
rather than some other address as has been requested on 
an earlier submitted Advance Order Form. 

While the major impacts on the public will be limited 
to those discussed above, one other minor matter should 
be mentioned. It is anticipated that, due to the absence 
of data in the master data base, some information occa- 
sionally may not be printed on the Notice of Allowance 
or on other form correspondence. However, this does 
not necessarily mean that a corrected Notice or form 
letter is required. Furthermore, since the data base is not 
used for printing of the patent grant, the missing infor- 
mation should —_ on the final issued patent if it is in 
the application file wrapper. This problem is expected to 
diminish as the implementation of the system proceeds 
and the data base becomes more complete. The coopera- 
tion of applicants and their representatives during this 
system implementation is sincerely appreciated by the 
Patent and Trademark Office. 


SIDNEY A. DIAMOND, 
June 16, 1980. Commissioner of Patents 
and Trademarks. 


[997 O.G. 9] 
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(46) Policy Regarding Storage, Retention and 
Availability of the Foreign Patent Documents in the 
Numeric Collection of the Patent & Trademark Office* 


The U.S. Patent and Trademark Office (PTO) main- 
tains the largest collection of foreign patent documents 
in the United States. This collection is a major technical 
information resource that supports the patent examina- 
tion function as well as the PTO’s mission of disseminat- 
ing technical information. The collection is divided into 
two parts—the classified collection which is distributed 
among the examiners’ search files, and the numeric col- 
lection which is maintained by the PTO’s Scientific Li- 
brary. A large portion of the numeric collection is in pa- 
per form, but it also includes considerable microfilm 
with some overlap between the two forms. Some of the 
documents are republished versions of earlier publica- 
tions (e.g., unexamined and examined applications). One 
of the PTO’s objectives has been to reduce the bulky pa- 
per foreign patent files in the numeric collection by re- 
placing them, where possible, with good quality micro- 
film and by eliminating duplicates. A number of other 
considerations bear on the management of this collec- 
tion. Because of the importance of the collection, the 
PTO has established a policy intended to ensure the ef- 
fective storage, retention, and availability of the foreign 
patent documents in its numeric collection. The purpose 
of this notice is to inform the public of this policy which 
is set forth below. 

The public is invited to consider and submit com- 
ments on the policy. Please address comments to: 


William S. Lawson 

Administrator for Documentation 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


General Policy 


The U.S. Patent and Trademark Office (1) is the Na- 
tional repository for all foreign patent documents, ex- 
cept design patents; (2) will maintain, in numerically 
retrievable collections, as many as possible of these doc- 
uments for which there is or may be a reasonable level 
of need, and (3) will make these documents conveniently 
accessible to the PTO and to the public. 


Implementation 


1. The Scientific Library is responsible for policy 
implementation. 

2. At least all post-1920 foreign patent documents 
needed to meet “Minimum Documentation” require- 
ments of the Patent Cooperation Treaty will be housed 
- the Scientific Library in either paper or microfilm 
‘orm. 

3. All paper copies of foreign patent documents not 
needed to meet “Minimum Documentation” require- 
ments will be housed either in the Scientific Library or 
other storage space in accordance with usage activity. 
The documents with greater activity will be housed in 
the Scientific Library until space therein is exhausted 
and the remaining documents will be housed in the oth- 
er storage space. 

4. All foreign journals (official gazettes) will be 
housed in the Scientific Library. 

5. All paper copies of foreign patent documents 
needed for copy request fulfillment will be stored in a 
form accessible for prompt retrieval. 

6. Whenever feasible, paper copies of foreign patent 
documents will be replaced by good quality aioae. 

7. 16mm roll microfilm will be the microform pre- 
ferred for PTO use and archival storage. If 16mm mi- 
crofilm is not available or is unacceptable, the Library 
may decide, on a case-by-case basis, whether a different 
microform should be obtained. 

8. All microfilm of foreign patent documents in- 
tended for use by the PTO and the public will be 
housed in the Scientific Library. All archival microfilm 
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will be housed in a facility that is suitable for the preser- 
vation and protection of the microfilm and for needed 
access. 

9. Paper copies of foreign patent documents will be 
disposed of if good quality microfilm of the correspond- 
ing documents is available in the Library, good quality 
archival microfilm is available in the PTO, and the PTO 
has the legal rights to sell paper copies made from the 
microfilm and to reproduce the microfilm for internal 
use; paper copies for which there is little or no demand 
may be disposed of despite the availability of only mar- 
ginal-quality microfilm. Paper copies for which good 
quality microfilm is available in the Library, but for 
which the other conditions noted above are not met, 
will be retained, although they need not be stored in a 
form accessible for prompt retrieval. However, such 
documents will be stored in accordance with a proce- 
dure designed to ensure preservation of the documents, 
adequate records of stored material and efficient utiliza- 
tion of space. 

10. Where an application has been republished, a deci- 
sion will be made on a “country-by-country” basis as to 
whether the duplicate version or versions of the initial 
document will be retained. The basis for this decision 
will be the current or anticipated utility of the duplicate 
documents to the PTO and the public. 

11. Collections of paper copies that are not needed by 
the PTO will be disposed of promptly. Such collections 
will first be offered, for a limited time, to developing 
countries through the World Intellectual Property Orga- 
nization. Collections which cannot be disposed of in this 
manner may then be disposed of, preferably by offering 
them for sale, as part of some exchange, or as gifts. 
However, if unneeded paper copy collections cannot be 
disposed of in a beneficial manner within a reasonable 
period of time, they will be discarded. 

12. Requests for copies of foreign patent documents 
from within the PTO and from the public will be ful- 
filled promptly. 

13. Fees to the public for copies of foreign patent doc- 
uments will be set at a level commensurate with full cost 
recovery and with the provision of prompt, efficient 
copy service. 

14. As the complete text of foreign patent documents 
is captured in electronic form and becomes retrievable, 
numerically and otherwise, to the PTO and to the pub- 
lic, in the automated patent system, pap t copies will be 
disposed of and the retention of microfilm reconsidered. 

15. It is recognized that this policy ow not provide 
for all possible circumstances regarding the foreign pa- 
tent document collection and there may be limited in- 
stances where some deviation from the policy is justi- 
fied. In such cases, the deviation will be justified in 
writing by the Program Manager of the Scientific Li- 
brary and approved by the Administrator for Documen- 
tation and the Assistant Commissioner for Patents. 


WILLIAM S. LAWSON, 
Administrator for Documentation. 


[1052 OG 3] 


Nov. 26, 1984. 


FEES AND PAYMENT OF MONEY 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent and trademark cases to es- 
tablish fee related procedures and fees in amounts which 
would comply with the requirements of either Public 


(47) 
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Law 96-517 or H.R. 6260, dependent upon which is ef- 
fective on Oct. 1, 1982. This action is necessary at this 
time in view of the requirements to establish fees and 
procedures contained in Public Law 96-517 and the re- 
quirements which would also be present under H.R. 
6260 enacted as a Public Law. This final rule is being is- 
sued in two sections with the first section relating to pa- 
tent fees and the second section relating to trademark 
fees. This final rule is also being issued in alternative 
form so that the proper fees and procedures will become 
effective on Oct. 1, 1982, under either Public Law 
96-517 or the Public Law which results from enactment 
of H.R. 6260. Thus, if Public Law 96-517 remains fully 
effective on Oct. 1, 1982, the rule changes contained 
herein which are common to Public Law 96-517 and 
H.R. 6260, as well as those specific to Public Law 
96-517, contained in Alternative A of each section, will 
become effective. Upon enactment of H.R. 6260 as a 
Public Law prior to Oct. 1, 1982, the rule changes con- 
tained herein which are common to Public Law 96-517 
and H.R. 6260, as well as those specific to H.R. 6260, 
contained in Alternative B of each section, will become 
effective. Thus, the intended effect of this action is to 
adopt rules which will be effective on Oct. 1, 1982, 
pe ran i and trademark fees and procedures 
dless cf whether Public Law 96-517 remains fully 
effective or whether H.R. 6260 has been enacted. 
Effective Date: Oct. 1, 1982. However, prior to Oct. 1, 
1982, the Department of Commerce will publish a docu- 
ment confirming the amendments under either Alterna- 
tive A or Alternative B set forth herein depending upon 
enactment of H.R. 6260 as a Public Law. 
For Further Information Contact: As to the patent rules 
contact R. Franklin Burnett by telephone at (703) 
557-3054 or by mail addressed to the Commissioner of 
Patents and Trademarks, Attention: R. Franklin Burnett, 
Room 3-11A13, Washington, D.C. 20231. 
For Further Information Contact: As to the trademark 
rules contact Miss Maude Williams by telephone at (703) 
557-2222 or by mail addressed to the Commissioner of 
Patents and Trademarks, Attention: Miss Maude 
Williams, Room 3-11C17, Washington, D.C. 20231. 
Supplementary Information: 


SECTION I—REVISION OF PATENT FEES 


Background 


A notice of proposed rulemaking was published in the 
Federal Register on June 28, 1982, at 47 FR 28042-23063 
and in the Official Gazette on June 29, 1982, at 1019 
O.G. 57-120. An oral hearing was held on July 9, 1982. 
Fourteen written letters and statements were submitted. 
Five persons testified at the oral hearing. Full consider- 
ation has been given to all of the letters, statements, and 
testimony. 


Objectives of Rule Changes 


These rule changes are pee ao mg to imple- 


ment the Patent and Trademark ice fees which are 
provided for by Public Law 96-517, or which would be 
set in, or provided for by, the Public Law resulting from 
H.R. 6260. 


Public Law 96-517 


Public Law 96-517 presently requires that fees be es- 
tablished by the Commissioner for the processing of pa- 
tent applications from filing through issuance or aban- 
donment, for maintaining a patent in force, and for 
providing all other services and materials related to pa- 
tents. Public Law 96-517 requires that by Oct. 1, 1982, 
fees for the processing of patent applications, other than 
design patents, be set by the Commissioner to recover in 
aggregate 25 per centum of the estimated average cost 
to the Office of such processing. Similarly, fees for pro- 
cessing design patents are to be set to recover in aggre- 
gate 50 per centum of the estimated average cost to the 
Office of such processing. By Oct. 1, 1982, fees for all 
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other services or materials related to patents are to be 
set to recover the estimated average cost to the Office 
of performing the service or furnishing the material. 

Public Law 96-517 also requires that fees be set for 
maintaining all patents filed on or after Dec. 12, 1980, 
other than design patents, in force. It also requires that 
maintenance fees must recover 25 per centum of the esti- 
mated cost to the Office of processing patent applica- 
tions, other than design patent applications, by the fif- 
teenth fiscal year following Dec. 12, 1980. Under Public 
Law 96-517, the maintenance fees are due 3'/2, 7'/2, and 
11'/2 years after grant of the patent. 

Public Law 96-517 is presently effective and this rule 
change is designed to implement the fee provisions of 
that law if it remains fully effective on Oct. 1, 1982. The 
changes which will become effective on Oct. 1, 1982, 
under Public Law 96-517 (without enactment of H.R. 
6260) are (1) the rule changes common to Public Law 
96-517 and H.R. 6260, and (2) the rule changes under 
only Public Law 96-517, which appear in Alternative A. 


H.R. 6260 


On June 8, 1982, the House of Representatives 
H.R. 6260. H.R. 6260 would establish a number of statu- 
tory fees which the Commissioner is required to charge. 
Among the more significant of these are fees for filing a 
patent application, issuing, and maintaining a patent in 
force. The fees for filing a patent application and issuing 
a patent would be set forth in §41(a) of Title 35, United 
States Code, as proposed to be amended by H.R. 6260. 
Certain other fees, such as appeal fees, the fee for filing 
a disclaimer, and fees for filing petitions seeking to re- 
vive an abandoned application and for extensions of 
time, would also be set in §41(a) of Title 35, United 
States Code. Section 41(b) of Title 35, United States 
Code, as pro’ to be amended by H.R. 6260, would 
set forth the fees for maintaining a patent in force. These 
fees would be due 3!/2, 7'/2, and 11'/2 years after grant 
of the patent or within a grace period of six months 
thereafter. Section 41(c) of Title 35, United States Code, 
as proposed to be amended by H.R. 6260, would pro- 
vide for the acceptance of maintenance fees after the 
statutory grace period under certain conditions and with 
certain effects. 

H.R. 6260 would also provide for the reduction by 50 
per centum in the fees paid under §41(a) and (b) of Title 
35, United States Code, by independent inventors, small 
business concerns, and nonprofit organizations, who 
meet the definitions established, and to be established 
therefor. 

Section 41(d) of Title 35, Untied States Code, as pro- 
posed to be amended by H.R. 6260, would also provide 
that the Commissioner establish fees for all other pro- 
cessing, services, or materials related to patents which 
are not covered in §41(a)-(c) of Title 35, United States 
Code, to recover the estimated average cost to the Of- 
fice of the processing, services, or materials. 

The changes which will become effective on Oct. 1, 
1982, upon enactment of H.R. 6260 as a Public Law prior 
to Oct. 1, 1982, are (1) the rule changes common to Pub- 
lic Law 96-517 and H.R. 6260, and (2) the rule changes 
under H.R. 6260, which appear in Alternative B. H.R. 
6260 includes other provisions which would be the sub- 
ject of other proposals for rulemaking. 


DISCUSSION OF SIGNIFICANT CHANGES 


This rulemaking places into the appropriate sections of 
Title 37, Code of Federal Regulations, the various fees 
which are due on filing, during the pendency of a patent 
application, or during the term of a patent. A number of 
significant changes are made in order to implement ei- 
ther Public Law 96-517 or H.R. 6260. 

Under H.R. 6260, and Alternative B of. this rule 
making, fees under §41(a) and (b) of Title 35, United 
States Code, would be reduced by 50 per centum for in- 
dependent inventors, small business concerns, and non- 
profit organizations. H.R. 6260 would give the Commis- 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


sioner authority to establish regulations defining inde- 
pendent inventors and nonprofit organizations. H.R. 
6260 defines small business concerns by reference to §3 
of the Small Business Act and regulations established by 
the Small Business Administration. This rulemaking, in 
Alternative B, implements the fee system which would 
be established by H.R. 6260 and lists all applicable fees. 


Another significant change relates to fees established 
under Public Law 96-517 and which would be estab- 
lished by H.R. 6260 for petitions for extensions of time 
to take actions ee by the Commissioner in an ap- 
plication. H.R. 6260 would establish a fee of $50 for fil- 
ing a petition for a first one-month extension of time, an 
additional fee of $100 for filing a petition for a second 
one-month extension of time which would expire two 
months after the end of the time period set for taking 
action, and an additional fee of $200 for filing a petition 
for a third one-month extension of time which would ex- 
pire three months after the end of the time period set for 
taking action. A fourth one-month extension with an ad- 
ditional fee of $200 could be requested if additional time 
was available under the statute. Under H.R. 6260, the 
Commissioner would have authority to issue regulations 
providing when, within any maximum time period per- 
mitted by statute, petitions for extensions of time, and 
the required fee therefor, may be filed. The Commission- 
er would also not be precluded by H.R. 6260 from 
waiving the fee for filing a petition for an extension of 
time where the Office extends the period due to equity 
considerations or sufficient cause. This rulemaking im- 
plements the extension of time provisions of H.R. 6260 
by permitting applicants in the majority of situations to 
file the petition for an extension of time and the fee at 
the time of and along with the filing of the response for 
which a non-statutory or shortened statutory time peri- 
od has been set. This will reduce the amount of paper- 
work involved and should significantly reduce the ex- 
penses of applicants and the Office since resources now 
devoted to the separate processing of petitions for exten- 
sions of time will no longer be required to be expended 
thereon. The fees are set to provide a proper control on 
the number of extensions of time given. The same proce- 
dures relating to extensions of time which would be es- 
tablished under Alternative B and H.R. 6260 will also be 
established under Alternative A and Public Law 96-517. 
Thus, whether the rules are effective on Oct. 1, 1982, 
under Public Law 96-517 and Alternative A, or under 
H.R. 6260 and Alternative B, the same procedures for 
obtaining extensions of time will be in effect with the 
only differences being in the amount of the fees. 

Another significant change relates to the implementa- 
tion of the fee for revival of an unintentionally aban- 
doned application which would be authorized under 
H.R. 6260. H.R. 6260 would establish two different fees 
for filing petitions with different standards to revive 
abandoned patent applications. The same two fees 
would be applicable to petitions to accept the delayed 
payment of the fee for issuing a patent. Under H.R. 
6260, a fee of $50 is established in §1.17(1) for filing a 
petition for revival under §§133 or 151 of Title 35, Unit- 
ed States Code, in accordance with standards presently 
in effect where the delay resulting in the abandonment, 
or the delay in payment of the issue fee, was unavoid- 
able. Under H.R. 6260, a fee of $500 is established in 
§1.17(m) for filing each petition for revival, or for ac- 
ceptance of the delayed Fc aad of an issue fee, where 
the abandonment or the failure to pay the issue fee was 
unintentional. A mere statement that abandonment was 
unintentional plus the $500 fee is all that is required in 
this case for this purpose. Under H.R. 6260 and this 
rulemaking an applicant would have a choice of which 
petition and fee to file seeking revival depending on the 
circumstances involved. The changes discussed in this 
paragraph cannot be made effective without enactment 
of H.R. 6260 as a Public Law. 

The rulemaking also provides for fees for filing cer- 
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tain petitions which have, in some cases, heretofore, 
been decided without a charge. These fees are estab- 
lished under Public Law 96-517 and are provided for by 
the amendment of §41(d) of Title 35, United States 
Code, which would be introduced by H.R. 6260. Under 
§41 of Title 35, United States Code, as amended by Pub- 
lic Law 96-517 or as it would be amended by H.R. 6260, 
fees are authorized for the processing of various peti- 
tions desiring certain actions to be taken regarding pa- 
tent applications, for the recording of assignments, for 
reexamination of patents, and for the processing of inter- 
national applications under the Patent Cooperation Trea- 
ty. In general, fees are not being required for those peti- 
tions which are supervisory in nature. For example, 
where applicants are petitioning from an allegedly im- 
proper action of the examiner, it is felt that such peti- 
tions should be processed and decided without charge 
since they are not asking for any special privilege but 
are attempting to correct an allegedly incorrect Office 
holding. The changes discussed in this paragraph will be 
in effect on Oct. 1, 1982, whether the rules become ef- 
fective under Public Law 96-517 and Alternative A, or 
under H.R. 6260 and Alternative B. 

Many of the fees currently set forth in §1.21 are being 
increased to reflect the cost of currently performing that 
service. 


DISCUSSION OF SPECIFIC SECTIONS CHANGED 


The sections changed are grouped in this proposal un- 
der three different categories. Those changes which are 
common to Public Law 96-517 and H.R. 6260 appear 
first and are numbered 1-54. Those changes which re- 
late only to Public Law 96-517 appear as Alternative A 
and are numbered 55-62. Those changes which are de- 
pendent upon enactment of H.R. 6260 appear as Alter- 
native B and are numbered 63-71. The changes common 
to Public Law 96-517 and H.R. 6260 will become effec- 
tive on Oct. 1, 1982, whether or not H.R. 6260 is 
enacted as a Public Law. 


see 


Upon enactment of H.R. 6260 as a Public Law prior 
to Oct. 1, 1982, Alternative B will become effective on 
Oct. 1, 1982, in which case Alternative A will not be- 
come effective. 


Rule Changes Common To Public Law 
96-517 and H.R. 6260 


The following sections are changed, effective Oct. 1, 
1982, under either Public Law 96-517 or H.R. 6260: 

Section 1.11 is amended to change the reference for 
the reexamination request fee to §1.20(c). 

Section 1.12 is amended to break the section into four 

agraphs. Paragraph (a) maintains current practice but 
adds specific reference to §1.19(a)(5) which sets the cost 
of copies. 

Paragraph (b) maintains current wording except for 
inserting “patent” after “abandoned” and changing “his” 
© “applicant’s”. Paragraph (c) includes new language 
relating to obtaining copies of assignment records not 
open to the public. Access can be obtained only with 
the applicant’s permission or by petition with fee to the 
Commissioner for such access in particular situations. 
No change in the showing required by petition to obtain 
access is intended by this amendment. Paragraph (d) 
contains present language except for reference to the 
specific rule which sets forth the charge for time 
consumed in making assignment searches. 

New paragraph (e) of §1.14, sets forth the two ways 
in which access can be obtained to patent applications 
which are not open to the public. The two ways are (1) 
by petitioning and paying the petition fee and approval 
of the Commissioner of such petition and (2) by 
— written approval from the applicant. 

ew $1. 19 provides fees for copies of various docu- 
PPh supplied by the Office. The fees have been 
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gonna into 5 posenee New paragraph (a) provides 
ees for uncertified copies. Subparagraphs (a)(1) and (2) 
indicate the prices of printed patent copies. Sub- 
paragraph (a)(3) peauides a single fee for a copy of an 
application, as filed, for each 50 pages, or fraction there- 
of. This practice should make it much easier to deter- 
mine the amount of the required fee. Subparagraph 
(a)(4) sets a single fee for a copy of each 100 pages, or 
fraction thereof, of a patent file wrapper. Subparagraph 
(a)(5) provides for a charge of 30 cents per page for 
copies of Office records other than those covered by 
subparagraphs (a)(1) through (4). Subparagraph (a)(6) 
provides a fee for a microfiche copy of a pat wt 

Paragraph (b) of §1.19 sets fees for certified copies of 
Office documents. Subparagraph (b)(1) sets a fee for cer- 
tifying Office records. Subparagraph (6)(2) provides a 
single fee for searching assignment records, preparing an 
abstract of the title and certification thereof. Sub- 
paragraph (b)(3) provides a fee for comparing copies not 
prepared by the Office prior to certification in order to 
vo basis for certification. Paragraph 1.19(c) sets the 
‘ees for subscribing to all of the patents issued annually 
in particular subclasses. This charge is in addition to the 
normal copy charge under §1. 19(aX(1) and (2). Para- 
graph 1. 19¢d) sets the fee for providing patent copies to 
libraries under 35 U.S.C. 13. Paragraph 1.19(e) provides 
fees for lists of United States patents in particular 
subclasses. 

Section 1.21 is amended to contain those miscella- 
neous fees which do not relate to the topics covered in 
§§1.16-1.20. All of the fees in §1.21 are established under 
the authority given the Commissioner by 35 U.S.C. 
41(d) as amended by Public Law 96-517 or as proposed 
in H.R. 6260. Paragraph 1.21(a) establishes fees for ad- 
mission to the examination for registration to practice, 
registration, reinstatement and issuance of certificates of 
good standing of patent attorneys and agents. Sub- 
paragraph 1.21(b)(1) sets forth the fee for establishing 
and reinstating deposit accounts, while subparagraph 
1.21(b)(2) sets forth the fee due when the balance at the 
end of each month is below $40. Paragraph 1.21(c) sets 
the fee for filing a disclosure document. Paragraph 
1.21(d) sets the fee for renting a delivery box. Paragraph 
1.21(e) sets the fee for an international-type search re- 
port. Although all national applications now receive 
what is known as an international-type search, if a re- 
port thereof is desired in addition to an Office action, 
the fee set in §1.21(e) is required. Paragraph 1.21(f) sets 
a fee for searching Office records for pu: not oth- 
erwise specified. Paragraph 1.21(g) sets the fee for to- 
kens for copying machines. Paragraph 1.21(h) sets the 
fee for recording assignments, agreements, and other 
documents. Paragraph 1.21(i) sets forth the fee for pub- 
lishing a notice of availability of a patent for licensing or 
sale in the Official Gazette. Paragraph 1.21(j) sets the fee 
for the Office providing a duplicate or replacement of a 
permanent Office user pass. Paragraph 1.21(k) indicates 
that the Commissioner may specify charges for items 
and services not otherwise specified at a level to recover 
the actual cost of providing such an item or service by 
the Office. 

Section 1.24 is revised so that the denomination of 
coupons sold by the Office will be in more convenient 
amounts. 

Section 1.25 is amended to provide, in paragraph (a), 
a reference to the fee for establishing a deposit account 
and a service charge if the end of the month balance is 
below $40.00. Paragraph (b) is amended by revising the 
present sentence to refer to post-issuance fees and by 
adding a second sentence which would specifically pro- 
vide in the regulations for the possibility of an applicant 
giving a general authorization to charge any fee due un- 
der §§1.16-1.18 in a particular application to a deposit 
account during the entire pendency of the application. 
This general authorization would not apply after the pa- 
tent issues, e.g., to maintenance fees. The last sentence 
of paragraph rs) permits fees during reexamination to be 
charged to a deposit account by filing an authorization 
with the request for reexamination. 
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Section 1.26 is amended to provide in graph (a) 
that a withdrawal of a request for an oral hearing will 
not entitle appellant to a refund. Paragraph 1.26(a) raises 
the amount which will not be refunded without specific 
request from fifty cents to one dollar. Paragraph (b) re- 
lating to refunds of international search fees during sub- 
sequent examination of a national application is deleted 
since such refunds are now covered by reductions in the 
appropriate fees paid under §$1.445 rather than solely by 
direct refunds. Paragraph (c) is amended to bring the 
spelling of “requester” into conformance with that used 
in other sections of the regulations. 

Section 1.45 is amended to provide in paragraphs (b) 
and (c) for a petition and petition fee to be filed to cor- 
rect misjoinder of inventorship situations in pending ap- 
plications. The fee will cover the additional time re- 
quired by the Office to process such applications. 

Section 1.47 is amended to provide for petitions and 
fees for filing applications signed by less than all inven- 
tors, or a person not the inventor. 

Section 1.51 is amended to refer to the filing fees in 
new §1.16 and to add a new paragraph (c) indicating 
that applicants may file authorizations to charge fees re- 
quired under any of §§1.16-1.18 to deposit accounts. 

Section 1.52 is amended to add a reference in para- 
graph (a) to new paragraph (d). New paragraph (d) pro- 
vides in the rules for filing an application in a language 
other than English if a verified English translation and 
fee under §1.17(k) are timely submitted. 

Section 1.55 is amended in paragraph (b) to require a 
petition and fee for processing priority papers submitted 
after the issue fee is paid. 

Section 1.75 is amended to add a reference to §1.16 
and a sentence referring to the fee for multiple depen- 
dent claims set forth in §1.16(d). 

Section 1.85 is amended to delete the sentence relating 
to mounting of informal drawings. 

Section 1.86 is removed to delete the reference to the 
Office draftsman making drawings since such service is 
no longer available. 

Section 1.102 is amended by revising paragraph (a) 
and adding new paragraphs (c) and (d). Revised para- 
graph (a) refers to paragraph (b) and added paragraphs 
(c) and (d). Paragraph (c) requires a petition but no fee 
where the basis for the petition to make special is the 
applicant’s age or health or the impact of the invention 
on improving the environment or conservation of ener- 
gy. Paragraph (d) requires a petition and the fee set 
forth in §1.17(i) for petitions to make special on grounds 
other than those above. 

Section 1.103 is amended in paragraph (a) to provide 
for filing a petition and the fee set forth in §1.17(i) for a 
suspension of action except that no fee would be re- 
quired where the reason for the suspension is the fault of 
the Patent and Trademark Office. Paragraph (b) is 
amended to clearly indicate that suspensions are directed 
to actions by the Office and not responses by the appli- 


cant. 

Section 1.104, paragraph (d) is amended to change the 
fee reference to correspond to §1.21(e). 

Section 1.134 is added to indicate that unless applicant 
is notified of any non-statutory or shortened statutory 
period in an Office action, a maximum period for re- 
sponse of six months is allowed. 

Section 1.135 is amended to provide that if no re- 
sponse is filed within the time set in the Office action 
under §1.134 or as it may be extended under §1.136, the 
application will be abandoned unless an Office action in- 
dicates that another consequence, such as disclaimer, 
will take place. Paragraph (b) is amended to include a 
reference to paragraph (a). Paragraph (c) is amended to 
add that applicant’s reply must be a bona fide attempt to 
respond as well as to advance the case to final action in 
order for applicant to be given an opportunity to supply 
any omission. 

Section 1.136 is amended to revise the title and pro- 
vide for two distinct procedures to extend the period for 
action or response in particular situations. The proce- 
dure which is available for use in a particular situation 
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will depend upon the circumstances. Paragraph 1.136(a) 
permits an applicant to file a petition for extension of 
time and a fee as in §1.17(a), (b), (c), or (d) up to four 
months after the end of the time period set to take ac- 
tion except (1) where prohibited by statute, (2) in inter- 
ference P seme og nye or (3) where applicant has been no- 
tified otherwise in an Office action. The petition and fee 
can be filed prior to or with the response. The filing of 
the petition and fee will extend the time period to take 
action up to four months dependent on the amount of 
the fee paid except in those circumstances noted above. 
Paragraph 1.136(a) will effectively reduce the amount of 

ork required by applicants and the Office since 
the extension will be effective upon filing of the petition 
and payment of the appropriate fee and without ac- 
knowledgment or action by the Office and since the pe- 
tition and fee can be filed with the response. Paragraph 
(b) provides for requests for extensions of time upon a 
showing of sufficient cause when the procedure of para- 
graph (a) is not available. Although the petition and fee 
procedure of §1.136(a) will normally be available within 
4 months after a set period for response has expired, an 
extension request for cause under §1.136(b) must be filed 
during the set period for response. The sentence in para- 
graph (b) relating to who may grant an extension under 
paragraph (b) is eliminated thereby providing additional 
flexibility to designate persons to act on requests under 
paragraph (b). Extensions of time in interference pro- 
ceedings are governed by §1.245. 

Section 1.165, paragraph (b) is amended to delete 
therefrom the last sentence which refers to a fee for 
mounting copies. Since little or no need has been found 
for this provision in the rules, it is deleted. 

Section 1.171, as amended, adds a reference to §1.19 
(b)(2) which sets forth the fee for title reports. 

Section 1.177 is amended to require a petition and fee 
as set forth in §1.17(i) where it is desired that divisions 
of a reissue issue on different dates. 

Section 1.181 is amended to indicate in paragraph (d) 
that if a petition to the Commissioner is filed under the 
provisions of a section which requires a petition fee and 
the required fee is not paid, the petition will be 
dismissed. The amendment to paragraph (g) deletes the 
reference to §1.183. 

Section 1.182 is amended to add a sentence requiring 
any petition filed under this section to be accompanied 
by the petition fee set forth in §1.17(h). 

Section 1.183 is amended to specifically refer to the 
inherent authority of the Commissioner to suspend or 
waive the rules at the Commissioner’s initiative. The 
amendment also indicates the Commissioner’s authority 
to designate others to act for the Commissioner in ap- 
propriate circumstances. The rule language also requires 
the payment of the petition fee set forth in §1.17(h) if a 
petition to suspend or waive the rules is filed. 

Section 1.191 is amended to change the fee reference 
for filing a notice of appeal to §1.17(e) and delete the 
word “primary” since some actions which are subject to 
appeal are not made by a “primary” examiner. 

Section 1.192, paragraph (a), is amended to refer to 
the fee for filing an appeal brief set forth in §1.17(f). The 
present language requiring a showing of sufficient cause 
for extensions of time for filing the brief and an indica- 
tion that an oral hearing is desired at the time of filing 
the brief are removed from paragraph 1.192(a). Under 
the amendment to paragraph 1.192(a), the provisions of 
§1.136 will apply to extensions of time for filing the 
brief. The time for requesting an oral hearing is now set 
in §1.194(b). 

Section 1.194 is amended to revise paragraphs (b) and 
(c) to refer to the fee for oral hearing in §1.17(g) and to 
indicate in paragraph (b) that any request for an oral 
hearing must be made within one month after the mail- 
ing date of the examiner’s answer. 

Section 1.197, paragraph (b), is amended to modify 
the last sentence relating to extensions of time to make 
the provisions of §1.136 Hl thereto. Paragraph 
1.197(b) is also amended to limit requests for rehearing, 
reconsideration or modification of a Board decision to 
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one. This will not significantly met present practice 
since such requests are now required to be filed within 
thirty days from the date of the original decision 

Section 1.231, paragraph (a)(1), is amended to change 
the reference to the fee for filing a request for reexami- 
nation to §1.20(c). 

Sections 1.245 and 1.246 are amended to indicate that 
the provisions of §1.136 do not apply to time periods in 
interferences 
Section 1.263 is amended to add a reference to the fee 

for filing a disclaimer contained in §1.20(d). 

New section 1.268 is added to provide a rule relating 
to the oe | of interference settlement agreements. The 
rule generally follows 35 U.S.C. 135(c) and provides for 
filing of petitions and fees in paragraphs 1.268(b) and (c). 

Section 1.292, paragraph (a), is amended to require 
the payment of the fee set forth in §1.17(j) with any pe- 
tition for the gered of fay use proceedings. 

Section 1.304, h (a), is amended to provide 
for extension of the r.3 period for filing an appeal or 
civil action to be subject to the provisions of §1.136 and 
refer to the Court of Appeals for the Federal Circuit 
rather than to the Court of Customs and Patent Appeals. 

Section 1.311 is amended to designate the present sec- 
tion as paragraph (a) and revise it in several ways. Para- 
graph (a) indicates that the notice of allowance will be 
sent to the correspondence address as indicated under 
§1.33. The issue fee (§1.18) is indicated as being due 3 
months from the date of mailing of the notice of allow. 
ance. Paragraph 1.311(b) permits an authorization to be 
filed either before or after the mailing of the notice of 
allowance. to charge the issue fee to a deposit account. 

Section 1.312 is amended to divide the section into 
two paragraphs and require a petition and payment of 
the fee under §1.17(i) for any amendment filed after pay- 
ment of the issue fee. 

Section 1.313 is amended to provide in paragraph (a) 
clear basis for the Office withdrawing applications from 
issue on its own initiative or Lay petition by applicant 
accompanied by the petition fee set forth in §1.17(i). 
Any accompanying amendment must comply with the 
requirements of §1.312. Paragraph (b) clarifies when an 
application will be withdrawn from issue after assign- 
ment of the issue date and patent number. 

Section 1.314 is amended to revise the wording to 
eliminate reference to a portion of the issue fee and adds 
reference to the possibility that an application in which 
the issue fee was paid can be withdrawn from issue un- 
der§1.313 or the issuance thereof deferred pursuant to a 
petition by the applicant and the payment of the petition 
fee under §$1.17(). 

Section 1.321 is amended to include references in both 
graphs (a) and (b) to the statutory disclaimer fee. in 
§1.20(d) and delete the reference to §1.21. 

Section 1.324 is amended to include reference to the 
fee in §1.20(b) and change the word “application” to 
+“, ition”. 

Section 1.331, paragraph (a), is amended to add a new 
sentence which gives the citation of the fee for record- 
ing assignments and to indicate that instruments record- 
ed on the Government register under Part 7 of Title 37, 
Code of Federal Regulations, do not require payment of 
such fee. 

Section 1.332 is amended to refer to the fee in §1.21 
(h) for recording an assignment. 

Section 1.334 is amended to divide the rule into three 
paragraphs and also require an address of the assignee so 
that correspondence can be directed to the assignee if 
required. New paragraph (c) provides for filing a peti- 
tion and the fee set in §1.17(i) seeking to have the patent 
issue to the assignee where such assignment has not been 
recorded at the time the i a fee is paid. 

Section 1.341, paragraph (h), is amended to refer to 
the fee set forth in §1.21(a)(2) for registration of an at- 
torney or agent. 

Section 1.347 is amended to add a sentence referring 
to the fee set forth in §1.21(a)(3) for reinstatement of an 
attorney or agent. 

Section 1.445 is amended to increase the PCT trans- 
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mittal fee and search fee to a level needed to cover the 
cost of performing the requi functions. Paragraph 
1.445(a)(2) is also amended to provide, in effect, for a re- 
duction in the international search fee due to the United 
States Patent and Trademark Office as an International 
Searching Authority where a corresponding United 
States national application with fee has been filed. In ad- 
— ee 1.445(a)(4) is amended to credit the na- 
ee required under othe 16(a)-(d) where an interna- 
flonal search fee has been paid on the corresponding 
international maps to the United States as an Inter- 
national Searching Authority. Where the amount of the 
credit is in excess of that required for the national fee a 
request for a refund of the excess under §1.446(b) may 
be filed at the time of paying the national fee. The sup- 
lemental search fee for inventions in addition to the 
t, where lack of unity of invention has been found, is 
reduced since the resent fee is more than is required to 
cover the costs. The national fee amount is the same as 
the national application filing fees in §1.16(a)-(d). 
Section 1.446(b) is revised to it a refund of a por- 
tion of the search fee to the extent set forth in 
§1.445(a)(4), if such refund is requested at the time of 
paying the national fee. 
Section 1.451 is amended in paragraph (b) to revise 
the citation of the fees for a certified copy. 
Section 1.510 is amended to cite the section which 
sets forth the fee for requesting reexamination. There is 
no change in the amount of this fee. 


Alternative B—Rule Changes Under H.R. 6260 


The following sections will become effective on Oct. 
1, 1982, upon enactment of H.R. 6260 as a Public Law 
prior to that date: 

Section 1.16 in Alternative B establishes in the regula- 
tions those statutory fees which would be charged by 
the Commissioner for filing patent applications under 
H.R. 6260. Section 1.16 also includes additional filing 
fees set in 35 U.S.C. 41(a)(1) to cover the cost of exam- 
— complexities presented by certain — e.g., 

olications containing more than a specified number of 
F and any application containing a multiple depen- 
dent claim. Section 1.16 also provides that fees will be 
charged when the number of claims is increased above 
the specified number or when a multiple dependent 
claim is first presented, whether on filing or at a later 
point in processing. 

Under 35 U.S.C. 41(a) as it would be amended by 
H.R. 6260, the filing fee for an original patent, except in 
design or plant cases, is $300. In addition, on filing or on 
presentation at any other time, $30 is due for each claim 
in independent form which is in excess of three, $10 is 
due for each claim (whether independent or dependent) 
which is in excess of twenty, and $100 is due for each 
application containing a multiple dependent claim. The 
latter fee is a one-time charge per application due the 
first time a multiple dependent claim is presented for ex- 
amination. For the purpose of computing fees, a multiple 
dependent claim as referred to in §112 of Title 35, Unit- 
ed States Code, or any claim depending therefrom, is 
considered as separate dependent claims in accordance 
with the number of claims to which reference is made. 

The fees in §1.16 are reduced by 50 per centum for 
applications filed by small entities, i.e., et to in- 
ventors, nonprofit organizations and small business con- 
cerns, in accordance with H.R. 6260. Therefore, two 
fees are listed under each paragraph. 

New§1.16 relates to application filing fees. Paragraph 
(a) sets a basic filing fee of $300 which will be required 
in all original patent applications. The term “original” as 
used in the regulations means “non-reissue”. An “origi- 
nal” application can be a first filing, a division, a contin- 
uation, or a continuation-in-part application. Paragraph 
1.16(b) provides for an additional fee of $30 for each in- 
dependent claim in excess of 3 in an original application. 
New paragraph 1.16(c) provides for an additional fee of 
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$10 for each claim in excess of 20, whether independent 
or dependent. A multiple dependent claim is considered 
to be that number of claims to which direct reference is 
made. Also, any claim which refers to a multiple depen- 
dent claim is considered for fee calculation purposes to 
be the number of claims to which direct reference is 
made in the multiple dependent claim. Paragraph 1.16(d) 
provides for a new fee of $100 in each application which 
contains one or more multiple dependent claims. The 
note following paragraph 1.16(d) is intended to clearly 
indicate that the applicant, attorney, or ra may pay 
any additional fees required under hs (b), (c) 
and (d) of §1.16, or cancel such claims without payment 
of such additional fees, either at the time of filing or by 
the time a response is due to any notice of fee deficiency 
mailed by the Office. If the fees are not paid or the 
claims cancelled by the end of the period set for re- 
sponse to the notice of fee Gellclaaey, the application 
will be held abandoned. New paragraph 1.16(e) 
establishes the amount of the surcharge for filing the ba- 
sic filing fee or oath or declaration on a date later than 
the filing date of the application. This fee is being estab- 
lished at this time, but will only be made effective when 
the statutory authority for the late filing of the fee or 
the oath or declaration becomes effective under 35 
U.S.C. 111, as it would be amended by H.R. 6260. New 
paragraph 1.16(f) provides for a filing fee of $125.00 for 
a design application. 

Paragraphs 1.16(g) and (h) incorporate into the regu- 
lations the filing fees for plant and reissue applications. 

Paragraphs 1.16(i) and (j) set forth the additional 
claim fees required in reissue applications based on 
claims in excess of those in the original patent. 

New §1.17 relates to patent application processing fees 
which are normally due during the time a patent appli- 
cation is penne: New paragraphs (a), (b), (c) and (d) 
provide for the payment of an extension fee for 
obtaining an automatic extension of time upon filing a 
petition as provided for in §1.136(a). The extension fee 
can be paid during the period for which an extension of 
time to respond is desired, or after the original period 
for response has expired, provided that any maximum 
statutory period which may apply has not expired. The 
fees set forth in §1.17 are the total fees required under 
§1. — for the periods indicated and any extension fee 
previously. paid to extend a icular period is credited 
toward the total extension fee required. Paragraph (e) 
sets forth the fee for filing a notice of ap to the 
Board of Appeals. Paragraph (f) sets forth the fee for fil- 
ing an appeal brief for appellant. phar sn (g) provides 
for a new fee for requesting an oral hearing before the 
Board of Appeals. Paragraphs (h) and (i) set forth fees 
which will be required with petitions to the Commis- 
sioner under those sections of the regulations which spe- 
cifically indicate that such petition fees are required. 
The amount of the fees are set at two levels based on 
the searee of complexity of the petitions in order to re- 
2 average cost to the Office of pro- 

ae pean. Paragraph (j) provides for a fee to 
om paid with any petition for institution of a public use 
proceeding to cover the estimated average cost of such 
a proceeding. Paragraph (k) sets forth a new fee for pro- 
cessing an application filed with a non-English language 
tion. The fee will cover the additional process- 
ing costs involved in such applications. New paragraph 
(1) incorporates into the regulations the fee which will 
be charged for filing a petition to revive or to accept 
late payment of the issue fee where the delay was un- 
avoidable. New paragraph (m) incorporates into the reg- 
ulations the fee which will be established in 35 U.S.C. 
41(a)7, as amended by H.R. 6260, to be charged for a 
for the revival of an unintenticnally abandoned 
application for patent or for the unintentionally delayed 
payment of an issue fee. 

Since paragraphs 1.17(h), (i), (j) and (k) are established 
under the authority given the Commissioner under 35 
U.S.C. 41(d) as it would be amended by H.R. 6260, only 
one level of fee is set. H.R. 6260 only provides for the 
reduction of fees charged to small entities of those fees 
established in 35 U.S.C. 41(a) and (b). 
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New §1.18 sets the amount of the issue fees specified 
by H.R. 6260. New paragraph (a) establishes an issue fee 
of ore ve all original and reissue patents except for 
on nang gr % New paragraph (b) sets the amount 

ee for a design patent. New paragraph (c) 
pei forth t the issue fee for a plant patent. All fees in 
§1.18 will be reduced by 50 per centum for small enti- 
ties. 

New §1.20 sets fees for various post-issuance functions 
portonnes by the Office. New paragraph (a) sets forth a 

for providing a certificate of correction of an appli- 
cant’s mistake. New paragraph (b) sets a fee to accompa- 
ny a petition to correct inventorship in a patent under 
§1.324. New paragraph (c) transfers the $1,500.00 fee for 
requesting reexamination from present §1. 21(x) to this 
new section. New paragraph (d) provides for a fee for 
filing a disclaimer under §1.321. Maintenance fees re- 
quired by Public Law 96-517 and which would be set in 
H.R, 6260 are placed in this section. Specific mainte- 
nance fees, which are required by Public Law 96-517, 
for those patents resulting from applications filed on and 
after Dec. 12, 1980 and up to the date of enactment of 
H.R. 6260 are being established at this time in para- 
graphs 1.20(e)-(g). New paragraphs 1.20(h)-(j) incorpo- 
rate into the regulations the maintenance fees which 
would be provided in 35 U.S.C. 41(b) by H.R. 6260. 
The fees in paragraphs 1.20(a)-(c) are only set at one 
level because they are established under 35 U.S.C. 41(d). 
The fees in paragraphs 1.20(e)-(g) are only set at one 
level because they are established under Public Law 
96-517 and are not subject to reduction for small entities. 
The details implementing the payment of maintenance 
fees are not being established at this time. 

Section 1.66 is amended to provide for the use of an 
apostille of a foreign official to attest to oaths or affirma- 
tions made in foreign countries in accordance with 35 
U.S.C. 115 and 261, as amended by H.R. 6260. 

Section 1.137, as amended, designates the existing sec- 
tion as part of ph (a). adds a reference to the 
new fee under §1.17(1) for a petition for revival where 
the delay which resulted in abandonment was unavoid- 
able, indicates that the petition must be promptly filed, 
and states when the showing that the delay was un- 
avoidable must be verified. New paragraph 1.137(b) pro- 
vides for filing a statement and a fee under §1.17(m) for 
revival of an application which was unintentionally 
abandoned, and also indicates when such petitions can 
be filed. Paragraph (c) requires that any petition for re- 
vival under paragraph (a) of §1.137 be promptly aes 
and that a terminal disclaimer, equivalent to poe 
of abandonment of the application, be filed with 7 ~ 
tition under paragraph (a) filed more than six months af- 
ter the date of abandonment. 

Section 1.155 is amended to refer in paragraph (a) to 
§1.18(b) which sets forth the issue fee for a design appli- 
cation. Paragraph 1.155(b), as amended, includes a 
reference to the fee for delayed payment of the issue fee 
set forth in §1.71(1) where the delay in payment was un- 
avoidable, indicates that the petition must be promptly 
filed, and states when showings that the delay was un- 
avoidable must be verified. New paragraph 1.155(c) pro- 
vides for tance of the late payment of the issue fee 
where the delay was unintentional upon petition and 
payment of the fee set forth in §1.17(m). New paragraph 
1.155(c) also indicates when such petitions can be filed 
Paragraph 1.155(d) is added to require a terminal dis- 
claimer equivalent to the period of abandonment of the 
application where petition under —- (b) of §1.155 
is not filed within six months of the date of abandon- 


ment. 
Section 1.316 is amended to implement the statutory 


[ape ee of 35 U.S.C 41(a) with regard to petition fees 
revival of applications abandoned for failure to pay 
the issue fee. Paragraph (b) is amended to provide for 
petitions for revival with the fee in §1.17(1) where the 
delay in payment was unavoidable, to indicate that the 
petition must be promptly filed, and to state when show- 
es that the delay was unavoidable must be verified. 
Paragraph (c) is added to provide for petitions for reviv- 
al with the fee in $1.17(m) wi where the delay was uninten- 
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tional. New paragraph (c) also indicates when such peti- 
tions can be filed. Paragraph (d) is added to require a 
terminal disclaimer equivalent to the period of abandon- 
ment of the application where a petition under para- 
graph (b) of §1.316 is not filed within six months of the 
date of abandonment. ; 

Section 1.317 is amended to implement the statutory 
provisions of 35 U.S.C. 41(a) with regard to petition fees 
for patents lapsed for failure to pay the remaining bal- 
ance of the issue fee. Paragraph (a) is amended to show 
that it applies only to patents in which the issue fee was 
paid prior to Oct. 1, 1982. Issue fees paid on or a 
that date will be in accordance with §1.18. caengnee 
(b) is amended to provide for petitions with the fee in 
§1.17(1) where the delay in payment was unavoidable, 
to indicate that the petition must be promptly filed, and 
to state when showings that the delay was unavoidable 
must be verified. Paragraph (c) is added to provide for 
petitions with the fee in §1.17 (m) where the delay was 
unintentional. New paragraph (c) also indicates when 
such petitions can be filed. Paragraph (d) is added to re- 
quire a terminal disclaimer equivalent to the period of 
of of the patent where a petition under paragraph (b) 

1.317 is not filed within six months of the date of 


RESPONSE TO COMMENTS ON THE RULES 


Specific comments were received on a number of the 
sections. All of the comments, including the written 
comments and the oral testimony, were considered in 
adopting the changes set forth herein. 

Written comments were received from three patent 
law groups and eleven individuals. The three patent law 
groups were (1) the American Patent Law Association 
whose membership includes several thousand lawyers in- 
volved in the practice of law before the U.S. Patent and 
Trademark Office; (2) the Patent, Trademark and Copy 
right Section of the Virginia State Bar; and (3) the Pa. 
tent, Trademark and Copyright Law Section of The Bar 
Association of the District of Columbia. 

Oral comments were presented at the hearing on be- 
half of two _—— law groups and by 3 individuals on 
their own be! 

These comments appear below along with responses 
thereto. 

Comments received relating to §§1.9, 1.27 and 1.28 
and the forms of Part 3 are not discussed in substance in 
this rule change since additional time for submitting 
written comments is provided until Aug. 13, 1982. All 
comments presented to these rules will be discussed in a 
later rule promulgation. 

Comment: 

One person argued that it is unreasonable to require 
fees to lengthen a shortened statutory period. 
Reply: 

A shortened statutory time is provided for by statute. 
The shortened period helps reduce poe pendency time 
and speed the disclosure of technology and information 
about patent rights. Many applicants can reply within 
the present three month shortened period which has 
been in effect for over fifteen years. The fee for 
extending the time provides a positive method for appli- 
cants to obtain an extension of time while still expediting 
the prosecution of their applications. 

Comment: 

Another person commented that H.R. 6260 should be 

ag in that the fee levels are too high. 
Reply: 

he consideration of the merits of H.R. 6260 is not 
before the Office in this rule change. 


Comment: 

Three it bar groups and two individuals present- 
ed comments relating to the effect of the new extension 
of time fees in §1.17 and the effect thereof on the cur- 
rent practice of granting an automatic one-month exten- 
sion of time if a timely first response to a final rejection 
is filed by the applicant. 


Reply: 
Office plans to terminate the automatic one- 
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month extension of time pectin on Oct. 1, 1982. It is 
felt that the extensions of time which are readily avail- 
able under §§1.17 and 1.136 will meet the needs of appli- 
cants. The amount of the fees required to obtain an ex- 
tension will be the same for periods of response before 
and after final rejection. 

Comment: 

One suggestion was made to permit the filing of an 
appeal without the appeal fee where the Office has not 
acted on a timely response after final rejection by appli- 
cant. 

Reply: 

Such a procedure is not possible under the provisions 
of H.R. 6260 since it calls for the appeal fee “On filing 
an appeal” in §41(a)6. 

Comment: 

Two comments were received requesting that the 
rules be changed to make the due date for paying the 
fee for an oral hearing on appeal after the examiner’s an- 
swer on appeal. 

Reply: 

A change in the rules has been made to provide that 
the fee for an oral hearing is due no later than one 
month after the date of mailing of the examiner’s an- 
swer. 

Comment: 

Two comments were received requesting that no 
charge for revival of an abandoned application be made 
where the abandonment resulted from the non-receipt of 
an Office action by the applicant. 

Reply: 

It is present Office practice to remail any Office ac- 
tion which is not received at applicant’s correspondence 
address and start anew the response period. This proce- 
dure will continue in the future under the revised rules. 
Comment: 

Three patent bar groups and two individuals indicated 
that the proposed deletion of the refund provisions due 
to PCT search reports in §1.26(b) and §1.446(b) 
would make the cost of filing under the Patent Coopera- 
tion Treaty ponte high and does not recognize 
the benefit of an earlier search on a corresponding appli- 
cation. 

Reply: 

In view of these comments, proposed §1.445(a) (2) 
and (4) and §1.446(b) have been amended to provide a 
credit of $250 where there is a corresponding applica- 
tion. 

Comment: 

One individual requested that the multiple dependent 
claim practice set forth in §1.75(c) be changed to permit 
one multiple dependent claim to refer to another multi- 
ple le dependent claim as permitted under European prac- 


Reply: 

This suggestion cannot be adopted since it is contrary 
38 U.S.C. 112 and cannot therefore be changed by 
rule. 

Comment: 

One suggestion was made to change “official” to “Of- 

fice” in §1.135(b). 


"Fhe 
suggestion has been adopted. 
Comment: 
One suggestion was made to allow refund of the oral 
hearing fee if an oral hearing is not held. 


since such refund is 


ee 
is suggestion was not adopted 
not appropriate in view of the fact that the fee is stated 
to be “for Ni an oral hearing” and not the actual 


es, an applicant under certain conditions could use 
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§1.137(b) after having been unsuccessful in the unavoid- 
able approach under §1.137(a). 

Comment: 

Several comments related to the possibility of reviving 
applications unintentionally abandoned up to 15 years 
ago. 
=. 

n view of the comments received, §1.137(b) is being 
implemented to provide only for the revival of applica- 
tions which were unintentionally abandoned for a rea- 
sonable but limited period of time. This should create no 
substantial problems in regard to intervening rights situ- 
ations. It would permit some greater flexibility than that 
originally proposed but should have no significant effect 
on the current case backlog, pendency or number of in- 
terferences pending. 

Comment: 

One comment was received pointing out that the 
availability of an “unintentional abandonment” revival 
under §1.137(b) should not result in stricter holdings in 
“unavoidable abandonment” revival petitions under 
§1.137(a). 

Reply: 

The Office plans to continue to use the current crite- 
ria used to decide petitions to revive applications un- 
avoidably abandoned. 

Comment: 

One written comment questioned whether the Com- 
missioner has statutory authority to revive uninten- 
tionally abandoned applications. 

Reply: 

If Congress did not intend the Commissioner to have 
such authority there would have been no reason to es- 
tablish fees in §41(a)7 in H.R. 6260. The legislative histo- 
ry of H.R. 6260, House Report No. 97-542 (Committee 
on the Judiciary), also makes the Congressional intent 
clear. The provisions in H.R. 6260 relating to uninten- 
tional abandonment are substantive in addition to setting 
the fee. 

Comment: 

One letter questioned what is intended by the state- 
ment in §1.137(b) that the Commissioner may require ad- 
ditional information where there is a question whether 
the abandonment was unintentional. 

Reply: 

Additional information would be required only where 
there is an indication that the abandonment was inten- 
tional, for example, where an express abandonment has 
been filed. The record should be clear how such an ex- 
press abandonment was unintentional if the petition is to 
be granted 
Comment: 

One comment raised the question as to whether in a 
petition to revive on grounds that the delay was un- 
avoidable under §1.137(a), it would be sufficient that a 
registered attorney’s statement be submitted which 
= recites facts as related to him or her by another. 
Reply: 


Statements must be made, where possible, by the per- 


son having direct personal knowledge of the facts. No 
change in the “showing” required or the persons makin 
them is intended in such petitions. The rule merely clari- 
fies that a statement by a registered attorney or agent 
need not be in the form of an oath or declaration. 
Comment: 

One comment suggested that §1.317 be changed to 
provide for the situation where there was a lapse in a 
patent due to the unintentional delay in paying a balance 
of issue fee due. 


Reply: 

Section 1.317 has now been changed to provide for 
this lapse situation. 
Comment: 

Three patent bar groups and one individual indicated 
that a full credit of the amount equal to the international 
search fee be made where both a U.S. national and inter- 
national seach are made by the United States Patent and 
Trademark Office. 

Reply: 
While a complete credit is not considered proper in 
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view of additional processing work (including searching) 
required in the second application, a credit of $250 has 
been provided in revising §1.445(a) (2) and (4). 
Comment: 

One person commented that the term “patent” should 
be inserted after “abandoned” in §1.12(b). 
Reply: 

The suggestion has been adopted. 


DISCUSSION OF SIGNIFICANT DIFFERENCES BE- 
TWEEN PROPOSED AND FINAL RULES 


A number of other changes which have been made as 
a result of the comments received and further review of 
the proposed rulemaking are identified below. 

Implementation of the changes to §1.9, new §§1.27 
and 1.28, and the deletion of Part 3 are being deferred 
for further comments by Aug. 13, 1982. See the discus- 
sion below. 

Subparagraph (a) (5) of §1.19 has been changed from 
that proposed by referring to subparagraphs (1) through 
(4) rather than (3) and (4) in order to clarify that copies 
of patents cannot be ordered at the rate set in 
subparagraph (a) (5). Instead, copies of patents must be 
ordered under paragraphs (a) (1) and (2) of §1.19. 

Section 1.24 has been changed from that proposed to 
provide for the sale of 40-cent coupons. Coupons in this 
denomination may be useful in view of the charge of 
forty cents for a printed copy of a registered mark in 
§2.6(m) of Alternative A of the trademark rules. 

Sections 1.137, 1.155 and 1.316 have been changed 
from that proposed in Alternative B to further specify 
the conditions under which unintentionally abandoned 
— can be revived. 

tions 1.192 and 1.194 have been changed from that 
proposed so as to allow a request for an oral hearing 
and the payment of the required fee therefor to be made 
one month after the date of the examiner’s answer. 
Previously, appellant was required to indicate a desire 
for an oral hearing at the time of filing the brief. The 
sections will now permit appellant to consider the exam- 
iner’s answer before deciding whether to request an oral 
hearing and pay the required fee. 

Section 1.317 has been changed in Alternative B to 
provide for the situation where there was a lapse in a 
patent due to the unintentional delay in paying a balance 
of issue fee due. 

Section 1.445(a) (2) and (4) have been changed from 
that proposed to provide for a reduction in the interna- 
tional search fee where there has been a corresponding 
United States national application and a credit to the na- 
tional fee where an international search fee has been 
paid in a corresponding international application and the 
international search has been made by the United States 
Patent and Trademark Office. 

Section 1.446(b) has been changed from that proposed 
to permit a refund of a portion of the search fee to the 
extent set forth in §1.445(a) (4), if such refund is request- 
ed at the time of paying the national fee. 


IMPLEMENTATION OF PATENT FEE REVISION 


The effective date of the patent fee revisions con- 
tained in this rulemaking is Oct. 1, 1982. 


The changes which will become effective on Oct. 1, 
1982, upon enactment of H.R. 6260 as a Public Law pri- 
or to Oct. 1, 1982, are (1) the rule changes common to 
Public Law 96-517 and H.R. 6260, and (2) the rule 
a under H.R. 6260, which appear in Alternative 
B. The rule changes common to Public Law 96-517 and 
H.R. 6260 will become effective on Oct. 1, 1982, wheth- 
pt ~ ay 6260 is enacted as a Public Law prior to 

be x 


se*ee% 


Upon enactment of H.R. 6260 as a Public Law prior 
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to Oct. 1, 1982, the rule changes in Alternative B will 
become effective on Oct. 1, 1982, in which case the rule 
changes in Alternative A will not become effective on 
Oct. 1, 1982. 

Any fee which is due and payable on or after Oct. 1, 
1982, must be paid in the amount and in accordance with 
the procedures contained in this rulemaking. For purposes 
of determining the amount of the fee to be paid, the date of 
mailing indicated on a proper Certificate of Mailing under 
§1.8 will be considered to be the date of receipt in the Of- 
fice. In order to ensure clarity in the implementation a 
discussion of the implementation of specific sections is 
set forth below: 


IMPLEMENTATION OF SPECIFIC SECTIONS 


The various sections will be implemented in the man- 
ner set forth below: 


§1.16 National application filing fees. 


Any national patent application filing fees paid on or 
after Oct. 1, 1982, must be paid in the amounts set forth 
in this section. Any additional fees which become due 
under §1.16 in ding applications on or after Oct. 1, 
1982, or which have not been paid prior to Oct. 1, 1982, 
must be paid in the amounts set forth in this section 
even though the aeain was filed prior to Oct. 1, 
1982. For example, if an application filed prior to Oct. 1, 
1982, is amended on or after Oct. 1, 1982, to include a 
multiple dependent claim for the first time, the fee set 
forth in §1.16(d) must be paid. 

The surcharge in §1.16(e) of Alternative B is being es- 
tablished at this time, but will only be made effective 
when the statutory authority for the late filing of the fee 
or the oath or declaration becomes effective under 35 
U.S.C. 111, as it would be amended by H.R. 6260. The 
statutory authority for the late filing of the fee or the 
oath or declaration becomes effective six months after 
enactment of H.R. 6260 as a Public Law. 


§1.17 Patent application processing fees. 


Any patent application processing fees paid on or af- 
ter Oct. 1, 1982, must be paid in the amounts set forth in 
this section. 

The extension fees which must accompany a petition 
for an extension of time become effective on Oct. 1, 
1982, and apply to any application for which the period 
for responding, i.e., taking action, expires on Oct. 1, 
1982, or thereafter. Ifa a response or action by the appli- 
cant was due before Oct. 1, 1982, and was not filed 
timely or an extension of time until Oct. 1, 1982, or 

ereafter, was not obtained, then §1.136(a) cannot be 
used to obtain an extension. Any response or action re- 
by before Oct. 1, 1982, cannot have its time extended 

My. §/.136(a). If one or more previous extensions 

e been granted prior to Oct. 1, 1982, extending the 

= for taking action unit] Oct. 1, 1982, or thereafter, 

the fees which are due for additional extensions under 

§1.136(a) will be as set forth in §1.17(a)(d) under either 
Alternative A or B. 


see88 


The previous practice of extending the shortened stat- 
utory period an additional month upon the filing of a 
timely first response to a final rejection is being discon- 
tinued effective with eny first to a final rejec- 
tion filed on or after Oct. 1, 1982. Applicants can obtain 
ate One Re cagnane Ok ie: eee 
appropriate fee for the same. An object of the previous 


= expressed in §714.13 of the Manual of Patent 
Procedure, was to obviate the necessity for 


rep 
sponse timely filed after final eecton Under §1.136(a) 
object of the previous practice can be achieved 
without continuing the previous practice. Thus, under 
§1. [UGGS an endliiies con Eis 0 Gaaaly tat response to a 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 29 


final rejection within the initial period without having to 
file an appeal or a continuing application if the examin- 
er’s response is not received prior to the expiration of 
the initial period for response. If the timely first re- 
sponse places the application in condition for allowance 
no additional response and no extension fee from appli- 
cant is required. If the examiner’s advisory action indi- 
cates the timely first response did not place the applica- 
tion in condition for allowance the applicant may then 
consider the examiner’s position to determine whether 
further prosecution is desirable. If further prosecution is 
not desired the application can be abandoned without 
further response or expense. If further prosecution is de- 
sired, the applicant can petition and pay the necessary 
fee to extend the time to the extent appropriate up to 
the maximum permitted by statute. The availability of 
this flexibility under §1.136(a) eliminates the necessity 
for the previous practice. Further, under H.R. 6260 ex- 
tensions of time would be granted in most instances by 
virtue of the payment of fees rather than without fees as 
in the previous practice. The elimination of the previous 
penetien after final rejection is thus consistent with the 
sre and ‘- of H.R. 6260. 

licant has petitioned and paid the exten- 


sion a of | 550 for response within the fourth month 


pursuant to §1.136(a), any further extensions which are 
P36). under the statute must be obtained under 


.136(b). 

A petition for extension of time under §1.136(a) may 
incorporate by reference a previously filed response 
without including an additional copy of the response in 
circumstances where the response was received late and 
the petition is filed to ree = time so that the re- 
sponse will be considered tim 

The ap fees set forth a YL. 17(e)}-(g) are due for 
notices of appeal or briefs filed, or requests for oral 

hearings filed, on or after Oct. 1, 1982. If more than one 
appeal occurs in an application, the fees are due for each 
notice of appeal, each brief, and each request filed for an 
oral hearing as long as a decision on the merits by the 
Board of Appeals resulted from the first notice of ap- 
peal, brief, and request for an oral hearing. If the exam- 
iner reopens prosecution in the Fes cr Avnads after coneal 
and prior to the decision by the 
the fee for the notice of appeal, brief, and request key = 
oral hearing will apply to a later appeal which does re- 
sult in a decision by the Board of Appeals. No refund of 
any appeal fees is permitted since such are due on filing 
or on requesting an orai hearing. No fee is required for a 
reply brief. 

The fees for petitions set forth in §1.17(h)}-y) and (1) 
apply to any such petition filed on or after Oct. 1, 1982. 

ie fee set forth in §1.17(m) of Alternative B would ap- 
ply, with enactmest of H.R. 6260 prior to Oct. 1, 1982, 
to petitions (1) .vr revival of an unintentionally aban- 
doned application or (2) for the unintentionally delayed 
payment of the fee for i gem a patent. Section 1.137(b) 
of Alternative B would apply to applications — 
tionally abandoned by failure to prosecute, reo 
to respond to an Office action. Sections “1.135(c) and 
1.316(c) of Alternative B would apply to applications in 
which the payment of the fee for issuing a — is un- 
intentionally delayed. These sections be 

implemented, with enactment of H.R. 6260 prior bn Oct. 
1. 982, by making them effective as to any applications 
which would be covered by the literal language of the 
sections. In addition, and for a transition period between 
Oct. 1, 1982, and Dec. 31, 1982, a petition to revive an 
unintentionally abandoned application would be ted 
if (i) the application received a decision on a petition to 
revive the application on or after Oct. 1, 1981, and be- 
fore July 30, — or (ii) a petition was filed or renewed 
on or after Oct. 1, 1981, and before July 30, 1982, pro- 
Se od oem cbnatnincaktnthe navibena ar 
vive was filed within one year of the date of abandon- 
ment. The dates in question were chosen so as to permit 
die semallil geeviton t0¥0 iven as wide an applica- 
dou: 0 pasnltie toGauillb epgiibints whens-eppilentions 
have previously been unintentionally abandoned, but 
who could not meet the previous requirements for a 
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showing that the delay resulting in the abandonment 
was unavoidable. The dates were also chosen to prevent 
an applicant whose application has been abandoned for 
an unduly long period from attempting to take advan- 
tage of this new provision, possibly to the detriment of 
individuals or companies who had begun to make, use, 
or sell the subject matter of the application after the 
date of abandonment of the application. By using these 
dates the ibility of reviving the application of an ap- 
plicant who has, in effect, abandoned the invention un- 
der 35 USC. 102(c) is minimized. Implementing these 
sections in the manner set forth would be appropriate 
and proper in view of the legislative history of H.R. 
6260, contained in House Report No. 97-542 (Commit- 
tee on the Judiciary), which indicates that the Commis- 
sioner can establish time limits within which petitions to 
revive or to accept late payment of issue fees can be 
filed. Thus, it is entirely proper to limit such petitions in 
the manner set forth in order to prevent abuses from oc- 
curring. To ensure that abuses do not occur, §§1.137(b), 
1. 155(0) 1.316(c), and 1.317(c) specifically indicate that 
waivers of the time periods involved will not be consid- 
ered via petitions under §1.183. 
The fee set forth in §1.17(k) is required for any appli- 
cation filed on or after Oct. 1, 1982, with a specification 
in a non-English language. 


§1.18 Patent issue fees. 


Any patent issue fee paid on or after Oct. 1, 1982, 
must be paid in the amounts set forth in this section 
even if the notice of allowance was mailed prior to Oct. 
1, 1982, and indicates different amounts due. If the issue 
fee is paid prior to Oct. 1, 1982, any balance of issue fee 
due must be paid in accordance with §1.317. 


§1.19 Document supply fees. 


The document supply fees set forth in this section will 
apply to all orders and requests received by the Patent 
and Trademark Office on or after Oct. 1, 1982. 


§1.20 Post-issuance fees. 


The post-issuance fees set forth in §1.20(a)-(d) ap ly 
to any petitions, requests, or actions filed on or 
Oct. 1, 1982. The amounts of the maintenance fees 4 
included in §1.20. 

Maintenance fees will be required for any patent actu- 
ally applied for on or after Dec. 12, 1980, whether or 
not the patent is entitled to the benefit of an earlier fil- 
ing date under 35 U.S.C. 120 or a right of priority under 
35 U.S.C. 119. For reissue patents, the controlling date 
would be the filing date of the original patent. For ex- 
ample, maintenance fees would only be required where 
the application for the original patent was filed on or af- 
ter Dec. 12, 1980. As to patents resulting from interna- 
tional applications filed under the Patent Cooperation 
Treaty, maintenance fees will be required on all patents 
resulting from international oo having PCT fil- 
ing dates on or after Dec. 12, 1980. 

The details implementing payment of the maintenance 
fees are not being established at this time since such fees 
will not be due for some time and additional consider- 
ation of the problems thereof is required. 


§1.21 Miscellaneous fees and charges. 


The miscellaneous fees and charges set forth in this 
section will apply to all orders and requests received by 
a and Trademark Office on or after Oct. 1 
1982. 


§1.445 International application filing and processing fees. 
Any international application filing and processing 


fees paid on or after Oct. 1, 1982, must be paid in the 
amounts set forth in this section. 
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Implementation Of Certain Sections Deferred For Further 
Comments 


In view of the comments and the recommendations 
received at the hearing on July 9, 1982, the period for 
written comments on §1.9(c), (d), (e), and (f), and on §§ 
1.27 and 1.28, has been extended until Aug. 13, 1982 (see 
47 FR 32458, July 27, 1982). Comments received at the 
hearing on July 9, 1982, expressed the view that there is 
no necessity to publish rules on §1.9(c), (d), (e), and 
(f), and on §§1. oT and 1.28, by August 2, 1982, and that 
further time for consideration and comment was neces- 
sary. Persons me stated a belief that the pres- 
sure of time does not apply to §§1.27 and 1.28 as it does 
apply to the fee uleaiahiog. A Accordingly, the period for 
written comments on these sections is extended until 
Aug. 13, 1982. After receiving written comments by 
Aug. 13, 1982, the changes to §1.9 and proposed §§1.27 
and 1.28 will be adopted as final rules with such modifi- 
cations as are found to be appropriate after review of 
the comments. These rule changes, with any appropriate 

modifications thereof, must become effective on Oct. 1, 
1982, with enactment of H.R. 6260 prior to Oct. 1, 1982. 
Accordingly, adoption of the changes to §1.9 and new 
§§1.27 and 1.28 is being deferred at this time to permit 
additional written comments by Aug. 13, 1982. Howev- 
er, these rule changes will be adopted, with any appro- 
priate modifications, as soon as possible after receipt of 
the additional written comments. No additional proposal 
will be published and no additional hearing will be held 
prior to re tion of final rules on the changes to §1.9 
and on new §§1.27 and 1.28. 

As a result of additional comments presented during 
the hearing on the proposed trademark fees, the period 
for written comments on the deletion of Part 3 was also 
extended until Aug. 13, 1982, to provide an additional 
opportunity for interested ms to comment on this 
proposed change. Since it is not essential that this dele- 
tion be published by Aug. 2, 1982, it is appropriate to 
extend the period for comments. No additional proposal 
will be published and no additional hearing will be held 
prior to a decision on whether or not to delete Part 3 as 
proposed. 


SECTION II—REVISION OF TRADEMARK FEES 


Background 


A notice of proposed rulemaking was published in the 
Federal Register on June 28, 1982, at 47 FR 28063-28065 
and in the Official Gazette on June 29, 1982, at 1019 
TMOG 110-119. An oral hearing was held on July 9, 
1982. Three written letters and statements were submit- 
ted. Three persons testified at the oral hearing. Full con- 
sideration has been given to all of the letters, statements, 
and testimony. 


Objectives of Rule Changes 


These amendments establish fees for the filing and 
processing of an application for the registration of a 
trademark or other merk, and for providing all other 
— and materials relating to trademarks and other 
marks. 


Public Law 96-517 


Public Law 96-517 authorizes the Commissioner to 
establish fees for the filing and processing of an applica- 
tion for the registration of a trademark or other mark, 
and for providing all other services and materials relat- 
ing to trademarks and other marks. Public Law 96-517 
requires that by Oct. 1, 1982, fees for the filing and pro- 
cessing of an application for the registration of a trade- 
Pyeng Hi re a eee gate 

it of the estimated 7 cost to the Office of 
processing. Also by Oct. 1, 1982, fees for providing 
sivcthher etrdacs -adhcmmtdde-atiaiie Wo talent 
and other marks are to be set to recover the estimated 
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average cost to the Office of performing the service or 
furnishing the material. 


H.R. 6260 


On June 8, 1982, the House of Representatives passed 
H.R. 6260. This bill would amend the fee provisions to 
be implemented on Oct. 1, 1982. H.R. 6260 would repeal 
the provisions in Public Law 96-517 requiring that filing 
and processing fees be set to recover in the aggregate 50 
percent of the estimated average cost of such processing 
to the Office, and that fees for providing all other 
services and materials relating to trademarks and other 
marks be set to recover the estimated average cost to 
the Office of performing the service or furnishing the 
material. In passing H.R. 6260, the House of Representa- 
tives recommended a fee schedule to the Commissioner 
for fiscal year 1983. The fees set in Alternative B adopt 
the House recommendation. 

This rule change, therefore, is also designed in the al- 
ternative to implement the fee provisions as they would 
be amended by H.R. 6260. The rule change contains 
changes which are common to Public Law 96-517 and 
H.R. 6260, as well as alternative rule changes which are 
Ee to Public Law 96-517 (Alternative A) and to 

.R. 6260 (Alternative B). 


DISCUSSION OF SIGNIFICANT CHANGES 


This rulemaking places into the appropriate sections 
of Title 37, Code of Federal Regulations, the various 
fees which are due on filing, during the pendency of a 
trademark application, or during the life of a registra- 
tion. 

Rule changes for implementing provisions of Public 
Law 96-517 or H.R. 6260 other than the fee provisions 
have not been included. Rule changes for implementing 
provisions other than the fee provisions will be 
published in a later rulemaking proposal. 


DISCUSSION OF SPECIFIC SECTIONS CHANGED 


The sections changed are grouped in this document 
under three different categories. Those changes which 
are common to Public Law 96-517 and H.R. 6260 ap- 
pear first and are numbered 72-76. The change which 
relates only to Public Law 96-517 appears as Alterna- 
tive A and is numbered 77. The change which is depen- 
dent upon enactment of H.R. 6260 appears as Alterna- 
tive B and is numbered 78. The changes common to 
Public Law 96-517 and H.R. 6260 will become effective 
on Oct. 1, 1982, whether or not H.R. 6260 is enacted as 
a Public Law. * * * * * Upon enactment of H.R. 6260 as 
a Public Law prior to Oct. 1, 1982, Alternative B will 
become effective on Oct. 1, 1982, in which case Alterna- 
tive A will not become effective. 

The specific rules for which changes are made are 
§§2.6, 2.85, 2.101, 2.146, 2.162 and 2.167. 


Rule Changes Common to Public Law 
96-517 and H.R. 6260 


Section 2.85, poe (e), is amended to delete ref- 
erence to late fees for oppositions and affidavits. 
The manner in which such fees shall be handled is de- 
scribed in the pertinent sections for affidavits and oppo- 


sitions. 
Section 2.101, paragraph (c), is amended to delete the 
reference to a service charge which will no longer be 
charged for late-filed fees for oppositions. 

Section 2.146, paragraph (b), is amended to add a fee 
for filing a petition to Commissioner. Paragraph (f) 
of this section which indicates that no fee is required is 


deleted. 
Section 2.162, paragraph (d), is amended to remove 
the reference to a service charge for late-filed fees on §8 


affidavits. 
Section 2.167, ph (g), is added to establish pro- 
cedures relating to fee for affidavits under §15, 15 
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U.S.C. 1065, and to state the Office’s action when no fee 
or an insufficient fee is filed. 


see 4 


Alternative B—Rule Change Only Under H.R. 6260 


Section 2.6 is revised to establish the fees recommend- 
ed by the House of Representatives under H.R. 6260 for 
filing and processing applications for the registration of 
trademarks or other marks and for providing services 
and materials relating to trademarks or other marks. The 
$10 fee recommended by the House for certified copies 
appears in paragraphs (n) and (0) as a fee of $6.50 for a 
copy of a registered mark showing title and/or status 
and a fee of $3.50 for certification. 


RESPONSE TO COMMENTS ON THE RULES 


Specific comments were received on several of the 
sections. All of the comments included in the written 
submissions and the oral testimony were considered in 
adopting the changes set forth herein. 

Written comments were received from three individu- 
als. Oral comments were presented at the hearing on be- 
half of a patent and trademark law group, the American 
Patent Law Association, and an organization of trade- 
mark owners and lawyers, the United States Trademark 
Association. One individual spoke on behalf of a law 
firm and expanded upon the points raised in his 
previously submitted written comments. 

These comments appear below along with responses 
thereto, where appropriate. 

Comment: The representative of the trademark associa- 
tion spoke favorably about the proposal presented. The 
organization os 100% recovery of trademark costs 
from user fees. It was felt that such an approach reflect- 
ed a misconception that trademarks benefit only their 
owners and not consumers and the economy as a whole. 
The speaker solicited the assistance of the Patent and 
Trademark Office in altering this viewpoint. 

Comment: The representative of the bar group 
questioned the fairness of the Office in establishing the 
fees under Alternative B. It appeared that the Office had 
accepted the USTA proposals only where they were 
higher. In all cases where the USTA recommendations 
were lower than those proposed, the difference was 
og The filing fee was singled out as the most unfair 
ee. 

Reply: In Alternative B, the rules adopt the fee levels 
recommended by the House Committee on the Judiciary 
in House Report No. 97-542. The Report recognizes 
that the Office needs to recover a certain amount of fee 
income over the next three years. The application filing 
fee is expected to furnish more than 60% of the estimat- 
ed annual income. It could not be reduced further with- 
out endangering operations. The reduction from $200.00 
to $175.00 pee class was covered to a large extent by 
higher fees for other services. 

Comment: The philosophy of H.R. 6260 is to recover no 
more than 100%. Final fees should recover this level 
and no more. 

Reply: Projecting poco costs three years in ad- 
vance can never be absolutely accurate. The Office must 
have sufficient funds to process anticipated workloads 
under the fees set during fiscal years 1983-1985 when 
costs are expected to be somewhat higher than present 


costs. 
Comment: One suggestion involved retaining Part 4 of 
37 CFR, at least for the present. Occasional users of the 
registration system find it to be a readily available refer- 
ence. Certain information in the forms is available from 
no other source. The believed the time pressures 
to implement the fee changes precluded proper consider- 
ation of the merits of Part 4. 

period for comment on deletion of Part 4 has 

13, 1982 to allow for additional 

public comment and internal consideration. 
Comment: The suggestion was made that references to 
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affidavits and oppositions should be eliminated from § 
2.85(e) as the handling of late filed fees for these items is 
already covered directly in §§2.101(c), 2.162(d) and 
2.167(g). 

Reply: This suggestion was implemented. 

Comment: A_ suggestion was made that §§2.101(c), 
2.162(d) and 2.167(g) dealing with oppositions and affi- 
davits under Section 8 and Section 15 be amended to re- 
quire payment of all late filed fees within the time peri- 
od specified in the notification by the Office. 

Reply: All of the sections state that the affidavit or 
opposition “will not be refused if the required fee(s) . . . 
are filed in the Patent and Trademark Office within the 
time limit set forth in the notification of this defect by 
the Office.” This language is considered sufficient to re- 
quire payment of all fees or have the opposition, affida- 
vit or declaration refused. 

Comment: One suggestion was made to either cite §2.6 
in all sections being changed relative to fees or to cite it 
in none. 

Reply: Citations of §2.6 have been added to §2.101(c) 
and §2.146(b) to conform to §2.162(d) and §2.167(g). 
Comment: It was suggested that the fee for a combined 
sortie 8 and 15 affidavit needed to be specified in the 


es. 
Reply: Section 2.6 has beer. changed to provide this 
combined fee. 


DISCUSSION OF SIGNIFICANT DIFFERENCES BE- 
TWEEN PROPOSED AND FINAL RULES 


A number of changes which were made as a result of 
the comments received and further review of the pro- 

rulemaking are identified below. 

Deletion of Part 4 has been deferred for further com- 
ments by Aug. 13, 1982 (see 47 FR 32458, July 27, 
1982). As elimination of Part 4 is not essential to the set- 
ting of fees, and does not have to be in place 60 days be- 
fore implementation, it was decided to ask for further 
public comment. 

Section 2.85(e) has been revised to eliminate the refer- 
ences to oppositions and affidavits. Because the handling 
of late filed fees for these items is specified elsewhere, 
these references in §2.85(e) were redundant and confus- 


ing. 

Both alternatives of §2.6 have been revised to add a 
fee for a combined affidavit under sections 8 and 15 of 
the Act. In order to prevent possible confusion by users 
of the Trademark system, it was included separately. 


IMPLEMENTATION OF TRADEMARK FEE REVI- 
SION 


The effective date of the trademark fee revisions con- 
tained in this rulemiaking is Oct. 1, 1982. 


see 


The changes which will become effective on October 
1, 1982, upon enactment of H.R. 6260 as a Public Law 
prior to Oct. 1, 1982, are (1) the rule changes common 
to Public Law 96-517 and H.R. 6260, and (2) the rule 
changes under H.R. 6260, which appear in Alternative 
B. The rule changes common to Public Law 96-517 and 
H.R. 6260 will become effective on Oct. 1, 1982, wheth- 
= 7 oe i 6260 is enacted as a Public Law prior to 

t. I, % 


Upon enactment of H.R. 6260 as a Public Law prior 
to October 1, 1982, the rule changes in Alternative B 
will become effective on Oct. 1, 1982, in which case the 
rule changes in Alternative A will not become effective 
on Oct. 1, 1982. 


Any fee which is due and payable on or after Oct. 1, 1982, 
must be paid in the amount and in accordance with the 
procedures contained in this rulemaking. For purposes of 
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determining the amount of the fee to be paid, the date of 
mailing indicated on a proper Certificate of Mailing under 
§1.8 wiil be considered to be the date of receipt in the Of- 
fice. In order to ensure clarity in the implementation a 
discussion of the implementation of Section 2.6 is set 
forth below: 


IMPLEMENTATION OF SECTION 2.6 


Fees set forth in Section 2.6 must be paid in the 
amounts set forth in this section on or after Oct. 1, 1982. 
Any additional fees which become due under §2.6 in 
pending applications on or after Oct. 1, 1982, or which 

ve not been paid prior to Oct. 1, 1982, must be paid in 
the amounts set forth in this section even though the ap- 
plication was filed prior to Oct. 1, 1982. For example, if 
an application filed prior to Oct. 1, 1982, is amended on 
or after Oct. 1, 1982, to include additional classes, the 
fee set forth in §2.6(a) must be paid per class added. 


IMPLEMENTATION OF CERTAIN SECTIONS DE- 
FERRED FOR FURTHER COMMENTS 


As a result of additional comments presented during 
the hearing on the proposed trademark fees, the period 
for written comments on the deletion of Part 4 has also 
been extended until August 13, 1982, to provide an addi- 
tional opportunity for interested persons to comment on 
this proposed change (see 47 FR 32458, July 27, 1982). 
Since it is not essential that this deletion be published by 
Aug. 2, 1982, it is appropriate to extend the period for 
comments. No additional proposal will be published and 
no additional hearing will be held prior to a decision on 
whether or not to delete Part 4 as proposed. 


OTHER CONSIDERATIONS RELATING TO PA- 
TENT AND TRADEMARK FEE REVISIONS 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

This rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Public Law 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980 (44 U.S.C. 3501 et. seq.). 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act. Pub. L. 96-354) for sev- 
eral reasons. Public Law 96-517 and H.R. 6260 have 
both taken into consideration the impact they may have 
on small entities. The fees under Public Law 96-517 are 
set to recover 50% of patent and trademark processing 
costs rather than full costs and generally the rate of in- 
crease in the fees is less than that of inflation since the 
last increase in fees in 1965. Further, the rules 
implementing Public Law 96-517 take into consideration 
small entities by setting a lower patent filing fee than is- 
sue fee to recover the required level of patent process- 
ing costs. The lower filing fee its a small entity to 
file a patent application for a relatively low cost and not 
have to pay the higher balance of fees required to 
achieve Public Law 96-517 recovery levels until exami- 
nation is complete and it is known that a patent will is- 
sue. Under H.R. 6260 and this rulemaking, small entities 
would be able to pay reduced fees for filing patent appli- 
cations and for the issuance and maintenance in force of 
patents. In general, the rule change will also expedite 
proceedings before the Patent and Trademark Office, 
—o~ existing procedures where they can be simpli- 
ied. 

The Patent and Trademark Office has determined that 
this rule ~—- is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 

hic regions. There will be no significant adverse ef- 
ects on competition, employment, investment, produc- 
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tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not im a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
Seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. In fact, 
some paperwork, especially that related to requests for 
extensions of time, will be reduced. 


List of Subjects in 37 CFR Parts 1 and 2 


Administrative practice and procedure, Courts, Inven- 
tions and patents, Lawyers, Nonprofit organizations, 
Small businesses, Trademarks. 


AMENDMENT OF REGULATIONS 


For the reasons indicated above and pursuant to the au- 
thority given to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6, and under Sections 31 and 41 of 
the Trademark Act of July 5, 1946, 15 U.S.C. §§1113, 
and 1123, Parts 1 and 2 of Title 37, Code of Federal 
Regulations, are amended as set forth below. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


July 14, 1982. 
and Trademarks. 


eseee 


[Note: H.R. 6260 became Public Law 97-247 on Aug. 
27, 1982. Rules that became effective Oct. 1, 1982 are 
those rules common to Public Law 96-517 and H.R. 
6260 and those set forth in Alternative B. The adopted 
rules are reproduced in the notice entitled “Revision of 
Patent and Trademark Fees Confirmation,” published at 
1022 O.G. 21, which is reprinted immediately following 
this notice.] 


[1021 O.G. 19] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 2714-129] 


Revision of Patent and Trademark Fees Confirmation 


Agency: Patent and Trademark Office, Commerce. 
Action: Confirmation of rules. 
Summary: This document confirms certain rule changes 
for patent and trademark fees and fee-related procedures 
which take effect on Oct. 1, 1982. These rule changes 
implement H.R. 6260 which was enacted as Public Law 
97-247 on Aug. 27, 1982. 
Effective Date: Oct. 1, 1982. 
For Further Information Contact: As to the patent rules 
contact: R. Franklin Burnett, by telephone at (703) 557- 
3054 or by mail addressed to the Commissioner of Pa- 
tents and Trademarks, Attention: R. Franklin Burnett, 
Rm 3-11A13, Washington, D.C. 20231. 

As to the trademark rules contact: Miss Maude 
Williams, by telephone at (703) 557-2222 or by mail ad- 
dressed to the Commissioner of Patents and Trademarks, 
Attention: Miss Maude Williams, Rm. 3-11C17, Wash- 
ington, D.C. 20231. 

Information: The Patent and Trademark 

Office is required by law to publish a notice in the Fed- 
eral Register of its fees at least 60 days before the effec- 
tive date thereof (35 U.S.C. 41(g)). Thus, on July 30, 
1982 a final rule document was published at 47 FR 
33086 setting forth rule changes for patent and ‘ae 
mark fees and procedures which take effect on Oct. 1, 
1982. The document was based on the public law in ef- 
fect at that time, Public Law 96-517, and on H.R. 6260, 
which was then pending but is now Public Law 97-247. 
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The final rule document published on July 30, 1982, in 
the Federal Register sets out— 


(1) rules that are common to both Pub. L. 96-517 and 
H.R. 6260 (now Pub. L. 97-247); 

(2) Alternative A which contains 
implementing Pub. L. 96-517 alone; and 
(3) Alternative B which contains rule 
implementing H.R. 6260 (now Pub. L. 97-247). 


R. 6260 was enacted as Public Law 97-247 on Aug. 
i 1982, and the Patent and Trademark Office hereby 
confirms that the rule changes common to both Pub. L. 
96-517 and H.R. 6260 and Alternative B are those 
which go into effect on Oct. 1, 1982. The rules under 
Alternative A are hereby withdrawn. Additional rule 
changes required by Public Law 97-247 will be made 
the subject of separate rulemakings. 


List of Subjects in 37 CFR Parts 1 and 2 


rule changes 
changes 


Administrative practice and procedure, Courts, Inven- 
tions and patents, Lawyers, Nonprofit organizations, 
Small businesses, Trademarks. 


AMENDMENT OF REGULATIONS 


For the reasons set out in the preamble, 37 CFR Parts 
1 and 2 are confirmed as being amended by the final 
tule published on July 30, 1982 at 47 FR 33086 as set 
forth below. 


GERALD J. MOSSINGHOFF, 
Sept. 14, 1982. Commissioner of Patents 
and Trademarks. 
1. The rule changes made in Alternative A relating to 
patents which begin at 47 FR 33107 and in Alternative 
A relating to trademarks which begin at 47 FR 33112 
are hereby withdrawn. 
2. Confirmed as effective Oct. 1, 1982 are the rule 
changes published July 30, 1982 common to Public Law 
96-517 and H.R. 6260 (now Public Law 97-247) and Al- 
ternatives B. The rule changes relating to patents com- 
mon to Public Law 96-517 and H.R. 6260 (now Public 
Law 97-247) were published on July 30, 1982 at 47 FR 
33099. The rule changes relating to patents under Alter- 
native B were published at 47 FR 33108. The rule 
changes relating to trademarks common to Public Law 
96-517 and H.R. 6260 (now Public Law 97-247) were 
published on July 30, 1982 at 47 FR 33111. The rule 
changes relating to trademarks under Alternative B 
were published at 47 FR 33112. Corrections to the July 
30, 1982 publication were published on Aug. 4 and 5 
1982 at 47 FR 33688 and 33959. 


(Text of adopted rules appears : 37 CFR, revised July 
1983. 


(49) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 3 and 4 
[Docket No. 2827-167 ] 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent and trademark cases to es- 
tablish procedures for payment of fees under §41 (a) 
and (b) of Title 35, United States Code, which are re- 
duced by 50 per centum for independent inventors and 
nonprofit organizations as required by the public law re- 
sulting from H.R. 6260. This action is necessary at this 
time in order that the p pocetns ogee g the reduced 
fees will be effective on Oct. 1, 1982, effective date 
of the changes in the amounts of Patent and Trademark 
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Office fees established by the public law resulting from 
H.R. 6260. This final rule also deletes Parts 3 and 4 
which contain outdated sample forms and corrects a ref- 
erence to a section which appears in §1.451 

Effective Date: Oct. 1, 1982. 
For Further Information Contact: As to the patent rules 
contact R. Franklin Burnett by telephone at (703) 557- 
3054 or by mail addressed to the Commissioner of Pa- 
tents and Trademarks, Attention: R. Franklin Burnett, 
Rm. 3-11A13, Washington, D.C. 20231. 

As to the trademark rules contact Miss Maude 
Williams by telephone at (703) 557-2222 or by mail ad- 
dressed to the Commissioner of Patents and Trademarks, 
Attention: Miss Maude Williams, Room 3-11C17, Wash- 
ington, D.C. 20231 
Supplementary Information: Notices of proposed 
rulemaking relating to the revision of patent and trade- 
mark fees were pu blished i in the Federal Register on June 
28, 1982, at 47 FR 28042-28065 and in the Official Ga- 
zette on June 29, 1982, at 1019 O.G. 57-120. Oral hear- 
ings were held on July 9, 1982. Full consideration has 
been given to all of the letters, statements, and testimony 
received at the time. A final rule on “Revision of Patent 
and Trademark Fees” was published on July 30, 1982 at 
47 FR 33086-33112 with corrections in the printing 
thereof being published on Aug. 4, 1982, at 47 33688 
and Aug. 5, 1982, at 47 FR 33959. The final rule was 
also published in the Official Gazette on Aug. 10, 1982, 
at 1021 O.G. 19-94. In view of comments received at 
the hearings, additional time for comment on the rules 
covered by this change was given until Aug. 13, 1982. 
The notice extending the time for comment was 
published on July 27, 1982 at 47 FR 32458. 

This final rule is being adopted as soon as possible af- 
ter the enactment of the public law resulting from H.R. 
6260. The Patent and Trademark Office has determined 
that the requirement of 5 U.S.C. 553 (d) for publication 
not less than 30 days before its effective date does not 
apply to this final rule since it will reduce patent fees for 
independent inventors and nonprofit organizations. 


Objectives of Rule Changes 


These rule changes are designed to implement the Pa- 
tent and Trademark Office fees and procedures which 
are provided for by the public law resulting from H.R. 
6260. 


Public Law Resulting From H.R. 6260 


The public law resulting from H.R. 6260 provides that 
funds available under the act “shall be used to reduce by 
50 per centum the payment of fees under section 41 (a) 
and (b) of Title 35, United States Code” by independent 
inventors, small business concerns, and nonprofit organi- 
zations. The public law resulting from H.R. 6260 gives 
the Commissioner authority to establish regulations de- 
fining independent inventors and nonprofit organiza- 
tions. The public law resulting from H.R. 6260 defines 

business concerns by reference to §3 of the Small 
Business Act and regulations established by the Small 
Business Administration. This rulemaking establishes 
regulations defining independent inventors and nonprofit 
organizations. The Small Business Administration is 
establishing the definition of a small business concern for 
the purpose of paying reduced fees under the public law 
resulting from H.R. 6260. This rulemaking also 
establishes the procedures which will be followed by in- 
dependent inventors and nonprofit organizations when 
paying the reduced fees.The procedures to be followed 
by small business concerns when paying the reduced 
fees will be established in a separate final rule. 


Discussion of Specific Sections 


The following sections are changed by this final rule, 
effective Oct. 1, 1982: 

Section 1.9, as amended, adds paragraphs (c), (e), and 
(f) which define “independent inventor” and “nonprofit 
organizations” as used in Title 37, Code of Federal Reg- 
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ulations, Chapter I. Each of these along with “small 
business concern” is identified as a “small entity” for 

purposes of paying fees which are set under §41 (a) and 
(b) of Title 35, United States Code, as amended by the 

ublic law resulting from H.R. 6260. Paragraph (d) of 

1.9 relates to the definition of small business concern 
which is being established by the Small Business Admin- 
istration. Accordingly, proposed paragraph 1.9(d) is not 
being promulgated at this time. 

The public law resulting from H.R. 6260 authorizes 
the Commissioner to establish regulations defining inde- 
pendent inventors and nonprofit organizations. Section 
1.9(c) defines an independent inventor as any inventor 
who (1) has not assigned, granted, conveyed, or li- 
censed, and (2) is under no obligation under contract or 
law to assign, grant, convey, or license, any rights in the 
invention to any person who could not likewise be clas- 
sified as an independent inventor if that person had 
made the invention, or to any concern which would not 
qualify as a small business concern or a nonprofit orga- 
nization. Once’an individual sole inventor, or one of sev- 
eral joint inventors, has assigned, granted, conveyed, or 
licensed, or comes under an obligation to assign, grant, 
convey, or license, any rights to the invention to anyone 
who could not likewise obtain status as a small entity, 
the inventor(s) will no lon moe be entitled to pay fees in 
the amounts established for an independent inventor 
(§1.9(c)). Section 1.9 (c) will permit an individual inven- 
tor to make an assignment, grant, conveyance, or license 
of partial rights in the invention to another individual or 
individuals who could qualify as an independent inven- 
tor or inventors if they had made the invention. In addi- 
tion,§1.9 (c) will permit an individual inventor to make 
an ent, grant, conveyance, or license of partial 
rights in the invention to a small business concern or 
nonprofit organization. Under the circumstances de- 
scribed in the previous two sentences the individual in- 
ventor could still qualify as an independent inventor. 
However, if the independent inventor assigned, granted, 
conveyed, or licensed, or came under an obligation to 
assign, grant, convey, or license, any rights to the inven- 
tion to any individual or organization which could not 
qualify as a small entity (§1.9 (f)), then the inventor 
would no longer qualify as an ind dent inventor. 

Proposed section 1.9 (d) relating to the definition of a 
small business concern is not being promulgated at this 
time. 

Section 1.9(e) defines a nonprofit organization by uti- 
lizing and broadening the definition contained in 35 
U.S.C. 201 (i). The term “university or other institution 
of higher education” as used in §1.9 (e) means an educa- 
tional institution which (1) admits as regular students 
caly i having a certificate of graduation from a 

providing secondary education, or the recognized 


por acl of such a certificate, (2) is legally authorized 
within the jurisdiction in which it operates to provide a 
program of education beyond secondary education, (3) 
provides an educational program for which it awards a 
bachelor’s degree or provides not less than a two-year 


program which is table for full credit toward such 
a degree, (4) is a public or other nonprofit institution, 
and (5) is accredited by a nationally reco; 
accrediting agency or association. The "definition of 
“university or other institution of higher education” as 
set forth herein essentially follows the definition of “in- 
stitution of higher education” contained in 20 U.S.C. 
1141(a). Institutions which are strictly research facilities, 
manufacturing facilities, service organizations, etc., are 
not intended to be included within the term “other insti- 
tution of higher education” even though such institu- 
tions may ore 2 an educational function or publish the 
results of their work. 

Section 1.9(f) identifies an independent inventor, a 
small business concern, or a nonprofit organization as a 
“small entity” for purposes of paying fees set under §41 
(a) and (b) of Title 35, United States Code, as amended 
by the public law resulting from H.R. 6260. Fees estab- 
lished under §41 (c) or ) of Title 35, United States 
Code, will not be reduced for small entities since such a 
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reduction is not permitted or authorized by the public 
law resulting from H.R. 6260. Paragraphs (c), (e), and 
(f) of §1.9 should be read together with §§1.27 and 1.28 
which deal with establishing status as a small entity and 
the effect thereof. 

New §1.27 provides in paragraph (a) that any person 
seeking to establish as a small entity, as defined in §1.9 
(f) for the ——— reduced fees, must file a 
statement to that si entity. Paragraph 1.27(b) pro- 
vides specifically for inventors filing statements claiming 
status as independent inventors. Paragraph 1.27 (c) relat- 
ing to claiming status as a small business concern is not 
being promulgated at this time, but will be subject of a 
separate final rule. Paragraph 1.27 (d) provides for 
claiming status as a nonprofit organization. Under §1.27, 
as long as all of the rights remain in small entities, the 
fees established for a small entity can be paid. This in- 
cludes circumstances where the rights were divided be- 
tween an ind: dent inventor, a small business concern 
and a nonprofit organization or any combination thereof. 

New §1.28 provides guidance as to the effect of fail- 
ure to establish, or notify the Office of any change from, 
small entity status. — 1.28 (a) provides that once 
status as a small entity been established in an appli- 
cation or patent, without the filing of a further verified 
statement pursuant to §1.27, unless the Office is notified 
of a change in status. Under paragraph 1.28 (a), status as 
a small entity in one application or patent does not af- 
fect any other application or patent except in applica- 
tions filed under §1.60 where a reference is made to a 
verified statement in a _—— application. Paragraph 
1.28 (b) requires that notification of any change in status 
resulting in loss of entitlement to small entity status be 
filed in the earliest of the issue fee or any maintenance 
fee due after the date on which status as a small entity is 
no longer ai i riate. Section 1.28 also provides guid- 
ance as to effect of improperly establishing status as 
a small entity. The intent of the reduced fees for small 
entities is to soften the impact of the fee increases under 
§41(a) and (b) of Title 35, United States Code, as such 
sections are amended by the public law resulting from 
H.R. 6260, upon those who are least able to absorb the 
increased fees without overall damage to their ability to 
participate in the patent system through the filing, issu- 
ing and maintaining of patents. Accordingly, any at- 
tempt to improperly establish status as a small entity will 
be viewed as a serious matter by the office and para- 
graph 1.28(d) indicates that any attempt to fraudulently 
establish status as a small entity or pay fees as a small 
entity will be considered as a fraud practiced or 
attempted on the Office. In addition, improperly and 
through gross negligence establishing status as a small 
entity or paying fees as a small entity will be considered 
as a fraud practiced or attempted on the Office. Normal- 
ly, the Office will not question a claim to status as a 
small entity. However, if the Office must resolve such 
an issue in a question arising before it, the Office will 
look to the actual or practical status ot the individual or 
Oganization claiming status as a small entity rather than 
the professed or apparent status. 

Section 1.451, paragraph (b), is amended to correct a 
reference to another section of the regulations. 

Parts 3 and 4 are removed to eliminate all of the pa- 
tent and trademark forms from the Code of Federal 
Regulations. The Patent and Trademark Office has pre- 
see a booklet entitled “Patent and Trademark Forms 

klet” which is available for sale to the public from 
the Superintendent of Documents and which includes 
full size copies of substantially all the forms in the Code 
of Federal Regulations in view of the difficulty of keep- 
ing such forms is not mandatory. 


Discussion of Significant Differences Between Proposed and 
Final Rules 


A number of changes which have been made to §§1.9, 
1.27 and 1.28 as a result of the comments received and 
further review of the proposed rulemaking are identified 
below. 
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Paragraph (c) of §1.9 has been changed from that pro- 
posed to simplify the ition by removing the words 
“including (i) the right to make, use, or sell the inven- 
tion, and (ii) the right to exclude others from making, 
using, or selling the invention”. No change in substance 
is intended by removing these words since the phrase 
“any rights in the invention” obviously is inclusive of all 
rights regardless of how they are, or would be, trans- 
ferred. The words “or otherwise” have also been re- 
moved to simplify the definition without a change in 
substance. 

Paragraph (d) of §1.9 is not being promulgated by this 
rule change. 

Paragraph (e) of §1.9 is changed from that Proposed 
by adding the words “located in any country” in item 
(e) (1) to clarify the fact that a university or other insti- 
tution of higher education can qualify regardless of loca- 
tion. Paragraph (e) is also changed from that proposed 
by adding an item (4) to clarify that a nonprofit organi- 
zation if it could qualify as a nonprofit organization un- 
der item (2) or (3) of paragraph (e) “if it were located in 
this country.” Thus, under paragraph (e) of 


§1.9 nonprofit organizations will be treated the same for 


purposes of paying fees regardless of location. 

Paragraph (a) of §1.27 has been changed from that 
proposed by substituting the words “any fee paid as a 
small entity”. This change is intended to clarify the fact 
that a verified statement is not required with every fee. 

Paragraph (b) of §1.27 has been changed from that 

to clarify who is to file the verified statement. 
The verified statement for a small business concern or 
nonprofit organization is to be filed by “the owner of 
the small business concern, or an official of the small 
business concern or nonprofit organization empowered 
to act on behalf of the small business concern or non- 
profit or, tion . . .” The term “official” as used in 
paragraph (b) is intended to include any officer, employ- 
ee, or part-owner empowered to act on behalf of a small 
business concern or nonprofit organization.For example, 
an officer or employee of a corporation empowered to 
act for the corporation by its board of directors would 
be qualified to sign such a verified statement. 

Paragraph (c) of §1.27 relating to claiming status as a 
small business concern is not being promulgated at this 
time, but will be the subject of a separate final rule. 

Paragraph (d) of §1.27 has been changed from that 
proposed in the same manner as paragraph (b) of §1.27 
has also been changed from that proposed by adding a 
reference to §1.9 (e)(4). 

Paragraph — of §1.28 has been changed from that 
—— by adding the words “or patent” in the first 

and third sentences since the failure to establish status as 
a small entity could occur in a patent as well as in an 
application. An exception to the requirement for a veri- 
fied statement has also been inserted into paragraph (a) 
of §1.28 for applications filed under §1.60 where the sta- 
tus as a small entity has been established in a parent ap- 
plication and is still proper. Under this change in para- 
ph (a) of proposed §1.28, the application under 
1.60 “must include a reference to a verified statement 
in a parent application if status as a small entity is still 
proper and desired.” 

Paragraph (b) of §1.28 has been completely rewritten 
from that proposed to remove the requirement that the 
notification of a change in status resulting in loss of enti- 
tlement to small entity status must be filed prior to pay- 
ing the next fee due. Instead, paraggraph (b) of §1.28 
provides that after establishment of small entity status, 
“fees as a small entity may thereafter be paid in that ap- 
plication or patent without regard to a change in status 
until the issue is due or any maintenance fee is due.” 
Paragraph (b) of §1.28 is also changed from that pro- 
posed by removing the sentence stating that payment of 
any fee as a small entity serves “as a representation that 
such payment as a small entity is proper at the time the 
payment is made.” This change does not sanction the 
payment of improper fees, but is no longer necessary in 
view of another change in paragraph (b) which specifi- 
cally provides that notification of any change in status 
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resulting in loss of entitlement to small entity status 
“must be filed in the application or patent prior to pay- 
ing, or at the time of paying, the earliest of the issue fee 
or any maintenance fee due after the date on which sta- 
tus as a small entity is no longer appropriate pursuant to 
§1.9.” The effect of the changes to paragraph (b) of 
§1.28 is to permit status to be established and then 
checked only (1) at the payment of the issue fee and (2) 
at the time of payment of each maintenance fee. This 
means that only four checks are required during the 
pendency and term of a patent after initial establishment 
of small entity status if such establishment was prior to 
payment of the issue fee. The last sentence of paragraph 
(b) has been changed from that pro by inserting 
= words “of change in status” after “notification” for 
clarity. 

Paragraph (c) of §1.28 has been changed from that 
proposed to require a verified statement explaining how 
the error in good faith occurred only in situations where 
the error occurred. This change from paragraph (c) as 
proposed will reduce paperwork and will provide a 
three-month grace period to correct errors with no ex- 
planations required for correction during that three- 
month period. The change has also been made to allevi- 
ate concerns about paragraph (d) of §1.28 which is being 
adopted as proposed. 


Response to Comments on the Patent Rules 


Specific comments were received on a number of the 
sections. All of the comments, including the oral testi- 
mony and the written comments, were considered in 
adopting the changes set forth herein. 

Written comments on the patent rules and forms af- 
fected by this final rule were received from three patent 
law groups and thirteen individuals. The three patent 
law groups were (1) the American Patent Law Associa- 
tion; (2) the Patent, Trademark, and Copyright Section 
of the Virginia State Bar; and (3) the Patent, Trademark 
and Copyright Law Section of the Bar Association of 
the District of Columbia. 

Oral comments were presented at the hearing on be- 
half of two patent law groups. 

The comments appear below along with replies there- 
to. 

Comment: 

One comment suggested that the definition of “inde- 
pendent inventor” be simplified. 
Reply: 

The definition of “independent inventor” has been 
simplified without a change in substance by removing 
the words “including (i) the right to make, use, or sell 
the invention, and (ii) the right to exclude others from 
making, using, or selling the invention.” 

Comment: 

One comment suggested that there is no need to in- 
clude any more than a simplified statement that a “non- 
profit organization includes a university or other institu- 
tion of higher education” 


Reply: 

The suggestion has not been adopted since it is the in- 
tent of the rules to delireate as clearly as possible what 
organizations can qualify as nonprofit organizations 
without having to expend undue resources deciding each 
request on a case-by-case 
Comment: 

One comment suggested that §1.9(e) discriminates 
against foreigners and thus violates the principle of na- 
tional equality set forth in the Stockholm text of the 
ag Convention for the Protection of Industrial Prop- 


Reviy 
~ 1.9(e), as promulgated, defines a nonprofit or- 


ganization in _ a way that it is clear that foreigners 
are not excl 
Comment: 

One comment questioned whether or not government 
organizations can qualify as nonprofit organizations and 
more specifically, whether or not a government research 
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facility can qualify under the broad definition of a non- 
profit scientific or educational organization. Another 
comment recommended that §1.9(e) be expanded to in- 
clude the U.S. Government in the definition of a “non- 
profit organization.” 

Reply: 

Government organizations as such, whether domestic 
or foreign, cannot qualify as nonprofit organizations as 
defined in §1.9(e). Section 1.9(e) was based upon 35 
U.S.C. 201(i), as established by Public Law 96-517. The 
limitation to “an organization of the type described in 
section 501(c)(3) of the Internal Revenue Code of 1954 
(26 U.S.C. 501(c)(3)) and exempt from taxation under 
section 501(a) of the Internal Revenue Code (26 U.S.C. 
501(a))” would by its nature exclude the U.S. govern- 
ment and its agencies and facilities, including research 
facilities and government corporations. State and foreign 
governments and governmental agencies and facilities 
would be similarly excluded. Section 1.9(e) is not intend- 
ed to include within the definition of a nonprofit organi- 
zation government organizations of any kind located in 
any country. A university or other institution of higher 
education located in any country would qualify, howev- 
er, as a “nonprofit organization” under §1.9(e) even 
though it has some government affiliation since such in- 
stitutions are specifically included. 

Comment: 

One comment was directed to, and opposed, Public 
Law 96-517 and H.R. 6260 rather than the specific pro- 
visions of §§1.9, 1.27 and 1.28 on the ground that the 
concept of a self-supporting agency is ill-conceived, 
i and wrong. 

Re 

Public Law 96-517 and H.R. 6260 are not issues for 
consideration in this rule change. 
Comment: 

One comment asserted that the imposition of different 
fees depending upon the status of an applicant is unwise, 
unworkable, and will not “improve the efficiency of the 
Patent Office”, while another comment urged the Office 
to “disavow the proposal for a two-tier fee system and 
adopt a different approach to assuring that patent and 
trademark fees are set so that individual inventors and 
small businesses can continue to obtain the protection of 
the patent and trademark system.” Another comment 
supported the two-tier fee system, particularly as related 
to universities. 

Reply: 

The imposition of different fees is a legislative man- 
date imposed by the public law resulting from H.R. 6260 
and is not an issue for consideration in this rule change. 
Comment: 

Four comments expressed concern that small entity 
status is required to be confirmed each time a fee as a 
small entity is paid. Alternative procedures which in- 
volve (1) confirming status at the time of filing and at 
the time the issue fee is paid, or (2) allowing a statement 
of status to hold for a period of time were recom- 
mended. 

Reply: 

e last sentence in §1.27(a) states that “[s]uch a veri- 
fied statement need only be filed once in an application 
or patent and remains in effect until changed.” It was 
not intended that such statements would be required 
each time a fee is paid. In order to clarify §1.27(a), the 
first sentence has been changed to require the statement 
prior to or with the first fee paid as a small entity. 
Th , notice is only required where a change in 
status occurs. In addition, §1.28(b) has been rewritten to 
provide that “[oJ]nce status as a small entity has been es- 
tablished in an application or patent, fees as a small enti- 
ty may be paid in that application or patent 
without regard to a change in status until the issue fee is 
due or any maintenance fee is due.” 

ment: 

One comment suggested that a paragraph 1.27(e) be 
added which would require confirmation of small entity 
status at the time of paying the patent issue fee and each 
maintenance fee and that this be done by a statement 
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which designates the applicant’s small entity status as of 
the close of the last fiscal year next preceding the date 
of the statement. 

Reply: 

The suggested paragraph has not been added. Howev- 
er, paragraph (b) of §1.29 has been completely rewritten 
to permit status to be established and then checked only 
(1) at the payment of the issue fee and (2) at the time of 
payment of each maintenance fee. Instead of requiring 
papers to be filed confirming status as suggested in the 
comment, the rules as adopted require that “[nJoti- 
fication of any change in status resulting in loss of enti- 
tlement to small entity status must be filed in the appli- 
cation or patent prior to paying, or at the time of pay- 
ing, the earliest of the issue fee or any maintenance fee 
due after the date on which status as a small entity is no 
longer appropriate pursuant to §1.9.” Paragraph (b) of 
§1.28, as promulgated, is considered preferable to the 
suggested paragraph (e) of §1.27 since it will eliminate 
the filing of a confirming statement where there has 
been no change in status as a small entity. This reduces 
unnecessary paperwork. 

Comment: 

One comment suggested that verified statements of 
small entity status need not be filed in Rule 60 applica- 
tions. 

Reply: 

The suggestion was adopted and is reflected by the 
change in §1.28(a). In such applications, it will be suffi- 
cient to include a reference to a verified statement 
establishing small entity status in a parent application if 
status as a small entity is still proper and desired 
Comment: 

One comment suggested that proposed paragraph 
1.28(b) be amended by inserting the words “believed to 
3 after “small entity is” in the second sentence. 

eply: 

‘Paragraph (b) of §1.28 as promulgated does not con- 
tain the sentence to which the suggestion is directed. 
Comment: 

One comment suggested that paragraph (c) of oe “= 
be amended by deleting the word “verified” so tha 
statement explaining how an error in good faith “. 
oo can be made “on the basis of information and be- 
lief.” 

Reply: 

The suggestion has not been adopted. However, para- 
graph (c) of §1.28 as promulgated permits the correction 
of errors without a verified statement if the correction is 
accomplished within three months after the date the er- 
ror occurred. 

Comment: 

Three comments expressed concern about the provi- 
sion dealing with fraud on the Patent and Trademark 
Office because of some questionable act in connection 
with paying fees as a small entity and indicated that 
some persons have raised a question as to the Office’s 
—— to designate the payment of a lesser fee as 
raud. 
withdrawn and turned over to an ad hoc group of Pa- 
tent and Trademark Office officials and practitioners for 
immediate examination and timely comment. 


‘ 
périod for comments was extended until Aug. 13, 


1982, as an alternative to, and in response to, the sugges- 
tion that §1.28 be withdrawn and turned over to an ad 
hoc committee. The extended period for comments has 
now ex and all comments which have been re- 
ceived have been carefully considered. In response to 
the statement that some have raised a question 

wget the Office’s authority to designate payment of 
a lesser fee as fraud, no authority has been cited which 
would establish or suggest that the Office does not have 
the authority to adopt this section. Paragraph (d) of 
§1.28 has been strictly limited to those situations in 
which there is an attempt to fraudulently establish enti- 
ty, or improperly and through gross negligence establish 
status or pay fees as a entity. Paragraph (d) of § 
1.28 is clearly within the rule-making authority provided 
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to the Commissioner pursuant to 35 U.S.C. 6 to protect 
the integrity of the system established by the public law 
resulting from H.R. — whereby fees are reduced for 
small entities. In to alleviate the concerns 
expressed about paragraph (d) of $1.28, paragraph (c) of 
§1.28 has been changed from that p to require a 
verified statement explaining how the error in good faith 
occurred only in situations where the error is not cor- 
rected within three months of the date on which the er- 
ror occurred. This three-month grace period to correct 
errors with no explanations required for correction dur- 
ing that three-month should reduce the concern 
about paragraph (d) of §1.28. 

Comment: 

One comment by an attorney (1) objected to and re- 
quested removal of the second sentence of §1.28(d) be- 
cause he has to rely on the information provided by the 
client and does not have the facilities to check the reli- 
ability of information the client provides relating to the 
client’s status as a small entity, and (2) raised the ques- 
tion as to how much investigation any attorney or other 
individual must make in order to avoid being guilty of 
“gross negligence” under §1.28(d). 

Reply: 

The rules do not authorize an attorney to sign a veri- 
fied statement establishing status as a small entity on be- 
half of a client. The client has to sign the verified state- 
ment. Para; my (b) of §1.27 requires that any verified 
statement filed on behalf of an independent inventor 
must be signed by the independent inventor except as 
provided in §§1.42, 1.43, or 1.47. Paragraph (d) of §1.27 
requires that any verified statement filed on behalf of a 
nonprofit organization must be signed by an official of 
the nonprofit organization empowered to act on behalf 
of the or, tion. The intent of paragraphs (b) and (d) 
of §1.27 is that the verified statement be signed by the 
person in the best position to know the facts as to 
whether or not status as a small entity can be properly 
established. Insofar as the attorney’s irresponsibilities and 
duty to investigate are concerned, these do not differ 
from those presently owed the Office under §§1.56, 
1.346, and 1.555. 

Comment: 

One comment suggested that paragraph (d) of §1.28 
be replaced by a provision under which a “stiff fine” 
would be assessed against “a wrongdoer who has not 
~ fees in good faith.” 


eply: 

The suggestion wo not been adopted. Assessing a fine 
as the only penalty inst “a wrongdoer who has not 
paid fees in good ” taith” might tend to encourage the 
— of incorrect fees on the theory that it is unlike- 
y that such a matter would be brought to the attention 
of the Office. 

Comment: 

Three comments o the proposed deletion of 
Part 3 for the reasons that (1) it is useful to have an up- 
to-date set of forms and (2) there does not seem to be a 
pressing need to delete the forms. 

Reply: 

The Patent and Trademark Office has p a 
booklet entitled “Patent and Trademark Forms x 
which includes full size copies of substantially all of the 
forms in Part 3. Since the forms currently in Part 3 are 
not “up-to-date” as was suggested in the comment, no 
present need is seen to maintain Part 3. 


Response to Comments on the Trademark Rules 


Specific comments were received on the proposed de- 
letions of Part 4. All of the comments included in the 
written submissions and the oral testimony were consid- 
ered. 


Written comments were received from four individu- 
als. Oral comments restating previously submitted writ- 
ten comments on Part 4 were presented by one 
individual on behalf of his law firm. 

These comments appear below along with replies 
thereto. 
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Comment: 

One comment stated that there are rules in Part 4 
which are not set forth elsewhere. Such guidelines and 
information include, among others, the types of com- 
merce on which an application may be based and a re- 
= - ent for the use of bond paper for typed drawings. 

eply: 

Part 4 does not really carry the effect of rules because 
the forms are not mandatory, but are merely illustrative. 
The information referred to by this individual can be 
found elsewhere, such as in the Trademark Manual of 
Examining Procedure. Furthermore, despite the fact that 
the forms do not carry the force of rules, any correction 
or modification to them requires the cumbersome and 
time-consuming processes that are associated with a 
rules change. 

Comment: 

Several comments reflected the opinion that some at- 
torneys, particularly those who do not specialize in 
trademark matters, may rely on the forms that appear in 
Part 4. It was believed that these individuals may not 
have or be aware of the compilation of forms identified 
as the “Patent and Trademark Office Forms Booklet.” 
In the absence of such forms in Part 4, these individuals 
may devise their own application formats. Such a prac- 
tice would result in increased informalities which, in 
turn, would result in unnecessary correspondence and 
delayed prosecution. In addition, the commenters be- 
lieved that the number of written and oral inquiries to 
the Office of the Director of the Trademark Examining 
Operation would increase dramatically. 

Reply: 

The Office of the Director of the Trademark Examin- 
ing Operation currently has a general information. tele- 
phone line to answer inquiries and to accept requests for 
trademark application forms and related literature. While 
the Office of the Director indicates the availability of 
the forms booklet to many callers, copies of the appro- 
priate trademark application form are sent to those indi- 
viduals who request them. It is more likely that an indi- 
vidual who is unaware of the trademark application 
form would call the Office of the Director to request an 
application form than create one for the particular pur- 


pose. 
Comment: 

One individual, aware of the Office’s plans for auto- 
mation of the trademark program, saw the present dele- 
tion of the forms to be inappropriate. This individual felt 
that the deletion of the forms at this point would signal 
to the user community that the Office no longer had any 
interest in receiving applications in any particular for- 
mat. To take such a position within a year or two of the 
introduction of a rigidly standardized application format 
was, in the opinion of this commenter, unwise. The 
adoption of a machine-readable application form would 
require. greater, rather than diminished, reliance on a 
prescribed format. 

Reply: 

Within the next year or two, the Office will begin 
experimenting with the use of optical character recogni- 
tion (OCR) a to automate the current data cap- 
ture processes. k application formats that are 
compatible with this equipment are likely to require spe- 
cial sizing and printing and, as such, are not acceptable 
for reduced size printing in the Code of Federal Regula- 
tions. If the existing forms were to be maintained in Part 
4, they would remain available for use by applicants. As 
a result, the implementation of the new standardized ap- 
plication formats would be made more difficult. 
Comment: 

One commenter believed that since the next reprinting 
of Volume 37 of the Code of Federal Regulations will 
be in July, 1983, there is no pressing need to eliminate 
Part 4 at this time. This individual felt that users of the 
trademark registration system should be given additional 
aan to consider the significance of removing 

art 4. 


Reply: 
Only four comments have been received on the dele- 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


tion of Part 4. The elimination of Part 4 at this time will 
guarantee that the forms do not appear in the 1983 re- 
printing of the CFR. Of course, they will appear in the 
1982 version of the CFR booklet and will be available 
until the new edition is published. In this matter, future 
access to these forms will be limited and those requiring 
help may contact the Office and receive the proper 
trademark forms. 


Implementation of §§1.9, 1.27, and 1.28 


Status as a small entity can be established in any —_ 
cation or patent for which a fee is due on or after Oc’ 
1, 1982, and in which small entity status is available oe 
desired. 


Other Considerations Relating to Patent and Trademark 
Fee Revisions 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conversation of 
energy resources. 

This rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Public Law 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980 (44 U.S.C. 3501 et. seq. ). 

The rule change will not have a significant adverse 
economic impact on a substantial number of small entities 
(Regulatory Flexibility Act. Pub. L 96-354) for several 
reasons. The public law resulting from H.R. 6260 has 
taken into consideration the impact the increase in fees 
may have on small entities. Under the public law resulting 
from H.R. 6260 and this rulemaking, small entities will be 
able to pay reduced fees for filing patent applications and 
for the issuance and maintenance in force of patents. In 
general, the rule change will also expedite proceedings 
before the Patent and Trademark Office, changing 
existing procedures where they can be simplified. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
ju effects on competition, employment, investment, pro- 
ductivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et. 
seq., since no significant additional record keeping or re- 
porting requirements are place upon the public. 


List of Subjects in 37 CFR Parts 1, 3 and 4 


Administrative practice and procedure, Colleges and 
universities, Courts, Fraud, Inventions and patents, Non- 
profit organizations, Small businesses, Trademarks. 

(Text of adopted rules appears in 37 CFR, revised 
July 1, 1983.) 


GERALD J. MOSSINGHOFF, 
Aug. 26, 1982. Commissioner of Patents 
and Trademarks. 


[1022 OG 29] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No. 2909-187] 
Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule. 
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Summary: The Patent and Trademark Office is amending 
the rules o! 4 aay in patent and trademark cases to es- 
tablish a definition and procedures for the payment of 
fees under section 41(a) and (b) of Title 35, United 
States Code, by small business concerns as required by 
Pub. L. 97-247. This action adopts the definition of a 
“small business concern” for purposes of paying patent 
fees established by the Small Business Administration 
and is necessary at this time in order that the procedures 
for paying reduced fees will be effective on Oct. 1, 1982, 
the effective date of the changes in the amounts of Pa- 
tent and Trademark Office fees established by Pub. L. 
97-247. 

Effective Date: Oct. 1, 1982 

For Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail addressed to the 
Commissioner of Patents and Trademarks, Attention: R. 
Franklin Burnett, Room 3-11A13, Washington, D.C. 
20231. 

Supplementary Information: A notice of proposed 
rulemaking was published in the Federal Register on 
June 28, 1982, at 47 FR 28042-28063 and in the Official 
Gazette on June 29, 1982, at 1019 O.G. 57-120. Oral 
hearings were held on July 9, 1982. Full consideration 
has been given to all of the letters, statements, and testi- 
mony received at the time. A final rule on “Revision of 
Patent and Trademark Fees” was — on July 30, 
1982 at 47 FR 33086-33112 with corrections in the 
printing thereof being published on Aug. 4, 1982, at 47 
FR 33688 and on Aug. 5, 1982 at 47 FR 33959. The fi- 
nal rule was also published in the Official Gazette on 
Aug. 10, 1982, at 1021 O.G. 19-94. In view of comments 
received at the hearings, additional time for comment on 
certain rules, including those covered by this change, 
was given until Aug. 13, 1982. The notice extending the 
time for comment was published on July 27, 1982 at 47 
FR 32458. A final rule relating to definitions of “inde- 
pendent inventor” and “nonprofit organizations” was 
published on Sept. 10, 1982 at 47 FR 4013440140. 


Objectives of Rule Changes 


These rule changes are designed to implement the Pa- 
tent and Trademark Office fees and procedures which 
are provided for by Pub. L. 97-247. 


Public Law 97-247 


Pub. L. 97-247, signed Aug. 27, 1982, provides that 
funds available under the act “shall be used to reduce by 
50 per centum the payment of fees under section 41(a) 
and (b) of title 35, United States Code” by independent 
inventors, small business concerns, and nonprofit organi- 
zations. The Commissioner has established regulations 
defining independent inventors and nonprofit organiza- 
tions. Pub. L. 97-247 defines small business concerns by 
reference to Section 3 of the Small Business Act and 
regulations -established by the Small Business Adminis- 
tration. The Small Business Administration has now es- 
tablished the definition of a small business concern for 
the purpose of paying reduced fees under Pub. L. 97- 
247. That definition is hereby inco ame into the pa- 
tent rules of practice in §1. Xd). rulemaking also 
establishes the procedures which will be followed by 
small business concerns when paying the reduced fees. 


Discussion of Specific Sections 


The following sections are changed by this final rule, 
effective Oct. 1, 1982: 

Section 1.9, as amended, adds paragraph (d) which de- 
fines small business concern as used in Title 37, Code of 
Federal Regulations, Chapter I. A small business con- 
cern is identified as a “small entity” for purposes of pay- 
ing fees which are set under section 41(a) and (b) of Ti- 
S 35, United States Code, as amended by Pub. L. 97- 


7. 
Section 1.9(d) defines a small business concern by ref- 
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erence to and incorporation of §121.3-18 of Title 13, 
Code of Federal Regulations. A small business concern 
is defined therein as any business concern (1) whose 
number of employees, including those of its affiliates, 
does not exceed 500 persons and (2) which has not 
assigned, granted, conveyed, or licensed, and is under no 
obligation under contract or law to assign, grant, con- 
vey, or license, any rights in the invention to any person 
who could not be classified as an independent inventor 
if that had made the invention, or to any concern 
which would not qualify as a small business concern or 
a nonprofit organization under this section. The section 
further defines affiliates of concerns and defines also the 
terms “employees” and “number of employees.” Con- 
cerns are iates of each other when either, directly or 
indirectly, one concern controls or has the power to 
control the other, or a third party or parties controls or 
has the power to control both. The number of employ- 
ees a business concern has is determined by counting the 
number of persons of the concern and its affiliates 
employed on a full-time, part-time or temporary basis 
during ie. previews fiscal year of the concern and of its 
affiliates. The number of employees is the average over 
the fiscal year of the persons employed during each of 
the pay periods of the fiscal year. Business concerns lo- 
cated in any country which meet the small business defi- 
nition and which comply with the applicable procedures 
can qualify as a “small business concern”. Under the 
definition, a small business concern would no longer 
qualify as a small business concern if any rights were 
assigned to any individual or concern which could not 
qualify as a small entity  ecmey to §1.9(f), or if the 
concern came under an obligation to assign any ri 

any individual or concern which could not q 

small entity. 

Section 9a) also incorporates paragraph (b) of 13 
CFR 121.3-18 which provides for appeals to the Small 
Business Administration from Patent and Trademark Of- 
fice adverse initial size determinations. 

Paragraph 1.27(c) provides for claiming status as a 
small business concern. Any person seeking to establish 
status as a small entity, for the purpose of paying re- 
duced fees, must file a statement to that effect prior to 
or with the payment of the first fee paid as a small enti- 
ty. Under §1.27, as long as all of the rights remain in 
small entities, the fees established for a small entity can 
be paid. This includes circumstances where the rights 
were divided between an independent inventor, a small 
business concern and a nonprofit organization or any 
combination thereof. 

A number of changes which have been made to §§1.9 
and 1.27 as a result of the comments received and fur- 
be review of the proposed rulemaking are identified 
below. 

Paragraph (d) of §1.9 has been changed from that pro- 

so as to incorporate into §1.9(d), the definition es- 
tablished by the Small Business Administration in §121.3 
-18 of Title 13, Code of Federal Regulations. The defi- 
nition differs from that proposed in specifying the 
number of employees constituting a small business con- 
cem and specifying that the concem must be one which 
has not assigned, granted, conveyed, or licensed, and is 
under no obligation under contract or law to assign, 
grant, convey or license any rights in the invention to 
SU SOND 0. SER Eas Se 
an independent inventor, small business concern, or non- 
profit organization. 
Paragraph (c) of §1.27 has been changed from that 
proposed to clarify who is to file the verified statement. 
The verified statement for a small business concern is to 
be signed by “the owner or an official of the small busi- 
ness concern empowered to act on behalf of the con- 
cern.” The term “official” as used in paragraph (c) is in- 
tended to include any officer, employee, or part-owner 
empowered to act on behalf of a small business concern. 
For example, an officer or employee of a corporation 
empowered to act for the corporation by its board of di- 
rectors would be qualified to sign such a verified state- 
ment. 
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Response to Comments on the Patent Rules 


Specific comments were received on a number of the 
sections. All of the comments, including the oral testi- 
mony and the written comments, were considered in 
adopting the changes set forth herein. 

Written comments on the rules affected by this final 
rule were received from three patent law groups and a 
number of individuals. The three patent law grou ps 
were (1) the American Patent Law Association; (2) t 
Patent, Trademark, and Copyright Section of the Vir- 
ginia State Bar; and (3) the Patent, Trademark and 
Copyright Law Section of the Bar Association of the 
District of Columbia. 

Oral comments were presented at the hearing on be- 
half of two patent law groups. 

The comments appear below along with replies thereto. 
Comment 

Two comments urged that in view of the “exceeding- 
ly complex” definitions of a “small business” in 13 C. 
121.3, the patent system and those associated with it 
would be best served by setting forth clear guidelines as 
to whether or not a business qualifies as a small business 
without reference to the Small Business Act and without 
incorporation by reference of “the too many pages of 
poe regulatory definition.” 


Reply 

Pub. L. 97-247 specifically refers to section 3 of the 
Small Business Act and regulations established by the 
Small Business Administration for determining whether 
or not a business concern qualifies as a small business 
concern. Pub. L. 97-247 therefore does not permit the 
establishment of guidelines without reference to the 
Small Business Act and regulations established by the 
Small Business Administration. Section 1.9(d), however, 
does incorporate the definition as established in §121.3- 
18 of Title 13, Code of Federal Regulations. This will 
enable persons to utilize §1.9(d) without also referring to 
a copy of Title 13, CFR. 
Comment 

One comment argued that §1.27 should be corrected 
or clarified to indicate that a small business concern 
would be entitled to the 50 percent fee reduction even 
though it may grant a non-exclusive or even an exclu- 
sive license to some non-small entity. 
Reply 

The suggestion has not been adopted. Section 1.27 re- 
quires that the concern qualify as a small business con- 
cern as defined in §1.9(d). Section 1.9(d) defines a small 
business concern by incorporating 13 CFR 121.3-18, 
which in turn defines a small business concern as one 
not exceeding a particular size “which has not assigned, 
granted, conveyed, or licensed, and is under no obliga- 
tion under contract or law to assign, grant, convey or li- 
cense, any rights in the invention to any person who 
could not be classified as an independent inventor if that 
person had made the invention, or to any concern which 
would not qualify as a small business concern or a non- 
profit organization under this section.” The intent of 
both 13 CFR 121.3-18 and 37 CFR 1.9(d) and 1.27(c) is 
to limit the payment of reduced fees under section 41 (a) 
and (b) of Title 35, United States Code, to those situa- 
tions in which all of the rights in the invention are 
owned by small entities, i.c., independent inventors, 
small business concerns, or nonprofit organizations. To 
do otherwise would be clearly contrary to the intended 
purpose of the legislation which contains no indication 
that fees are to be reduced in circumstances where 
rights are owned by non-small entities. Adopting the 
suggestion might, for example, permit a non-small entity 
to transfer patent rights to a small business concern 
which would pay the reduced fees and grant an exclu- 
sive license to the non-small entity. 
Comment 

One comment suggested that the specific Small Busi- 
ness Administration regulations which are applicable be 

ified in §1.9(d). 
eply 
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The definition of a small business concern as estab- 
lished by the Small Business Administration is now in- 
corporated into §1.9(d). 


Implementation of §§1.9 and 1.27 


Status as a small entity can be established in any appli- 
cation or patent for which a fee is due on or after Oct. 
1, 1982, and in which the individual inventor, small busi- 
ness concern, or nonprofit organization meets the quali- 
fications established for small entity satus. 


Other Considerations Relating ‘o Patent and Trademark 
Fee Revisions 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

This rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980 (44 U.S.C. 3501 et seg.). 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act. Pub. L. 96-354) for sev- 
eral reasons. Pub. L. 97-247 has taken into consideration 
the impact the increase in fees may have on small enti- 
ties. Under Pub. L. 97-247 and this rulemaking, small 
entities will be able to pay reduced fees for filing patent 
applications and for the issuance and maintenance in 
force of patents. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 
|e ow regions. There will be no significant adverse ef- 
ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq., 
since no significant additional record keeping or report- 
ing requirements are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and 
patents, Small businesses. 


Amendment of Regulations 


For the reasons indicated above and pursuant to the 
authority given to the Commissioner of Patents and 
Treseacte, by 35 U.S.C. 6, and Pub. L. 97-247, Part 1 
of Title 37, Code of Federal Regulations, is amended as 
set forth below. 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. Section 1.9 is amended by adding a new paragraph 
(d) to read as follows: 


§1.9 Definitions. 


(d) A small business concern as used in this chapter 
means any business concern as defined by the Small 
Business Administration in 13 CFR 121.3-18, published 
on September 30, 1982 at 47 FR 43273. For the conve- 
nience of the users of these regulations, that definition 
States: 
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§121.3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code 


(a) Pursuant to Pub. L. 97-247, a small business con- 
cern for purposes of paying reduced fees under 35 U.S. 
Code 41 (a) and (b) to the Patent and Trademark Office 
means any business concern (1) whose number of em- 
ployees, including those of its affiliates, does not exceed 
500 persons and (2) which has not assigned, granted, 
conveyed, or licensed, and is under no obligation under 
contract or law to assign, grant, convey or license, any 
rights in the invention to any person who could not be 
classified as an independent inventor if that person had 
made the invention, or to any concern which would not 
qualify as a small business concern or a nonprofit orga- 
nization under this section. For the purpose of this sec- 
tion concerns are affiliates of each other when either, di- 
rectly or indirectly, one concern controls or has the 
power to control the other, or a third party or parties 
controls or has the power to control both. The number 
of employees of the business concern is the average over 
the fiscal year of the persons employed during each of 
the pay periods of the fiscal year. Employees are those 
persons employed on a full-time, part-time or temporary 
basis during the previous fiscal year of the concern. 

(b) If the Patent and Trademark Office determines 
that a concern is not eligible as a small business concern 
within this section, the concern shall have a right to ap- 
peal that determination to the Small Business Adminis- 
tration. The Patent and Trademark Office shall transmit 
its written decision and the pertinent size determination 
file to the SBA in the event of such adverse determina- 
tion and size appeal. Such appeals by concerns should be 
submitted to the SBA at 1441 L Street, NW., Washing- 
ton, D.C. 20416 (Attention: SBA Office of General 
Counsel). The appeal should state the basis upon which 
it is claimed that the Patent and Trademark Office initial 
size determination on the concern was in error; and the 
facts and arguments supporting the concern’s claimed 
status as a small business concern under this section. 


2. Section 1.27 is amended by adding a new paragraph 
(c) to read as follows: 


§1.27 Statement of status as small entity. 


eseee8 


(c) Any verified statement filed pursuant to paragraph 
(a) of this section on behalf of a small business concern 
must (1) be signed by the owner or an official of the 
small business concern empowered to act on behalf of 
the concern; (2) aver that the concern qualifies as a small 
business concern as defined in §1.9(d); and (3) aver that 
exclusive rights to the invention have been conveyed to 
and remain with the small business concern, or if - 
rights are not exclusive, that all other rights belon 
small entities as defined in §1.9. Where the rights o ne 
small concern as a small entity are not exclusive, 
a verified statement must also be filed by the other small 
entities having rights averring to their status as such. 


GERALD J. MOSSINGHOFF, 
Sept. 23, 1982. Commissioner of Patents 
and Trademarks. 
(FR Doc.82-26941 Filed 9-29-82; 8:45 am] 
BILLING CODE 3610-16-M 
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Fees Under Title 35, United States Code 


Agency: Small Business Administration. 
Action: Final rule. 
Summary: The Small Business Administration in con- 
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junction with the Patent and Trademark Office is 
establishing a definition of small business for the coy 
of paying patent fees under section 41 (a) and () 0 Ti- 
tle 35, United States Code, which are reduced by 50 per 
centum for small business concerns as required by Pub. 
L. 97-247. The definition would be implemented by the 
Patent and Trademark Office, which has recently 
published its regulations on the fee reduction procedures 
(47 FR 40134, Sept. 10, 1982). 

Effective Date: Oct. 1, 1982. 

For Further Information Contact: 

R. Franklin Burnett (703) 557-3054. 

Harvey Bronstein (202) 653-6373. 

Supplemeniary Information: Pub. L. 97-247 provides that 
funds available under the Act to the Patent and Trade- 
mark Office “shall be used to reduce by 50 per centum 
the payment of fees under Section 41 (a) and b) of Title 
35, United States Code, by small business concerns as 
defined in Section 3 of the Small Business Act and by 
regulations established by the Small Business Adminis- 
tration.” 

A notice of proposed rulemaking relating to the defi- 
nition of a small business was published in the Federal 
Register on Aug. 31, 1982 (47 FR 38331). The regulation 
being issued is the same as that which was proposed. In 
order to be a small business, the number of employees of 
the concern, including those of its affiliates, may not ex- 
ceed 500 persons. Concerns are affiliates of each other 
when either, directly or indirectly, one concern controls 
or has the power to control the other, or a third party 
or parties controls or has the power to control both. 
The number of employees of a business concern is deter- 
mined by counting the number of persons of the concern 
and its affiliates employed on a full-time, part-time or 
temporary basis during the previous fiscal year of the 
concern and of its affiliates. The number of employees is 
the average over the fiscal year of the persons employed 
during each of the pay periods of the fiscal year. 

The definition requires a small business for this 
purpose to be one “which has not assigned, granted, 
conveyed, or licensed, and is under no obligation under 
contract or law to assign, grant, convey, or license, any 
rights in the invention to any person who could not be 
classified as an independent inventor if that had 
made the invention, or to any concern which would not 
qualify as a small business concern or a nonprofit orga- 
nization under this section.” 


Discussion of Comments 


One comment from the American Patent Law Associ- 
ation, whose membership includes several thousand law- 
yers involved in the practice of law before the U.S. 
Patent and Trademark Office, expressed “no comment 
regarding the definition” and expressed “[t}hanks for all 
that’s been done toward a hopefully workable defini- 
tion.” The remaining comments were from individual 
patent attorneys rather than comments on behalf of any 
or; tion. 

wo comments raised questions about the intended 
scope of the term “license.” It was suggested that clarifi- 
cation is needed as to what is included within the 
of the term. One comment susggested that, “[a]t t the 
very least, the record should reflect that the definition is 
not intended to reach implied licenses to use and resell 
patented articles purchased from a small business.” The 
comment is correct insofar as it suggests that such “im- 
plied licenses” are not intended to be included within 
the scope of the term. Likewise, an order by the appli- 
cant to a firm to build a proto-type machine or product 
for the applicant’s own use is not considered to consti- 
tute a license for purposes of the definition. 

Another suggestion was that the regulation be 
reworded to deny small business status where revenue 
above a certain dollar amount was received from licens- 
ing rights under the invention to a concern which could 

not qualify as a small entity. It was also suggested that 
the term “exclusive license of any of the rights in the in- 
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vention” be used instead of the term “license.” The lat- 
ter two suggestions have not been adopted. Adoption of 
these suggestions would cause the regulation to become 
more complicated, and does not appear necessary to aid 
small concerns in accord with the purposes of the legis- 
lation. In addition, it could substantially broaden the 
number of concerns which could qualify with a resulting 
excessive loss of revenue to the Patent and Trademark 
Office. It is not seen likely that the restriction on licens- 
ing would unduly or adversely affect the ability of the 
small business concern to participate in the patent sys- 
tem. 

Another comment which was made related to a firm 
which is a subsidiary of a university or other nonprofit 
organization. The suggestion was made that the number 
of employees of the university or other nonprofit affili- 
ate be excluded from consideration in determining 
whether or not the business concern qualifies as a small! 
business concern. The suggestion has not been adopted 
since the situation raised is already treated under the 
definition of nonprofit organization established by the 
Patent and Trademark Office on Sept. 10, 1982, at 47 
FR 40134-40140. Under that Patent and Trademark Of- 
fice regulation, a wholly owned subsidiary of a nonprof- 
it or university is considered a part of the university or 
nonprofit and thus is already eligible for the fee reduc- 
tion. 

One comment suggested that the regulation contain 
language specifying that concerns meeting its require- 
ments are independently owned and operated and 
not dominant in their field of operation under the Small 
Business Act. It is not necessary to include this language 
since this regulation already contains an affiliation test 
for this purpose; and it is generally unlikely that a small 
concern would be found to be dominant. The legislative 
history of the Small Business Act indicates that “The 
mere fact that a small business makes a particular prod- 
uct or item and is dominant in its field with respect to 


the particular product or item is not intended to disqual- 
ify it from the benefits of this Act * * * “(House Report 
494, 83rd Congress, Ist Session 1953). SBA Size Appeals 


Board precedents have consistently stated that domi- 
nance under the Act and the SBA regulations is not 
viewed in narrow industry subdivisions. It, therefore, 
does not appear that concerns defined as small business 
under this provision would be dominant within the 
meaning of the Small Business Act. 

Another comment suggested that foreign concerns 
should not be eligible as small business under this provi- 
sion. Since this patent legislation was enacted by the 
Congress with knowledge of the Paris Convention for 
the Protection of Industrial Property, there is no indica- 
tion that Congress intended that foreign small business 
not be eligible for the fee reduction. It is the view of the 
Patent and Trademark Office that excluding foreign 
small concerns would violate U.S. treaties in the patent 
area. 

This comment also questioned whether the Patent and 
Trademark Office should make initial size determina- 
tions, or whether they could more appropriately be 
made by SBA. Since the fee reduction procedure is part 
of the patent application and of other Patent and Trade- 
mark Office actions and may involve Patent law ques- 
tions, it would be administratively infeasible to have ini- 
tial size determinations made by the SBA. The Patent 
and Trademark Office recently issued regulations (Sept. 
10, 1982, 47 FR 40134) which set forth the fee reduction 
procedures. 


Other Considerations Relating to the Rulemaking 


Environmental, energy, and other considerations: The 
rule will not have a significant impact on the quality of 
the human environment or the conservation of energy 
resources. 

Small business concerns will be benefited by the rule. 
The proposed rule will not have a significant economic 
impact on a substantial number of small entities (Regula- 
tory Flexibility Act, Pub. L. 96-354). Public Law 97- 
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247 has taken into consideration the impact it may have 
on small entities and has reduced the fees, therefore, by 
50 per centum. 

The Small Business Administration has determined 
that this rule is not a major rule under Executive Order 
12291. The annual effect on the economy will be less 
than $100 million. There will be no major increase in 
costs or prices for consumers, individual industries, Fed- 
eral, State, or local government agencies, or geographic 
regions. There will be no significant adverse effects on 
competition, employment, investment, productivity, in- 
novation, or on the ability of United States-based enter- 
prises to compete with foreign-based enterprises in do- 
mestic or export markets. 

This rule will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. 


List of Subjects in 13 CFR Part 121 


Small businesses, Inventions and patents. 
PART 121—SMALL BUSINESS SIZE STANDARDS 


Accordingly, pursuant to Section 3 of the Small Busi- 
ness Act and Pub. L. 97-247, Part 121 of Title 13 of the 
Code of Federal Regulations is amended by adding 
§121.3-18 to read as follows: 


§121.3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code. 


(a) Pursuant to Pub. L. 97-247, a small business con- 
cern for purposes of paying reduced fees under 35 U.S. 
Code 41 (a) and (b) to the Patent and Trademark Office 
means any business concern (1) whose number of em- 
ployees, including those of its affiliates, does not exceed 
500 persons and (2) which has not assigned, granted, 
conveyed, or licensed, and is under no obligation under 
contract or law to assign, grant, convey or license, any 
rights in the invention to any person who could not be 
classified as an independent inventor if that person had 
made the invention, or to any concern which would not 
qualify as a small business concern or a nonprofit orga- 
nization under this section. For the purpose of this sec- 
tion concerns are affiliates of each other when either, di- 
rectly or indirectly, one concern controls or has the 
power to control the other, or a third party or parties 
controls or has the power to control both. The number 
of employees of the business concern is the average over 
the fiscal year of the persons employed during each of 
the pay periods of the fiscal year. Employees are those 
persons employed on a full-time, part-time or temporary 
basis during the previous fiscal year of the concern. 

(b) If the Patent and Trademark Office determines 
that a concern is not eligible as a small business concern 
within this section, the concern shall have a right to ap- 
peal that determination to the Small Business Adminis- 
tration. The Patent and Trademark Office shall transmit 
its written decision and the pertinent size determination 
file to the SBA in the event of such adverse determina- 
tion and size appeal. Such appeals by concerns should be 
submitted to the SBA at 1441 L Street, NW., Washing- 
ton, D.C. 20416 (Attention: SBA Office of General 
Counsel). The appeal should state the basis upon which 
it is claimed that the Patent and Trademark Office initial 
size determination on the concern was in error and the 
facts and arguments supporting the concern’s claimed 
status as a small business concern under this section. 


ROBERT B. WEBBER, 


Sept. 23, 1982. Acting Administrator. 


[FR Doc. 82-20940 Filed 9-29-82; 8:45 am] 
BILLING CODE 8025-01-M 


[1023 O.G. 23] 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 31-201-229] 


Revision of Patent Practice 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 

Summary: The Patent and Trade:nark Office is amending 
the rules of practice in patent cases, Part 1 of 37 CFR, 
to clarify the practice under certain sections of Public 
Law 97-247 of 1982 and to make certain other changes 
and clarifications in practice which have been found de- 
sirable after some experience. The rulemaking changes 
the practice under §§1.27 and 1.28 with regard to subse- 
quently establishing small entity status and qualifying for 
a refund of fees paid in full. The changes in other rules 
clarify and improve the practice in certain areas. 
Effective Date: Apr. 1, 1984 

For Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: This rule change is designed 
primarily to 1) clarify the small entity status of indepen- 
dent inventors, small business concerns and nonprofit or- 
ganizations having funding agreements with a federal 
governmental agency as defined in 35 U.S.C. 202(c) (4); 
2) rewrite §1.28 to provide a system for obtaining a re- 
fund of a portion of a fee paid in full when small entity 
status is established within two months of the date of 
such payment; 3) provide that a separate statement 
establishing small entity status is not required in an ap- 
plication filed under §1.62 when such status has been es- 
tablished in the parent application; and 4) modify certain 
other rules to clarify practice. 

New §1.21(1) establishes a fee for pening ane 

retaining any application which is abandoned for failing 
to complete the application pursuant to §1.53(d). This 
new paragraph, as well as the changes to §§1.53 and 
1.78, indicate that in order to obtain benefit of a prior 
U.S. application, either the basic filing fee or the pro- 
cessing and retention fee of §1.21(1) must be paid. Sec- 
tion 1.53(d) further establishes that the application will 
be disposed of if the required fee is not paid within a set 
period. Section 1.56(b) requires submission of copies of 
foreign patent documents, non-patent publications, or 
other non-patent items of information disclosed ae 
to the duty to disclose. New §1.191(d) clarifies that 
§1.136 applies in patent applications and that §1.550(c) 
applies in reexamination proceedings to all time periods 
set forth in §§1.191-1.194, 1.196 and 1.197. 
Discussion of Specific Rules and Significant Differences 
Between and Final Rules: Section 1.5, para- 
graph (a) is amended to remove a reference to §1.55, 
which is no longer appropriate and to clarify how letters 
to the Office are to be identified. 

Section 1.6 is amended as proposed to clarify the man- 
ner in which letters and papers, including fees, filed in 
accordance with §1.10 by “Express Mail” are date 
stamped when received in the Patent and Trademark 
Office. Such letters and papers, which comply with 
§1.10, will be stamped with the date of deposit as “Ex- 

press Mail” with the United States Postal Service unless 
the date of deposit is a Saturday, Sunday or federal holi- 
day within the District of Columbia, in which case the 
date stamped will be the next succeeding day which is 
not a Saturday, Sunday, or a federal holiday within the 
District of Columbia. No papers are received in the Pa- 
tent and Trademark Office on Saturdays, Sundays, or 
federal holidays within the District of Columbia. 

Section 1.10, paragraphs (a) and (c), are amended to 
clarify that papers deposited as “Express Mail” on a Sat- 
urday, Sunday, or a federal holiday within the District 
of Columbia will be stamped with the date of the next 
succeeding day which is not a Saturday, Sunday, or a 
federal holiday within the District of Columbia. A cross 
reference to §1.6(a) has also been added to the rule. This 
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change was not contained in the notice of proposed 
rulemaking but is being made to avoid confusion and to 
ensure that the Office’s practice in date-stamping of pa- 
pers is clearly understood. The change was suggested by 
a comment received on the proposed rules. 

Section 1.14 is amended as proposed to revise para- 
graph (b) to clarify that only complete patent applica- 
tions as defined in §1.51(a) which become abandoned 
will be retained for a period of twenty years from the 
filing date. Incomplete applications will be retained as 
provided in §§1.21 and 1.53. 

Section 1.19, paragraph (b)(3), is amended as proposed 
to clarify that only copies made from Office records, but 
not prepared by the Office, will be compared with the 
original prior to certification of the copies. The Office 
will not compare copies made from some other copy or 
record with Office records for purposes of certification. 
The stated charge of ten cents per page would not be 
sufficient to make a word-by-word comparison. The re- 
quirements of the public appear to still be served by lim- 
iting the use of the comparison fee to Office records. 

Section 1.21 is amended as proposed to revise para- 
graph (b) (2) and establish a new paragraph (1). The 
change in paragraph (b) (2) is in accord with the change 
in si. 25 (a). New paragraph (1) provides a fee for pro- 
cessing and retaining any application which is aban- 
doned pursuant to §1.53(d). Such applications have re- 

ceived a filing date pursuant to 35 U.S.C. 111 but have 
been abandoned for failure to complete the application 
by filing the oath or declaration, filing fee or surcharge 
(§1.16(€)). The fee covers the handling, filming, process- 
ing, data input and storage required to retain an applica- 
tion. The fee is not due in any application in which the 
basic filing fee was paid. 

Section 1.25 is amended as proposed to revise para- 
graph (a) to set the minimum deposit for a deposit ac- 
count at $1000 and to clarify that an amount sufficient 
to cover all fees as well as services, copies, etc., request- 
ed must always be on deposit. This minimum amount is 
considered necessary and proper in view of the substan- 
tial increase in the amounts of fees being charged to de- 
posit accounts and the processing costs of handling 
overdrawn accounts. Paragraph (b) clarifies that fees 
may be charged against a deposit account only where 
sufficient funds are on deposit to cover the entire 
amount of the fees. Paragraph (b) also clarifies that an 
authorization to charge a fee to a deposit account will 
not be considered payment on the date the authorization 
to charge is effective as to that fee unless sufficient 
funds are present in the account to cover the fee. 

Section 1.27 is amended as proposed to revise para- 
graphs (b), (c) and (d) to provide clearly that an inde- 
pendent inventor, Il business concern, or nonprofit 
organization, which is otherwise q as a en- 
tity for purposes of paying reduced patent fees under 37 
CFR 1.9 and 1.27, is not. disqualified therefrom because 
of a license to a federal agency pursuant to 35 U.S.C. 
202(c) (4). Section 1.27 is amended to state that such a 
license does not constitute a license or a conveyance of 
rights which would preclude qualifying for small entity 
status. The amendment is necessary for clarification and 
to avoid frustrating the intent of Public Law 97-247 and 
Public Law 96-517 when taken together. 

The text of Title 35, United States Code, §202(c) (4) 
reads as follows: 


§202. Disposition of rights 
, (c) Each Senaioes agreement ye small business 
irm or nonprofit ommennen contain appro- 
priate provisions to effect the following: 
eee 


(4) With respect to any invention in which the con- 
tractor elects rights, the Federal agency shall have 
a nonexclusive, nontransferable, irrevocable, paid-up 
license to practice or have practiced for or on be- 
half of the United States any subject invention 
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throughout the world, and may, if provided in the 
funding agreement, have additional rights to 
sublicense any foreign government or international 
organization pursuant to any existing or future trea- 
ty or agreement. 

Section 1.28 is amended as proposed to revise para- 
graph (a) to clarify that a te verified statement is 

not required to be filed in a file wrapper continuing ap- 
plication filed pursuant to §1.62, if status as a small enti- 
ty has been established in the parent application and is 
still roper. Section 1.28(a) also permits a refund of a fee 
timely paid in the full amount if within two months of 
the rat of the fll timely payment: (1) small entity sta- 
tus is properly established, and (2) a refund is requested. 
Under §1.28(a), no request for a refund filed later than 
two months after the date on which a full fee has been 
paid will be entertained even if additional time is sought 
to file the request. The two-month period referred to in 
§1.28(a) is not a period for response under §1.136 and 
cannot be extended. Section 1.28(a) provides for, in 
somewhat modified form, the practice presently in effect 
pursuant to a waiver of §1.28 published at 1023 O.G. 77 
on Oct. 26, 1982 and extended at 1027 O.G. 115 on Feb. 
15, 1983. The revised refund procedures in §1.28(a) will 
apply to any fees timely paid in full on or after the ef- 
fective date of the final rule. The refund procedures set 
forth in the Patent and Trademark Office Official Ga- 
zette Notice entitled “Filing of Verified Statements 
Claiming Small Entity Status” published at 1023 O.G. 77 
on October 26, 1982, and the Official Gazette Notice .en- 
titled “Requirement for Filing Verified Statements 
Claiming Small Entity Status” published at 1027 O.G. 
115 on Feb. 15, 1983, continue in effect until the effec- 
tive date of the final rule. 

Section 1.52(d) is amended as proposed to clarify that 
the verified English translation of a non-English lan- 
guage application and the fee set forth in §1.17(k) can be 

led with the application or within such time as may be 
set by the Office. 

— 1.53, narye er (b) and (d), are amended to 

(b) that the application for patent 
ed in t : name of the actual inventor or in- 
ventors by giving all their names as required by §1.41. 
Paragraph 1.53(d) states that if a correspondence address 
is provided, notice will be provided to that address 
where the appropriate filing fee or oath or declaration 
does not accompany the application. Paragraph 1.53(d) 
also provides that if the required filing fee is not paid, or 
the processing and retention fee is not paid, wi one 
year of the date of mailing of notification pursuant to 
paragraph 1.53(d) or within one year from the filing 
date if no correspondence address is included in the ap- 
plication, the application will be disposed of. The para- 
graph further indicates that no copies will be provided 
or certified by the Office of an application which has 
been disposed of or in which neither the basic filing fee 
nor the processing fee has been paid. Finally, paragraph 
1.53(d) speci t if no correspondence address is in- 
cluded in the application, applicant will have two 
months from the filing date to file the fee, oath or decla- 
ration and to pay the surcharge set forth in §1.16(e) in 
order to prevent abandonment of the application. 

Section 1.55, paragraph (b), is amended as proposed to 

correct an error in referring to paragraph (a) of this sec- 


tion. 

Section 1.56 is amended as proposed to revise para- 
graph (b) and add a new paragraph (j). Paragraph 
1.56(b) requires that a copy of each foreign patent docu- 
ment, non-patent publication, or other non-patent item 
of information in written form being disclosed pursuant 
to §1.56 accompany such disclosures unless the copy is 
not in the possession of the person making the disclo- 
sure. In such a situation, a statement to that effect is re- 
quired. Paragraph 1.56(b) also adds “or her” to refer to 
both genders. New paragraph 1.56(j) states that appli- 
cant will be notified if a copy or statement required pur- 
suant to §1.56(b) is not submitted and that applicant will 
be given a time period within which to file the copy or 
a statement that the see is not in the possession of the 
person making the disclosure. Such a time period would 
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4 extendable under §1.136. Failure to respond in a 
r and timely manner would result in abandonment 
e application. 

“oan 1.59 is amended as proposed to clarify that 
the Office will furnish copies of papers received in the 
Office at the usual cost only if the basic filing fee or the 
processing and retention fee has been paid. 

Section 1.60 is amended to break the secticn into para- 
graph (a) and new paragraph (b). Paragraph (a) adds a 
reference to amended §1.78(a) to clarify the conditions 
under which continuation or divisional applications may 
be filed. New paragraph 1.60(b) provides that the sign- 
ing of the oath or declaration can be omitted if the prior 
application was complete as set forth in §1.51(a). New 
paragraph 1.60(b) also requires that a true copy of the 
prior complete application be filed. The final rule also 
clarifies that the copy of the oath or declaration filed 
must show the applicant’s signature or contain an indica- 
tion it was signed. Paragraph 1.60(b) also provides that 
only amendments reducing the number of claims or add- 
ing a reference to the — application will be entered 
— calculating the filing fee and granting the filing 


te. 

Section 1.62 is amended as proposed to revise para- 
— (a) and (d). Paragraph 1.62(a) provides that the 
ile wrapper continuing procedure is applicable only to 
prior complete applications under §1.51(a). Paragraph 
1.62(d) clarifies that the filing fee referred to is the basic 


filing fee. 

Section 1.78 is amended as proposed to change the ti- 
tle to more explicitly define the contents of the section. 
Paragraph 1.78(a) specifies that in order for an applica- 
tion to claim the benefit of a prior filed copending na- 
tional application, the prior application must be com- 
plete as set forth in §1.51(a) or be entitled to a filing 
date as set forth in §1.53(b) and include the basic filing 
fee set forth in §1.16, or be entitled to a filing date as set 
forth in §1.53(b) and have paid the processing and reten- 
tion fee set forth in §1.21(1) within the time period set 
forth in §1.53(d).. 

Section 1.121 is amended as proposed to revise para- 
graph (e) to specify how amendments to the description 
and claims are to be made in reissue applications. 

Section 1.123 is amended as proposed to clarify that 
the sketch showing proposed amendments to the draw- 
ing with its cover letter should be a separate paper. 

Section 1.135 is amended as proposed to remove para- 
graph (d) since it is not necessary in view of the ability 
to obtain extensions of time under §1.136(a) by petition 
and payment of fee. 

Section 1.136 is amended as proposed to clarify in 
paragraphs (a) and (b) that the extension of time practice 
under this section does not apply in interference pro- 
ceedings or in reexamination proceedings. Extension of 
time practice in interference proceedings, including ex- 
tension of time for appeal or civil action (§1.304), is sub- 
ject to §1.245. Extension of time practice in reexamina- 
tion proceedings, including extension of time for appeal 
or civil action (§1.304), is subject to §1.550(c). 

Section 1.191 is amended as proposed to add a new 
parnermeh (d) to — that the time periods for appeal 
and review set forth in §§1.191-1.194, 1.196 and 1.197 
are subject to the Se of §1.136 for patent applica- 
tions or §1.550(c) for reexamination proceedings. 

Section 1.192 is amended as proposed to revise para- 
graph (a) to delete the reference to §1.136 since it is pro- 
vided for in new §1.191(d). 

Section 1.197 is amended as proposed to revise 

paragraph (b) to delete the reference to §1.136 since it is 
provided for in new §1.191(d). 

Section 1.304 is amended as proposed to clarify that 
extensions of time periods set forth therein are subject to 
the provisions of §1.245 for interferences or §1.550(c) 
where reexamination proceedings are involved rather 
than to §1.136 which applies in all other cases. 

Section 1.550 is amended as pro to revise para- 
graph (c) to clarify that the time for taking any action, 
including appeal, by a patent owner in a reexamination 

proceeding is governed solely by this section. 

Section 1.555 is amended to revise paragraphs (a) and 
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(b). In paragraph 1.555(a) “prior art” statement has been 
changed to “information disclosure” statement to con- 
form to the language of §1.98. Paragraph 1.555(b) re- 
quires that disclosures pursuant to this paragraph be ac- 
companied by a copy of each foreign patent document 
or non-patent printed publication which is being dis- 
closed and which is in the possession of the person mak- 
ing the disclosure. 


Responses to Comments on the Rules 


Specific comments were received on a number of the 
sections. Thirty-five letters presenting written comments 
were received. No oral testimony was presented at the 
public hearing conducted on Oct. 18, 1983. All of the 
comments were considered in adopting the changes set 
~—_ herein. Comments appear below with responses 

ereto. 


Comments from Associations 
Comment: 

The American Patent Law Association commented 
that they were in full accord with most of the proposed 
changes. They submitted comments and suggestions 
from some members. The Patent, Trademark and Copy- 
right Section of the American Bar Association did not 
render an Official section position on the proposed rule 
changes but polled its members and found the majority 
of the member responding either to favor the proposed 
rule changes or to view them as acceptable. They also 
submitted comments and suggestions from some mem- 
bers. The United States Trademark Association com- 
mented on the proposed rules concerning deposit ac- 
counts. 

Reply: 

The efforts and input of these organizations are appre- 
ciated. Specific comments and suggestions from 
individual members of the organizations are covered be- 
low. 


Comments from Individuals 
Comment: 

One comment was received that the proposed amend- 
-— to §1.6 was unnecessary and possibly improper. 
Reply: 

The amendment to §1.6 has been adopted as proposed. 
The amended rule sets out the Patent and Trademark 
Office practice which has been in effect. No papers are 
stamped as having arrived in the Office on Saturday, 
Sunday, or a federal holiday within the District of Co- 
lumbia no matter how the papers are filed. Article 4, 
C(3) of the Paris Convention says that the period of pri- 
ority shall be extended until the first following working 
day “when the Office is not open for the filing of appii- 
cations in the country where protection is claimed”. To 
accept papers through use of “Express Mail” or some 
other way on Saturdays, Sundays or federal holidays 
within the District of Columbia would raise the possibil- 
ity that the Office would be viewed as open for the fil- 
ing of papers on such days and thereby remove the cur- 
rent ability to file a priority claiming application on the 
first working day if the priority year ended on a non- 
working day. The final rule avoids this implication. 
Comment: 

One comment indicated that the change to §1.6 should 
not be — retroactively to papers filed before the 
ee guage was placed in the rule. 

eply: 

Any such fact situation will be reviewed through the 
normal petition procedure. 

Comment: 

One comment suggested that §1.10 be amended rather 
than §1.6 with regard to papers deposited as “Express 
Mail” on a Saturday, Sunday, or federal holiday within 
the District of Columbia. 

Reply: 

This comment has been adopted in that both §§1.6 
and 1.10 have been amended to avoid any possible con- 
fusion. 


Comment: 
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One comment suggested that §1.19(b) (3) be changed 
to permit the Office to certify material not copied from 
the records of the Office when reproduction of Office 
records is net feasible or possible. 

Reply: 

This comment has not been adopted. The Office will 
only certify that material is a copy of an Office record 
if, in fact, the material was reproduced from the Office 
record. 

Comment: 

One person commented that the $100 processing and 
retention fee under §1.21 was excessive unnecessary. 
Reply: 

The fee is considered proper and necessary in view of 
the cost to the Office in handling, filming, processing 
and storage required to retain an aj pplication which has a 
filing date but in which no basic g fee has been paid. 
If this expense is not covered by the applicant, it must 
be recovered from other sources. 

Comment: 

Twenty-seven comments were received on the pro- 
posal to amend §1.25 to raise to $1000 the minimum bal- 
ance required in a deposit account. The amount is also 
referred to in §1.21(b) (2). These comments generally 
suggested that the $1000 amount was too high for ac- 
count holders who did not use their accounts for charg- 
es other than small fees such as for patent copies. Sever- 
al comments received acknowledged that the minimum 
balance for deposit accounts should be raised and 
suggested various amounts less than the proposed $1000. 
Several comments suggested a separate account catego- 
ry for persons who do not use their accounts for other 
than small fees. Two comments suggested that the Of- 
fice accept credit cards for payment of fees. 

Reply: 

These comments and suggestions have not been 
adopted. The fees for filing, processing and issuing of 
patent and trademark applications have increased so as 
to make the present $40 minimum balance for deposit 
accounts totally inadequate. A number of persons 
objecting to the $1000 minimum balance acknowledged 
that they used their deposit accounts as a safeguard 

— failure to calculate or to submit proper fees by a 
eck. An account with a very low balance obviously 


cannot be effective as a safeguard when a patent filing 
fee is $300 and a patent issue fee is $500. Dealing with 


overdrawn accounts causes administrative problems for 
the Patent and Trademark Office. An authorization to 
charge an account without sufficient funds to cover a 
charge will not be effective as payment and may result 
in loss of rights to an applicant. Also, unnecessary ex- 
pense will be incurred by an applicant if an insufficient 
balance in an account results in abandonment of an ap- 
plication and the necessity of filing a petition to revive 
under 37 CFR 1.137(b) with the requisite $500 fee. Ex- 
perience has shown that many some practitioners and 
small firms have failed to have s ent funds in their 
accounts when needed. The increase of the minimum 
balance in deposit accounts to $1000 is seen to be neces- 
sary and proper. A failure to raise the minimum balance 
in deposit accounts to $1000 would serve as an incorrect 
indication that the Patent and Trademark Office views a 
minimum balance of less than $1000 as acceptable. If it 
is not possible for a small firm or individual to maintain 
a minimum balance of $1000, the deposit account could 
still be retained and used by paying the service charge 
set forth in §1.21(b) (2) for any month in which the bal- 
ance at the end of the month is below $1000. The use of 
credit cards is not viable since legislation 
would be required to do so. 

Comment: 

Two comments were received suggesting that a li- 
cense to a federal agency in an invention made by a fed- 
eral employee should not preclude the em Yo from 
qualifying as a small entity and that §1.27 should be 
amended to cover this situation. 


Reply: 

comments have not been adopted. Such an 
amendment was not proposed and the public has not 
had an opportunity to comment on it. 
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Comment: 

One comment suggested that the time for filing a veri- 
fied statement claiming small entity status to obtain a re- 
fund of a filing fee pursuant to §1.28 should run from 
the date of mailing of the filing receipt due to difficulty 
in identifying the new application before the filing re- 
ceipt is received. Three persons suggested that the peri- 
od for establishing small entity status and requesting a 
refund should be three months rather than two months 


Reply: 

These comments have not been adopted. An applica- 
tion may be identified before the filing receipt is issued 
in a number of ways including title, inventor’s name, fil- 
ing date and attorney docket number. Also, a postcard 
may be included with filing of the application to learn 
the application serial number. The two month period for 
obtaining a refund is seen to be adequate since the small 
entity practice is no longer new and the public has had 
time to become familiar with it. It allows sufficient time 
to have a small entity statement executed and sent to the 
Patent and Trademark Office. 

Comment: 

One comment suggested that it should be made clear 
that an application filed in a foreign language (§1.52(d)) 
without including a signed oath or declaration can re- 
ceive a filing date under the provisions of §1.53(b). 
Reply: 

The regulations it and this reply makes it clear 
that an application filed in a language other than English 
can receive a filing date by complying with §1.53(b). 
Comment: 

Three comments were received suggesting that the 
proposed language not be added to §1.53(b). One com- 
ment alleged that the requirement to name the inventors 
upon filing a patent applicaiion is not required or even 
authorized by statute. 


Reply: 

35 U.S.C. 111 says that application for patent “shall 
be made, or authorized to be made, by the inventor”. 
The rules of practice (§1.41(a)) contain the same require- 
ment. The amendment to §1.53(b) is only clarifying the 
rules by also placing the requirement in that section. 
Further, United States patent practice has long required 
that the inventors be named at the time of filing. 
Comment: 

One person commented that the language of §1.53(d) 
should be changed to reflect that only one of the filing 
fee or processing and retention fee must be paid to pre- 
vent the application being disposed of. 

Reply: 

The language of the rule is seen to be unambiguous in 
this regard. 
Comment: 

One commented that the language of §1.53(d) 
should be changed to establish a time within which the 
processing and retention fee may be paid to prevent the 
application being disposed of when no correspondence 
address has been provided. 

Reply: 

The suggestion has been adopted. 

Comment: 


One person suggested that §1.56(b) which states that 
copies «~ disclosed documents must be filed is inconsis- 
tent with §1.56(j) which provides that such ies must 
be filed unless they are not in the possession of the per- 
son — the disclosure. 


R 

Te language of §1.56(b) has been modified to clarify 
this point. 
pr eer 

ree persons commented that the requirement of § 

1. sab) that copies of disclosed documents be supplied 
was an unnecessary burden. One commented sim- 
ilarly on the requirement of §1.555 that copies of dis- 
closed documents be supplied. Another person suggested 
that the proposed amendment to §1.56(b) would require 
submission of a complete document even if only a small 
portion were relevant. 
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Reply: 

e Office agrees with another person who com- 
mented that the “requirement that disclosers in applica- 
tion and reexamination proceedings provide copies of 
disclosed documents which they have is fair and reason- 
able and should aid the Examiner in making an informed 
as possible decision in any given proceeding”. The por- 
tion of a document required to be submitted under 
§1. 56(b) is the portion which is material to the examina- 
tion of the apptication under §1.56(a). 

Comment: 

One person commented that the proposed amendment 
to §1.78(a) would appear to require that a petition for 
correction of inventorship under §1.48 be filed in a par- 
ent Re sw sa as well as in the continuing application in 
which the inventorship was corrected. 

Reply: 

i amendment to §1.78 does not change the practice 
regarding the filing of petitions under §1.48. 

Comment: 

One person commented that §1.123 is unclear as 
amended in not referring to the paper requesting that 
amendments to the drawing be made. 

Reply: 

The Patent and Trademark Office no longer makes 
amendments to the drawings. Applicants must submit 
new drawings with the changes or use bonded 
draftsmen to make the amendments. A paper requesting 
that the Office make the amendments is therefore inap- 
propriate. 

Comment: 

Four persons commented that §1.135(d) should not be 
deleted since they thought it desirable to be able to rati- 
fy ———— papers without paying any fee. 

Reply: 

The statute and rules now provide for obtaining ex- 
tensions of time through simple petition and payment of 
fee and for revival through a simple statement that the 
abandonment was unintentional and the payment of a 
fee. Further, a filing date can now be obtained on filing 
an application without the oath or declaration. The han- 
dling of unsigned papers by the Patent and Trademark 
Office causes administrative problems and expense to the 
Office and delays the processing of applications. The 
emergency-type situations involving loss of rights which 
the previous practice was intended to cover have been 
nor meno eliminated by the changes in the law and 
rules. 

Comment: 

One commented that §1.191(d) was undeci- 
pherable in that it refers to a number of other rules. 
Reply: 

This section was intended to serve as a point of sum- 
marization for the applicable extension of time rules in 
appeals before the Board of Appeals. The section is seen 
to adequately serve that purpose. 


Comment: 
One person commented that the final sentence of 
§1. Rom needs clarification. 
Rep: 
This sentence was not changed by the proposed rules 
and is seen to be clear as written. 
Comment: 
One person commented that proposed §1.555(b) re- 
— copies and does not make any exceptions or quali- 
ications on this requirement. 


na 
e language of §1.555(b) has been clarified to require 


filing of a copy of each foreign patent document or non- 
patent printed publication which is being disclosed and 
which is in the possession of the person making the dis- 
closure. 

Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change is in conformity with the require- 
ments of the R tory Flexibility Act (Pub. L. 
96-354), Executive Order 12291, and the Paperwork Re- 
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duction Act of 1980, 44 U.S.C. 3501 et. seg. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act. Pub. L. 96-354). Public 
Laws 96-517 and 97-247 have both taken into consider- 
ation the impact they may have on small entities. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et. 
seq., since no significant additional record keeping cr re- 
porting requirements are placed upon the public. In fact, 
some paperwork, especially that related to filing of small 
entity statements in applications filed under §1.62 will be 
reduced. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6 and Public Law 97-247, the Patent and 
Trademark Cffice is amending Title 37 of the Code of 
Federal Regulations as set forth below. 


37 CFR, Part 1, is amended as follows: 
1. Section 1.5 is amended by revising paragraph (a) to 
read as follows: 


§1.5 Identification of application, patent or registration. 


(a) When a letter concerns an application for patent, it 
should state the name of the applicant, the title of the in- 
vention, the serial number or international application 
number of the application, the date of filing the same, 
and, if known, the group art unit or other unit within 
the Patent and Trademark Office responsible for consid- 
ering the letter and the name of the examiner or other 
person to which it has been assigned. 


2. Section 1.6 is amended by revising paragraph (a) to 
read as follows: 


§1.6 Receipt of letters and papers. 


(a) Letters and other papers received in the Patent 
and Trademark Office are stamped with the date of re- 
ceipt except where such letters and papers are filed in 
accordance with §1.10. Any such letters and papers filed 
in accordance with §1.10 will be stamped with the date 
of deposit as “Express Mail” with the United States 
Postal Service unless the date of deposit is a Saturday, 
Sunday, or federal holiday within the District of Colum- 
bia in which case the date stamped will be the next 
succeeding day which is not a Saturday, Sunday, or fed- 
eral holiday within the District of Columbia. No papers 
are received in the Patent and Trademark Office on Sat- 
urdays, Sundays or federal holidays within the District 
of Columbia. 


3. Section 1.10 is amended by revising paragraphs (a) 
and (c) to read as follows: 
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§1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


(a) Any paper or fee to be filed in the Patent and 
Trademark Office can be filed utilizing the “Express 
Mail Post Office to Addressee” service of the United 
States Postal Service and be considered as having been 
filed in the Office on the date the paper or fee is shown 
to have been deposited as “Express Mail” with the Unit- 
ed States Postal Service unless the date of deposit is a 
Saturday, Sunday, or federal holiday within the District 
of Columbia. See §1.6(a). 


(c) The Patent and Trademark Office will accept the 
certificate of mailing by “Express Mail” and accord the 
paper or fee the certificate date under 35 U.S.C. 21(a) 
(unless the certificate date is a Saturday, Sunday, or fed- 
eral holiday within the District of Columbia—see 
§1.6(a)) without further proof of the date on which the 
mailing by “Express Mail” occurred unless a question is 
present regarding the date of mailing. If more than a 
reasonable time has elapsed between the certificate date 
and the Patent and Trademark Office receipt date or if 
other questions regarding the date of mailing are pres- 
ent, the person mailing the paper or fee may be required 
to file a copy of the “Express Mail” receipt showing the 
actual date of mailing and a statement from the person 
who mailed the paper or fee averring to the fact that the 
mailing occurred on the date certified. Such statement 
must be a verified statement if made by a person not 
—— to practice before the Patent and Trademark 

ice. 

4. Section 1.14 is amended by revising paragraph (b) 
to read as follows: 


§1.14 Patent applications preserved in secrecy. 


s*#ee% 


(b) Except as provided in §1.11(b) abandoned applica- 
tions are likewise not open to public inspection, except 
that if an application referred to in a U.S. patent, or in 
an application which is open to inspection pursuant to 
§1.139, is abandoned and is available, it may be 
inspected or copies obtained by any person on written 
request, without notice to the applicant. Complete appli- 
cations (§1.51(a)) which are abandoned may be 
destroyed after 20 years from their filing date, except 
those to which particular attention has been called and 
which have been marked for preservation. Abandoned 
applications will not be returned. 


5. Section 1.19 is amended by revising paragraph (b) 
(3) to read as follows: 


§1.19 Document supply fees. 


(b)*** 


(3) For comparing copies, made from Patent 
and Trademark Office records but not 
pr by the Patent and Trademark 

with the original, prior to certifi- 
cation of the copies, per page 


e*e48 


6. Section 1.21 is amended by revising paragraph (b) 
(2) and by adding a new paragraph (1) to read as fol- 
lows: 
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§1.21 Miscellaneous fees and charges. 


see 2 


> * 


(2) Service charge for each month when the 
balance at the end of the month is below 


(1) For processing and retaining any appli- 
cation abandoned. pursuant to §1.53(d) 
unless vy required basic filing fee has 
been 


7. Section 1.25 is revised to read as follows: 
§1.25 Deposit accounts. 


(a) For the convenience of attorneys, agents, and the 
general public in paying any fees due, in ordering 
services offered by the Office, copies of records, etc., 
deposit accounts may be established in the Patent and 
Trademark Office upon payment of the fee for 
establishing a deposit account (§1.21(b)(1)). A minimum 
deposit of $1000 or more, depending on the activity of 
the individual account, is required. At the close of each 
month’s business, a statement will be rendered. A remit- 
tance must be made promptly upon receipt of the state- 
ment to cover the value of items or services charged to 
the account and thus restore the account to its estab- 
lished normal deposit value. An amount sufficient to 
cover all fees, services, copies, etc., requested must al- 
ways be on deposit. A service charge (§1.21(b)(2)) will 
be assessed for each month that the balance at the end 
of the month is below $1000. 

(b) Filing, issue, appeal, international-type search re- 
port, international application processing, petition, and 

t-issuance fees may be charged against these accounts 
if sufficient funds are on deposit to cover such fees. A 
—_ authorization to charge all fees, or only certain 
ees, set forth in §§1.16 to 1.18 to a deposit account con- 
taining sufficient funds may be filed in an individual ap- 
plication, either for the entire pendency of the applica- 
tion or with respect to a particular paper filed. An 
authorization to charge to a deposit account the fee for 
a request for reexamination pursuant to §1.510 and any 
other fees required in a reexamination proceeding in a 
patent may also be filed with the request for reexamina- 
tion. An authorization to charge a fee to a deposit ac- 
count will not be considered payment of the fee on the 
date the authorization to charge the fee is effective as to 
the particular fee to be charged unless sufficient funds 
are present in the account to cover the fee. 

8. Section 1.27 is amended by revising paragraphs (b), 
(c) and (d) to read as follows: 


§1.27 Statement of status as small entity. 


see 


(b) Any verified statement filed pursuant to paragraph 
(a) of this section on behalf of an independent inventor 
must be signed by the independent inventor except as 
provided in §§1.42, 1.43, or 1.47 of this part, and must 
aver that the inventor qualifies as an independent inven- 
tor in accordance with §1.9(c) of this part. Where there 
are joint inventors in an application, each inventor must 
file a verified statement establishing status as an indepen- 
dent inventor in order to qualify as a small entity. 
Where any rights have been assigned, ited, con- 
veyed, or licensed, or there is an obligation to assign, 
grant, convey, or license, any rights to a small business 
concern, a nonprofit organization, or any other individu- 
al, a verified statement must be filed by the individual, 
the owner of the small business concern, or an official of 
the small business concern or nonprofit organization 
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empowered to act on behalf of the small business con- 
cern or nonprofit organization averring to their status. 
For purposes of a verified statement under this para- 
ph, a license to a federal agency resulting from a 
ding agreement with that agency pursuant to 35 
U.S.C. 202(c)(4) does not constitute a license as set forth 
in §1.9 of this part. 

(c) Any verified statement filed pursuant to paragraph 
(a) of this section on behalf of a small business concern 
must (1) be signed by the owner or an official of the 
small business concern empowered to act on behalf of 
the concern; (2) aver that the concern qualifies as a 
small business concern as defined in §1.9(d); and (3) aver 
that exclusive rights to the invention have been con- 
veyed to and remain with the smail business concern, or 
if the rights are not exclusive, that all other rights be- 
long to small entities as defined in §1.9. Where the rights 
of the small business concern as a small entity are not 
exclusive, a verified statement must also be filed by the 
other small entities having rights averring to their status 
as such. For | meee of a verified statement under this 
paragraph, a to a federal agency resulting from a 
funding agreement with that agency pursuant to 35 
U. S.C. 5 onten4) does not constitute a license as set forth 
in $1.9 of this part. 

(d) Any verified statement filed pursuant to paragraph 
(a) of this section on behalf of a nonprofit organization 
must (1) be signed by an official of the nonprofit organi- 
zation empowered to act on behalf of the organization; 
(2) aver that the organization qualifies as a nonprofit or- 
ganization as defined in §1. 6) of this part specifying 
under which one of §1.9(e)(1), (e)(2), (e)(3), or (e)(4) of 
this part the organization q ies; and (3) aver that ex- 
clusive rights to the invention have been conveyed to 
and remain with the organization or if the rights are not 
exclusive, that all other rights belong to small entities as 
defined in §1.9 of this part. Where the rights of the non- 
profit organization as a small entity are not exclusive, a 
verified statement must also be filed by the other small 
entities having rights averring to their status as such. 
For purposes of a verified statement under this para- 
graph, a license to a federal agency resulting from a 

unding agreement with that agency pursuant to 35 
U.S.C. 202(c)(4) does not constitute a conveyance of 
rights as set forth in this paragraph. 

9. Section 1.28 is amended by revising paragraph (a) 
to read as follows: 


§1.28 Effect on fees of failure to establish status, or 
change status, as a small entity. 


(a) The failure to establish status as a small entity 
(§§1.9(f) and 1.27 of this part) in any application or pa- 
tent prior to paying, or at the time of paying, any fee 
proeetes payment of the fee in the amount established 

r small entities. A refund pursuant to §1.26 of this 
part, based on establishment of small entity status, of a 
portion of fees timely paid in full prior to establishing 
status as a small entity may only be obtained if a verified 
statement under §1.27 and a request for a refund of the 
excess amount are filed within two months of the date 
of the timely payment of the full fee. The two-month 
time period is not extendable under §1.136. Status as a 
small entity is waived for any fee by the failure to estab- 
lish the status prior to paying, at the time of paying, or 
within two months of the date of payment of, the fee. 
Status as a small entity must be specifically established 
by a verified statement filed in each application or pa- 
tent in which the status is available and desired, except 
those applications filed under §1.60 or §1.62 of this part 
where the status as a small entity has been established in 
a parent seeneenen | and is still proper. Once status as a 
small entity has been established in an application or pa- 
tent, the status remains in that application or patent 
without the filing of a further v statement pursu- 
ant to §1.27 of this part unless the Office is notified of a 
change in status. Status as a small entity in one applica- 
tion or patent does not affect any other application or 
patent, including applications or patents which are di- 
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rectly or indirectly dependent upon the application or 
patent in which the status has been established, except 
those filed under §1.60 or §1.62 of this part. Applica- 
tions filed under §1.60 or §1.62 of this part must include 
a reference to a verified statement in a parent applica- 
tion if status as a small entity is still proper and desired. 


see 


10. Section 1.52 is amended by revising paragraph (d) 
to read as follows: 


§1.52 Language, paper, writing, margins, 


see ¢% 


(d) An Ms gree may be filed in a language other 
than English. A verified English translation of the non- 
English language application and the fee set forth in 
§1.17(k) are required to be filed with the application or 
within such time as may be set by the Office. 

11. Section 1.53 is amended by revising paragraphs (b) 
and (d) to read as follows: 


§1.53 Serial number, filing date, and completion of appli- 
cation. 


see 


(b) The filing date of an application for patent is the 
date on which (1) a specification containing a descrip- 
tion pursuant to §1.71 and at least one claim pursuant to 
§1.75, and (2) any drawing required by §1.81(a), are filed 
in the Patent and Trademark Office in the name of the 
actual inventor or inventors as required by §1.41. No 
new matter may be introduced into an application after 
its filing date (§1.118). 


see 


(d) If the application which has been accorded a filing 
date pursuant to paragraph (b) of this section does not 
include the appropriate filing fee or an oath or declara- 
tion by the applicant, applicant will be so notified, if a 
correspondence address has been provided, and given a 
period of time within which to file the fee, oath, or dec- 
laration and to pay the surcharge as set forth in §1.16(e) 
in order to prevent abandonment of the application. If 
the required filing fee is not timely paid, or if the pro- 
cessing and retention fee set forth in §1.21(1) is not paid 
within one year of the date of mailing of the notification 
required by this paragraph, the application will be dis- 
posed of. No copies will be provided or certified by the 
Office of an application which has been disposed of or 
in which neither the aa basic filing fee nor the 
processing and retention fee has been ip The notifica- 
tion pursuant to this graph may be made simulta- 
neously with any notification pursuant to paragraph (c) 
of this section. If no correspondence address is included 
in the application, applicant has two months from the 
filing date to file the fee, oath or declaration and to pay 
the surcharge as set forth in §1.16(e) in order to prevent 
abandonment of the application or one year from the fil- 
ing date to pay the processing and retention fee set forth 
in §1.21(1) to prevent disposal of the application. 


see 


12. Section 1.55 is amended by revising paragraph (b) 
to read as follows: 


§1.55 Claim for foreign priority. 
see 
(b) An applicant may under certain circumstances 
claim priority on the basis of an application for an in- 


ventor’s te in a country granting both inventor’s 
certificates and patents. When an applicant wishes to 
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claim the right of priority as to a claim or claims of the 
application on the basis of an application for an inven- 
tor’s certificate in such a country under 35 U.S.C. 119, 
last paragraph (as amended July 28, 1972), the applicant 
or his or her attorney or agent, when submitting a claim 
for such right as specified in paragraph (a) of this sec- 
tion, shall include an affidavit or declaration including a 
specific statement that, upon an investigation, he or she 
has satisfied himself or herself that to the best of his or 
her knowledge the applicant, when filing his or her ap- 
plication for the inventor’s certificate, had the option to 
file an application either for a patent or an inventor’s 
certificate as to the subject matter of the identified claim 
or claims forming the basis for the claim of priority. 
13. Section 1.56 is amended by revising paragraph (b) 
and by adding a new paragraph (j) to read as follows: 


§1.56 Duty of disclosure; fraud; striking or rejection of 
applications 


(b) Disclosures pursuant to this section must be ac- 
companied by a copy of each foreign patent document, 
non-patent publication, or other non-patent item of in- 
formation in written form which is being disclosed or by 
a statement that the copy is not in the possession of the 
person making the disclosure and may be made to the 
Office through an attorney or agent having responsibili- 
ty for the preparation or prosecution of the application 
or through an inventor who is acting in his or her own 
behalf. Disclosure to such an attorney, agent or inventor 
shall satisfy the duty, with respect to the information 
disclosed, of any other individual. Such an attorney, 
agent or inventor has no duty to transmit information 
which is not material to the examination of the applica- 
tion. 


(j) If any disclosure pursuant to this section does not 
include a copy of each foreign patent document, non-pa- 
tent publication, or other non-patent item of information 
in written form which is being disclosed or a statement 
that a copy thereof is not in the possession of the person 
making the disclosure, applicant will be so notified and 
given a period of time within which to file the copy or a 
statement that a copy is not in the possession of the per- 
son making the disclosure. The time period set may be 
extended under §1.136. 

14. Section 1.59 is revised to read as follows: 


§1.59 Papers of application with filing date not to be re- 
turned, 


Papers in an application which has received a filing 


date pursuant to $1.53 will not be returned for any pur- 
pose whatever. If ae have not preserved copies 
of the papers, the will furnish copies at the usual 
cost of any application in which either the required ba- 
sic filing fee 1. 16) or the processing and retention fee 
(§1.21(1)) has been paid 

15. Section 1.60 is neve a to read as follows: 


§1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


(a) A continuation or divisional application (filed un- 
der the conditions specified in 35 U.S.C. 120 or 121 and 
§1.78(a)), which discloses and claims only subject matter 
disclosed in a prior application may be filed as a sepa- 
rate application before the patenting or abandonment of 
or termination of proceedings on the prior application. 

(b) An applicant may omit signing of the oath or dec- 
laration in a Faso gana or divisional application if (1) 
the prior application was a complete application as set 
forth in §1.51(a) and (2) applicant files a true copy of the 
prior complete application as filed including the specifi- 
cation (including claims), drawings, oath or declaration 





1062 TMOG 50 


showing the applicant’s signature or an indication it was 
signed, and any amendments referred to in the oath or 
declaration filed to complete the prior application. The 
copy of the prior application must be accompanied by a 
statement that the application papers filed are a true 
per of the prior application and that no amendments 
referred to in the oath or declaration filed to complete 
the prior application introduced new matter therein. 
Such statement must be by the applicant or applicant’s 
attorney or agent and must be a verified statement if 
made by a person not registered to practice before the 
Patent and Trademark Office. Only amendments reduc- 
ing the number of claims or adding a reference to the 
prior application (§1.78(a)) will be entered before calcu- 
lating the filing fee and granting the filing date. 

16. Section 1.62 is amended by revising paragraphs (a) 
and (d) to read as follows: 


§1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional 
application, which uses the specification, drawings and 
oath or declaration from a prior complete application 
(§1.51(a)) to be abandoned, may be filed before the pay- 
ment of the issue fee, abandonment of, or termination of 
proceedings on the prior application. The filing date of 
an application filed under this section is the date on 
which a request is filed for an application under this sec- 
tion including identification of the Serial Number, filing 
date, and applicant’s name of the prior complete applica- 
tion. 


*e*2% 


(d) If an application which has been accorded a filing 
date pursuant to paragraph (a) of this section does not 
include the appropriate basic filing fee pursuant to para- 
graph (b) of this section, or an oath or declaration by 
the applicant in the case of a continuation-in- appli- 
cation pursuant to graph (c) of this section, appli- 
cant will be so notified and given a period of time with- 
in which to file the fee, oath, or declaration and to pay 
the surcharge as set forth in §1.16(e) in order to prevent 
abandonment of the application. The notification pursu- 
ant to this paragraph may be made simultaneously with 
any notification of a defect pursuant to paragraph (a) of 
this section. 


see 


17. Section 1.78 is amended by revising the title and 
paragraph (a) to read as follows: 


§1.78 Claiming benefit of earlier filing date and cross-ref- 
erences to other applications. 


(a) An application may claim an invention disclosed in 
the same applicant’s prior filed copending national appli- 
cation or international application designating the United 
States of America. In order for an application to claim 
the benefit of a prior filed copending national applica- 
tion, the prior application must be (1) complete as set 
forth in §1.51, or (2) entitled to a filing date as set forth 
in §1.53(b) and include the basic filing fee set forth in 
§1.16; or (3) entitled to a filing date as set forth in 
§1.53(b) and have paid therein the processing and reten- 
tion fee set forth in §1.21(1) within the time period set 
forth in §1.53(d). Any application claiming the benefit of 
a prior filed copending national or international applica- 
tion must contain or be amended to contain in the first 
sentence of the specification following the title a refer- 
ence to such prior application, identifying it by serial 
number and filing date or international application num- 
ber and international filing date and indicating the rela- 
tionship of the applications. Cross-references to other re- 
EY applications may be made when appropriate. (See 

1.14(b)). 
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18. Section 1.121 is amended by revising paragraph (e) 
to read as follows: 


§1.121 Manner of making amendments. 


esee28 


(e) In reissue applications, both the descriptive portion 
and the claims are to be amended by either (1) submit- 
ting a copy of a portion of the description or an entire 
claim with all matter to be deleted from the patent being 
placed between brackets and all matter to be added to 
the patent being underlined, or (2) indicating the exact 
word or words to be stricken out or inserted and the 
precise point where the deletion or insertion is to be 
made. Any word or words to be inserted must be 
underlined. See §1.173. 


see 28 
19. Section 1.123 is revised to read as follows: 


§1.123 Amendments to the drawing. 


No change in the drawing may be made except by 
permission of the Office. Permissible changes in the con- 
struction shown in any drawing may be made only by 
bonded draftsmen, at applicant’s expense, or by the sub- 
mission of substitute drawings by applicant. A sketch in 
permanent ink showing prcecees changes, to become 
part of the record, must be filed for approval by the ex- 
aminer and should be a separate paper. 

20. Section 1.135 is amended by removing paragraph 


(d). 
21. Section 1.136 is revised to read as follows: 


§1.136 Filing of timely responses with petition and fee for 
extension of time and extensions of time for cause. 


(a) If an applicant is required to respond within a non- 
statutory or shortened statutory time period, applicant 
may respond up to four months after the time period set 
if a petition for an extension of time and the fee set in 
§1.17 are filed prior to or with the response, unless (1) 
applicant is notified otherwise in an Office action or (2) 
the application is involved in an interference declared 
pursuant to §1.207. The date on which the response, the 
petition, and the fee have been filed is the date of the re- 
sponse and also the date for purposes of determining the 
perige of extension and the corresponding amount of the 
ee. The expiration of the time period is determined by 
the amount of the fee paid. In no case may an applicant 
respond later than the maximum time period set by stat- 
ute, or be granted an extension of time under paragraph 
(b) of this section when the provisions of this paragraph 
are available. See §1.245 for extension of time in inter- 
ference proceedings and §1.550(c) for extension of time 
in reexamination proceedings. 

(b) When a response with petition and fee for exten- 
sion of time cannot be filed pursuant to paragraph (a) of 
this section, the time for response will be extended only 
for sufficient cause, and for a reasonable time specified. 
Any request for such extension must be filed on or be- 
fore the day on which action by the applicant is due, but 
in no case will the mere filing of the request effect any 
extension. In no case can any extension carry the date 
on which response to an Office action is due beyond the 
maximum time period set by statute or be granted when 
the provisions of paragraph (a) of this section are avail- 
able. See §1.245 for extension of time in interference 
proceedings and §1.550(c) for extension of time in reex- 
amination proceedings. 

22. Section 1.191 is amended by adding a new para- 
graph (d) to read as follows: 


§1.191 Appeal to Board of Appeals. 
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(d) The time periods set forth in §§1.191 through 
1.194, 1.196 and 1.197 are subject to the provisions of 
§1.136 for patent applications or §1.550(c). for reexami- 
nation proceedings. 

23. Section 1.192 is amended by revising paragraph (a) 
to read as follows: 


§1.192 Appellant’s brief. 


(a) The appellant shall, within 2 months from the date 
of the notice of appeal under §1.191 in an application, 
reissue application, or patent under reexamination, or 
within the time allowed for response to the action 
appealed from, if such time is later, file a brief in tripli- 
cate. The brief must be accompanied by the requisite fee 
set forth in §1.17(f) and must set forth the authorities 
and arguments on which the appellant will rely to main- 
tain the appeal. The brief must include a concise expla- 
nation of the invention which should refer to the draw- 
ing by reference characters, and a copy of the claims 
involved. 


see 


24. Section 1.197 is amended by revising paragraph 
(b) to read as follows: 


§1.197 Action following decision. 


see 4 


(b) A single request for rehearing or reconsideration, 
or modification of the decision, may be made if filed 
within thirty days from the date of the original decision, 
unless that decision is so modified as to become, in ef- 
fect, a new decision, and the Board of Appeals so states. 


see 


25. Section 1.304 is amended by revising paragraph (a) 
to read as follows: 


§1.304 Time for appeal or civil action. 


(a) The time for filing the notice and reasons of appeal 
to the U.S. Court of Appeals for the Federal Circuit 
(§1.302) or for commencing a civil action (§1.303) is six- 
ty days from the date of the decision of the Board of 
Appeals or the Board of Patent Interferences. If a re- 
quest for rehearing or reconsideration, or modification 
of the decision, is filed within the time provided pursu- 
ant to §1.197(b) or §1.256(b), the time fer filing an ap- 
peal or commencing a civil action shall expire at the end 
of the sixty-day period or thirty days after action on the 
request, whichever is later. The time periods set forth 
herein are subject to the provisions of §1.136 or 

1.550(c) as to decisions of the Board of Appeals, or 

1.245 as to decisions of the Board of Patent Interfer- 
ences. 


26. Section 1.550 is amended by revising paragraph (c) 
to read as follows: 


§1.550 Conduct of reexamination proceedings. 


eee 


(c) The time for taking any action by a patent owner 
in a reexamination proceeding will be extended only for 
sufficient cause, and for a reasonable time specified. Any 
request for such extension must be filed on or before the 
day on which action by the patent owner is due, but in 
no case will the mere filing of the request effect any ex- 
tension. 

esee8¢8 


27. Section 1.555 is amended by revising paragraphs 
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(a) and (b) to read as follows: 


§1.555 Duty of disclosure in reexamination proceedings. 


(a) A duty of candor and good faith toward the Pa- 
tent and Trademark Office rests on the patent owner, on 
each attorney or agent who represents the patent owner, 
and on every other individual who is substantively in- 
volved on behalf of the patent owner in a reexamination 
proceeding. All such individuals who are aware, or be- 
come aware, of patents or printed publications material 
to the reexamination which have not been previously 
made of record in the patent file must bring such patents 
or printed publications to the attention of the Office. An 
information disclosure statement, preferably in accor- 
dance with §1.98, should be filed wihin two months of 
the date of the order for reexamination, or as soon 
thereafter as possible in order to bring such patents or 
printed publications to the attention of the Office. 

(b) Disclosures pursuant to this section must be ac- 
companied by a copy of each foreign patent document 
or non-patent printed publication which is being dis- 
closed or by a statement that the copy is not in the pos- 
session of the person making the disclosure and may be 
made to the Office a an attorney or agent having 
responsibility on behalf of the patent owner for the.reex- 
amination proceeding or through a patent owner acting 
in his or her own behalf. Disclosure to such an attorney, 
agent a owner shall satisfy the duty of any other 
individ Such an attorney, agent or patent owner has 
no duty to transmit information which is not material to 
the reexamination. 


eeeee 
GERALD J. MOSSINGHOFF, 


Commissioner of Patents 
and Trademarks. 


Nov. 30, 1983. 
[1038 O.G. 275] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 40442-49092] 


Final Rules for Patent Maintenance Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of final rulemaking 

; The Patent and Trademark Office is amending 
the rules of practice in patent cases, Part I of Title ~ 
Code of Federal Regulations, to provide rules and 
cedures for the payment of patent maintenance = 
Public Law 96-517, enacted on Dec. 12, 1980 and Pub- 
lic Law 97-247, enacted on Aug. 27, 1982, provided for 
the payment of maintenance fees at intervals of 34, 74 
and 114 years from the date of grant of the patent for 
maintaining in force an original patent, a reissue patent 
of an invention, and under Public Law 96-517, a plant 
patent and reissues thereof. The changes provide specific 
rules and procedures which will assist patentees in 
avoiding the inadvertent expiration of a patent for fail- 
ure to pay the appropriate maintenance fee. 


Effective Date: Nov. 1, 1984 

For Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail to his attention 
and addressed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

Supplementary Information: This rule change is designed 
primarily to 1) establish a set of rules and Procedures for 
face natal goo ag pose ope ‘ees; and 2) effect 
the provisions of Public Laws 96-517 and 97-247 with 
respect to payment of maintenance fees. The proposed 
rules were published on Apr. 24, 1984, in Vol. 49 of the 
Federal Register, es 17692 through 17698; and on 
May 8, 1984, at . 1042 of the Official Gazette, pages 
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22 through 38. A public hearing was held on the pro- 
rule c es on June 26, 1984. 

A public briefing on the Office’s maintenance fee pay- 
ment plans was announced at 49 Federal Register 2806 
on Jan. 23, 1984, and at 1038 Official Gazette 293 on Jan. 
31, 1984. The public briefing was held on Feb. 22, 1984. 


Discussion of Specific Rules 


Section 1.1., is amended as proposed to add a new 
paragraph (d) ‘to provide a “Box M. Fee” in the Patent 
and Trademark Office to which all maintenance fee cor- 
respondence and payments should be directed. Changes 
in small entity status in patents and changes in the “fee 
address” under §1.363, as well as payments of mainte- 
nance fees should be directed to “Box M. Fee”. 

Section 1.9, paragraph (d) is amended as proposed to 
make a change in citation and title of the rule of the 
Small Business Administration which relates to the small 
business size standard for paying reduced patent fees. 
This change was published in the Federal Register as a 
final rule on Feb. 9, 1984 at 49 Fed. Reg. 5024-5048. 
The wording of the rule itself was not changed. This 
change is made to bring the wording of title 37 Code of 
Federal Regulations into conformance with title 13, 
Code of Federal Regulations. 

Section 1.17, is amended as proposed to establish in 
paragraph (h) a fee of $120 for review of a decision re- 
fusing to accept and record payment of a maintenance 
fee filed prior to the expiration of a patent. Paragraph 
(h) of §1.17 is also amended to establish a fee of $120 for 
reconsideration of a decision on petition refusing to ac- 
cept the delayed payment of a maintenance fee in an ex- 
pired patent. 

Section 1.19, is amended as proposed to add new 

persgraphe (f) and (g). New paragraph (f) provides for a 
$10.00 fee for a microfiche copy of a patent file wrapper 
record. Microfiche copies of these patent files have re- 
cently become available for patents issued after Jan. 1, 
1984. No fee had previously been set by rule for this ser- 
vice. This fee is not directly related to maintenance fees 
but is set at this time for convenience. New paragraph 
(g) establishes a $3.00 fee for providing an uncertified 
statement indicating either the status of payment of 
maintenance fees due on a patent or the expiration of a 
patent. This charge does not apply to any receipt nor- 
mally provided to the fee addressee as a result of the 
payment of a maintenance fee, but does apply in any 
other instance when written evidence of the status of 
payment of maintenance fees on a patent is requested, 
whether by the patentee or a member of the public. 

Section 1.20, is amended as proposed to add new 

graphs (k), (1) and (m). New paragraph (k) provides 

or a $100.00 surcharge for paying a maintenance fee 
during the 6-month grace period following the expira- 
tion of three years and six months, seven years and six 
months, and eleven years and six months after the date 
of the original grant of a patent based on an application 
filed on or after Dec. 12, 1980 and before Aug. 27, 1982. 
Since Public Law 96-517 did not provide for small enti- 
ties, the surcharge amount of $100 applies to all such pa- 
tents. New <a pe oe (1) pene or a $100 surcharge 
for patentees other than a small entity and a $50 sur- 
charge for small entity patentees when paying a mainte- 
nance fee during the 6-month grace period following the 
expiration of three years and six months, seven years 
and six months, and eleven years and six months after 
the date of the original grant based on an application 
filed on or after Aug. 27, 1982. This surcharge of $100 is 
subject to a 50% reduction for small entities pursuant to 
Public Law 97-247. New paragraph (m) provides for a 
$500 surcharge for accepting payment of a maintenance 
fee after expiration of a patent for non-timely payment 
of a maintenance fee. This $500 surcharge applies only 
under Public Law 97-247 where the patent is based on 
an application filed on or after Aug. 27, 1982 and where 
the delay in payment is shown to the satisfaction of the 
ioner to have been unavoidable. The require- 

ment that the delay be “unavoidable” is the same as that 
for reviving an abandoned application under 35 U.S.C. 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


133. However, the amount of evidence required will de- 
pend upon when the showing that the delay was “un- 
avoidable” is made. This surcharge does not apply to 
patents based on applications filed prior to Aug. 27, 
1982 since acceptance of a maintenance fee after expira- 
tion of a patent for non-timely payment is not possible 
under Public Law 96-517. Since this surcharge is pro- 
vided for under 35 U.S.C. 41(c), it is not subject to a 
50% reduction for small entities. The surcharge in para- 
graph (m) is not in addition to the surcharge in para- 
graph (1), but is in lieu thereof. 

Section 1.33 is amended as proposed to add a new 
paragraph (d) which allows a “correspondence address” 
or change thereto to be filed during the enforceable life 
of the patent. The “correspondence address” will be 
used in correspondence relating to maintenance fees un- 
less a separate “fee address” has been specified. Para- 

graph (d) also includes a reference to §1.363 relating to 
the “fee address” to be used for maintenance fee pur- 


poses. 

New §1.362 is added to provide for times for payment 
of maintenance fees. New paragraph (a) sets forth the 
requirement that maintenance fees as set forth in 
§1.20(e)-(j) must be paid in order to maintain a patent in 
force if the application maturing into a patent was filed 
on or after Dec. 12, 1980 and is subject to the payment 
of maintenance fees. The maintenance fee amounts set in 
§1.20(e)-(g) are subject to adjustment in accordance with 
the provisions of Public Law 96-517. The maintenance 
fee amounts set in §1.20(h)-(j) are subject to adjustment 
in accordance with the provisions of Public Law 97-247 
on Oct. 1, 1985, and every third year thereafter, to re- 
flect fluctuations occurring during the previous three 
years in the Consumer Price Index, as determined by the 
Secretary of Labor. Other patent fees are also subject to 
similar adjustments. 

New paragraph (b) of §1.362 stipulates that no mainte- 
nance fees are due for plant patents if the plant patent 
application was filed on or after Aug. 27, 1982 or for 
any design patents. Maintenance fees are not required 
for a reissue patent if the patent being reissued did not 
require maintenance fees. New paragraph (c) defines the 
pertinent application filing dates for purposes of deter- 
mining whether maintenance fees are applicable. Para- 
graph (c) (1) establishes that for national applications not 
claiming benefit of an earlier application, the actual 
United States filing date controls. Paragraph (c) (2) 
establishes that for national applications claiming benefit 
of an earlier foreign application under 35 U.S.C. 119, the 
United States filing date controls. Paragraph (c) (3) pro- 
vides that for continuing national applications claiming 
benefit of a prior application under 35 U.S.C. 120, the 
actual United States filing date of the continuing appli- 
cation is the controlling date. Paragraph (c) (4) provides 
that for a reissue application, the United States filing 
date of the application which matured into the original 
patent upon which the reissue application is based will 
control. Paragraph (c) (5) establishes that for an interna- 
— ene oe which has entered the United States as 

mere oy Office under 35 U.S.C. 371, the interna- 
tional g date granted under Article 11(1) of the Pa- 
tent Cooperation Treaty controls. This is consistent with 
35 U.S.C. 363. 

Paragraph (d) of new §1.362 sets forth the time peri- 
ods when maintenance fees can be paid without a sur- 
Se Those periods, referred to generally as the “win- 
dow period,” are the six-month periods preceding each 
due date, i.e., 3 years through 3 years and six months, 7 
years through 7 years and six months, and 11 years 
through 11 years and six months after grant of the pa- 
tent. The “due dates” are defined in 35 U.S.C. 41(b). A 
maintenance fee paid on the last day of a window period 
can be paid without surcharge. The last day of a win- 
dow period is the same date (anniversary date) the pa- 
tent was granted 3 years and six months, 7 years and six 
months, or 11 years and six months after grant of the pa- 
tent. Paragraph (d) has been modified from the proposal 
to add “and” between items (2) and (3) and change the 

comma at the end of the graph to a period. 

Paragraph (e) of new §1.362 sets forth the grace peri- 
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ods during which maintenance fees, under either Public 
Law 96-517 or Public Law 97-247, may be paid with 
the surcharge under §1.20(k) or (1). The grace periods 
are the six-month periods immediately following each 
due date, i.e., after 3 years and six months and up to 4 
years, after 7 years and six months and up to 8 years, 
and after 11 years and six months and up to 12 years af- 
ter grant of the patent. A maintenance fee may be paid 
with the surcharge on the same date (anniversary date) 
the patent was granted in the 4th, 8th, or 12th year after 
grant to prevent the patent from expiring. 

Paragraph (f) of new §1.362 specifies that where the 
last day for paying a maintenance fee falls on a Satur- 
day, Sunday, or a federal holiday within the District of 
Columbia, the maintenance fee may be paid on the next 
succeeding day which is not a Saturday, Sunday, or fed- 
eral holiday. For example, if the “window period” pro- 
vided by paragraph (d) for paying a maintenance fee 
without surcharge ended on a Saturday, Sunday, or a 
federal holiday within the District of Columbia, the 
maintenance fee can be paid without surcharge on the 
next succeeding day which is not a Saturday, Sunday, or 
federal holiday. Likewise, if the grace period provided 
by paragraph (e) for paying a maintenance fee with sur- 
charge ended on a Saturday, Sunday, or a federal holi- 
day within the District of Columbia, the maintenance 
fee could be paid with surcharge on the next succeeding 
day which is not a Saturday, Sunday, or federal holiday. 
In the latter situation, the failure to pay the maintenance 
fee and surcharge on the next succeeding day which is 
not a Saturday, Sunday, or federal holiday will result in 
the patent expiring on a date (4, 8, or 12 years after the 
date of grant) earlier than the last date on which the 
maintenance fee and surcharge could be paid. This situa- 
tion results from the provisions of 35 U.S.C. 21, but 
those provisions do not extend the expiration date of the 
patent if the maintenance fee and any required surcharge 
are not paid when required. For example, if the grace 
period ended on Saturday, the maintenance fee and sur- 
charge could be paid on the next succeeding business 
day, e.g. Monday, brt the patent will have expired at 
midnight on Saturday if the maintenance fee and sur- 
— were not paid on the following Monday. Para- 
graph (f) has been modified from the proposal to explic- 
itly refer to “any necessary surcharge” for clarity since 
the ability to pay on the next succeeding day which is 
not a Saturday, Sunday, or federal holiday within the 
District of Columbia applies to the maintenance fee, in- 
cluding any necessary surcharge. 

Paragraph (g) of new §1.362 establishes that if the 
proper fees are not received within the time period spec- 
ified in paragraphs (d), bia or (f) the patent expires at 
oa end of the on period set forth in paragraph (e). 

aph (g) ifies that a patent which expires 
He the failure to pay on maintenance fee will expire at 
the end of the same date (anniversary date) the patent 
was granted in the 4th, 8th, or 12th year after grant. 

New §1.363 is added as proposed to provide for a “fee 
address” for maintenance fee purposes. New paragraph 
(a) specifies that the correspondence address used during 
prosecution of the application will be used unless 1) a 
“fee address” is provided for maintenance fee purposes 
when submitting the issue fee, 2) a correspondence ad- 
dress change for all purposes is filed after payment of 
the issue fee, or 3) a “fee address” or a chan; a in the 
“fee address” is filed after payment of the issue 

Paragraph (b) of new $12 363 specifies that an D ensign 
ment does not result in a change of address for mainte- 
nance fee pu . Due to the possible expiration of a 
patent for failure to timely pay the appropriate mainte- 
nance fee, patentees should ensure that the Patent and 
Trademark Office is properly notified of the proper “fee 
address” to which all maintenance fee communications 
are to be directed. Under both Public Law 96-517 and 
Public Law 97-247 the burden is on the patentee to 
timely pay maintenance fees. The Patent and Trademark 
Office will attempt to assist patentees through appropri- 
ate courtesy notices. However, the failure to receive one 
or more notices will not relieve the patentee of the obli- 
gation to timely pay the appropriate maintenance fee to 
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prevent the patent from expiring by operation of law if 
the maintenance fee is not paid. Section 1.363 does not 
provide for maintenance fee correspondence to be di- 
rected to more than one address. 

New §1.366 is added to establish the guidelines and 
procedures for submission of maintenance fees, including 
any necessary surcharges. New oe (a) states that 
the patentee may pay maintenance fees and any er 
sary surcharges or any person or organization may 
maintenance fees and any necessary surcharges on be! if 
of the patentee without filing in the Patent and Trade- 
mark Office evidence of authorization by the patentee to 
pay maintenance fees. This will enable patentees to pay 
the maintenance fees and any necessary surcharges 
themselves or authorize some person or organization to 
pay maintenance fees and any necessary surcharges on 
their behalf. No verification of the authority to pay 
maintenance fees and any necessary surcharges in a par- 
ticular patent will be made by the Patent oat Trademark 
Office. While anyone may pay the maintenance fees and 
any necessary surcharges on a patent, any Patent and 
Trademark Office notices relating to maintenance fees 
will be mailed to the “fee address” set forth in §1.363. 
Paragraph (a) has been modified from the Proposal to 
ba oro refer to “any necessary surcharges” for clarity. 

aragraph (b) of new §1.366 specifies that a mainte- 
oui ee and any necessary surcharge for a patent must 
be submitted in the amount due on the date the mainte- 
nance fee and any necessary surcharge are paid, and at 
the proper time, i.e., within the periods set forth in 
§1.362. Paragraph (b) has been modified from the pro- 
posal by changing “proper amount” to “amount due on 
the date the maintenance fee and any necessary sur- 
charge are paid.” This change results from adoption of a 
suggestion that a maintenance fee payment made during 
the window period should not require adjustment if the 
maintenance fees are thereafter increased to reflect in- 
creases in the Consumer Price Index. Under paragraph 
(b) as adopted herein, if the amount of the maintenance 
fee is correct on the date it is paid and credited to the 
patent, a later change in the maintenance fees to reflect 
changes in the Consumer Price Index will not require a 
modification in the amount paid. However, in order for 
the maintenance fee to be considered paid it must be 
submitted in accordance with §1.366. Paragraph (b) has 
also been modified from the proposal to explicitly refer 
to §1.362(f) for purposes of clarity where the last day 
for paying a maintenance fee with or without a sur- 
charge falls on a Saturday, Sunday, or a federal holiday 
within the District of Columbia. In such circumstances, 
the fee with any necessary surcharge may be paid on the 
next succeeding day which is not a Saturday, Sunday, or 
federal holiday. The maintenance fee and any necessary 
surc —_ may be paid in the mianner set forth in §1.23, 
i.e., it should be in United States specie, Treasury notes, 
national bank notes, post office money orders, or by cer- 
tified check. As indicated in §1.23, if the maintenance 
fee payment is sent in any other form, the Office may 
delay or cancel the credit until collection is made. For 
example, a personal or other uncertified check drawn on 
a United States bank which is not immediately n 
ble, e.g., because of lack of signature or cient 
funds, will not constitute payment of a maintenance fee. 
However, a personal check drawn on a United States 
bank can be used if it is immediately aegotiable. Any re- 
mittance from foreign countries must be payable and im- 
mediately negotiable in the United States for the full 
amount of the maintenance fee required. 

Paragraph (b) of new §1.366 albo provides thet main- 
tenance fees may be paid by an authorization to charge 

a deposit account established pursuant to §1.25. The au- 
thorization to charge the deposit account must be sub- 
mitted within the periods set forth in §1.362 and must be 
limited to maintenance fees payable on the date of sub- 
mission. The authorization to charge the deposit account 
can not, under paragraph (b), be submitted prior to the 
third, seventh, or eleventh year after the grant of the pa- 
tent. If an authorization to charge a deposit account 
were submitted to pay the maintenance fee due at three 
years and six months after grant, a new authorization to 
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charge a deposit account or other form of payment will 
have to be submitted at the appropriate time for each of 
the maintenance fees due at 7 years and six months and 
11 years and six months. Peesarege (b) also specifies 
that any payment or authorization filed at any time oth- 
er than that set forth in §1.362(d), (e) or (f) will not 
serve as a payment of the maintenance fee, except inso- 
far as a delayed payment of the maintenance fee is ac- 
cepted by the Commissioner pursuant to §1.378. Para- 
graph (b) also specifies that a payment of less than the 
required amount, a payment in a manner other than that 
set forth in §1.23, or the filing of an authorization to 
charge a deposit account having insufficient funds, will 
not constitute payment of a maintenance fee on a patent. 
The authorization is required to authorize the immediate 
charging of the fee to the deposit account. An authoriza- 
tion would be improper if it only authorized the fee to 
be charged at a later date, e.g., on the last possible day 
of payment without surcharge. Such an authorization 
would not serve as payment of the maintenance fee. 
Any payment which fails to result in the entire proper 
amount of the maintenance fee being present on the due 
date will not constitute payment of the maintenance fee. 
Paragraph (b) also specifies that the certificate of mail- 
ing procedures of §1.8 or the mailing by “Express Mail” 
provisions of §1.10 may be utilized in paying mainte- 
nance fees. The specific requirements of either §1.8 or 
§1.10 must be fully complied with if either is used. 
Paragraph (c) of new §1.366 establishes the data nec- 
essary and desired when subiaitting maintenance fee 
payments and any necessary surcharges. New paragraph 
(c) specifies that maintenance fee payments and any nec- 
essary surcharges must include at least the 1) patent 
number and 2) United States application serial number. 
Paragraph (c) has been modified from the proposal to 
explicitly refer to “any necessary surcharges” for clarity 
since the identifying information must also be supplied 
when submitting surcharges. The wording of §1.366(c) 
has also been changed from the proposal to clarify that 
the required application serial number is that of the ap- 
plication upon which the patent issued. This. change 
from the proposal makes clear that the serial number re- 
quired to be submitted is not that of a prior parent appli- 
cation but rather, the actual application which matured 
into the patent for which maintenance fees are to be 
paid. If the maintenance fee is being paid on a reissue 
patent, the serial number required is that of the reissue 
application. Since this required information will be used 
as a cross-check to ensure that the maintenance fee is 
properly credited,,the application serial number must 
correspond to the patent which issued therefrom. If less 
than the required information is submitted, the Office 
will not credit the payment. Additionally, if notice is re- 
quired that the proper identifying data has not been sub- 
mitted, it would result in requiring the payment of a sur- 
charge if the necessary data is submitted after the 
“window period” closes. If the required information is 
not submitted until after the end of the grace period, the 
patent would have expired because of the failure to 
properly identify the patent to which the maintenance 
fee payment is to be credited prior to the expiration of 
the grace period. The patentee in such a circumstance 
could proceed under §1.378, if appropriate, or could file 
a petition under §1.377 within the period set therein 
seeking to have the maintenance fee accepted as timely 
even though all of the proper identifying data was not 
present prior to the expiration of the period. 
Paragraph (d) of new §1.366 specifies that the follow- 
ing information should also be submitted for each patent 
on which a maintenance fee or surcharge is paid: 1) 
whether it is the 34, 73, or 114 year fee, 2) whether 
small entity status is being changed or claimed with the 
payment, 3) the amount of the maintenance fee and any 
surcharge being submitted, 4) any assigned payor num- 
ber, 5) patent issue date and 6) United States application 
filing date. Paragraph (d) has been modified from the 
proposal to explicitly refer to “any necessary sur- 
charges” for clarity. Paragraph (d) has also been 
changed from the proposal to emphasize that when the 
payment is being made on a reissue patent the required 
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patent number and application serial number are those of 
the reissue patent and reissue application. Where the 
payment is a maintenance fee and any necessary sur- 
charge on a reissue patent, in addition to the information 
requested for all payments, paragraph (d) as adopted 
herein also requests certain identifying data relating to 
the original patent, i.e., original patent number, original 
patent issue date, and original United States application 
filing date. The reason for requesting the original patent 
number, original patent issue date, and original United 
States application filing date is that the original filing 
and issue dates are the dates which control if and when 
maintenance fees must be — to prevent the reissue ~ 
tent from expiring. The reference to a payor number has 
been added. A payor number will be assigned to each 
“fee address” in order to facilitate data input and subse- 
quent changes ir: the location of the “fee address.” De- 
tails of the “payor number” system will be announced to 
the public in a future Official Gazette notice. Although 
the submission of the information requested in paragraph 
(d) is not mandatory, it would expedite the processing of 
the maintenance fee payments. 

The final rule thus requires less mandatory informa- 
tion, i.e., the patent number and U.S. application serial 
number, than would have been required by the proposed 
rule. The required information is considered to be the 
least that is required to make a cross-check and thus as- 
sure that the maintenance fee is being credited to the 
proper patent. The patent issue date and the application 
filing date, which were included in the proposed rule as 
mandatory information, are included in the final rule as 
desirable, but not mandatory, information The effect of 
this change is that an error in either the patent issue date 
or the application filing date, or both, by the person 
paying the maintenance fee would not result in a refusal 
to accept the maintenance fee and to credit the payment 
thereof to the patent, if the patent number and United 
States application serial number were correct, i.e., in 
agreement. However, if any error included either the pa- 
tent number or the United States application serial num- 
ber such that they were not in agreement the payment 
would not be accepted and credited until correction was 
made. The date of the correction would be the date the 
maintenance fee payment is credited as being made. 

Racagreyh (e) of new §1.366 specifies that mainte- 
nance fee payments and any surcharges relating thereto 
must be submitted separate from any other payments for 
fees or charges, whether submitted in the manner set 
forth in §1.23 or by an authorization to charge a deposit 
account. Maintenance fee payments and surcharge pay- 
ments relating thereto which are co-mingled with pay- 
ments for other fees or charges, e.g., application filing 
fees, issue fees, petition fees, document supply fees, etc., 
will not be accepted. The maintenance fees require pro- 
cessing by a separate area of the Office and are not pro- 
cessed in the same manner as other fees and charges. 
Maintenance fees for a number of patents can be submit- 
ted together in one submission and one payment. Para- 
graph (e) specifies that if maintenance fee payments for 
more than one patent are submitted together, they 
should be submitted on as few sheets as possible, listing 
the patent numbers in increasing patent number order. If 
the payment submitted, which can be made as a single 
payment, .is insufficient to cover the maintenance fees 
and any surcharges for all the listed patents, the pay- 
ment will be applied in the order the patents are listed. 
In such a circumstance where the fees are insufficient, 
the maintenance fee and any surcharge for one or more 
of the last listed patents will not be paid. 

Paragraph (f) of new §1.366 serves as a reminder to 
patentees of the necessity to check for the loss of small 
entity status prior to paying each maintenance fee on a 
patent. This is already a requirement of §1.28(b). Para- 
graph (f) provides that notification of any change in sta- 
tus resulting in loss of entitlement to small entity status 
must be filed in a patent prior to paying, or at the time 
of paying, the earliest maintenance fee due after the date 
on which status as a small entity is no longer appropri- 
ate. If status as a small entity has been previously estab- 
lished by filing a statement and such status is checked 
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and is found to be proper, no notification is required. It 
is not necessary to file new verified statements claiming 
small entity status at this point if the status as a small en- 
tity has been established and is still proper even if rights 
have been transferred to a small entity who has not 
previously filed a verified statement. The requirement is 
to notify the Patent and Trademark Office of the loss of 
entitlement and to pay the maintenance fee in the proper 
amount for other than a small entity where appropriate. 
The refund provisions of §1.28(a) for later submitted 
small entity statements will apply to maintenance fees. 

Paragraph (g) of new §1.366 provides that mainte- 
nance fees and surcharges eye | thereto will not be re- 
funded except in accordance with §§1.26 and 1.28(a). A 
patentee cannot obtain a refund of a maintenance fee 
which was due and payable on the patent. Any dupli- 
cate payment will be refunded to the fee address. 

New §1.377 is added as proposed to provide a mecha- 
nism for review of a decision refusing to accept and 
record payment of a maintenance fee filed prior to the 
expiration of a patent. Paragraph (a) of new §1.377 
specifies that a patentee who is dissatisfied with the re- 
fusal of the Patent and Trademark Office to accept and 
record a’maintenance fee which was filed prior to the 
expiration of the patent may petition the Commissioner 
to accept and record the maintenance fee. This petition 
may be used, for example, in situations where an error is 
present in the identifying data required by §1.366(c) 
with the maintenance fee payment, i.e., either the patent 
number or the application serial number are incorrect. A 
petition under §1.377 would not be appropriate where 
there is a complete failure to include at least one correct 
mandatory identifier as required by §1.366(c) for the pa- 
tent since no evidence would be present as to the patent 
on which the maintenance fee was intended to be paid. 
If the maintenance fee payment with an incorrect man- 
datory identifier was made near the end of the grace pe- 
riod, the patent might expire since the Office would not 
credit the fee to a patent. For patents based on applica- 
tions filed between Dec. 12, 1980 and Aug. 27, 1982, 
there is no provision for acceptance of a maintenance 
fee after the grace period such as in §1.378 and so the 
filing of a petition under §1.377 would provide an ave- 
nue for seeking relief. A petition under §1.377 would not 
be appropriate where the patentee paid a maintenance 
fee on one patent when the patentee intended to pay the 
maintenance fee on a different patent but through error 
identified the wrong patent by patent number and appli- 
cation serial number. Likewise, a petition under §1.377 
would not be appropriate where the entire maintenance 
fee payment, including any necessary surcharge, was not 
filed prior to expiration of the patent. 

Paragraph (b) of new §1.377 specifies that any petition 
under new §1.377 must be filed within 2 months of the 
action complained of, or within such other time as may 
be set in the action complained of. The petition must be 
accompanied by the petition fee of $120 provided for in 
the amendment to §).17(h). Paragraph (b) also provides 
that the petition may include a request that the petition 
fee be refunded if the refusal to accept and record the 
maintenance fee is determined to have resulted from an 
error by the Patent and Trademark Office. 

Paragraph (c) of new §1.377 specifies that any petition 
filed under the section must comply with the require- 
ments of paragraph (b) of §1.181 and must be signed by 
an attorney or agent =e to practice before the 
Patent and Trademark , or by the patentee, the as- 
signee, or other party in interest. A person or organiza- 
tion whose only responsibility insofar as the patent is 
concerned is the payment of a maintenance fee is not a 
party in interest for purposes of paragraph (c) of §1.377. 

petition must be in the form of a verified statement 
if made by a person not registered to practice before the 
Patent and Trademark Office. If the petition is signed by 
a person not registered to practice before the Patent and 
Trademark Office, the petition must include the authori- 
ty of the person signing the petition as patentee, assign- 
ee, or other y in interest. 

New §1.378 is added yal eager to establish the pro- 
cedure for acceptance of the delayed payment of a 
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maintenance fee in an expired patent in order to 
reinstate that patent. This procedure is only available 
under Public Law 97-247 where the application on 
which the patent is based was filed on or aher Aug. 27, 
1982. If the maintenance fee is due under Public Law 96 
-517, i.e., the application on which the patent is based 
was filed on or after Dec. 12, 1980, and before Aug. 27, 


1982, the delayed payment of the maintenance fee is not 
provided ‘or by statute and cannot be accepted after ex- 
aoe of the patent, and the patent cannot be reinstat- 


Paragraph (a) of new §1.378 provides that the Com- 
missioner may accept the payment of any maintenance 
fee due on a patent based on an application filed on or 
after Aug. 27, 1982, after expiration of the patent if, 
upon petition, the delay in payment of the maintenance 
fee is shown to the satisfaction of the Commissioner to 
have been unavoidable. The surcharge set forth in 
§1.20(m) must be paid as a condition of accepting pay- 
ment of the maintenance fee. No separate petition fee is 
required for this petition. If the Commissioner accepts 
payment of the maintenance fee upon petition, the patent 
shall be considered as not having expired, but will be 
subject to the intervening rights provisions of 35 U.S.C. 
41(c) (2). 

Paragraph (b) of new §1.378 specifies the require- 
ments of a petition for acceptance of the delayed pay- 
ment of a maintenance fee filed within six months of the 
expiration of the patent. Under paragraph (b), the peti- 
tion must include the required maintenance fee set forth 
in §1.20(h)-(j); the surcharge set forth in §1.20(m); and a 
showing that the delay was unavoidable since reasonable 
care was taken to ensure that the maintenance fee would 
be paid timely. The showing must enumerate the steps 
taken to ensure timely payment of the maintenance fee. 
In view of the requirement to enumerate the steps taken 
to ensure timely payment of the maintenance fee, an ar- 
gument that the patentee was ignorant of the require- 
ment to pay maintenance fees will not constitute a show- 
ing of unavoidable delay. Evidence that despite 
reasonable care on behalf of the patentee and/or the pat- 
entee’s agents, and reasonable steps to ensure timely 
payment, the maintenance fee was unavoidably not paid, 
could be submitted in support of an argument that the 
delay in payment was unavoidable. For example, an er- 
ror in a docketing system could possibly resuit in a find- 
ing that a delay in payment was unavoidable if it were 
shown that reasonable care was exercised in designing 
and operating the system and if it were shown that the 
patentee took reasonable steps to ensure that the patent 
was entered into the system to ensure timely payment of 
the maintenance fees. 

Paragraph (c) of new §1.378 specifies the requirements 
of a petition for acceptance of the delayed payment of a 
maintenance fee filed more than six months after the ex- 
piration of a patent. These requirements are much more 
stringent in view of the heavy burden of proof that the 
delay was unavoidable. The legislative history of Public 
Law 97-247, House Report No. 97-542 (Committee on 
the Judiciary), indicates that “[a]fter the expiration of a 
reasonable period of time, the patentee would bear a 
heavy burden of proof that the delay was unavoidable.” 
The six month period provided for petition under para- 
graph (b) is considered to be a reasonable period of time 
within which to seek reinstatement of a patent which ex- 
pired for failure to pay the maintenance fee. Any peti- 
tion filed more than six months after expiration must 
meet the more stringent requirements of paragraph (c). 
Under paragraph (c), the petition must include the same 
elements as in ph (b) and, in addition, must dem- 
onstrate that the failure to pay the maintenance fee was 
unavoidable due to circumstances outside of the control 
of the patentee and those acting on behalf of the paten- 
tee in paying the maintenance fee. The showing in a pe- 
tition under paragraph (c) must be sufficient in scope 
and content to meet the heavy burden of proof required 
to show that a delay in payment of the maintenance fee 
of more than six months after expiration of the patent 
was unavoidable. In contrast to a petition under para- 
graph (b), a showing in a petition under paragraph (c) of 
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an error in a docketing system will not be sufficient to 
find that the delay was unavoidable. Instead, a petition 
filed under paragraph (c) must demonstrate that the cir- 
cumstances Feotiting in the delay were entirely outside 
the control of the patentee and those acting on behalf of 
the patentee in paying the maintenance fee, e.g., serious 
efforts without success to raise the funds required to pay 
the maintenance fee. 

Paragraph (d) of new §1.378 requires that a petition 
filed under §1.378 be signed by an attorney or agent reg- 
istered to practice before the Patent and Trademark Of- 
fice, or by the patentee, the assignee, or other party in 
interest. A person or organization whose only responsi- 
bility insofar as the patent is concerned is the payment 
of a maintenance fee is not a party in interest for pur- 
poses of paragraph (d) of §1.378. Under paragraph (d), 
the petition must be in the form of a verified statement if 
made by a person not — to practice before the 
Patent and Trademark Office. If the petition is signed by 
a person not registered to practice before the Patent and 
Trademark Office, the petition must include the authori- 
ty of the person signing the petition as patentee, assign- 
ee, or other party in interest. 

Paragraph (e) of new §1.378 provides a mechanism for 
obtaining reconsideration of a decision refusing to ac- 
cept a maintenance fee upon petition filed pursuant to 
paragraph (a). This mechanism is a petition for reconsid- 
eration which may be filed within two months of, or 
such other time as set in the decision refusing to accept 
the delayed payment of the maintenance fee. In contrast 
to petitions filed under paragraph (a), the petition for re- 
consideration filed under paragraph (e) of new §1.378 
will require the separate petition fee set forth in the 
amendment to §1.17(h). Paragraph (e) also provides that 
after the decision on the petition for reconsideration, no 
further reconsideration or review of the matter will be 
undertaken by the Commissioner. Paragraph (e) also 
provides for refund of the maintenance fee and the sur- 
charge set forth in §1.20(m) if the delayed payment of 
the maintenance fee is not accepted. The refund will be 
made following the decision on the petition for reconsid- 
eration, or after the expiration of the time for filing such 
a petition for reconsideration, if none is filed. Paragraph 
(e) specifies that the fee for filing the petition for recon- 
sideration will not be refunded unless the refusal to ac- 
cept and record the maintenance fee is determined to re- 
sult from an error by the Patent and Trademark Office. 


Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Eight letters submitting written 
comments were received. Oral testimony was presented 
by two persons (one person testified on behalf of the 
American Intellectual Property Law Association) at the 
public hearing conducted on June 26, 1984. All of the 
written and oral comments were considered in adopting 
the changes set forth herein. The comments submitted 
appear below along with responses thereto. 

mment: 

One comment suggested that the surcharge set at 37 
CFR 1.20(m) for accepting a maintenance fee after expi- 
ration of the patent should be reduced from $500.00 to 
$50.00 and that this amount should be reduced by 50 
percent for small entities. 

Reply: 

suggestion has not been adopted. The surcharge 
set at 37 CFR 1.20(m) is considered to be appropriate in 
view of the importance of the relief being obtained. Be- 
fore a surcharge under 37 CFR 1.20(m) is due the patent 
will have already expired due to the failure to pay a 
’ maintenance fee within a one-year period provided for 
the payment. Setting a lower amount as the surcharge 
would tend to denigrate the importance of the relief 
obtained by the acceptance of a maintenance fee after 
expiration of a patent. Further, a lower surcharge 
amount is not justified in view of the ample opportunity 
for payment of the maintenance fee which is presented 
by the one-year period in which payment can be made 
and the fact that the public is now on notice that main- 
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tenance fees are due and payable. Further, the Patent 
and Trademark Office will provide courtesy notices re- 
garding the need to pay maintenance fees at a plurality 
of points in time before the patent expires. Such a notice 
now appears on the patent grant and presently plans are 
to print such a courtesy notice on the Notice of Allow- 
ance and the Issue Fee Receipt. Notices will be printed 
in the Official Gazette listing the patent number ranges 
of patents on which maintenance fees can be paid and a 
notice will be mailed to the patentee during the grace 
period if the maintenance fee is not paid. Therefore, rel- 
atively few patentees should fail to pay the maintenance 
fee before expiration of the patent due to unavoidable 
circumstances. The surcharge set at 37 CFR 1.20(m) is 
established pursuant to 35 U.S.C. 41(c) and therefore the 
small entity provisions of Public Law 97-247 do not ap- 
ply to this fee. Also, Public Law 97-247 provides that 
the surcharge set at 37 CFR 1.20(m) could be in addi- 
tion to any surcharge established for payment of the 
maintenance fee during the grace period as set at 37 
CFR 1.20(1). The Patent and Trademark Office has es- 
tablished a separate surcharge set at 37 CFR 1.20(m) not 
in addition to the surcharge set at 37 CFR 1.20(1), but in 
lieu thereof. The amount set at 37 CFR 1.20(m) is not 
seen to be excessive. 

Comment: 

Two comments suggested that the small entity re- 
duced fee provisions of Public Law 97-247 should have 
been applied to maintenance fees required under Public 
Law 96-517. 

Reply: 

ie maintenance fee amounts under Public Law 96- 
517 set at 37 CFR 1.20(e)-(g) were previously set and 
are not part of the present rulemaking. It should be not- 
ed, however, that Public Law 96-517 did not provide 
for reduction of fees for small entities. Reductions of 
fees for small entities were established in Public Law 
97-247 only for fees under 35 U.S.C. 41(a) and (b) there- 
of. The maintenance fee levels in 37 CFR 1.20(e)-(g), 
however, were established under 35 U.S.C. 41(c) of 
Public Law 96-517 rather than 35 U.S.C. 41(a) or (6) of 
Public Law 97-247. Therefore, the fee amounts 
previously set at 37 CFR 1.20(e)-(g) are not seen to be 
subject to reduction for small entities. 
Comment: 

One comment suggested that the Office permit any of 
the maintenance fees to be paid in advance, either at the 
time of paying the issue fee or during any of the win- 
dow periods. Another comment suggested that the Of- 
fice should accept a fee payment earlier than the win- 
dow period if the fee has no possibility of being changed 
due to changes in the Consumer Price Index. 

Reply: 

These suggestions have not been adopted. The second 
comment listed above points out the problem with re- 
gard to the suggestion in the first comment. Public Law 
97-247 provided for adjustments of the maintenance fees 
every third year to reflect any fluctuations occurring 
during the previous three years in the Consumer Price 
Index, as determined by the Secretary of Labor. 
Allowing maintenance fees to be paid in advance would 
protege such adjustments to these maintenance fees un- 
less very burdensome administrative steps were 
implemented to require adjustments in the fee amount 
previously paid when the maintenance fees are adjusted 
at a later time. Requiring maintenance fees to be paid in 
a consistently time-ordered basis as in §1.362 will also be 
helpful administratively and for budgeting purposes. As 
to the second comment above, it is not seen that there 
would be substantial benefit to the public since the peri- 
od would be short during which a maintenance fee 
could not change due to changes in the Consumer Price 
Index. Thus, the patentee would only be able to make 
the maintenance fee payment a short time before the pe- 
Frey iain which payment may be made pursuant to 
Comment: 

Two comments suggested that a maintenance fee pay- 
ment made during the window period should not require 
adjustment if the maintenance fees are thereafter in- 
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com to reflect increases in the Consumer Price Index. 
eply: 

These comments have been adopted by an appropriate 
change in paragraph (b) of §1.366. Maintenance fees 
which are paid during the window period in the amount 
required on the date of payment will be accepted as 
proper and full payment. If the maintenance fees change 
after such a proper payment, no adjustment in the 
amount will be required or permitted. Thus, if the main- 
tenance fee increases before the close of the window pe- 
riod, the patentee will not be required to make up any 
deficiency between the amount properly paid during the 
window period and the new incr: ased fee. Likewise, if 
the maintenance fee decreases before the close of the 
window period, no refund will be’ permitted of part of 
the maintenance fee properly paid in the amount due 
when the payment was made. Payments must be made 
in the amount proper on the date of payment. For exam- 
ple, if payment is made during the grace period, the pay- 
ment must be made in the amount then required irre- 
spective of the amount of the maintenance fee which 
would have been due if payment had been made during 
the window period. 

Comment: 

Three comments were directed to the ve aqoes re- 
quirements in §1.366(c) for data identifying the patent 
upon which maintenance fee payments are being made. 
One comment indicated that many computer annuity 
systems now existing have a data base designed to ac- 
cept only two identifying numbers. This comment and 
one other comment suggested that the patent number 
and issue date be required to be submitted with the 
maintenance fee to identify the patent number. Another 
comment suggested that the required identifying data be 
the patent number, issue date, name of the inventor and 
title of the invention. 

Reply: 

The suggested changes to the proposed rule have 
been adopted in part. The requirement for identifying 
data to uniquely identify the patent for which mainte- 
nance fees are being paid is an important one. The Pa- 
tent and Trademark Office and the public must be able 
to determine with certainty which patents are in force 
and which patents have expired because the maintenance 
fees were not paid. The comments seem to recognize 
that at least two identifiers are necessary so that a cross- 
check can be made to avoid errors. The suggested use of 
the issue date with the patent number would not provide 
a reliable cross-check. In excess of one thousand patents 
usually issue on each issue date. Therefore a mistake in 
the last four digits in the patent number supplied with 
the maintenance fee payment would often not be 
detected by use of the issue date as a cross-check. The 
Patent and Trademark Office has determined that the 
two best identifying data units for use as a c 
are the patent number and the application serial number. 
These identifiers are unique since each is specific to one 
patent or application and are thus required to be provid- 
ed with a maintenance fee payment by the final rule. 
The application serial number and the patent number are 
both fisted on the issued patent and in the ‘Official Ga- 
zette and therefore should be readily available to paten- 


tees. 
Comment: 
One comment suggested that no —— fee should be 
7 


charged for filing a petition under 37 CFR 1.377 seeking 
review of a decision refusing to accept and record pay- 
ment of a maintenance fee prior to expiration of a 
patent. The comment further suggested that, if a fee is 
charged, the filing of a petition thereunder should be 
or a return of the petition fee 

and record a 

maintenance fee payment was due to Patent and Trade- 

Office error. 


mark 
‘7 

suggestion that no petition fee be charged has not 
been . The petition fee, although required in ad- 
vance, will be retained by the Patent and Trademark Of- 
fice only in those instances where the refusal to accept 
and record the fee resulted from an error on the part of 
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someone other than the Patent and Trademark Office. In 
those instances where the refusal to accept arid record 
the fee resulted from a Patent and Trademark Office er- 
ror the Office intends to refund the petition fee, either 
based upon the request included in the petition or upon 
the initiative of the Office. The reason for including a re- 
quest for a refund, where appropriate, in the petition is to 
ensure that such request is not inadvertently overlooked. 
In view of the expense involved, it would be inappropri- 
ate to process a petition without a petition fee where the 
error necessitating the petition was made by the petitioner 
or someone acting on behalf of the patentee. 
Comment: 

One comment suggested that the term “unavoidable” 
should be more specifically defined in 37 CFR 1.378(b) 
(3) and (c) (3), if possible. 


eply: 

As stated in this rulemaking, the requirement that the 
delay in payment of the maintenance fee be “unavoid- 
able” is the same as that for reviving an abandoned ap- 
plication under 35 U.S.C. 133. This standard has been in 
effect for many years and should be well understood by 
the public. The rule is seen to be adequate as written, es- 
pecially in view of the discussion in this rulemaking 
which includes several specific examples based on when 
the petition to accept the delayed payment of a mainte- 
nance fee is filed. 

Comment: 

One comment suggested that Public Law 97-247 
should be “liberally interpreted” to permit acceptance of 
delayed payments of maintenance fees required under 
Public Law 96-517. Proposed 37 CFR 1.378 was limited 
to patents issuing on applications filed on or after Aug. 
27, 1982, the effective date of Public Law 97-247. 

Reply: 

The final rule has not been changed from the propos- 
al. The remedy ——— by the comment cannot be 
provided in view of the language of 35 U.S.C. 41(c) (1) 
which applies only to maintenance fees required by 35 
U.S.C. 41(b) of Public Law 97-247. Section 17(a) of 
Public Law 97-247 clearly states “the maintenance fees 
provided for in section 3(b) of this Act shall not apply 
to patents applied for prior to the date of enactment of 
this Act.” 

Comment: 

Several of the comments received were directed to 
proposed statutory changes which were said to be desir- 
able in the area of maintenance fees. 

Reply: 

These comments were not suggesting that the pro- 
posed rules were not in compliance with the present 
statutes, but rather that the statutes themselves should be 
changed. These comments are beyond the scope and 
purpose of this rule change. 


Implementation of Maintenance Fee Payment Procedures 


The Patent and Trademark Office is presently devel- 
oping its internal working procedures for processing 
maintenance fee pare on and for notifying the public 
as to the status of maintenance fee payments on particu- 
lar patents. The first maintenance fees become due early 
in 1985. In order to be as helpful as ible in inform- 
ing the public as to the Patent and Trademark Office’s 
current plans it is useful to outline the basic procedures 
the Patent and Trademark Office intends to adopt to 
process maintenance fees so that the interrelationship 
with the rules is understood. These basic procedures are 
subject to change as experience and circumstances dic- 
tate. 


Notices by the Patent and Trademark Office 


Under the statutes, the Patent and Trademark Office 
has no duty to notify patentees when their maintenance 
fees are due. It is the responsibility of the patentee to as- 
porcine: wea cow ah mn A oy 
ration of the patent. The Patent and Trademark 2 
will, however, provide some notices as reminders that 
maintenance fees are due, but the notices, errors in the 
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notices, or the lack of notices, will in no way relieve a 
patentee from the responsibility to make timely payment 
of each maintenance fee to prevent the patent from ex- 
piring by operation of law. The notices provided by the 
Patent and Trademark Office will be merely courtesy in 
nature and intended to aid patentees. These notices, er- 
rors in these notices, or the lack of notices, will in no 
way shift the burden of monitoring the time for paying 
maintenance fees on patents from the patentee to the Pa- 
tent and Trademark Office. 


Preprinted Standard Notice Wording 


The patent grant currently includes a reminder that 
maintenance fees may be due. The Notice of Allowance 
and Issue Fee Receipt are presently planned to be re- 
vised to contain reminder notice wording that mainte- 
nance fees may be due. 


Official Gazette Notice 


A notice will appear in each issue of the Official Ga- 
zette which will indicate which patents have been 
granted 3, 7 and 11 years earlier, that the window peri- 
od has opened and that maintenance fee payments will 
now be accepted for these patents. 

Another Official Gazette notice published after expira- 
tion of the grace period will indicate any patent which 
has expired due to non-payment of maintenance fees and 
any patents which have been revived under 35 U.S.C. 
41(c). An annual compilation of such expirations and re- 
vivals will also be published. 


Courtesy Reminder Notice 


Since patentees are expected to maintain their own 
record systems and since most patentees are expected to 
pay their maintenance fees during the “window period” 
to prevent payment of a surcharge, the Office will not 
send any reminder notices to patentees at the fee address 
until after the grace period has begun. This will reduce 
and simplify the mailing of notices but still give paten- 
tees an opportunity to pay their maintenance fees with 
surcharge during the grace period before expiration 


Commissioner of Patents and Trademarks 


Box M. Fee 


Washington, D.C. 20231 
Dear Sir: 


Enclosed is a check drawn for the amount of $1,500 for 
tents. 


Patent 
Date 


Serial 
Number 


Application 
Filing Date 


Feb. 7, 1984 May 20, 1981 
Feb. 14, 1984 April 1, 1983 


Patent 
Number 


P.P.5,188 
Re. 31,522 
*(4,374,741) 

4,429,419 

4,429,433 

4,429,439 
**4 432,000 


380,062 
481,494 


339,620 
412,101 
458,474 
380,681 


Feb. 7, 1984 Jan. 15, 1982 
Feb. 7, 1984 Aug. 27, 1982 
Feb. 7, 1984 Jan. 17, 1983 
Feb. 14, 1984 Aug. 26, 1981 
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(Feb. 22, 1983) (July 21, 1981) 
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of their patents. Such notices will be mailed to the fee 
address as set forth in §1.363. 


Action Notices 


The Office wil issue a receipt for payment of mainte- 
nance fees after entry of the maintenance fee payment. 
Such a receipt will provide an opportunity for the pat- 
entee to check if the Office has properly credited the 
payment. The original document submitted by the paten- 
tee when paying the maintenance fee will also be appro- 
priately marked and returned to the fee address. If actu- 
al experience indicates that they are not needed, the 
receipt notices and/or the return of the original docu- 
ment may be discontinued. 

The patentee will also be notified by mail at the fee 
address as set forth in §1.363 of any expiration or revival 
of the patent. 


Fee Address 


The patentee may provide the Patent and Trademark 
Office with a fee address under §1.363, which address 
may be different from the correspondence address under 
§1.33, when submitting the issue fee or in a separate lat- 
er-filed paper. The fee address will be used by the Of- 
fice for all correspondence directed to the | ages con- 
cerning maintenance fees. If no separate fee address is 
provided by the patentee under §1.363, the correspon- 
dence address under §1.33 will also be used for mainte- 
nance fee purposes. 


Payment of Maintenance Fees 


Transmittals of maintenance fees may be limited to a 
single patent or may involve several patents. If a trans- 
mittal involves several patents they should be listed in 
increasing numerical order. The following format is 
suggested for use when paying maintenance fees and any 
necessary surcharges. Although only the mandatory 
identification elements consisting of the patent number 
and United States application serial number, set forth in 
§1.366(c) are required, the items referred to in §1.366(d) 
should also be included to expedite processing of main- 
tenance fees and any necessary Soakeaees. In addition, 


February 22, 1987 


the payment of the maintenance fees on the following pa- 


Fee 


Surcharge Code 
170 
170/176 
170 

173 


273 
170 


Amount 


Payment Small 
Paid 


Year _Entity 


200.00 


$100.00 


$100.00 


Subtotals : 
$1,500.00 


Total Amount Paid 


The Commissioner is hereby authorized to charge any deficiency in the required fee or to credit any overpayment to 


Account No. 12-3456. 
Respectfully submitted, 


John Doe 
(703) 557-3054 


*Note: Information from original patent is included in parenthesis for the reissue patent for which payment is being 


made. 
**Note: Application filing Date is the PCT International Filing Date. 
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the indication of the fee code used by the Patent and 
Trademark Office would assist in proper financial 
crediting within the Office. It is also suggested that the 
telephone number of the person submitting the payment 
be supplied. 

Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or conservation of en- 
ergy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 
96-354), Executive Order 12291, and the Paperwork Re- 
duction Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). Public 
Law 97-247 has taken into consideration the impact it 
may have on small entities. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
gene regions. There will be no sigini it adverse ef- 

ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

The maintenance fee payment information collection 
requirement contained in the final rules has been submit- 

to OMB for review under Section 3504(h) of the Pa- 
perwork Reduction Act. Comments relating to this re- 
quirement should be directed to the Office of 
Information and Regulatory Affairs of OMB, Attention: 
tog Officer for Commerce, Patent and Trademark Of- 
ice. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority dele- 
gations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 

Notice is hereby given that pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, Pub. L. 96-517 and Pub. L. 97-247, the 
Patent and Trademark Office is amending Title 37 of the 
Code of Federal Regulations as set forth below. 


Part I [Amended] 


37 CFR, Part I, is amended as follows: 
1. Section 1.1 is amended by adding a new paragraph 
(d) to read as follows: 


§1.1 All communications to be addressed to Commissioner 
of Patents and Trademarks. 


(d) Payments of maintenance fees in patents and other 
communications relating thereto should be additionally 
marked “Box M. Fee.” 


§1.9 [Amended] 


2. Paragraph (d) of §1.9 is amended by ange & 
citation “13 CFR 121.3-18, published on Sept. 1982 
at 47 FR 43273.” to “13 CFR 121.12.” and by changing 
the words “§121.3-18 Definition of small business for 
paying reduced patent fees under Title 35, U.S. Code” 
to “gi2i. 12 Small business for paying reduced patent 
fees.” 

3. Section 1.17 is amended by adding to the end of 
paragraph (h) the following: 
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§1.17 Patent application processing fees. 


sees 


@)*** 


- §1.377 - for review of decision refusing to accept and 
record payment of a maintenance fee filed prior to expi- 
ration of patent 


- §1.378(e) - for reconsideration of decision on petition 
refusing to accept delayed payment of maintenance fee 
in expired patent 

4. Section 1.19 is amended by adding new paragraphs 
(f) and (g) to read as follows: 


§1.19 Document supply fees. 


eseee8 


(f) Microfiche copy of patent file record 
(g) Uncertified statement as to status of the payment 
of — gapmaeaey fees due on a patent or pen - : 


pate: 
. "Section 1.20 is amended by adding new paragraphs 
(k), (), and (m) to read as follows: 


§1.20 Post-issuance fees. 


see 


(k) Surcharge for paying a maintenance fee during the 
6-month grace period following the expiration of three 
years and six months, seven years and six months, and 
eleven years and six months after the date of the original 
grant of a patent based on an application filed on or af- 
ter Dec. 12, 1980 and before Aug. 27, 1982 . $100.00 

(1) Surcharge for paying a maintenance fee during the 
6-month grace period following the expiration of three 
years and six months, seven years and six months, and 
eleven years and six months after the date of the original 
grant of a patent based on an application filed on or af- 
ter Aug. 27, 1982: 

By a small entity (§1.9 (f)) 

By other than a small entity 

(m) Surcharge for accepting a maintenance fee after 
expiration of a patent for non-timely payment of a main- 
tenance fee on a patent based on an application filed on 
or after Aug. 27, 1982, en the delay in ee 4 » 
shown to the satisfaction of the Commission 
been unavoidable 

6. Section 1.33 is amended by adding a new paragraph 
(d) to read as follows: 


§1.33 Correspondence respecting patent applications, reex- 
amination proceedings, and other proceedings. 


seee8 


(d) A “correspondence address” or change thereto 
may be filed with the Patent and Trademark Office dur- 
ing the enforceable life of the patent. The “correspon- 
dence address” will be used in any correspondence relat- 
ing to maintenance fees unless a te “fee address” 
has been specified. See §1.363 for “fee address” used 
solely for siliaeuniod fee purposes. 

7. A new center heading and §1.362 is added to 
Subpart B to read as follows: 


Maintenance Fees 
§1.362 Time for payment of maintenance fees. 


einen fone DOS Se 
— to be paid in all patents based on applications 
on or after Dec. 12, 1980, a = 
graph (b) of this section, to maintain a patent in force 
beyond 4, 8 and 12 years after the date of grant. 
(b) Maintenance fees are not required for plant patents 
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based on applications filed on or after Aug. 27, 1982 or 
for any design patents. Maintenance fees are not re- 
quired for a reissue patent if the patent being reissued 
did not require maintenance fees. 

(c) The application filing dates for purposes of pay- 
ment of maintenance fees are as follows: 

(1) For an application not claiming benefit of an earli- 
er application, the actual United States filing date of the 
application. 

(2) For an application claiming benefit of an earlier 
foreign application under 35 U.S.C. 119, the United 
States filing date of the application. 

(3) For a continuing (continuation, division, continua- 
tion-in-part) application claiming the benefit of a prior 
patent application under 35 U.S.C. 120, the actual Unit- 
ed States filing date of the continuing application. 

(4) For a reissue application, the United States filing 
date of the original non-reissue application on which the 
patent reissued is ; 

(5) For an international application which has entered 
the United States as a Designated Office under 35 
U.S.C. 371, the international filing date granted under 
Article 11(1) of the Patent Cooperation Treaty which is 
considered to be the United States filing date under 35 
U.S.C. 363. 

(d) Maintenance fees may be paid in patents without 
ae during the periods extending respectively 

Tom: 

(1) 3 years through 3 years and 6 months after grant 
for the first maintenance fee, 

(2) 7 years through 7 years and 6 months after grant 
for the second maintenance fee, and 

(3) 11 years through 11 years and 6 months after grant 
for the third maintenance fee. 

(e) Maintenance fees may be paid with the surcharge 
set forth in §1:20(k) or (1) during the respective grace 
periods after: 

(1) 3 years and 6 months and through the day of the 
4th anniversary of the grant for the first maintenance 


fee, 

(2) 7 years and 6 months and through the day of the 
8th anniversary of the grant for the second maintenance 
fee, and 

(3) 11 years and 6 months and through the day of the 
12th anniversary of the grant for the third maintenance 


fee. 

(f) If the last day for paying a maintenance fee with- 
out surcharge set forth in paragraph (d) of this section, 
or the last day for paying a maintenance fee with sur- 
charge set forth in paragraph (e) of this section, falls on 
a Saturday, Sunday, or a federal holiday within the Dis- 
trict of Columbia, the maintenance fee and any neces- 
sary surcharge may be paid under paragraph (d) or para- 
graph (e) respectively on the next succeeding day which 
is not a Saturday, Sunday, or federal holiday. 

(g) Unless the maintenance fee and any applicable sur- 
charge is paid within the time periods set forth in para- 
graphs (d), (e) or (f) of this section, the patent will ex- 
pire as of the end of the grace period set forth in 
paragraph (e) of this section. A patent which expires for 
the failure to pay the maintenance fee will expire at the 
end of the same: date (anniversary date) the patent was 

ted in the 4th, 8th, or 12th year after grant. 
: 8. A new §1.363 is added to Subpart B to read as fol- 
lows: 


§1.363 Fee address for maintenance fee purposes. 


(a) All notices, receipts, refunds, and other communi- 
cations relating to payment or refund of maintenance 
fees will be directed to the correspondence address used 
during prosecution of the application as indicated in 
§1.33(a) unless: 

(1) a “fee address” for purposes of payment of mainte- 
nance fees is set forth when submitting the issue fee, or 

(2) a change in the correspondence address for all 

urposes is filed after payment of the issue fee, or 

(3) a “fee address” or a change in the “fee address” is 
filed for purposes of receiving notices, receipts and oth- 
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er correspondence relating to the payment of mainte- 
nance fees after the payment of the issue fee, in which 
instance, the latest such address will be used. 

(b) An assignment of a patent application or patent 
does not result in a change of the “correspondence ad- 
dress” or “fee address” for maintenance fee purposes. 

9. A new §1.366 is added to Subpart B to read as fol- 


lows 
§1.366 Submission of maintenance fees. 


(a) The patentee may pay maintenance fees and any 
necessary surcharges, or any person or organization may 
pay maintenance fees and any necessary surcharges on 
behalf of a patentee. Authorization by the patentee need 
not be filed in the Patent and Trademark Office to pay 
maintenance fees and any necessary surcharges on behalf 
of the patentee. 

(b) A maintenance fee and any necessary surcharge 
submitted for a patent must be submitted in the amount 
due on the date the maintenance fee and any necessary 
surcharge are paid and may be paid in the manner set 
forth in §1.23 or by an authorization to charge a deposit 
account established pursuant to §1.25. Payment of a 
maintenance fee and any necessary surcharge or the au- 
thorization to charge a deposit account must be submit- 
ted within the periods set forth in §1.362(d), (e) or (f). 
Any payment or authorization of maintenance fees and 
pom filed at any other time will not be accepted 
and will not serve as a payment of the maintenance fee 
except insofar as a delayed payment of the maintenance 
fee is accepted by the Commissioner in an expired pa- 
tent pursuant to a petition filed under §1.378. Any au- 
thorization to charge a deposit account must authorize 
the immediate charging of the maintenance fee and any 
necessary surcharge to the deposit account. Payment of 
less than the required amount, payment in a manner oth- 
er than that set forth in §1.23, or the filing of an authori- 
zation to charge a deposit account having insufficient 
funds will not constitute payment of a maintenance fee 
or surcharge on a patent. The certificate of mailing pro- 
cedures of either §1.8 or §1.10 may be utilized in paying 
maintenance fees and any necessary surcharges. 

(c) In submitting maintenance fees and any necessary 
surcharges, identification of the patents for which main- 
tenance fees are being paid must include the following: 

(1) the patent number, and 

(2) the serial number of the United States application 
for the patent on which the maintenance fee is being 

id 


paid. 

(d) Payments of maintenance fees and any surcharges 
should identify the fee being paid for each patent as to 
whether it is the 33, 74 or 114 year fee, whether small 
entity status is being changed or claimed, the amount of 
the maintenance fee and any surcharge being paid, any 
assigned payor number, the patent issue date and the 
United States application filing date. If the maintenance 
fee and any necessary surcharge is being paid on a reis- 
sue patent, the payment must identify the reissue patent 
by reissue patent number and reissue application serial 
number as required by paragraph (c) of this section and 
should also include the original patent number, the origi- 
nal patent issue date and the original United States appli- 
cation filing date. 

(e) Maintenance fee payments and surcharge payments 
relating thereto must be submitted separate from any 
other payments for fees or charges, whether submitted 
in the manner set forth in §1.23 or by an authorization 
to charge a deposit account. If maintenance fee and sur- 
charge payments for more than one patent are submitted 
together, they should be submitted on as few sheets as 
possible with the patent numbers listed in increasing pa- 
tent number order. If the payment submitted is insuffi- 
cient to cover the maintenance fees and surcharges for 
all the listed patents, the payment will be applied in the 
oo the patents are listed, beginning at the top of the 
istin 


(f) Notification of any change in status resulting in 
loss of entitlement to small entity status must be filed in 
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a patent prior to paying, or at the time of paying, the 
earliest maintenance fee due after the date on which sta- 
ia iO) a small entity is no longer appropriate. See 
(g) yo fees and surcharges relating thereto 
will not be refunded except in accordance with §§1.26 
and 1.28(a). 
10. A new §1.377 is added to Subpart B to read as fol- 
lows: 


§1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 


patent. 


(a) Any patentee who is dissatisfied with the refusal of 
the Patent and Trademark Office to accept and record a 
maintenance fee which was filed prior to the expiration 
of the patent may petition the Commissioner to accept 
and record the maintenance fee. 

(b) Any petition under this section must be filed with- 
in 2 months of the action complained of, or within such 
other time as may be set in the action complained of, 
and must be accompanied by the fee set forth in 
§1.17(h). The petition may include a request that the pe- 
tition fee be refunded if the refusal to accept and record 
the maintenance fee is determined to result from an er- 
ror by the Patent and Trademark Office. 

(c) Any petition filed under this section must comply 
with the requirements of paragraph (b) of §1.181 and 
must be — by an attorney or agent registered to 
practice before the Patent and Trademark Office, or by 
the patentee, the assignee, or other party in interest. 
Such p petition must be in the form of a verified statement 
if made by a person not registered to practice before the 
Patent and Trademark Office. 

11. A new §1.378 is added to Subpart B to read as fol- 
lows: 


§1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent based on application 
filed on or after Aug. 27, 1982. 


(a) The Commissioner may accept the payment of any 
maintenance fee due on a patent based on an application 
filed on or after Aug. 27, 1982, after expiration of the 
patent if, upon petition, the delay in payment of the 
maintenance fee is shown to the satisfaction of the Com- 
missioner to have been unavoidable and if the surcharge 

required by §1.20(m) is paid as a condition of accepting 
‘ payment of the maintenance fee. If the Commissioner 
accepts payment of the maintenance fee upon petition, 
the patent shall be considered as not having expired, but 
will be subject to the conditions set forth in 35 U.S.C. 
41(c) (2). 

(b) Any petition to accept the delayed payment of a 
maintenance fee filed under paragraph (a) of this section 
within six months of the expiration of the patent must 
include: 

(1) the required maintenance fee set forth in §1.20(h)- 


(2) the surcharge set forth in §1.20(m); and 

(3) a showing that the delay was unavoidable since 
reasonable care was taken to ensure that the mainte- 
nance fee would be paid timely. The showing must enu- 
merate the steps taken to ensure timely payment of the 
maintenance fee. 

(c) Any petition to accept the delayed payment of a 
maintenance fee filed under paragraph (a) of this section 
more than six months after the expiration of the patent 
must include: 

(1) the required maintenance fee set forth in §1.20(h)- 


Ds 

(2) the surcharge set forth in §1.20(m); and 

(3) a showing that the delay was unavoidable since 
reasonable care was taken to ensure that the mainte- 
nance fee would be paid timely and the failure to timely 
pay the maintenance fee was due entirely to circum- 
stances outside of the control of the patentee. The show- 
ing must enumerate the steps taken to ensure timely pay- 
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ment of the maintenance fee and the circumstances 
which were outside of the control of the patentee and 
those acting on behalf of the patentee in paying the 
maintenance fee. The showing must be sufficient in 
scope and content to meet the heavy burden of proof re- 
quired to show that a delay in payment of the mainte- 
nance fee of more than six months after expiration of the 
patent was unavoidable. 

(d) Any petition under this section must be si Signet by 
an attorney or agent registered to practice before the 
Patent and Trademark Office, or by the patentee, the as- 


signee, or other party in interest. Such petition must be 
in the form of a verified statement if made by a person 
not oct seunent to practice before the Patent and Trade- 


(e) Reconsideration of a decision refusing to accept a 
maintenance fee upon petition filed pursuant to para; 
(a) of this section may be obtained by filing a pr = 
reconsideration within two months of, or such other time 
as set in, the decision refusing to accept the delayed pay- 
ment of the maintenance fee. Any such petition for recon- 
sideration must be accompanied by the petition fee set 
forth in §1.17(h). After decision on the petition for recon- 
sideration, no further reconsideration or review of the 
matter will be undertaken by the Commissioner. If 7 
delayed payment of the maintenance fee is not 
the maintenance fee and the surcharge set fon ty in 
§1.20(m) will be refunded following the decision on the 
petition for reconsideration, or after the expiration of the 
time for filing such a petition for reconsideration, if none 
is filed. The fee set forth in §1.17(h) for filing the petition 
for reconsideration will not be refunded unless the refusal 
to accept and record the maintenance fee is determined to 
result from an error by the Patent and Trademark Office. 


GERALD J. MOSSINGHOFF, 
July 30, 1984. Commissioner of Patents 
and Trademarks. 
[1046 O.G. 28] 


(53) Revision of Patent and Trademark Fees 

The purpose of this notice is to remind the public of 
changes in patent and trademark fees, effective Oct. 1, 
1982, pursuant to Public Law 97-247, enacted Aug. 27, 
1982. A final rule on “Revision of Patent and Trade- 
mark Fees” was published on July 30, 1982, at 47 FR 
33086-33112 with corrections in the printing thereof be- 
ing published on Aug. 4, 1982, at 47 FR 33688 and on 
Aug. 5, 1982, at 47 FR 33959. The final rule was also 
published in the Patent and Trademark Office Official 
Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. In view 
of the enactment of Public Law 97-247, the “Alterna- 
tive A—Rule Changes Under Only Public Law 96-517” 
relating to both patents and trademarks will not become 
effective. Instead, the “Rule Changes Common To Pub- 
lic Law 96-517 and H.R. 6260” and “Alternative B— 
Rule Changes Under H.R. 6260” will become effective 
for other patents and trademarks on Oct. 1, 1982. H.R. 
6260 is now Public Law 97-247. 

The Patent and Trademark Office has recieved a num- 
ber of questions regarding the implementation of the 
changes in fees. The final rule published in the Federal 
Register on July 30, 1982, and in the Official Gazette on 
Aug. 10, 1982, contains implementing instructions which 
should be carefully read and followed. The final rule in- 
cludes in the implementing instructions the following. 


“Any fee which is due and payable on or after Oct. 1, 
1982, must be paid in the amont and in accordance 
with the procedures contained in this rulemaking. For 
purposes of determining the amount of the fee to be 
paid, the date of mailing indicated on wer ery Certifi- 
cate of Mailing under §1.8 will be considered to be the 
date of receipt in the Office.” 


A “Certificate of Mailing under §1.8” is not “proper” 





1062 TMOG 62 


for items which are specifically excluded from the pro- 
visions of §1.8. Section 1.8 of Title 37, Code of Federal 
Regulations, should be consulted for those items for 
which a Certificate of Mailing is not “proper.” Such 
items include, inter alia, the filing of national and inter- 
national applications for patent and the filing of trade- 
mark applications. Any application for patent or trade- 
mark filed, i.e., received in the Office, on or after Oct. 1, 
1982, must include the fees which are effective on Oct. 
1, 1982, since §1.8 does not apply to, and specifically ex- 
cludes from its provisions, the filing of applications for 
patents and trademarks. 


GERALD J. MOSSINGHOFF, 
Sept. 14, 1982. Commissioner of Patents 
and Trademarks. 
[1022 O.G. 59] 


(54) Filing of Verified Statements Claiming 


Small Entity Status 


In view of the fact that the rules implementing the 
definition of small business concern were not published 
in the Federal Register until Sept. 30, 1982, any verified 
statement claiming small entity status will be accepted as 
timely filed if (1) the first fee in a patent application has 
been paid on or after Oct. 1, 1982, but before Feb. 27, 
1983, in the amount established for a non-small entity 
and (2) such verified statement is filed within 3 months 
of the date of payment of the first fee in a patent appli- 
cation paid on or after Oct. 1, 1982, but before Feb. 27, 
1983. If such a verified statement is timely filed within 
three months of the date of payment of the first fee paid 
on or after Oct. 1, 1982, but before Feb. 27, 1983, the 
statement will be treated as though it were present on 


the date the fee was paid. The correct amount of the fee 
will be determined and any excess will be refunded upon 
request. Section 1.28(a) of 37 CFR is waived until Feb. 
27, 1983 to the extent it is inconsistent with this practice. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


Oct. 15, 1982. 
[1023 O.G. 77] 


(55) Effect on Small Entity Status of License 


Pursuant to 35 USC 202(c) (4) 


Public Law 96-517 added a new chapter 38 to Title 
35 of the United States Code entitled “Patent Rights in 
Inventions Made With Federal Assistance.” Under the 
provisions of the statute, each funding agreement be- 
tween a Federal agency and an individual, small business 
firm or nonprofit organization must provide, inter alia, 
that “. . . the Federal agency shall have a nonexclusive, 
nontransferable, irrevocable, paid up license to practice 
or have practiced for or on behalf of the United States 
any subject invention . . .” See 35 U.S.C. 202(c) (4). 

Under provisions of 37 CFR 1.9 and 1.27, an indepen- 
dent inventor, small business concern or nonprofit orga- 
nization cannot qualify for reduced patent fees if it has 
assigned, granted, conveyed or licensed or is under ar 
obligation under contract or law to assign, grant, con- 
vey or license any rights in the invention to other than 
an individual who could be classified as an independent 
inventor if that person had made the invention, a small 
business concern or a nonprofit organization. The Feder- 
al agencies do not qualify as nonprofit organizations for 
paying reduced patent fees under the rules. Applying 
this construction to the licensing of an invention to a 
Federal agency by an independent inventor, small busi- 
ness concern or nonprofit organization pursuant to a 
funding agreement under 35 U.S.C. 202(c) (4) would 
preclude their qualifying for paying reduced fees. This, 
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however, would frustrate the intent of Public Law 97- 
247 and Public Law 96-517 wher taken together. 

This notice will serve as clarification that an indepen- 
dent inventor, small business concern or nonprofit orga- 
nization, which is otherwise qualified as a small entity 
for purposes of paying reduced patent fees under 37 
CFR 1.9 and 1.27, is not disqualified therefrom because 
of a license to a Federal agency pursuant to 35 U.S.C. 
202(c) (4). A license to a Federal agency resulting from 
a funding agreement with that agency pursuant to 35 
U.S.C. 202(c) (4) does not constitute a license for pur- 
poses of 37 CFR 1.9 or a transfer of rights for purposes 
of 37 CFR 1.27. Any other license or rights to a Federal 
agency will, of course, preclyde qualification as a small 
entity for purposes of paying teduced fees. 

Applicants who have he oo paid fees which were 
not reduced for small entity Status because of a license 
to a Federal agency pursuaht to 35 U.S.C. 202(c) (4) 
may claim a refund by filing the proper verified state- 
ment as required by 37 CFR 1.27 and by making refer- 
ence to this notice. 


GERALD J. MOSSINGHOFF, 
Jan. 14, 1983. Commissioner of Patents 
and Trademarks. 
[1027 OG 71] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part I 
[Docket No. 50725-5025] 


Revision of Patent Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule 
: The Patent and Trademark office is amending 
the rules of practice in patent cases, Part I of title 37, 
Code of Federal Regulations to adjust fee amounts. This 
action is necessary at this time because operating costs 
have increased over the past three years and the Com- 
missioner is authorized by §41(f) of title 35, United 
States Code, to adjust fees established in §41 (a) and § 
41(b) of title 35, United States Code, on Oct. 1, 1985, 
and every third year thereafter, to reflect any fluctua- 
tions occurring during the previous three years in the 
Consumer Price Index. Fees for other processing, 
services or materials related to patents as provided by § 
41(d) and §376 of title 35, United States Code, are being 
adjusted to recover the estimated average cost to the 
ice of such processing, services or materials. 

Effective Date: Oct. 5, 1985. 
For Information Contact: Frances Michalkewicz 
by telephone at (703) 557-1610 or by mail marked to her 
attention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: This rule change is designed 
primarily to adjust patent fees because costs have in- 
creased and the Commissioner is authorized to (1) adjust 
statutory patent fees set forth in §41(a) and §41(b) of ti- 
tle 35, United States Code, to reflect fluctuations occur- 
ring during the oor: three years in the Consumer 
Price Index (CPI), as authorized by §41(f) of title 35, 
United States Code, (2) adjust fees for processing, 
services, or materials related to patents which have been 
established by the Commissioner in accordance with § 
41(d) of title 35, United States Code, to recover the esti- 
mated average cost to the Office of such processing, 
services or materials, and (3) adjust fees for filing and 
processing an application under the Patent Cooperation 
Treaty which have been established by the Commission- 
er to recover the estimated average cost of such pro- 
cessing in accordance with Section 376 of title 35, Unit- 
ed States Code. 

Adjustments to fees for filing and processing a 
trademark application and for other processing, services 
or materials related to trademarks were not proposed at 
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this time, pending review of trademark automation cost 
requirements. 

A notice of proposed rulemaking was published in the 
Federal Register on June 21, 1985, at 50 FR 25896- 
25902. Corrections of typographical errors were 
published on July 1, 1985, at 50 FR 27030, and on July 
15, 1985, at 50 FR 28596. The notice also was published 
in the Official Gazette on July 2, 1985, at Vol. 1056, 
pages 6 through 25. An oral hearing was held on July 
18, 1985. Fifteen written letters and statements were sub- 
mitted. One person testified at the oral hearing. Full 
consideration has been given to all of these letters, state- 
ments, and testimony. 

Information: Patent and Trademark Office 
fees are authorized by sections 41 and 376 of title 35, 
United States Code. Section 41(a) of title 35, United 
States Code, establishes a number of statutory fees. 
Among the more significant of these are fees for filing a 
tent application and issuing a patent. Certain other 
, such as appeal fees, the fee for filing a disclaimer, 
fees for filing petitions seeking to revive an abandoned 
application and for extensions of time also are set in § 
41(a) of title 35, United States Code. Section 41(b) of ti- 
tle 35, United States Code, sets forth the statutory fees 
for maintaining a patent in force if the application was 
filed on or after Aug. 27, 1982. 

The provisions of Public Law 96-517 also authorize 
maintenance fees for applications other than design and 
plant patent applications filed on or after Dec. 12, 1980 
and before Aug. 27, 1982. These maintenance fees are to 
recover 25 percent of the estimated cost to the Office of 
processing patent applications. 

Section 1 of Public Law 97-247 authorized the reduc- 
tion by 50 percent in the fees paid under §41(a) and 
§41(b) of title 35, United States Code, by independent 
inventors, small business concerns, and nonprofit organi- 
zations, who meet the definitions established. This au- 
thorization will expire on Sept. 30, 1985. Legislation has 
been introduced to authorize this reduction for an addi- 
tional three years. If such authc «ty is not continued, the 
small entity reduction will be rescinded and appropriate 
amendments to the regulations will be made. 

Section 41(f) of title 35, United States Code, provides 
that fees established in §41(b) of title 35, United States 
Code, “may be adjusted by the Commissioner on Oct. 1, 
1985, and every third year thereafter, to reflect any fluc- 
tuations occurring during the previous three years in the 
Consumer Price Index, as determined by the Secretary 
of Labor.” Section 41(f) also provides that changes of 
less than one percent may be ignored. 

Policy for applying the Consumer Price Index: The 
ee of Labor’s Consumer Price Index (CPI) is 

ee approximately twenty-one days after the 
end of the month being calculated. The time lag be- 
tween the initiation and the completion of the 
rulemaking process dictated that the Mar. through Sept. 
1985 inflation rate be projected in the original 
rulemaking proposal. This estimate resulted in a cumula- 
tive three-year CPI of 11.7 percent applied to patent 
fees. 

Based upon actual data through June 1985 and pro- 
jecting the CPI to Sept. 30, 1985, the Administration’s 
revised projected cumulative CPI for the three-year 
(1982-1985) period is 11.8 percent. The Patent and 

Trademark has used the 11.8 percent projection 
in adjusting the fees established in §41(a) and §41(b) of 
title 35, United States Code. The revised CPI projection 
has not caused a change from the proposal in any of the 
§41(a) and §41(b) fees. 

After application of the 11.8 percent projected fluctu- 
ation in the CPI to fees set forth in §41(a) and §41(b), 
amounts for all non-small entity fees were rounded by 
applying standard arithmetical rules so that the amounts 
rounded would be de minimis and convenient to the 
user. Fees of $100 or more were rounded to the nearest 
$10. Fees below $100 were rounded to the nearest even 
number so that all comparable small entity fees would 
be in whole numbers. Section 41(d) of title 35, United 
States Code, provides that the “Commissioner will es- 
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tablish fees for all other processing, services, or materi- 
als related to patents” which are not covered in §41(a) 
and §41(b) of title 35, United States Code, “to recover 
the estimated average cost to the Office of such process- 
ing, services or materials.” 

Section 376 of title 35, United States Code, authorizes 
the Commissioner to set fees for patent applications filed 
under the Patent Cooperation Treaty. The fees under 
the Patent Cooperation Treaty are keyed to full cost re- 
covery of the processing costs under the Treaty. 

The general guidelines used by the Patent and Trade- 
mark Office in determining the non-statutory fees are set 
forth in OMB Circular A-25. Costs were determined 
from the best available records and included direct and 
indirect costs to the Office of carrying out the activity. 

Since these non-statutory fees are expected to remain 
in place for the three year fee cycle 1986-1988, the cal- 
culated costs were then adjusted by a mid-cycle inflation 
rate of 6.21 percent derived from the Administration’s 
inflation projection. After application of the projected 
mid-cycle inflation rate, amounts were rounded by ap- 
plying standard arithmetical rules so that the amounts 
rounded would be de minimis and convenient to the 
user. Fees of $100 or more were rounded to the nearest 
$10. Fees between $2 and $99 were rounded to the near- 
est whole number. Fees under $2 were rounded for con- 
venience. 

The fees established under §41(d) and §376 of title 35, 
United States Code have been modified from the pro- 
posal. For the first fee cycle (1983-1985), fees estab- 
lished under §41(d) and §376 were set in the aggregate 
to recover the estimated average cost to the Office of 
processing, services and materials as defined in PTO 
budget documents. Because of the significant increase in 
fees that was instituted on Oct. 1, 1982, as well as the es- 
prs of new fees, the PTO did not have the nec- 

rience to accurately predict (nor could it 
control) Y fee volumes for the first fee cycle. First cycle 
fees were thus set at levels sufficient to maintain finan- 
cial solvency despite possible fluctuations in costs or in 
workload. Fee amounts in most cases also were set at 
convenient integers (e.g., $5 or $10). For the second fee 
cycle (1986-1988), the PTO had proposed to set fees es- 
tablished under §41(d) and §376 using the same method- 
ology. Several comments to the proposed rules 
suggested that the PTO should establish Rai(d) and §376 
fees to more precisely recover the estimated average 
cost to the ice of the processing, service or material. 
The fees have been modified to reflect the following: (1) 
PTO experience over the past two and one-half years in 
predicting fee volumes, (2) virtual elimination of the re- 
serve income for fluctuations in cost or workload, and 
(3) greater reliance upon and use of the individual fee 
costs developed by the PTO’s Office of Finance. 

It is intended that the amount of any fee due and pay- 
able on or after Oct. 5, 1985 is the amount set in this 
rulemaking. For purposes of determining the amount of 
the fee to be paid, the date of mailing indicated on a 
proper Certificate of Mailing, where authorized under § 
1.8 of title 37, Code of Federal Regulations, will be con- 
sidered to be the date of receipt in the Office. 
A“Certificate of Mailing under §1.8” is not “proper” for 
items which are s cally excluded from the provi- 
sions of §1.8. Section 1.8 of title 37, Code of Federal 
Regulations, should be consulted for those items for 
which a Certificate of Mailing is not “proper”. Such 
items include, inter alia, the filing of national and inter- 
national am for patents and the filing of trade- 
mark applications. The provisions of §1.10 of title 37, 
Code of Federal Regulations relating to filing of papers 
and fees by “Express Mail” with certificate, however, 
do apply to any paper or fee (including patent and trade- 
mark applications) to be filed in the Office If an appli- 
cation or fee is filed by “Express Mail” with a certificate 
of mailing dated on or after Oct. 5, 1985, the amount of 
the fee to be paid is the fee established herein if a 
change is being made in the fee. 

It is further intended that the amount due and payable 
for services provided in Fiscal Year 1986 will be the 
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amount set in this rulemaking even if the fee becomes 
due prior to Oct. 5, 1985. Such fees include, but are not 
limited to, the annual service charge for subscription 
services (§1.19(c)(1)) and the annual rental for a delivery 
box (§1.21(d)). 

In order to ensure clarity in the implementation of the 
fee proposals, a discussion of specific sections is set forth 
below: 


DISCUSSION OF SPECIFIC RULES 
Section 1.16 National application filing fees 


Section 1.16 is amended to adjust patent application 
filing fees established in §41(a) of title 35, United States 
Code and set forth in paragraphs (a)-(d) and (f)-(j) of 
= section to reflect fluctuations in the Consumer Price 
ndex. 

Section 1.16, paragraph (e) is amended to adjust the 
patent application surcharge fee authorized by §111 of 
title 35, United States Code. Paragraph (e) has been 
modified from the proposal to limit the adjustment to 
the surcharge fee to changes which occurred during the 
past three years in the Consumer Price Index. 


Section 1.17 Patent application processing fees 


Section 1.17 is amended to adjust patent application 
processing fees established in §41(a) of title 35, United 
States Code, and set forth in paragraphs (a)-(g), (1) and 
(m) of this section to reflect fluctuations in the 
Consumer Price Index. The wording of paragraph (1) 
has been broadened to include reference to applicaitons 
abandoned under §371(d) of title 35, United States Code. 

Section 1.17, paragraphs (h)-(k) are amended to adjust 
the patent application processing fees authorized by 
§41(d) of title 35, United States Code, to recover the es- 
timated average cost to the Office of such processing. 
Paragraphs (h)-(k) have been modified from the proposal 
to more precisely recover the estimated average cost to 
the Office of processing petitions to the Commissioner, 
eo use proceedings, and non-English language speci- 

cations. 


Section 1.18 Patent issue fees 


Section 1.18 is amended to adjust patent issue fees es- 
tablished in §41(a) of title 35, United States Code and set 
forth in paragraphs (a)-(c) of this section to reflect fluc- 
tuations in the Consumer Price Index. 


Section 1.19 Document supply fees 


Section 1.19 is amended to adjust the fees authorized 
a §41(d) of title 35, United States Code for services and 
terials as set forth in paragraphs (a)-(c), (e) and (f) of 
this section to recover the estimated average cost to the 
Office of the specified services and materials. Paragraphs 
(a)-(c) have been modified from the proposal to more 
— recisely recover the estimated average cost to the Of- 
ice of supplying the documents specified in these para- 
graphs. Section 1.19 has been modified further to reduce 
the fees specified in paragraphs (e) and (f), which were 
not proposed for adjustment to more precisely recover 
the estimated average cost to the Office of supplying the 
documents. 

Section 1.19, paragraph (a) is amended further to clar- 
ify the services and documents provided. It would pro- 
vide for copies of specific documents at a flat fee. Cop- 
ies of general Office records would be provided at a per 
page fee. Paragraph (a)(4) has been modified from the 
proposal to provide copies of a patent file wrapper and 
its contents at $75 for each 200 pages or a fraction 
thereof. 

Section 1.19, paragraph (b) is amended further to de- 
lete subparagraph (3). A flat fee for comparing and cer- 
tifying copies of documents made from Office records is 
provided in new paragraph (i) of this section. 
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Section 1.19, paragraph (c) is amended further to pro- 
vide for ten subclasses with the annual service charge. 

Section 1.19 is amended to provide in new paragraph 
(h) a $10 document flat fee for an uncertified copy 
of a non-United States patent document. This fee would 
apply to copies of foreign patent applications such as 
those which are published at 18 months or when allow- 
able for opposition. 

Section 1.19 is amended to provide in new paragraph 
(i) a flat fee for comparison and certification of each 
copy of a document made from Office records but not 

repared by the Office. 

Section i 19 is amended to provide in new paragraph 
(j) a fee for duplicate filing receipts and corrected filing 
receipts due to applicant error. 

Paragraphs (i) and (j) have been modified from the 
proposal to more precisely recover the estimated aver- 
age cost to the Office of supplying the documents speci- 

ied. 


Section 1.20 Post-issuance fees 


Section 1.20, paragraphs (a)-(c) are amended to adjust 
patent post-issuance fees authorized by §41(d) of title 35, 
United States Code, to recover the estimated average 
cost to the Office of such processing. Section 1.20 has 
been modified from the proposal to more precisely re- 
cover the estimated average cost to the Office of the 
post-issuance fees set forth in paragraphs (b)-(c). Section 
1.20 has been modified further to reduce the fee set 
forth in paragraph (a), which was not proposed for ad- 
justment, to more precisely recover the estimated aver- 
age cost to the ice of providing a certificate of cor- 
rection. 

Section 1.20, paragraphs (d) and (h)-(j), are amended 
to adjust patent post-issuance fees established in §41(a) 
and §41(b) of title 35, United States Code, to reflect 
fluctuations in the Consumer Price Index. 

Section 1.20, paragraphs (e)-(g), are amended to adjust 
post-issuance fees authorized by Section 2 of Public Law 
96-517, as modified by Section 404 of Public Law 98- 
622. These fees must be set at a level to eventually re- 
cover 25 percent of the estimated cost to the Office of 
processing patent applications. In order to achieve this 
level of recovery, these maintenance fees are adjusted to 
reflect fluctuations in the Consumer Price Index. 

Section 1.20, paragraph (k), is amended to adjust the 
patent maintenance surcharge fee authorized by Section 
2 of Public Law 96-517. Paragraph (k) has been modi- 
fied from the proposal to limit the adjustment to the sur- 
charge fee to changes which occurred during the past 
three years in the Consumer Price Index. 

Section 1.20, paragraph (1), is amended to adjust the 
post-issuance fee authorized by §41(b) of title 35, United 
States Code. Paragraph (1) has been modified from the 
proposal to limit the adjustment to the surcharge fee to 
changes which occurred during the past three years in 
the Consumer Price Index. 


Section 1.21 Miscellaneous fees and charges 


Section 1.21 is amended to adjust the miscellaneous 
fees and charges authorized by §41(d) of title 35, United 
States Code and set forth in paragraphs (a)-(f), (h) and 
(i) of this section to recover the estimated average cost 
to the Office of such processing. Section 1.21 has been 
modified from the proposal to more precisely recover 
the estimated average cost to the Office of the miscella- 
neous services for which fees were set forth in para- 
= (a(2)-(a)(6), (o)(1), (d)-(f), (h)(1) and (i). Section 
1.21 has been modified further to reduce the fees speci- 
fied in paragraphs (c) and (h)(2), which were not pro- 
posed for adjustment, to more precisely recover the esti- 
mated average cost to the Office of those services. 

Section 1.21, paragraph (g), is modified from the 
proposal to change the term “copy machine tokens” to 
“CopiShare card.” 

Section 1.21, paragraph (k), is amended to change the 
word “section” to “part” to clarify that any charge not 
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provided for in these rules would be made at actual 
cost. 

Section 1.21 is amended to provide in new paragraph 
(m) a $20 fee for processing checks returned “unpaid” 
by a bank. 


Section 1.24 Coupons 


Section 1.24 is amended to adjust the fee for the pur- 
chase of coupons for patents to make it comparable to 
the fee required for the purchase of U.S. patents. 

Section 1.24 is amended to delete reference to forty 
cent coupons which are no longer sold by the Patent 
and Trademark Office. 


Section 1.25 Deposit accounts 


Section 1.25 is amended to establish a restricted sub- 
scription deposit account to be used exclusively for sub- 
scription orders of patent copies as issued. A minimum 
deposit of $300 is required to establish and maintain, 
without payment of a monthly service fee, a restricted 
subscription deposit account. 


Section 1.26 Refunds 


Section 1.26 is amended to change paragraph (c) to 
provide for a refund of $1,300 if the Commissioner de- 
cides not to institute reexamination proceedings. The 
$1,300 refund would apply to those instances where the 
reexamination fee of $1,770 under §1.20(c) was paid. 
The current $1,200 refund will be made in those cases 
where the current $1,500 reexamination fee was paid. 


Section 1.53 Serial number, filing date, and completion of 
application. 


Section 1.53 is amended to change paragraph (c) to 
reduce to $15 the handling fee charged in the event a 
specification or drawing is not submitted within the time 


period set by the Office. Section 1.53 has been modified 
to more precisely recover the estimated average cost to 
the Office of handling an application with missing parts. 


Section 1.297 Publication of statutory invention registration 


Section 1.297, paragraph (b), is amended to modify 
the statement to be printed on each statutory invention 
registration. The language of the statement is modified 
so as to be more easily understood. 


Section 1.445 International application filing and processing 


fees 


Section 1.445, paragraphs (a)(1)-(a)(4), are amended to 
adjust the fees authorized by §376 of title 35, United 
States Code, for international application processing to 
recover the estimated average cost to the Office of such 
processing. The cost of the international search fee set 
forth in paragraph 1.445(a)(2)(i) has been reduced and 
the amount credited by the Office under paragraph 
1.445(a)(2)(ii) is not changed. Paragraphs (a)(1) and 
(a)(3) have been modified from the proposal to more 
precisely recover the estimated average cost to the Of- 
fice of processing international applications. However, 
the amount of the credit under 1.445(a)(4) is somewhat 
less than at present and is the same as in the proposed 
rules. 

Section 1.445(a)(5) is amended to adjust the surcharge 
authorized by §371(d) of title 35, United States Code. 

Paragraph (a)(5) has been modified from the proposal 
to limit the adjustment to the surcharge fee to changes 
which occurred during the past three years in the 
Consumer Price Index and to provide for a small and 
large entity amount to be consistent with §1.16(e). 

Section 1.445(a)(6) is amended to adjust the process- 
ing fee for an English translation filed after 20 months 
from the priority date to recover the estimated average 
cost to the Office of such processing. Paragraph (a)(6) 
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has been modified from the proposal to more precisely 
recover the estimated average cost to the Office of pro- 
cessing an English translation and to be consistent with 


§1.17(k). 


Section 1.446 Refund of international application filing and 
processing fees. 


Section 1.446 is amended to delete paragraph (b). The 
substance of the deleted material is included in section 


1.445, paragraph (a)(4). 
Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Fifteen letters submitting written 
comments and eight questions by telephone were re- 
ceived. Oral testimony was presented by one person at 
the public hearing conducted on July 18, 1985. All of 
the written and oral comments were considered in 
adopting the changes set forth herein. The comments 
submitted appear below along with responses thereto. 
Comment: 

PTO fees are already too high and burdensome to the 
patent community. 

Reply: ; 

ere has been no indication that PTO fees are bur- 
densome to the patent community. In 1984, we expected 
to receive 107,000 patent applications and actually re- 
ceived 109,539. In 1985, we are currently receiving ap- 
plications at an annual rate of approximately 116,000. 

The PTO is adjusting patent processing and patent 
service fees because costs have increased. The Commis- 
sioner may adjust patent statutory fees by changes 
which have occurred during the past three years in the 
Consumer Price Index (CPI). This authority is provided 
by 35 U.S.C. 41(f). The intent of the Congress in index- 
ing the statutory patent fees set in 1982 to the CPI was 
to assure that a precipitous drop in the level of recovery 
did not occur due to inflation. Indexing of statutory pa- 
tent fees was not intended to raise additional revenues 
beyond the rate of inflation. 

The Commissioner also is authorized to adjust non- 
statutory patent fees to recover the estimated average 
cost to the Office of processing, services and materials. 
This authority is provided by 35 U.S.C. 41(d). As 
previously discussed, several of the proposed fees have 
been modified to more precisely recover the estimated 
average cost to the Office of processing, materials and 
services. 

Comment: 

PTO has failed to abide by the provisions of Public 
Law 96-517 and the accompanying report (House Re- 
port 96-1307). Specifically, the PTO has failed to abide 
by the 50 percent recovery limitation for patent process- 
ing fees and the restrictions on the use of fee income. 
Reply: 

Public Law 96-517, although enacted into law, was 
never fully implemented because the Congress passed 
H.R. 6260 which was enacted as Public Law 97-247 on 
Aug. 27, 1982. Public Law 97-247 provides for an even- 
tual 100 percent cost recovery through processing and 
maintenance fees except for the subsidy for certain small 
entities, and contains no restrictions on the use of in- 
come from fee revenues. 

This rulemaking adjusts, by the Consumer Price Index 
(CPI), the patent processing (41(a)) and patent mainte- 
nance (41(b)) fees established by Public Law 97-247. 
The CPI adjustment allows the programs supported by 
§41(a) and (b) fees to keep pace with inflation. Any 
growth in the aggregate rate of recovery of fees versus 
costs in this second cycle of fees is due primarily to the 
first time collection of maintenance fee receipts. 

The restrictions on the use of income from fee reve- 
nues, which were included in House Report 96-1307 ac- 
companying Public Law 96-517, were based upon a 50 
percent recovery of patent costs from user fees. Then- 
Commissioner Mossinghoff testified before the Subcom- 
mittee on Courts, Civil Liberties, and Administration of 
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Justice, when Congress was considering H.R. 6260, that 
the Administration’s PTO user fee program was pro- 
posed to improve the quality of service at the PTO by 
reducing patent pendency, trademark pendency and au- 
tomating patent and trademark operations. The Commis- 
sioner went on to say that “The major increases in the 
three program areas will be paid for by the sharp in- 
crease in user fees that we are recommending.” The 
Congressional debate on this proposal indicates that the 
Subcommittee approved these innovative fee provisions 
in order to improve the level of patent and trademark 
services provided to users of the Office. 

Comment: 

Fees should relate to the actual “costs of processing 
patent applications” and should not include “overhead” 
ex 
Reply: 

The fees applicable to patent filing, issuance and main- 
tenance fees were established by the Congress and set 
forth in 35 U.S.C. §41(a) and (b). Regardless if Congress 
included “overhead” expenses when setting these statu- 
tory patent fees, these fees may be adjusted only to re- 
flect the fluctuations in the CPI every three years. Fees 
for other processing, services or materials related to pa- 
tents are set by the Commissioner pursuant to 35 U.S.C. 
41(d) to recover the Office’s estimated average cost. The 
legislative history of Public Law 97-247, including the 
accompanying House Report, does not provide guidance 
regarding how “estimated average cost” was to be de- 
termined. These fees were determined under the general 
guidelines of OMB Circular A-25, entitled “User Charg- 
es,” which established general policies for developing an 
equitable and uniform system of charges for certain gov- 
ernment services ana property. Circular A-25 provides 
that a reasonable charge should be imposed to recover 
the full cost to the Government of rendering a service 
to an identifiable recipient, who receives a substantial 
benefit not accruing to the general public, e.g., receiving 
a patent. The concept of full cost recovery includes an 
appropriate overhead charge. Therefore, the inclusion of 
overhead expenses in calculating the costs of processing 
patent applications is appropriate. 

Comment: 

The PTO does not include a description of any cost 
containment measure. 
Reply: 

The PTO has taken all possible measures to contain 
costs. During fiscal year 1985, a zero-based analysis was 
conducted of all programs and their associated funding. 
The purpose of the review was to assure that adequate 
resources were available to meet the PTO’s most impor- 
tant priorities while addressing unanticipated costs such 
as, the full absorption of the fiscal year 1985 pay raise, 
new pay scale for patent examiners, higher postal and 
telephone rates, greater use of PTO services, etc. The 
PTO’s annual budget request is thoroughly reviewed by 
the Department of Commerce, by the Office of Manage- 
ment and Budget, and by the Congressional Appropria- 
tions Committees prior to enactment. The PTO is com- 
plyin with the President’s Deficit Reduction Program. 

year 1986 budget request reflects reductions 
bo phot printing and consultants as required by the 
Deficit Reduction Act of 1984; administrative cost sav- 
ings; and grade reductions and pay cuts. The PTO pro- 
gram to reduce patent pendency, once achieved in 1987, 
will require less resources than are currently expended. 
The Automation program, too, as it achieves its major 
milestones, will deliver cost benefits. 
Comment: 

The PTO has proposed to adjust fees because costs 
have increased but they did not include an explanation 
of how costs were calculated. 

Reply: 

Patent statutory fees, which are set forth in 35 U.S.C. 
41(a) and (b), can be adjusted on Oct. 1, 1985 and every 
three years thereafter to reflect fluctuations which have 
occurred in the Consumer Price Index (CPI). The costs 
of processing a patent application from receipt to issue 
or abandonment were calculated in 1982 at the time the 
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present fees were set by statute. The most significant el- 
ements of processing a patent application are compensa- 
tion costs, space and the costs incurred for printing the 
Official Gazette and patent grants. 

As a result of these increases to the major costs in- 
curred in the processing of a patent application, the 
PTO is adjusting the statutory 4i(a) and (b) patent fees 
by the fall CPI of 11.8 percent in order to recover the 
projected budgeted collections for patent processing for 
the years 1986-1988. 

Non-statutory patent and patent service fees are being 
set to recover the estimated average cost to the Office 
over the next three years (1986-1988) of processing, 
services and materials. Costs for goods and services 
were determined under the general guidelines set forth 
in OMB Circular A-25 entitled “User Charges,” which 
establishes general policies for developing an equitable 
and uniform system of charges for certain Government 
services and property. The cost of all processing, 
services and/or materials associated with each non-statu- 
tory (§41(d)) patent fee was determined. Since these fees 
are expected to remain in place for three years (1986— 
1988), each cost was adjusted by a mid-cycle inflation 
rate of 6.21 percent which was derived from the Admin- 
istration’s 1986-1988 inflation projection. 

Comment: 

The PTO has proposed to set §41(d) fees at a level 
which exceeds the estimated average cost to the Office. 
PTO’s cost calculations do not support the proposed § 
41(d) fees. 

Reply: 

oat established pursuant to 35 U.S.C. 41(d) and 376, 
non-statutory patent and patent service fees, are being 
set to recover the estimated average cost to the Office 
over the next three years (1986-1988) of processing, 
services and materials. Costs for goods and services 
were determined under the general guidelines set forth 
in OMB Circular A-25 entitled “User Charges,” which 
establishes general policies for developing an equitable 
and uniform system of charges for certain Government 
services and property. 

The PTO employed cost-finding techniques for deter- 
mining the costs of all processing, services and/or mate- 
rials associated with each non-statutory patent fee. 
These costs were documented by the Director, Office of 
Finance and reviewed by each responsible Assistant 
Commissioner. Since the revised fees are expected to re- 
main in place for the next three years (1986-1988), each 
cost was adjusted by the mid-cycle inflation rate of 6.21 
percent. The fee was then set based upon this inflated 
cost. 

For the first fee cycle (1983-1985), fees established 
under §41(d) and §376 were set in the aggregate to re- 
cover the estimated average cost to the Office of pro- 
cessing, services and materials as defined in PTO budget 
documents. Because of the significant increase in fees 
that was instituted on Oct. 1, 1982, as well as the estab- 
lishment of new fees, the PTO did not have the neces- 
sary experience to accurately predict (nor could it con- 
trol) fee volumes for the first fee cycle. First cycle fees 
were thus set at levels sufficient to maintain financial 
solvency despite possible fluctuations in costs or in 
workload. Fee amounts in most cases also were set at 
convenient integers (e.g., $5 or $10). For the second fee 
cycle (1986-1988), the PTO had proposed to set fees es- 
tablished under §41(d) and §376 using the same method- 
ology. Several comments to the proposed rules 
suggested that the PTO should establish §41(d) and §376 
fees to pea ncaa d recover the estimated average 
cost to the ice of the ae 4 service or material. 
The fees have been modified to reflect the following: (1) 
PTO experience over the past two and one-half years in 
predicting fee volumes, (2) virtual elimination of the re- 
serve income for fluctuations in cost or in workload, and 
(3) greater reliance upon and use of the individual fee 
costs developed by PTO financial analysts. 

In modifying the proposed fees, the PTO used the 
raw cost data derived for each fee, adjusted that amount 
by the projected mid-cycle inflation rate of 6.21 percent, 





JANUARY 7, 1986 


and rounded the adjusted cost by applying standard ar- 
ithmetical rules. Fees of $100 or more were rounded to 
the nearest $10. Fees between $99 and $2 were rounded 
to the nearest whole number. Fees under $2 were round- 
ed for convenience. 

Comment: 

The increase in maintenance fees appears to be driven 
by non-cost considerations. Since they have just begun 
to be collected, there could be no actual cost histories 
on which to base the adjustments. 

Comment: 

The increase in claim fees seem to be proposed with- 

out any seemingly real increase in cost. specifically at- 
tributable to these items. 
Reply: Patent statutory fees such as claim and mainte- 
nance fees, which are set forth in 35 U.S.C. 41(a) and 
(b), may be adjusted every three years to reflect changes 
which have occurred in the Consumer Price Index 
(CPI) for the prior three years. The costs of processing, 
issuing and maintaining patents were calculated in 1982 
at the time the present fees were set by statute. Patent 
maintenance fees as set forth in both Public Laws 96- 
517 and 97-247 are one of several sources of income 
available to the PTO to cover the costs’ of processing, is- 
suing and maintaining a patent. The most significant ele- 
ments of processing, issuing and maintaining patents are 
personnel compensation, benefits, space and printing 
costs. Since 1982, these costs have risen in an amount 
equal to and in some cases, in an amount exceeding, the 
CPI increase for the individual year. 

As a result of these cost increases, the PTO is adjust- 
ing §41(a) and §41(b) patent fees and the Public Law 96 
-517 maintenance fees by the full CPI of 11.8 percent. 
Comment: 

PTO’s proposed adjustments to §41(a) and §41(b) fees 
are higher than the 11.7 percent fluctuation in the 
Consumer Price Index because of the rounding princi- 
ples PTO has applied. 

Reply: 

The intent of the Congress in indexing the statutory 
patent fees, 35 U.S.C. 41(a) and (6), to the CPI was to 
assure that a precipitous drop in the level of recovery 
did not occur due to inflation with regard to the fees set 
in 1982. Indexing of statutory patent fees was not intend- 
ed to be a method of raising additional revenues, nor has 
the PTO used it for that purpose, but rather for adminis- 
trative ease. Rounding will ease the administration of 
these fees by permitting the PTO and users to deal in in- 
crements of ten when the adjusted fee is $100 or greater 
or in even amounts when the fee is below $99. This will 
ease implementation of the 50 percent reduction in fees 
for small businesses, non-profit organizations and indi- 
viduals. Moreover, any surpluses which may result are 
for the short-term only. By applying routine techniques, 
there should be a balancing out of shortfalls and 
surpluses in the long-run. 

Comment: 

The fee for a deferred declaration under 34 U.S.C. 
111 should be changed so that such a fee would only be 
required if the declaration were filed later than three 
months from the actual filing date. 

Reply: 

The suggestion for permitting the declaration to be 
filed up to three months after the actual filing date with- 
out a surcharge has not been adopted. It would place 
administrative burdens on the Office since it would en- 
courage the late filing of oaths or declaration. 

Comment: 

There appears to be no justification for the significant 
increase to the surchage fees. 
Reply: 

In proposing adjustments to penalty surcharge fees, 
the PTO considered the costs incurred in providing spe- 
cial handling to certain cases, and proposed to set the 
fee at a level that would recover costs and preclude un- 

resort to pertinent procedures but not so high 
as to be burdensome where resort to these procedures is 
necessary. In response to several comments received on 
the proposed surcharge fees, the proposal has been mod- 
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ified to limit the adjustments to surcharge fees set forth 
in §1.16(e), §1.20(k), §1.20(1) and §1.445 (a)(5) to changes 
which have occu: during the past three years in the 
Consumer Price Index. 

Comment: 

Patent Cooperation Treaty (PCT) fee increases far ex- 
ceed the 11.7 percent average increase applied to nation- 
al applications. This increase could seriously affect use 
of PCT system. 

Reply: 

The PCT fees set under 35 U.S.C. 376 are based on 
cost recovery and are not adjusted by the Consumer 
Price Index. The fees under §1.445 are set to reflect esti- 
mated average processing costs. A reduction was made 
in the amount of the international search fee if 
performed by the U.S. Patent and Trademark Office. 
While the credit for a prior U.S. search is unchanged 
and other PCT fees are increased, the overall adjustment 
level of PCT fees is generally in line with the CPI. 
Comment: 

‘The small entity reduction should be adopted for the 
PCT surcharge. 

Reply: 

The final rule has been modified from the proposal 
to provide for small and large entity amounts in 
§1.445(a)(5). This is to correspond to a similar fee in 
§1.16(e). 

Comment: 

The proposed fees for a copy of a patent file wrapper 
and its contents (1.19(a)(4)) are unfair at the ae oa ~ 
It would be more equitable to charge $75 for eac 
pages or fraction thereof. 

Reply: 

In proposing a fee of $75 for up to 200 pages and 
$350 for 201 pages or more for a copy of a patent file 
wrapper and its contents, the PTO was attempting to 
move to a flat fee for this service. Since there were ob- 
jections to the breakpoint, the final rule has been modi- 
fied from the proposal to reflect a fee of $75 for each 
200 pages or fraction thereof. 

Comment: 

The proposed increase in §1.20(c) regarding requests 
for reexamination and the related decrease in §1.26(c) re- 
lating to refunds where reexamination is not ordered, ap- 
peared to be set from a revenue generating standpoint 
rather than being cost-driven. 

Reply: 

While the comment does not ~ ar what the fees 
should be, it is noted that the two fees have to be con- 
sidered together. The notice of proposed rulemaking set 
a fee of $1,800 for filing a request for reexamination, 
which was an increase from the previous fee of $1,500. 
This fee has been modified from the proposal and is now 
set at $1770. The refund where reexamination is denied 
was proposed to be raised from $1,200 to $1,300, which 
raises the refund from the amount previously refunded. 
The amount refunded has not changed from the pro’ 
al. The relative amounts of the initial fee and the refund 
are set to obtain the necessary recovery of costs from 


A separate schedule of fees should be instituted for in- 
terference proceedings, but such fees should apply only 
to junior parties, since interferences are conducted pri- 
marily for their benefit. 

Reply: 
The rules already provide for certain fees relating 


to interference p gs; see §1.644(e) and (f), and 
§1.666(b) and (c). In general, however, the PTO decided 
in 1982 that the costs of interference proceedings should 
be factored into the fees charged in connection with the 
processing and examination of patent applications, be- 
cause (1) an interference is a proceeding instituted by 
the PTO, and (2) it would not be administratively feasi- 
ble to attempt to provide a fee schedule to cover the 
myriad of different situations which may occur in the 
course of an interference. Since these reasons are still 
considered applicable, the suggestion has not been 
adopted. 
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Comment: 

The proposed fee for admission to the examination 
(1.21(a)(1)) for registration to practice is too high for 
students who often sit for the exam and it is inappropri- 
ate because administering the exam is not a service to 
the public but a cost of operating the PTO. 

Reply: 

The fee for admission to the examination for registra- 
tion to practice reflects the costs of conducting the ex- 
amination twice a year nationwide. The significant in- 
crease is due to the fact that the fee had been 
understated in relation to cost during the 1983-1985 fee 
cycle. Fees established in this rulemaking will more pre- 
cisely recover the estimated average cost to the Office 
of administering and grading the examination and are 
consistent with the cost recovery principles of OMB 
Circular A-25. 

Comment: 

The pro fee for requesting a regrading of an ex- 
amination (1.21(a)(6)) should be waived if the regrading 
request was necessitated by a PTO error. 

Reply: Any fee may be refunded if paid by mistake or 
paid in excess of that required. See 35 U.S.C. 42(d). 
Comment: 

The PTO should retain the present fee for admission 
to the examination to practice before the Office 
(1.21(a)(1)) and increase the fee payable upon registra- 
tion to practice (1.21(a)(2)). 
Reply: 

This suggestion has not been adopted in this 
rulemaking. The fees for admission to the examination 
and for registration to practice have been set to recover 
the cost of those services. 

Comment: 

The proposed fee for reviewing a decision of the Di- 
rector of Enrollment and Discipline (1.21{a)(5)) appears 
to be low in view of the significant amount of time and 
effort involved in a review. 

Reply: 

The fee for this service, as modified, recovers the esti- 
mated average cost to the Office of providing the ser- 
vice. 

Comment: 

The fees for processing an application filed with a 
specification in a non-English language (1.17(k)) and for 
filing an English translation of an international applica- 
tion later than 20 months after the priority date (1.445 
(a)(6)) appear to be in excess of cost. 

Reply: 

The final rules have been modified from the proposed 
to provide for a fee of $26, the cost of processing appli- 
cations filed with non-English language specifications in 
both domestic and international cases. 

Comment: 

An extension of time to Aug. 16, 1985 for the submis- 
sion of comments was requested. 
Reply: 

The PTO is required by 35 U.S.C. 41(g) to publish a 
notice of fee incr in the Federal Register at least 60 
days prior to the eftective date of the fee increase. In or- 
der to have the proposed fee increases become effective 
near the start of the fiscal year, the extension of time 
could not be granted. 

Comment: 

‘ way were there no proposals to adjust trademark 
ees? 

Reply: 

Adjustments to fees for filing and processing a trade- 
mark application and for other processing, services or 
materials related to trademarks were not proposed at 
this time, pending review of trademark automation cost 
requirements. 

Comment: 

Do we plan to verify the inflation rate before publica- 
tion of the final rules? 
Reply: 

The projected inflation rate has been verified. The 
Administration’s latest projected annual cumulative 
Consumer Price Index for the three year period 1982- 
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1985 is 11.8 percent. Application of this index to §41(a) 
and §41(b) fees results in no change from the proposal. 
Other Considerations: The rule change is in conformity 
with the requirements of the Regulatory Flexibility Act 
(Public Law 96-354), Executive Order 12291, and the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
seq. There are no information collection requirements 
relating to patent fee rules. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Public Law 96-354). 
The principal impact of the major patent fees has al- 
ready been taken into account in Public Law 97-247, 
which provided small entities with a 50 percent reduc- 
tion in the major patent fees. Although that legislation 
will expire on Sept. 30, 1985, legislation has been intro- 
duced to reauthorize the 50 percent reduction in patent 
fees for an additional three years. The rule change ad- 
justs fees to reflect the change in the Consumer Price 
Index and cost of processing services as provided by 
statute (35 U.S.C. 41(d) and 41(f)). 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
graphic regions. There will be no significant adverse ef- 
fects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, 41, 111, 157, 302, and 376 and Public 
Laws 96-517, 97-247 and 98-622, the Patent and Trade- 
mark Office is amending 37 CFR Part 1 as set forth be- 
low. 


1. The authority citation for 37 CFR Part 1 contin- 
ues to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.16 is revised to read as follows: 
§1.16 National application filing fees. 


(a) Basic fee for filing each application for an 
original patent, except design or plant cases: 


By a small entity (§1.9(f) 
By other than a small entity 


(b) In addition to the basic filing fee in dn original 
application, for filing or later presentation of each 
independent claim in excess of 3: 


By a small entity (§1.9(f)) 
By other than a small entity 


(c) In addition to the basic filing fee in an original 
application, for filing or later presentation of each 
claim (whether independent or dependent) in ex- 
cess of 20. (Note that §1.75(c) indicates how mul- 
tiple dependent claims are considered for fee cal- 
culation purposes): 


By a small entity (§1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original 
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application, if the application contains, or is amended to 


contain, a multiple dependent claim(s), per application: 


By a small entity (§1.9(f)) 
By other than a small entity 


U.S. PATENT AND TRADEMARK OFFICE 


(If the additionai fees required by paragraphs (b), 
(c) and (d) are not paid on filing or on later pre- 
sentation of the claims for which the additional 
fees are due, they must be paid or the claims can- 
celled by amendment, prior to the expiration of 
the time period set for response by the Office in 
any notice of fee deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or 
declaration on a date later than the filing date of 
the application: 


By a smali entity (§1.9(f)) 
By other than a small entity 


(f) For filing each design application: 


By a small entity (§1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application: 


By a small entity (§1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue ap- 
plication, for filing or later presentation of each 
independent claim which is in excess of the num- 
ber of independent claims in the original patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(j) In addition to the basic filing fee in a reissue ap- 
plication; for filing or later presentation of each 
claim (whether independent or dependent) in ex- 
cess of 20 and also in excess of the number of 
claims in the original patent. (Note that §1.75(c) 
indicates how multiple dependent claims are con- 
sidered for fee purposes): 


By a small entity (§1.9(f)) 
By other than a small entity 


(Note, see §1.445 for international application fil- 
ing and processing fees). 


(35 U.S.C. 6, 41, 111; Public Law 97-247) 


3. Section 1.17 is amended by revising paragraphs 
(a)-(m) to read as follows: 


§1.17 Patent application processing fees. 


(a) Extension fee for response within first month pur- 
suant to §1.136(a): 


By a small entity (§1.9(f)) 
By other than a small entity 


(b) Extension fee for response within second month 
pursuant to §1.136(a): 


By a small entity (§1.9(f)) 
By other than a small entity 


(c) Extension fee for response within third month 
pursuant to §1.136(a): 
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By a small entity (§1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month 
pursuant to §1.136(a): 


By a small entity (§1.19(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to 
the Board of Patent Appeals and Interferences: 


By a small entity (§1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, 
for filing a brief in support of an appeal: 


By a small entity (§1.9(f)) $65.00 
By other than a small entity 


(g) For filing a request for an oral hearing before the 
Board of Patent Appeals and Interferences in ap- 
peal under 35 U.S.C. 134: 


By a small entity (§1.9(f)) 
By other than a small entity 


(h) For filing a petition to the Commissioner 
under a section of this part listed below 
which refers to this paragraph 


§1.47 — for filing by other than all the inventors 
or a person not the inventor. 

§1.48 — for correction of inventorship. 

§1.182 — for decision on questions not specifical- 
ly provided for. 

§1.183 —to suspend the rules. 

§1.295 — for review of refusal to publish a statu- 
tory invention registration. 

§1.377 — for review of decision refusing to ac- 
cept and record payment of a maintenance fee 
filed prior to expiration of patent. 

§1.378(e) — for reconsideration of decision on pe- 
tition refusing to accept delayed payment of 
maintenance fee in expired patent. 

§1.644(e) — for petition in an interference. 
§1.644(f) — for request for reconsideration of a 
decision on petition in an interference. 

§1.666(c) — for late filing of interference settle- 
ment agreement. 

§§5.12, 5.13, & 5.14 — for expedited handling of 
foreign filing license. 

§5.15 — for changing the scope of a license. 

§5.25 — for retroactive license. 


For filing a petition to the Commissioner 
under a section of this part listed below 
which refers to this paragraph 


$1.12 — for access to an assignment record. 

§1.14 — for access to an application. 

§1.55 — for entry of late priority papers. 

§1.102 — to make application special. 

§1.103 — to suspend action in application. 

§1.177 — for divisional reissues to issue separate- 
ly. 

ao — for amendment after payment of issue 
ee. 

§1.313 — to withdraw an application from issue. 
§1.314 — to defer issuance of a patent. 

§1.334 — for patent to issue to assignee, assign- 
ment recorded late. 

§1.666(b) — for access to interference settlement 
agreement. 


(j) For filing a petition to institute a public 
use proceeding under §1.292 538 


(k) For processing an application filed with a 
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specification in a non-English language (§1.52(d)) $26.00 
(1) For filing a petition (1) for the revival of an un- 
avoidably abandoned application under 35 U.S.C. 


133, or 371 or (2) for delayed payment of the is- 
sue fee under 35 U.S.C. 151: 


By a small entity (§1.9(f)) 
By other than a small entity 


(m)For filing a petition (1) for revival of an uninten- 
tionally abandoned application or (2) for the unin- 
tentionally delayed payment of the fee for issuing 
a patent: 


By a small entity (§1.19(f)) 
By other than a small entity 


(35 U.S.C. 6, 41, 157, 376; Public Law 97-247) 
4. Section 1.18 is revised to read as follows: 
§1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue pa- 
tent, except a design or plant patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(35 U.S.C. 6, 41, Public Law 97-247) 

5. Section 1.19 is amended by revising paragraphs 
(a)-(c), (e) and (f), and by adding new paragraphs 
(a)(7), and (h)-(j) to read as follows: 

§1.19 Document supply fees. 


The Patent and Trademark Office will supply copies 
of the following documents upon payment of the fees in- 


dicated 


(a) Uncertified copies of Office documents: 

ted copy of a patent, including a 
design patent, statutory invention registra- 
tion, or defensive publication document, 
except color plant patent or color statutory 
invention registration 
(2) Printed copy of a plant patent or statu- 
tory invention registration in color 
(3) Copy of patent application as filed ... 
(4) Copy of patent file wrapper and con- 
tents, per 200 pages or a fraction thereof . 
(5) Copy of Office records, except as oth- 
erwise provided in this section, per page . 
(6) Microfiche copy of microfiche, per 
microfiche 
(7) Copy of patent assignment record .... 


(b) Certified copies of Office documents: 
(1) For certifying Office records, per cer- 
tificate 
(2) For a search of assignment records, ab- 
stract of title and certification, per patent . 


(c) Subscription services: 
(1) Subscription orders for printed copies 
of patents as issued, annual service charge 
for entry of order and ten subclasses .... $7.00 
(2) For annual subscription to each addi- 
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tional subclass in addition to the ten cov- 
ered by the fee under paragraph (c)(1) of 
this section, per subclass $.70 


see 


(e) List of patents in subclass: 

(1) For list of all United States patents and 
statutory invention registrations in a sub- 
class, per 100 numbers or fraction thereof . 
(2) For list of United States patents and 
statutory invention registrations in a sub- 
class limited by date or number, per 50 
numbers or fraction thereof 


(f) Microfiche copy of patent file record ... . 


(h) Uncertified copy of a non-United States 
patent document, per document $10.00 


(i) To compare and certify copies made from 
Patent and Trademark ice records but 
not prepared by the Patent and Trademark 
Office, per copy of document $5 


(j) Additional filing receipts: 


Duplicate 
Corrected due to applicant error 


(35 U.S.C. 6, 41, 157) 


6. Section 1.20 is amended by revising paragraphs 
(a)-(1) to read as follows: 


§1.20 Post-Issuance fees. 


(a) For providing a ea) of correction of 
applicant’s mistake (§1.323 $29.00 


(b) Petition for correction of inventorship in 
patent (§1.324 $1 


(d) For filing each statutory disclaimer 
(§1.321): 


By a small entity (§1.9(f)) 
By other than a small entity 


(e) For maintaining an original or reissue pa- 
tent, except a foe or plant patent, based 
on an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982, in force be- 
yond 4 years; the fee is due by three years 
and six months after the original grant . . $225.00 


(f) For maintaining an original or reissue pa- 
tent, except a design or plant patent, based 
on an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982, in force be- 
yond 8 years, the fee is due by seven years 
and six months after the original grant . . $445.00 


(g) For maintaining an original or reissue pa- 
tent, except a —— or plant patent, based 
on an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982, in force be- 
yond 12 years; the fee is due by eleven 
years and six months after the original 


(h) For maintaining an original or reissue patent, ex- 
cept a design or plant patent, based on an applica- 
tion filed on or after Aug. 27, 1982, in force be- 
yond 4 years; the fee is due by three years and six 
months after the original grant: 
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$225.00 


By a small entity (§1.9(f)) 
$450.00 


By other than a small entity 


For maintaining an original or reissue patent, ex- 
cept a design or plant patent, based on an applica- 
tion filed on or after Aug. 27, 1982, in force be- 
yond 8 years; the fee is due by seven years and 
six months after the original grant: 


By a small entity (§1.9(f)) 
By other than a small entity 


$445.00 
$890.00 


(j) For maintaining an original or reissue patent, ex- 
cept a design or plant patent, based on an applica- 
tion filed on or after Aug. 27, 1982, in force be- 
yond 12 years; the fee is due by eleven years and 
six months after the original grant: 


By a small entity (§1.9(f)) 
By other than a small entity 


$670.00 
$1,349.00 


(k) ewe for paying a maintenance fee 
during the 6-month grace period following 
the expiration of three years and six 
months, seven years and six months, and 
eleven years and six months after the date 
of the original t of a patent based on 
an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982 $110.00 


(1) Surcharge for paying a maintenance fee during 
the 6-month grace period following the expiration 
of three years and six months, seven years and six 
months, and eleven years and six months after the 
date of the original grant of a patent based on an 
application filed on or after Aug. 27, 1982: 


By a small entity (§1.9(f)) 
By other than a small entity 


$55.00 
$110.00 


(35 U.S.C. 6, 41, 302; Public Laws 96-517, 97- 
247, 98-622) 


. Section 1.21 is amended by revising paragraphs 
(a)-(i) and (k), and adding a new paragraph (m) to 
read as follows: 


§1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the 
following fees for the services indicated: 


For admission to examination for regis- 
tration to practice, fee payable upon appli- 
cation $2 
(2) On registration to practice 
(3) For reinstatement to practice 
(4) For certificate of good standing as an 
attorney or agent 
Suitable for framing 
(5) For review of a decision of the Direc- 
tor of Enrollment and Discipline under 
§10.2(c) 

(6) For requesting regrading of an exami- 
nation under §10.7(c) 


(a) Registration of attorneys and agents: 
(1) 


it accounts: 
(1) For establishing or reinstating a deposit 
account 
(2) Service charge for each month when 
the balance at the end of the month is be- 
low $1,000 
(3) Service charge for each month when 
the balance at the end of the month is be- 
low $300 for restricted subscription deposit 
accounts used exclusively for subscription 
order of patent copies as issued 
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(c) Disclosure document: For filing a disclo- 
sure document 


(d) Delivery box: Local delivery box rental, oan 


(e) International-type search reports: For pre- 
paring an international-type search report 
of an international-type search made at the 
time of the first action on the merits in a 
national patent application 


(f) Search of Office records: For searching Pa- 
tent and Trademark Office records for pur- 


ee not otherwise specified, per one-half 
r or fraction thereof $14 


(g) CopiShare card: Cost per copy 


(h) Recording of documents: 

(1) For recording each assignment, agree- 
ment or other paper relating to the proper- 
ty in a patent or application 

(2) Where a document to be recorded un- 
der paragraph (h)(1) of this section refers 
to more than one patent or application, for 
each additional patent or application .... 
Publication in Official Gazette: For publica- 
tion in the Official Gazette of a notice of 
the availability of an application or a 
tent for licensing or sale, each application 


$2.00 


(k) For items and services, that the Commis- 
sioner finds may be supplied, for which 
fees are not specified by statute or by this 
part, such charges as may be determined 
by the Commissioner with respect to each 
such item or service 


see 


(m)For processing each check returned “un- 
paid” by a bank 
(35 U.S.C. 6, 41) 


8. Section 1.24 is proposed to be revised to read as 
follows: 


§1.24 Coupons. 


Coupons in denominations of.one dollar for the = 
chase of trademark registrations and one dollar and 
cents for the purchase of patents, designs, defensive pub- 
lications, and statutory invention registrations are sold 
by the Patent and Trademark Office for the convenience 
of the general public; these coupons may not be used for 
any other purpose. The one dollar coupons are sold in- 
dividually and in books of 50 with stubs for record for 
$50 and the one dollar and fifty cent coupons are sold 
individually and in books of 50 with stubs for record for 
$75. These coupons are good until used; they may be 
transferred but cannot be redeemed. 


(35 U.S.C. 6) 


9. Section 1.25, paragraph (a), is revised to read as 
follows: 


§1.25 Deposit accounts. 


(a) For the convenience of attorneys, and the general 
public in paying any fees due, in ordering services 
offered by the Office, copies of records, etc., de- 
posit accounts may be established in the Patent 
and Trademark Office upon payment of the fee 
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for establishing a deposit account (§1.21(b)(1)). A mini- 
mum deposit of $1,000 is required for paying any fees 
due or in ordering any services offered by the Office. 
However, a minimum deposit of $300 may be paid to es- 
tablish a restricted subscription deposit account used ex- 
clusively for subscription order of patent copies as is- 
sued. At the end of each month, a deposit account 
statement will be rendered. A remittance must be made 
promptly upon receipt of the statement to cover the val- 
ue of items or services charged to the account and thus 
restore the account to its established normal deposit. An 
amount sufficient to cover all fees, services, copies, etc., 
requested must always be on deposit. Charges to ac- 
counts with insufficient funds will not be accepted. A 
service charge (§1.21(b)(2)) will be assessed for each 
month that the balance at the end of the month is below 
$1,000. For restricted subscription deposit accounts, a 
service charge (§1.21(b)(3)) will be assessed for each 
month that the balance at the end of the month is below 
$300. 


(35 U.S.C. 6) 


10. Section 1.26 is amended by revising paragraph (c) 
to read as follows: 


§1.26 Refunds. 


eee e+ 


(c) If the Commiissioner decides not to institute a 
reexamination proceeding, a refund of $1,300 will 
be made to the requester of the proceeding. Reex- 
amination requesters should indicate whether any 
refund should be made by check or by credit to a 
deposit account. 


(35 U.S.C. 6, 41) 


11. Section 1.53 is amended by revising paragraph (c) 
to read as follows: 


§1.53 Serial number, filing date, and completion of appli- 
cation. 


see 


(c) If any application is filed without the specifica- 
tion or drawing required by paragraph (b) of this 
section, applicant will be so notifi ed and given a 
time period with which to submit the omitted 
specification or drawing in order to obtain a fil- 
ing date as of the date of filing of such submis- 
sion. If the omission is not corrected within the 
time period set, the application will be returned 
or otherwise disposed of; the fee, if submitted, 
will be refunded less a $15.00 handling fee. 


see 


. Section 1.297, paragraph (b), is revised to read as 
follows: 


§1.297 Publication of statutory invention registra- 
tion. 


see 


(b) Each statutory invention registration published 
will include a statement relating to the attributes 
of a statutory invention registration. The state- 
ment will read as follows: 


A statutory invention registration is not a patent. 
It has the defensive attributes of a patent but does 
not have the enforceable attributes of a patent. 
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No article or advertisement or the like may use 
the term patent, or any term suggestive of a pa- 
tent, when referring to a statutory invention reg- 
istration. For more specific information on the 
rights associated with a statutory invention regis- 
tration see 35 U.S.C. 157. 


(35 U.S.C. 6, 157) 


13. Section 1.445 is amended by revising paragraph 
(a) to read as follows: 


§1.445 International application filing and pro- 
cessing fees. 


(a) The following fees and charges are established 
by the Patent and Trademark Office under the 
authority of 35 U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and 
PCT Rule 14) $170.00 


(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 
16) where: 


(i) No corresponding prior United States 
national application with fee has been 
filed $420.00 
(ii) Corresponding prior United States 
national application with fee has been 
filed $250.00 


(3) A supplemental search fee when required 
(see PCT Art. 17(3)a) and PCT Rule 
40.2), per additional invention $140.00 


(4) The national fee, that is, the amount set forth as 
the filing fee under §1.16(a) through (d) credited, 
if requested at the time of filing, by an amount of 
$170.00 where an international search fee as re- 
quired by paragraph (a)(2)(i) of this section has 
been paid on the corresponding international ap- 
plication to the United States Patent and Trade- 
mark Office as an International Searching Au- 
thority. Only one such credit is permitted based 
on a single international search fee. 


(5) Surcharge for filing the national fee or oath or 
declaration later than 20 months from the priority 
date: 


$55.00 


By a small entity (§1.9(f)) 
$110.00 


By other than a small entity 
(6) For filing an English translation of an in- 


ternational application later than 20 


months after the priority date (§1.61(b)) $26.00 


see 
(35 U.S.C. 6, 376) 


14. Section 1.446 is amended by removing paragraph 
(b): 


§1.446 Refund of international application filing and pro- 
cessing fees. 


eens 
(b) [Reserved] 
(35 U.S.C. 6, 376) 
DONALD J. QUIGG, 


Acting Commissioner 


July 31, 1985. 
of Patents and Trademarks. 


[1057 OG 24] 
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(57) Public Law 96-517 
96th 
An Act 


To amend the patent and trademark laws. 
Be it enacted by the Senate and House of Representatives of the United States of 
America in Congress assembled, That title 35 of the United States Code, entitled “Pa- 
tents”, is amended by adding after chapter 29 the following new chapter 30: 


“CHAPTER 30-PRIOR ART CITATIONS TO OFFICE AND 
REEXAMINATION OF PATENTS 
“301. Citation of prior art. 
“302. Request for reexamination. 
Determination of issue by Commissioner. 
Reexamination order by Commissioner. 
. Conduct of reexamination proceedings. 
Appeal 
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Dec. 12, 1980 
[H.R. 6933] 
Patent and 
trademark laws, 
amendment. 


G7. Certificate of patentability, unpatentability, and claim cancellation. 


“§ 301. Citation of prior art 


Any person at any time may cite to the Office in writing prior art consisting of 
patents or printed publications which that person believes to have a bearing on the 
patentability of any claim of a particular patent. If the person explains in writing the 
pertinency and manner of applying such prior art to at least one claim of the patent, 
the citation of such prior art and the explanation thereof will become a part of the 
official file of the patent. At the written request of the person citing the prior art, 
his or her identity will be excluded from the patent file and kept confidential. 


“§ 302. Request for reexamination 


“Any person at any time may file a request for reexamination by the Office of 
any claim of a patent on the basis of any prior art cited under the provisions of sec- 
tion 301 of this title. The request must be in writing and must be accompanie- by 
payment of a reexamination fee established by the Commissioner of Patents pursu- 
ant to the provisions of section 41 of this title. The request must set forth the perti- 
nency and manner of applying cited prior art to every claim for which 
reexamination is requested. Unless the requesting person is the owner of the patent, 
the Commissioner promptly will send a copy of the reauest to the owner of record 
of the patent. 


“§ 303. Determination of issue by Commissioner 


“(a) Within three months following the filing of a request for reexamination under 
the provisions of section 302 of this title, the Commissioner will determine whether 
a substantial new question of patentability affecting any claim of the patent con- 
cerned is raised by the request, with or without consideration of other patents or 
printed publications. On his own initiative, and any time, the Commissioner may de- 
termine whether a substantial new question of patentability is raised by patents and 
publications discovered by him or cited under the provisions of section 301 of this 
title. 

“(b) A record of the Commissioner’s determination under subsection (a) of this 
section will be placed in the official file of the patent and a copy promptly will be 
given or mailed to the owner of record of the patent and to the person requesting 
reexamination, if any. 

“(c) A determination by the Commissioner pursuant to subsection (a) of this sec- 
tion that no substantial new question of patentability has been raised will be final 
and nonappealable. Upon such a determination, the Commissioner may refund a 
portion of the reexamination fee required under section 302 of this title. 


“§ 304. Reexamination order by Commissioner 


“If, in a determination made under the provisions of subsection 303(a) of this title, 
the Commissioner finds that a substantial new question of patentability affecting any 
claim of a patent is raised, the determination will include an order for reexamination 
of the patent for resolution of the question. The patent owner will be given a rea- 
sonable period, not less than two months from the date a copy of the determination 
is given or mailed to him, within which he may file a statement on such question, 
including any amendment to his patent and new claim or claims he may wish to 
propose, for consideration in the reexamination. If the patent owner files such a 
statement, he promptly will serve a copy of it on the person who has requested 
reexamination under the provisions of section 302 of this title. Within a period of 
two months from the date of service, that person may file and have considered in 
the reexamination a reply to any statement filed by the patent owner. That person 
promptly will serve on the patent owner a copy of any reply filed. 


35 USC 301. 


35 USC 302. 


35 USC 303. 
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35 USC 132, 133. 


35 USC 134. 


35 USC 141-145. 


35 USC 252. 


35 USC 13. 


35 USC 132. 
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“§ 305. Conduct of reexamination proceedings 


“After the times for filing the statement and reply provided for by section 304 of 
this title have expired, reexamination will be conducted according to the procedures 
established for initial examination under the provisions of sections 132 and 133 
of this title. In any reexamination proceeding under this chapter, the patent owner 
will be permitted to propose any amendment to his patent and a new claim or 
claims thereto, in order to distinguish the invention as claimed from the prior art 
cited under the provisions of section 301 of this title, or in response to a decision 
adverse to the patentability of a claim of a patent. No proposed amended or new 
claim enlarging the scope of a claim of the patent will be permitted in a reexamina- 
tion proceeding under this chapter. All reexamination proceedings under this sec- 
tion, including any ap to the Board of Appeals, will be conducted with special 
dispatch within the Office. 


“§ 306. Appeal 


“The patent owner involved in a reexamination proceeding under this chapter 
may appeal under the provisions of section 134 of this title, and may seek court re- 
view under the provisions of sections 141 to 145 of this title, with respect to any de- 
cision adverse to the patentability of any original or proposed amended or new 
claim of the paient. 


“§ 307. Certificate of patentability, unpatentability, and claim cancellation 


“(a) In a reexamination proceeding under this chapter, when the time for appeal 
has expired or any appeal proceeding has terminated, the Commissioner will issue 
and publish a certificate canceling any claim of the patent finally determined to be 
unpatentable, confirming any claim of the patent determined to be patentable, and 
incorporating in the patent any proposed amended or new claim determined to be 
patentable. 

“(b) Any proposed amended or new claim determined to be patentable and incor- 
porated into a patent following a reexamination proceeding will have the same ef- 
fect as that specified in section 252 of this title for reissued patents on the right of 
any person who made, purchased, or used anything patented by such proposed 
amended or new claim, or who made substantial preparation for the same, prior to 
issuance of a certificate under the provisions of subsection (a) of this section.” 

SEc. 2. Section 41 of title 35, United States Code, is amended to read as follows: 


“§ 41. Patent fees 


“(a) The Commissioner of Patents will establish fees for the processing of an ap- 
plication for a patent, from filing through disposition by issuance or abandonment, 
for maintaining a patent in force, and for providing all other services and materials 
peiet to patents. No fee will be established for maintaining a design patent in 
orce. 

“(b) By the first day of the first fiscal year beginning on or after one calendar 
year after enactment of this Act, fees for the actual processing of an application for 
a patent, other than for a design patent, from filing through dispostion by issuance 
or abandonment, will recover in ags¢egate 25 per centum of the estimated average 
cost to the Office of such processing. By the first day of the first fiscal year begin- 
ning on or after one calendar year after enactment, fees for the processing of an ap- 
plication for a design patent, from filing through disposition by issuance or aban- 
donment, will recover in aggregate 50 per centum of the estimated average cost to 
the Office of such processing. 

“ (c) By the fifteenth fiscal year following the date of enactment of this Act, fees 
for maintaining patents in force will recover 25 per centum of the estimated cost to 
the Office, for the year in which such maintenance fees are received, of the actual 
processing all applications for patents, other than for design patents, from filing 
through disposition by issuance or abandonment. Fees for maintaining a patent in 
force will be due three years and six months, seven years and six months, and elev- 
en years and six months after the grant of the patent. Unless payment of the appli- 
cable maintenance fee is received in the Patent and Trademark Office on or before 
the date the fee is due or within a grace period of six months thereafter, the patent 
will expire as of the end of such grace period. The Commissioner may require the 
payment of a surcharge as a condition of accepting within such six-month grace pe- 
riod the late payment of an applicable maintenance fee. 

“(d) By the first day of the first fiscal year beginning on or after one calendar 

year after enactment, fees for all other services or materials related to patents will 
recover the estimated average cost to the Office of performing the service or fur- 
nishing the material. The yearly fee for providing a library specified in section 13 of 
this title with uncertified printed copies of the specifications and drawings for all 
patents issued in that year will be $50. 
“(e) The Commissioner may waive the payment of any fee for any service or mate- 
rial related to patents in connection with an occasional or incidental request made 
by a department or agency of the Government, or any officer thereof. The Com- 
missioner may provide any applicant issued a notice under section 132 of this title 
with a copy of the specifications and drawings for all patents referred to in that no- 
tice without charge. 
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“(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery 
specified in this section; however, no patent application processing fee or fee for 
maintaining a patent in force will be adjusted more than once every three years. 

“(g) No fee established by the Commissioner under this section will take effect 
prior to sixty days following notice in the Federal Register.” 

Sec. 3. Section 42 of title 35, United States Code, is amended to read as follows: 


“§ 42, Patent and Trademark Office funding 35 USC 42. 


“(a) All fees for services performed by or materials furnished by the Patent and 
Trademark Office will be payable to the Commissioner. 

“(b) All fees paid to the Commissioner and all appropriations for defraying the 
costs of the activities of the Patent and Trademark Office will be credited to the 
Patent and Trademark Office Appropriation Account in the Treasury of the United 
States, the provisions of section 725e of title 31, United States Code, notwithstand- 
ing. 

“(c) Revenues from fees will be available to the Commissioner of Patents to carry 
out, to the extent provided for in appropriation Acts, the activities of the Patent and 
Trademark Office. 

“(d) The Commissioner may refund any fee paid by mistake or any amount paid Refund. 
in excess of that required.” 

Sec. 4. Section 154 of title 35, United States Code, is amended by deleting the 
word “‘issue’’. 

Sec. 5. Section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), is 
amended to read as follows: 


“§ 31. Fees 


“(a) The Commissioner of Patents will establish fees for the filing and processing 
of an application for the registration of a trademark or other mark and for all other 
services performed by and materials furnished by the Patent and Trademark Office 
related to trademarks and other marks. Fees will be set and adjusted by the Com- 
missioner to recover in aggregate 50 I so centum of the estimated average cost to 
the Office of such processing. Fees for all other services or materials related to 
trademarks and other marks will recover the estimated average cost to the Office of 
performing the service or furnishing the material. However, no fee for the filing or 
processing of an application for the registration of a trademark or other mark or for 
the renewal or assignment of a trademark or other mark will be adjusted more than 
once every three years. No fee established under this section will take effect prior 
to sixty days following notice in the Federal Register. 
“(b) The Commissioner may waive the payment of any fee for any service or ma- 
terial related to trademarks or other marks in connection with any occasional re- 
quest made by a department or agency of the Government, or any officer thereof. 
The Indian Arts and Crafts Board will not be charged any fee to register Govern- Indian products, 
ment trademarks of genuineness and quality for Indian products or for products of exception. 
particular Indian tribes and groups.” 
SEc. 6. (a) Title 35 of the United States Code, entitied “Patents”, is amended by 
adding after chapter 37 the following new chapter 38: 


“CHAPTER 38-PATENT RIGHTS IN INVENTIONS MADE 
WITH FEDERAL ASSISTANCE 
“Sec. 
“200. Policy and objective. 
“201. Definitions. 
“202. Disposition of rights. 
“203. March-in rights. 
“204. Preference for United States industry. 
“205. Confidentiality. 
“206. Uniform clauses and regulations. 
“207. Domestic and foreign protection of federally owned inventions. 
“208. Regulations governing Federal licensing. 
“209. Restrictions on licensing of federally owned inventions. 
“210. Precedence of chapter. 
“211. Relationship to antitrust laws. 


“§200. Policy and objective. 35 USC 200. 


“It is the policy and objective of the Congress to use the patent system to pro- 
mote the utilization of inventions arising from federally supported research or de- 
velopment; to encourage maximum participation of small business firms in federally 
supported research and development efforts; to promote collaboration between 
commercial concerns and nonprofit organizations, including universities; to ensure 
that inventions made by nonprofit organizations and small business firms are used in 
a manner to promote free competition and enterprise; to promote the commercial- 
ization and public availability of inventions made in the United States by United 
States industry and labor; to ensure that the Government obtains sufficient rights in 
federally supported inventions to meet the needs of the Government and protect the 
public against nonuse or unreasonable use of inventions; and to minimize the costs 
of administering policies in this area. 
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“§201. Definitions 


“As used in this chapter— 

“(a) The term ‘Federal agency’ means any executive agency as defined in sec- 
tion 105 of title 5, United States Code, and the military departments as defined 
by section 102 of title 5, United States Code. 

“(b) The term ‘funding agreement’ means any contract, grant, or cooperative 
agreement entered.into between any Federal agency, other than the Tennessee 
Valley Authority, and any contractor for the performance of experimental, de- 
velopmental, or research work funded in whole or in part by the Federal Gov- 
ernment. Such term includes any assignment, substitution of parties, or subcon- 
tract of any type entered into for the performance of experimental, 
developmental, or research work under a funding agreement as herein defined. 

“(c) The term ‘contractor’ means any person, small business firm, or nonprofit 
organization that is a party to a funding agreement. 

“(d) The term ‘invention’ means any invention or discovery which is or may 
be patentable or otherwise protectable under this title. 

“(e) The term ‘subject invention’ means any invention of the contractor con- 
ceived or first actually reduced to practice in the performance of work under a 
funding agreement. 

“(f) The term ‘practical application’ means to manufacture in the case of a 
composition or product, to practice in the case of a process or method, or to op- 
erate in the case of a machine or system; and, in each case, under such condi- 
tions as to establish that the invention is being utilized and that its benefits are to 
the extent permitted by law or Government regulations available to the public 
on reasonable terms. 

“(g) The term ‘made’ when used in relation to any invention means the con- 
ception or first actual reduction to practice of such invention. 

“(h) The term ‘small business firm’ means a small business concern as defined 
at section 2 of Public Law 85-536 (15 U.S.C 632) and implementing regulations 
of the Administrator of the Small Business Administration. 

“(i) The term ‘nonprofit organization’ means universities and other institutions 
of higher education or an organization of the type described in section 501(c)(3) 
of the Internal Revenue Code of 1954 (26 U.S.C. 501(c)) and exempt from taxa- 
tion under section 501(a) of the Internal Revenue Code (26 U.S.C. 501(a)) or 
any nonprofit scientific or educational organization qualified under a State non- 
profit organization statute. 


“§202. Disposition of rights 


“(a) Each nonprofit organization or small business firm may, within a reasonable 
time after disclosure as required by paragraph (c)(1) of this section, elect to retain 
title to any subject invention: Provided, however, That a funding agreement may pro- 
vide otherwise (i) when the funding agreement is for the operation of Government- 
owned research or production facility, (ii) in exceptional circumstances when it is 
determined by the agency that restriction or elimination of the right to retain title 
to any subject invention will better promote the policy and objectives of this chap- 
ter or (iii) when it is determined by a Government authority which is authorized by 
statute or Executive order to conduct foreign intelligence or counterintelligence ac- 
tivities that the restriction or elimination of the right to retain title to any subject in- 
vention is necessary to protect the security of such activities. The rights of the non- 
profit organization or small business firm shall be subject to the provisions of 
paragraph (c) of this section and the other provisions of this chapter. 

“(b)(1) Any determination under (ii) of paragraph (a) of this section shall be in 
writing and accompanied by a written statement of facts justifying the determina- 
tion. A copy of each such determination and justification shall be sent to the Comp- 
troller General of the United States within thirty days after the award of the appli- 
cable funding agreement. In the case of determinations applicable to funding agree- 
ments with small business firms copies shall also be sent to the Chief Counsel 
for Advocacy of the Small Business Administration. 

“(2) If the Comptroller General believes that any pattern of determinations by a 
Federal agency is contrary to the policy and objectives of this chapter or that an 
agency’s policies or practices are otherwise not in conformance with this chapter, 
the Comptroller General shall so advise the head of the agency. The head of the 
agency shall advise the Comptroller General in writing within one hundred and 
twenty days of what action, if any, the agency has taken or plans to take with re- 
spect to the matters raised by the Comptroller General. 

“(3) At least once each year, the Comptroller General shall transmit a report to 
the Committees on the Judiciary of the Senate and House of Representatives on the 
manner in which this chapter is being implemented by the agencies and on such 
other aspects of Government patent policies and practices with respect to federally 
funded inventions as the Comptroller General believes appropriate. 

“(c) Each funding agreement with a small business firm or nonprofit organization 
shall contain appropriate provisions to effectuate the following: 

“(1) A requirement that the contractor disclose each subject invention to the 
Federal agency within a reasonable time after it is made and that the Federal 
Government may receive title to any subject invention not reported to it within 
such time. 

“(2) A requirement that the contractor make an election to retain title to any 
subject invention within a reasonable time after disclosure and that the Federal 
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Government may receive title to any subject invention in which the contractor 
does not elect to retain rights or fails to elect rights within such time. 

“(3) A requirement that a contractor electing rights file patent applications 
within reasonable times and that the Federal Government may receive title to 
any subject inventions in the United States or other countries in which the con- 
tractor has not filed patent applications on the subject invention within such 
times. 

“(4) With respect to any invention in which the contractor elects rights, the 
Federal agency shall have a nonexclusive, nontransferable, irrevocable, paid-up 
license to practice or have practiced for or on behalf of the United States any 
subject invention throughout the world, and may, if provided in the funding 
agreement, have additional rights to sublicense any foreign government or inter- 
national organization pursuant to any existing or future treaty or agreement. 

(5) The right of the Federal agency to require periodic reporting on the utili- 
zation or efforts at obtaining utilization that are being made by the contractor or 
his licensees or assignees: Provided, That any such serie may be treated by 
the Federal agency as commercial and financial information obtained from a per- 
son and privileged and confidential and not subject to disclosure under section 
552 of title 5 of the United States Code. 

“(6) An obligation on the part of the contractor, in the event a United States 
patent application is filed by or on its behalf or by any assignee of the contrac- 
tor, to include within the specification of such application and any patent issuing 
thereon, a statement specifying that the invention was made with Government 
support and that the Government has certain rights in the invention. 

“(7) In the case of a nonprofit organization, (A) a prohibition upon the assign- 
ment of rights to a subject invention in the United States without the approval 
of the Federal agency, except where such assignment is made to an organization 
which has as one of its primary functions the management of inventions and 
which is not, itself, engaged in or does not hold a substantial interest in other or- 
ganizations engaged in the manufacture or sale of products or the use of process- 
es that might utilize the invention or be in competition with embodiments of the 
invention (provided that such assignee shall be subject to the same provisions as 
the contractor); (B) a prohibition against the granting of exclusive licenses under 
United States Patents or Patent Applications in a subject invention by the con- 
tractor to persons other than small business firms for a period in excess of the 
earlier of five years from first commercial sale or use of the invention or eight 
years from the date of the exclusive license excepting that time before regulato- 
ry agencies necessary to obtain premarket clearance unless, on a case-by-case ba- 
sis, the Federal agency approves a longer exclusive license. If exclusive field of 
use licenses are granted, commercial sale or use in one field of use shall not be 
deemed commercial sale or use as to other fields of use, and a first commercial 
sale or use with respect to a product of the invention shall not be deemed to end 
the exclusive period to different subsequent products covered by the invention; 
(C) a requirement that the contractor share royalties with the inventor; and (D) 
a requirement that the balance of any royalties or income earned by the contrac- 
tor with respect to subject inventions, after payment of expenses (including pay- 
ments to inventors) incidental to the administration of subject inventions, be uti- 
lized for the support of scientific research or education. 

“(8) The requirements of sections 203 and 204 of this chapter. 

“(d) If a contractor does not elect to retain title to a subject invention in cases Rights, 
subject to this section, the Federal agency may consider and after consultation with retention. 
the contractor grant requests for retention of rights by the inventor subject to the 

provisions of this Act and regulations promulgated hereunder. 

“(e) In any case when a Federal employee is a coinventor of any invention made Rights, transfer 
under a funding agreement with a nonprofit organization or small business firm, the or assignment. 
Federal agency employing such coinventor is authorized to transfer or assign what- 

ever rights it may acquire in the subject invention from its employee to the contrac- 

tor subject to the conditions set forth in this chapter. 

“(f)(1) No funding agreement with a small business firm or nonprofit organization Third-party 
shall contain a provision allowing a Federal agency to require the licensing to third licensing, 
parties of inventions owned by the contractor that are not subject inventions unless prohibition. 
such provision has been approved by the head of the agency and a written justifica- 

tion has been signed by the head of the agency. Any such provision shall clearly 

state whether the licensing may be required in connection with the practice of a 

subject invention, a specifically identified work object, or both. The head of the 

agency may not delegate the authority to approve provisions or sign justifications 

required by this paragraph. 

“(2) A Federal agency shall not require the licensing of third parties under any 
such provision unless the head of the agency determines that the use of the inven- 
tion by others is necessary for the practice of a subject invention or for the use of a 
work object of the funding agreement and that such action is necessary to achieve 
the practical application of the subject invention or work object. Any such determi- 
nation shall be on the record after an opportunity for an agency hearing. Any ac- 
tion commenced for judicial review of such determination shall be brought within 
sixty days after notification of such determination. 


“§203. March-in rights 35 USC 203. 


“With respect to any subject invention in which a small business firm or nonprof- 
it organization has acquired title under this chapter, the Federal agency under 
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whose funding agreement the subject invention was made shall have the right, in 
accordance with such procedures as are provided in regulations promulgated here- 
under to require the contractor, an assignee or exclusive licensee of a subject inven- 
tion to grant a nonexclusive, partially exclusive, or exclusive license in any field of 
use to a responsible applicant or applicants, upon terms that are reasonable under 
the circumstances, and if the contractor, assignee, or exclusive licensee refuses such 
request, to grant such a license itself, if the Federal agency determines that such- 

“(a) action is necessary because the contractor or assignee has not taken, or is 
not expected to take within a reasonable time, effective steps to achieve practical 
application of the subject invention in such field of use; 

“(b) action is necessary to alleviate health or safety needs which are not rea- 
sonably satisfied by the contractor, assignee, or their licensees; 

“(c) action is necessary to meet requirements for public use specified by Fed- 
eral regulations and such requirements are not reasonably satisfied by the con- 
tractor, assignee, or licensees; or 

“(d) action is necessary because the agreement required by section 204 has not 
been obtained or waived or because a licensee of the exclusive right to use or 
sell any subject invention in the United States is in breach of its agreement 
obtained pursuant to section 204. 


*§204. Preference for United States industry 


“Notwithstanding any other provision of this chapter, no small business firm or 
nonprofit organization which receives title to any subject invention and no assignee 
of any such small business firm or nonprofit organization shall grant to any person 
the exclusive right to use or sell any subject invention in the United States unless 
such person agrees that any products embodying the subject invention or produced 
through the use of the subject invention will be manufactured substantially in the 
United States. However, in individual cases, the requirement for such an agreement 
may be waived by the Federal agency under whose funding agreement the inven- 
tion was made upon a showing by the small business firm, nonprofit organization, 
or assignee that reasonable but unsuccessful efforts have been made to grant licenses 
on similar terms to potential licensees that would be likely to manufacture substan- 
tially in the United States or that under the circumstances domestic manufacture is 
not commercially feasible. 


“§205. Confidentiality 


“Federal agencies are authorized to withhold from disclosure to the public infor- 
mation disclosing any invention in which the Federal Government owns or may 
own a right, title, or interest (including a nonexclusive license) for a reasonable time 
in order for a patent application to be filed. Furthermore, Federal agencies shall not 
be required to release copies of any document which is le of an application for 


patent filed with the United States Patent and Trademark Office or with any for- 


eign patent office. 
“§206. Uniform clauses and regulations 


“The Office of Federal Procurement Policy, after receiving recommendations of 
the Office of Science and Technology Policy, may issue regulations which may be 
made applicable to Federal agencies implementing the provisions of sections 202 
through 204 of this chapter and the Office of Federal Procurement Policy shall es- 
tablish standard funding agreement provisions required under this chapter. 


“§207. Domestic and foreign protection of federally owned inventions 


“Each Federal agency is authorized to- 

“(1) apply for, obtain, and maintain patents or other forms of protection in the 
United States and in foreign countries on inventions in which the Federal Gov- 
ernment owns a right, title, or interest; 

“(2) grant nonexclusive, exclusive, or partially exclusive licenses under feder- 
ally owned patent applications, patents, or other forms of protection obtained, 
royalty-free or for royalties or other consideration, and on such terms and con- 
ditions, including the grant to the licensee of the right of enforcement pursuant 

to the provisions of chapter 29 of this title as determined appropriate in the pub- 
lic interest; 

“(3) undertake all other suitable and necessary steps to protect and administer 
rights to federally owned inventions on behalf of the Federal Government either di- 
rectly or through contract; and 

“(4) transfer custody and administration, in whole or in part, to another Federal 
agency, of the right, title, or interest in any federally owned invention. 


“§208. Regulations governing Federal licensing 


“The Administrator of General Services is authorized to promulgate regulations 
specifying the terms and conditions upon which any federally owned invention, oth- 
er than inventions owned by the Tennessee Valley Authority, may be licensed on a 
nonexclusive, partially exclusive, or exclusive basis. 
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“§209. Restrictions on licensing of federally owned inventions 35 USC 209. 


“(a) No Federal agency shall grant any license under a patent or patent applica- Development or 
tion on a federally owned invention unless the person requesting the license has sup- marketing plan 
plied the agency with a plan for development and/or marketing of the invention, 
except that any such plan may be treated by the Federal agency as commercial and 
financial information obtained from a person and privileged and confidential and not 
subject to disclosure under section 552 of title 5 of the United States Code. 

“(b) A Federal agency shall normally grant the right to use or sell any federally Manufacture in 
owned invention in the United States only to a licensee that agrees that any prod- US. 
ucts embodying the invention or produced through the use of the invention will be 
manufactured substantially in the United States. 

“(c)(1) Each Federal agency may grant exclusive or partially exclusive licenses in 
any invention covered by a federally owned domestic patent or patent application 
only if, after public notice and opportunity for filing written objections, it is deter- 
mined that- 

“(A) the interests of the Federal Government and the public will best be 
served by the proposed license, in view of the applicant’s intentions, plans, and 
ability to — the invention to practical application or otherwise promote the 
invention’s utilization by the public; 

“(B) the desired practical application has not been achieved, or is not likely 
expeditiously to be achieved, under any nonexclusive license which has 
granted, or which may be granted, on the invention, 

“(C) exclusive or wor d exclusive licensing is a reasonable and n 
incentive to call forth the investment of risk capital and expenditures to bring 
the invention to practical application or otherwise promote the invention’s utili- 
zation by the public; and 

“(D) the proposed terms and scope of exclusivity are not greater than reason- 
ably necessary to provide the incentive for bringing the invention to practical 
application or otherwise promote the invention’s utilization by the public. 

“(2) A Federal agency shall not grant such exclusive or partially exclusive license Antitrust 
under paragraph (1) of this subsection if it determines that the grant of such license factors. 
will tend substantially to lessen competition or result in undue concentration in any 
section of the country in any line of commerce to which the technology to be li- 
censed relates, or to create or maintain other situations inconsistent with the anti- 
trust laws. 

“(3) First preference in the exclusive or partially exclusive licensing of federally 
owned inventions shall go to small business firms submitting plans that are deter- 
mined by the agency to be within the capabilities of the firms and equally likely, if 
executed, to bring the invention to practical application as any plans submitted by 
applicants that are not small business firms. 

“(d) After consideration of whether the interests of the Federal Government or Antitrust 
United States industry in ae commerce will be enhanced, any Federal agency factors. 
may grant exclusive or partially exclusive licenses in any invention covered by a 
foreign patent application or patent, after public notice and opportunity for filing 
written objections, except that a Federal agency shall not t such exclusive or 
partially exclusive license if it determines that the grant of such license will tend 
substantially to lessen competition or result in undue concentration in any section of 
the United States in any line of commerce to which the technology to be licensed 
relates, or to create or maintain other situations inconsistent with antitrust laws. 

“(e) The Federal agency shall maintain a record of determinations to grant exclu- 
sive or partially exclusive licenses. 

“(f) Any grant of a license shall contain such terms and conditions as the Federal 
agency determines appropriate for the protection of the interests of the Federal 
Government and the public, including provisions for the following: 

“(1) periodic reporting on the utilization or efforts at obtaining utilization that 
are being made by the licensee with particular reference to the plan submitted: 
Provided, That any such information may be treated by the Federal agency as 
commercial and financial information obtained from a person and privileged and 
confidential and not subject to disclosure under section 552 of title 5 of the Unit- 
ed States Code; 

“(2) the right of the Federal agency to terminate such license in whole or in 
part if it determines that the licensee is not executing the plan submitted with its 
request for a license and the licensee cannot otherwise demonstrate to the satis- 
faction of the Federal agency that it has taken or can be expected to take within 
a reasonable time, effective steps to achieve practical application of the inven- 


tion; 

“(3) the right of the Federal agency to terminate such license in whole or in 
part if the licensee is in breach of an agreement obtained pursuant to paragraph 
(b) of this section; and 

“(4) the right of the Federal agency to terminate the license in whole or in 
part if the agency determines that such action is necessary to meet requirements 
for public use specified by Federal regulations issued after the date of the license 
and such requirements are not reasonably satisfied by the licensee. 


“§210. Precedence of chapter 35 USC 210. 


“(a) This chapter shall take precedence over any other Act which would require 
a disposition of rights in subject inventions of small business firms or nonprofit or- 
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ganizations contractors in a manner that is inconsistent with this chapter, including 
but not necessarily limited to the following: 
“(1) section 10(a) of the Act of June 29, 1935, as added by title I of the Act of 
Aug. 14, 1946 (7 U.S.C. 427i(a); 60 Stat. 1085); 
“(2) section 205(a) of the Act of Aug. 14, 1946 (7 U.S.C. 1624(a); 60 Stat. 
1090); 

(3) section 501(c) of the Federal Mine Safety and Health Act of 1977 (30 U.S.C. 
951(c); 83 Stat. 742); 

“*(4) section 106(c) of the National Traffic and Motor Vehicle Safety Act of 1966 
(15 U.S.C. 1395(c); 80 Stat. 721); 

“(5) section 12 of the National Science Foundation Act of 1950 (42 U.S.C. 
1871(a); 82 Stat. 360); 

“(6) section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182; 68 Stat. 
943); 

“(7) section 305 of the National Aeronautics and Space Act of 1958 (42 U.S.C. 
2457); 

(8) section 6 of the Coal Research Development Act of 1960 (30 U.S.C. 666; 74 
Stat. 337); 

“(9) section 4 of the Helium Act Amendments of 1960 (50 U.S.C. 167b; 74 Stat. 
920); 

“(10) section 32 of the Arms Control and Disarmament Act of 1961 (22 U.S.C. 
2572; 75 Stat. 634); 

“(11) subsection (e) of section 302 of the Appalachian Regional Development Act 
of 1965 (40 U.S.C. App. 302(e); 79 Stat. 5); 

“(12) section 9 of the Federal Nonnuclear Energy Research and Development 
Act of 1974 (42 U.S.C. 5901); 88 Stat. 1878); 

“(13) section 5(d) of the Consumer Product Safety Act (15 U.S.C. 2054(d); 86 
Stat. 1211); 

“(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323; 58 Stat. 191); 

“(15) section 8001(c)(3) of the Solid Waste Disposal Act (42 U.S.C. 6981(c); 90 

Stat. 2829); 
(16) section 219 of the Foreign Assistance Act of 1961 (22 U.S.C. 2179; 83 Stat. 
806); 
“(17) section 427(b) of the Federal Mine Health and Safety Act of 1977 (30 
U.S.C. 937(b); 86 Stat. 155); 

“(18) section 306(d) of the Surface Mining and Reclamation Act of 1977 (30 
U.S.C. 1226(d); 91 Stat. 455); 

“(19) section 21(d) of the Federal Fire Prevention and Control Act of 1974 (15 
U.S.C. 2218(d); 88 Stat. 1548); 

“(20) section 6(b) of the Solar Photovoltaic Energy Research Development and 
Demonstration Act of 1978 (42 U.S.C. 5585(b); 92 Stat. 2516); 

(21) section 12 of the Native Latex Commercialization and Economic Devel- 
opment Act of 1978 (7 U.S.C. 178(j); 92 Stat. 2533); and 

“(22) section 408 of the Water Resources and Development Act of 1978 (42 
U.S.C. 7879; 92 Stat. 1360). 

The Act creating this chapter shall be construed to take precedence over any future 
Act unless that Act specifically cites this Act and provides that it shall take prece- 
dence over this Act. 

“(b) Nothing in this chapter is intended to alter the effect of the laws cited in 
paragraph (a) of this section or any other laws with respect to the disposition of 
rights in inventions made in the performance of funding agreements with persons 
other than nonprofit organizations or small business firms. 

“(c) Nothing in this chapter is intended to limit the authority of agencies to agree 
to the disposition of rights in inventions made in the performance of work under 
funding agreements with persons other than nonprofit organizations or small busi- 
ness firms in accordance with the Statement of Government Patent Policy issued on 
Aug. 23, 1971 (36 Fed. Reg. 16887), agency regulations, or other applicable regula- 
tions or to otherwise limit the authority of agencies to allow such persons to retain 
ownership of inventions. Any disposition of rights in inventions made in accordance 
with the Statement or implementing regulations, including any disposition occurring 
before enactment of this section, are hereby authorized. 

“(d) Nothing in this chapter shall be construed to require the disclosure of intelli- 
gence sources or methods or to otherwise affect the authority granted to the Direc- 
tor of Central Intelligence by statute or Executive order for the protection of intel- 
ligence sources or methods. 


“§211. Relationship to antitrust laws 


“Nothing in this chapter shall be deemed to convey to any person immunity from 
civil or criminal liability, or to create any defenses to actions, under any antitrust 
law.” 

(b) The table of chapters for title 35, United States Code, is amended by adding 
immediately after the item relating to chapter 37 the following: 


“38. Patent rights in inventions made with Federal assistance.” 


SEc. 7. AMENDMENTS TO OTHER AcTs.—The following Acts are amended as fol- 


lows: 
(a) Section 156 of the Atomic Energy Act of 1954 (42 U.S.C. 2186; 68 Stat. 947) 
is amended by deleting the words “held by the Commission or’’. 
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(b) The National Aeronautics and Space Act of 1958 is amended by repealing 
paragraph (g) of section 305 (42 U.S.C. 2457(g); 72 Stat. 436). 
(c) The Federal Nonnuclear Energy Research and Development Act of 1974 is 
amended by repealing paragraphs (g), (h), and (i) of section 9 (42 U.S.C. 5908 (g), 
(h), and (i); 88 Stat. 1889-1891). 
SEc. 8. (a) Sections 2, 4, and 5 of this Act will take effect upon enactment. Effective dates. 
(b) Section 1 of this Act will take effect on the first day of the seventh month be- 35 USC 41 note. 


ginning after its enactment and will apply to patents in force as of that date or is- 
sued thereafter. 
(c) Section 3 of this Act will take effect on the first day of the first fiscal year be- 
ginning on or after one calendar year after enactment. However, until section 3 
takes effect, the Commissioner may credit the Patent and Trademark Office appro- 
priation account in the Treasury of the United States with the revenues from col- 
lected reexamination fees, which will be available to pay the costs to the Office of 
reexamination proceedings. 
(d) Any fee in effect as of the date of enactment of this Act will remain in effect 
until a corresponding fee established under section 41 of title 35, United States 
Code, or section 1113 of title 15, United States Code, takes effect. 
(e) Fees for maintaining a patent in force will not be applicable to patents applied 
for prior to the date of enactment of this Act. 
(f) Sections 6 and 7 of this Act will take effect on the first day of the seventh month 
beginning after its enactment. Implementing regulations may be issued earlier. 
(g) Sections 8 and 9 will take effect on the date of enactment of this Act. Computerized 
Sec. 9. The Commissioner of Patents and Trademarks shall report to Congress, data and 
within two years after the effective date of this Act, a plan tc identify, and if neces- retrieval 
sary develop or have developed, computerized data and retrieval systems equivalent system, report to 
to the latest state of the art which can be applied to all aspects of the operation of Congress 
the Patent and Trademark Office, and particularly to the patent search file, the pa- 35 USC 14 note. 
tent classification system, and the trademark search file. The report shall specify the 
cost of implementing the plan, how rapidly the plan can be implemented by the Pa- 
tent and Trademark Office, without regard to funding which is or which may be 
available for this purpose in the future. 
SEc. 10. (a) Section 101 of title 17 of the United States Code is amended to add at 
the end thereof the following new language: 

“A ‘computer program’ is a set of statements or instructions to be used direct- “Computer 
ly or indirectly in a computer in order to bring about a certain result.” program.” 
(b) Section 117 of title 17 of the United States Code is amended to read as fol- 

lows: 


“§117. Limitations on exclusive rights: Computer programs 17 USC 117. 


“Notwithstanding the provisions of section 106, it is not an infringement for the 17 USC 106. 
owner of a copy of a computer program to make or authorize the making of anoth- 
er copy or adaptation of that computer program provided: 

“(1) that such a new copy or adaptation is created as an essential step in the 
utilization of the computer program in conjunction with a machine and that it is 
used in no other manner, or 

(2) that such new copy or adaptation is for archival purposes only and that 
all archival copies are destroyed in the event that continued possession of the 
computer program should cease to be rightful. 

“Any exact copies prepared in accordance with the provisions of this section may 
be leased, sold, or otherwise transferred, along with the copy from which such cop- 
ies were prepared, only as part of the lease, sale, or other transfer of all rights in the 
program. Adaptations so prepared may be transferred only with the authorization of 
the copyright owner.” 


Approved Dec. 12, 1980. 


LEGISLATIVE HISTORY: 


HOUSE REPORTS: No. 96-1307, Pt. I (Comm. on the Judiciary) and No. 96— 
1307, Pt. 2 (Comm. on Government Operations). 
CONGRESSIONAL RECORD, Vol. 126 (1980): 

Nov. 17, considered and passed House. 

Nov. 20, considered and passed Senate, amended. 

Nov. 21, House concurred in Senate amendment. 


(58) Public Law 97-247 
97th Congress 
An Act 
To authorize appropriations to the Patent and Trademark Office in the 
Department of Commerce, and for other purposes. 

Be it enacted by the Senate and House of Representatives of the United States of 
America in Congress assembled, That there is authorized to be appropriated for the 
payment of salaries and necessary expenses of the Patent and Trademark Office to 
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become available for fiscal year 1983, $76,000,000, and in fiscal years 1984 and 1985 
such sums as may be necessary as well as such additional or supplemental amounts 
as may be necessary, for increases in salary, pay, retirement, or other employee ben- 
efits authorized by law. Funds available under this section shall be used to reduce 
by 50 per centum the payment of fees under section 41 (a) and (b) of title 35, Unit- 
ed States Code, by independent inventors and nonprofit organizations as defined in 
regulations established by the Commissioner of Patents and Trademarks, and by 
small business concerns as defined in section 3 of the Small Business Act and by 
regulations established by the Small Business Administration. When so specified and 
the the extent provided in an appropriation Act, any amount appropriated pursuant 
to this section and, in addition, such fees as shall be collected pursuant to title 35, 
United States Code, and the Trademark Act of 1946, as amended (15 U.S.C. 1051 et 
seq.), may remain available without fiscal year limitation. 

SEc. 2. Notwithstanding any other provision of law, there is authorized to be ap- 
propriated for the payment of salaries and expenses of the Patent and Tracemark 
Office, $121,461,000 for the fiscal year ending September 30, 1982, and such addi- 
tional or supplemental amounts as may be necessary for increases in salary, pay, re- 
tirement, or other employee benefits authorized by law. 

SEc. 3. (a) Section 41(a) of title 35, United States Code, is amended to read as fol- 
lows: 

“(a) The Commissioner shall charge the following fees: 

“1. On filing each application for an original patent, except in design or plant 
cases, $300; in addition, on filing or on presentation at any other time, $30 for each 
claim in independent form which is in excess of three, $10 for each claim (whether 
independent or dependent) which is in excess of twenty, and $100 for each applica- 
tion containing a multiple dependent claim. For the purpose of computing fees, 
a multiple dependent claim as referred to in section 112 of this title or any claim 
depending therefrom shall be considered as separate dependent claims in accordance 
with the number of claims to which reference is made. Errors in payment of the ad- 
ditional fees may be rectified in accordance with regulations of the Commissioner. 

“2. For issuing each original or reissue patent, except in design or plant cases, 
$500. 

“3. In design and plant cases: 

“a. On filing each design application, $125. 
“b. On filing each plant application, $200. 
“c. On issuing each design patent, $175. 
“d. On issuing each plant patent, $250. 

“4. On filing each application for the reissue of a patent, $300; in addition, on fil- 
ing or on presentation at any other time, $30. for each claim in independent form 
which is in excess of the number of independent claims of the original patent, and 
$10 for each claim (whether independent or dependent) which is in excess of twen- 
ty and also in excess of the number of claims of the original patent. Errors in pay- 
ment of the additional fees may be rectified in accordance with regulations of the 
Commissioner. 

“5. On filing each disclaimer, $50. 

“6. On filing an appeal from the examiner to the Board of Appeals, $115; in addi- 
tion, on filing a brief in support of the appeal, $115, and on requesting an oral hear- 
ing before the Board of Appeals, $100. 

“7, On filing each petition for the revival of an unintentionally abondoned appli- 
cation for a patent or for the unintentionally delayed payment of the fee for issuing 
each patent, $500, unless the petition is filed under sections 133 or 151 of this title, 
in which case the fee shall be $50. 

“8. For petitions for one-month extensions of time to take actions required by the 
Commissioner in an application: 

“a. On filing a first petition, $50. 

“b. On filing a second petition, $100. 

- On filing a third or subsequent petition, 
200.”. 

(b) Section 41(b) of title 35, United States Code, is amended to read as follows: 

' “(b) The Commissioner shall charge the following fees for maintaining a patent in 
orce: 

“|. Three years and six months after grant, $400. 

“2. Seven years and six months after grant, $800. 

“3. Eleven years and six months after grant, $1,200. 
Unless payment of the applicable maintenance fee is received in the Patent and 
Trademark Office on or before the date the fee is due or within a grace period of 
six months thereafter, the patent will expire as of the end of such grace period. The 
Commissioner may require the payment of a surcharge as a condition of accepting 
within such six-month grace period the late payment of an application maintenance 
fee. No fee will be established for maintaining a design or plant patent in force.” 

(c) Section 41(c) of title 35, United States Code, is amended to read as follows: 

“(c)(1) The Commissioner may accept the payment of any maintenance fee re- 
quired by subsection (b) of this section after the six-month grace period if the delay 
is shown to the satisfaction of the Commissioner to have been unavoidable. The 
Commissioner may require the payment of a surcharge as a condition of accepting 
payment of any maintenance fee after the six-month grace period. If the Commis- 
sioner accepts payment of a maintenance fee after the six-month grace period, the 
patent shall be considered as not having expired at the end of the grace period. 

(2) No patent, the term of which has been maintained as a result of the accep- 
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tance of a payment of a maintenance fee under this subsection, shall abridge or af- 
fect the right of any person or his successors in business who made, purchased or 
used after the six-month grace period but prior to the acceptance of a maintenance 
fee under this subsection anything protected by the patent, to continue the use of, 
or to sell to others to be used or sold, the specific thing so made, purchased, or 
used. The court before which such matter is in question may provide for the contin- 
ued manufacture, use or sale of the made, purchased, or used as specified, or for the 
manufacture, use or sale of which substantial preparation was made after the six- 
month grace period but before the acceptance of a maintenance fee under this sub- 
section, and it may also provide for the continued practice of any process, prac- 
ticed, or for the practice of which substantial preparation was made, after the 
six-month grace period but prior to the acceptance of a maintenance fee under this 
subsection, to the extent and under such terms as the court deems equitable for the 
protection of investments made or business commenced after the six-month grace 
period but before the acceptance of a maintenance fee under the subsection.” 
(d) Section 41(d) of title 35, United States Code, is amended to read as follows: 
“(d) The Commissioner will establish fees for all other processing, services, or 
materials related to patents not specified above to recover the estimated average 
cost to the Office of such processing, services, or materials. The yearly fee for pro- 
viding a library specified in section 113 of this title with uncertified printed copies 35 USC 13. 
of the specifications and drawings for all patents issued in that year will be $50.” 
(e) Section 41(f) of title 35, United States Code, is amended to read as follows: 
“(f) The fees established in subsections (a) and (b) of this section may be adjusted Adjusted fees. 
by the Commissioner on October 1, 1985, and every third year thereafter, to reflect 
any fluctuations occuring during the previous three years in the Consumer Price In- 
dex, as determined by the Secretary of Labor. Changes of less than 1 per centum 
may be ignored,”. 
(f) Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 
U.S.C, 1113), is amended by deleting “Fees will be set and adjusted by the Commis- 
sioner to recover the aggregate 50 per centum of the estimated average cost to the 
Office of such processing. Fees for all other services or materials related to trade- 
marks and other marks will recover the estimated average cost to the Office of per- 
forming the service or funished the material.”. 
(g) Section 42(c) of the title 35, United States Code, is amended by adding the 
following sentence at the end thereof: “Fees available to the Commissioner under 
section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), shall be 
used exclusively for the processing of trademark registrations and for other services 
and materials related to trademarks.”’. 
Sec. 4. Section 3(a) of title 35, United States Code is amended (1) by deleting the 
phrase “not more than fifteen”; and (2) by inserting the phrase “appointed under 
section 7 of this title” immediately after the phrase “examiners-in-chief”. 
Sec. 5. Section 111 of title 35, United States Code, is amended to read as follows: 
“Sec. 111. Application for patent shall be made, or authorized to be made, by the Applications. 
inventor, except as otherwise provided in this title, in writing to the Commissioner. 
Such application shall include (1) a specification as prescribed by section 112 of this 
title; (2) a drawing as prescribed by section 113 of this title; and (3) an oath by the 35 USC 112. 
applicant as prescribed by section 115 of this title. The application must be accom- 35 USC 113. 
panied by the fee required by law. The fee and oath may be submitted after the 35 USC 115. 
specification and any required drawing are submitted, within such period and under 
such conditions, including the payment of a surcharge, as may be prescribed by the 
Commissioner. Upon failure to submit the fee and oath within such prescribed peri- 
od, the application shall be regarded as abandoned, unless it is shown to the satisfac- 
tion of the Commissioner that the delay in submitting the fee and oath was unavoid- 
able. The filing date of an application shall be the date on which the specification Filing date. 
and any required drawing are received in the Patent and Trademark Office.”. 
SEc. (a) Section 116 of title 35, United States Code, is amended (1) by deleting 
the phrase “Joint inventors” from the title and inserting in its place “Inventors”; 
and (2) in the third paragraph, by deleting the phrase “a person is joined in an ap- 
plication for patent as joint inventor through error, or a joint inventor is not includ- 
ed in an application through error” and inserting in its place the phrase “through 
error a person is named in an application for patent as the inventor, or through er- 
ror an inventor is not named in an application”. 
(b) Section 256 of title 35, United States Code, is amended to read as follows: 


“§256. Correction of named inventor 


“Whenever through error a person is named in an issued patent as the inventor, 
or through error an inventor is not named in an issued patent and such error arose 
without any deceptive intention on his part, the Commissioner may, on application 
of all the parties and assignees, with proof of the facts and such other requirements 
as may be imposed, issue a certificate correcting such error. 

“The error of omitting inventors or naming persons who are not inventors shall 
not invalidate the patent in which such error occurred if it can be corrected as pro- 
vided in this section. The court before which such matter is called in question may 
order correction of the patent on notice and hearing of all parties concerned and 
the Commissioner shall issue a certificate accordingly.”. 

SEc. 7. Section 6 of the title 35, United States Code, is amended by deleting para- 
graph (d) thereof. 

Sec. 8. (a) Section 8(a) of the Trademark Act of 1946, as amended (15 U.S.C. 
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1058(a)), is amended (a) by deleting the word “still”; and (2) by inserting the phrase 
“in commerce” immediately after the word “use”. 

(b) Section 8(b) of the Trademark Act of 1946, as amended (15 U.S.C. 1058(b)), is 
amended (1) by deleting the word “‘stille”; and (2) by inserting the phrase “in com- 
merce” immediately after the word “use”. 

Sec. 9. (a) Section 13 of the Trademark Act of 1946, as amended (15 U.S.C. 
1063), is amended (1) by deleting the phrase “a verified” and inserting in its place 
the word “an”; (2) by adding the phrase “when requested prior to the expiration of 
an extension” immediately after the word “cause”; and (3) by deleting the fourth 
sentence. 

(b) Section 14 of the Trademark Act of 1946, as amended (15 U.S.C. 1064), is 
amended by deleting the word “verified”. 

Sec. 10. Section 15 of the Trademark Act of 1946, as amended (15 U.S.C. 1065), 
is amended by deleting the phrase “the publication” and inserting in its place the 
word “registration”. 

Sec. 11. The first sentence of section 16 of the Trademark Act of 1946, as 
amended (15 U.S.C. 1066), is amended to read as follows: “Upon petition showing 
extraordinary circumstances, the Commissioner may declare that an interference ex- 
ists when application is made for the registration of a mark which so resembles a 
mark previously registered by another, or for the registration of which another has 
previously made application, as to be likely when applied to the goods or when 
used in connection with the services of the applicant to cause confusion or mistake 
or to deceive.”. 

SEc. 12. Section 21 of title 35, United States Code, is amended- 

(1) by deleting the phrase “Day for taking action falling on Saturday, Sunday, 
or holiday” from the title and inserting in its place the phrase “Filing date and 
day for taking action”; 

(2) by inserting the following as subsection (a): 

“(a) The Commissioner may be rule prescribe that any paper or fee required to 
be filed in the Patent and Trademark Office will be considered filed in the Office on 
the date on which it was deposited with the United States Postal Service or would 
have been deposited with the United States Postal Service but for postal service in- 
terruptions or emergencies designated by the Commissioner.”; 

(3) by designating the existing paragraph as subsection (b); and 

(4) by inserting the word “federal” in subsection (b), as designated above, imme- 
diately after the word “a”. 

Sec. 13. Section 6(a) of title 35, United States Code, is amended (1) by deleting 
the word “and”, third occurrence, and inserting in its place a comma; (2) by insert- 
ing the phrase “, or exchanges of items or services” immediately after the word 
“programs”; and (3) by inserting the phrase “or the administration of the Patent and 
Trademark Office” immediately after the word “law”, second occurrence. 

SEc. 14. (a) Section 115 of title 35, United States Code, is amended by (1) delet- 
ing the phrase “shall be” and inserting in its place the word “is”; and (2) inserting 
the following immediately after the phrase “United States”, third occurrence: “, or 
apostille of an official designated by a foreign country which, by treaty or conven- 
tion, accords like effect to apostilles of designated officials in the United States”. 

(b) Section 261 of title 35, United States Code, is amended, in the third para- 
graph, by inserting the following immediately after the phrase “United States”, 
third occurrence: “, or apostille of an official designated by a foreign country 
which, by treaty or convention, accords like effect to apostilles of designated offi- 
cials in the United States”. 

(c) Section 11 of the Trademark Act of 1946, as amended (15 U.S.C. 1061), is 
amended by (1) deleting the phrase “shall be”, first occurrence, and inserting in its 
place the word “is”; and (2) inserting the following immediately after the phrase 
“United States”, third occurrence: “, or apostille of an official designated by a for- 
eign country which, by treaty or convention, accords like effect to apostilles of des- 
ignated officials in the United States”. 

Sec. 15. Section 13 of title 35, United States Code, is amended by deleting “(a)9” 
and inserting in its place “(d)”. 

Sec. 16. Section 173 of title 35, United States Code, is amended to read as fol- 
lows: “Patents for designs shall be granted for the term of fourteen years.” 

SEc. 17. (a) Sections 1, 2, 4, 7, and 13 through 15 of this Act shall take effect on 
the date of enactment of this Act. Sections 3 and 16 of this Act shall take effect on 
Oct. 1, 1982. The maintenance fees provided for in section 3(b) of this Act shall not 
apply to patents applied for prior to the date of enactment of this Act. Each patent 
applied for on or after the date of enactment of this Act shall be subject to the 
maintenance fees established pursuant to section 3(b) of this Act or to maintenance 
fees hereafter established by law, as to the amounts paid and the number and timing 
of the payments. 

(b)(1) Title 35, United States Code, is amended by inserting after section 293 the 
following new section of chapter 29: 


§294. Voluntary arbitration 


“(a) A contract involving a patent or any right under a patent may contain a pro- 
vision requiring arbitration of any dispute relating to patent validity or infringement 
arising under the contract. In the absence of such a provision, the parties to an 
existing patent validity or infringement dispute may agree in writing to settle such 
dispute by arbitration. Any such provision or agreement shall be valid, irrevocable, 
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and enforceable, except for any grounds that exist at law or in equity for revocation 
of a contract. 

“(b) Arbitration of such disputes, awards by arbitrators and confirmation of Awards. 
awards shall be governed by title 9, United States Code, to the extent such title is 9 USC 1 et seq. 
not inconsistent with this section. In any such arbitration proceeding, the defenses 
provided for under section 282 of this title shall be considered by the arbitrator if 35 USC 282. 
raised by any party to the proceeding. 

“(c) An award by an arbitrator shall be final and binding between the parties to 
the arbitration but shall have no force or effect on any other person. The parties to 
an arbitration may agree that in the event a patent which is the subject matter of an 
award is subsequently determined to be invalid or unenforceable in a judgment ren- 
dered by a court to competent Poy espana from which no appeal can or has been 
taken, such award may be modified by any court of competent jurisdiction upon ap- 
plication by any party to the arbitration. Any such modification shall govern the 
rights and obligations between such parties from the date of such modification. 

Notices. 

“(d) When an award is made by an arbitrator, the patentee, his assignee or licens- 
ee shall give notice thereof in writing to the Commissioner. There shall be a sepa- 
rate notice prepared for each patent involved in such proceeding. Such notice shall 
set forth the names and addresses of the parties, the name of the inventor, and the 
name of the patent owner, shall designate the number of the patent, and shall con- Modification 
tain a copy of the award. If an award is modified by a court, the party requesting 
such modification shall give notice of such modification to the Commissioner. The 
Commissioner shall, upon receipt of either notice, enter the same in the record of 
the prosecution of such patent. If the required notice is not filed with the Commis- 
sioner, any party to the proceeding may provide such notice to the Commissioner. 

“(e) The award shall be unenforceable until the notice required by subsection (d) 
is received by the Commissioner.” 

(2) The analysis for chapter 29 of title 35 of the United States Code is amended 
by adding at the end the following: 

“294. Voluntary arbitration.”. 

(c) Sections 5, 6, 8 through 12, and 17(b) of this Act shall take effect six months 

after enactment. 


Approved Aug. 27, 1982. 


LEGISLATIVE HISTORY—H.R. 6260 
HOUSE REPORT No. 97-542 (Comm. on the Judiciary). 
CONGRESSIONAL RECORD, Vol. 128 (1982): 
June 8, considered and passed House. 
Aug. 12, considered and passed Senate. 
WEEKLY COMPILATION OF PRESIDENTIAL DOCUMENTS, Vol. 18, No. 
36 (1982): 
Aug. 28, Presidential statement. 


(59) 97TH CONGRESS HOUSE OF REPRESENTATIVES 
2d Session 


PATENT AND TRADEMARK OFFICE AUTHORIZATION 


May 17, 1982.—Committed to the Committee of the Whole House on the State of the 
Union and ordered to be printed 


Mr. KASTENMEIER, from the Committee on the Judiciary, submitted the following 


REPORT 
[To accompany H.R. 6260] 


[Including cost estimate of the Congressional Budget Office] 

The Committee on the Judiciary, to whom was referred the bill (H.R. 6260) to autho- 
rize appropriations to the Patent and Trademark Office in the Department of Commerce, 
and for other purposes, having considered the same, report favorably thereon with an 
amendment and recommend that the bill as amended do pass. 

The amendment strikes out all after the enacting clause of the bill and inserts a new text 
which appears in italic type in the reported bill. 


PURPOSE OF THE BILL 


The purpose of H.R. 6260 is to authorize appropriations for the Patent and Trademark 
Office for fiscal years 1983 through 1985. 
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STATEMENT 


The Subcommittee on Courts, Civil Liberties and the Administration of Justice 
previously held two days of hearings on the legislation, receiving testimony from a repre- 
sentative group of witnesses including the Commissioner of Patents and Trademarks, the 
American Bar Association Section of Patent, Trademark and Copyright Law, the Ameri- 
can Patent Law Association, the Patent, Trademark and Copyright Section of the State 
Bar of Virginia, the United States Trademark Association and the General Patent Counsel 
of the General Electric Corporation. 

H.R. 6260 reflects the recommendation of the Administration with three modifications 
as follows. First, the Administration proposal authorized the Commissioner of Patents and 
Trademarks to establish fees administratively. The subcommittee approved an amendment 
to set forth specific fees in the statute and limited the Commissioner’s authority to raise 
fees. Second, the Administration recommended that user fees recover 100% of the costs 
of actual processing of patents and trademarks. The subcommittee amended the bill to re- 
duce by 50% patent filing and maintenance fees for individual inventors, small businesses 
and not for profit institutions. The effect of the amendment is to increase by $8 million the 
authorized appropriation which would have been provided under the original Administra- 
tion request. Third, the subcommittee adopted a recommendation of the Commissioner of 
Patents and Trademarks, the American Bar Association and a coalition of corporate pa- 
tent counsel permitting arbitration of patent disputes. 

H.R. 6260 was considered by the Full Committee on the Judiciary on May 11, 1982 and 
was approved as reported by the subcommittee with an amendment offered by Mr. Frank 
described below. 


SYNOPSIS OF H.R. 6260 
SECTIONS 1—3 


Authorizes the Patent and Trademark Office for fiscal year 1983 at an appropriations 
level of $76,000,000 and for fiscal years 1984 and 1985 such sums as may be necessary. 
This would be augmented by additional fee income under the bill of approximately $79 
million for a total budget of $155 million. In fiscal year 1982 the Patent and Trademark 
Office was authorized at a level of $118,961,000 of which $29,600,000 was provided 
through fee income. Fiscal year 1983 will be the first year in which fee income under P.L. 
96-517 will be credited to the Patent and Trademark Office without being counted as part 
of its authorized appropriation. Had this new accounting procedure been applied to fiscal 
year 1982 the authorization and appropriation for the Patent and Trademark Office would 
have been $89 million. This constitutes the actual level of taxpayer support of the Office. 
Thus, H.R. 6260 authorizes the expenditure of tax revenue in fiscal 1983 to support the 
Patent and Trademark Office at a level $21 million lower than for fiscal 1982. H.R. 6260 
proposes to double current fees as the means of making up for the difference between a 
lower level of taxpayer support and an increased total budget. Further, maintenance fees 
which were first authorized in P.L. 96-517 and which will not begin to be collected until 
fiscal year 1986 (Oct. 1, 1985) will also be doubled over the amounts provided for under 
P.L. 96-517. 

The overall objective of H.R. 6260 is to provide for increased user support for the Pa- 
tent and Trademark Office costs associated with the actual processing of patent applica- 
tions by fiscal year 1996. The fee schedule is designed to return to the government 100% 
of actual costs. However, an amendment to the original Administration proposal adopted 
by the subcommittee would reduce by half the fees for individuals, small businesses and 
nonprofit inventors. At the present time less than 25% of the actual costs of processing 
patent applications are supported by fee revenue and under P.L. 96-517, which becomes 
effective on Oct. 1, 1982, this amount will gradually begin to rise but will only reach 50% 
of actual costs in 1996. 

The amendment offered by Mr. Frank and approved by the Committee modifies that 
portion of Section 3 of H.R. 6260 dealing with Trademark fees. Public Law 96-517 (35 
United States Code, section 31(a)) provides, “Fees will be set and adjusted by the Com- 
missioner to recover in aggregate 50 per centum of the estimated average cost to the Of- 
fice of such processing. Fees for all other services or materials related to trademarks and 
other marks will recover the estimated average cost. . .of performing the service or fur- 
nishing the material.” 

The Administration requested that the figure, “50 per centum”, be changed to “100 per 
centum”, thus mandating full recovery to the Treasury of all costs associated with pro- 
cessing trademarks.An amendment offered during subcommittee consideration of the legis- 
lation proposed to reduce fee generated revenue supporting processing of trademarks to 
less than the 100 per centum recovery level. The amendment was not agreed to. The au- 
thor of the amendment, Mr. Frank, then proposed to amend the law to provide a statuto- 
ry fee schedule which would return revenue to the Patent and Trademark Office at a lev- 
el designed to recover 100 per centum of costs. However, following consultations with 
interested parties, Mr. Frank modified his amendment simply to repeal those portions of 
P.L. 96-517 which mandate a specified level of cost recovery for the processing of trade- 
mark registrations. Thus, the level of cost recovery for processing of trademark registra- 
tions will be within the discretion of the Commissioner. The Committee is aware of the 
concerns of users of the Trademark registration system, however, and intends to exercise 
vigorous oversight with respect to the Commissioner to ensure that fees remain at a rea- 
sonable level and that trademark registrations are processed in an efficient and cost effec- 
tive manner. As part of this oversight, the Committee recommends the following fee 
structure to the Commissioner for Fiscal Year 1983. 
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Type of fee: Proposed fee 
Application filing fee per class 
Renewal fee 300 
Late renewal 100 
Section 12(c) claim 100 
New certificate 100 
Certificate of correction 100 
Disclaimer to registration 100 
Amendment to registration 100 
Per class combines section 8 and 15 affidavit 200 
Per class section 8 affidavit alone 100 
Per class section 15 affidavit alone 100 
All petitions to Commissioner 100 
Cancellation opposition per class 200 
TTAB appeal 100 
Certified copies 10 
Copies of trademarks 1 
Assignments 

1100 plus for each mark in addition to 1. 


Section 3(d) also permits the Commissioner of Patents to accept late payment of mainte- 
nance fees where it is established that the delay in payment was unavoidable. 

Section 4 permits the Commissioner of Patents and Trademarks to appoint temporary 
examiners in chief for the Board of Patent Appeals to deal more flexibly with workload. 

Section 5 permits late filing of the oath and fee accompanying submission of specifica- 
tions and drawings which accompany patent claims. 

Section 6 permits greater flexibility in correcting mistakes in the naming of inventors on 
a patent application. 

Section 7 allocates funds from the Patent and Trademark Office to the Department of 
State to pay the financial obligations of administering the patent Cooperation Treaty. 

Section 8 clarifies the Trademark law with respect to what constitutes use of a mark “in 
commerce”. 

gy 9 deletes the burdensome technical requirement that trademark oppositions be 
verified. 

Section 10 makes the date of registration rather than the date of publication the crucial 
date for purposes of establishing the incontestability of a trademark. This eliminates an 
ambiguity in the present law. 

Section 11 limits the declaration of interferences under the trademark law to situations 
where extraordinary circumstances exist. 

Section 12 authorizes the Commissioner of the Patent and Trademark Office the flexibil- 
ity to deal with problems of delay in filing due to postal service breakdowns. 

Section 13 permits the Commissioner of Patents to enter into cooperative studies, pro- 
oot exchanges and similar ventures associated with the administration of the Patent Of- 

ice. : 
Section 14 conforms U.S. Patent and Trademark Law to a recent international treaty 
governing diplomatic or consular legalization of documents. 

Section 15 corrects a mistaken citation in P.L. 96-517. 

Section 16 creates a uniform term for design patents. 

Section 17 establishes the effective dates for provisions of the Act. Increased filing fees 
would apply to all applications made on or after the date of enactment of H.R. 6260. 

Section 18 permits voluntary arbitration of patent disputes. 


SECTION-BY-SECTION ANALYSIS 
SECTION 1 


This section authorizes appropriations for the Patent and Trademark Office for the pay- 
ment of salaries and necessary expenses of the Office. For Fiscal Year 1983, this section 
authorizes appropriations of $76,000,000, and in fiscal years 1984 and 1985 such sums as 
may be necessary, as well as such additional and supplemental amounts as may be neces- 
sary to cover any increases in salary, pay, retirement, or employee benefits which may be 
authorized by law. Funds made available by these appropriations are to be used to reduce 
by 50 per centum the amount of the fees to be paid under title 35, United States Code, 
section 41(a) and (b) by independent inventors and nonprofit organizations as defined in 
regulations established by the Commissioner of Patents and Trademarks, and by small 
business concerns as defined in section 3 of the Small Business Act and by regulations es- 
tablished by the Small Business Administration. 

In addition, fees collected pursuant to title 35, United States Code, and the Trademark 
Act of 1946, as amended (15 U.S.C. 1051 et seq.), will augment the authorized appropria- 
tion to provide the resources needed to conduct the operations of the Office for fiscal 
year 1983. The total resources for the Office in fiscal year 1983, that is, the amount appro- 
priated pursuant to this section plus fees collected pursuant to the patent and trademark 
laws, which will be available to the Office, are estimated to be $154,934,000. The corre- 
sponding levels for fiscal year 1984 and fiscal year 1985 are estimated in the President’s 
Budget to be $167 million and $176 million, respectively. Any additional amounts to cover 
increases in salary, pay, retirement, or other employee benefits which may be authorized 
by law will be in addition to, and will therefore increase, those program levels. Finally, 
any funds appropriated pursuant to this section and all fees collected, when specified in an 
appropriation act, will remain available without any fiscal year limitation. 
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SECTION 2 


This section provides that, notwithstanding any other provision of law, there is autho- 
rized to be appropriated to the Patent and Trademark Office for fiscal year 1982, 
$121,461,000 and such additional or supplemental amounts as may be necessary for in- 
creases in salary, pay, retirement, or other employee benefits authorized by law. This sec- 
tion increases the amount authorized for the Patent and Trademark Office by 2.5 million 
over that authorized in Public law 97-35. The President is recommending a supplemental 
appropriation of $2,500,000 for the Patent and Trademark Office for fiscal year 1982 in or- 
der to carry out the program recommendations included in his fiscal year 1983 Budget. 


SECTION 3 


This section establishes certain statutory fees which are to be charged by the Commis- 
sioner and authorizes the Commissioner to establish other fees whose amounts are not spe- 
cifically set. Thus, the major routine fees which are applicable to patents and patent 
application processing are established (e.g., filing, issuance, and maintenance fees). The 
Commissioner is authorized to establish fees for all other processing, services, or materials 
related to patents which are not specifically established by statute. The processing and ser- 
vice fees, which would be established at a level to recover the estimated average costs to 
the Office. A more specific discussion of the various provisions of this section is set forth 
below. 

Section 3(a) amends section 41(a) of title 35 to provide the amounts of the fees for filing 
and issuance of patent applications. In addition, the section includes provisions for increas- 
ing the filing fees due to increased complexities presented by certain applications, e.g., ap- 
plications containing more than a specified number of claims and any application contain- 
ing a multiple dependent claim. The section also provides that fees will be charged when 
the number of claims is increased above the specified number or when a multiple depen- 
dent claim is first presented, whether on filing or at a later point in processing. 

Under section 41(a)1, the filing fee for an original patent, except in design or plant 
cases, is $300. In addition, on filing or on presentation at any other time, $30 is due for 
each claim in independent form which is in excess of three, $10 is due for each claim 
(whether independent or dependent) which is in excess of twenty, and $100 is due for 
each application containing a multiple dependent claim. The latter fee is a one-time charge 
per application due the first time a multiple dependent claim is presented for examination. 
For the purpose of computing fees, a multiple dependent claim as referred to in section 
112 of title 35, United States Code, or any claim depending therefrom, will be considered 
as separate dependent claims in accordance with the number of claims to which reference 
is made. Under the section, errors in payment of the additional fees may be rectified in ac- 
cordance with regulations of the Commissioner. This will enable the Commissioner to es- 
tablish regulations whereby patent applications may correct, without prejudice, errors in 
payment of the additional fees, i.e., those in addition to the basic fees established. 

Under section 41(a)2, the fee for issuing all original and reissue patents, except in design 
or plant cases, would be a uniform amount of $500. No supplemental issue fees are re- 
quired. 

Section 41(a)3 establishes fixed fees for filing applications for, and issuance of design 
os plant patents..For design patent cases, the filing fee would be $200 and the issue fee 

250. 

Section 41(a)4 relates to fees in reissue cases and establishes a fee of $300 for filing each 
application for the reissue of a patent. In addition, on filing or on presentation at any oth- 
er time, $30 is due for each claim in independent form which is in excess of the number of 
independent claims of the original patent, and $10 is due for each claim (whether indepen- 
dent or dependent) which is in excess of twenty and also in excess of the number of 
claims of the original patent. Errors in payment of the additional fees may be rectified in 
accordance with regulations of the Commissioner. 

Under section 41(a)5, a fee of $50 would be established for filing each disclaimer in a 
patent or patent application. 

Section 41(a)6 establishes a fee due on filing an appeal from the examiner to the Board 
of Appeals of $115. In addition, a fee of $115 is due on filing a brief in support of the ap- 
peal, and a fee of $100 is due for requesting an oral hearing before the Board of Appeals. 

Section 41(a)7 establishes two different fees for filing petitions with different standards 
to revive abandoned patent applications. The same two fees are applicable to petitions to 
accept the delayed payment of the fee for issuing a patent. The fees set forth in this sec- 
tion are due on filing the petition. Since the section provides for two alternative fees with 
different standards, the section would permit the applicant seeking revival or acceptance 
of a delayed payment of the fee for issuing a patent to choose one or the other of the fees 
and standards under such regulations as the Commissioner may establish. Under the sec- 
tion the Commissioner could establish time limits within which petitions under each of the 
different fees and standards can be filed. The section establishes a fee of $500 for filing 
each petition for revival or for acceptance of the delayed payment of an issue fee where 
the abandonment or the failure to pay the issue fee is unintentional. In order to prevent 
abuse and injury to the public the Commissioner could require a terminal disclaimer 
equivalent to the period of abandonment and could require applicants to act promptly af- 
ter becoming aware of the abandonment. The section establishes a fee of $50 for filing a 
petition under sections 133 or 151 of title 35 in accordance with standards presently in ef- 
fect requiring that the delay resulting in the abandonment, or the delay in payment of the 
issue fee, be unavoidable. Under this section a petition accompanied by either a fee of 
$500 or a fee of $50 would not be granted where the abandonment or the failure to pay 
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the fee for issuing the patent was intentional as opposed to being unintentional or 
unaviodable. This section would permit the Commissioner to have more discretion than 
present law to revive abandoned applications and accept late payment of the fee for issu- 
ing a patent in appropriate circumstances. 

Section 41(a)8 establishes fees for filing of petitions for extensions of time. Various time 
periods are set by the Office for taking actions on matters relating to patent applications. 
These time periods are set pursuant to statute or by regulations established by the Com- 
missioner under the authority granted to the Commissioner by statute. This section would 
provide for fees for filing petitions to extend the time periods set pursuant to statute or by 
regulations for taking action within any limitations set by statute. 

A fee of $50 is established for filing a request for a first one month extension of time, an 
additional fee of $100 for filing a request for a second one month extension of time which 
would expire two months after the end of the time period set for taking action, and an ad- 
ditional fee of $200 for filing a request for a third one month extension of time which 
would expire three months after the end of the time period set for taking action. A subse- 
quent or fourth extension could be requested if additional time was available under the 
statute. In no case could a period be extended beyond the maximum time set by statute. 

The Commissioner may issue regulations providing when, within any maximum period 
permitted by statute, petitions for extensions of time, and the required fee therefor, may be 
filed. This section does preclude the Commissioner from waiving the fee for filing a peti- 
tion for an extension of time where the Office extends the period due to equity consider- 
ations or sufficient cause. 

Section 41(b) provides that the Commissioner charge the following fees for maintaining 
a patent other than a design or plant patent, in force: at three years and six months after 
grant, $400; at seven years and six months after grant, $800; and at eleven years and six 
months after grant, $1,200. Unless payment of the applicable maintenance fee is received 
in the Patent and Trademark Office on or before the date the fee is due or within a grace 
period of six months thereafter, the patent will expire as of the end of such grace period. 
The Commissioner may require the payment of a surcharge as a condition of accepting 
within such six-month grace priod the late payment of a maintenance fee. 

In order to avoid an inequitable loss of patent rights, the Commissioner is given the au- 
thority to accept payment of any maintenance fee after the six-month grace period if it is 
established that the delay in payment was unavoidable. It is intended that the Commission- 
er will issue regulations establishing guidelines for acceptance of late payment. After the 
expiration of a reasonable period of time, the patentee would bear a heavy burden of 
proof that the delay was unavoidable. A surcharge may be imposed by the Commissioner 
as a precondition to acceptance of a late fee. This surcharge may be in addition to any 
surcharge imposed for payment during the grace period. 

A provision is included to protect the rights of one who began using or who took steps 
to begin use of a patent which expired for failure to pay a maintenance fee and which was 
subsequently reestablished by acceptance of the late payment. The intervening rights pro- 
vision in section 41(c)(2) is similar to the intervening rights provision in 35 U.S.C. 252 
concerning reissued patents. 

Section 41(d) provides that the Commissioner establish fees for all other processing 
services, or materials related to patents not specified in section 41 at an amount calculated 
to recover the estimated average cost to the Office of such processing, services, or materi- 
als. Such processing and other services includes, but is not limited to, the processing of 
various petitions desiring certain actions to be taken regarding patent applications, record- 
ing of assignments, reexamination of patents and the processing of international applica- 
tions. Fees for materials include the price of patent copies, certifications and other copy- 
ing services. The yearly fee for providing a library specified in section 13 of title 35 with 
uncertified copies of the specifications and drawings for all patents issued in that year is 
set at $50. 

Section 41(f) provides that the fees established in subsections (a) and (b) of section 41 
may be adjusted by the Commissioner on Oct. 1, 1985, and every third year thereafter, to 
reflect any fluctuations occurring —- the previous three years in the Consumer Price 
Index, as determined by the Secretary of Labor. Changes of less than one per centum may 
be ignored by the Commissioner in making such adjustments. 

Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 
1113), is being changed to grant the Commissioner discretion to establish the level of re- 
covery of office costs related to trademarks. It is expected that the Commissioner will set 
the fees in a way that the filing fee will be kept as low as possible to foster use of the 
Federal registration system. This may require that other fees for services or materials re- 
lated to trademarks recover more than their actual estimated cost in order that the Com- 
missioner achieve in the aggregate adequate cost recovery for the entire trademark opera- 
tion. 

A provision is inserted in section 42(c) of title 35 in order to ensure that the tradermark 
fees collected are used to fund trademark operations only and not the processing of patent 
applications. 


SECTION 4 


Section 3 of title 35 is amended by deleting specific reference to the number of examin- 
ers-in-chief in the first sentence. Elimination of the upper limit on the number of perma- 
nent members of the Board of Appeals would provide greater flexibility in filling most of 
its personnel needs, thereby avoiding an excess of examiner details. The authority to ap- 
point acting examiners-in-chief, however, is maintained in order that temporary fluctua- 
tions in the workload of the Board may be accommodated. 
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SECTION 5 


Under revised section 111 of title 35, the filing date of an application would be that on 
which the specification and any required — are received by the Patent and Trade- 
mark Office. The oath or declaration and filing fee could be submitted at such later time 
as established by the Commissioner, without any loss of the original filing date. Under the 
amendment, an applicant could either file the oath or declaration (including the applicant’s 
signature) and fee together with an application or submit them at a later time as deter- 
mined by the Commissioner. 

The section would also authorize the imposition of a surcharge as a condition for ac- 
cepting filing of the oath of payment of the filing fee after the filing date of the applica- 
tion. Since an application filed without the oath or declaration would not be signed or 
“made” by the applicant, the amendment permits a patent attorney or agent, authorized 
by the applicant, to submit the specification and drawings for the ee of obtaining a 
filing date. Should the applicant, however, fail to file the oath or declaration, or pay the 
filing fee within the time limits set by the Commissioner, the application would be regard- 
ed as having been abandoned. 


SECTION 6 


The third paragraph of section 116 of title 35 is amended to enlarge the possibilities for 
correcting misnamed inventive entities. As a consequence, correction would be permitted 
also in cases where the person originally named as inventor was in fact not the inventor of 
the subject matter contained in the application. If such error occurred without any decep- 
tive intention on the part of the true inventor, the Commissioner would have the authority 
to substitute the true inventor for the erroneously named person. Although probably rar- 
er, instances such as changes from a mistakenly identified sole inventor to a different, but 
actual, joint inventors, conversions from erroneously identified joint inventors to different 
but actual, joint inventors, and conversions from erroneously identified joint inventors to a 
different, but actual, sole inventor would also be —— In each instance, however, the 
Commissioner must be assured of the presence of innocent error, without deceptive inten- 
tion on the part of the true inventor or inventors, before permitting a substitution of a true 
inventor’s name. 

The ability to receive a filing date based on a specification and drawings without signa- 
ture as set forth in revised section 111 of title 35, and to file the oath or declaration and 
pay the filing fee within such period as determined by the Commissioner is also available 
to joint inventors. 

Section 256 of title 35, which is a companion to section 116, would be amended to simi- 
larly enlarge the possibilities for correction of misnamed inventors in issued patents. 


SECTION 7 


Section 6(d) of title 35, which provides for the allocation of appropriated Patent and 
Trademark Office funds to the Department of State for payment of United States financial 
obligations under the Patent Cooperation Treaty, is deleted. The Department of State has 
traditionally assumed responsibility for financial obligations for international agreements to 
which the United States adheres. 


SECTION 8 


Section 8(a) of the Trademark Act is amended to clarify that the continued use required 
to be shown in the sixth year be use “in commerce”. Although it is believed by some that 
omission of the words “in commerce” may have been inadvertent in the 1946 Act, this 
section has been interpreted so that use in a foreign country, or use in intrastate com- 
merce, is sufficient. Such interpretation is fundamentally in conflict with other require- 
ments of the Act. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be 
shown in the sixth year be use “in commerce” . Although it is believed by some that 
omission of the words “ in commerce” may have been inadvertent in the 1946 Act, this 
section has interpreted so that use in a foreign country, or use in intrastate commerce, is 
sufficient. Such interpretation is fundamentally in conflict with other requirements of the 


ct. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be 
shown in the sixth year be use “in commerce” for registrations published under section 
12(c) of the Act. (This pertains to registrations issued under the Act of Mar. 3, 1881 and 
the Act of Feb. 20, 1905). 

The word “still” has been deleted from section 8(a) and 8(b). Thus, the owner of a reg- 
istration issued on the basis of a foreign registration under the provisions of section 44(e) 
of the Act will have to submit an affidavit to the effect that the mark is in use in com- 
merce. Since the mark need not be used in commerce when it is registered, the require- 
ment cannot be required to state that it is “still” in such use. 


SECTION 9 


Section 13 of the Trademark Act is amended to delete the requirement that an opposi- 
tion be verified. The sentence which allowed an unverified application to be verified at a 
later date has been deleted. In addition, a phrase has been added to make it clear that any 
subsequent extension of time to file an opposition, beyond the first extension, must be re- 
quested before the end of the preceding extension. 
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Section 14 of the Trademark Act would also be amended to delete the requirement that 
a petition to cancel a registration be verified. 


SECTION 10 


Section 15 of the Trademark Act is amended to change the term “the publication” to 
“registration” in the first sentence. This change makes the date of registration rather than 
the date of publication the crucial date for purposes of incontestablility. It will also make 
section 15 consistent with sections 22 and 33 of the Act. 


SECTION 11 


Section 16 of the Trademark Act is amended to limit the declaration of interferences to 
those situations where a petition to the Commissioner shows that extraordinary circum- 
stances exist, the rights of the parties can be determined adequately by the existing opposi- 
tion and cancellation procedures. Additionally, if an interference is declared between an 
application and a registration and the applicant wins, a cancellation must still be initiated 
against the registration. 


SECTION 12 


A new subsection (a) has been added to section 21 of title 35 to authorize, but not to re- 
quire, the Commissioner of Patents and Trademarks to give as the filing date of any paper 
or fee which is required to be filed in the Patent and Trademark Office the date on which 
the paper or fee was deposited with the United States Postal Service. The Commissioner 
may also give as the filing date of any paper or fee which was required to be filed in the 
Patent and Trademark Office the date it would have been deposited with the United 
States Postal Service but for postal service interruptions or emergencies which the Com- 
missioner designates. The requirements governing whether any given paper or fee may be 
given the filing date of the day on which it was, or would have been deposited with the 
United States Postal Service will be set forth in regulations established by the Commis- 
sioner. 

Section 21(b) of title 35 is identical to existing section 21 with two minor amendments. 
The word “federal” has been inserted before the phrase “holiday within the District of 
Columbia” to clarify the nature of the holiday. 


SECTION 13 


This section clarifies the authority of the Commissioner in section 6(a) of title 35 to en- 
ter into a wide range of cooperative agreements concerning the patent and trademark 
laws or the administration of the Patent and Trademark Office. These agreements are in 
addition to the exchange of publications authorized in 35 U.S.C. 11(b) and 12. These co- 
operative agreements may take the form of studies, programs, exchanges, and other simi- 
lar ventures. Thus, the Patent and Trademark Office could, for example, exchange patent 
copies, non-patent literature, tapes or services in return for goods or services of value to 
the Patent and Trademark Office. 


SECTION 14 


The amendments of 35 U.S.C. 115 and Section 11 of the Trademark Act of 1946 recog- 
nize the Hague “Convention yey the Requirement of Legalization for Foreign 
Public Documents” which entered into force in the United States on Oct. 15, 1981. The 
Convention abolishes the requirement of diplomatic or consular legalization for forei 
public documents which are sworn to or acknowledged by a notary public in any of the 
countries adhering to the Convention. For documents executed by a notary public of all 
other foreign countries, diplomatic or consular legalization will still be required. 

The amendment of 35 U.S.C. 261 is intended to give affirmative effect to acknowledg- 
ments executed pursuant to the Hague Convention. 


SECTION 15 


This section corrects an incorrect citation. Public Law 96-517 amended section 41 of ti- 
tle 35, United States Code, in a way which eliminated 35 U.S.C. §41(a)(9). Unfortunately, 
section 13 of title 35, United States Code, was not amended accordingly by Public Law 
96-517. This section corrects that oversight. 


SECTION 16 


This section sets a uniform term of fourteen years for all design patents. 


SECTION 17 


Sections 17(a) and (c) specify the effective dates of the Act. Section 17(a) also specifies 
that the maintenance fees provided for in section 3(b) of this Act will only apply to pa- 
tents in which the application was filed on and after the date of enactment or to mainte- 
nance fees later established by law. 

Section 17(b) adds a section to title 35 providing for the voluntary arbitration of patent 
disputes by the parties to the dispute. The section requires that the Commissioner be noti- 
fied in writing of an award made by an arbitrator or modified by a court. Such notifica- 
tion will be entered in the record of the prosecution of the patent. 
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At present, agreements to arbitrate some aspects of disputes arising under patent li- 
censes are enforceable by the courts; however, there have been court decisions that have 
disapproved arbitration of disputes concerning patent validity or infringement. In this re- 
gard, see, for example, Zip Mfg. Co. v. Pep Mfg. Co. 44 F.2d 184, 7 U.S.P.Q. 62 
(D. Del. 1930) and Beckman Instruments, Inc. v. Technical Developments Corp. 433 F.2d 
55, 167 U.S.P.Q. 10 (7th Cir. 1965). 

Partly as a reaction to those decisions, during the 93rd Congress both the Department 
of Commerce and the Department of Justice endorsed a provision specifically authorizing 
arbitration of validity and infringement disputes. This provision, included in an omnibus 
patent law revision bill, S. 2504, was never enacted due tot he many controversial aspects 
of that legislation. 

In the view of the Committee, a statutory authorization of voluntary agreements to ar- 
bitrate validity and infringement disputes would benefit both the parties to these disputes 
and the public. 

Statutory endorsement of arbitration agreements would assure the parties that they 
could avail themselves of the numerous advantages of arbitration without the possibility of 
having to reargue the dispute in court. The advantages of arbitration are many: it is usual- 
ly cheaper and faster than litigation; it can have simpler procedural and evidentiary rules; 
it normally minimizes hostility and is less disruptive of ongoing and future business deal- 
ings among the parties; it is often more flexible in regard to scheduling of times and places 
of hearings and discovery devices; and, arbitrators are frequently better versed than 
judges and juries in the area of trade customs and the technologies involved in these dis- 
putes. 

The enforcement of voluntary arbitration provisions would serve the public in two 
ways. First, the availablity of arbitration with its numerous advantages will enhance the 
patent system and thus will encourage innovation. This view is supported by the Commit- 
tee for Economic Development in their Jan. 1980 statement entitled “Stimulating Techno- 
logical Progress.” Secondly, arbitration could relieve some of the burdens on the 
overworked Federal courts. Chief Justice Burger in his speech to the American Bar Asso- 
ciation on Jan. 24, 1982, generally endorsed the use of arbitration to reduce the judicial 
backlog. Also, I think it is important to note that the American Bar Association’s Section 
on Patent, Trademark and Copyright Law has endorsed court enforcement of arbitration 
agreements calling for arbitration of validity and infringement. 

The recommendations of the Secretary of Commerce to increase substantially patent 
and trademark user fees were made on the promise that such increases “will lay the 
groundwork for revitalizing the patent and trademark systems.” The Secretary committed 
to three major goals: (1) to reach an average patent application pendency time of 18 
months by FY 1987, (2) to issue an examiner’s first action on trademark registrability in 
three months and disposal of an application within 13 months, and (3) to move realisti- 
cally toward a fully automated Office by the 1990's. In accepting the Administration’s rec- 
ommendations on user fees, the Committee fully expects the Administration to live up to 
its end of the bargain to bring about a first-class Patent and Trademark Office. To provide 
an opportunity for timely and effective Committee oversight of progress toward improv- 
ing the Patent and Trademark Office, the Committee directs that the Secretary of Com- 
merce report annually to the Committee on progress toward achieving the three major 
goals of the Patent and Trademark Office, as outlined above, and, in addition, promptly 
inform the Committee at any time it appears that any of the goals, for any reason, is 
viewed as not attainable. 


OVERSIGHT STATEMENT 


The Committee on the Judiciary has oversight responsibility over the Patent and Trade- 
mark Office in the Department of Commerce. In addition to its ongoing oversight, the 
Committee’s Subcommittee on Courts, Civil Liberties and the Administration of Justice 
held an oversight hearing with respect to the Patent and Trademark Office on Mar. 4, 
1981, published as —e Hearings Before the Subcommittee on Courts, Civil Liberties 
and the Administration of Justice of the Committee on the Judiciary, House of Represen- 
tatives, Ninety-Seventh Congress, First Session on the Copyright Office, The U.S. Patent 
and Trademark Office, and the Copyright Royalty Tribunal. Serial No. 17. 

The Committee expects to continue its oversight activities in this area. 


STATEMENT OF THE BUDGET COMMITTEE 


No statement has been received on H.R. 6260 from the House Committee on the Bud- 
get. 


STATEMENT OF THE CONGRESSIONAL BUDGET OFFICE 


Pursuant to clause 7, rule XIII of the Rules of the House of Representatives and section 
403 of the Congressional Budget Act of 1974, the following is the cost estimate of H.R. 
6260, as amended, prepared by the Congressional Budget Office. 


U.S. CONGRESS 
CONGRESSIONAL BUDGET OFFICE, 
Washington, D.C., May 13, 1982. 


Hon. PETER W. RODINO, Jr., 
Chairman, Committee on the Judiciary, House of Representatives, Washington, D.C. 
DEAR MR. CHAIRMAN: Pursuant to Section 403 of the Congressional Budget Act of 
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1974, the Congressional budget Office has prepared the attached cost estimate for H.R. 
6260, a bill to authorize appropriations to the Patent and Trademark Office in the Depart- 
ment of Commerce, and for other purposes. 
Should the Committee so desire, we would be pleased to provide further details on this 
estimate. 
Sincerely 


ALICE M. RIVLIN, Director. 
CONGRESSIONAL BUDGET OFFICE, CosT ESTIMATE 


1. Bill number: H.R. 6260. 

2. Bill title: A bill to authorize appropriations to the Patent and Trademark Office in the 
Department of Commerce, and for other purposes. 

3. Bill status: As ordered reported by the House Committee on the Judiciary, May 11, 
1982. 

Bill purpose: H.R. 6260 would authorize 1982 appropriations at a level $2.5 million 
above the amount already appropriated, and would provide a $76 million authorization 
level in 1983 to carry out the activities of the Patent and Trademark Office (PTO). In ad- 
dition, such sums as may be necessary are authorized for fiscal years 1984 and 1985, plus 
such additional or supplemental amounts as may be necessary for increases in salary, pay, 
retirement, or other benefits authorized by law for each fiscal year 1983 thorugh 1985. 
PTO would also have available for obligation offsetting fee collections as provided for in 
Public Law 96-517, plus the additional fees as specified in H.R. 6260. 

Assuming enactment of H.R. 6260, total PTO collections over time would result in re- 
covery of approximately 100 percent of patent and trademark processing costs. Individu- 
als, small businesses, and non-profit institutions would be exempt from the proposed addi- 
tional fees, however, but would continue to follow the fee schedule outlined in P.L. 96- 
517, which assumes the ultimate recovery of approxiamtely 50 percent of all processing 
costs. 

The President’s 1982 budget includes a request for a $2.5 million supplemental for the 
PTO. The Administration has recommended increasing user fees to ultimately recover 100 
percent of processing costs beginning in 1983, but does not provide for any exemptions to 
the proposed fee increases relative to current law. The effect of exemptions is to increase 
by approximately $8 million the authorized level of appropriations relative to the Admin- 
istration’s request. 

In addition, the bill would make a number of other changes that are not expected to 
have a cost impact. 

5. Cost estimate: 


[By fiscal years, in millions of dollars] 


1983 1984 1985 


Authorization level: 
Specified - Te eo a eae 
Estimated AE 68 864 868 .... 
Subtotal 3 82.8 864 868 .... 
Toial estimated outlays ‘ 61.8 82.4 82.8 eS 


Including outlays from appropriations to date for PTO, total 1982 outlays are estimated 
to be $121.5 million, and total 1983 outlays are estimated to be $79.8. 

The costs of this bill fall within budget subfunction 376. 

6. Basis of estimate: The authorization levels for PTO for 1982 and 1983 are those speci- 
fied in the bill. The estimate authorization levels for 1984 and 1985 assume a level of 
funding sufficient to maintain a program level of $167 million and $176 million, respec- 
tively, including offsetting collections. In addition, authorization for increases in pay and 
other benefits of approximately $6.8 million, $7.4 million, and $7.8 million for fiscal years 
1983 through 1985, respectively, were estimated based on CBO’s current inflators. Outlays 
are based on historical spending patterns. 

The estimated collections to PTO as a result of fees charged to cover the costs of pro- 
cessing trademarks and patents were provided by the agency, and assume the fee structure 
outlined in the bill. The estimated collections, under current law and under H.R. 6260, are 
shown in the table below. 


[By fiscal years, in millions of dollars} 


1982 1983 1984 1985 1986 
Estimated offsetting collections: 


Current law ere, oe ae) eee 
Added by H.R. 6260 eae” See See OR, Se 


Total—H.R. 6260 Tee) Be! RR 
7. Estimate comparison: None. 


8. Previous CBO estimate: None. 
9. Estimate prepared by: Mary B. Maginniss. 
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10. Estimate approved by: C. G. Nuckols (James L. Blum, Assistant Director for Budget 
Analysis). 


COMMITTEE VOTE 


The Committee on the Judiciary ordered H.R. 6260 as amended reported by a voice 
vote, without objection being heard, with a quorum of Members being present. 
CHANGES IN EXISTING LAW MADE BY THE BILL, AS REPORTED 


In compliance with clause 3 of Rule XIII of the Rules of the House of Representatives, 
changes in existing law made by the bill, as reported, are shown as follows (existing law 
proposed to be omitted is enclosed in black brackets, new matter is printed in italics, 
existing law in which no change is proposed is shown in roman): 


TITLE 35, UNITED STATES CODE 
PART 1—PATENT AND TRADEMARK OFFICE 


CHAPTER 1—ESTABLISHMENT, OFFICERS, FUNCTIONS 


§3. Officers and employees. 


(a) There shall be in the Patent and Trademark Office a Commissioner of Patents and 

trademarks, a Deputy Commissioner, two Assistant Commissioners, and [not more than 
fifteen] examiners-in-chief appointed under section 7 of this title. The Deputy Commissioner, 
or, in the event of a vacancy in that office, the Assistant Commissioner senior in date of 
appointment shall fill the office of Commissioner during a vacancy in that office until the 
Commissioner is appointed and takes office. The Commissioner of Patents and Trade- 
marks, the Deputy Commissioner, and the Assistant Commissioners shall be appointed by 
the President, by and with the advice and consent of the Senate. The Secretary of Com- 
merce, u the nomination of the Commissioner, in accordance with law shall appoint all 
other officers and employees. 


§6. Duties of Commissioner. 


(a) The Commissioner, under the direction of the Secretary of Commerce, shall superin- 
tend or perform all duties required by law respecting the granting and issuing of patents 
and the registration of trademarks; shall have the authority to carry on studies [and] pro- 
grams, or exchanges of items or services regarding domestic and international patent and 
trademark law or the administration of the Patent and Trademark Office, and shall have 
charge of property belonging to the Patent and Trademark Office. He may, subject to the 
approval of the Secretary of Commerce, establish regulations, not inconsistent with law; 
for the conduct of proceedings in the Patent and Trademark Office. 

(b) The Commissioner, under the direction of the Secretary of Commerce, may, in co- 
ordination with the Department of State, carry on programs and studies cooperatively 
with foreign patent offices and international intergovernmental organizations, or may au- 
thorize such programs and studies to be carried on, in connection with the performance of 
duties stated in subsection (a) of this section. 

(c) The Commissioner, under the direction of the Secretary of Commerce, may, with 
- the concurrence of the Secretary of State, transfer funds appropriated to the Patent and 
Trademark Office, not to exceed $100,000 in any year, to the Department of State for the 
purpose of making special payments to internatinal intergovernmental organizations for 
studies and programs for advancing international cooperation concerning patents, trade- 
marks, and related matters. These special payments may be in addition tc any other pay- 
ments or contributions to the international organization and shall not be subject to any 
limitations imposed by law on the amounts of such other payments or con‘ributions by the 
Government of the United States. 

[(d) The Commissioner, under the direction of the Secretary of Commerce, may, with 
the concurrence of the Secretary of State, allocate funds appropriated to the Patent Of- 
fice, to the Department of State for the purpose of payment of the share on the part of 
the United States to the working capital fund established under the Patent Cooperation 
Treaty. Contributions to cover the share on the part of the United States of any operating 
deficits of the International Bureau under the Patent Cooperation Treaty shall be included 
in the annual budget of the Patent Office and may be transferred by the Commissioner, 
under the direction of the Secretary of Commerce, to the ent of State for the 
purpose of making payments thereof to the International Bureau. 


§13. Copies of patents for public libraries. 


The Commissioner may supply printed copies of specifications and drawings of patents 
to public libraries in the United States which shall maintain such copies for the use of the 
= ~ the rate for each year’s issue established for this purpose in section 41 [(a)9] (d) 
of this title. 
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CHAPTER 2—PROCEEDINGS IN THE PATENT AND TRADEMARK OFFICE 


esee88 


§21. [Day for taking action falling on Saturday, Sunday, or holiday] Filing date and day for 
taking action. 


(a) The Commissioner may by rule prescribe that any paper or fee ired to be filed in the 
Patent and Trademark Office will be considered filed in the Office on the date on which it was 
deposited with the United States Postal Service or would have been deposited with the United 
States Postal Service but for postal service interruptions or emergencies designated by the Com- 
missioner. 

(b) When the day, or the last day, for taking any action or paying any fee in the United 
States Patent and Trademark Office falls on Saturday, Sunday, or a Federal holiday within 
the District of Columbia, the action may be taken, or the fee paid, on the next succeeding 
secular or business day. 


§41. Patent fees 


[(a) The Commissioner of Patents will establish fees for the processing of an application 
for a patent, from filing through disposition by issuance or abandonment, for maintaining a 
patent in force, and for providing all other services and materials related to patents. No 
fee will be established for maintaining a design patent in force. 

[(b) By the first day of the first fiscal year beginning on or after one calendar year after 
enactment of this Act, fees for the actual processing of an application for a patent, other 
than for a design patent, from filing through disposition by issuance or abandonment, will 
recover in aggregate 25 per centum of the estimated average cost to the Office of such 
processing. By the first day of the first fiscal year beginning on or after one calendar year 
after enactment, fees for the processing of an application for a design patent, from filing 
through disposition by issuance or abandonment, will recover in aggregate 50 per centum 
of the estimated average cost to the Office of such processing. 

[(c) By the fifteenth fiscal year following the date of enactment of this Act, fees for 
maintaining patents in force will recover 25 per centum of the estimated cost to the Of- 
fice, for the year in which such maintenance fees are received, of the actual processing all 
applications for patents, other than for design patents, from filing through disposition by 
issuance or abandonment. Fees for maintaining a patent in force will be due ihree years 
and six months, seven years and six months, and eleven years and six months after the 
grant of the patent. Unless payment of the applicable maintenance fee is received in the 
Patent and Tradmark Office on or before the date the fee is due or within a grace period 
of six months thereafter, the patent will expire as the end of such grace period. The Com- 
missioner may require the payment of a surcharge as a condition of accepting within such 
six-month grace period the late payment of an applicable maintenance fee. 

[(d) By the first day of the first fiscal year beginning on or after one calendar year after 
enactment, fees for all other services or materials related to patents will recover the esti- 
mated average cost to the Office of performing the service or furnishing the material. The 
yearly fee for providing a library specified in section 13 of this title with uncertified print- 
ed copies of the specifications and drawings for all patents issued in that year will be $50.] 

(a) The Commissioner shall charge the following fees: 

1. On filing each application for an original patent, except in design or plant cases, $300; in 
addition, on filing or on presentation at any other time, $30 for each claim in independent 
form which is in excess of three, $10 for each claim (whether independent or dependent) which 
is in excess of twenty, and $100 for each application containing a multiple dependent claim. 
For the purpose of computing fees, a multiple dependent claim as referred to in section 112 of 
this title or any claim depending therefrom shall be considered as separate dependent claims in 
accordance with the number of claims to which reference is made. Errors in payment of the 
additional fees may be rectified in accordance with regulations of the Commissioner. 

2. For issuing each original or reissue patent, except in design or plant cases, $500. 

3. In design and plant cases: 

a. On filing each design application, $125. 
b. On filing each plant application, $200. 
c. On issuing each design patent, $175. 

d. On issuing each plant patent, $250. 

4. On filing each application for the reissue of a patent, $300; in addition, on filing or on 
presentation at any other time, $30 for eacn claim in independent form which is in excess of 
the number of independent claims of the original patent, and $10 for each claim (whether in- 
dependent or dependent) which is in excess of twenty and also in excess of the number of 
claims of the original patent. Errors in payment of the additional fees may be rectified in ac- 
cordance with regulations of the Commissioner. 

5. On filing each disclaimer, $50. 
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6. On filing an appeal from the examiner to the Board of Appeals, $115; in addition, on fil- 
ing a brief in support of the appeal, $115, and on requesting an oral hearing before the Board 
of Appeals, $100. 

7. On filing each petition for the revival of an unintentionally abandoned application for a 
patent or for the unintentionally delayed payment of the fee for issuing each patent, $500, un- 
less the petition is filed under sections 133 or 151 of this title, in which case the fee shall be 
$50. 

& For petitions for one-month extensions of time to take actions required by the Commis- 
sioner in an application: 

a. On filing a first petition, $50. 

b. On filing a second petition, $100. 

c. On filing a third or subsequent petition. $200. 

(b) The Commissioner shall charge the following fees for maintaining a patent in force: 

1. Three years and six months after grant, $400. 

2. Seven years and six months after grant, $800. 

3. Eleven years and six months after grant, $1,200. 
Unless payment of the applicable maintenance fee is received in the Patent and Trademark Of- 
fice on or before the date the fee is due or within a grace period of six months thereafter, the 
patent will expire as of the end of such grace period. The Commissioner may require the pay- 
ment of a surcharge as a condition of accepting within such six-month grace period the late 
payment of an applicable maintenance fee. No fee will be established for maintaining a design 
or plant patent in force. 

(c)(1) The Commissioner may accept the payment of any maintenance fee required by sub- 
section (b) of this section after the six-month grace period if the delay is shown to the satisfac- 
tion of the Commissioner to have been unavoidable. The Commissioner may require the 
payment of a surcharge as a condition of accepting payment of any maintenance fee after the 
six-month grace period. If the Commissioner accepts payment of a maintenance fee after the 
six-month grace period, the patent shall be considered as not having expired at the end of the 
grace period. 

(2) No patent, the term of which has been maintained as a result of the acceptance of a pay- 
ment of a maintenance fee under this subsection, shall abridge or affect the right of any person 
or his successors in business who made, purchased or used after the six-month grace period but 
prior to the acceptance of a maintenance fee under this subsection anything protected by the 
patent, to continue the use of, or to sell to others to be used or sold, the specific thing so made, 
purchased, or used. The court before which such matter is in question may provide for the con- 
tinued manufacture, use or sale of the thing made, purchased, or used as specified, or for the 
manufacture, use or sale of which substantial preparation was made after the six-month grace 
period but before the acceptance of a maintenance fee under this subsection, and it may also 
provide for the continued practice of any process, practiced, or for the practice of which sub- 
stantial preparation was made, after the six-month grace period but prior to the acceptance of a 
maintenance fee under this subsection, to the extent and under such terms as the court deems 
equitable for the protection of investments made or business commenced after the six-month 
grace period but before the acceptance of a maintenance fee under the subsection. 

(d) The Commissioner will establish fees for all other processing, services, or materials relat- 
ed to patents not specified above to recover the estimated a cost to the Office of such pro- 
cessing, services, or materials. The yearly fee for providing a library specified in section 13 of 
this title with uncertified printed copies of the specifications and drawings for all patents issued 
in that year will be $50. 

(3) The Commissioner may waive the payment of any fee for any service or material re- 
lated to patents in connection with an occasional or incidental request made by a depart- 
ment or agency of the Government, or any officer thereof. The Commissioner may pro- 
vide any applicant issued a notice under section 132 of this title with a copy of the 
specifications and drawings for all patents referred to in that notice without charge. 

[() Fees will be adjusted by the Commissioner to achieve the levels of recovery speci- 
fied in this section; however, no patent application processing fee or fee for maintaining a 
patent in force will be adjusted more than once every three times.] 

(f—) The fees established in subsection (a) and (b) of this section may be adjusted by the Com- 
missioner on Oct. 1, 1985, and every third year thereafter, to reflect any fluctuations occurring 
during the previous three years in the Consumer Price Index, as determined by the Secretary of 
Labor. Changes of less than 1 per centum may be ignored. 

(g) No fee established by the Commissioner under this section will take effect prior to 
sixty days following notice in the Federal Register. 


§42. Patent and Trademark Office funding. 


(a) Ali fees for services performed by or materials furnished by the Patent and Trade- 
mark Office will be payable to the Commissioner. 

(b) All fees paid to the Commissioner and all appropriations for defraying the costs of 
the activities of the Patent and Trademark Office will be credited to the Patent and 
Trademark Office Appropriation Account in the Treasury of the United States, the provi- 
sions of section 725e of title 31, United States Code, notwithstanding. 

(c) Revenues from fees will be available to the Commissioner of Patents to carry out, to 
the extent provided for in appropriation Acts, the activities of the Patent and Trademark 
Office. Fees available to the Commissioner under section 31 of the Trademark Act of 1946, as 
amended (15 U.S.C. 1113), shall be used exclusively for the processing of trademark registra- 
tions and for other services and materials related to trademarks. 

(d) The Commissioner may refund any fee paid by mistake or any amount paid in ex- 
cess of that required. 
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PART II—PATENTABILITY OF INVENTIONS AND GRANT OF PATENTS 


see e+ 


CHAPTER 11—APPLICATION FOR PATENT 


see 


[§111. Appiication for patent 


[Application for patent shall be made by the inventor, except as otherwise provided in 
this title, in writing to the Commissioner. Such application shall include: (1) a specification 
as prescribed by section 112 of this title; (2) a drawing as prescribed by section 113 of this 
title; and (3) an oath by the applicant as prescribed by section 115 of this title. The appli- 
cation must be signed by the applicant and accompanied by the fee required by law.] 

Sec. 111. Application for patent shall be made, or authorized to be made, by the inventor, 
except as otherwise provided in this title, in writing to the Commissioner. Such application shall 
include (1) a specification as prescribed by section 112 of this title; (2) a drawing as prescribed 
by section 113 of this title; and (3) an oath by the applicant as prescribed by section 115 of this 
title. The application must be accompanied by the fee required by law. The fee and oath may 
be submitted after the specification and any required drawing are submitted, within such peri- 
od and under such conditions, including the payment of a surcharge, as may be prescribed by 
the Commissioner. Upon failure to submit the fee and oath within such prescribed period, the 
application shail be regarded as abandoned, unless it is shown to the satisfaction of the Com- 
missioner that the delay in submitting the fee and oath was unavoidable. The filing date of an 
application shall be the date on which the specification and any required drawing are received 
in the Patent and Trademark Office. 


§115. Oath of applicant 


The applicant shall make oath that he believes himself to be the original and first inven- 
tor of the process, machine, manufacture, or composition of matter, or improvement 
thereof, for which he solicits a patent; and shall state of what country he is a citizen. Such 
oath may be made before any person within the United States authorized by law to ad- 
minister oaths, or when, made in a foreign country, before any diplomatic or consular of- 
fice of the United States authorized to administer oaths, or before any officer having an 
official seal and authorized to administer oaths in the foreign country in which the appli- 


cant may be, whose authority [shall be] is yp by certificate of a diplomatic or consul- 


ar officer of the United States, or apostille of an official designated by a foreign country 
which, by treaty or convention, accords like effect to apostilles of designated officials in the 
United States and such oath shall be valid if it complies with the laws of the state or coun- 
try where made. When the application is made as provided in this title by a person other 
than the inventor, the oath may be so varied in form that it can be made by him. 


§116. [Joint inventors] Jnventors. 


When an invention is made by two or more persons jointly, they shall apply for patent 
jointly and each sign the application and make the required oath, except as otherwise pro- 
vided in this title. 

If a joint inventor refuses to join in an application for patent or cannot be found or 
reached after diligent effort, the application may be made by the other inventor on behalf 
of himself and the omitted inventor. The Commissioner, on proof of the pertinent facts 
and after such notice to the omitted inventor as he prescribes, may grant a patent to the 
inventor making the application, subject to the same rights which the omitted inventor 
would have had if he had been joined. The omitted inventor may subsequently join in the 
application. 

Whenever [a person is joined in an application for patent as joint inventor through er- 
ror, Or a joint inventor is not included in an application through error] through error a per- 
son is named in an application for patent as the inventor, or through error an inventor is not 
named in an application, and such error arose without any deceptive intention on his part, 
the Commissioner may permit the application to be amended accordingly, under such 
terms as he prescribes. 


ese#ee8 


CHAPTER 16—DESIGNS 


§173. Term of design patent. 
[Patents for designs may be granted for the term of three years and six months, or for 


seven years, or for fourteen years, as the applicant, in his application, elects.} 
Patents for designs shall be granted for the term of fourteen years. 
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PART III—PATENTS AND PROTECTION OF PATENT RIGHTS 


se e**e 


CHAPTER 25—AMENDMENT AND CORRECTION OF PATENTS 


s**¢% 


[§256. Misjoinder of inventor. 


[Whenever a patent is issued on the application of persons as joint inventors and it ap- 
pears that one of such persons was not in fact a joint inventor, and that he was included 
as a joint inventor by error and without any d tive intention, the Commissioner may, 
on application of all the parties and assignees, with proof of the facts and such other re- 
quirements as may be imposed, issue a certificate deleting the name of the erroneously 
joined person from the patent. 

[Whenever a patent is issued and it appears that a person was a joint inventor, but was 
omitted by error and without deceptive intention on his part, the Commissioner may, on 
application of all the parties and assignees, with proof of the facts and such other require- 
ments as may be imposed, issue a certificate adding his name to the patent as a joint in- 
ventor. 

[The misjoinder or nonjoinder of joint inventors shall not invalidate a patent, if such er- 
ror can be corrected as provided in this section. The court before which such matter is 
called in question may order correction of the patent on notice and hearing of all parties 
concerned and the Commissioner shall issue a certificate accordingly.] 


§256. Correction of named inventor. 


Whenever through error a person is named in an issued patent as the inventor, or through 
error an inventor is not named in an issued patent and such error arose without and deceptive 
intention on his part, the Commissioner may, on application of all the parties and assignees, 
with proof of the facts and such other requirements as may be imposed, issue a certificate cor- 
recting such error. 

The error of omitting inventors or naming persons who are not inventors shall not invalidate 
the patent in which such error occurred if it can be corrected as provided in this section. The 
court before which such matter is called in question may order correction of the patent on no- 
tice and hearing of all parties concerned a the Commissioner shall issue a certificate accord- 


ingly. 
CHAPTER 16—OWNERSHIP AND ASSIGNMENT 


§261. Ownership; assignment. 


Subject to the provisions of this title, patents shall have the attributes of personal prop- 

erty. 
Applications for patent, patents, or any interest therein, shall be assignable in law by an 
instrument in writing. The applicant, patentee, or his assigns or legal representatives may 
in like manner grant and convey an exclusive right under his application for patent, or pa- 
tents, to the whole or any specified part of the United States. 

A certificate of acknowledgment under the hand and official seal of a person authorized 
to administer oaths within the United States, or, in a foreign country, of a diplomatic or 
consular officer of the United States or an officer authorized to administer oaths whose 
authority is proved by a certificate of a diplomatic or consular officer of the United 
States, or apostille of an official designated by a foreign country which, by treaty or convention, 
accords like effect to apostilles of designated officials in the United States, shall be prima facie 
range hae of the execution of an assignment, grant or conveyance of a patent or application 
‘or patent. 

An assignment, grant or conveyance shall be void as against any subsequent purchaser 
or mortgagee for a valuable consideration, without notice, unless it is recorded in the Pa- 
tent and Trademark Office within three months from its date or prior to the date of such 
subsequent purchase or mortgage. 


CHAPTER 29—REMEDIES FOR INFRINGEMENT OF PATENT, 
AND OTHER ACTIONS 


Sec. 
281. Remedy for infringement of patent. 


294. Voluntary arbitration. 


§294. Voluntary arbitration. 


(a) A contract involving a patent or any right under a patent may contain a provision requir- 
ing arbitration of any dispute relating to patent validity or infringement arising under the con- 
tract. In the absence of such a provision, the parties to an existing patent validity or infringe- 
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ment dispute may agree in writing to settle such dispute by arbitration. Any such provision or 
agreement shall be valid, irrevocable, and enforceable, except for any grounds that exist at law 
or in equity for revocation of a contract. 

(b) Arbitration of such disputes, awards by arbitrators and confirmation of awards shall be 
governed by title 9, United States Code, to the extent such title is not inconsistent with this sec- 
tion. In any such arbitration proceeding, the defenses provided for under section 282 of this ti- 
tle shall be considered by the arbitrator if raised by any party to the proceeding. 

(c) An award by an arbitrator shall be final and binding between the parties to the arbitra- 
tion but shall have no force or effect on any other person. The parties to an arbitration may 
agree that in the event a patent which is the subject matter of an award is subsequently deter- 
mined to be invalid or unenforceable in a judgment rendered by a court to competent jurisdic- 
tion from which no appeal can or has been taken, such award may be modified by any court of 
competent jurisdiction upon application by any party to the arbitration. Any such a sory 
shall govern the rights and obligations between such parties from the date of such modification. 

(d) When an award is made by an arbitrator, the patentee, his assignee or licensee shall give 
notice thereof in writing to the Commissioner. There shall be a separate notice prepared for 
each patent involved in such proceeding. Such notice shall set forth the names and addresses of 
the parties, the name of the inventor, and the name of the patent owner, shall designate the 
number of the patent, and shall contain a copy of the award. If an award is modified by a 
court, the party requesting such modification shall give notice of such modification to the Com- 
missioner. The Commissioner shall upon receipt of either notice, enter the same in the record of 
the prosecution of such patent. If the required notice is not filed with the Commissioner, any 
party to the proceeding may provide such notice to the Commissioner. 

(e) The award shall be unenforceable until the notice required by subsection (d) is received 
by the Commissioner. 


TRADEMARK ACT OF 1946 


see 


Sec. 8 (a). Duration of andi ~ at end of 6 years unless affidavit of use 
fil 


Each certificate of registration shall remain in force for 20 years: Provided, That the reg- 
istration of any mark under the provisions of this Act shall be canceled by the Commis- 
sioner at the end of 6 years following its date, unless within 1 year next preceding the ex- 
piration of such 6 years the registrant shall file in the Patent and Trademark Office an 
affidavit showing that said mark is [still] in use in commerce or showing that its nonuse is 
due to special circumstances which excuse such nonuse and is not due to any intention to 
abandon the mark. Special notice of the requirement for such affidavit shall be attached to 
each certificate of registration. 


Sec. 8(b). Cancelation of republished prior registrations unless affidavit of use filed. 


Any registration published under the provisions of subsection (c) of section 12 of this 
Act shall be canceled by the Commissioner at the end of 6 years after the date of such 
publication unless within 1 year next preceding the expiration of such 6 years and regis- 
trant shall file in the Patent and Trademark Office an affidavit showing that said marks is 
[still] in use in commerce or showing that its nonuse is due to special circumstances which 
excuse such nonuse and is not due to any intention to abandon the mark. 
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Sec. II. Acknowledgments and verifications. 


Acknowledgments and verifications required hereunder may be made before any person 
within the United States authorized by law to administer oaths, or, when made in a for- 
eign country, before any diplomatic or consular officer of the United States or before any 
official authorized to administer oaths in the foreign country concerned whose authority 
[shall] is proved by a certificate of a diplomatic or consular officer of the United States or 
apostille of an official designated by a foreign country which, by treaty or convention, accords 
like effect to apostilles of designated officials in the United States, and shall be valid if they 
comply with the laws of the state or country where made. 


Sec. 13. Opposition to registration of marks on the Principal Register. 


Any person who believes that he would be damaged by the oe wenihe of a mark upon 


the principal register may upon payment of the required fee, file [a verified] an opposition 
in the Patent and Trademark Office, stating the grounds therefor, within thirty days after 
the publication under subsection (a) of section 12 of this Act of the mark sought to be reg- 
istered. Upon written request prior to the expiration of the thirty-day period, the time for 
filing opposition shall be extended for an additional thirty days, and further extensions of 
time for filing opposition may be granted by the Commissioner for good cause when re- 
quested prior to the expiration of an extension. The Commissioner shall notify the applicant 


1062 TMOG 99 





1062 TMOG 100 OFFICIAL GAZETTE 


of each extension of the time for filing opposition. [An unverified opposition may be filed 
by a duly authorized attorney, but such opposition shall be null and void unless verified 
by the opposer within a reasonable time after such filing to be fixed by the Commission- 
er.] An opposition may be amended under such conditions as may be prescribed by the 
Commissioner. 

Sec. 14. A [verified] petition to cancel a registration of a mark, stating the grounds re- 
lied upon, may, upon payment of the prescribed fee, be filed by any person who believes 
that he is or will be damaged by the registration of a mark on the principal register estab- 
lished by this Act, or under the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905— 

(a) within five years from the date of the registration of the mark under this Act; or 

(b) within five years from the date of publication under section 12(c) hereof of a mark 
registered under the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905; or 

(c) at any time if the registered mark becomes the common descriptive name of an arti- 
cle or substance, or has been abandoned, or its registration was obtained fraudulently or 
contrary to the provisions of section 4 or of subsections (a), (b), or (c) of section 2 of this 
Act for a registration hereunder, or contrary to similar prohibitory provisions of said prior 
Acts for a registration thereunder, or if the registered mark is being used by, or with the 
permission of, the registrant so as to misrepresent the source of the goods or services in 
connection with which the mark is used; or 

(d) at any time if the mark is registered under the Act of Mar. 3, 1881, or the Act of 
Feb. 20, 1905, and has not been published under the provisions of subsection (c) of section 
12 of this Act; or 

(e) at any time in the case of a certification mark on the ground that the registrant (1) 
does not control, or is not able legitimately to exercise control over, the use of such mark, 
or (2) engages in the production or marketing of any goods or services to which the certi- 
fication mark is applied, or (3) permits the use of the certification mark for purposes other 
than to certify, or (4) discriminately refuses to certify or to continue to certify the goods 
or services of any person who maintains the standards or conditions which such mark cer- 
tifies: 


Provided, That the Federal Trade Commission may apply 
to cancel on the grounds specified in subsections (c) and 
(e) of this section any mark registered on the principal 
register established by this Act, and the prescribed fee 
shall not be required. 


Sec. 15. Incontestability under certain conditions of right to use mark. 


Except on a ground for which application to cancel may be filed at any time under sub- 
sections (c) and (e) of section 14 of this Act, and except to the extent, if any, to which the 
use of a mark registered on the principal register infringes a valid right acquired under the 
law of any State or Territory by use of a mark or trade name continuing from a date prior 
to the date of [the publication] registration under this Act of such registered mark, the 
right of the registrant to use such registered mark in commerce for the goods or services 
on or in conncection with which such registered mark has been in continuous use for 5 
consecutive years subsequent to the date of such registration and is still in use in com- 
merce, shall be incontestable: Provided, That— ' 

(1) there has been no final decision adverse to registrant’s claim of ownership of 
such mark for such goods or services, or to registrant’s right to register the same or to 
keep the same on the register; and 

(2) there is no proceeding involving said rights pending in the Patent Office or in a 
court and not finally disposed of; and 

(3) an affidavit is filed with the Commissioner within 1 year after the expiration of 
any such 5-year period setting forth those goods or services stated in the registration 
on or in connection with which such mark has been in continuous use for such 5 con- 
secutive years and is still in use in commerce, and the other matters specified in sub- 
sections (1) and (2) hereof; and 

(4) no incontestable right shall be acquired in a mark which is the common descrip- 
tive name of any article or substance, patented or otherwise. 

Subject to the conditions above specified in this section, the incontestable right with 
reference io a mark registered under this Act shall apply to a mark registered under the 
Act of Mar. 3, 1881, or the Act of Feb. 20, 1905, upon the filing of the required affidavit 
with the Commissioner within 1 year after the expiration of any period of 5 consecutive 
years after the date of publication of a mark under the provisions of subsection (c) of sec- 
tion 12 of this Act. 

The Commissioner shall notify any registrant who files the above-prescribed affidavit of 
the filing thereof. 


Sec. 16. Interference. 


[Whenever application is made for the registration of a mark which so resembles a mark 
previously registered by another, or for the registration of which another has previously 
made application, as to be likely when applied to the goods or when used in connection 
with the services of the applicant to cause confusion or mistake or to deceive, the Com- 
missioner may declare that an interference exists. [Upon petition showing extraordinary cir- 
cumstances, the Commissioner may declare that an interference exists when application is 
made for the registration of a mark which so resembles a mark previously registered by anoth- 
er, or for the registration of which another has previously made application, as to be likely 
when applied to the goods or when used in connection with the services of the applicant to cause 
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confusion or mistake or to decieve. No interference shall be declared between an application 
and the registration of a mark the right to the use of which has become incontestable. 


se ee 


§31. Fees Aug. 27, 1982 


(a) The Commissioner of Patents will establish fees for [H.R. 6260] 
the filing and processing of an application for the regis- 
tration of a trademark or other mark and for all other 
services performed by and materials furnished by the Pa- 
tent and Trademark Office related to trademarks and oth- 
er marks. [Fees will be set and adjusted by the Commis- 
sioner to recover in aggregate 50 per centum of the esti- 
mated average cost to the Office of such processing. Fees 
for all other services or materials related to trademarks 
and other marks will recover the estimated average cost 
to the Office of performing the service or 
furnishing the material.] However, no fee for the filing or 
processing of an application for the registration of a 
trademark or other mark or for the renewal or assign- 
ment of a trademark or other mark will be adjusted more 
than once every three years. No fee established under 
this section will take effect prior to sixty days following 
notice in the Federal Register. 

(b) The Commissioner may waive the payment of any 
fee for any service or material related to trademarks or 
other marks in connection with an occasional request 
made by a department or agency of the Government, or 
any officer thereof. The Indian Arts and Crafts Board 
will not be charged any fee to register Government 
trademarks of genuineness and quality for Indian prod- 
ucts or for products of particular Indian tribes and 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 


Rules of Practice in Patent Cases; Reexamination 
Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: The Patent and Trademark Office is amending 
its rules of practice in patent cases to provide proce- 
dures for the reexamination of patents. Public Law 96- 
517 amended the patent act to authorize reexamina- 
tion proceedings as a means for improving the quality of 
United States patents. The Patent and Trademark Office 
intends, through this amendment of its rules, to provide 
patent owners and the public with guidance on the pro- 
cedures the Office will follow in conducting re- 
examination proceedings. 

Date: Effective date: July 1, 1981. 

For Further Information Contract: Mr. R. Franklin Bur- 
nett by telephone at [703]557-3054 or by mail marked to 
his attention and addressed to the Commissioner of Pa- 
tents and Trademarks. Washington, D.C. 20231. 
Supplementary Information: This rule change relates to a 
procedure for reexamination of patents as provided for 
in Public Law 96-517, section 1 of which relates to 
reexamination and becomes effective on July 1, 1981. 


Background 


A notice of proposed rulemaking was published in the 
Federal Register on Jan. 13, 1981 at 46 FR 3162-3175 
and in the Official Gazette on Feb. 17, 1981 at 1003 O.G. 
36-47. 

The proposed rulemaking set forth two somewhat dis- 
tinct procedures directed towards determining and im- 
proving the quality and reliability of United States pa- 
tents. The procedures were (1) provisions for 


reexamination of patents as provided for in Pub. L. 96— 
517, section 1 of which relates to reexamination and be- 
comes effective on July 1, 1981, and (2) provisions for 
inter partes protest proceedings in a patent application 
between the patent applicant and a member (or mem- 
bers) of the public who has (have) access to the applica- 
tion file. 

An oral hearing was held on Apr. 16, 1981. Fifty-nine 
written letters and statements were submitted. Nineteen 
persons testified at the oral hearing which resulted in 
107 pages of testimony. 


Discussion of General Issues Involved 


After careful consideration of the comments which 
have been received, the part of the proposed rulemaking 
relating to reexamination of patents as set forth in new 
Chapter 30 which Pub. L. 96-517 added to Title 35 of 
the United States Code [35 U.S.C. 301-307] is being 
adopted with certain changes. The remainder of the pro- 
posal relating to inter partes protest proceedings is not 
being adopted. 

The comments relating to the proposed rules for inter 
partes protest proceedings were generally mixed, with a 
majority of persons and associations submitting com- 
ments either opposed to these proposed rules or indicat- 
ing that adoption of the proposed rules should be 
delayed or deferred for further study and consideration. 

A number of comments were received requesting 
some further changes to the rules be made. The thrust of 
some of the suggested changes would be to remove pub- 
lic access to reissue applications and to limit public par- 
ticipation in the examination of reissue applications. The 
changes suggested included restoring the rules in these 
areas to essentially their pre-1977 form. In particular, it 
was suggested that §1.175 be amended to eliminate para- 
graph (a)(4). These changes were not a part of the 
published proposal and are not being adopted at this 
time. Their consideration and adoption would require a 
new notice of proposed rulemaking. 
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Further, since the subject matter of reissue applica- 
tions is already known to the public the necessity for 
maintaining them in confidence is not compelling. The 
elimination of | say (a)(4) of §1.175 would not have 
a significant effect since less than one-fourth of the cur- 
rently filed reissue applications are based solely upon the 
1977 change to §1.175. Under the present circumstances, 
it is more appropriate to defer any consideration of such 
changes until this issue has been reviewed further and 
possibly until some experience is gained under the rules 
adopted herein relating to reexamination. Such experi- 
ence may indicate the desirability of either retaining the 
1977 change to §1.175, deleting the 1977 change, or 
making different changes in the rules. 

The comments relating to reexamination were general- 
ly favorable with most of the comments indicating gen- 
eral approval of the proposed rules. Among the more 
often mentioned specific comments were suggestions re- 
lating to public notice of reexamination requests and/or 
orders. A number of comments also related to requester 
and/or third party participation in the reexamination 
proceeding and also to the scope of the proceeding. 

After careful review of the comments and suggestions 
it has been decided to adopt the suggestions relating to 
the publication in the Official Gazette of requests for 
reexamination for which the fee has been paid. In addi- 
tion, any reexaminations ordered at the initiative of the 
Commissioner will also be announced in the Official Ga- 
zette. The announcement will include at least the date of 
the request or any Commissioner initiated order, a re- 
examination request or order control number, the patent 
number, title, class and subclass, name of the inventor, 
name of the patent owner of record, and the examining 
group to which the reexamination is assigned. 

The suggestions and comments relating to more par- 
ticipation in the reexamination proceeding by the re- 
quester and third parties have been adopted only to a 
limited degree. The requester will in general have only 
that participation provided by the rules as proposed. 
However, any citations under §1.501 by any person will 
be entered in the patent file up until the date of an order 
to reexamine. The essentially ex parte nature of the pro- 
ceeding is believed to be in keeping with the spirit and 
intent of the statute even though the statute does not re- 
quire ex parte proceedings. Ex parte proceedings will 
minimize the costs and other effects of reexamination re- 
quests on patentees, especially individuals and small 
businesses. 

The scope of the reexamination proceeding which was 
originally proposed has been essentially adopted in the 
final rules. The suggestions that the rules be broadened 
to include other issues have not been adopted since the 
other issues would unduly complicate the proceedings, 
raise the expense of the proceedings and raise questions 
whether such issues can be considered under Pub. L. 96- 
517. 


Discussion of the Major Specific Issues Involved 


The rules relating to reexamination proceedings are 
directed to the procedures set forth in new Chapter 30 
of Title 35 of the United States Code (35 U.S.C. 301- 
307). This Chapter provides for the citation of prior art 
in patents, filing of requests for reexamination, decisions 
on such requests, reexamination and appeal from re- 
examination decisions, and the issuance of a certificate at 
the termination of the reexamination proceedings. Pres- 
ent§§1.1, 1.5, 1.11, 1.33, 1.34, 1.36, 1.104, 1.107, 1.109, 
CUT, 2-008, 1.093, 1.115,. 1.116, .1.121,.. L198, -1.192, 
1.196, 1.197, 1.231, 1.248, 1.301, and 1.303 are amended 
to provide for reexamination procedures. A new 
“Subpart D-Reexamination of Patents” includes new 
§§1.501, 1.510, 1.515, 1.520, 1.525, 1.530, 1.535, 1.540, 
1.550, 1.552, 1.555, 1.560, 1.565, and 1.570. Paragraph (b) 
of §1.291, relating to prior art citations in patents, is de- 
leted, since provisions therefor appear in §1.501. 

Section 1.1, as amended, provides for communications 
relating to reexamination proceedings to be marked 
“Box Reexam” to speed internal Office mail processing. 
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No comments were received concerning this section. 
The proposal has been modified to indicate that only re- 
quests should be marked “Box Reexam”’. 

Section 1.5, as amended, provides for all letters relat- 
ing to a reexamination proceeding to be identified by pa- 
tent number and a reexamination request control 
number. No comments were received concerning this 
section. Section 1.5 has been modified to also include 
reference to the Group Art Unit and the examiner, if 
known. 

Section 1.11, as amended, provides for all papers 
made of record in reexamination proceedings to be open 
to inspection and copying by the public. Eighteen com- 
ments were received relating to publication of a notice 
in the Official Gazette. A new paragraph (c) has been 
added which provides for the publication of requests 
with sufficient fees paid and orders initiated by the 
Commissioner. Proposed paragraph “c” has been 
adopted as paragraph “d”. 

Section 1.33, as amended, has a new ge (c) re- 
lating to which address communications for the patent 
owner will be sent and who may sign papers filed. Four 
comments were received on this section relating to 
whom the mail should be addressed. One proposal, 
which suggested use of the current address of the attor- 
ney or agent of record, was adopted. 

Section 1.34, as amended, provides for the appoint- 
ment of an attorney or agent in a reexamination pro- 
ceeding. Only one comment was received on this section 
which proposed a rule specifically allowing attorneys to 
file requests without identifying their clients. Since any 
person may request reexamination, such a rule is not felt 
necessary. 

Section 1.36, as amended, provides for the revocation 
and withdrawal of powers of attorney in a reexam- 
ination proceeding. No comment was received. Section 
1.36 is adopted as proposed with an additional change 
which added “or her” near the end. 

Section 1.104, as amended, broadens the present sec- 
tion to also include reexamination. Three comments 
were received on §1.104. All comments indicated that 
the examiner should not make a prior art search. Al- 
though no complete new search by the examiner is re- 
quired, the use of patents and printed publications in ad- 
dition to those submitted by the requester is clearly 
indicated in 35 U.S.C. 303(a). According, §1.104 is 
adopted as proposed. 

Section 1.107, as amended, provides for the citation of 
prior art by the examiner in a reexamination proceeding. 
The amended rule also refers to foreign published appli- 
cations, as well as patents. No comments were received 
on this section. It is adopted as proposed. 

Section 1.109, as amended, provides for the examiner 
to supply reasons for allowance in a reexamination pro- 
ceeding if the examiner believes that the record does not 
make clear the reasons for allowing a claim or claims. 
No comments were received on this section. Except for 
a clarifying change in language, it is adopted as pro- 


Section 1.111, as amended, provides for replies by the 
patent owner in a reexamination apy One com- 
i 


ment was received which suggested a clarification. The 
suggestion was adopted. Other non-substantive changes 
have been made in the proposed section to shorten the 
sentences for clarity. 

Section 1.112, as amended, provides for reexamination 
and reconsideration of the patent under reexamination 
after responses by the patent owner. Three comments 
were received on this section. 

The wording has been changed as suggested to avoid 
any confusion between “reexamination” and “re- 
examine”. The sentences have also been shortened for 
clarity. 

Section 1.113, as amended, provides for a final rejec- 
tion or action in a reexamination proceeding. One com- 
ment was received which pointed out a possible conflict 
between the amendment rights of section 305 and the fi- 
nal rejection of section 1.113. No problem is seen in this 
regard because of the provision of section 305 which 
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states that “reexamination will be conducted according 
to the procedures established for initial examination.” 
The section is adopted as proposed with the last sen- 
tence being divided into two sentences for clarity. 

Section 1.115, as amended, provides for amendments by 
the patent owner in a reexamination proceeding. No com- 
ments were received concerning this section. The section 
is adopted as proposed with minor changes for clarity. 

Section 1.116, as amended, provides for amendments 
after final action in reexamination proceedings. One 
comment was received which was the same as that men- 
tioned and responded to in Section 1.113 above. The 
sentences have been shortened for clarity. 

Section 1.121, as amended, contains a new paragraph 
(f) which requires a complete copy of any new or 
amended claim when presented during reexamination 
proceedings. Two persons commented on this section. 
One proposed side-by-side presentation of amended and 
original claims. The other proposed that exactly the 
same procedure be used as is now in effect for amending 
reissue claims. Neither suggestion was adopted since nei- 
ther lends itself to printing only the amended claims in a 
certificate as easily as the procedure set forth in §1.121(f). 
The proposed section was revised to also provide for 
the amendment of the description. In addition, the last 
three sentences of §1.510(e) have been inserted as the 
last three sentences of §1.121(f) in order to provide a 
more complete description therein of the manner of 
making amendments, including the numbering of claims, 
the restriction on scope of the claims and the prohibition 
against the introduction of new matter. 

Section 1.191, as amended, provides for appeal to the 
Board of Appeals by the ag owner from any deci- 
sion adverse to patentability, in accordance with 35 
U.S.C. 306. One comment was received on proposed 
§1.191 which urged that the requester should also be en- 
titled to appeal. This proposal was not adopted because 
it is not provided for in the law and could result in ha- 
rassment if permitted. The section is adopted as pro- 
posed except that “primary” contained in the existing 
tule is retained. 

Section 1.192, as amended, provides two months from 
the date of the Notice of Appeal for the patent owner to 
file an appeal brief in a reexamination proceeding. Five 
comments were received relating to §1.192 which pro- 
posed that the period for filing an appeal brief in a reex- 
amination appeal be two months as in other appeals. The 
proposed rule has been adopted with the suggested two 
month period. The sentences have been shortened for 
clarity. 

Section 1.196 and §1.197 are being amended to refer 
to “appellants”, which is a term which includes both ap- 
plicants and patent owners. 

These two sections were not published for comment, 
however, the issues involved were presented in pro- 
posed§§1.191 and 1.192. Paragraph (c) of §1.197 has hoe 
been rewritten for clarity. 

Section 1.231(a)(1), as amended, provides for a motion 
that a patent claim is unpatentable in an interference 
proceeding where reexamination thereof has also been 

uested. 


Three comments were received concerning §1.231. 
All comments related to when interference or reex- 


amination proceedings would be suspended. Section 
1.565 provides basis for such suspensions. Decisions will 
be made on a case by case basis, depending on the par- 
ticular fact situation. The sentences in §1.231(a)(1) have 
been shortened and rearranged for clarity. 

An amendment was proposed to delete the last two 
sentences of §1.247 relating to proof of service. No com- 
ments were received concerning this section but, on re- 
consideration, no need for such deletion is felt necessary 
and no change is being adopted. 

Section 1.248, as amended, includes a new paragraph 
(b) relating to methods of serving papers and proof of 
service. No comments were received concerning this 
section. The section is adopted as proposed with minor 
changes for clarity and to conform to the Federal Rules 
of Civil Procedure. 
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Section 1.291, as amended, deletes paragraph (b). For- 
mer paragraph (b) dealt with the citation of prior art 
provisions. It was deleted since the provisions are now 
covered by §1.501. Five persons commented on §1.291. 
One comment relating to filing, protests in reexamination 
proceedings was not adopted since such proceedings are 
ex parte in nature and are limited to consideration of pri- 
or art patents and printed publications cited by the pub- 
lic prior to the order. Two persons mentioned providing 
a procedure for citation of prior art by patentees. Cita- 
tion of prior art by patentees is included in §1.501. The 
two other comments related to the content of protest 
proceedings, which are not part of this final rule. Sec- 
tion 1.291 is adopted as proposed except that the para- 
graph designation of (c) is not being changed. 

Section 1.301, as amended, provides for appeal by the 
owner of a patent in reexamination proceedings to the 
U.S. Court of Customs and Patent Appeals. Four com- 
ments were received relating to §1.301. One 
suggested the insertion of “any” as the fourth word in 
the section. This suggestion was adopted. The other 
three comments related to appeals in inter partes protest 
proceedings which are not a part of this promulgation. 
Section 1.301 is adopted as proposed with only the 
above mentioned change. 

Section 1.303, as amended, provides for remedy by 
civil action under 35 U.S.C. 145 for the owner of a pa- 
tent in reexamination proceedings. No comments were 
received concerning this section. The changes from the 
proposal are the insertion of “any” as the fourth word in 
the section as suggested in §1.301 and the addition of, 
“306” to the title. 

New §1.501 provides a system for citation of patents 
and printed publications to the Patent and Trademark 
Office for placement in the patent file by any person 
during the period of enforceability of the patent in ac- 
cordance with 35 U.S.C. 301. Seventeen persons 
commented on §1.501. Nine comments indicated that ci- 
tations should be limited to patents or printed publica- 
tions. Six comments indicated that persons citing art 
should be required to apply it to at least one claim. 
Three persons held the opposite view. The final rule 
wording provides for citations limited to patents and 
printed publications where the person making the cita- 
tion states the pertinency and applicability of the citation 
to the patent and the bearing the citation has on the 
entability of at least one claim of the patent. The 
rule provides that a citation made by the patent owner 
may include an explanation of how the claims differ 
from the prior art cited. Any citations which include 
items other than patents and printed publications will 
not be entered in the patent file. This does not, of 
course, limit in any manner the kinds and types of infor- 
mation which can be relied upon in protests against 
pending patent applications, whether such be original 
applications or reissue applications. Four persons stated 
that a separate letter sae confidentiality should be 
required in cases desiring confidentiality. This provision 
was not considered to be ni . One comment re- 
quested clarification of the term “period of enforceabili- 
ty of a patent.” The meaning of this term ap; to be 
clear since it includes any period for which recovery 
can be had for infringement. Under usual circumstances, 
this would be the term of the patent plus the six years 
provided by 35 U.S.C. 286. Five comments were re- 
ceived ee the paragraph (c) concerning service of 
citations on the patent owner. The wording has been 
clarified. A suggestion was made that prior art copies 
and translations of non-English documents be required. 
This suggestion was not adopted since such documents 
are not absolutely essential until a request for reexamina- 
tion has been filed. However, if the person citing the pa- 
tents or printed publications desires that they be consid- 
ered in any subsequent reexamination proceedings, 
copies and any necessary English translation should be 
included with the citation. A proposal was also made to 
charge a fee to prevent harassment. This proposal was 
not adopted since the mere citation of prior art is not 
considered to constitute harassment. A suggestion was 
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made to change the title of the section. This suggestion 
was adopted in slightly modified form. 

New §1.510 sets forth procedures for any person to 
request reexamination in accordance with 35 U.S.C. 302. 
Paragraph (a) of new §1.510 limits the period for such 
request to the period of enforceability of the patent for 
which the request is filed and requires payment of the 
fee for requesting reexamination. Paragraph (b) of new 
§1.510 indicates what each request for reexamination 
must include. Paragraph (c) of new §1.510 indicates un- 
der which conditions a request for reexamination will be 
considered. Paragraph (d) of new §1.510 indicates the 
date on which the entire fee is received will be consid- 
ered to be the date of the request for reexamination. 
Upon reconsideration of the paragraph as proposed, it 
was considered more appropriate to base the filing date 
of the request for reexamination on the receipt of the fee 
for requesting reexamination rather than include other 
matters. Proposed paragraph (d) has been amended ac- 
cordingly and is adopted. Paragraph (e) of new §1.510 
covers amendments which a patent owner can propose. 
Such amendments can accompany a request for reexami- 
nation by the patent owner. The paragraph, with chang- 
es in wording for clarity, is adopted as proposed. A new 
paragraph (f) was added to clarify that requests for reex- 
amination may be filed by attorneys or agents on behalf 
of a requester. Nineteen persons commented on 
§1.510. One person inquired as to whether confidential 
requests would be accepted. In response thereto, §1.510 
provides that any person may file a request for re- 
examination. That person’s name will not be maintained 
in confidence. One suggestion was made to permit com- 
ment and rebuttal before the decision under §1.515. No 
need for such a procedure is seen since the only question 
to be considered is whether or not a substantial new 
question of patentability has been raised. An opportunity 
for comment and rebuttal is provided after the issuance 
of the order. One comment was received which desired 
provision for supplemental requests at a reduced fee. 
This proposal was not adopted since it is felt that all re- 
questers should share equally in the cost. One comment 
was received which proposed that duplicate copies of 
the request be filed in the Office so that one copy would 
be available for public inspection at all times. This pro- 
posal was not adopted since it would appear to create 
more problems than it would solve. One comment was 
received that only “readily available” translations should 
be required. It is felt that if a document is considered to 
be sufficiently pertinent to request reexamination, that an 
English translation should be provided to insure com- 
plete and proper consideration. A suggestion was made 
relating to paragraph (b)(5) that direct service be limited 
to registered patent attorneys. No need for such a re- 
striction is seen. Various other comments relating to 
procedures were considered but were not adopt- 
ed. 

New §1.515 relates to a determination as to whether 
the request has presented a substantial new question of 
patentability under 35 U.S.C. 303. Paragraph (a) of new 
§1.515 requires that the determination be made within 3 
months of the filing date of the request. Paragraph (b) of 
new §1.515 refers to the refund provisions. Paragraph 
(c) of new §1.515 provides for review by petition to the 
Commissioner of any decision refusing reexamination. 
Seven persons commented on §1.515. Several comments 
were received suggesting that the term “reexamination” 
should be dropped before “examiner”. This proposal 
was adopted. Several persons requested that all art cited 
in the patent file at the time of the order under §1.525 
be considered when deciding whether a substantial new 
question of patentability is presented in the request. This 
is possible under the provision of §1.515(a) which per- 
mits “consideration of other patents or printed publica- 
tions”, but is not required insofar as prior art not relied 
upon in the request is concerned. One person suggested 
that “is” be changed to-affirms-in paragraph (c). This 
proposal has been adopted. One commentor questioned 
whether a right to review was available under para- 
graph (c) if reexamination was ordered. No right to re- 
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view exists in such a case because all claims will be re- 
viewed in view of all prior art during the reexamination 
under §1.550. 

New §1.520 provides for reexamination at the initia- 
tive of the Commissioner under the provisions of the last 
sentence of paragraph (a) of 35 U.S.C. 303. Six persons 
commented on §1.520. One comment was received that 
indicated that the section did not include a reference to 
patents “discovered by the Commissioner” which is con- 
tained in 35 U.S.C. 303(a). This phrase has been added 
to the rule. A request was made that the sentence “‘Nor- 
mally requests from outside-will not be considered.” be 
deleted from the rule. The sentence is being retained 
since the rule wording provides an easy reference for 
Office policy. Two comments were received that indi- 
cated a desire to have any decisions not to reexamine in 
Commissioner initiated situations be made part of the pa- 
tent file. This proposal was not adopted since the basis 
for not reexamining may involve many policy issues in 
addition to whether a substantial new question of patent- 
ability exists in the case. If all papers in such a case 
would be made part of a file, it may lead to conclusions 
that there are no new questions of patentability when 
this question may not have been addressed because the 
reexamination was not ordered for other reasons such as 
little or no interest in a patent about to expire. One com- 
ment stated that the section safeguards the rights of the 
patentee. The language referring to the designation and 
delegation of authority to appropriate Patent and Trade- 
mark Office officials is deleted as unnecessary since the 
Commissioner’s authority to designate and delegate is 
implicit and understood. 

New §1.525 provides for ordering reexamination 
where a substantial new question of patentability has 
been found pursuant to §§1.515 or 1.520. Six comments 
were received relating to §1.525. One comment was 
made that the attorney should be able to return notices 
to the sender if he is unable to contact the patent owner. 
This topic has not been added to the rules but will be 
handled on a case by case basis. One comment requested 
that the patent owner have the option to request that the 
reexamination be performed by an examiner (1) other 
than the original examiner, or (2) other than the examin- 
er who issued the order. Comments were also received 
on both sides of the question as to whether the original 
examiner should conduct the reexamination. In response, 
it would appear to be inappropriate to allow an interest- 
ed party to select the examiner. Under the section, the 
only limitation placed on the selection of the examiner 
by the Office is that the same examiner whose decision 
was reversed on petition ordinarily will not conduct the 
reexamination. Paragraph (b) has been changed to pro- 
vide that the notices published in the Official Gazette 
will be considered to be constructive notice. 

New §1.530 relates to the statement and proposed 
amendments provided for in the second sentence of 35 
U.S.C. 304. Amendments submitted by the patent owner 
cannot enlarge the scope of a claim in the patent. 
Amendments will not be effectively entered into the pa- 
tent until the certificate under §1.570 and 35 U.S.C. 307 
is issued. Nine comments were received on §1.530. Sev- 
eral persons felt that the patent owner should be 
allowed to comment before the decision under §1.515 is 
made. Providing for such a comment would delay the 
decision under §1.515 which must be made within three 
months following the filing date of the request. Further, 
no need is seen for a statement relating to whether a 
new question of patentability is present since the patent 
owner has the opportunity to address any issues of pat- 
entability only after the first Office action. One com- 
ment questioned whether paragraph (d) also related to 
the description. This paragraph has been amended to 
clarify the matter. One person questioned whether an 
amendment could be filed with a statement. Paragraph 
(b) clearly answers this question in the affirmative. Sev- 
eral comments requested more time than two months for 
the patent owner to file a statement. In reply, the law in 
section 304 indicates that a reasonable period of not less 
than two months be provided for the patent owner’s 
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statement. If the period is too short in particular situa- 
tions, extensions of time can be requested. It is felt that 
two months should be retained in the rule in view of the 
“Special Dispatch” required in reexamination cases. The 
proposed second sentence of paragraph (b) has not been 
adopted since §1.525(b) now provides for the publication 
of notices of the filing of all requests which are accom- 
panied by the proper fee. 

New §1.535 provides for reply by the reexamination 
requester to the statement under §1.530 of the patent 
owner and for service on the patent owner of any such 
reply. The last sentence of proposed §1.540 has been 
added as the last sentence of §1.535. Five persons 
commented on §1.535. Four persons indicated that the 
requester should be given additional opportunity to 
comment. The reasons for the limited participation are 
that it is all that is required under the law, it prevents to 
a great degree, harassment of a patent owner, it results 
in a less expensive proceeding for all parties, and it re- 
sults in an earlier conclusion of the proceedings. 

New §1.540 relates to the consideration of statements 
under §1.530 and replies under §1.535. One comment 
was received that the phrase “may result in their being 
refused” was worded too loosely. In the absence of any 
specific suggestion, the proposed wording is considered 
to be adequate and is adopted as proposed. In addition, 
it is appropriate that the Office retain discretion as to 
consideration in such cases. 

New §1.550 covers the basic items relating to the con- 
duct of reexamination proceedings. These proceedings 
basically follow the same procedures used for examining 
patent applications. The patent owner will be required 
to serve the reexamination requester with any response 
by the patent owner to the Office, in order to remove 
the necessity of the requester having to continuously 
monitor the file wrapper. Fourteen persons commented 
on §1.550. 

Several persons commented that they felt that at least 
some input by third parties should be permitted. Para- 
graph (e) has been revised to permit third party input up 
until the time of the order. Several comments were re- 
ceived that the periods for response should be extended 
to be similar to those in regular application Office ac- 
tions. Although problems may arise in certain cases and 
extensions of time may be granted, it is felt that relative- 
ly short response times are necessary in order to process 
reexaminations with “special dispatch.” A question was 
raised as to the effect of failure to respond to an Office 
action. Paragraph (d) has been amended to clarify this 
matter. 

New §1.552 covers the scope of reexamination in a 
reexamination proceeding. While it is not intended that 
the examiners will routinely complete a new search 
when conducting reexamination, the examiners will be 
free to, and will, very likely, conduct additional searches 
and cite and apply additional prior patents and publica- 
tions when they consider it is appropriate and beneficial 
to do so. Insofar as the actual reexamination is con- 
cerned, the examination as to original patent claims is 
only on the basis of patents or printed publications. 
However, narrowed amended claims or new claims lim- 
ited to the original disclosure will also be examined for 
compliance with other sections of the statute (35 U.S.C. 
112 and 132) which are necessary in order to ensure that 
any amended or new claims are supported, valid, and do 
not introduce new matter. New §1.552 also provides 
that questions relating to matters other than those identi- 
fied in paragraphs (a) and (b) of the section would mere- 
ly be noted by the examiner as being an open question in 
the record. Patent owners could then file a reissue appli- 
cation if they wish such questions to be resolved. Ten 
persons commented on §1.552. Several persons 
commented that the question of fraud should be consid- 
ered in reexamination proceedings. Comments were also 
received that the proceedings should be limited to pa- 
tents and printed publications. The rules have been writ- 
ten to follow the statute which speaks only to reexami- 
nation based on patents and printed publications. Mixed 
comments were also received concerning the retention 
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of the second sentence of paragraph (c). The paragraph 
is being adopted as proposed with the addition of a ref- 
erence to the fact that the examiner will note the exis- 
tence of unresolved questions in an Office action. In ad- 
dition, the phrase “raised or” has been deleted from 
paragraph (c) as unnecessary. 

New §1.555 covers the duty of disclosure by a patent 
owner in a reexamination proceeding involving the own- 
er’s patent. Nine persons commented on §1.555. Four 
persons supported placing a duty of disclosure on the 
patent owner. One comment was received that an oath 
or declaration be required of the patent owner in a reex- 
amination so as to minimize the appearance and occur- 
rence of any fraudulent acts and to emphasize the paten- 
tee’s obligation of candor. While the suggestion for an 
oath or declaration has not been adopted, §1.555 does 
place an obligation of candor on the patent owner inso- 
far as bringing patents or printed publications to the at- 
tention of the Office is concerned. The necessity for an 
oath or declaration in addition to the obligation placed 
on the patent owner by §1.555 is not apparent at this 
time. Accordingly, the suggestion has not been adopted. 
Two persons felt the duty of disclosure should apply to 
both the patent owner and requester. This proposal was 
not adopted since no sanction could be easily applied 
against the requester who violated such a rule. One per- 
son suggested broadening the duty requirements to in- 
clude information in addition to patents and printed pub- 
lications. Although such a practice may be desirable, no 
need is seen to require information under the reexam- 
ination rules which cannot be used during the reexam- 
ination. One person felt that there should be no duty of 
disclosure requirement in reexamination proceedings 
since the Office will be considering specific prior art and 
the presence or absence of other prior art does not seem 
terribly relevant. This suggestion was not adopted since 
the issue of patentability is not limited to the specific 
prior art presented and the duty to disclose is consistent 
with current practice under §1.56. The section is 
adopted as proposed except for the indication that prior 
art statements should be filed in accordance with §1.98. 
Also, the section has been divided into two sentences for 
clarity. 

New §1.560 relates to the conduct of interviews in 
reexamination proceedings. Seven comments were re- 
ceived directed to §1.560. One comment requested eiimi- 
nation of interviews. This suggestion was not adopted 
since interviews have been found to be very helpful in 
resolving issues. Five comments were received which 
indicated that the requester should be permitted to at- 
tend all interviews. This suggestion was not adopted be- 
cause of the otherwise ex parte nature of the examina- 
tion. Two comments were received which indicated that 
interviews should be permitted before the first Office ac- 
tion. This suggestion was not adopted since such inter- 
views would be held at a time when the Office has not 
yet taken a position on the allowability of the claims un- 
der reexamination. Section 1.560 is adopted as proposed. 

New §1.565 provides for the Commissioner to deter- 
mine which, if any, proceedings should be stayed, con- 
solidated, or suspended, if concurrent proceedings 
involving the patent under reexamination are instituted 
or in progress. Four comments were received concern- 
ing§1.565. One comment pointed out the desirability of 
combining copending reexamination proceedings. This 
concept has been accepted and a new paragraph (c) has 
been added to cover this matter. Two comments voiced 
concern over the possibility of delay resulting from 
stayed, suspended or combined cases. Although some 
delay may result, it is felt that a resolution of all issues 
should occur at an earlier date. Decisions as to whether 
to delay or combine cases will be made on a case by 
case basis to minimize delays and to protect the interests 
of all parties concerned. One comment was made to al- 
low the patent owner to comment prior to any decision 
to stay proceedings by the Commissioner. The desirabili- 
ty of such comment will be decided on a case by case 
basis and is not considered desirable for placement in the 
rules. The addition of paragraph (c) and the insertion of 
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“is or” before “becomes” in the first sentence of para- 
graph (b) are the only changes from the proposed rule. 

New §1.570 concerns the issuance of the re- 
examination certificate under 35 U.S.C. 307 after conclu- 
sion of reexamination proceedings. The certificate will 
cancel any patent claims determined to be unpatentable, 
confirm any patent claims determined to be patentable, 
and incorporate into the patent any amended or new 
claim determined to be patentable. Three commentors 
mentioned §1.570. Two persons questioned the statutory 
authority for paragraph (d). In response to the concern 
for statutory authority, it is the position of the Office 
that once all of the claims have been canceled from the 
patent, the patent ceases to be enforceable for any pur- 
pose. Accordingly, any pending reissue or other Office 
proceeding relating to a patent in which such a certifi- 
cate has been issued will be terminated. This provides a 
degree of assurance to the public that patents with all 
the claims canceled via reexamination proceedings will 
not again be asserted. One commentor indicated that 
copies of the certificate should be part of subsequently 
sold copies of the patent. Such a practice is intended but 
is not being made part of the regulations. 

Environmental, energy, and other consideration: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. 

[Text of adopted rules appears in 37 CFR. revised 
July 1, 1982.] 


RENE D. TEGTMEYER, 
Acting Commissioner of 


May 12, 1981. 
Patents and Trademarks. 


ROBERT B. ELLERT, 
Acting Assistant Secretary 


for Productivity, Technology, 
and Innovation. 


May 15, 1981. 


[FR Doc. 81-16031 Filed 5-26-81; 8:45 am} 


[1007 O.G. 30] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 & 5 
[Docket No. 21223-259] 


Revision of Patent Procedure 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 

: The Patent and Trademark Office is amending 
the rules of practice in patent cases, Part 1 of 37 CFR, 
to implement the sections of Public Law 97-247 of 1982 
which become effective on Feb. 27, 1983, and to make 
other miscellaneous changes. The other miscellaneous 
changes are being made to clarify and improve the rules 
where — The rulemaking also is amending 
Part 5 of 37 CFR to establish procedures for expediting 


the ting of a license under 35 U.S.C. 184 permitting 
the fling of 


a a application in a foreign country. 


Date: Feb. 27, 

For Fe Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Information: This rule change is designed 
primarily to 1) implement the changes in practice in the 
Patent and Trademark Office provided for in Public 
Law 97-247 enacted on Aug. 27, 1982; 2) clarify or re- 


the 
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write certain rules; and 3) expedite the granting of li- 
censes under 35 U.S.C. 184 

This rule change contains a number of changes in 
——- designed to benefit both the Patent and Trade- 
mark Office in its handling of its mission and the public 
the Office serves. 

Certain of the changes are housekeeping in nature. 

A number of final rules have already been issued to 
implement Public Law 97-247. A final rule on “Revision 
of Patent and Trademark Fees” was published on July 
30, 1982.at 47 FR 33086-33112 with corrections in the 
printing thereof being published on Aug. 4, 1982, at 47 
FR 33688 and on Aug. 5, 1982, at 47 FR 33959. The fi- 
nal rule was also published in the Official Gazette on 
Aug. 10, 1982, at 1021 O.G. 19-94. A final rule relating 
to definitions of “independent inventor” and “nonprofit 
organizations” was published on Sept. 10, 1982 at 47 FR 
40134-40140 and on Sept. 21, 1982 at 1022 O.G. 29-46. A 
“Revision of Patent and Trademark Fees Confirmation” 
was published on Sept. 17; 1982 at 47 FR 41272-41283 
and on Sept. 28, 1982 at 1022 O.G. 61-97. A final rule 
relating to the definition of “small business concern” 
was published on Sept. 30, 1982 at 47 FR 43272-43276 
and on Oct. 19, 1982 at 1023 O.G. 23-29. 


Discussion of — baw and Significant Differences 
Between Proposed and Rules: 


Section 1.4 


Section 1.4 is amended as proposed to add a reference 
to Subpart D relating to citation of prior art and reex- 
amination. 


Section 1.6 


Section 1.6 is amended as proposed to insert “federal” 
before “holidays” in paragraphs 1.6(a)-(c) in accordance 
with §21(b) of Title 35, United States Code, as amended 
by Public Law 97-247. New paragraph 1.6(d) will estab- 
lish in the regulations a procedure under which papers 
and fees which could not be filed on a particular date 
because of an interruption or emergency in the United 
States Postal Service which is so designated by the 
Commissioner, may be promptly filed after the ending of 
such a designated interruption or emergency and be con- 
sidered as having been filed on that particular date. Au- 
thority for such a practice is found in §21(a) of Title 35, 
United States Code, as amended by Public Law 97-247. 


Section 1.7 


Section 1.7 is amended as proposed to insert “federal” 
before “holiday” in accordance with 35 U.S.C. 21(b), as 
amended by Public Law 97-247. 


Section 1.8 


Section 1.8 is amended to remove in paragraph 1.8(a) 
the references to §§3.55 and 4.23, which sections were 
removed from the rules by the rulemaking entitled “Re- 
vision of Patent and Trademark Fees” published in the 
Federal Register on September 10, 1982 at 47 Fed. Reg. 
40134-40140. The change in paragraph 1.8(a)(i) results 
from the change made in §111 of Title 35, United States 
Code, by Public Law 97-247. Under the revised rule, the 
certificate of mailing procedure would be available for 
filing patent oaths or declarations and filing fees. How- 
ever, the certificate of mailing procedure could not be 
used for filing patent specifications and drawings to ob- 
tain a filing date. Such papers can be filed under new 
§1.10. The final rule clarifies that each paper or fee filed 
under §1.8 must include its own certificate of mailing. 
The pro) amendment to §1.8(a)(viii) referring to the 
Court of Appeals for the Federal Circuit rather than to 
the Court of Customs and Patent Appeals, has been 
adopted as a final rule as published on Oct. 26, 1982 at 
rae FR 47380-47382 and therefore is not republished 

ere. 
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Section 1.10 


Section 1.10 is amended as proposed to provide a pro- 
cedure for assigning the date on which any paper or fee 
is deposited as “Express Mail” with the United States 
Postal Service as the filing date of the paper or fee in 
the Patent and Trademark Office. Authority for the 
Commissioner to establish such a procedure is provided 
in §21(a) of Title 35, United States Code, as amended by 
Public Law 97-247 for any paper or fee required to be 
filed in the Patent and Trademark Office. This proce- 
dure covers the filing of all documents, including patent 
and trademark applications, and fees since they are re- 

uired to be filed in the Patent and Trademark Office 
Or processing. Questions were raised during the public 
hearing and in the written comments regarding the au- 
thority of the Commissioner to promulgate §1.10 insofar 
as it would provide for the use of “Express Mail” to file 
patent and trademark applications. The argument ad- 
vanced was that the amendment of 35 US. rol 21(a) by 
Public Law 97-247 did not permit the Commissioner to 
adopt rules whereby “Express Mail” could be used to 
file patent and trademark applications since such appli- 
cations are not papers or fees “required to be filed in the 
Patent and Trademark Office.” It was urged that this 
language of 35 U.S.C. 21(a), in conjunction with 
amended 35 U.S.C. 111 which states that the “filing date 
of an application shall be the date on which the specifi- 
cation and any required drawing are received in the Pa- 
tent and Trademark Office,” prevents adoption of pro- 
posed§1.10. 

The arguments presented are not supported by the 
legislative history or by the literal language of the stat- 
ute. Section 111 of Title 35, United States Code, before 
and after Public Law 97-247, requires patent applications 
to be made “in writing to the Commissioner.” This is 
apparent from the first sentence of 35 U.S.C. 111 which 
provides that “[a]pplication for patent shall be made. . 
.in writing to the Commissioner.” Thus, one seeking a 
patent is “required” to make application for the same “in 
writing to the Commissioner.” The written application 
clearly constitutes a “paper or fee required to be filed in 
the Patent and Trademark Office.” Section 21(a) of Title 
35, United States Code, authorizes the Commissioner to 
adopt rules whereby “any paper or fee required to be 
filed in the Patent and Trademark Office will be consid- 
ered filed in the Office.on the date on which it was de- 
posited with the United States Postal Service.” The au- 
thority provided by section 21(a) extends to “any paper 
or fee” to which the Commissioner, by an appropriate 
rulemaking, so extends it. The Commissioner can, there- 
fore, by rule, establish that “any paper or fee,” including 
a patent or trademark application, is “filed” or “received 
in the Patent and Trademark Office” when it is deposit- 
ed with the United States Postal Service. The terms 
“filed” and “received” as used in 35 U.S.C. 21(a) and 
111 can therefore be given the same meaning by an ap- 
propriate rulemaking by the Commissioner. 

The legislative history, H.R. Rep. No. 542, 97th 
Cong., 2nd Sess. 8A (1982), clearly supports the inter- 
pretation set forth herein. In discussing new subsection 
(a) which has been added to section 21 of Title 35, Unit- 
ed States Code, the Report emphasizes that the authori- 
ty extends to “any paper or fee which is required to be 
filed” in the Patent and Trademark Office. The Report 
specifically states that the “requirements governing 
whether any given paper or fee may be given the filing 
date of the day on which it was. . .deposited with the 
United States Postal Service will be set forth in regula- 
tions established by the Commissioner.” Clearly no re- 
strictions were placed by the statute or the legislative 
history on the types of papers or fees which the Com- 
missioner can consider as having been filed in the Patent 
and Trademark Office on the date of deposit with the 
United States Postal Service. 

The new procedure, in paragraph 1.10(a), requires the 
use of the “Express Mail Post Office to Addressee” ser- 
vice of the United States Postal Service. This service 
provides for the use of a mailing label on which the Post 
Office clearly indicates the date on which it was depos- 
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ited. Paragraph 1.10(b) requires (1) that the number of 
the “Express Mail” mailing label be placed on each pa- 
per or fee and (2) that a certificate of mailing by “Ex- 

press Mail”, signed by the person mailing the paper or 
fee, be included on each paper or fee and state the date 
of deposit as “Express Mail” in the United States Postal 
Service. The requirement that each paper or fee have 
the number of the “Express Mail” mailing label and the 
certificate of mailing by “Express Mail” included there- 
on is necessary so that the Patent and Trademark Office 
can verify when each paper or fee was filed if questions 
relating thereto arise. The number and certificate must 
be placed on each separate paper and each fee transmit- 
tal either directly on the document or by a separate pa- 
per firmly and securely attached thereto. It is not neces- 
sary that the number and certificate be placed on each 
page of a particular paper or fee transmittal. Merely 
placing the number and certificate in one prominent lo- 
cation on each separate paper or fee transmittal will be 
sufficient. 

Under new paragraph 1.10(c), the Office will accord 
the paper or fee the date of deposit as “Express Mail” as 
the filing date without further proof unless a question is 
present oe the date of mailing. If, however, more 
than a reasonable time has elapsed between the certifi- 
cate date and the Patent and Trademark Office receipt 
date, or if other questions regarding the date of mailing 
are present, new paragraph 1.10(c) provides that the 
person mailing the paper or fee may be required to file 
(1) a copy of the “Express Mail” receipt showing the ac- 
tual date of mailing and (2) a statement from the person 
who mailed the paper or fee averring to the fact that the 
mailing occurred on the date certified. Such statement 
must be a verified statement (oath or declaration) unless 
made by a person registered to practice before the Pa- 
tent and Trademark Office. 

The certificate of mailing procedure of §1.8(a) contin- 
ues to be available in addition to the proposed proce- 
dure under §1.10. The final rule (§1.10) has been 
changed from that proposed to allow for a reasonable 
time between mailing and delivery rather than only for 
one day since actual delivery in one day is not always 
provided from all areas of the country. The final rule 
clarifies that each paper or fee must include its own cer- 
tificate of mailing by “Express Mail.” This rule is being 
promulgated at this time so that individuals who desire 
to use the service may do so after the effective date. 

The “Express Mail” service is seen to be preferable to 
other types of postal services because a readily legible 
mailing date is provided to both the applicant and the 
Patent and Trademark Office on the “Express Mail” la- 
bel. Also, the labels are of uniform size and can there- 
fore be kept on file relatively easily by the Office, if 
such is determined to be necessary or desirable. Regis- 
tered mail and certified mail, on the other hand, provide 
only a postmark for the mailing date when such mail ar- 
rives in the Patent and Trademark Office and such post- 
marks are often illegible. Also, such mail arrives in vari- 
ous size envelopes which do not easily lend themselves 
to being filed so that the postmark may be retained. Ad- 
ministrative burdens including lack of certainty of mail- 
ing date and storage are considered greater for regis- 
tered or certified mail than for “Express Mail.” The 
Patent and Trademark Office will monitor closely the 
use of “Express Mail” by the public and may reconsider 
permitting the use of other forms of service provided by 
the United States Postal Service. 


Section 1.17 


Section 1.17, paragraph (h), is amended as proposed 
to remove the reference to §1.45 and add a reference to 
new §1.48 relating to the correction of inventorship in 
patent applications. 


Section 1.22 
Section 1.22 is amended to recognize that filing dates 


may be assigned without payment of the basic filing fee 
as authorized by §111 of Title 35, United States Code, as 
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amended by Public Law 97-247. New paragraph 1.22(b) 
indicates that fees paid to the Office should be itemized 
in such a manner that the purpose for which the pay- 
ment is submitted can be clearly determined by Office 
personnel for proper processing. The final rule includes 
clarification that it refers to patent and trademark fees 
and charges. 


Section 1.24 


Section 1.24 is amended as proposed to remove the 
reference to coupons in denominations of forty cents 
since coupons in this denomination are no longer neces- 


sary. 
Section 1.41 


Section 1.41 is amended as proposed to require in 
paragraph 1.14(a) that a patent be applied for in the 
name of the actual inventor or inventors and that the 
full names of the inventors be stated. Paragraph 1.41(b), 
as amended, clarifies the definition of the word “appli- 
cant”. New paragraph 1.41(c) permits any person autho- 
rized by the applicant to file an application for patent in 
order to receive a filing date on behalf of the inventor 
or inventors, but the oath or declaration for the applica- 
tion must be made by all of the actual inventors in ac- 
cordance with §§1.63 and 1.64. Under new paragraph 
1.41(d), a showing may be required from the person ini- 
tially filing an application that the filing was authorized. 


Sections 1.42 and 1.43 


Sections 1.42 and 1.43 are amended as proposed to re- 
move the requirement that the legal representative sign 
the application papers in view of the changes in 35 
U.S.C. 111, as amended by Public Law 97-247. The oath 
or declaration must still be signed. Several occurrences 
of the masculine gender in §1.42 have been removed. 


Section 1.45 


Section 1.45 is amended as proposed to remove pres- 
ent paragraphs 1.45(b) and (c) in view of new §1.48 and 
remove the requirement that joint inventors sign the ap- 
plication papers. The joint inventors are, however, still 
required to make the oath or declaration in accordance 
with new §§1.63 and 1.64. 


Section 1,46 


Section 1.46 is amended as proposed, with two com- 
mas being added for clarity, to permit anyone to file the 
application if authorized by the inventor or inventors or 
one of the persons mentioned in §§1.42, 1.43, or 1.47. 


Section 1.47 


Section 1.47 is amended as proposed to change the 
reference for the rule on oaths or declarations from 
§1.65 to §1.63. 


Section 1.48 


Section 1.48 adds a new section relating to correction 
of inventorship as authorized by §116 of Title 35, United 
States Code, as amended by Public Law 97-247. Under 
§1.48, if the correct inventor or inventors are not named 
in an application for patent, the application could be 
amended to name only the actual inventor or inventors 
so long as the error in the naming of the inventor or in- 
ventors occurred without any deceptive intention on the 
part of the actual inventor or inventors. Section 1.48 re- 
quires that the amendment be diligently made and be ac- 
companied by (1) a petition including a statement of 
facts verified by the original named inventor or inven- 
tors establishing when the error without deceptive inten- 
tion was discovered and how it occurred; (2) an oath or 
declaration by each actual inventor or inventors as re- 
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quired by §1.63; (3) the fee set forth in §1.17(h); and (4) 
the written consent of any assignee. Correction will be 
permitted, if diligently requested, in cases where the per- 
son originally named as inventor was in fact not the in- 
ventor of the subject matter contained in the application. 
If such error occurred without any deceptive intention 
on the part of the true inventor, the Office has the au- 
thority to substitute the true inventor for the erroneous- 
ly named person. If deceptive intention was present on 
the part of other individuals substantively involved in 
the preparation or prosecution of the application their 
conduct will be considered and appropriate action taken 
under 37 CFR 1.56. Although probably rarer, instances 
such as changes from a mistakenly identified sole inven- 
tor to different, but actual, joint inventors; conversions 
from erroneously identified joint inventors to different 
but actual, joint inventors; and conversions from errone- 
ously identified joint inventors to a different, but actual, 
sole inventor will also be permitted. In each instance, 
however, the Office will have to be assured of the pres- 
ence of innocent error, without deceptive intention on 
the part of the true inventor or inventors, before permit- 
ting a substitution of a true inventor’s name. The final 
rule language has been modified from that proposed to 
follow more precisely the language of the statute and 
the legislative history by permitting correction where 
the error occurred without any deceptive intention on 
the part of the actual inventor or inventors. 


Section 1.51 


Section 1.51 is amended to change the reference in 
paragraph (a)(2) to new §1.63 for the requirements of an 
oath or declaration and to cones paragraph (b) with re- 
gard to the required time for filing information disclo- 
sure statements. The final rule has been modified from 
that proposed by eliminating the word “material” before 
the “information disclosure statement” and the title has 
been changed to substitute “‘a complete” for “an” to be 
more precise. 


Section 1,52 


Section 1.52 is amended as proposed to revise para- 
graph 1.52(c) relating to interlineations, erasures, cancel- 
lations or other alterations in application papers to speci- 
fy that such changes must be made before the signing of 
any accompanying oath or declaration and should be 
dated and initialed or signed by the applicant on the 
same sheet of paper. Paragraph 1.52(c), as amended, pro- 
hibits making alterations in the application papers after 
the signing of an oath or declaration referring to such 
application papers. Under paragraph 1.52(c), as 
amended, amendments to application papers made after 
the signing of an oath or declaration referring to the ap- 
plication papers can only be made in the manner provid- 
ed by §§1.121 and 1.123-1.125. 


Section 1,53 


Section 1.53 is amended to revise the title to indicate 
that the section, as amended, relates to application serial 
numbers, filing dates and completion of applications. 
Paragraph 1.53(a) indicates that a serial number is 
assigned to any filed application for identification pur- 
poses, even if the application is incomplete or informal. 
Paragraph 1.53(b) provides that a filing date is assigned 
to an application as of the date a specification containing 
a description and claim and any required drawing are 
filed in the Patent and Trademark Office. Although the 
filing fee and oath or declaration can be submitted later, 
no amendments can be made to the specification or 
drawings which will introduce new matter. This prac- 
tice is authorized by 35 U.S.C. 111 as amended by Pub- 
lic Law 97-247. New paragraph 1.53(c) provides for no- 
tifying applicant of any application incomplete because 
the specification or drawing is missing and giving the 
applicant a time period to correct any omission. If the 
omission is not corrected within the time period given, 
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the application will be returned or otherwise disposed of 
and a handling fee of $50.00 will be retained from any 
refund of a filing fee. New paragraph 1.53(d) provides 
that, where a filing date has been assigned to a filed 
specification and drawing, the applicant will be notified 
and be given a period of time in which to file the miss- 
ing fee, oath or declaration and to pay the surcharge 
due. The time period the Office plans to set is one 
month from the date of notification by the Patent and 
Trademark Office, but in no case less than two months 
after the date of filing of the application. New para- 
graph 1.53(e) indicates that a patent application will not 
be forwarded for examination on the merits until all re- 
quired parts have been received. New paragraph 1.53(f) 
indicates that international applications filed under the 
Patent Cooperation Treaty which designate the United 
States of America are considered to have a United 
States filing date under PCT Article 11(3), except as 
provided in 35 U.S.C. 102(e), on the date the require- 
ments of PCT Article 11(1)(i) to (iii) are met. Para- 
graphs 1.53(b) and (c) have been modified from those 
proposed by changing the word “received” to the word 
“filed.” The word “receipt” in paragraph 1.53(c) has 
also been changed to “filing”. These changes have been 
made to ensure that the language of §1.53 cannot be 
considered to conflict with the use of “Express Mail” to 
file patent applications and obtain a filing date as of the 
date of deposit as “Express Mail” with the United States 
Postal Service. 


Section 1.54 


Section 1.54 is amended as proposed to designate the 
existing section as paragraph (a) and add a reference to 
§1.53. Paragraph 1.54(b) is added to indicate that — 
cant will be informed of the serial number and filing 
date of the application. 


Section 1.55 


Section 1.55 is amended to limit the section to claims 
for foreign priority by removing paragraphs (a) and (d) 
and redesignating paragraphs (b) and (c) as paragraphs 
(a) and (b). Paragraph 1.55(a) is amended to change the 
reference from §1.65 to new §1.63. The final rule lan- 
guage includes a reference to 35 U.S.C. 172 which 
modifies 35 U.S.C. 119 for design patents. 


Section 1.56 


Section 1.56 is amended to revise paragraph (c) to re- 
move reference to signing of the application but to add 
reference to signing of the oath or declaration pursuant 
to new §1.63. Paragraph 1.56(c) has also been modified 
from that proposed to break it down into four items as 
suggested by a comment. Under paragraph 1.56(c), an 
application may be stricken from the files if an oath or 
declaration pursuant to §1.63 is signed in blank, is signed 
without review of the oath or declaration by the person 
making the oath or declaration, or is signed without the 
review of the specification, including the claims, as re- 
quired by §1.63(b). Paragraph 1.56(c) also provides for 
an application to be stricken from the files if application 
papers filed in the Office are altered after the signing of 
an oath or declaration pursuant to §1.63 referring to 
those application papers. 


Section 1.57 


Section 1.57 is removed as proposed since the require- 
ments relating to applicant’s signature to the oath or 
declaration of the application are adequately covered in 
other sections. 


Section 1.59 


Section 1.59 is rewritten as proposed to refer to and 
conform with the changes proposed in §1.53. 
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Section 1.60 


Section 1.60 is amended to require the applicant to 
supply a copy of the originally signed application in all 
cases where the §1.60 filing procedure is used. The Of- 
fice will no longer prepare copies. The Office, by a sep- 
arate final rule, published at 47 F.R. 47242 on October 
25, 1982, has adopted a new §1.62 to provide for the fil- 
ing of a file wrapper continuing application which great- 
ly lessens the need for the Office to continue to prepare 
copies under §1.60. The final rule language makes clear 
that the statement accompanying a true copy of the par- 
ent application must be a verified statement unless made 
by a person registered to practice before the Office. 


Section 1.62 


Section 1.62 is amended to avoid inconsistency with 
35 U.S.C. 111 which becomes effective on February 27, 
1983. 35 U.S.C. 111 as of that date permits filing dates 
to be granted to patent applications without receipt of 
the basic filing fee, or oath or declaration. Section 1.62 
is therefore being amended to permit the granting of a 
filing date in accordance with §111. This amendment of 
§1.62 is necessary to ensure compliance with 35 U.S.C. 
111. The Patent and Trademark Office finds that it 
would be impractical not to amend §1.62 so as to grant 
a filing date in accordance with 35 U.S.C. 111 and not 
doing so might also be construed to prevent applicants 
from taking advantage of the provisions of 35 U.S.C. 
111 authorizing the delay in the filing of the fee and 
oath or declaration. If §1.62 is not amended in the man- 
ner set forth in this final rule, questions may be raised as 
to compliance with 35 U.S.C. 111 as it will exist effec- 
tive February 27, 1983. Revised paragraph 1.62(a) indi- 
cates the minimum requirements for granting of a filing 
date. Pesy o ie 1.62(b) and (c) cover the filing fee and 
oath or declaration requirements, respectively. Para- 


graph 1.62(d) relates to later filing of the filing fee or 
1. 


oath or declaration as provided for in 35 U.S.C. 11 
Paragraphs 1.62(e)-(i) are identical to former paragraphs 
1.62(b)-(f). 


Section 1.63 


Section 1.63 is added to replace 

1.65 relating to the required content and execution of 
an oath or declaration filed as a part of a patent applica- 
tion and is intended to state the minimum contents 
thereof. An applicant may, if desired, choose to include 
one or more additional averments in the oath or declara- 
tion such as, for example, stating that the patent is not 
barred under the provisions of 35 U.S.C. 102. Paragraph 
1.63(a) provides that the oath or declaration, (1) be exe- 
cuted in accordance with §1.66 or §1.68, (2) identify the 
specification to which it is directed in some definite 
manner such as giving the title of the invention or serial 
number of the application, if previously filed, (3) identify 
each inventor and his or her residence and country of 
citizenship, and (4) state whether the inventor is a sole 
or joint inventor of the claimed invention. 

Paragraph 1.63(b) further requires the oath or declara- 
tion to state that the person signing the oath or declara- 
tion (1) has reviewed and understands the contents of 
the identified specification, (2) believes the named inven- 
tor is the original and the first inventor, and (3) ac- 
knowledges the duty to disclose information which is 
material. While paragraph 1.63(b) requires the person 
signing the oath or declaration to review and understand 
the specification including the claims, it is not intended 
to require that such person be skilled in patent law so as 
to grasp the legal implications of claim language and 
drafting. The person must recognize, however, that 
what is being claimed is the subject matter which that 
person regards as his or her invention pursuant to 35 
U.S.C. 112. 

Paragraph 1.63(c) requires that any application in 
which a claim for foreign priority is made identify in the 
oath or declaration the foreign application for patent or 
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inventor’s certificate on which priority is claimed, and 
any foreign application having a filing date before that 
of the application on which priority is claimed. 

Paragraph 1.63(d) requires that the oath or declaration 
in a continuation-in-part application, which discloses and 
claims subject matter in addition to that disclosed in the 
prior copending application, state that the person mak- 
ing the oath or declaration acknowledges the duty to 
disclose material information as defined in §1.56(a) 
which occurred between the filing date of the parent ap- 
plication and the national or PCT international filing 
date of the continuation-in-part application. This latter 
requirement is not new, but is included to serve as a re- 
minder to the person making the oath or declaration of 
this duty to disclose material information such as foreign 
patenting, publication, or public use or sale in the United 
States which occurred more than one year prior to the 
filing date of the continuation-in- application. For 
example, in circumstances where the claims of the con- 
tinuation-in-part application are not fully supported by 
the disclosure of the parent application so as to be enti- 
tled to an earlier effective filing date under 35 U.S.C. 
120, the duty to disclose extends to any material infor- 
mation, as defined in §1.56(a) measured from the filing 
date of the continuation-in-part application. This would 
include the first foreign patenting, and any foreign 
patenting subsequent to the first which materially differs 
therefrom, of the subject matter of the parent applica- 
tion which occurred more than one year prior to the na- 
tional or PCT international filing date of the continua- 
tion-in-part application. Any publication of the parent 
application, other than foreign patenting, or any public 
use or sale in the United States of the subject matter of 
the prior application, which occurred more than one 
year prior to the nationa! or PCT international filing 
date of the continuation-in-part application, would also 
come within §1.56(a) in such circumstances. See In re 
Ruscetta and Jenny, 118 U.S.P.Q. 101 (C.C.P.A. 1958); 
In re van.Langenhoven, 458 F. 2d 132,173 U.S.P.Q. 426 
(C.C.P.A. 1972), and Chromalloy American Corp. v. Alloy 
Surfaces, Co., Inc., 339 F. Supp. 859, 173 U.S.P.Q. 295 
(Del. 1972). 


Section 1.64 


Section 1.64 is added as proposed to clearly indicate 
who must sign the oath or declaration of a patent appli- 
cation. 


Section 1.65 


Section 1.65 is removed as proposed because the oath 
or declaration requirements set forth therein are covered 
by new §1.63. 


Section 1.67 


Section 1.67 is amended as proposed to remove all of 
paragraphs (a) and (b) and substitute therefor new word- 
ing. Paragraph 1.67(a) indicates that a supplemental oath 
or declaration meeting the requirements of new §1.63 
may be required to correct deficiencies or inaccuracies 
present in an earlier oath or declaration. Paragraph 
1.67(b) requires a supplemental oath or declaration to be 
filed (1) when a claim is presented embracing material 
not originally claimed and (2) when a subsequently filed 
oath or declaration under §1.53(d) refers to an amend- 
ment which includes improper new matter. Paragraph 
1.67(b) also clearly states the prohibition against entry of 
new matter after the filing date of the application. 


Section 1.69 


Section 1.69, paragraph (b), is amended as proposed to 
change the time at which a translation of a non-English 
language oath or declaration which has not been sup- 
plied by the Office must be filed. The time period for fil- 
ing the translation is changed to two months after notifi- 
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cation that a translation is required. The reference to 
§1.65 in paragraph 1.69(b) is changed to §1.63. 


Section 1.70 


Section 1.70 is amended to refer to §1.63 for the re- 
uirements to be met when an oath or declaration is 
iled under 35 U.S.C. 371(c)(4). The wording of the title 
in the final rule is changed to reflect more clearly the 
subject matter of the rule. 


Section 1.77 


Section 1.77 is amended as proposed to change para- 
graphs (h) and (i) to refer to the abstract of the disclo- 
sure and signed oath or declaration, respectively. 


Section 1.97 


Section 1.97 is amended to change the title from “pri- 
or art statement” to “information disclosure statement”. 
This change is appropriate since the designation “infor- 
mation disclosure statement” more accurately character- 
izes the nature and content of the information which 
may be included in such a statement. Information which 
is required to be submitted pursuant to §1.56 may ulti- 
mately be determined not to be “prior art,” but never- 
theless may be “material” pursuant to §1.56. Section 1.97 
has also been modified from that proposed by eliminat- 
ing the word “material” since information submitted 
pursuant to §1.97 may be considered to be of question- 
able materiality or may be determined, upon examina- 
tion, not to be “material”. Section 1.97 now provides 
that an information disclosure statement should be filed 
with the application or within the later of three months 
after the filing date of the application or two months af- 
ter applicant receives the filing receipt. Paragraph 
1.97(b) has been amended in recognition that applicant 
may choose to furnish other material information in an- 
other manner or statement. Paragraph 1.97(b) now also 
refers to section 1.56(a) for the definition of “material in- 
formation”. The amendments to paragraph 1.97(b) do 
not in any manner reduce the obligation to submit mate- 
rial information as defined in §1.56(a). 


Section 1.98 


Section 1.98 indicates that information disclosure 
statements should list prior art with all of the informa- 
tion which is required to print such citations on the 
front page of a patent. The final rule states clearly that 
the publication date indicated on the document should 
be submitted. This will not serve to preclude a showing 
of a different, actual publication date. Another purpose 
of the citation requirements in this section is to permit 
ready reference to the document from its citation. 


Section 1.99 


Section 1.99 is amended to change the title to be con- 
sistent with the amendment to §1.97. 


Section 1.101 


Section 1.101 is amended to indicate specifically that 
applications which are to have their examination ad- 
vanced pursuant to §1.102 will be taken up for examina- 
tion out of order by the examiner. The final rule is also 
modified to set out when international applications 
whick have complied with the requirements of 35 
U.S.C. 371(c) are taken up for action. 


Section 1,118 


Section 1.118 is amended as proposed to designate the 
previous section as new paragraph (a) and amend it to 
clearly state that no new matter may be introduced into 
an application and to make specific reference to §§1.53, 
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1.63 and 1.67. New paragraph 1.118(b) indicates how 
improper amendments which introduce new matter in 
the specification or claims will be handled by the exam- 
iner. 


Section 1.123 


Section 1.123. is amended to require all corrections to 
drawings to be made by bonded draftsmen at applicant’s 
expense since the Office does not have sufficient 
draftsmen to make such corrections. Sketches of any de- 
sired corrections will, however, still poe approval of 
the examiner. The final rule makes clear that eed in 
the drawing may be made by submission of substitute 
drawings. 


Section 1,125 


Section 1.125 is amended to relax the prohibition 
against substitute specifications which are not required 
by the examiner. The section, however, adds the re- 
quirement that any substitute specification filed must be 
accompanied by a statement that the substitute specifica- 
tion includes no new matter. Under the section the state- 
ment must be a verified statement if made by a person 
not registered to practice before the Office. The final 
rule specifies that a substitute specification may not be 
accepted unless it is clear to the examiner that process- 
ing of the application would be facilitated thereby. 


Section 1.131 


Section 1.131 is amended as proposed to refer to the 
use of affidavits or declarations under the section during 
reexamination of a patent as long as the patent upon 
which the rejection is based does not claim the rejected 
invention. Section 1.131 cannot be used to overcome a 
rejection based upon a United States wean claiming the 
rejected invention. This is true regardless of whether the 
rejected claims are contained in an application being ex- 
amined or a patent being reexamined. Section 1.131 1s in- 
applicable if the same invention is being claimed by the 
United States patent upon which the rejection is based. 
Under the section as amended, the same person or per- 
sons who would make the affidavit or declaration in an 
application will be required to make the affidavit or dec- 
laration on behalf of the owner of the patent under reex- 
amination. 


Section 1.132 


Section 1.132 is amended as proposed to refer to the 
use of affidavits or declarations under the section during 
reexamination of a patent. 


Section 1.137 


Section 1.137 is amended as proposed to except from 
the provisions of paragraph (b) those a ——— aban- 
doned pursuant to §1.53(d) because the oath, or dec- 
laration and the surcharge were not submitted. Section 
111 of Title 35, United States Code, as amended by Pub- 
lic Law 97-247, requires that any delay in submission of 
the fee and oath be shown to be unavoidable. Thus, 
paragraph (b) of §1.137 permitting revival where aban- 
donment was unintentional is inapplicable to the revi- 
val < — which become abandoned pursuant to 


§1.53 
Section 1.141 


The proposed amendments to §1.141 are withdrawn 
infra to permit the public to study the issues involved 
and make any further recommendations considered ap- 
propriate. 


Section 1.153 


Section 1.153 is amended to change the reference for 
oath and declaration requirements from §1.65 to §1.63 
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and to conform the language of the rule to be consistent 
therewith. 


Section 1.154 


Section 1.154 is amended as proposed to revise para- 
graph (e) to refer to the signed oath or declaration re- 
quirements of §1.153(b). 


Section 1.162 


Section 1.162 is amended as proposed to change the 
reference from §1.65 to §1.63. 


Section 1.163 


Section 1.163 is amended as proposed to change the 
wording of the section to clearly indicate that a signed 
- or declaration is required rather than a signed spec- 
ification. 


Section 1,172 


Section 1.172 is amended to indicate clearly that the 
reissue Oath is signed and sworn to rather than the reis- 
sue application. The final rule has been modified from 
that proposed by referring to a “reissue oath” rather 
than to “reissue oaths”. 


Section 1.174 


Section 1.174 is amended as proposed to remove the 
requirement that photoprints of original drawings be se- 
curely mounted or pasted on sheets of drawing board 
because paper drawings are acceptable. 


Section 1.175 


Section 1.175 is amended as proposed to change the 
reference to the oath or declaration from §1.65 to §1.63. 


Sections 1.301, 1.302 and 1.303 


The proposed amendments to sections: 1.301, 1.302 
and 1.303, referring to the Court of Appeals for the Fed- 
eral Circuit rather than to the Court of Customs and Pa- 
tent Appeals, have been adopted as final rules as 
published on Oct. 26, 1982 at 47 FR 47380-47382 and 
corrected on Nov. 5, 1982 at 47 FR 50142 and therefore 
are not republished here. 


Section 1.324 


Section 1.324 is amended to include wording similar 
to that in §1.48 for correction of inventorship in applica- 
tions. 


Section 1.325 


Section 1.325 is amended as proposed to include refer- 
ence to the reexamination procedure. 


Section 1.335 


Section 1.335 is added as proposed to provide a new 
section relating to the filing in the Patent and Trade- 
mark Office of notices of arbitration awards. Such filing 
is required under §294 of Title 35, United States Code, 
as added by Public Law 97-247. The final rule has also 
been modified in response to a comment to indicate that 
the notices of arbitration awards are intended to be 
placed in the patent files. 


Section 1.565 


The proposed amendments to §1.565 are withdrawn 
infra to permit the public to study the issues involved 
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and make any further recommendations considered ap- 
propriate. 


Section 5.12 


Section 5.12 is amended as proposed to separate the 
section into two paragraphs. Paragraph (a) provides that 
the filing of an application for an invention made in the 
United States is considered to include a petition for a li- 
cense for foreign filing. If a license is granted, it will be 
indicated on the filing receipt. If it is not granted, no in- 
dication of the denial will appear. Failure to grant a li- 
cense should be considered a denial of a first petition for 
a license. A subsequent petition may be filed under 
§5.12(b). Section 5.12(b) is essentially the text of §5.12 in 
its previous form. No rights to file a petition for license 
are being removed. 


Withdrawal of Proposed Amendments To Sections 1.141 
and 1,565. 


A number of the speakers at the public hearing held 
on Dec. 16, 1982, urged that the amendments to §§1.141 
and 1.565 be deferred or dropped pending further study. 
Those urging that the proposed amendments to §1.141 
not be adopted at this time included speakers from the 
American Patent Law Association, from Committee 103 
of the American Bar Associations’s Patent, Trademark 
& Copyright Section, and from the Bar Association of 
the District of Columbia. The Boston Patent Law Asso- 
ciation urged that the amendment to §1.565 be removed 
or held in abeyance. The American Patent Law Associa- 
tion indicated that more time was needed for its commit- 
tees to analyze the issues in the proposed amendments to 
§§1.141 and 1.565. 

In response to the recommendations received at the 
public hearing, the proposed amendments to §§1.141 and 
1.565 are being withdrawn at this time to permit the 
public to study the issues involved and make any further 
recommendations considered appropriate. Pending the 
further study referred to by the speakers at the hearing 
and consideration of any recommendations resulting 
therefrom, the Office will continue to operate under 
present §§1.141 and 1.565 as interpreted by the Manual 
of Patent Examining Procedure and relevant Patent and 
Trademark Office and judicial precedents. 


Responses to Comments on the Rules 


Specific comments were received on a number of the 
sections. All of the comments, including the written 
comments and the oral testimony, were considered in 
adopting the changes set forth herein. 

Forty-eight letters presenting written comments were 
received and seven persons testified at the public hear- 
ing on Dec. 16, 1982. 

Comments appear below along with responses thereto. 
Comment: 

One comment objected to inadequate notice regarding 
these proposed rule changes. 

Reply: 

The proposed rules notice was published in the Feder- 
al Register on Oct. 27, 1982. This is more than seven 
weeks prior to the date of the hearing and four months 
prior to the effective date of the final rules. Such peri- 
ods are considered to be reasonable in view of the fact 
that the legislation requiring the rule changes was only 
enacted on Aug. 27, 1982 and that other rule changes 
were required to be implemented by Oct. 1, 1982. 
Comment: 

One comment proposed that “Patent and Trademark 
Office” should be used in the rules rather than merely 
“Office’’. 

Reply: 

The proposal has been adopted in the final rules in 
those locations where confusion may otherwise result. 
Comment: 

Five comments requested that promulgation of §§1.10, 
1.63, 1.97, 1.141 and 1.565(e) be delayed and the period 
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for comment extended until Mar. 30, 1983. 
Reply: 

Amendments to §§1.141 and 1.565 are not being pro- 
mulgated at this time to provide time for further consid- 
eration and study as requested. If after study, a rule 
change is felt desirable, a new proposal will be issued. 
New §1.10 is being promulgated to make it available to 
applicants as it was intended in the statute. New §1.63 is 
being added and §1.65 deleted to reduce the formal 
statements required. If desired, the old oath and declara- 
tion forms may continue to be used if the statement is in- 
cluded that applicant “thas reviewed and understands the 
contents of the specification, including the claims”. For 
continuation-in-part applications, it is necessary to also 
include language is conformance with §1.63(d). Section 
1.97 is being promulgated to remove problems relating 
to the time period in the current wording and to clarify 
the section in general. 

Comment: 

One person questioned why Sunday was not men- 
tioned in §1.6(b) or (c). 

Reply: 

Section 1.6(b) and (c) are limited to weekdays which 
by definition excludes Sunday. 
Comment: 

Two comments were received which proposed that 
only a certificate of mailing procedure as in §1.8(a) be 
used for determining the date of deposit under 35 U.S.C. 
21. 

Reply: 

The filing date of an application is considered to be 
much more critical than the filing dates of papers ac- 
cepted under §1.8. The application filing date is often 
critical for determining if a statutory bar exists, whether 
foreign priority can be claimed and who is the senior 
party in an interference. Therefore, papers filed for pur- 
poses of receiving an application filing date should have 
some clear indication of the date of receipt by the Unit- 
ed States Postal Service. Such a practice would also 
probably require storing all of the envelopes in the file 
wrapper for record purposes. 

Comment: 

Three comments were received which stated that pri- 

Hoe? courier services should also be provided for in 
1.10. 
Reply: 

Section 21(a) as amended by Public Law 97-247 pro- 
vides for filing dates being given only when “deposited 
with the United States Postal Service.” Although pri- 
vate courier services may be used to deliver papers to 
the Patent and Trademark Office, the actual date of re- 
ceipt by the Patent and Trademark Office will be con- 
sidered to be the filing date. 

Comment: 

A comment was received which argued that the Post 
Office date stamp should be stamped on the mailing la- 
bel instead of having to enter the label number on each 
document. 

Reply: 

Stamping the mailing label would not add anything 
since the postal clerk receiving the “Express Mail” must 
already indicate the date and time of deposit and initial 
the label. A purpose of placing the label number on each 
paper is to permit several papers to be placed in a single 
envelope. The mailing labels may be retained in the Pa- 
tent and Trademark Office for later verification. 
Comment: 

Seven comments were received that the requirement 
that the item be received the following day (§1.10(b)) 
was unnecessarily restrictive. 

Reply: 

Section 1.10 does not require that the item be received 
the next day in the Patent and Trademark Office in or- 
der to receive the date of deposit as the mailing date. 
The one day reference has been deleted. Further proof 
of mailing may be required where an unreasonable peri- 
od of time is involved and supporting evidence is not 
otherwise available to the Patent and Trademark Office. 
Documents deposited with the United States Postal Ser- 
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vice will be given a filing date which corresponds to the 
date of receipt indicated by the postal clerk on the “Ex- 
press Mail” mailing label. 

Comment: 

Four comments indicated that §1.10 does not assist in 
placing applicants and attorneys outside the Washington 
area on the same footing as those in Washington. 

Reply: 

The main purpose of §1.10 is to implement 35 U.S.C. 
21(a) in a manner which would provide for granting fil- 
ing dates for papers and fees as of the date of their de- 
posit with the United States Postal Service. Certainly 
these provisions using “Express Mail,” together with the 
certificate of mailing procedure available under §1.8, 
will go a long way in reducing last minute deliveries to 
the Patent and Trademark Office by persons outside the 
Washington area. 

Comment: 

Two comments stated that the comments accompany- 
ing§1.10(c) should be clarified to explain the meaning of 
“more than one day.” 

Reply: 

The final rule has been clarified. 
Comment: 

It was proposed by one person that the “affidavit or 
declaration” under §1.10(c) be waived if the statement is 
made by a registered attorney or agent. 

Reply: 

The suggestion has been adopted. 
Comment: 

It was indicated by one person that certified mail pro- 
vides proof of mailing date under §1.10 by virtue of the 
Post Office stamp on the certified mail receipt card. 
Reply: 

The information on the certified mail receipt card is 
of no benefit to the Patent and Trademark Office since it 
is immediately returned to the sender. The Patent and 
Trademark Office would not be able to retain any infor- 
mation which gives proof of the date of mailing. 
Comment: 

Three comments raised questions as to the need to 
make the acceptance of the “Express Mail” contingent 
upon the performance of the Post Office in §1.10(c). 
Reply: 

The acceptance of the “Express Mail” is not contin- 
gent upon “next day delivery”. The reference in §1.10(c) 
to proof of mailing merely provides a basis for the Of- 
fice requiring proof of mailing where an explanation ap- 
pears to be necessary to clarify the record. Such infor- 
mation is expected to be required only in a few 
instances. The rule has also been revised to clarify this 
matter. 

Comment: 

Five persons suggested the use of registered or certi- 
fied U.S. mail for obtaining filing dates under 35 U.S.C. 
21. 

Reply: 

Registered mail does not provide any information or 
evidence to the Patent and Trademark Office as to the 
date of mailing other than the postmark, which is often 
unreadable. Storage of envelopes containing such post- 
marks is also burdensome. The deficiency of certified 
mail has already been discussed. 

Comment: 

One person questioned what treatment will be 
accorded a paper placed in an “Express Mail” box re- 
ceptacle after the box has been cleared for the last time 
on a given day. 

Reply: 

The paper will be considered to be deposited as of the 
date of receipt indicated on the “Express Mail” mailing 
label by the Postal Service clerk. 

Comment: 

One person commented that he found the idea of us- 
ing a declaration or affidavit to establish a date of depos- 
it unacceptable because it exposes the integrity of the as- 
signment of filing dates to the risk of deception. 

Reply: 
The use of declarations or affidavits is usually intend- 
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ed to help explain activities which can be supported by 
exhibits. For example, if the Office copy of the mailing 
label was not entirely readable, applicant’s copy of the 
“Express Mail” mailing label could accompany a decla- 
ration and serve as the basis for granting a filing date. 
Comment: 

Three persons objected to permitting only the individ- 
ual who places the correspondence in an “Express Mail” 
facility to execute the certificate of express mailing un- 
der§1.10(c). 

Reply: 

The wording of §1.10(c) differs from §1.8 because the 
documents which are expected to be filed under §1.10 
are patent and trademark applications. The filing dates 
of such documents are very important and should there- 
fore be based on personal knowledge. 

Comment: 

One comment was received which suggested that 
§1.10 be adopted with an effective date retroactive to a 
year earlier. 

Reply: 

Such an earlier date is not possibile since the statutory 
authority for §1.10 does not come into effect until Feb. 
27, 1983. 

Comment: 

One comment proposed designating the Patent and 
Trademark Office as an “Express Mail” Post Office to 
make lower rates available. 

Reply: 

Such a designation is not possible. 
Comment: 

One person requested that the Patent and Trademark 
Office publish a form of certificate of mailing by “Ex- 
press Mail” suitable for purposes of §1.10(b). 

Reply: 

A suggested form is included in the preamble of this 
rule change. 
Comment: 

One comment proposed that §1.10(c) clearly state 
what evidence will be necessary and sufficient to prove 
a filing date by mailing. 

Reply: 

A specific answer cannot be given since it is depen- 
dent upon the particular fact situation and what evi- 
dence is actually available. 

Comment: 

Two comments questioned whether P.L. 97-247 au- 
thorized a rule such as §1.10 granting filing dates as of 
the mailing date. 

Reply: 

The question raised by this comment has been treated 
in the discussion of §1.10 supra. 
Comment: 

One comment proposed that §1.10 be corrected to 
read—Any paper or fee required to be filed—to more 
closely conform with 35 U.S.C. 21(a). 

Reply: 

No need is seen to change §1.10 as suggested since, if 
a patent is desired, it is “required” that each paper relat- 
ing to an application be filed in the Patent and Trade- 
mark Office. 

Comment: 

One comment indicated that the requirement to place 
the “Express Mail” label number on each paper and fee 
is not realistic. 

Reply: 

The placement of the label number on each paper or 
fee allows later verification of the mailing dates of all 
different papers mailed in one envelope and is not seen 
to be overly burdensome. 

Comment: 

A question was raised as to whether the “Express 
Mail” label number should be placed on every page. 
Reply: 

The label number need not be placed on each page. It 
should, however, be placed on the first page of each 
separate document, such as, a new application, amend- 
ment, assignment, and transmittal letter for a fee, along 
with the certificate of mailing by “Express Mail’’. Al- 
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though the label number may be on checks, such a prac- 
tice is not required. 
Comment: 

A question was raised by one party as to the location 
within the Patent and Trademark Office of the mailing 
labels where papers to different applications are placed 
in the same envelope. 

Reply: ‘ 

The mailing labels from all “Express Mail” packages 
are expected to be removed and initially retained cen- 
trally in the Mail Room of the Patent and Trademark 
Off ice. The number on each document will allow direct 
access to the appropriate mailing label if any questions 
should arise. 

Comment: 

One comment suggested that §1.22(b) be amended tc 
exclude itemization of all fees where a general authoriza- 
tion to charge a deposit account has been given. 

Reply: 

Even where fees are charged to a deposit account, it 
is desirable to know specifically which fees are to be 
paid. Therefore, the suggestion has not been adopted. 
Comment: 

One comment was received which suggested adding a 
sentence to §1.41(d) indicating that the filing of an oath 
or declaration executed by the applicant would consti- 
tute proof of authority to file the application. 

Reply: 

Such an additional sentence is not considered to be 
necessary since the Patent and Trademark Office does 
not intend to utilize the provisions of §1.41(d) unless a 
controversy arises. 

Comment: 

One comment was received which suggested the addi- 
tion to the end of §1.42 of the words “except for patents 
granted to the assignee either of the inventor or of the 
legal representative of the inventor.” 

Reply: 

No change is considered to be necessary since few, if 
any, problems have arisen without such additional word- 
ing in the past. The existing rule wording “upon proper 
intervention” also provides protection for assignees. 
Comment: 

One comment was received which indicated that 
§1.46 does not clearly authorize an assignee of a part in- 
terest to cause an application to be placed on file. 

Reply: 

Although §1.46 may not make this point clear, it is 
clear from §1.41(c). 

Comment: 

One comment recommended that the requirement to 
show diligence in correcting inventorship under §1.48 be 
deleted. 

Reply: 

It is felt that corrections of inventorship should be dil- 
igently made in patent applications. The naming of cor- 
rect inventorship is necessary for the Patent and Trade- 
mark Office to make decisions on topics such as double 
patenting, priority claims and first inventorship. 
Comment: 

It was recommended in one comment that the verified 
statement of facts required by §1.48 “by the original 
named inventor or inventors” be replaced by a require- 
ment that he or they merely assent to the statement of 
the facts since others may be better able to provide the 
best evidence. 

Reply: 

Since it is the original inventorship that is being 
changed, it is believed that ail of the previously named 
inventors should positively indicate their agreement with 
the facts in the case. Affidavits by other individuals may 
also be supplied where such persons have direct person- 
al knowledge of certain aspects of the case. 

Comment: 

One comment indicated that “it seems a reasonable 
presumption that if ownership is unaffected, deceptive 
intent is absent” in a §1.48 correction of inventorship sit- 
uation and that such a presumption could be written into 
the rules. 
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Reply: 

Even if applications are commonly owned, the wrong 
inventorship could be deceptively named to obtain 
rights which are only available to the same inventive en- 
tities. The report on Public Law 97-247 also states that 
“the commissioner must be assured of the presence of in- 
nocent error, without deceptive intention . . .” before 
permitting a substitution of a true inventor’s name. 
Comment: 

One person suggested that the deceptive intent in 
§1.48 refer to the acts of the actual inventors rather than 
to both the alleged and actual inventor or inventors. 
Reply: 

This suggestion has been adopted in both §$§1.48 and 
1.324, but deceptive intention on the part of other 
parties is subject to review under §1.56. 

Comment: 

One person suggested that in §1.48, line 3 “may” be 
changed to—must—. 
Reply: 

The suggestion has not been adopted. Corrections 
may only be made if the conditions set forth in §1.48 are 
satisfied. 

Comment: 

Two comments objected to the insertion of “material” 
in §1.51(b). 

Reply: 

This word has been removed and does not appear in 
the final rule. 
Comment: 

One comment suggested changing “an” to—a com- 
plete—in the title of §1.51. 

Reply: 

This suggestion has been adopted. 
Comment: 

One comment indicated that §§1.52(c) and 1.56(c) 
seemed overly inflexible and harsh when considering mi- 
nor gumation changes. 

Reply: 

Although §1.56 indicates that applications “may” be 
stricken, rather than “must” be stricken, it is still consid- 
ered important to maintain a clear line in the regulations 
against changes in the original applications made after 
the execution of the application oath or declaration. The 
line between grammatical changes and changes relating 
to the merits is frequently unclear. 

Comment: 

Three comments noted an apparent inconsistency be- 
tween proposed §§1.10 and 1.53 as to whether §1.10 re- 
lates to the filing of patent applications. 

Reply: 

Section 1.10 does relate to the filing of patent applica- 
tions. In order to clarify the wording, “received” in 
§1.53(b) has been changed to “filed”. 

Comment: 

One comment was received suggesting that a sentence 
be added to §1.53(d) to indicate that PCT applicants 
cannot submit late filing fees, oaths or declarations un- 
der 35 U.S.C. 371. 

Reply: 

Such a reference in §1.53 does not appear appropriate 
because this section relates to “filing dates”. In the PCT 
situation, the filing date was already granted at the time 
of filing the PCT international application. 

Comment: 

One comment was received which suggested that 
§1.53(a) be rewritten to indicate all applications are 
assigned serial numbers but not accorded filing dates. 
Reply: 

The proposal was not adopted since it is considered 
unnecessary. 

Comment: 

One person suggested that §1.53(b) be amended to 
specify that only “a specification purporting to contain a 
description and at least one claim . . .” is needed to ob- 
tain a filing date. 

Reply: 

No change is being made since a determination must 

be initially made as to whether or not a specification has 
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been filed. In any case, sufficiency of the specification 
must later be checked by the examiner. 
Comment: 

One person indicated that the time period for filing a 
correction to a defect in an application is left entirely 
within the discretion of the Commissioner and that any 
setting of periods of time would be tantamount to an ex- 
ercise of rulemaking authority. Section 1.53(d) should be 
provided with an explicit time limitation. 

Reply: 

No specific time period is considered to be necessary 
in the regulations. The Commissioner has full authority 
and discretion under the statute in 35 U.S.C. 111 to set 
periods of time. The statute does not require the Com- 
missioner to use the rulemaking process to set time peri- 
ods for response to an action or requirement by the Pa- 
tent and Trademark Office in a patent application. 
Comment: 

Two comments were received objecting to the use of 
the words “or otherwise disposed of” in §1.53(c). 

Reply: 

This wording has existed in §1.53(b) in the past with- 
out objection. No need is seen to depart from this word- 
ing at this time. 

Comment: 

One person questioned whether the change in §1.54(b) 
would result in return post cards not being stamped with 
the application serial number. 

Reply: 

No change is intended in the existing return post card 
practice. 
Comment: 

One comment proposed adding another sentence to 
§1.154(b) indicating that foreign priority claims will be 
acknowledged on the filing receipt. 

Reply: 

This proposal is not being adopted since the examiner 
must determine whether the statutory requirements of 35 
U.S.C. 119 have been met before an acknowledgment 
can be sent. 

Comment: 

One comment suggested that the Patent and Trade- 
mark Office indicate on the filing receipt both the filing 
date under §1.10 and the actual date of receipt. 

Reply: 

The actual date of receipt can be obtained by request- 
ing a receipt from the Postal Service. The actual date of 
receipt cannot be placed on the filing receipt because of 
current computer limitations. The suggestion is therefore 
not being adopted at this time. 

Comment: 

One comment was received indicating that it is not 
clear whether or not an application based on a specifica- 
tion and drawing, but containing no oath or declaration 
or filing fee, could serve as the basis for a priority claim 
under 35 U.S.C. 120. 

Reply: 

If the filed specification and drawings fully disclose 
the invention as required by 35 U.S.C. 112, the applica- 
tion may serve as a basis for a priority claim under §120 
even if no oath or declaration, or no fee has been filed, 
as long as the continuing application is filed prior to the 
abandonment of the first application under §1.53(d). 
Comment: 

One comment suggested that §1.55(b) be removed 
since the requirements of the statute are fully set forth in 
35 U.S.C. 119. 

Reply: 

Although the statutory requirements set forth basic re- 
quirements, it is felt that the more specific details of 
§1.55(b) provide needed guidance for applicants. 
Comment: 

Two persons questioned the meaning of “inspection 
and review” in §1.56(c) and suggested certain amend- 
ments. 

Reply: 

The words “inspection and” are being removed to 
eliminate any redundancy. The paragraph has also been 
broken down into four items as proposed by a comment. 
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Comment: 

One suggestion was made that applicant be allowed to 
order a copy of the parent patent, with payment of fee, 
when filing a §1.60 application. 

Reply: 

Such a practice is contrary to the intent of the rule 
change. The problems the Patent and Trademark Office 
is attempting to solve by the change, which are caused 
by poor copies and delays in processing, would remain 
with such a practice. 

Comment: 

Two persons suggested that §1.60 be amended to drop 

“and claimed” from the title. 
Reply: 

The suggestion has been adopted. 
Comment: 

One person suggested that §1.60 be modified to drop 
the requirement for verification by affidavit when the 
statement is made by a registered patent attorney or 
agent. 

Reply: 

The suggestion has been adopted. 
Comment: 

One comment noted that there is no specific require- 
ment in §§1.56, 1.63 or 1.98 to identify foreign applica- 
= filed more than one year prior to the U.S. filing 

ate. 
Reply: 

Section 1.63(b)(3) broadly requires applicant to ac- 
knowledge the duty to disclose information material to 
the examination of the application. This information in- 
cludes foreign patents based on applications filed more 
than a year prior to the filing date of the United States 
application and which issue before the filing date of the 
United States application. 

Comment: 

One person felt that §1.63(b)(1) will be a disaster for 
the patent system since the inventor may not be physi- 
cally able to review and understand the invention or be- 
cause the legal language format used in claims may not 
be understood by the inventor. Five persons argued that 
adoption of §1.63 would result in raising the defense that 
the inventor did not understand the claims in each pa- 
tent infringement suit. 

Reply: 

The inventor is not expected to understand all the le- 
gal interpretations or limitations in a claim. The inventor 
is expected to recognize that what is being claimed is 
the subject matter which the inventor regards as his or 
her invention pursuant to 35 U.S.C. 112. The physical 
factors have to some extent existed in past practice and 
have been handled on a case-by-case basis where neces- 
sary. The situation outlined would exist in any signing of 
a legal document. The wording of §1.63 has been 
explained in the preamble to minimize occurrences of 
problems. 

Comment: 

One comment noted that many inventors do not know 
whether additional subject matter is claimed in a contin- 
uation-in-part application under §1.63(d). 

Reply: 

The wording in §1.63(d) is considered to be appropri- 
ate and in accordance with case law. If uncertainty ex- 
ists the attorney or agent, if any, should clarify the 
matter and §1.63(d) should be followed. 

Comment: 

One person proposed that §1.63(d) be modified to ex- 
plicitly require the disclosure of foreign patents granted 
oa the filing of the continuation-in-part application. 
Reply: 

Section 1.63(d) has been amended to clearly indicate 
that material information pursuant to §1.56(a) between 
the filing date of the parent application and the filing 
date of the continuation-in-part application must be dis- 
closed. The discussion of new §1.63 refers to material 
foreign patents published during this time interval. 
Comment: 

Two comments indicated concern with the parentheti- 
cal language in proposed §1.63(d) in that it would create 
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cuore problems. 
Reply. 

Paragraph ( (d) of §1.63 has been amended to remove 
such problem: 
Comment: 

One comment suggested adding—he or she is aware 
of—after information in §1.63(b)(3) and (d). 

Reply: 

This suggestion is not adopted since such wording is 
already present in §1.56(a). 

Comment: 

One comment. suggested that §1.63(c) clarify what is 
intended by “the first filed foreign application,” particu- 
larly in view of 35 U.S.C. 119, third paragraph. 

Reply: 

The rule has been amended to clarify the matter. 
Comment: 

One comment was received suggesting changes be 
made in the title and that paragraph (b) of §1.70 refer to 
§1.63 instead of “this section.” 

Reply: 

The change suggested to the title has been made. The 
suggestion to paragraph (b) has not been made since it is 
considered unnecessary. 

Comment: 

Three comments were received which indicated that 
the wording of §1.97(a) would require an immediate fil- 
ing of disclosure information if the filing receipt is re- 
ceived just before three months after filing. 

Reply: 

The wording of §1.97(a) has been changed to remove 
this problem. 
Comment: 

One comment was received which urged that the title 
of §1.97 and contents of §1.97(b) not be changed, since 
the proposed wording would not require filing of the 
closest prior art. 

Reply: 

The proposed changes are not intended to make any 
changes in the type of information which is to be sub- 
mitted to the Office. The proposal has been adopted in 
modified form. 

Comment: 

One person indicated preference for the use of “prior 
art” in §§1.51(b), 1.97, 1.98, and 1.99 since it does not 
create an inferred admission that the information submit- 
ted is material. Five comments favored the removal of 
“prior art” from §1.97 but objected to the addition of 
“material”. 

Reply: 

The rule change was proposed to answer arguments 
that the use of the term “prior art” implied that the in- 
formation was a reference against applicant’s invention. 
Since the majority of the comments supported modify- 
ing the rule, the use of the terms “prior art” as well as 
“material” are being dropped. 

Comment: 

Two comments were received concerning §1.98(a) 
suggesting that the “place of publication” be clarified or 
removed. 

Reply: 

This suggestion has not been adopted since the “place 
of publication” is not mandatory. It is intended to mean 
the city and country of publication. Also the citation 
of the “place of publication” is consistent with the 
§1.107(a) requirements. 

Comment: 

It was suggested by one person that §1.101 be 
amended to clarify when PCT international applications 
which have entered the national stage should be taken 
up for examination. 

Reply: 

An amendment has been made to §1.101 as suggested 
to clarify that they are taken up in order based on the 
date they have entered the national stage by compliance 
with the requirements of 35 U.S.C. 371(c). 

Comment: 

One comment was presented suggesting that the 

words “which are not examined on the merits” in §1.101 
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be removed. 
Reply: 

The suggestion has been adopted. 
Comment: 

One comment urged returning to the use of the Office 
draftsmen for minor corrections to reduce the burden 
under proposed §1.123. 

Reply: 

Some minor corrections may be made by the Office 
draftsmen on a time-available basis. However, since the 
Office currently has only a few draftsmen who are re- 
sponsible for reviewing and approving all drawings, 
very little time is presently available for making correc- 
tions. 

Comment: 

Four suggestions were made to amend §1.123 to spe- 
cifically provide for the filing of substitute drawings if 
corrections are required. 

Reply: 

These suggestions have been adopted. 
Comment: 

One comment was received indicating that §1.125 
should indicate to whom it should be clear that accep- 
tance of a substitute specification would facilitate pro- 
cessing. 

Reply: 

An amendment has been made to clarify that it should 
be clear to the examiner. 
Comment: 

One comment suggested removal of the last sentence 
of §1.137(b) to permit §1.183 petitions to be filed to 
waive time periods for requesting revival of unintention- 
ally abandoned applications. 

Reply: 

No change in §1.137(b) is considered to be appropri- 
ate at this time since §1.137(b) only became effective on 
Oct. 1, 1982. 

(Since changes to §1.141 are not being promulgated in 
this rule change, comments and replies to this section 
are not included.) 

Comment: 

One comment pointed out that the reference to a “pe- 
riod of twelve months” in §1.153 was indefinite. 
Reply: 

Section 1.153 has been amended to remove the indefi- 
niteness. 
Comment: 

One comment was presented which suggested that 
§1.172 refer to a “reissue oath” rather than to “reissue 
oaths.” 

Reply: 

This suggestion has been adopted. 
Comment: 

One comment suggested the insertion of “the filing 
of” before “each patent” in §1.335(a) and (b). 

Reply: 

The suggestion has been adopted. 

(Since the proposed addition of a new paragraph (e) 
to §1.565 is not being adopted in this rule change, com- 
ments and replies to this section are not included.) 
Comment: 

One suggestion was made that a procedure be 
designed in which foreign filing licenses could be 
granted by return t card without losing the time re- 
quired to send the filing receipts. 

Reply: 

It is felt that the procedure under §5.12 should be 
adopted at this time and be placed into operation. If af- 
ter some experience additional modifications are found 
desirable, further changes could be made. To introduce 
several alternative procedures at this time is considered 
to be too complex and may endanger the success of the 
proposed procedure. 

Comment: 

One comment requested that the Office grant a pro- 
spective foreign filing license under §5.12 for all data 
and amendatory material to be filed abroad. 

Reply: 
Such petitions are not part of this proposed change 
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but this concept is being considered in a separate rule 
change proposal. 
Comment: 

One comment suggested that the Filing Receipt spe- 
cifically indicate whether or not a license has been de- 
nied under §5.12. 

Reply: 

The proposed practice under §5.12 would indicate on 
the Filing Receipt when a license is granted. On other 
cases in which a license is not granted further review is 
required. A license may still be granted at a later date. 
Comment: 

One comment stated that it should be possible to peti- 
tion at any early date for a foreign filing license as well 
as obtain one on the filing receipt. 

Reply: 

It will still be possible to petition earlier for a license 

under revised §5.12. 


Implementation Of Patent Procedure Revisions 


The effective date of the patent procedure revisions 
contained in this rulemaking is Feb. 27, 1983. The vari- 
ous sections will be implemented in the manner set forth 
below: 


§1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


The “Guidelines under §1.10” set forth below provide 
guidance in implementing §1.10: 


Guidelines under §1.10 


A) The certification under §1.10 requires a signature 
of the person depositing the paper with the United 
States Postal Service as “Express Mail”. Specifically, if 
the certification under §1.10 appears on a paper that re- 
quires a signature, two signatures are required, one for 
the paper and one for the certification under §1.10. 

B) When possible, the certification under §1.10 should 
appear on an upper portion of the first page of the paper 
being submitted. However, if there is insufficient space 
to make the certification on the same paper, such as in 
the case of the patent issue fee transmittal form PTO-85, 
the certification should be on a separate sheet securely 
attached to the paper. 

C) When the certification is presented on a rate 
sheet, that sheet must (1) be signed and (2) fully identify 
and be securely attached to the paper or fee it 
accompanies. The required identification should include 
the serial number and filing date of the application as 
well as the type of paper being filed, ¢.g., complete ap- 
plication, specification and drawings, responses to rejec- 
tion or refusal, notice of appeal, etc. If the serial number 
of the application is not known, the identification should 
include at least the name of the inventor(s) and the title 
of the invention. An unsigned certification will not be 
considered acceptable. 

Moreover, without the proper identifying data, a cer- 
tification presented on a separate sheet will not be con- 
sidered acceptable if there is any question or doubt con- 
cerning the connection between the sheet and the paper 
filed. 

D) In situations wherein the correspondence includes 
papers for more than one application e.g., a single enve- 
lope containing separate applications or papers for vari- 
ous parts of the Patent and Trademark Office, each pa- 

© must have its own certification and the “Express 
Mail” label number as part thereof or attached thereto. 

E) In situations wherein the correspondence includes 
several papers directed to the same application (e.g., a 
proposed response under 37 CFR 1.116 and a notice of 
appeal), each paper should also have its own certifica- 
tion as a part thereof or attached thereto. 

F) Practitioners may place the certification language 
on the first page of a paper with an inked stamp. Such a 
practice is encouraged because the certification is not 
only readily visible but also forms an integral part of the 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 117 


paper. An example of a preferred stamp is: 


“Express Mail” mailing label number 
Date of Deposit 


I hereby certify that this paper or fee is being deposit- 
ed with the United States Postal Service “Express Mail 
Post Office to Addressee” service under 37 CFR 1.10 on 
the date indicated above and is addressed to the Com- 
a rg of Patents and Trademarks, Washington, D.C. 

0231. 


(Typed or printed name of person mailing paper 
or fee) 


(Signature of person mailing paper or fee) 
§1.48 Correction of inventorship. 


Any patent application pending on or after Feb. 27, 
1983, is subject to the provisions of this section. 


§1.53 Serial number, filing date, and completion of appli- 
cation. 


The provisions of this section apply to any patent ap- 
plication filed on or after Feb. 27, 1983. 


§1.63 Oath or declaration. 


The provisions of §1.63 will become effective on Feb. 
27, 1983, and will apply to any oath or declaration filed 
on or after that date. However, in order to provide a 
smooth transition from the old oath or declaration re- 
quirements to the new, the Office will continue to ac- 
cept between Feb. 27, 1983, and June 30, 1983, any oath 
or declaration in compliance with §1.65 as it existed im- 
mediately prior to Feb. 27, 1983, so long as that oath or 
declaration is attached to and was executed as a part of 
an application to be filed in the Patent and Trademark 
Office. 

Effective July 1, 1983, all oaths or declarations filed 
under §1.51(a)(2) as a part of a patent application must 
fully comply with §1.63. 

; A suggested format for a declaration is set forth be- 
low: 


Declaration For Patent Application 


As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are 
as stated below next to my name, 

I believe I am the original, first and sole inventor (if 
only one name is listed below) or an original, first and 
joint inventor (if plural names are listed below) of the 
subject matter which is claimed and for which a patent 
is sought on the invention entitled 


the specification of which 


(check O is attached hereto. 
une) 0 was filed on 
Application Serial No. 
and was amended on —_________. 
(if applicable) 

I hereby state that I have reviewed and understand 
the contents of the above identified specification, includ- 
ing the claims, as amended by any amendment referred 
to above. 

I acknowledge the duty to disclose information which 
is material to the examination of this application in ac- 
cordance with Title 37, Code of Federal Regulations, 
§1.56(a). 

I hereby claim foreign priority benefits under Title 35, 
United States Code, §119 of any foreign application(s) 
for patent or inventor’s certificate listed below and have 
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also identified below any foreign application for patent 
or inventor’s certificate having a filing date before that 
of the application on which priority is claimed: 


Prior Foreign Application(s) 
Priority 
Claimed 


J... M2 


(Number) Yes No 


(Country) (Day/Month/Year 
Filed) 


O 


Yes 


(Number) (Country) (Day/Month/Year 
Filed) 


O 


Yes 


(Number) (Country) (Day/Month/Year 
Filed) 


I hereby claim the benefit under Title 35, United 
States Code, §120 of any United States application(s) 
listed below and, insofar as the subject matter of each of 
the claims of this application is not disclosed in the prior 
United States application in the manner provided by the 
first paragraph of Title 35, United States Code, §112, I 
acknowledge the duty to disclose material information 
as defined in Title 37, Code of Federal Regulations, 
§1.56(a) which occurred between the filing date of the 
al application and the national or PCT international 
iling date of this application: 


(Application Serial No.) (Filing Date) (Status) 
(patented, 
pending, 
abandoned) 


(Status) 
(patented, 
pending, 
abandoned) 

I hereby declare that all statements made herein of my 
own knowledge are true and that all statements made on 
information and belief are believed to be true; and fur- 
ther that these statements were made with the knowl- 
edge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and 
that such willful false statements may jeopardize the va- 
lidity of the application or any patent issued thereon. 

Full name of sole or first inventor 
Inventor’s signature 


(Application Serial No.) (Filing Date) 


Date 
Residence 
Citizenship 
Post Office Address 
Full name of second joint inventor, if any 
Second Inventor’s signature 
Date 

Residence 
Citizenship 
Post Office Address aieicompiciacs 

(Supply similar information and signature for third 
and subsequent joint inventors.) 

The declaration form set forth above is specifically 
designed for use where the specification is attached to 
the form and the specification and declaration are filed 
at one time, and also where the declaration form is filed 
after the specification and drawings in accordance with 
§1.53. The form can be used where foreign priority is 
claimed under 35 U.S.C. 119 and where the benefit of 
one or more United States applications is claimed under 
35 U.S.C. 120. Appropriate modifications can be made 
in the form so long as compliance with the rules is 
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maintained. For example, if the form is being used as a 
supplemental declaration form which is being submitted 
after numerous amendments the form might appropriate- 
ly be modified. by changing the words “was amended 
on” to “with amendments through.” 


§1.335 Filing of notice of arbitration awards. 


The written notices required by this section should be 
directed to the attention of the Office of the Solicitor, 
which Office will be responsible for processing of such 
notices. 


Other Considerations 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act. (Pub. L. 
96-354), Executive Order 12291, and the Paperwork Re- 
duction Act of 1980, 44 U.S.C. 3501 et. seq. 

The rule change will not have a significant averse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act. Pub. L. 96-354) for sev- 
eral reasons. Public Law 97-247 has taken into consider- 
ation the impact it may have on small entities. In 
general, the rule change will also expedite proceedings 
before the Patent and Trademark Office, changing 
existing procedures where they can be simplified. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 ez. 
seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. In fact, 
some paperwork, especially that related to foreign filing 
license petitions, will be reduced. 


List of Subjects in 37 CFR Parts 1 and 5 


Administrative practice and procedure, Courts, Inven- 
tions and patents. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6 and Public Law 97-247, the Patent and 
Trademark Office is amending Title 37 of the Code of 
Federal Regulations as set forth below. 

37 CFR, Parts 1 and 5, are amended as follows: 


1. Section 1.4 is amended by revising paragraph (a) to 
read as follows: 


§1.4 Nature of correspondence. 


(a) Correspondence with the Patent and Trademark 
Office comprises: (1) correspondence relating to services 
and facilities of the Office, such as general inquiries, re- 
quests for publications supplied by the Office, erders for 
printed copies of pon or trademark registrations, or- 
ders for copies of records, transmission of assignments 
for recording, and the like, and (2) correspondence in 
and relating to a particular application or other proceed- 
ing in the Office. See particularly the rules relating to 
the filing, processing, or other proceedings of national 
applications in Subpart B, §§1.31 to 1.352; of internation- 
al applications in Subpart C, §§1.401 to 1.482; of reex- 
amination of patents in Subpart D, §§1.501 to 1.570; and 
of trademark applications, §§2.11 to 2.189. 
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2. Section 1.6 is revised to read as follows: 
§1.6 Receipt of letters and papers. 


(a) Letters and other papers received in the Patent 
and Trademark Office are stamped with the date of re- 
ceipt. No papers are received in the Patent and Trade- 
mark Office on Saturdays, Sundays or federal holidays 
within the District of Columbia. 

(b) Mail placed in the Patent and Trademark Office 
pouch up to midnight on weekdays, excepting Saturdays 
and federal holidays, by the post office at Washington, 
D. C., serving the Patent and Trademark Office, is con- 
sidered as having been received in the Patent and Trade- 
mark Office on the day it was so placed in the pouch. 

(c) In addition to being mailed or delivered by hand 
during office hours, letters and other papers may be de- 
posited up to midni 7 in a box oe at the guard’s 
desk at the lobby of building 3 of the Patent and Trade- 
mark Office at Crystal Plaza, Arlin — Virginia and at 
the main entrance (14th Street) of the Department of 
Commerce Building, Washington, D. C., on weekdays 
except Saturdays and federal holidays, and all papers de- 
posited therein are considered as received in the Patent 
and Trademark Office on the day of deposit. 

(d) If interruptions or emergencies in the United 
States Postal Service which have been so designated by 
the Commissioner occur, the Patent and Trademark Of- 
fice will consider as filed on a particular date in the Of- 
fice any paper or fee which is (1) promptly filed after 
the ending of the designated interruption or emergency 
and (2) accompanied by a statement indicating that such 
paper or fee would have been filed on that particular 
date if it were not for the designated interruption or 
emergency in the United States Postal Service. Such 
statement must be a verified statement if made by a per- 
son not registered to practice before the Patent and 
Trademark Office. 


3. Section 1.7 is revised to read as follows: 


§1.7 Times for taking action: Expiration on Saturday, 
Sunday or federal holiday. 


Whenever periods of time are specified in this part in 
days, calendar days are intended. When the day, or the 
last day fixed by statute or by or under this part for tak- 
ing any action or paying any fee in the Patent and 
Trademark Office falls on Saturday, Sunday, or on a 
federal holiday within the District of Columbia, the ac- 
tion may be taken, or the fee paid, on the next 
succeeding day which is not a Saturday, Sunday, or a 
federal holiday. See §1.304 for time for appeal or for 
commencing civil action. 


4. Section 1.8 is amended by revising the introductory 
text of paragraph (a) and paragraph (a)(1), (a)(2) intro- 
ductory text, and (a)(2)(i) to read as follows: 


§1.8 Certificate of mailing. 


(a) Except in the cases enumerated below, papers and 
fees required to be filed in the Patent and Trademark 
Office within a set period of time will be considered as 
being timely filed if: (1) they are addressed to the Com- 
missioner of Patents and Trademarks, Washington, D. C. 
20231, and deposited with the U.S. Postal Service with 
sufficient postage as first class mail prior to expiration of 
the set period, and (2) they also include a certificate for 
each paper or fee stating the date of deposit. The person 
signing the certificate should have reasonable basis to 
expect that the correspondence would be mailed on or 
before the date indicated. The actual date of receipt of 
the paper or fee will be used for all other purposes. This 
procedure does not apply to the following: 


(i) The filing of a national patent application specifica- 
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tion and drawing or other papers for the purpose of 
obtaining an application filing date; 


s*e#*e4% 


5. A new section 1.10 is added to read as follows: 


§1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


(a) Any paper or fee to be filed in the Patent and 
Trademark Office can be filed utilizing the “Express 
Mail Post Office to Addressee” service of the United 
States Postal Service and be considered as having been 
filed in the Office on the date the paper or fee is shown 
to have been deposited as “Express Mail” with the Unit- 
ed States Postal Service. 

(b) Any paper or fee filed by “Express Mail” must 
have the number of the “Express Mail” mailing label 
placed thereon yo to mailing, be addressed to the 
Commissioner of Patents and Trademarks, Washington, 
D.C. 20231, and any such paper or fee must also include 
a certificate of mailing by “Express Mail” which states 
the date of mailing by “Express Mail” and is signed by 
the person mailing the paper or fee. 

(c) The Patent and Trademark Office will accept the 
certificate of mailing by “Express Mail” and accord the 
paper or fee the certificate date under 35 U.S.C. 21(a) 
without further proof of the date on which the mailing 
by “Express Mail” occurred unless a question is present 
regarding the date of mailing. If more than a reasonable 
time has elapsed between the certificate date and the Pa- 
tent and Trademark Office receipt date or if other ond 
tions os the date of mailing are present, the 
son mailing the paper or fee may be required to file - 
copy of the “Express Mail” receipt showing the actual 
date of mailing and a statement from the person who 
mailed the paper or fee averring to the fact that the 
mailing occurred on the date certified. Such statement 
must be a verified statement if made by a person not 
aeone to practice before the Patent and Trademark 

ice 


6. Section 1.17 is amended by revising paragraph (h) to 
read as follows: 


§1.17 Patent application processing fees. 


(h) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this 
paragraph—$120.00 


—§1.47—for filing by other than all the inventors 
or a person not the inventor 

—§1.48—for correction of inventorship 
—§1.182-for decision on questions not specifical- 
ly provided for 

—§1.183-to suspend the rules 

—$1.268-for late filing of interference settlement 
agreement 


see 


7. Section 1.22 is revised to read as follows: 
§1.22 Fees payable in advance. 


(a) Patent and trademark fees and charges payable to 
the Patent and Trademark Office are required to be paid 
in advance, that is, at the time of requesting any action 
by the Office for which a fee or charge is payable with 
the exception that under §1.53 applications for patent 
may be assigned a filing date without payment of the ba- 
sic filing fee. 

(b) All patent and trademark fees paid to the Patent 
and Trademark Office should be itemized in each indi- 
vidual application, patent or other proceeding in such a 
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manner that it is clear for which purpose the fees are 
paid. 


8. Section 1.24 is revised to read as follows: 
§1.24 Coupons. 


Coupons in denominations of one dollar are sold by 
the Patent and Trademark Office for the convenience of 
regular purchasers of U.S. patents and trademark regis- 
trations; these coupons may not be used for any other 
purpose. The one dollar coupons are sold individually 
and in books of 50 with stubs for record for $50. These 
coupons are good until used; they may be transferred 
but cannot be redeemed. 


9. Section 1.41 is revised to read as follows: 
§1.41 Applicant for patent. 


(a) A patent must be applied for in the name of the 
actual inventor or inventors. Full names must be stated, 
including the family name and at least one given name 
without abbreviation together with any other given 
name or initial. 

(b) Unless the contrary is indicated the word “appli- 
cant” when used in these sections refers to the inventor 
or joint inventors who are applying for a patent, or to 
the person mentioned in §§1.42, 1.43, or 1.47 who is ap- 
plying for a patent in place of the inventor. 

(c) Any person authorized by the applicant may file 
an application for patent on behalf of the inventor or in- 
ventors, but an oath or declaration for the application 
(§1.63) can only be made in accordance with §1.64. 

(d) A showing may be required from the person filing 
the application that the filing was authorized where such 
authorization comes into question. 


10. Section 1.42 is revised to read as follows: 
§1.42 When the inventor is dead. 


In case of the death of the inventor, the legal repre- 
sentative (executor, administrator, etc.) of the deceased 
inventor may make the necessary oath or declaration, 
and apply for and obtain the patent. Where the inventor 
dies during the time intervening between the filing of 
the application and the granting of a patent thereon, the 
letters patent may be issued to the legal representative 
upon proper intervention. 


11. Section 1.43 is revised to read as follows: 
§1.43 When the inventor is insane or legally incapacitated. 


In case an inventor is insane or otherwise legally inca- 
pacitated, the legal representative (guardian, conserva- 
tor, etc.) of such inventor may make the necessary oath 
or declaration, and apply for and obtain the patent. 


12. Section 1.45 is amended by removing paragraphs (b) 
and (c) and the designation (a) to the first paragraph and 
by revising the text to read as follows: 


§1.45 Joint inventors. 


Joint inventors must apply for a patent jointly and 
each must make the required oath or declaration: neither 
of them.alone, nor less than the entire number, can ap- 
ply for a patent for an invention invented by them joint- 
ly, except as provided in §1.47. 


13. Section 1.46 is revised to read as follows: 
§1.46 Assigned inventions and patents. 
In case the whole or a part interest in the invention or 


in the patent to be issued is assigned, the application 
must still be made or authorized to be made, and an 
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oath or declaration signed, by the inventor or one of the 
persons mentioned in §§1.42, 1.43, or 1.47. However, the 
patent may be issued to the assignee or jointly to the in- 
ventor and the assignee as provided in §1.334. 


14. Section 1.47 is revised to read as follows: 


§1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application 
for patent or cannot be found or reached after diligent 
effort, the application may be made by the other inven- 
tor on behalf of himself or herself and the omitted in- 
ventor. The oath or declaration in such an application 
must be accompanied by a petition including proof of 
the pertinent facts and by the required fee (§1.17(h)) and 
must state the last known address of the omitted inven- 
tor. The Patent and Trademark Office shall forward no- 
tice of the filing of the application to the omitted inven- 
tor at said address. Should such notice be returned to 
the Office undelivered, or should the address of the 
omitted inventor be unknown, notice of the filing of the 
application shall be published in the Official Gazette. The 
omitted inventor may subsequently join in the applica- 
tion on filing an oath or declaration of the character re- 
quired by §1.63. A patent may be granted to the inven- 
tor making the application, upon a showing satisfactory 
to the Commissioner, subject to the same rights which 
the omitted inventor would have had if he or she had 
been joined. 

(b) Whenever an inventor refuses to execute an appli- 
cation for Page or cannot be found or reached after 
diligent effort, a person to whom the inventor has 
assigned or agreed in writing to assign the invention or 
who otherwise shows sufficient proprietary interest in 
the matter justifying such action may make application 
for patent on behalf of and as agent for the inventor. 
The oath or declaration in such an application must be 
accompanied by a petition including proof of the perti- 
nent facts and a showing that such action is necessary to 
preserve the rights of the parties or to prevent irrepara- 
ble damage, and by the required fee (§1.17(h)) and must 
state the last known address of the inventor. The assign- 
ment, written agreement to assign or other evidence of 
proprietary interest, or a verified copy thereof, must be 
filed in the Patent and Trademark Office. The Office 
shall forward notice of the filing of the application to 
the inventor at the address stated in the application. 
Should such notice be returned to the Office undeliv- 
ered, or should the address of the inventor be unknown, 
notice of the filing of the application shall be published 
in the Official Gazette. The inventor may subsequently 
join in the application on filing an oath or declaration of 
the character required by §1.63. A patent may be 
granted to the inventor upon a showing satisfactory to 
the Commissioner. 


15. A new section 1.48 is added to read as follows: 
§1.48 Correction of inventorship. 


If the correct inventor or inventors are not named in 
an application for patent through error without any de- 
ceptive intention on the part of the actual inventor or in- 
ventors, the application may be amended to name only 
the actual inventor or inventors. Such amendment must 
be diligently made and must be accompanied by (1) a 
petition including a statement of facts verified by the 
original named inventor or inventors establishing when 
the error without deceptive intention was discovered 
and how it occurred; (2) an oath or declaration by each 
actual inventor or inventors as required by §1.63; (3) the 
fee set forth in §1.17(h); and (4) the written consent of 
any assignee. 


16. Section 1.51 is amended by revising paragraphs 
1.51(a)(2) and (b) to read as follows: 
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§1.51 General requisites of a complete application. 


(a): 9.%:*% *.9% 


(2) An oath or declaration, see §§1.63 and 1.68. 


(b) Applicants are encouraged to file an information 
disclosure statement. See §§1.97 through 1.99. 


17. Section 1.52 is amended by revising paragraph (c) to 
read as follows: 


§1.52 Language, paper, writing, margins. 


(c) Any interlineation, erasure, cancellation or other 
alteration of the application papers filed must be made 
before the signing of any accompanying oath or declara- 
tion pursuant to §1.63 referring to those application pa- 
pers and should be dated and initialed or signed by the 
applicant on the same sheet of paper. No such alter- 
ations in the application papers are permissible after the 
signing of an oath or declaration referring to those ap- 
plication papers (§1.56(c)). After the signing of the oath 
or declaration referring to the application papers, 
amendments may only be made in the manner provided 
by §§1.121 and 1.123-1.125. 


see 
18. Section 1.53 is revised to read as follows: 


§1.53 Serial number, filing date, and completion of appli- 
cation. 


(a) Any application for a patent received in the Patent 
and Trademark Office will be assigned a serial number 
for identification purposes. 

(b) The filing date of an application for patent is the 
date on which (1) a specification containing a descrip- 
tion pursuant to §1.71 and at least one claim pursuant to 
§1.75, and (2) any drawing required by §1.81(a), are filed 
in the Patent and Trademark Office. No new matter 
rr be introduced into an application after its filing date 
(§1.118). 

(c) If any application is filed without the specification 
or drawing required by paragraph (b) of this section, ap- 
plicant will be so notified and given a time period within 
which to submit the omitted specification or drawing in 
order to obtain a filing date as of the date of filing of 
such submission. If the omission is not corrected within 
the time period set, the application will be returned or 
otherwise disposed of; the fee, if submitted, will be re- 
funded less a $50.00 handling fee. 

(d) If an application which has been accorded a filing 
date pursuant to paragraph (b) of this section does not 
include the appropriate filing fee or an oath or declara- 
tion by the applicant, applicant will be so notified and 
given a period of time within which to file the fee, oath, 
or declaration and to pay the surcharge as set forth in 
§1.16(e) in order to prevent abandonment of the applica- 
tion. The notification pursuant to this paragraph may be 
made simultaneously with any notification pursuant to 
paragraph (c) of this section. 

(e) An application for a patent will not be placed 
upon the files for examination until all its required parts, 
complying with the rules relating thereto, are received, 
except that certain minor informalities may be waived 
subject to subsequent correction whenever required. 

(f) The filing date of an international application des- 
ignating the United States of America shall be treated as 
the filing date in the United States of America under 
PCT Article 11(3), except as provided in 35 U.S.C. 
102(e). 


19. Section 1.54 is revised to read as follows: 
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§1.54 Parts of application to be filed together; filing re- 
ceipt. 


(a) It is desirable that all parts of the complete appli- 
cation be deposited in the Office together; otherwise a 
letter must accompany each part, accurately and clearly 
connecting it with the other parts of the application. See 
§1.53 with regard to completion of an application. 

(b) Applicant will be informed of the application serial 
number and filing date by a filing receipt. 


20. Section 1.55 is revised to read as follows: 
§1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing 
date of a prior foreign application under the conditions 
specified in 35 U.S.C. 119 and 172. The claim to priority 
need be in no special form and may be made by the at- 
torney or agent if the foreign application is referred to 
in the oath or declaration as required by §1.63. The 
claim for priority and the certified copy of the foreign 
application specified in the second paragraph of 35 
U.S.C. 119 must be filed in the case of. interference 
(§1.224); when necessary to overcome the date of a ref- 
erence relied upon by the examiner; or when specifically 
required by the examiner; and in all other cases they 
must be filed not later than the date the issue fee is paid. 
If the papers filed are not in the English language, a 
translation need not be filed except in the three particu- 
lar instances specified in the preceding sentence, in 
which event a sworn translation or a translation certified 
as accurate by a sworn or Official translator must be 
filed. If the priority papers are submitted after the date 
the issue fee is paid, they must be accompanied by a pe- 
sth requesting their entry and the fee set forth in 

1.17(). 

(b) An applicant may under certain circumstances 
claim priority on the basis of an application for an in- 
ventor’s certificate in a country granting both inventor’s 
certificates and patents. When an applicant wishes to 
claim the right of priority as to a claim or claims of the 
application on the basis of an application for an inven- 
tor’s certificate in such a country under 35 U.S.C. 119, 
last paragraph (as amended July 28, 1972), the applicant 
or his attorney or agent, when submitting a claim for 
such right as specified in paragraph (b) of this section, 
shall include an affidavit or declaration including a spe- 
cific statement that, upon an investigation, he or she has 
satisfied himself or herself that to the best of his or her 
knowledge the applicant, when filing his or her applica- 
tion for the inventor’s certificate, had the option to file 
an application either for a patent or an inventor’s certifi- 
cate as to the subject matter of the identified claim or 
claims forming the basis for the claim of priority. 


21. Section 1.56 is amended by revising paragraph (c) to 
read as follows: 


§1.56 Duty of disclosure; fraud; striking or rejection of 


tions. 


(c) Any application may be stricken from the files if: 

(1) An oath or declaration pursuant to §1.63 is 
signed in blank; 

(2) An oath or declaration pursuant to §1.63 is 
signed without review thereof by the person making the 
oath or declaration; 

(3) An oath or declaration pursuant to §1.63 is 
signed without review of the specification, including the 
claims, as required by §1.63(b); 
or 

(4) The application papers filed in the Office are al- 
tered after the signing of an oath or declaration pursuant 
to §1.63 referring to those application papers. 


see 
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§1.57 [Removed] 
22. Section 1.57 is removed. 
23. Section 1.59 is revised to read as follows: 


§1.59 Papers of application with filing date not to be re- 
turned. 


Papers in an application which has received a filing 
date pursuant to §1.53 will not be returned for any pur- 
pose whatever. If mgr have not preserved copies 
of the papers, the Office will furnish copies at the usual 
cost. 


24. Section §1.60 is revised to read as follows: 


§1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


A continuation or divisional application (filed under 
the conditions specified in 35 U.S.C. 120 or 121), which 
discloses and claims only subject matter disclosed in a 
prior application may be filed as a separate application 
before the patenting or abandonment of or termination 
of proceedings on the prior application. Signing and exe- 
cution of the application papers by the applicant may be 
omitted provided the copy is supplied by and accompa- 
nied by a statement by, the applicant or his or her attor- 
ney or agent that the application papers comprise a true 
copy of the prior application as filed. Such statement 
must be a verified statement if made by a person not 
sauene to practice before the Patent and Trademark 

ice. Only amendments reducing the number of claims 
or adding a reference to the prior application (§1.78(a)) 
will be entered before calculating the filing fee and 
granting the filing date. 


25. Section §1.62 is revised to read as follows: 
§1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional 
application, which uses the specification and drawings 
from a prior application to be abandoned, may be filed 
before the payment of the issue fee, abandonment of, or 
termination of proceedings on a prior application. The 
filing date of an application filed under this section is the 
date on which a request is filed for an application under 
this section including identification of the Serial Num- 
ber, filing date, and applicant’s name of the prior appli- 
cation. 

(b) The filing fee for a continuation, continuation-in- 
part, or divisional application under this section is based 
on the number of claims remaining in the application af- 
ter entry of any preliminary amendment and entry of 
any amendments under §1.116 unentered in the prior ap- 
plication which applicant has requested to be entered in 
the continuing application. 

(c) In the case of a continuation-in-part application 
which adds and claims additional disclosure by amend- 
ment, an oath or declaration as required by §1.63 must 
also be filed. In a continuation or divisional application 
which discloses and claims only subject matter disclosed 
in a prior application, no additional oath or declaration 
is required. 

(d) If an application which has been accorded a filing 
date pursuant to paragraph (a) of this section does not 
include the appropriate filing fee pursuant to paragraph 
(b) of this section, or an oath or declaration by the ap- 
plicant in the case of a continuation-in-part application 
pursuant to paragraph (c) of this section, applicant will 
be so notified and given a period of time within which 
to file the fee, oath, or declaration and to pay the sur- 
charge as set forth in §1.16(e) in order to prevent aban- 
donment of the application. The notification pursuant to 
this paragraph may be made simultaneously with any 
notification of a defect pursuant to paragraph (a) of this 
section. 
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(e) An application filed under this section will utilize 
the file wrapper and contents of the prior application to 
constitute the new continuation, continuation-in-part, or 
divisional application but will be assigned a new applica- 
tion serial number. 

(f) The filing of an application under this section will 
be construed to include a waiver of secrecy by the ap- 
plicant under 35 U.S.C. 122 to the extent that any mem- 
ber of the public who is entitled under the provisions of 
37 CFR 1.14 to access to, or information concerning ei- 
ther the prior application or any continuing application 
filed under the provisions of this section may be given 
similar access to, or similar information concerning, the 
other application(s) in the file wrapper. 

(g) The filing of a request for a continuing application 
under this section will be considered to be a request to 
expressly abandon the prior application as of the filing 
date granted the continuing application. 

(h) The applicant is urged to furnish the following in- 
formation relating to the prior application to the best of 
his or her ability: 

(1) Title as originally filed and as last amended; 

(2) Name of applicant as originally filed and as last 
amended; 

(3) Current correspondence secon of agphoent: 

(4) Identification of prior foreign application and 
any priority claim under 35 U.S.C. 119. 

(i) Envelopes containing only application papers and 
fees for filing under this section should be marked “Box 
FWC”. 


26. A new section 1.63 is added to read as follows: 
§1.63 Oath or declaration. 


(a) An oath or declaration filed under §1.51(a)(2) as a 

part of an application must: 
psd executed in accordance with either §1.66 or 
(2) Identify the specification to which it is directed; 
(3) Identify each inventor and the residence and 
country of citizenship of each inventor; and 
(4) State whether the inventor is a sole or joint in- 
ventor of the invention claimed. 

(b) In addition to meeting the requirements of para- 
graph (a), the oath or declaration must state that the 
person making the oath or declaration: 

(1) Has reviewed and understands the contents of 
the specification, including the claims, as amended 
by any amendment specifically referred to in the 
oath or declaration; 

(2) Believes the named inventor or inventors to be 
the original and first inventor or inventors of the 
subject matter which is claimed and for which a pa- 
tent is sought; and 

(3) Acknowledges the duty to disclose information 
which is material to the examination of the applica- 
tion in accordance with §1.56(a). 

(c) In addition to meeting the requirements of para- 
graphs (a) and (b) of this section, the oath or declaration 
in any application in which a claim for foreign priority 
is made pursuant to §1.55 must identify the foreign ap- 
plication for patent or inventor’s certificate on which 
— is claimed, and any foreign application having a 

ling date before that of the application on which priori- 
ty is claimed, by specifying the application number, 
country, day, month and year of its filing 

(d) In any continuation-in-part pian filed under 
the conditions specified in 35 U.S.C. 120 which discloses 
and claims subject matter in addition to that disclosed in 
the prior copending application, the oath or declaration 
must also state that the person making the oath or decla- 
ration acknowledges the duty to disclose material infor- 
mation as defined in §1.56(a) which occurred between 
the filing date of the prior application and the national 
or PCT international filing date of the continuation-in- 


part application. 
27. A new section 1.64 is added to read as follows: 
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§1.64 Person making oath or declaration. 


(a) The oath or declaration must be made by all of the 
a except as provided for in §§1.42, 1.43, 
or 1.47. 

(b) If the person making the oath or declaration is not 
the inventor (§§1.42, 1.43, or 1.47), the oath or declara- 
tion shall state the relationship of the person to the in- 
ventor and, upon information and belief, the facts which 
the inventor is required to state. 


§1.65 [Removed] 

28. Section 1.65 is removed. 

29. Section 1.67 is revised to read as follows: 
§1.67 Supplemental oath or declaration. 


(a) A supplemental oath or declaration meeting the re- 
quirements of §1.63 may be required to be filed to cor- 
rect any deficiencies or inaccuracies present in an earlier 
filed oath or declaration. 

(b) A supplemental oath or declaration meeting the re- 
quirements of §1.63 must be filed (1) when a claim is 
presented for matter originally shown or described but 
not substantially embraced in the statement of invention 
or claims originally presented, and (2) when an oath or 
declaration submitted in accordance with §1.53(d) after 
the filing of the specification and any required drawings 
specifically and improperly refers to an amendment 
which includes new matter. No new matter may be in- 
troduced into an application after its pag | date even if a 
supplemental oath or declaration is filed (§1.53(b); 
§1.118). In proper cases the oath or declaration here re- 
quired may be made on information and belief by an ap- 
plicant other than inventor. 


30. Section 1.69 is amended by revising paragraph (b) to 
read as follows: 


§1.69 Foreign language oaths and declarations. 


see 


(b) Unless the text of any oath or declaration in a lan- 
guage other than English is a form provided or ap- 
proved by the Patent and Trademark Office, it must be 
accompanied by a verified English translation, except 
that in the case of an oath or declaration filed under 
§1.63, the translation may be filed in the Office no later 
than two months from the date applicant is notified to 
file the translation. 


31. Section 1.70 is amended by revising the title and 
paragraph (a) to read as follows: 


§1.70 Oath or declaration under 35 U.S.C. 371(c)(4). 
(a) When an applicant of an international application, 
if the inventor, desires to enter the national stage under 


35 U.S.C. 371, he or she must file an oath or declaration 
in accordance with §1.63. 


32. Section 1.77 is amended by revising paragraphs (h) 
and (i) to read as follows: 


§1.77 Arrangement of application elements. 


(h) Abstract of the disclosure. 
(i) Signed oath or declaration. 


33. The center heading preceding §1.97 and section 1.97 
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are revised to read as follows: 
INFORMATION DISCLOSURE STATEMENT 
§1.97 Filing of information disclosure statement. 


(a) As a means of complying with the duty of disclo- 
sure set forth in §1.56, applicants are encouraged to file 
an information disclosure statement at the time of filing 
the application or within the later of three months after 
the filing date of the application or two months after ap- 
plicant receives the filing receipt. If filed separately, the 
disclosure statement should, in addition to the identifica- 
tion of the application, include the Group Art Unit to 
which the application is assigned as indicated on the fil- 
ing receipt. The disclosure statement may either be sepa- 
rate from the specification or may be incorporated 
therein. 

(b) A disclosure statement filed in accordance with 
paragraph (a) of this section shall not be construed as a 
representation that a search has been made or that no 
other material information as defined in §1.56(a) exists. 


34. Section 1.98 is amended by revising the title and 
paragraph (a) to read as follows: 


§1.98 Content of information disclosure statement. 


(a) Any disclosure statement filed under §1.97 or §1.99 
shall include: (1) A listing of patents, publications or 
other information and (2) a concise explanation of the 
relevance of each listed item. The disclosure statement 
shall be accompanied by a copy of each listed patent or 
publication or other item of information in written form 
or of at least the portions thereof considered by the per- 
son filing the disclosure statement to be pertinent. All 
United States patents listed should be identified by their 
patent numbers, patent dates and names of the patentees. 
Each foreign published application or patent should be 
cited by identifying the country or office which issued 
it, the document number and publication date indicated 
on the document. Each printed publication should be 
identified by author (if any), title of the publication, 
pages, date and place of publication. 


see 


35. Section 1.99 is revised to read as follows: 
§1.99 Updating of information disclosure statement. 


If prior to issuance of a patent an applicant, pursuant 
to his or her duty of disclosure under §1.56, wishes to 
bring to the attention of the Office additional patents, 
publications or other information not previously submit- 
ted, the additional information should be submitted to 
the Office with reasonable promptness. It may be includ- 
ed in a supplemental information disclosure statement or 
may be incorporated into other communications to be 
considered by the examiner. Any transmittal of addition- 
al information shall be accompanied by explanations of 
relevance and by copies in accordance with the require- 
ments of §1.98. 


36. Section 1.101 is amended by revising paragraph (a) 
to read as follows: 


§1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Of- 
fice and as complete applications are assigned 
for examination to the respective examining groups hav- 
ing the classes of inventions to which the applications 
relate. Applications shall be taken up for examination by 
the examiner to whom they have been assigned in the 
order in which they have been filed except for those ap- 
plications in which examination has been advanced pur- 
suant to §1.102 and those np oe in which the Of- 
fice has accepted a request for waiver of patent rights 
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filed under §1.139. International applications which have 
complied with the requirements of 35 U.S.C. 371(c) will 
be taken up for action based on the date on which such 
requirements were met. However, unless a request has 
been filed under 35 U.S.C. 371(f), no action may be 
taken prior to 21 months from the priority date. 


see 2 # 
37. Section 1.118 is revised to read as follows: 


§1.118 Amendment of disclosure. 


(a) No amendment shall introduce new matter into the 
disclosure of an application after the filing date of the 
application §1.53(b)). All amendments to the specifica- 
tion, including the claims, and the drawings filed after 
the filing date of the application must conform to at 
least one of them as it was at the time of the filing of the 
application. Matter not found in either, involving a de- 
parture from or an addition to the original disclosure, 
cannot be added to the application after its filing date 
even though supported by an oath or declaration in ac- 
cordance with §1.63 or §1.67 filed after the filing date of 
the application. 

(b) If it is determined that an amendment filed after 
the filing date of the application introduces new matter, 
claims containing new matter will be rejected and dele- 
tion of the new matter in the specification and drawings 
will be required even if the amendment is accompanied 
Rf an oath or declaration in accordance with §1.63 or 

1.67. 


38. Section 1.123 is revised to read as follows: 


§1.123 Amendments to the drawing. 


No change in the drawing may be made except by 
permission of the Office. Permissible changes in the con- 
struction shown in any drawing may be made only by 
bonded draftsmen, at applicant’s expense, or by the sub- 
mission of substitute drawings by applicant. A sketch in 
permanent ink showing proposed changes, to become 
part of the record, must be filed for approval by the ex- 
aminer. The paper requesting amendments to the draw- 
ing should be separate from other papers. 


39. Section 1.125 is revised to read as follows: 


§1.125 Substitute specification. 


If the number or nature of the amendments shall ren- 
der it difficult to consider the case, or to arrange the 
papers for printing or copying, the examiner may re- 
quire the entire specification, including the claims, or 
any part thereof, to be rewritten. A substitute specifica- 
tion may not be accepted unless it has been required by 
the examiner or unless it is clear to the examiner that ac- 
ceptance of a substitute specification would facilitate 
processing of the application. Any substitute specifica- 
tion filed must be accompanied by a statement that the 
substitute specification includes no new matter. Such 
statement must be a verified statement if made by a per- 
son not registered to practice before the Office. 


40. Section 1.131 is amended by revising paragraph (a) 
to read as follows: 


§1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a) When any claim of an application or a patent un- 
der reexamination is rejected on reference to a domestic 
patent which substantially shows or describes but does 
not claim the rejected invention, or on reference to a 
foreign patent or to a printed publication, and the appli- 
cant or the owner of the patent under reexamination 
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shall make oath or declaration as to facts showing a 
completion of the invention in this country before the 
filing date of the application on which the domestic pa- 
tent issued, or before the date of the foreign patent, or 
before the date of the printed publication, then the pa- 
tent or publication cited shall not bar the grant of a pa- 
tent to the applicant or the confirmation of the patent- 
ability of the claims of the patent, unless the date of 
such patent or printed publication is more than one year 
prior to the date on which the applicant’s or patent 
owner’s application was filed in this country. 


s*#e 4 


41. Section 1.132 is revised to read as follows: 


§1.132 Affidavits or declarations traversing grounds of re- 
jection. 


When any claim of an application or a patent under 
reexamination is rejected on reference to a domestic pa- 
tent which substantially shows or describes but does not 
claim the invention, or on reference to a foreign patent, 
or to a printed publication, or to facts within the person- 
al knowledge of an employee of the Office, or when re- 
jected upon a mode or capability of operation attributed 
to a reference, or because the alleged invention is held 
to be inoperative or lacking in utility, or frivolous or in- 
jurious to public health or morals, affidavits or declara- 
tions traversing these references or objections may be 
received. 


42. Section 1.137 is amended by revising paragraph (b) 
to read as follows: 


§1.137 Revival of abandoned application. 


see et 


(b) An application unintentionally abandoned for fail- 
ure to prosecute, except pursuant to §1.53(d), may be re- 
vived as a pending application if the delay was uninten- 
tional. A petition to revive an unintentionally abandoned 
application must be filed within one year of the date on 
which the application became abandoned or be filed 
within three months of the date of the first decision on a 
petition to revive under paragraph (a) of this section 
which was filed within one year of the date of abandon- 
ment of the application. A petition to revive an uninten- 
tionally abandoned application must be accompanied by 
(1) a statement that the abandonment was unintentional, 
(2) a proposed response unless it has been previously 
filed, and (3) a petition fee as set forth in §1.17(m). Such 
statement must be a verified statement if made by a per- 
son not registered to practice before the Patent and 
Trademark Office. The Commissioner may require addi- 
tional information where there is a question whether the 
abandonment was unintentional. The three month period 
set forth in this paragraph may be extended under the 
provisions of §1.136(a), but no further extensions under 
§1.136(b) will be granted. Petitions to the Commissioner 
under §1.183 to waive any time periods for requesting 
revival of an unintentionally abandoned application will 
not be considered, but will be returned to the applicant. 


esee28 


43. Section 1.153 is amended by revising paragraph (b) 
to read as follows: 


§1.153 Title, description and claim, oath or declaration. 
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(b) The oath or declaration required of the applicant 
must comply with §1.63. 


44. Section 1.154 is amended by revising paragraph (e) 
to read as follows: 
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§1.154 Arrangement of specification. 
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(e) Signed oath or declaration (See §1.153(b)). 
45. Section 1.162 is revised to read as follows: 
§1.162 Applicant, oath or declaration. 


The applicant for a plant patent must be the person 
who has invented or discovered and asexually repro- 
duced the new and distinct variety of plant for which a 
patent is sought (or as provided in §§1.42, 1.43, and 
1.47). The oath or declaration required of the applicant, 
in addition to the averments required by §1.63, must 
state that he or she has asexually reproduced the plant. 
Where the plant is a newly found plant the oath or dec- 
laration must also state that it was found in a cultivated 
area. 


46. Section 1.163 is amended by revising paragraph (b) 
to read as follows: 


§1.163 Specification. 


see e 


(b) Two copies of the specification (including the claim) 
must be submitted, but only one signed oath or declara- 
tion is required. The second copy of the specification 
may be a legible carbon copy of the original. 


47. Section 1.172 is amended by revising paragraph (a) 
to read as follows: 


§1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or 
declaration made by the inventor or inventors except as 
otherwise provided (see §§1.42, 1.43, 1.47), and must be 
accompanied by the written assent of all assignees, if 
any, Owning an undivided interest in the patent, but a 
reissue oath may be made and sworn to or declaration 
made by the assignee of the entire interest if the applica- 
tion does not seek to enlarge the scope of the claims of 
the original patent. 


sees 


48. Section 1.174 is amended by revising paragraph (a) 
to read as follows: 


§1.174 Drawings. 


(a) The drawings upon which the original patent was 
issued may be used in reissue applications if no changes 
whatsoever are to be made in the drawings. In such 
cases, when the reissue application is filed, the applicant 
must submit a temporary drawing which may consist of 
a copy of the printed drawings of the patent or a photo- 
print of the original drawings of the size required for 
original drawing. 
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49. Section 1.175 is amended by revising the introducto- 
ry text of paragraph (a) to read as follows: 


§1.175 Reissue oath or declaration. 


(a) Applicants for reissue, in addition to complying 
with the requirements of §1.63, must also file with their 
applications a statement under oath or declaration as fol- 
lows: 
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50. Section 1.324 is revised to read as follows: 
§1.324 Correction of inventorship in patent. 


Whenever a patent is issued and it appears that the 
correct inventor or inventors were not named through 
error without deceptive intention on the part of the ac- 
tual inventor or inventors, the Commissioner may, on 
petition of all the parties and the assignees and satisfac- 
tory proof of the facts and payment of the fee set forth 
in §1.20(b), or on order of a court before which such 
matter is called in question, issue a certificate naming 
only the actual inventor or inventors. 


51. Section 1.325 is revised to read as follows: 
§1.325 Other mistakes not corrected. 


Mistakes other than those provided for in §§1.322, 
1.323, 1.324, and not affording legal grounds for reissue 
or for reexamination, will not be corrected after the date 
of the patent. 


52. A new §1.335 is added to read as follows: 
§1.335 Filing of notice of arbitration awards. 


(a) Written notice of any award by an arbitrator pur- 
suant to 35 U.S.C. 294 must be filed in the Patent and 
Trademark Office by the patentee, or the patentee’s as- 
signee or licensee. If the award involves more than one 
patent a separate notice must be filed for placement in 
the file of each patent. The notice must set forth the pa- 
tent number, the names of the inventor and patent own- 
er, and the names and addresses of the parties to the ar- 
bitration. The notice must also include a copy of the 
award. 

(b) If an award by an arbitrator pursuant to 35 U.S.C. 
294 is modified by a court, the party requesting the 
modification must file in the Patent and Trademark Of- 
fice, a notice of the modification for placement in the 
file of each patent to which the modification applies. 
The notice must set forth the patent number, the names 
of the inventor and patent owner, and the names and 
addresses of the parties to the arbitration. The notice 
must also include a copy of the court’s order modifying 
the award. 

(c) Any award by an arbitrator pursuant to 35 U.S.C. 
294 shall be unenforceable until any notices required by 
paragraph (a) or (b) of this section are filed in the Patent 
and Trademark Office. If any required notice is not filed 
by the party designated in paragraph (a) or (b) of this 
section, any party to the arbitration proceeding may file 
such a notice. 


53. Section 5.12 is revised to read as follows: 


§5.12 Petition for license. 


(a) Filing of an application for patent for inventions 
made in the United States will be considered to include 
a petition for license under 35 U.S.C. 184 for the subject 
matter of the application. The filing receipt will indicate 
if a license is granted. If the initial automatic petition is 
not granted, a subsequent petition may be filed under 
paragraph (b) of this section. 

(b) Petitions for license under 35 U.S.C. 184 should be 
presented in letter form and should include petitioner’s 
address, and full instructions for delivery of the request- 
ed license when it is to be delivered to other than the 
petitioner. 


GERALD J. MOSSINGHOFF, 
Commissioner of 


Dec. 23, 1982. 
Patents and Trademarks. 


[1027 OG 9} 
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(62) Deposit Accounts—Statutory Fee Charges 


Beginning on May 1, 1966, and until further notice, 
statutory fees, including filing fees for patent, design, 
and trademark applications, issue fees, appeal fees and 

— cancellation and petition fees may be 


ged against the deposit accounts provided for by 
Rule 25(a) of the Rules of Practice in patent cases. Dur- 
ing this period the prohibition of Rule 25(b) against such 
charges will be suspended. 

In view of the facts that these fees are indispensable 
narts of the actions to which they relate and that the 
charging of a fee against an account which does not 
contain sufficient funds to cover it cannot be regarded 
as a payment of the fee, it is evident that the overdraw- 
ing of a deposit account may result in the loss of a vital 
date and may also impose a substantial burden on the 
Patent Office in making appropriate correction of its 
records. It is, therefore, necessary that effective steps be 
taken to avoid such overdrafts, as follows: 

Checks of all accounts will be made periodically, and 
if any account is found to have been overdrawn, it will 
be immediately removed from the active accounts and 
no further drafts on it will be honored. Prompt payment 
of the outstanding balance will be required and the de- 
positor or his attorney may be called on for an itemized 
statement identifying all statutory fees charged against 
the account during the period in question in order that it 
may be ascertained whether any previously granted date 
should be withdrawn. 

It is emphasized that the success of the procedure 
outlined above depends upon the maintenance of a suffi- 
cient balance in deposit accounts at all times to meet any 
charges made against them. The Office must, therefore, 
strictly refuse to permit any depositor who has once 
overdrawn his account to maintain such an account in 
the future and in the event that any substantial number 
of overdrafts occurs it may be necessary to reestablish 
the prohibition of Rule 25(b) against charging statutory 
fees against deposit accounts. 

Accordingly, effective May 1, 1966, the requirement 
of Rule 25(a) that an amount sufficient to cover all 
charges made against an account must always be on de- 
og will be strictly enforced, regardless of whether any 
ee is included in such charges and where this require- 
ment is not complied with the account involved will be 
removed from the active accounts. 


EDWARD J. BRENNER, 
Feb. 23, 1966. Commissioner. 


[824 O.G. 1200] 


(63) 


In order to expedite the processing of refunds for pay- 
ment of fees by actual mistake or in excess of the desig- 
nated fees, attorneys and applicants requesting refunds 
should direct their correspondence to the attention of 
the “Refund Section, Accounting Division, Office of Fi- 
nance.” This procedure should be followed whether the 
request is for a refund check or for a credit to the de- 

it account. The problems of misrouting the request 
or a refund in the Patent and Trademark Office would 
be alleviated and the payment of refunds accelerated. 


BRADFORD R. HUTHER, 
Assistant Commissioner 
for Finance & Planning. 


Request for Refunds 


[1024 O.G. 59 (11-23-82)] 


(64) Deposit Account Authorizations 

The rules of practice were amended effective Oct. 1, 
1982, at 37 CFR 1.25(b) to state that: “A general autho- 
rization to charge all fees, or only certain fees, set forth 
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in §§1.16 to 1.18 toad it account may be filed in an 
individual application, either for the entire pendency of 
the application or with respect to a particular paper 
filed.” A general authorization would not apply to docu- 
ment supply fees under $1.19, such as those required for 
certified copies; to post-issuance fees under §1.20, such 
as those required for maintenance fees; or to miscella- 
neous fees and charges under §1.21, such as assignment 
recording fees. 

Many ee ee filed prior to Oct. 1, 1982, contain 
broad language authorizing any additional fees which 
might have been due to be charged to a deposit account. 
The Patent and Trademark Office does not interpret 
such broad authorizations, filed prior to Oct. 1, 1982, to 
include authorization to charge to a deposit account ‘the 
issue fee or other fees in sections 1.16, 1.17 and 1.18 ex- 
cept those associated with the paper containing the 
broad authorization. However, such a broad authoriza- 
tion filed in an application on or after Oct. 1, 1982, will 
be interpreted as authorization to charge the issue fee; as 
well as any other fee set forth in §§1.16, 1.17 or 1.18. 
Fees under sections 1.19, 1.20 and 1.21 will not be 
charged as a result of a general authorization under sec- 
tion 1.25. 

It is recommended that authorizations to charge fees 
to deposit accounts include reference to the particular 
fees or fee sections of the rules which applicant intends 
to authorize. For example, if filing and processing fees 
under §§1.16 and 1.17 only are intended to be included 
in the authorization, and not the issue fee under §1.18, 
the authorization could read: “The Commissioner is 
hereby authorized to charge any fees under 37 CFR 1.16 
and 1.17 which may be required during the entire pen- 
dency of the application to Depost Account No. 

” Such an authorization te clearly exclude 
issue fees under 37 CFR 1.18 while including all the fil- 
ing and processing fees listed in 37 CFR 1.16 and 1.17. 
Similarly, if it were intended to authorize the charging 
of fees relating only to a specific paper, the authoriza- 
tion could read “The Commissioner is hereby authorized 
to charge any fees under 37 CFR 1.16 and 1.17 which 
may be required by this paper to Deposit Account No. 

.” Such authorizations would cover situations in 
which a check to cover a filing and processing fee under 
37 CFR 1.16 and 1.17 was omitted or was for an amount 
less than the amount required. 

It is extremely important that the authorization be 
clear and unambiguous. If applicants file authorizations 
which are ambiguous and which deviate from the usual 
forms of authorizations, the Office may not interpret the 
authorizations in the manner applicants intend. In such 
cases applicants could be subject to further expenses, pe- 
titions, etc. in order to correct fees which were not 
charged as intended due to an ambiguous authorization. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


July 1, 1983. 
and Trademarks. 


[1032 OG 32] 


(65) Notice to All Deposit Account Holders 
Beginning Oct. 7, 1983, please mail deposit account re- 
mittances only to: 


Patent and Trademark Office 
P.O. Box 70541 
Chicago, Ill. 60673 


To expedite credit to your deposit account and the 
treasury, and arrangement has been made between the 
Patent and Trademark Office, Treasury Department, 
and the First National Bank of Chicago utilizing a spe- 
cial “lockbox” depositary to receive deposit account re- 


mittances. 
Checks should continue to be made payable to the 
Commissioner of Patents and Trademarks and be accom- 
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panied by the top portion of your deposit account state- 
ment. Submit only remittances for deposit accounts to 
this new address. All other correspondence should con- 
tinue to be addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 


LEONARD L. NAHME, 
Director Office of Finance. 


[1035 OG 27] 


APPLICATION CONTENT 


(66) Use of Metric System of Measurements 
in Patent Applications 

In order to minimize the necessity in the future for 
converting dimensions given in the English system of 
measurements to the metric system of measurements 
when using printed patents as research and prior art 
search documents, all patent applicants are strongly en- 
couraged to use either (1) only metric (S.I.) units, or (2) 
English units together with their metric system 
equivalents, when describing their inventions in the 
specifications of patent applications. This practice, how- 
ever, is not being made mandatory at this time. 

The initials S.I. stand for “Systeme International d’- 
Unites,” the French name for the International System 
of Units, a modernized metric system adopted in 1960 
by the International General Conference of Weights and 
Measures based on precise unit measurements made pos- 
sible by modern technology. 

This request is made as part of the long-range pro- 
gram for conversion to metric units currently being con- 
ducted by the Federal Government. 

Publications dealing with the metric system are 
available from the Superintendent of Documents, U.S. 
Government Printing Office, Washington, D.C. 20402 
and the American National Standards Institute, 1430 
Broadway, New York, N.Y. 10018. 


C. MARSHALL DANN, 


July 1, 1974. Commissioner of Patents. 


[924 O.G. 1104] 


(67) Filing of Patent Applications Pursuant 

, to 37 CFR 1.60 

Applicants are reminded that 37 CFR 1.60 was 
amended effective Feb. 27, 1983 to require y+ aoa to 
furnish a copy of the prior application upon 

Some applicants continue to request that the copy be 
made by the Patent and Trademark Office as was done 
under the practice prior to Feb. 27, 1983. Others are fil- 
ing a copy of the specification of the prior prema 
but not a copy of the oath or declaration. 
will no longer make such copies as part of processing 
the new application. 

The requirements of 37 CFR 1.60 must be complied 
with before a filing date will be granted for the continu- 
ing application. 

It should be noted that 37 CFR 1.60 has been 
amended effective Apr. 1, 1984 to divide the section into 
paragraph (a) and new paragraph (b). Paragraph (a) 
adds a reference to amended 37 CFR 1.78(a) to clarify 
the conditions under which continuation or divisional 

applications may be filed. New paragraph (b) requires 
that the prior application be complete as set forth in 37 
CFR 1.51(a) in order to properly file an application un- 
der 37 CFR 1.60. A complete application under 37 CFR 
1.51(a) includes a signed oath or declaration. If the prior 

application was not a complete application (37 CFR 
1. 1 31a), a continuation or divisional application cannot 
be filed utilizing the provisions of 37 CFR 1.60 and any 
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continuation or divisional application must include new 
application papers and be filed in accordance with 37 
CFR 1.53 


Paragraph (b) of 37 CFR 1.60 also requires that a true 
copy of the prior complete application be filed. The 
copy must include the specification (including claims), 
drawings, oath or declaration showing the applicant’s 
signature or an indication (on the oath or declaration) 
that it was signed, and any amendments referred to in 
the oath or declaration filed to complete the prior appli- 
cation. The copy of the prior application must be ac- 
companied by a statement that the application papers 
filed are a true copy of the prior application and that no 
amendments referred to in the oath or declaration filed 
to complete the prior application introduced new matter 
therein. Such statement must be by the applicant or ap- 
plicant’s attorney or agent and must be a verified state- 
ment if made by a person not registered to practice be- 
fore the Patent and Trademark Office. See the final 
rulemaking published in the Jan. 4, 1984 Federal Regis- 
ter at 49 FR 548-556 and reprinted in the Jan. 24, 1984 
Official Gazette at 1038 O.G. 275-283. 


GERALD J. MOSSINGHOFF 
Commissioner of Patents and 


Apr. 6, 1984. 
Trademarks. 


[1042 O.G. 18] 


tify the Specification 
Accordance with 37 CFR 1.63 


Section 1.63 of 37 CFR requires that an oath or decla- 
ration “identify the specification to which it is directed.” 
Since filing dates are now granted on applications with 
the oath or declaration being filed later with a sur- 
charge, the question has arisen as to what information 
must be supplied in the oath or declaration to identify 
the specification to which it is directed and to comply 
with the rule. 

The declaration form suggested by the Office includes 
spaces for filling in the names of the inventors, title of 
invention, application serial number, filing date, foreign 
priority application information and United States priori- 
ty application information. While this information should 
be provided, it is not essential that all of these spaces be 
filled in in order to adequately identify the specification 
in compliance with 37 CFR 1.63. 

The following combinations of information supplied in 
an oath or declaration are acceptable as minimums for 
identifying a specification: 

(1) name of inventor and application serial number; 

(2) name of inventor, attorney docket number which 
was on the application as filed, and filing date of the 
application; 

(3) name of inventor, title of invention and filing date; 

(4) name of inventor, title of invention and reference to 
a specification which is attached to the oath or dec- 
laration at the time of execution and filed with the 
oath or deciaration; 

(5) name of inventor, title of invention and a statement 
by a registered attorney or agent that the application 
filed in the PTO is the application which the inven- 
tor executed by signing the oath or declaration. 

If the oath or declaration is filed with an “attached” 
specification as indicated in item (4) above, it must be 
accompanied by a statement that the “attached” specifi- 
cation is a copy of the specification and any amend- 
ments thereto which were filed in the Office in order to 
obtain a filing date for the application. Such statement 
must be a verified statement if made by a person not 
registered to practice before the Office. 

Oaths or declarations which do not meet the require- 
ments set forth above will not be accepted as complying 
with 37 CFR 1.63 for completing an application. Any 
variance from the above guidelines wiil only be consid- 
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ered upon the filing of a petition for waiver of the rules 
under 37 CFR 1.183 accompanied by a petition fee (37 
CFR 1.17(h)). Supplemental on or declarations in ac- 
cordance with 37 CFR 1.67 will be required in applica- 
tions in which the oaths or declarations are not com- 
pletely filled in but contain sufficient information to 
identify the specifications to which they apply as de- 
tailed above. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


Sept. 12, 1983. 
and Trademarks. 


[1035 OG 3] 


(69) Extension of atin Period to File Oaths 
or Declarations in Compliance with 37 CFR 1.63 


The Federal Register of Jan. 20, 1983 indicated at 48 
FR 2706 that all oaths or declarations filed on and after 
Feb. 27, 1983, must comply with the requirements of 37 
CFR 1.63 except for the transition period as noted be- 
low. 

The Office indicated that it would continue to accept 
any oath or declaration in compliance with 37 CFR 1.65 
as it existed immediately prior to Feb. 27, 1983 during a 
transition period ending June 30, 1983, provided that the 
oath or declaration was attached to and was executed as 
a part of an application. 

Although the Office is not required to do so, it in- 
tends to make translated declaration forms available to 
the public in at least the more frequently required non- 
English languages. Since these non-English language 
translations are not yet available, the transition period is 
extended to end on Sept. 30, 1983 rather than on June 
30, 1983. During this period, the Patent and Trademark 
Office will continue to accept any oath or declaration in 
compliance with 37 CFR 1.65 as it existed immediately 
prior to Feb. 27, 1983, if the oath or declaration is at- 
tached to and was executed as a part of an application 
to be filed in the Patent and Trademark Office. 

Effective Oct. 1, 1983, all oaths or declarations filed 
under 37 CFR 1.51(a)(2) as a part of a patent application 
must fully comply with 37 CFR 1.63. 


DONALD J. QUIGG, 
Acting Commissioner of 


May 31, 1983. 
Patents and Trademarks. 


[1031 OG 53] 


(70) Graphical Illustrations in the Specification 

For convenience many applicants have been including 
graphs or other types of graphical illustrations in the 
text portion of the specification. These illustrations do 
not come within the purview of 37 C.F.R. 1.58 which 
permits tables and chemical and mathematical formulas 
in the specification in lieu of formal drawings. Frequent- 
ly, these graphical illustrations do not have satisfactory 
reproduction characteristics. Moreover, these reproduc- 
tions are generally less than satisfactory due to the fact 
that the illustrations are usually reduced in size in order 
to fit a column of the printed patent page. Accordingly, 
effective immediately, graphs and graphical type illustra- 
tions in the specification will be objected to under 37 
C.F.R. 1.58(a) and drawings pursuant to 37 C.F.R. 1.81 
will be required. 


WILLIAM FELDMAN, 
Jan. 12, 1978. Deputy Assistant Commissioner 
for Patents. 


[967 O.G. 2] 
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(71) Multiple Dependent Claims and New 
Drawing Filing Requirements 


Introduction 


On January 24, 1978, Public Law 94-131 (pages 108- 
115 of “Patent Laws,” August 1976 issue) and the Patent 
Cooperation Treaty came into force. This public law 
amends the patent statute, Title 35, United States Code, 
by providing for procedures and requirements set forth 
in the Patent Cooperation Treaty. Some of these statuto- 
ry amendments also effect the laws governing the pro- 
cessing and examination of regular United States nation- 
al applications filed on and after January 24, 1978. 

The amendments of the patent law which will affect 
U.S. patent applications filed on and after January 24, 
1978, relate to two elements of the patent application: 
the claims and the drawings. With regard to claims, the 
amendmeats to 35 U.S.C. 41 and 112 provide for multi- 
ple dependent claims in accordance with PCT Rule 6.4. 
With regard to drawings, the amendment to 35 U.S.C. 
113 changes the requirements for filing drawings in or- 
der to obtain a filing date in accordance with PCT Arti- 
cle 7. 


Purpose 


This memorandum establishes in more detail the new 
procedures required by the amended statute. Any ques- 
tions concerning these instructions may be directed to 
either Mary Turowski (extension 7-3776) in the adminis- 
tration area or Louis Maassel (extension 7-3070) in the 
examining area. 

Revised 37 CFR sections 1.75(c), (f) and (g); and 1.81 
and 1.83(c) were published in the Official Gazette of 
February 21, 1978. 


Multiple Dependent Claims 


Generally, a multiple dependent claim is a dependent 
claim which refers back in the alternative to more than 
one preceding independent or dependent claim. 

The second paragraph of 35 U.S.C. section 112 has 
been revised in view of the multiple dependent claim 
practice introduced by the Patent Cooperation Treaty. 
Thus, section 112 authorizes multiple dependent claims, 
as long as they are in the alternative form (e.g., “A ma- 
chine accordiag to claims 3 or 4, further comprising . . .”’). 
Cumulative claiming (e.g., ““A machine according to 
claims 3 and 4, further comprising . . .”) is not permitted. 
A multiple dependent claim may refer in the alternative 
to only one set of claims. A claim such as “A device as in 
claims 1, 2, 3 or 4, made by a process of claims 5, 6, 7 or 
8” is improper. Section 112 allows reference to only a 
particular claim. Furthermore, a multiple dependent 
claim may not serve as a basis for any other multiple de- 
pendent claim, either directly or indirectly. These limita- 
tions help to avoid undue confusion in determining how 
many prior claims are actually referred to in a multiple 
dependent claim. 

The amendment of the second paragraph of section 
112 further clarifies that the limitations or elements of 
each claim incorporated by reference into a multiple de- 
pendent claim must be considered separately. Thus, a 
multiple dependent claim, as such, does not contain all 
the limitations of all the alternative claims to which it 
refers, but rather, contains in any one embodiment only 
those limitations of the particular claim referred to for 
the embodiment under consideration. Hence, a multiple 
dependent claim must be considered in the same manner 
as a plurality of single dependent claims. 


Restriction Practice 


For restriction purposes, each embodiment of a multi- 
ple dependent claim will be considered in the same man- 
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ner as a single dependent claim. Therefore, restriction 
may be required between the embodiments of a multiple 
dependent claim. Also, some embodiments of a multiple 
dependent claim may be held withdrawn while other 
embodiments are considered on their merits. 


irane ~ of Multi <r Dependent Claims 
by the Application Division 


The Application Division will be responsible for veri- 
fying whether multiple dependent claims filed with the 
application are in proper alternative form, that they de- 
pend only upon — independent and single dependent 
claims and also for calculating the amount of the filing 
fee. A new form, PTO-1360, has been designed to be 
used in conjunction with the current fee calculation 
form PTO-875. 


Handling of Multiple Dependent Claims by the Examining 
Group Clerical Staff 


The examining group clerical staff is oe ge for 
verifying compliance with the statute and rules of multi- 
ple dependent claims added by amendment and for cal- 
culating the amount of any additional fees required. This 
calculation should be performed on form PTO-1360. 

If a multiple dependent claim (or claims) is added in 
an amendment without the proper fee, the amendment 
will not be entered until the fee has been received. In 
view of the requirements for multiple dependent claims, 
no amendment containing new claims or changing the 
dependency of claims will be entered before checking 
whether the paid fees cover the costs of the amended 
claims, The applicant, or his attorney or agent, will usu- 
ally be contacted to pay the additional fee in the same 
manner as currently in existence for such defects. Where 
a letter is written in insufficient fee situations, a copy of 
the multiple dependent claim fee calculation form 
PTO-1360 will be included for applicant’s information. 


Handling of Dependent Claims by the Examiner 


Should any multiple dependent claim be in an applica- 
tion filed prior to January 24, 1978 or include a claim as- 
sociation or claim structure that violates any of the pro- 
hibitions, the claim will be objected to as not being in 

roper form as required by 37 CFR 1.75 in the next Of- 
fice action. Such an improper claim will not be further 
treated on the merits. 

When referring to a singular dependent claim or a sin- 
gle embodiment of a multiple dependent claim, as when 
making a rejection, such a claim or embodiment will be 
referred to by using the number of all of the claims in- 
volved in that claim or embodiment, starting with the 
highest. For example, if claim 2 was dependent on claim 
1, the notations would be 2/1. If in the same application, 
claim 3 was independent and claim 4 was multiple de- 
pendent on claims 2 or 3, the notations would be 4/2/1 
and 4/3. Furthermore, if claim 5 depended from claim 4, 
the notations would be 5/4/2/1 and 5/4/3. Each of 
these embodiments will be treated individually. It would 
be possible for claim 4/2/1 to be rejected under section 
102 and claim 4/3 to be indicated as avoiding the prior 
art and being allowable if rewritten in independent fo! form 
A number of embodiments may be grouped together if 
there is a common ground of rejection, but it must be 
clear how each embodiment is treated. 

A claim, such as claim 4, will not be allowed until all 
embodiments covered thereby are allowable. If an em- 
bodiment of a multiple dependent claim avoids the art 
while other embodiments are rejected over prior art, a 
statement will be made that that embodiment avoids the 
art and would be allowed if rewritten in separate depen- 
dent or independent form. Wording similar to the fol- 
lowing may be used: 


“Embodiment —__ would be allowable if rewrit- 
ten as a proper dependent or independent claim 
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which contains only the limitations of this 
embodiment.” 


Calculation of Fees When Multiple Dependent Claims are 
Presented, Use of Form PTO-1360 


To assist in the computation of the fees for multiple 
dependent claims, a separate “Multiple Dependent Claim 
Fee Calculation Sheet,” form PTO-1360, has been 
— for use with the current “Patent Application 
Fee Determination Record,” form PTO-875. Form 
PTO-1360 will be placed in the file wrapper by the Ap- 
plication Division where multiple dependent claims are 
in the application as filed. If multiple dependent claims 
are not included upon filing, but are later added by 
amendment, the examining group clerical staff will place 
the form in the file wrapper. If there are multiple depen- 
dent claims in the application, the total number of inde- 
pendent and dependent claims for fee purposes will be 
calculated on form PTO-1360 and the total number of 
claims and number of ap ge see claims will then be 
placed on form PTO-875 final fee calculation pur- 


poses. 

If at least $65 is included with the application on fil- 
ing, but the total fee is insufficient, a “Notice of Insuffi- 
cient Fee,” form PTO-1094, is placed in the file wrapper 
by the Application Division as is currently done. The 
notice will be mailed by the examining group in accor- 
dance with established procedures. 


Calculating Fees for Multiple Dependent Claims Proper 
Multiple Dependent Claims 


Amended section 41(a) of title 35, U.S.C., pro- 
vides that claims in multiple dependent form cannot 
be considered as single dependent claims for the 
purpose of calculating fees. Thus, a multiple depen- 
dent claim would be considered to be that number 
of dependent claims to which it refers. Any proper 
claim depending directly or indirectly from a multi- 
ple dependent claim would also be considered as 
the same number of dependent claims as referred to 
in the multiple dependent claim from which it de- 


pends 
Improper Multiple Dependent Claim 


If any multiple dependent claim is improper, Ap- 
plication Division may indicate that fact by placing 
an encircled numeral “1” in the “Dep. Claims” col- 
umn of form PTO-1360. The fee for any improper 
multiple dependent claim, whether it is defective for 
not being in the alternative form or for being direct- 
ly or indirectly dependent on a prior multiple de- 

dent claim, will only be one, since only an ob- 
jection to the form of such a claim will normally be 
e. 

This procedure also greatly simplifies the calculation 
of fees. tee claim depending from an improper multiple 
dependent claim will also be considered to be improper 
and be counted as one dependent claim. 


FEE CALCULATION EXAMPLE 


Claim 

Number 
1 Independent 
2 Dependent on claim 1 
3 Dependent on claim 2 

4 ree erg eis 
5 Dependent on claim 

6 oe ep 
7 Dependent on claim 1 or 4 
8 Dependent on claim | or 5 
9 nem ge a 

10 


ndependent 
11 Dependent on claim 1 or 10 
12 Dependent on claim 1 and 10 
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are AS 
MULTIPLE DEPENDENT CLAIM 
FEE CALCULATION SHEET 


oa 


LUTE 
it 


Comments on Fee Calculation Example 


Claim 1.-This is an independent claim; therefore, a 
numeral “1” is placed opposite claim number | in the 
“Ind.” column. 

Claim 2.-Since this is a claim dependent on a singie 
independent claim, a numeral “1” is placed opposite 
claim number 2 in the “Dep.” column. 

Claim 3.—Claim 3 is also a single dependent claim, so a 
numeral “1” is placed in the “Dep.” column. 

Claim 4.-Claim 4 is a proper multiple dependent 
claim. It refers directly to two claims in the alternative, 
namely, claims 2 or 3. Therefore, a numeral “2” to indi- 
cate direct reference to two claims is placed in the 
es column opposite claim number 4. 

Claim 5.-This claim is a singularly dependent claim 
depending from a multiple dependent claim. For fee cal- 
culation purposes, such a claim is counted as being that 
number of claims to which direct reference is made in 
the multiple dependent claim which it depends. In this 
case, the multiple dependent claim number 4 it depends 
from counts as 2 claims; therefore, claim 5 also counts as 
2 claims. Accordingly, a numeral “2” is placed opposite 
claim number 5 in the “Dep.” column. 

Claim 6.-Claim 6 depends indirectly from a multiple 
dependent claim 4. Since claim 4 counts as 2 claims, 
claim 6 also counts as 2 dependent claims. Consequently, 
a numeral “2” is placed in the “Dep.” column after 
claim 6. 

Claim 7.-This claim is a multiple dependent claim 
since it refers to claims 1 or 4. However, as can be seen 
by looking at the “2” in the “Dep.” column opposite 
claim 4, claim 7 directly depends from a multiple depen- 
dent claim. This practice is improper under 35 U.S.C. 
112 and Rule 1.75(c). Following the procedure for cal- 
culating fees for improper multiple dependent claims, a 
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numeral “1” is placed in the “Dep.” column with a cir- 
cle drawn around it to alert the examiner that the claim 
is improper. 

Claim 8 -This claim is a multiple dependent claim 
since it refers to claims 1 or 5. However, since claim 5 
depends from multiple dependent claim 4, claim 8 indi- 
rectly depends from multiple dependent claim 4 through 
claim 5. This practice is improper. See MULTIPLE 
DEPENDENT CLAIMS, paragraph 2, above. Conse- 
quently, a numeral “1” is placed in the dependent claim 
column with a circle drawn around it. 

Claim 9.-Claim 9 is improper since it depends from an 
improper claim. If the base claim is in error, this error 
cannot be corrected by adding additional claims 
depending therefrom. Therefore, a numeral “1” with a 
circle around it is placed in the “Dep.” column. 

Claim 10.-Here again we have an independent claim 
which is always indicated with a numeral “1” in the 
“Ind.” column opposite the claim number. 

Claim 11.-This claim refers to two independent claims 
in the alternative. A numeral “2” is therefore placed in 
the “Dep.” column opposite claim 11. 

Claim 12.-Claim 12 is a dependent claim which refers 
to two claims in the conjunctive (“1 and 10”) rather 
than in the alternative (“1 or 10”). This form is improper 
under 35 U.S.C. 112 and Rule 1.75(c). Accordingly, 
since claim 12 is improper, an encircled numeral “1” is 
placed in the “Dep.” column opposite claim 12. 


Calculation of Filing Fee 


After the numbers of “Ind.” and “Dep.” claims are 
noted on form PTO-1360, each column is added. In this 
example., there are 2 independent claims and 14 depen- 
dent claims or a total of 16 claims. The number of inde- 
pendent and total claims can then be placed on form 
PTO-875 and the fee calculated. In this example, the to- 
tal number of claims 16 minus 10 leaves 6, which is mul- 
tiplied by $2 for an additional total claim fee of $12. The 
total number of independent claims in the example is 2, 
which minus 1 is 1, which times the $10 rate is $10. The 
ol filing fee is therefore $65 + $12 + $10, or total of 

87. 


Drawing Requirements 


Revised 35 U.S.C. 113 relaxes the previous require- 
ments for submission of drawings on filing under certain 
conditions. The first sentence of 35 U.S.C. 113 does re- 
quire a drawing to be submitted upon filing where such 
drawing is necessary for the understanding of the inven- 
tion. In this situation the lack of a drawing renders the 
application incomplete and as such, the application can- 
not be given a filing date until the drawing is received. 
The second sentence of 35 U.S.C. 113 deals with the sit- 
uation wherein a drawing is not necessary for the under- 
standing of the invention but the case admits of illustra- 
tion and no drawing was submitted on filing. The lack 
of the drawing in this situation does not render the ap- 
plication incomplete but rather is treated much in the 
same manner as an informality. The examiner should re- 
= such drawings in almost all such instances. Such 

rawings could be required during the processing of the 
application but do not have to be furnished at the time 
the application is filed. The applicant is allowed at least 
two months from the date of the letter requiring draw- 
ings to submit them. 


Handling of Drawing Requirements Under the 
First Sentence of 35 U.S.C. 113 


Under the revised provisions the Application Division 
examiner will continue to make the initial decision in all 
new oy as to whether a drawing is “necessary” 
under the first sentence of 35 U.S.C. 113. 

If during examination an examiner feels that a filing 
date should not have been granted in an applicati 
cause it does not contain drawings, the matter will be 
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brought to the attention of the Supervisory Primary Ex- 
aminer (SPE) for review. If the SPE decides that draw- 
ings are required to understand the subject matter of the 
invention, the SPE will return the application to the Ap- 
plication Division with a memorandum requesting can- 
cellation of the filing date and identifying the subject 
matter required to be illustrated. 


Handling of Drawing Requirements Under the 
Second Sentence of 35 U.S.C. 113 


35 U.S.C. 113 also deals with the situation wherein 
the drawing is not necessary for the understanding of 
the invention, but the subject matter admits of illustra- 
tion by a drawing and the applicant has not furnished a 
drawing. The lack of the drawing in this situation does 
not render the application incomplete but rather is treat- 
ed as an informality. A filin, ing date will be accorded with 
the original presentation of the papers, despite the ab- 
sence of drawings. In these situations, a drawing or fur- 
ther illustration will normally be required by the exam- 
iner. This may be done either prior to examination in a 
separate letter or in the first Office action and may be 
handled in much the same manner as informal photo- 
copy drawings are presently handled. The examiner 
should require drawings where appropriate as early as 
possible, since the possession of the drawing at that time 
would facilitate the examination process. A letter requir- 
ing drawings may contain wording similar to the follow- 
ing: 

“The examiner has decided that the subject mat- 
ter of this applicaton admits of illustration by a 
drawing and that a drawing would facilitate the 
understanding of the subject matter disclosed. 
(Continue with a specific mention of those items 
of which drawings are desired.) Applicant . re- 
quired to furnish a drawing under 37 CFR 1.81. 
(Incorporate in _ action or set two-month 
period for res oor 

The applicant will be a at least two months from 
the date of such requirement to submit drawings. If the 
requirement for drawings is included in an Office action, 
the time for supplying the drawings will be the same as 
the time of response to the Office action. Upon receipt 
of the drawing within the period set, the examiner will 
check the drawings for new matter. If new matter is in- 
cluded, the drawing will not be entered. It will be 
objected to as containing new matter. A new drawing 
without such new matter may be required if the examin- 
er still feels a drawing is needed under 37 CFR 1.81 or 
1.83. The examiner’s decision would be reviewable by 
petition to the Commissioner under Rule 1.181. The én 
cision on such a petition would be handled by the 
Group Director. If a drawing is not timely received in 
response to a letter from the examiner which requires a 
drawing, the application becomes abandoned for failure 
to respond. 


RENE D. TEGTMEYER, 
Assistant Commissioner 


Feb. 8, 1978. 
for Patents. 


[968 O.G. 7] 


(72) Use of Symbol “®” in Patent Applications 


The Greek letter Phi has long been used as a symbol 
in equations in all technical disciplines. It further has 
special uses which include the indication of an electrical 
phase or clocking signal as well as an angular measure- 
ment. seer vere wey arenes pe hm re 
case Greek Phi characters, however, do not appear on 
most typewriters. This apparently has led to the use of a 
symbot composed by first striking a zero key and then 
backspacing and striking the “cancel” or “slash” key to 
result in “@ which is an approximation of 
symbols for the Greek character Phi. In other instances 
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the symbol is composed using the upper or lower case 
letter “O” with the “cancel” or “slash” superimposed 
thereon by backspacing or is simply handwritten in a va- 
riety of styles. These expedients result in confusion be- 
cause of the variety of type sizes and styles available on 
modern typewriters. 

In recent years, the growth of data processing has 
seen the increasing use of this symbol (“@”) as the stan- 
dard representation of zero. The “slashed” or “cancelled 
zero” is used to indicate zero and avoid confusion with 
the upper case letter “O” in both text and drawings. 

Thus, when the symbol “9” in one of its many varia- 
tions, as discussed above, appears in patent applications 
being prepared for printing, confusion as to the intended 
meaning of the symbol arises. Those (such as examiners, 
attorneys, and applicants) working in the art can usually 
determine the intended meaning of this symbol because 
of their knowledge of the subject matter involved, but 
editors preparing these applications for printing have no 
such specialized knowledge and confusion arises as to 
which symbol to print. result, at the very least, is 
delay until the intended meaning of the symbol can be 
ascertained. 

Since the Office does not have the resources to con- 
duct a technical editorial review of each application be- 
fore printing, and in order to eliminate the problem of 
printing delays associated with the usage of these sym- 
bols, any questions about the intended symbol will be re- 
solved by the editorial staff of the Office of Publications 
by printing the symbol “#’ whenever that symbol is 
used by the applicant. Any Certificate of Correction ne- 
cessitated by the above practice will be at the patentee’s 
expense (37 CFR 1.323) because the intended symbol 
was not accurately presented by the Greek upper or 
lower case Phi letters (I, 0) in the patent application. 


RICHARD J. SHAKMAN, 
Dec. 20, 1978. Assistant Commissioner 
for Administration. 
[978 O.G. 152] 


(73) U.S. Accession to Hague Convention 
the Requirement of Legalization 


for Foreign Public Documents 


On Oct. 15, 1981, the Hague “Convention Abolishing 
the Requirement of Legalization for Foreign Public 
Documents” entered into force between the United 
States and twenty-eight foreign countries that are parties 
to the Convention. Convention ap; pplies to any docu- 
ment submitted to the United States Patent and Trade- 
mark Office for filing or recording, which is sworn to or 
acknowledged by a notary public in any one of the 
member countries. The Convention abolishes the certifi- 
cation of the authority of the notary public in a member 
country by a diplomatic or consular officer of the Unit- 
ed States and substitutes certification by a s certifi- 
cate, or apostille, executed by an officer of the member 
country. Accordingly, the Office will accept for filing 
or recording a document sworn to or acknowledged be- 
hove 0 seers gaa 2 peter cues if the docu- 
ment bears, or has SG septa nd ae ampere 
the notary’s authority. The it for a diplomatic 
or consular certificate, i .66 and 
note 1 of 37 CFR 3.45, will not apply to a document 
sworn to or acknowledged before a notary public in a 
member country if an apostille is used. 

The member countries that are parties to the Conven- 
tion are: 

Italy Spain 
Suriname 
Swaziland 


Austria 
Bahamas Japan 
Belgium Lesotho 
Botswana Liechtenstein 
Cyprus Luxembourg 
Malawi 


Fiji 
France Malta 


ba 
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N. Ireland 
United States 
Yugoslavia 


Mauritius 
Netherlands 
Portugal 
Seychelles 


Germany 
Fed. Rep. of 


Hungary 
Israel 


The Convention prescribes the following form for the 
apostille: 
Model of certificate 
The certificate will be in the form of a square with sides 
at least 9 centimetres long 


APOSTILLE 
(Convention de La Haye du Oct. 5, 1961) 


This public document 
2. has been’ signed by 
3. acting in the capacity of 
4. bears the seal/stamp of 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


Nov. 5, 1981. 
and Trademarks. 


[1013 O.G. 3] 


(74) | Simulated or Predicted Tests or Examples 

In order to provide for uniform practice before the 
Patent and Trademark Office, the following clarification 
of current Office practice relating to simulated or pre- 
dicted tests or examples is being set forth. This notice 
specifies the Office policy which is currently in effect 
and is considered to have been in effect in the past in 
this area. The wording of the MPEP provisions prior to 
this amendment went further than was intended. The 
amended sections below spell out more clearly the Of- 
fice’s position from the start. 

The following wording will be substituted in revision 
number 8 for that presently in paragraph D of section 
608.01(p) of the Manuai of Patent Examining Procedure. 


MPEP §608.01(p) 


“D. Simulated or Predicted Test Results 
or Prophetic Examples 


Simulated or predicted test results and prophetical ex- 
amples (paper examples) are permitted in patent applica- 
tions. Working examples correspond to work actually 
performed and may describe tests which have actually 
been conducted and results that were achieved. Paper 
examples describe the manner and process of making an 
embodiment of the invention which has not actually 
been conducted. Paper examples should not. be repre- 
sented as work actually done. No results should be rep- 
resented as actual results unless they have actually been 
achieved. Paper examples should not be described using 
the past tense.” 
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The first and last paragraphs of MPEP section 
707.07(1) are being deleted. 


: DONALD J. QUIGG, 
Apr. 15, 1982. Deputy Commissioner 
of Patents and Trademarks. 
[1018 O.G. 27] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 50716-5116] 


Variety Naming Requirements for 
Plant Patent Applications 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of. proposed rulemaking. 

Summary: The Patent and Trademark Office proposes to 
amend certain of the rules of practice for plant patent 
applications. Under the proposed rules of practice, an 
applicant for a plant patent will, in addition to the pres- 
ent requirements for obtaining a plant patent, also be re- 
quired to designate and record a variety name for the 
plant. These pro rules fulfill an obligation imposed 
by the Convention of the International Union for the 
Protection of New Plant Varieties, to which the United 
States adheres. 

Date: Comments on the proposed rules must be submit- 
ted by Oct. 31, 1985, to assure their consideration in for- 
mulating the rules put into effect. 

Addresses: Address comments to the Commissioner of 
Patents and Trademarks, Box 4, Washingtrn, D.C. 
20231. All comments received will be made publicly 
available in the Patent and Trademark office, Crystal 
Piz., Arlington, Va., Rm. 3-11C28. No public hearing is 
planned. 

For Further Information Contact: Mr. Stanley D. 
Schlosser, Office of Legislation and International Af- 
fairs, by telephone at (703) 557-3065 or by mail ad- 
dressed to the Commissioner of Patents and Trademarks, 
Box 4, Washington, D.C. 20231. 

Supplementary Information: The requirement for desig- 
nating a variety by name and recording that name arises 
from Article 13 of the UPOV (International Union for 
the Protection of New Plant Varieties) Convention. This 
Convention became applicable to the United States on 
Nov. 8, 1981. In the terminology of Article 13, this des- 
ignation and recordation is referred to as the registration 
of the variety name. Registration is required for each 
plant variety protected in a member state of this Union 
(hereafter referred to as a member state) either by means 
of a plant patent or ..n award of breeders’ rights. 

It is left to each member state to determine exactly 
how registration will be effected. For the United States, 
the issuance of a plant patent, including in the patent the 
name of the variety patented, will constitute registration. 
The patent examining process will include a consider- 
ation of the suitability for registration of the proposed 
variety name. 

A variety name will be registered if it is judged by the 
Patent and Trademark Office as not likely to mislead or 
cause confusion regarding the characteristics, value or 
identity of the variety, or the identity of the breeder. 
Also, a variety name to the registered must not impair 
or conflict with any trademark or another name in 
which other person has a proprietary right. Ordinarily, 
the patent applicant will be required to register the same 
variety name (or a translation thereof) for a particular 
variety in each member state adhering to the UPOV 
Convention. These are, in broad terms, the conditions 
set forth in UPOV Article 13 for the registration of a 
variety name. 

A variety name is the generic name by which the va- 
riety is popularly or commonly known. The commercial 
use of a registered variety name, however, will not be 
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regulated by the Patent and Trademark Office. Rather, 
use of a variety name, whether registered or 

tered (in cases where the variety is not patented), will be 
regulated by any applicable state and federal unfair com- 
petition and trademark laws. 

Variety names are referred to in the UPOV Conven- 
tion as “variety denominations” and often in plant breed- 
ing circles as “cultivar names.” For the purposes of 
these rules of practice, the three terms are considered 
synonymous. 

Attention is called to the Commissioner’s Notice (Fed- 
eral Register/Vol. 46, No. 22/Oct. 20, 1981) stating that 
appropriate rules for the naming of plant varieties, as re- 
quired by the UPOV Convention, will be issued. The 
Federal Register Notice also provides information about 
interim procedures to be followed until rules of practice 
are adopted. 

The proposed amendments to the rules of practice 
when finally adopted will replace the interim procedures 
announced in the Federal on Oct. 20, 1981, in 
regard to the patenting in the United States of asexually 
reproduced plants. These proposed amendments will not 
apply, however, to any protection sought under the 
Plant Variety Protection Act (7 U.S.C. 2321 et seq.), ad- 
ministered by the Department of Agriculture and apply- 
ing only to sexually reproduced plant varieties. 

The proposed amendment to §1.163 prescribes the ob- 
ligation (as set forth in the UPOV Convention) for 
registering the name of each patented plant variety. The 

roposed name will be selected by the patent applicant 
‘or inclusion in the title of the application, where it will 
be easiest for a reader of the patent to find. It will be 
judged for registrability by the examiner to whom the 
— application is assigned for examination, who, 
— may receive advice or information from offi- 
cials of the trademark examining operation. As examples 
of suitable naming practice, note the titles of plant pa- 
tents Nos. 5,413 and 5,414, “Plam Tree “Mr. Paul’ ” and 
“Chrysanthemum Plant Named Foxy,” respectively. 

The requirement for registration — only to plant 
patent applications actually filed in the United States on 
or after Nov. 1981, the date on which the UPOV 
Convention took effect for the United States, even 
though the application may be entitled to an earlier 
United States filing date under the provisions of 35 
U.S.C. 120, or claim the right of priority in accordance 
with 35 U.S.C. 119. 

The procedure for judging registrability of a variety 
name will utilize the Office’s compilation of variety 
names in use in the United States and foreign countries. 
This compilation has been and will continue to be 
obtained from horticultural, agriculture, floral and other 
professional societies, other national examination offices, 
the UPOV Secretariat, standard references, and other 
sources. Designation of a variety by name is a formal re- 
quirement for obtaining a patent, and will be generally 
administered in the same manner as other formal re- 
quirements. 

Proposed new §1.166(a) sets forth the requirement for 
naming a variety to be patented. The criteria to be ap- 
plied will be those set forth in the International Code of 
Nomenclature for Cultivated Plants—1980. Its articles 1 
to 32 provide substantive rules for naming varieties. The 
other articles, with non-statutory registration 
authorities, earlier publication, amendment of the Code 
and other matters unrelated to the registration criteria, 
of course, will not be involved. Copies of the Code are 
available from any of the following: The International 
Bureau for Plant Taxonomy and Nomenclature, Tweede 
Transitorium, Uithof, Utrecht, Netherlands; the Ameri- 
can Horticultural Society, Mt. Vernon, Va. 22121; the 
Crop Science Society of America, 677 S. Sego Rd., 
Madison, Wis. 53711; and the Royal Horticultural Soci- 
ety, Vincent Sq., London, SW IP, 2PE, Great Britain. 

Registrability will also take into account the Office’s 
file of both registered trademarks and those proposed 
for registration. If a conflict exists between a proposed 
variety name and a registered trademark or one pro- 
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posed for registration, the variety name will not be reg- 
istered and a new name will be required. 

Proposed §1.168(b) concerns patent applications fail- 
ing to include a proposed variety name. The examiner 
will — the submission of a variety name and set a 
period for compliance. 

Proposed §1.168(c) and (d) concern an examiner’s re- 
fusal to register a proposed variety name. Paragraph (c) 
requires the applicant, upon a final determination of 
pe grr soak to submit another variety name. Para- 
erap (d) assures the applicant’s by oa instead to petition 
the Commissioner in cases where the proposed name is 
not accepted. The petition will be subject to a fee and 
the other requirements of these rules applicable to peti- 
tions. 

The UPOV Convention requires the breeder to identi- 
fy the patented variety by the same variety (or a transla- 
tion thereof) in all member states. A different name may 
be registered in a particular member state, however, in 
cases where the name registered earlier in another mem- 
ber state is unsuitable for registration. The Convention’s 
requirements for the consistent namin a of varieties are 
incorporated in proposed §1.168(e). The applicant may 
during the course of prosecuting the application be re- 
quired to inform the Office of any other names by 
which the variety is known, either in the United States 
or foreign countries, and to provide a translation into 
English of any such names. 

Specific criteria for unsuitability cannot always be de- 
fined in advance, but must develop on a case-by-case ba- 
sis. Certain criteria for unsuitability can be stated at the 
outset, however. Names that are difficult to pronounce 
by English speakers, names having adverse business con- 
notations, and names in non-English characters are ex- 
amples of unsuitability. The applicant must when sub- 
mitting a name for registration different from that used 
in another member state explain in writing why the 
name used in that other state is unsuitable. 

A patent owner or the assignee of a patent will, at 
times, learn that the registered pg | name conflicts 
with another person’s trademark or other proprietary 
right, or be ordered by a court to comm the va- 
riety under another name. At other times, a pre 
variety name may turn out to conflict with an earlier- 
registered variety name or one already in use. Also, 
changes in language or custom may render an earlier- 
registered variety name unsuitable for commercial use. 
In these cases, a different or substitute name may be sub- 
mitted for registration. Proposed §1.168(f) concerns the 
issuance of a certificate of correction under 35 U.S.C. 
255 for the registration of a substitute name in such situ- 
ations. The patent owner in applying for the registration 
of a substitute name will be required to explain in writ- 
ing why it is necessary to do so. 

It is, of course, in the paten' 
know or learn as early as pesible the pro) vari- 
ety name conflicts with another’s trademar! —— 
proprietary right. Accordingly, ry 7 od $1. 168 ) au- 
thorizes the Patent and Trademark Office in 
the goer Official Gazette each Saabenaed variety 
name. The Office will also regularly publish in the 
Trademark Official Gazette lists of registered variety 
names, and such names will be identified in each plant 
patent and in the Patent Official Gazette. 

The publication of proposed variety names should 
greatly reduce the possibility of later conflicts. Conflicts 
between proposed variety names and proprietary rights 
will be resolved in an ex parte manner. No inter partes 

ings will be held to resolve a conflict. 

Any substitute name registered for a variety will also 
be published in the Trademark Official Gazette, and a 
certificate of correction containing the substitute name 
will be issued. If the patent has been assigned, the op- 
portunity to register a different variety name will be 
available only to the assignee. 

In the event a plant breeder proceeds to protect a 
plant variety under the provisions of section 101 of the 
patent laws (title 35, U.S.C), the variety naming require- 


ae payee 's interest to 
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ments of these proposed rules shall also apply to that pa- 
pro application. This possibility is acknowledged in the 
amendment to section 1.71. Applications for 
the patenting of microor under section 101 will, 
however, not be subjected to this variety naming re- 
quirement. 
Article 13 of the UPOV Convention of Oct. 23, 1978, 
referred to above, reads: 


Article 13 
Variety Denomination 


(1) The variety shall be designated by a denomination 
destined to be its generic designation. Each member 
State of the Union shall ensure that subject to paragraph 
(4) no rights in the designation registered as the denomi- 
nation of the variety shall eo the free use of the de- 
nomination in connection with the variety, even after 
the ex; of the protection. 

(2) denomination must enable the variety to be 

identified. It may not consist solely of figures except 
where this is an established practice for designating vari- 
eties. It must not be liable to mislead or to cause confu- 
sion concerning the characteristics, value or identity of 
the variety or the identity of the breeder. In particular, 
it must be different from every denomination which des- 
ignates, in any member State of the Union, an existing 
variety of the same botanical species or of a closely re- 
lated _— 
(3) denomination of the variety shall be submitted 
by the breeder to the authority referred to in Article 
30(1)(b). If it is found that such denomination does not 
satisfy the requirements of paragraph (2), that authority 
shall refuse to register it and shall require the breeder to 
propose another denomination within a prescribed peri- 
od. The denomination shall be registered at the same 
time as the title of protection is issued in accordance 
with the provisions of Article 7. 

(4) Prior rights of third ies shall not be affected. 
If, by reason of a prior right, the use of the denomina- 
tion of a variety is forbidden to a person who, in accor- 
dance with the provisions of paragraph (7), is obliged to 
use it, the authority referred to in Article 30(1)(b) shall 
require the breeder to submit another denomination for 
the variety. 

(5) A variety must be submitted in member States of 
the Union under the same denomination. The authority 
referred to in Article 30(1)(b) shall register the denomi- 
nation so submitted, unless it considers that denomina- 
tion unsuitable in its State. In the latter case, it may re- 
quire the breeder to submit another tion. 

(6) The authority referred to in Article 30(1)(b) shall 
ensure that all the other such authorities are informed of 
matters concerning variety denominations, in ular 
the submission, registration and cancellation of denomi- 
nations. Any authority referred to in Article 30(1)(b) 
may address its observations, if any, on the registration 
of a denomination to the authority which communicated 
that denomination. 

(7) Any person who, in a member State of the Union, 
offers for sale or markets reproductive or vegetative 
pe pap material of a variety protected in that State 
shall be obliged to use the denomination of that variety, 
even after the expiration of the protection of that vari- 
ety, in so far as, in accordance with the provisions of 
paragraph (4), prior rights do not mages such use. 

(8) When the variety is offered for sale or marketed, it 
shall be permitted to associate a trademark, trade name 
or other similar indication with a registered variety de- 
nomination. If such an indication is so associated, the de- 
nomination must nevertheless be easily recognizable. 

UPOV Article 30(1)(b), referred to = 4 Article 13, 
reads as follows: 


Article 30 


Implementation of the Convention on the Domestic Level; 
Contracts on the Joint Utilisation of Examination Services 
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(1) Each member State of the Union shall adopt all 
measures necessary for the application of this Conven- 
“a in particular, it shall: 

(a 

(b) set up a special authority for the protection of new 
varieties of plants or entrust such protection to an 
woe authority; 

epee 


Other Considerations: The proposed rule change is in 
conformity with the gry © of the Sarr 
Flexibility Act (Pub. L 354), Executive Order 1229 
and the Paperwork Reduction Act of 1980, 44 U. SC. 
3501, et seq. There are no information collection re- 
quirements in the proposed rule change. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the proposed rule change will not have a significant 
adverse economic im on a substantial number of 
small entities (Regulatory Flexibility Act, Pub. L. 96- 
354). The variety naming requirement will impose very 
little or no extra work on patent applicants (whether 
small or large businesses or individuals). The rule will 
help avoid litigation over variety names and trademark 
rights, which are far more burdensome than the proce- 
dures under the pr rule. 

The Patent and Trademark Office has determined that 
this rule aga is not a major rule under Executive Or- 
der 12291 annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, state, or local government agencies, or geo- 
ro regions. There will be no significant adverse ef- 
ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 


List of subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inven- 
tions and patients. 

For the reasons set out in the preamble, 37 CFR Part 
1 is proposed to be amended by amending §§1.71, 1.163, 
and 1.17 as set forth below. All proposed additions 
are printed between arrows. 


Part 1—Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues 
to read as follows: 

Authority: 35 U.S.C., unless otherwise noted. 

2. Section 1.17 is proposed to be amended by adding 
the following items in numerical order to the list in 
paragraph (h) to read as follows: 


§1.17 Patent application processing fees. 


(h) ses 
p—1.168(d) For petitioning the Commissioner to 


a plant variety name. 
—§1.168(€) For petitioning the Commissioner to reg- 
ister a substitute plant variety name... .¢ 


seee8 


3. Section 1.17 is proposed to be amended by adding 
paragraph (d) to read as follows: 


ae eee 
see88 
p(d) In the case of an application for the patenting of 


a plant variety filed under the provisions of section 101 
of title 35, United States Code, the requirements for the 
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naming of a variety specified under §§1.163 and 1.168 
shall apply thereto..¢ 

4. Section 1.163 is proposed to be amended by adding 
o following three sentences at the end of paragraph 
a): 


§1.163 Specification 


(a)* * * pThe title of the invention must include a 
proposed name for the variety to be patented, where it 
may be easily recognized as such. A substitute variety 
name may be proposed during the pendency of the a - 
plication provided its consideration will not significan 

delay disposition of the application. The granting of the 
patent will be deemed the registration of the variety 
name for the patented plant for purposes of complying 
with Article 13 of the International Convention for the 
Protection of New Varieties of Plants (UPOV), as re- 
vised on Oct. 23, 1978.4 


5. A new §1.168 is proposed to be added, which reads 
as follows: 


p§1.168 Variety name, submission to the Office, exami- 
nation. 


(a) The variety name submitted by the patent appli- 
cant under §1.163 or $l. 71(d) will be examined for com- 
pliance with §1.163 using as guidelines for this 
examination the cultivar naming requirements of the In- 
er Code of Nomenclature for Cultivated Plants 

(b) If a proposed variety name is not included as part 
of the title of the +" as filed, the examiner will 
set a period of not less than thirty days for providing 
such name. 

(c) If the examiner determines that a proposed variety 
name is not suitable for registration, or that the pro- 

name conflicts with a registered trademark or a 
istration, the examiner shall 


posed 

trademark proposed for r 
refuse registration and set forth in an Office action the 
reasons for such refusal. Such reasons shall be included 


in the examiner’s action provided under §1.104, subject 
to the provisions of §1.105. An applicant in disagree- 
ment with such refusal may request reconsideration and 
withdrawal of the refusal, giving the reasons therefor. If 
the examiner’s refusal to regi a proposed variety 
name is repeated and made final, the examiner will at 
the same time require the applicant to propose another 
variety name for re 
@ > a final requirement by the examiner for sub- 
mission of a proposed new variety name, the applicant, 
in addition to making any response due on the remain- 
des Eo cot, may in lieu of proposing a new variety 
as Commissioner for review of the exam- 
iding together with the fee set forth in §1.17(h). 
a The custamarett tn Joule inasn enone 
tration the same variety name (or a translation thereof) 
as that previously registered or proposed for registration 
in an earlier filed application for protection of the vari- 
ety in another UPOV member state. Such applicant may 
submit another name for registration, however, upon a 
showing satisfactory to the examiner as to why the 
name originally submitted in another UPOV member 
state is unsuitable for registration. During the pendency 
of an application, the examiner may require the appli- 
cant to provide any name for the same variety 
other UPOV member 
was filed. If 
or transliteration 


unsuitability of a variety name may petition the 
sioner, together with thet fee set forth in §1. 17(h). 
w"(),A patents, in order to avoid a conflict between a 
variety name and a trademark, or where the 
registered variety name is likely to be confused with an- 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 135 


other variety name, or where a registered variety name 
had acquired an adverse connotation, may propose for 
registration a substitute variety name for that already 
registered. Such a proposal shall be in the form of a pe- 
tition to the Commissioner, together with the fee set 
forth in §1. — The sit substitute name will be 
examined in the same manner as the name originally reg- 
istered, and upon registration shall be promptly 
published in the Official Gazette. A certificate of correc- 
tion indicating such substitute name shall be issued for 
the patent. If the patent has been assigned, only the as- 
signee of record may apply for registration of a substi- 
tute name. 

(g) The Commissioner shall upon its receipt in the Of- 
fice promptly publish in the Trademark cial Gazette 
any variety name Prgnonet for x orgs and the ge- 
nus and aera S of the plant involved. Correspondence 
from a person other than the patent applicant concern- 
ing the regi ility of a proposed or registered variety 
name shall be served on the applicant by such person 
and a certificate of such service shall appear on the 
copy of the correspondence filed in the Patent and 
Trademark Office. Such correspondence will be placed 
in the official file, and in the case of an application will 
be considered by the examiner in an ex parte manner 
during the examination of the application.q 


DONALD J. QUIGG, 
July 11, 1985. Acting Commissioner of 
Patent and Trademarks. 
[FR Doc. 85-19401 Filed 8-1585; 8:45 am] 
Billing Code 3510-16-M 


[1058 OG 28] 


EXAMINATION OF APPLICATIONS 


Examination of Claims For 
Under 35 U.S.C. 103 


The purpose of this notice is to inform the public of 

pods current Patent and Trademark Office policy con- 

ig determinations of Ny see ery under 35 U.S.C. 

103 in’ view of the recen Supreme Court decision in 
Sakraida v. Ag Pro, 189 39 USPQ 449 (1976). 

The following text is a copy of a memorandum issued 
to all patent examining personnel relative to this topic. 
“A clarification of the policy of the Patent and Trade- 
mark Office in the examination of claims for patentabili- 
ty under 35 U.S.C. 103 seems in order at this time in 
view of the Supreme Court’s decision in Sakraida v. Ag 


(76) 


policy has consistently 
been to follow Graham v. John Deere Co., 148 USPQ 
4559 Pram February 21, 1966) in the consideration 
and determination of obviousness under 35 U.S.C. 103. 
The three factual inquiries enunciated therein as a back- 
eet is Gee’ obviousness are as follows: 
1. Determination of the scope and content of the prior 


art; 

2. Ascertaining the differences between the prior art 
and the claims in issue; and 

3. Resolving the level of ordinary skill in the pertinent 


art. 
“Attention is directed to MPEP Section 706 for a more 

complete discussion of the application of the Graham 
test. “The Supreme Court reaffirmed and relied upon 
the Graham three-pronged test in its consideration and 
determination of obviousness in the fact situations pres- 
ented in both the Ag Pro and Black Rock decisions. In 
each case, the Court went on to discuss whether the 
claimed combinations produced a ‘new or different func- 
tion’ and ‘a synergistic result,’ but clearly decided 
whether the claimed inventions were unobvious ‘on the 
basis of the three-way test in Graham. Nowhere in its 
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decisions in those cases does the Court state that the 
‘new or different function’ and ‘synergistic result’ tests 
supersede a finding of unobviousness or obviousness un- 
der the Graham test. “Accordingly, examiners should 
continue to apply the test for patentability under 35 
U.S.C. 103 set forth in Graham. It should be noted that 
the Supreme Court’s application of the Graham test to 
the fact circumstances in Ag Pro is somewhat stringent, 
as it was in Black Rock.” 


C. MARSHALL DANN, 
Commissioner of Patents 


July 8, 1976. 
& Trademarks. 


[949 O.G. 3] 


(77) Translations of Foreign Language References 


Frequently, Office actions cite references that are in a 
foreign language. In the event a translation of the entire 
text or portion of the text of the reference is readily 
available in the examiners’ search files, a copy of the 
translation will normally be included with the Office ac- 
tion. However, applicants are cautioned that the inclu- 
sion of a translation with a foreign language reference 
should not be construed to mean that the examiner used 
or relied on the translation, or that it is accurate or an 
official translation made by the Patent and Trademark 


ice. 
While this service may be infrequent, it could be in- 
creased by the submission of translations by the appli- 
cant to the Office. Accordingly, it is requested t 
translations of foreign language references be transmit- 
ted to the Office, and in particular be transmitted with 
the response to the Office action or in a separate enve- 
lope addressed to: Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. In addition, it would be 
of great assistance to the Office in filing the translation, 
if the translation carried the following: 1. an identifica- 
tion of the foreign language reference and, where possi- 
ble. 2. its location in the examiners’ search files (e.g. lo- 
cation should be known if reference was cited in Office 
action). If indentifying information is not available, the 
incoming translation should carry the name “Scientific 
Library” thereon so that it can be processed by the Li- 


brary. 


WILLIAM FELDMAN, 
Oct. 26, 1977. Deputy Assistant Commissioner 
for Patents. 

[964 O.G. 24] 


(78) Restriction Between Inventions 

The practice set out in the notice of June 20, 1968 
(852 O. &. 509) is hereby revised as follows. 

Under the statute an application may properly be re- 
quired to be restricted to one of two or more c 
inventions only if they are able to support separate pa- 
tents and they are either independent or distinct. 

If it is demonstrated that two or more claimed inven- 
tions have no disclosed relationship (“independent”), re- 
striction should be required, and it is not necessary to 
further show that the claimed inventions are distinct. If 
it is demonstrated that two or more claimed inventions 
have a disclosed relationship (“dependent”), then a 
showing of distinctness is required to substantiate a re- 
striction requirement. 

Where inventions are neither independent nor distinct, 
one from the other, or they are not sufficiently different 
to support more than one patent, their joinder in a single 
application must be permitted. 

Every requirement to restrict has two aspects, (1) the 
reasons (as distinguished from the mere statement of 
conclusion) why the inventions as claimed are either in- 
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dependent or distinct, and (2) the reasons for insisting 
upon restriction therebetween. 

In order to support a requirement to restrict between 
combination and subcombination inventions, two-way 
distinctness must be demonstrated. 

If it can be shown that a combination, as claimed (1) 
does not require the iculars of the subcombination as 
claimed for patentability, and (2) the subcombination can 
be shown to have utility either by itself or in other and 
different relations, the inventions are distinct. When 
these factors cannot be shown, such inventions are not 

Two or more claimed subcombinations, disclosed as 
usable together in a single combination, and which can 
be shown to be separately usable, are usually distinct 
from each other. 

In applications claiming inventions in different statuto- 
ry categories only one-way distinctness is needed to sup- 
port a restriction requirement. For example, in applica- 
tions containing claims to both process and apparatus, 
distinctness may be shown if (1) the process as claimed 
can be practiced by hand or by jot materially dif- 
ferent apparatus, or (2) the apparatus as claimed can be 
used to practice another and materially different process. 

As in the notice of May 1, 1974 concerning Markush- 
Type claims (922 O.G. 1016), if the search and examina- 
tion of an entire application can be made without serious 
burden, the examiner is encouraged to examine it on the 
merits, even though it includes claims to distinct or inde- 
pendent inventions. 


WILLIAM FELDMAN, 
Apr. 9, 1975. Deputy Assistant Commissioner 
for Patents. 

[934 O.G. 450] 


Restriction Policy and Practice 


The pi of this notice is to inform the public of 
the results of the survey that was conducted on restric- 
tion requirements made under 35 U.S.C. 121 in the Pa- 
tent Examining Groups and to report clarifications that 
have been implemented as a result of a review of restric- 
tion policy and practice. 

The survey vee about 320 patent eeieations in 
which a restriction only Office action had been prepared 
by an examiner in the period between July—Sept. 1983. 
The selection of applications was proportioned among 
Groups according to the volume of restriction require- 
ments during the period. The statistics collected (Appen 
dix A) and the definitions (Appendix B) for each item 
on the survey form are provided at the end of this no- 


tice. 
Some of the significant findings of the survey include: 


19% (61/320) of the requirements surveyed were not 
reasonable based on a review of the record 

35% (88/249) of the requirements surveyed (not in- 
volving an election of species) were not supported 
by any reasons, or contained reasons which were 
clearly ina to the facts 

41% (53/128) of the actions following an election 
and traverse did not address the arguments contained 


(79) 


in the traverse 
91% (48/53) of a sample of 53 applications surveyed 
—the 


attorney or agent of record no record of 
receiving a telephone call requesting an oral election 


In response to the results of this survey, existing 
guidelines in Chapter 800 of the Manual of Patent Ex- 
amining Procedure (MPEP) have been reviewed with 
each examiner and supervisor in the Patent Examining 
Corps in order to promote uniformity of practice and 
compliance with existing guidelines. A follow-up survey 
will be conducted in early 1985. In addition, as a result 
pth rr th te ap i creme Se 
lowing clarifications have been made: 
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(1) Telephone Practice (MPEP 812.01) - 

Except in those cases where the requirement for re- 
striction is complex, the application is being prose- 
cuted by the applicant pro se, or the examiner knows 
from past experience that an election will not be 
made by phone, the examiner should make a tele- 
phone call to the attorney or agent of record and re- 
quest an oral election in accordance with MPEP 
812.01, first paragraph. 

If an election cannot, or will not, be made orally at 
the time of the call or within a reasonable time there- 
after, generally three working days, the Office action 
— the election in writing should contain the 
‘ollowing sentence 

“A telephone call was made to (name of attorney or 
agent) on (date) to request an oral election to the 
above jestriction requirement, but did not result in 
an election being made. 

(2) Multiple Inventions In A Continuing Application 
Where claims to multiple inventions within the 
meaning of 35 U.S.C. 121 are presented in a continu- 
ing application (continuation, division, continuation- 
in-part including those which may be filed under 37 
CFR 1.60 or 1.62), the examiner should make (or re- 
peat) an a na es requirement for restriction and 
require an election by the applicant UNLESS 
(1) the applicant acknowledges the previous require- 
ment in the parent application and clearly indicates 
which invention is to be prosecuted if the require- 
ment is repeated. The examiner should make any 
proper requirement for restriction in the first Office 
action, state how applicant has indicated an election 
(e.g. statement in a preliminary amendment or trans- 
mittal letter), and include an action on the merits on 
the claims of the elected invention; 


(2) the application is a continuation, but not a divi- 
sion or CIP filed as a File Wrapper Continuation 
(FWC) under 37 CFR 1.62. The examiner should as- 
sume that the requirement and election made in the 
parent application carries over unless otherwise indi- 
cated by applicant. The exmainer’s first action should 
include a repetition of the restriction requirement 
made in the parent application to the extent it is still 
applicable in the continuation and an indication that 
prosecution is being continued on the invention 
elected and prosecuted by applicant in the parent ap- 


lica 
The pol policy and practice of making requirements final 
and seeking review by way of petition (37 CFR 
1.144) remains unchanged in a continuing applica- 
tion, whether a requirement for election was first 
made in the parent and renewed in the continuation 
application or was made for the first time in the con- 


tinuation application. 
(3) Product, "Seactts of Making, Process of Using 


(MPEP 806.05(i)) 
Practice in this situation is being amended to con- 
form to Rule 13.2(i) of the Patent Cooperation Trea- 
ty (PCT) so that a three way requirement can be re- 
quired only where the process of making is not 
“s ly adapted” to make the product (i.e. the re- 
quirement of MPEP 806.05(f) are met). Otherwise, 
process of using must be joined with the claims 
directed to the product and the process of making 
the product even though a showing of distinctness 
between the product and process of using the prod- 
uct (MPEP $06.05(h)) could be made. A A determina- 
tion of the patentability of the product need not be 
made prior to making a requirement for restriction. 
The Manual of Patent Examining Procedure will be 
revised to reflect these clarifications in the next revi- 
sion. 


GERALD MOSSINGHOFF, 
Aug. 1, 1984. Commissioner of Patents 
and Trademarks. 


[1046 O.G. 2] 
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(80) Restriction Practice Survey II 

This notice is intended to inform the public of the ~. 
sults of a follow-up survey of applications containin 
written restriction requirement. The results of the 
survey were reported in the Official Gazette on Sept. 7 
1984 (1046 OG 2; Restriction Policy and Practice). Sur- 
vey II involved 319 os selected at random in 
the Patent Examinin epee from those in which a re- 
striction ro action been credited to an examiner in 
the period of July—Sept. 1984. This period was after the 
Corps Management Meeting on June 5, 1984 in which 
restriction policy and practice were reviewed with all 

SPEs and Sasestion oad and followed the distribution of re- 
view materials to all examiners. The results of Survey II 
showed significant improvements over the results of 
Survey I, but the results were still not considered satis- 
factory in several aspects. 
Survey ie selection of applications was gen- 
erally proportioned among the Groups to correspond to 
the relative proportion of restriction only actions that 
were completed in each Group in the last quarter of FY 
84. A minimum of ten applications were surveyed from 
each Group. The distribution was as follows: 


310 - 10 
320 - 18 
330 — 24 
340 - 30 
350 — 20 


210 - 11 
220 - 10 
230 - 10 
240 — 30 
250 - 13 
260 — 10 


110 - 16 
120 - 37 


TOTALS 133 84 102 


The survey team consisted of the same people who 
conducted the first survey. One person from the survey 
team reviewed each selected application file and com- 
pleted the survey form regarding the restriction require- 
ment(s) in the file. The same survey form was used in 
each survey. 

In the event an application file could not be located 
or was not readily available, a different application was 
selected for the survey. In general, the substitute appli- 
cation was selected from those requirements completed 
by the same examiner assigned to the original applica- 
tion. 

The survey did not include any design applications. 
Survey Results: Statistical results of the survey are set 
forth on the survey form used in the Appendix including 
summaries on a Corps and discipline level. References in 
this notice to “Item —__”’ refer to the numbered items 
indicated on the survey form. These results indicate an 
improvement in all areas which were identified as acute 
problems in the first survey. We did not do a telephone 
survey to determine whether applicant’s representative 
had been called prior to writing the requirement. 

In addition to the survey, statistics on restriction 
requirements before and after the training effort follow- 
ing the first survey are of interest. Statistics show that 
the number of restriction only actions has decreased 
36% Corps-wide (52% in Giemp 120 which had the 
highest volume in the first survey) following our train- 
ing effort. These statistics are shown below. 


Total 
First 
Actions 


Total Corps Group 120 
Restriction Ba ee 
Requirements 
2,771 
1,939 
1,522 
(1,775)* 


—36% 


Quarter 


Apr-Jun 1984 siti 

Jul-Sep 1984 

Oct-Dec 1984 28,158 
(32,358)* 


Oct-Dec vs Apr-Jun 
*Figures adjusted (7/6 of actual) to reflect a 7 pay peri- 


od quarter for comparison with the Apr.—June and July- 
Sept. quarters which included 7 pay periods. 
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In addition, 24% of the applications in the second sur- 
vey contained a specific reference to a telephone call 
that was made by the examiner, but did not result in an 
election being made. It was also apparent that some of 
the requirements were sufficiently complex to warrant a 

The applications reviewed in the second survey result- 
ed in the conclusion that 9% of the requirements that 
were made were not reasonable on the record that was 
reviewed (Item 10 - 30/319). This compares to 19% 
(61/320) in the first survey. Of the 30 cases in which a 
conclusion of unreasonableness was made, the require- 
ment was traversed in 22 (73%) of those cases, not tra- 
versed in 7 cases (23%), and no response was filed in 1 
case. In the 22 cases where the unreasonable require- 
ment was traversed, the requirement was withdrawn in 
10 cases, not withdrawn in 8 cases, and no subsequent 
action had been made in 4 cases, In the first survey, 11 
unreasonable requirements were withdrawn out of 61 
made. The survey form on each of the unreasonable re- 
quirements in the second survey was returned and dis- 
cussed with the Group Director. 

In our opinion, the reasons provided by the examiner 
for insisting upon restriction were not proper (either 
non-existent or based on the wrong criteria) in 18% 
(Item 5j — 57/319) of the applications surveyed — com- 
pared to 35% in the first survey. In many of these cases, 
the reviewer determined that the requirement was justi- 
fied, but for reasons which the examiner did not set 
forth in the requirement. 

Our second survey revealed that applicant had tra- 
versed the requirements in 134 cases (Item 7c), and that 
where the examiner had given another action in those 
cases (Item 8 - 98), the reasons in the traverse had not 
been responded to in 30% (Item 8b - 30/98) of the 
cases. This r ts a very modest improvement of the 
results in the first survey where 41% (53/128) had not 
responded to the arguments presented in applicants tra- 


verse. 
In addition to the statistical results, the survey team 

met to discuss some of the problems observed during the 

survey. Several members of the team again observed 
that problems were more likely to arise where complex 
requirements involving a large number of claims and/or 
inventions are encountered, and where the claim sched- 
ule required the application of combination—sub- 
combination criteria to show patentable distinctness 

(MPEP 806.05c - two-way distinctness). Where three or 

more inventions are presented in a single application, it 

was observed that the examiner reo showed distinct- 

ness among all of the combinations of groups (e.g. I-II, 

II-III, I-11). Another observation that was frequently 

made was that many of the problems with incomplete 

requirements could have been avoided by the use of the 
form paragraphs and associated instructions. 

Further Action: While the second survey indicated that 

significant improvements have been realized in our pur- 

suit of uniformity in restriction practice, we have not 
achieved an acceptable level of performance in several 
areas. The same types of problems predominated in each 
survey, but are now at a reduced level. There is clearly 

a continuing need for supervisory review. 

Supervisors will take the opportunity to emphasize the 
following points to examiners in their Art Units: 

(1) Use of telephone when appropriate to minimize pen- 
dency time; 

(2) Reasons to support the soqeeenes (to satisfy the 
criteria for independence of patentable distinctness) 
and reasons for insisting upon restriction should be 
given in each written requirement. Mere conclusions 
are not sufficient; 

(3) The substance of arguments contained in applicant’s 
traverse should be responded to in the Office action 
following the traverse; 

(4) A showing of two-way distinctness is required in sit- 
uations where combination-subcombination criteria 
are applicable (MPEP 806.05c); and 

(5) Use of appropriate form paragraphs should be en- 
couraged. 
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In addition, each Group will review all restriction re- 
quirements made in the Group in a pay period at least 
once every six months. 

Finally, review of restriction practice will not be 
made a component part of the Quality Review Program 
on an ongoing basis because of the desirability of identi- 
fying problems of this type before prosecution is over 
and the desirability of maintaining their focus on sub- 
stantive issues. Of course, the Quality Review Staff will 
continue to bring po with restriction requirements 
to the attention of the Director when they are encoun- 
tered in the course of their review procedures. 


DONALD J. QUIGG, 
Acting Commissioner of Patents 
and Trademarks. 


[1053 OG 5} 


(81) Revised Practice Re Markush-Type Claims 


This notice deals with Markush-type generic claims 
which include a plurality of alternatively usable sub- 
stances or members. In most cases, a recitation by enu- 
meration is used because there is no appropriate or true 
generic language. In many cases, the Markush-type 
claims include independent and distinct inventions. This 
is true where two or more of the members are so unre- 
lated and diverse that a prior art reference anticipating 
the claim with respect to one of the members would not 
render the claim obvious under 35 U.S.C. 103 with re- 
spect to the other member(s). 

In applications containing claims of that nature, the 
Examiner may require a provisional election of a single 
species prior to examination on the merits. The provi- 
sional election will be given effect in the event that the 
Markush-type claim will be examined fully with respect 
to the elected species and further to the extent necessary 
to determine patentability. Should the Markush-type 
claim be found not allowable, examination will be limit- 
ed to the Markush-type claim and claims to the elected 
species, with claims drawn to species patentably distinct 
from the elected species held withdrawn from further 
consideration. 

As an example, in the case of an application with a 
Markush-t clam drawn to the compound C-R, 
wherein R is a radical selected from the group consist- 
ing of A, B, C, D, and E, the Examiner may require a 
provisional election of a single species, CA, CB, CC, 
CD, or CE. The Markush-type claim would then be ex- 
amined fully with respect to the elected species and any 
apa considered to be clearly unpatentable over the 
e species. If on examination the elected species is 
found to be anticipated or rendered obvious by prior art, 
the Markush-type claim and claims to the elected species 
shall be rejected, and claims to the non-elected species 


.would be held withdrawn from further consideration. 


As in the prevailing practice, a second action on the re- 
jected claims would be made final. 

On the other hand, should no prior art be found that 
anticipates or renders obvious the elected species, the 
search of the Markush-type claim will be extended. If 
prior art is then found that anticipates or renders obvi- 
ous the Markush-type claim with respect to a non-elected 
species, the Markush-type claim shall be rejected and 
claims to the non-elected species held withdrawn from 
further consideration. The prior art search, however, 
will not be extended unnecessarily to cover all non- 
elected species. Should applicant, in response to this re- 
jection of the Markush-type claim, overcome the rejec- 
tion, as by amending the Markush-type claim to exclude 
the species anticipated or rendered obvious by the prior 
art, the amended Markush-t claim will be re-exam- 
ined. The prior art search will be extended to the extent 
necessary to determine patentability of the Markush-type 
claim. In the event prior art is found during the re-ex- 
amination that anticipates or renders obvious the 
amended Markush-type claim, the claim will be rejected 
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and the action made final. Amendments submitted after 
the final rejection further restricting the scope of the 
claim will not be entered. 

If the members of the Markush group are sufficiently 
few in number or so closely related that a search and ex- 
amination of the entire claim can be made without seri- 
ous burden, the Examiner is encouraged to examine all 
claims on the merits, even though they are directed to 
independent and distinct inventions. In such a case, the 
Examiner will not follow the above procedure and will 
not ate ee oe 

This notice supersedes the practice set out in 922 O.G. 
1016. dated M May 1, 1974. 

Although the above practice is now in effect, a rule 
change proposal is also being considered to provide for 
prosecution of multiple inventions in a single patent ap- 
plication by submission of additional fees. 


DONALD W. BANNER, 
Oct. 23, 1978. Commissioner of Patents 
and Trademarks. 

[976 O.G. 128] 


(82) rey Procedures for Recording Searches 
and Considerations of Certain Prior Art 

In order to provide a more complete, accurate and 
uniform record of what has been searched and consid- 
ered by the examiner for each application the Patent and 
Trademark Office has established revised procedures for 
recording search data in the application file. Such a 
record is of importance to anyone evaluating the 
strength and validity of a patent, particularly if the pa- 
tent is involved in litigation. These new procedures will 
also facilitate the printing of certain search data on pa- 


tents. 

Under the revised procedures, searches are separated 
into two categories and listed, as appropriate, in either 
the “SEARCHED” box or a newly added “SEARCH 
NOTES” box on the file jacket. 

Until file jackets can be reprinted to include a second 
search data box, all file jackets for new applications will 
have the “SEARCH NOTES” box stamped therein by 
the Mail Room. If additional space is required, entries 
jock An. continued on the outside right “fap of the file 


iene revised procedures will apply to all new applica- 
tions in which the first search is made after April 1, 
1977 and do not affect the manner in which references 
are ry on the form PTO-892. “Notice of References 
i ropriate ote inte in -_ Manual of Patent 


- cept 
dates (see item A. 3 below), will be printed under “Field 


of Search” on the patent front . Therefore, the fol- 
lowing searches will be recorded in the “SEARCHED” 

mary Lalla, Meoording te Rowing edaemaass 
iner’s initials, according to the following 

1. A complete search of a subclass, inclading nt United 
States and foreign patent documents other pub- 
lications placed therein. The complete chaneiizecion 
(class and subclass) will be recorded. 

. A limited search of a subclass, for example, a search 
Se cena bhaed Gas Or hateeda toe 
tent documents placed therein. If, however, only 
the publications in a subclass are searched, such an 
entry is to be made under “SEARCH NOTES” 
rather than under “SEARCHED.” (See item B, 4 
below.) 

The class and subclass, followed by the information 
defining the portion of the subclass searched in pa- 
renthesis, will be recorded. 

3. An update of a search iously made. 

This search entry will be recorded in a manner to 
indicate clearly which of the previously recorded 

searches have been updated, followed by the ex- 
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pression “(updated).” Search update, entries, al- 
though recorded in the “SEARCHED” box, will 
not be printed. 

When a search made in a parent application is 
updated during the examination of a continuing ap- 
plication, those searches updated, followed by 
“(updated from parent S.N. )” will be record- 
ed. If the parent has been patented, the patent num- 
ber “Pat. N. ___.” instead of serial number in the 
above phrase will be recorded. 

4. A mechanized search of a file of documents in a spe- 
cific art, conducted by using key terms to retrieve 
documents. The name of the mechanized search sys- 
tem as it appears in the following list will be re- 
corded along with the e neem “MS File” to indi- 
cate mechanized search 


Mechanized Search. Systems 
Termatrex Systems: 


Automatic Fuel Controls 

Boots & Shoes 

Chemical Testing 

Combined Fasteners 

Electrical Contact Materials 

Surface Bonding Using Critical Metal 


Edge-Notched Card System: 
Fluid Devices 
Punch Card Systems: 


Electrolysis 
Organometallics 
Steroids 


Computer Controlled Microfiche Search Systems 
(CCMSS): 


A-D Convertors 
Digital Data rb Systems 
Special Purpose Digital Processing Systems 


When a search with a Termatrex or Edge-Notched 
card s is conducted, the examiner will com- 
plete form PTO-1041 in two copies, recording all 
queries searched, even those which yield only non- 
relevant documents. All documents returned by the 
system in response to a query which are not actual- 
ly reviewed will have an “X” drawn through their 
associated access and patent numbers. When con- 
ducting a search with a Punched Card system, the 
examiner will place in the application file the Code 
Sheet on which the terms searched have been 
marked along with the machine tape listing the doc- 
uments retrieved. Any document not actually re- 
viewed will have an fe drawn through that docu- 
ment’s number on the listing. 
When conducting a search with the CCMSS search 
systems, the machine-produced search report, 
which lists the terms and tagged documents, will be 
laced in the application file on the right flap of the 
file jackét. Any tagged document not sctailly se- 
viewed will have an “X” drawn through that docu- 
ment number on the search report. 
B. “SEARCH NOTES” Box Entries 
Entries made in the “SEARCH NOTES” box are of 
equal importance to those placed in the “SEARCHED” 
box; however, these entries will not be printed on any 
pra np Aas dan pom yt se mehr 9 
plication of areas and/or documents consid 
ered by the examiner in the search. The examiner will 
record the following searches in the “SEARCH 
NOTES” box and in the manner indicated, with each 
search dated and initialled: 
1..A cursory search, or scanning, of a subclass, i.e., a 
search usually made to determine if the documents 
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classified there are relevant. The classification will 
be recorded, followed by “(Cursory).” 

2.A consultation with other examiners to determine if 
relevant search fields exist in their areas of exper- 
tise. The class and subclass discussed, if not actually 
searched, will be recorded, followed by “(consult- 
ed).” This entry may also include the name of the 
examiner consulted and the art unit. 

3. A search of a publication not located within the clas- 
sified ero Fie - priests a library search, a text book 
search, a Chemical Abstracts search, etc. The fol- 
lowing data will be recorded for each type of litera- 
ture search: 


a. Abstracting publications, such as Chemical Ab- 
stracts or the Engineering Index—the name of 
the publication, the list of terms consulted in the 
index and the period covered will be recorded. 

b. Periodicals—The title and period or volumes cov- 
a. as appropriate will be recorded. 

e title and author, edition or date, as 
yn ren will be recorded. 

d. Other types of literature not specifically mentioned 

above (i.e., catalogs, manufacturer’s literature, 
private collections, etc.). 
Unless the search is a cursory or browsing one, 
data as necessary to provide unique identification 
of material searched will be recorded. Specific 
materials cited by the examiner will not be re- 
corded again here. 

e. Computer search in Scientific Library—An on-line 
computerized literature searching service which 
uses key terms and index terms to locate relevant 
publications in many large bibliographic data bas- 
es is available to examiners in the Scientific Li- 
brary of the Patent and Trademark Office. A 
member of the library staff is assigned to assist 
examiners in selecting key terms and to program 
the search. 

There are two on-line search systems: The 
Lockheed Information Systems and the SDC 
Search Service. 
These search systems include many data bases. 
A a of the search printout will be made and 
places in the application file, attached to the right 
p of the file Nacket. 
The examiner will also indicate which publica- 
tions were reviewed by initialling and dating the 
copy of the printout in the left margin adjacent to 
each reviewed publication. If only an abstract of 
a document was reviewed, the note of “ck’ed 
abst.” will be made next to the initials and date. If 
the complete document was reviewed, the note 
“ck’ed doc.” will be placed with the initials and 
date. 

4. A search of only the publications in a subclass. The 
class and subclass followed by “(publications only)” 
will be recorded. 

5. A review of art cited in a parent application or in an 
original patent, as required for all continuing and 
reissue applications, or a review of art cited in relat- 
a applications or patents mentioned within the 

pecification, such as those included to provide 

iene of the invention. The serial number of a 

parent application that is still Pending or aban- 

doned, followed by “refs. checked” or “refs. ck’ed” 
will be recorded. If for any reason not all of the ref- 
erences are checked because they are not available 
or clearly not relevant, such exceptions will be not- 
ed. The patent number of a parent or related appli- 
cation that was patented or of an original patent 
now being reissued will be recorded along with the 
expressions “refs. checked” or “refs. ck’ed.” 

C. Not Recorded 

The following data will not be recorded in either of 

the search boxes, but will be noted in the application file 

as indicated below: 

1. Citations of prior art by applicants conforming to Rule 
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98 and the practice thereunder. 
In each instance where all prior art referred to in a 
paper placed in the application file is considered, 
the examiner will place the notation “all ck’ed” and 
his or her initials adjacent to the citation. 

2. Citations of prior art by > naa not conforming to 
Rule 98 and the practice thereunder. 
In each instance where an examiner considers, but 
does not cite on form PTO-892, specific prior art 
referred to in a paper placed in the application file, 
the examiner will place a notation adjacent to the 
reference. If all the references referred to in such a 
paper are reviewed, the examiner will place the no- 
tation “all ck’ed” and his or her initials adjacent the 
citation. If included in the specification, the examin- 
er will write his or her initials adjacent to any refer- 
ence(s) checked and enter “checked” or “ck’ed” in 
the left margin opposite the initials. If presented in a 
separate paper or in the remarks of an amendment, 
the examiner’s initials and “checked” or “ck’ed” 
will be entered adjacent to the citation(s) or wher- 
ever possible to indicate clearly those checked. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
Sor Patents. 


Feb. 22, 1977. 
[956 O.G. 1546] 
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Effective immediately, applicants are encouraged to 
use new form PTO-1449, "Dist of Prior Art Cited by 
Applicant,” when preparing a prior art statement under 
37 CFR 1.97-1.99. A copy of the form is included here- 
with from which suitable reproductions can be made. 
This form, which will enable applicants to provide the 
PTO with a uniform listing of prior art citation, super- 
sedes form PTO-3.72. 

While the filing of prior art statements is voluntary, 
the procedure is governed by the guidelines of Section 
609 of the Manual of Patent Examining Procedure and 
37 CFR 1.97 through. 1.99. To be considered a proper 
prior art statement, form PTO-1449 shall be accompa- 
nied by an explanation of relevance of each listed item, a 
copy of each listed patent or publication or other item 
of information and a translation of the pertinent portions 
of foreign documents (if an existing translation is readily 
available to the applicant), and should be submitted in a 
timely manner as set out in MPEP Sec. 609. 

Examiners will consider all prior art citations submit- 
ted in conformance with 37 CFR 1.98 and MPEP Sec. 
609 and place their initials adj t the citations in the 
boxes provided on the form. iners will also initial 
citations not in conformance with the guidelines which 
may have been considered. A reference may be consid- 
ered by the examiner for any reason whether or not the 
citation is in full conformance with the guidelines. A 
line will be drawn through a citation if it is not in con- 
formance with the and has not been consid- 
ered. A copy of the submitted form, as reviewed by the 
examiner, will be returned to the applicant with the next 
communication. The original of the form will be entered 
into the application file. 

Each citation initialed by the examiner will be printed 
on the issued patent in the same manner as prior art cit- 
ed by the examiner on form PTO-892. 

The reference desi; “AA,” “AB,” etc. (refer- 
ring to -gupeoet s reference A, Applicant’s reference B, 
etc.) will be used by the examiner in the same manner as 
examiner’s reference designations “A,” “B,” “C,” etc. on 
Office Action Form PTO-1142. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Prior Art Cited by Applicants 


Aug. 15, 1980. 


(998 O.G. 8] 
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(84) Express Abandonments 

Experience over the past several months has indicated 
the need to clarify and re-emphasize existing practice re- 
garding express abandonments submitted under 37 CFR 
1.138 


Since 1966, when Rule 138 was revised, it is no longer 
required that the applicant and the assignee of record, if 
any, sign an express abandonment. The revised rule indi- 
cates that a patent application may be expressly aban- 
doned by an attorney or agent of record. Therefore, pri- 
or to signing a declaration of express abandonment of a 
patent application, it is imperative that the attorney or 
agent of record exercise every precaution in ascertaining 
that the abandonment of the application is in accordance 
with the desires and best interests of the applicant. 
Moreover, special care should be taken to insure that 
the appropriate application from a group of related ap- 
plications is correctly identified in the letter of abandon- 
ment. 

A declaration of abandonment signed by the ——_ 
or his attorney or agent of record becomes effective 
when an appropriate official of the Office takes action in 
recognition of the declaration. When so recognized, the 
date of abandonment may be the date of recognition or 
a different date if so specified in the declaration itself. 
For example, where a continuing application is filed 
with a request to abandon the prior application as of the 
= date accorded the continuing application, the date 
of the abandonment of the prior application will be in 
accordance with the request once it is recognized. 

Action in recognition of an express abandonment may 
take the form of an acre > omponne by the examiner 
or the Patent Issue Division of the receipt of the express 
abandonment, indicating that it is in compliance with 37 
CFR 1.138 (see Section 711.01 MPEP).Alternatively, 
recognition may be no more than the transfer of draw- 
ings to a new application pursuant to instructions which 
include a request to abandon the application containing 
the drawings to be transferred (see 37 CFR 1.60 and 
Section 608.02(i) MPEP). 

It is suggested that divisional applications being sub- 
mitted under 37 CFR 1.60 be reviewed before filing to 
ascertain whether the prior application should be aban- 
doned. Recent experience reveals that some divisional 
applications are being filed under 37 CFR 1.60 with re- 
quests to transfer the drawings from, and abandon, the 
prior application. Following the recognition of the aban- 
donment, the attorney or agent signing the request in- 
forms the Office that the request was made by mistake 
for any one of a number of reasons. Care should be ex- 
ercised in situations such as these as the Office looks on 
express abandonments as acts of deliberation, intentional- 
ly performed. 

Another common situation involves the submission of 
an express abandonment following the allowance of an 
application The express abandonment may not be oo 
nized unless it is actually received by appropriate offi- 
cials in time to act before the date of issue. In those 
cases, once a patent number and issue date have been 
assigned to the application, it is considered too late to 
act on the express abandonment unless a petition under 
Rule 313(b) or Rule 183 is granted (see Section 711.01 of 
MPEP). 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 


Apr. 7, 1975. 
for Patents. 


[934 O.G. 2] 
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Notice of Abandonment for Failure to 
Prosecute Application 


Effective immediately the Patent Examining Corps 
will mail a communication, concerning all applications 
becoming abandoned in the Corps for failure to prose- 
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cute, to the correspondence address of record. 

The communication to be mailed will merely com- 
prise a copy of the first page of the Office action, to 
which applicant failed to properly respond, the copy in- 
cluding stamped language thereon indicating that the ap- 
plication has become abandoned and the date that the 
copy was mailed. The language stamped on the copy 
will be as follows: APPLICATION HAS BECOME 
ABANDONED. THIS NOTICE MAILED: —____. 
In no case will the mere failure to receive a notice of 
abandonment affect the status of an abandoned applica- 
tion. 

This new procedure should enable applicants to take 
appropriate and diligent action to reinstate an applica- 
tion inadvertently abandoned for failure to timely re- 
spond to an official communication. In most cases, a pe- 
tition to revive under 37 CFR 1.137 will be the 
appropriate remedy. It may be that a response to the Of- 
fice action was mailed to the Office with a certificate of 
mailing declaration as a part thereof (notice of October 
26, 1976: 951 O.G. 1342) but was not received in the Of- 
fice. In this instance, adequate relief may be available by 
means of a petition to withdraw the holding of abandon- 
ment. 

In any instance, if action is not taken promptly after 
receiving the notice of abandonment, appropriate relief 
may not be granted. 

If a lack of diligent action is predicated on the conten- 
tion that neither the Office action nor the notice of 
abandonment was received, one may presume that there 
is a problem with the correspondence address of record. 
Accordingly, your attention is directed to recent notices 
of May 28, 1975, and September 9, 1976, dealing with 
changes of address (935 O.G. 1352 and 951 O.G. 454). 
In essence, it is imperative that a paper notifying the Of- 
fice of a change of address be filed promptly in each ap- 
plication in which the correspondence address is to be 
changed. 

If an application is abandoned or a patent lapsed for 
an excessive time a terminal disclaimer may be required. 
A terminal disclaimer may also be required where the 
holding of abandonment or lapse is withdrawn but a de- 
termination is made that action attempting to correct the 
problem should have been taken in a more diligent man- 
ner. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 


May 9, 1977. 
for Patents. 


[959 O.G. 24] 


(86) Requirement for a Response Under 
37 CFR 1.136 and 1.137 Where a 
Continuing Application 


is Being Filed. 


This notice is intended to clarify the requirements for 
a response as required by 37 CFR 1.136 or 1.137 in situ- 
ations involving a petition for extension of time or a pe- 
tition to revive an abandoned application for the pur- 
pose of filing a continuing application. 

In those instances where an extension of time or a 
revival of an abandoned application is sought solely for 
the purpose of filing a continuing application under 35 
U.S.C. 120 and where the prior application is to be 
abandoned in favor of the continuing application, the fil- 
ing of a response as required by 37 CFR 1.111, 1.113, 
1.192 or other regulation is considered to be an unneces- 
sary expenditure of resources by the applicant. Accord- 
ingly, in these situations, the Patent and Trademark Of- 
fice will accept the filing of a continuing application as a 
resi under 37 CFR 1.136 or 1.137. 

© facilitate processing by the Office, any such peti- 
tion for extension of time or petition to revive should 
specifically refer to the filing of a continuing application 
and also include an express abandonment of the prior 
application conditioned upon the granting of the petition 
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and the granting of a filing date to the continuing appli- 
cation. 


GERALD J. MOSSINGHOFF, 
May 13, 1983. Commissioner of Patents 
and Trademarks. 
[1031 OG 11] 


Petitions Under 37 CFR 1.183 to Waive 
One the Year Time Period Requirement in 37 
CFR 1.137(b), 1.155(c) and 1.316(c) 


Petitions to revive an unintentionally abandoned appli- 
cation (37 CFR 1.137(b)) or to accept an unintentionally 
late paid issue fee (37 CFR 1.155(c) or 1.316(c)) must 
befiled within one year of the date on which the appli- 
cation became abandoned. 

In the last sentence of the above-noted subsections of 
37 CFR, the Commissioner of Patents and Trademarks 
has indicated that petitions under 37 CFR 1.183 to 
waive any time period requirements for filing a request 
pursuant to these subsections will not be considered, but 
will be returned to the applicant. However, it has be- 
come apparent that under certain very limited condi- 
tions, the interests of the patent system would be better 
served by considering such petitions. 

These very limited conditions arise when an applica- 
tion becomes abandoned due to an action or inaction by 
applicant and the Patent and Trademark Office performs 
a positive, documented and Official act* (e.g., by issuing 
an Official document) which could lead a reasonable in- 
dividual to conclude that the action or inaction was ap- 
propriate. If this conclusion is a contributing factor in 
the — failure to realize the true, abandoned sta- 
tus of his application in time to file a petition under one 
of the above-noted subsections, then conditions exist un- 
der which a §1.183 petition will be considered. 

For example, if an applicant files papers for a continu- 
ing application under 37 CFR 1.60 or 1.62 on a date 
when the parent application is abandoned (e.g., the ap- 
plicant neglected to obtain an extension of time in the 
parent application), the requirements of these regulations 
are not satisfied and the papers should not be processed 
into an application. However, if in spite of this error the 
Office issues a filing receipt for the continuing applica- 
tion, a reasonable individual could conclude that the 
continuing application had been properly filed on a date 
when the parent application was pending. Further, if the 
lack of copendency between the parent and the continu- 
ing applications is not discovered until after one year 
from the date on which the parent application became 
abandoned, the opportunity to obtain copendency by re- 
viving the parent application under 37 CFR 1.137(b) is 
lost. As an additional example, if an applicant submits a 
check for payment of the issue fee and the payment is 
improper (e.g., the check is not timely submitted or is 
returned to the Office unpaid due to insufficient funds), 
the application should be held abandoned. However, if 
in spite of the improper issue fee payment the Office is- 
sues the application as a patent, a reasonable individual 
could conclude that the issue fee payment had been 
proper. Further, if the improper issue fee payment is not 
discovered until after one year from the date on which 
the application became abandoned, the opportunity to 
request acceptance of a late paid issue fee under 37 CFR 
1.155(c) or 1.316(c) is lost. 

The abandonment problems described in the above- 
noted examples are clearly attributed to an error on the 
part of the applicant. Nevertheless, such a problem 
could be aggravated when the Office performs a posi- 
tive, documented and Official act* which, in the circum- 
stances recounted above, may be a contributing factor in 
the loss of an opportunity to rectify this problem by fil- 
ing a petition under one of the above-noted subsections. 
In light of these factors, the Commissioner will exercise 
his authority under 37 CFR 1.183 to waive the one year 
period requirement for filing a petition pursuant to 37 
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CFR 1.137(b), 1.155(c) or 1.316(c) providing the follow- 
ing strictly limited conditions are present: 

(1) The applicant’s action or inaction which caused 

the application to become abandoned was clearly 

an unintentional oversight which resulted from a 

bona fide attempt, as evidenced by Patent and 

Trademark Office records, to comply with patent 

statutes, rules and procedures in order to keep the 
application pending as desired; and 

(2) The Office perf med a positive, documented and 

Official act* which could lead a reasonable indi- 

vidual to conclude that the action or inaction was 

roper and this conclusion was a contributing 

‘actor in the applicant’s failure to realize the true 

abandoned status of his application in time to file 

a petition under one of the above-noted subsec- 


tions; and 

(3) A petition under 37 CFR 1.183 and one of the 
above-noted subsections is filed within three (3) 
months of the date applicant is notified by the Of- 
fice or otherwise becomes aware of the aban- 
doned status of the application; and 

(4) The petition is accompanied by a terminal dis- 
claimer with fee under 37.CFR 1.321 dedicating 
to the public a terminal part, equivalent to the pe- 
riod of abandonment, of the term of any patent 
granted on the application or on any — 
entitled to the benefit of the filing date of the ap- 
plication under 35 USC 120. 

For a transitional period of three (3) months from the 
date of this Notice, the requirement for filing a petition 
within three (3) months of the date referred to in condi- 
tion (3), above, will not be enforced providing: 

(a) the abandoned application could have been re- 
stored to pending status if a petition under one of 
the above-noted subsections had been timely filed; 


and 

(b) the applicant made a bona fide attempt, as evi- 
denced by Patent and Trademark Office records, 
to restore the abandoned application to pending 
status within three months of the date applicant 
was notified by the Office or otherwise became 
aware of the abandoned status of the application. 

Applicants should note that this is intended to be a 
very limited extension of the Commissioner’s discretion 
in exercising his authority to waive the one year period 
required under the above-mentioned subsections. For 
this reason, the above-noted conditions and provisions 
will be strictly adhered to and any petition under §1.183 
which fails to comply with these conditions or provi- 
sions will be denied. 

*NOTE: THE FAILURE OF THE PATENT AND 
TRADEMARK OFFICE TO SEND AN OFFICIAL 
COMMUNICATION (E.G., A NOTICE OF ABAN- 
DONMENT) IS NOT CONSIDERED TO BE A POS- 
ITIVE, DOCUMENTED AND OFFICIAL ACT 
WITHIN THE MEANING OF THIS NOTICE. 


JAMES E. DENNY, 
Deputy Assistant, 
Commissioner for Patents. 


[1059 OG 4} 


Aug. 26, 1985. 


Procedure for Handling 
under 37 CFR 1.116 


On Oct. 1, 1982, pursuant to Public Law 97-247, the 
Patent and Trademark Office discontinued the previous 
practice in patent applications of extending without fee 
the shortened statutory period for response to a final re- 


(88) 


jection upon the filing of a timely first response to a fi- 


nal rejection (37 CFR 1.116). Since Oct. 1, 1982, appli- 
cants are able to obtain additional time for a first or 
subsequent response to a final rejection by petitioning 
and paying the appropriate fee under 37 CFR 1.136(a), 
provided the additional time does not exceed the six 
month statutory period. 
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In order to continue to encourage the early filing of 
any first response after a final rejection and to take care 
of any situations in which the examiner does not timely 
respond to a first response after final rejection which is 
filed early in the period for response, the Office is 
changing the manner in which the period for response is 
set on any final rejection mailed after Feb. 27, 1983. 

Under the changed procedure, if an applicant initially 
responds within two months from the date of mailing of 
any final rejection setting a three-month shortened statu- 
tory period for response and the Office does not mail an 
advisory action until after the end of the three-month 
shortened statutory period, the period for response for 
Pp of determining the amount of any extension fee 
will be the date on which the Office mails the ad 
action advising applicant of the status of the application, 
but in no event can the period extend beyond six months 
-_ the date of the final rejection. This procedure will 

ly only to a first response to a final rejection and 
will be implemented by yee ¢ the following lan- 
guage in each final rejection mailed after Feb. 27, 1983: 
A shortened statutory period for response to this fi- 
nal action is set to expire three months from the date 
of this action. In the event a first response is filed 
within two months of the mailing date of this final 
action and the advisory action is not mailed until af- 
ter the end of the three-month shortened statutory 
period, then the shortened statutory period will ex- 
pire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will 
be calculated from the mailing date of the advisory 
action. In no event will the statutory period for re- 
sponse expire later than six months from the date of 
is final action. 

For example, if applicant initially responds within two 
months from the date of mailing of a final rejection and 
the examiner mails an advisory action before the end of 
three months from the date of mailing of the final rejec- 
tion, the shortened statutory period will expire at the 
end of three months from the date of mailing of the final 
rejection. In such a case, any extension fee would then 
be calculated from the end of the three-month period. If 
the examiner, however, does not mail an advisory action 
until after the end of three months, the shortened statu- 
tory period will expire on the date the examiner mails 
the advisory action and any extension fee may be calcu- 
lated from that date. 

Statutory periods set in Office actions mailed before 
Feb. 28, 1983, will not be effected by this change in pro- 
cedure. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


Jan. 14, 1983. 
and Trademarks. 


[1027 OG 71] 


Expedited Procedure for Processing 
its and Other 


(89) 
Responses After 
Rejection (37 CFR 1.116) 


After Final 


In an effort to improve the timeliness of the process- 
ing of amendments and other responses under 37 CFR 
1.116, and thereby provide better service to the public, 
the Patent and Trademark Office (PTO) is establishing, 
effective immediately, an expedited | nage proce- 
dure which the public may utilize in filing amendments 
and other res after final rejection under 37 CFR 
1.116. In order for an applicant to take advantage of the 
expedited procedure the amendment or other response 
under 37 CFR 1.116 will have to be marked as a “Re- 
sponse Under 37 CFR 1.116 — Expedited Procedure- 
Examining Group (Insert Examining Group Number)” 
on the upper right portion of the amendment or other 
response and the envelope must be marked “Box AF”’ in 
the lower left hand corner. The markings preferably 
should be written in a bright color with a felt point 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 143 


marker. If the response is mailed to the Office, the enve- 
lope should contain only responses under 37 CFR 1.116 
and should be mailed to “Box AF, Commissioner of Pa- 
tents and Trademarks, Washington, D.C. 20231.” Instead 
of mailing the envel to “Box AF” as noted above, 
the response may be d-carried to the particular Ex- 
amining Group or other area of the Office in which the 
application is pending and marked on the outside enve- 
lope “Response Under 37 CFR 1.116 — Expedited Pro- 
cedure-Examining Group (Insert Examining Group 
Number)”. 

Upon receipt by the PTO from the Postal Service of 
an envelope appropriately marked “Box AF,” the enve- 
lope will be ly processed by the PTO Mail Room 
and forwarded promptly to the Examining Group, via 
the Office of Finance if any fees have to be charged or 
otherwise processed. Upon receipt of the response in the 

Group it will be promptly processed by a 
designated eiusiond employee and forwarded to the ex- 
aminer, via the yo yt Primary Examiner (SPE), 
for action. The SPE is responsible for ensuring that 


prompt action on the — is taken by the examiner. 


If the examiner to which the application is assigned is 
not available and will not be available for an extended 
period, the SPE will ensure that action on the applica- 
tion is promptly taken to assure meeting the PTO goal 
described below. Once the examiner has completed his 
or her consideration of the response, the examiner’s ac- 
tion will be promptly typed and mailed by clerical em- 
ployees designated to expedite the processing of re- 
sponses filed under this procedure. The Examining 
Group supervisory personnel, e.g., the Supervisory Pri- 
mary Examiners, Supervisory Applications Clerk, and 
Group Director are responsible for ensuring that actions 

filed under this procedure are promptly 
processed and mailed. 

The PTO goal is to mail the examiner’s action on the 
response within one month from the date on which the 
amendment or response is received by the PTO. The 
PTO is establishing monitoring procedures to determine 
how well the goal is being achieved. If the goal of mail- 
ing the action on the response within one month or less 
is not achieved in a high percentage of applications, e.g., 
at least 90-95% of appropriately marked res; 

a reasonable trial period, the PTO will institute — 
changes in procedures in the future which will gi 
approprite relief to applicants in cases where the delay i is 
due to Office processing. 

Applicants are encouraged to utilize this expedited 
procedure in order to facilitate PTO processing of re- 
sponses under 37 CFR 1.116. If applicants do not utilize 
the procedure by appropriately marking the envelope 
and enclosed papers, the benefits expected to be 
achieved therefrom will not be attained. The procedure 
cannot be expected to result in achievement of the 
in fl pn in which the delay results from actions 

applicant, e.g., delayed interviews, applicant’s de- 
= to file a further response, or a petition by applicant 
which requires a decision and delays action on the re- 
p compe nace? In any application in which a response under 
procedure has been filed and no action by the exam- 
iner has been received within the time referred to here- 
in, plus normal mailing time, a telephone call to the SPE 
of the relevant Group Art Unit would be appropriate in 
order to permit the SPE to determine the cause for any 
delay. If the SPE is unavailable or if no satisfactory re- 
sponse is received, the Group Director of the Examining 
Group should be contacted. 

Any comments on this expedited procedure during the 
trial period are invited and should be directed to the at- 
tention of Rene D. Tegtmeyer, Assistant Commissioner 
for Patents, U.S. Patent and Trademark Office, Wash- 
ington, D.C. 20231. 

DONALD J. QUIGG, 
missioner of Patents and 
Trademarks — Designate. 


[1059 OG 19] 


Sept. 20, 1985. 
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(90) New Procedures for Recordation of Interviews 


This notice establishes within the Patent and Trade- 
mark Office additional general procedures for the recor- 
dation of interviews. Proposed procedures were 
published in the Official Gazette of ys 28, 1977 (959 
O.G. 36) for comment from interested members of the 
public by August 10, 1977. Fifteen written comments 
were received the majority of which were favorable to 
the propused procedures. Careful consideration has been 
given to the comments and the procedures are being 
adopted with a few changes. 

Under present practice it is the responsibility of the 
applicant or the attorney or agent to make the substance 
of an interview of record in the ap “repens file, unless 
the examiner indicates he or she will do so. It is the ex- 
aminer’s responsibility to see that such a record is made 
and to correct material inaccuracies which bear directly 
on the question of patentability as set forth in section 
713.04 of the Manual of Patent Examining Procedure 
(MPEP). This practice is continued and further ampli- 
fied as set forth below. 

Recent surveys have indicated that the substance of 
many interviews has not been made of record or the text 
thereof is incomplete as to substantive matters. In some 
cases, the substance of an interview may be presented as 
arguments in a subsequent response filed by the appli- 
cant but without any indication that they had been pres- 
ented at the interview. In order to help insure a better 
record of examiner-applicant interviews in application 
files, the following new procedures are adopted to be- 
come effective for interviews conducted on and after 
January 1, 1978. Appropriate changes will be made in 
the Manual of Patent Examining Procedure (MPEP). 

Examiners will complete a two-sheet carbon interleaf 
Interview Summary Form for each interview held 
where a matter of substance has been discussed by 
checking the appropriate boxes and filling in the blanks 
in neat handwritten form. Discussions regarding only 
procedural matters, directed solely to restriction require- 
ments (for which interview recordation is otherwise pro- 
vided for in Section 812.01 of the MPEP), or pointing 
out typographical errors or unreadable script in Office 
actions or the like, are excluded from the interview re- 
cordation procedures below. 

The Interview Summary Form shall be given an ap- 
propriate paper number, placed in the file and listed on 
the “Contents” list on the file wrapper. The docket and 
serial register cards will not be updated to reflect this in- 
terview. In a personal interview, the duplicate copy of 
the Form will be removed and given to the applicant (or 
attorney or agent) at the conclusion of the interview. In 
the case of a telephonic interview, the copy will be 
mailed to the applicant’s correspondence address either 
with or prior to the next official communication. If addi- 
tional correspondence from the examiner before an al- 
lowance is not likely or if other circumstances dictate, 
the Form will be mailed promptly after the telephonic 
interview rather than with the next official communica- 
tion. The original of the completed Form will be made 
of record and placed in the right hand flap of the file. 

The Form provides for recordation of the following 
information: 

—Serial Number of the application 
—Name of applicant 
—Name of examiner 
—Date of interview 
—Type of interview (personal or telephone) 

—Name of participant(s) (applicant, attorney or agent, 
etc. 


—An indication whether or not an exhibit was shown 
or a demonstration conducted 

—An identification of the claims discussed 

—An identification of the specific prior art discussed 
—An indication whether an agreement was reached 
and if so, a description of the general nature of the 
agreement (may be by attachment of a copy of 
amendments or claims agreed as being allowable). 
(Agreements as to allowability are tentative and do 
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not restrict further action by the examiner to the con- 

trary.) 

—The signature of the examiner who conducted the 

interview 

—Names of other Patent and Trademark Office per- 

sonnel present. 

The Form also contains a statement reminding the ap- 
plicant of his responsibility to record the substance of 
the interview. 

It is desirable that the examiner orally remind the ap- 
plicant of his obligation to record the substance of the 
interview in each case unless both applicant and examin- 
er agree that the examiner will record same. Where the 
examiner agrees to record the substance of the inter- 
view, or when it is adequately recorded on the Form or 
in an attachment to the Form, the examiner will check a 
box at the bottom of the Form informing the applicant 
that he need not supplement the Form by submitting a 
separate record of the substance of the interview. 

It should be noted, however, that the Interview Sum- 
mary Form will not be considered a complete and prop- 
er recordation of the interview unless it includes, or is 
supplemented by the applicant or the examiner to in- 
clude, all of the applicable items required below con- 
cerning the substance of the interview: 

The complete and proper recordation of the substance 
of any interview should include at least the following 
applicable items: 


1)A brief description of the nature of any exhibit 
shown or any demonstration conducted. 

2) an identification of the claims discussed. 

3) an identification of specific prior art discussed. 

4)an identification of the principal proposed amend- 
ments of a substantive nature discussed, unless these 
are already described on the Interview Summary 
Form completed by the examiner. 

5)a brief identification of the general thrust of the 
principal arguments presented to the examiner. The 
identification of arguments need not be lengthy or 
elaborate. A verbatim or highly detailed description 
of the arguments is not required. The identification 
of the arguments is sufficient if the general nature 
or thrust of the principal arguments made to the ex- 
aminer can be understood in the context of the ap- 
plication file. Of course, the applicant may desire to 
emphasize and fully describe those arguments which 
he feels were or might be persuasive to the examin- 
er. 

6)a general indication of any other pertinent matters 
disc and 


ussed, 
7)if appropriate, the general results or outcome of the 
interview unless already described in the Interview 
Summary Form completed by the examiner. 


Examiners are expected to carefully review the appli- 
cant’s record of the substance of an interview. If the 
record is not complete or accurate, the examiner will 
take appropriate action as set forth in MPEP Section 
713.04. If the record is complete and accurate, the exam- 
iner should place the indication “Interview record OK” 
on the paper recording the substance of the interview 
along with the date and the examiner’s initials. 


C. MARSHALL DANN, 
Commissioner of Patents 


Aug. 30, 1977. 
and Trademarks. 


[962 O.G. 21] 


(91) Statements Filed Under Atomic Energy Act 
And NASA Act 
Attention is called to the provisions of section 152 of 
the Atomic Energy Act of 1954 (42 U.S.C. 2182) and 
section 305(c) of the National Aeronautics and Space 
Act of 1958 (42 U.S.C. 2457). These statutes provide 
that the title to inventions useful in the production or 
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utilization of special nuclear material or atomic energy, 
made or conceived in the course of or under any con- 
tract, subcontract, or arrangement entered into with or 
for the benefit of the Atomic Energy Commission, and 
any invention made in the performance of any work un- 
der any contract of the National Aeronautics and Space 
Administration, shall be vested in the United States. 
They also provide that no patent may be granted for 
any invention useful in the production or utilization of 
= nuclear material or atomic energy, or which in 
opinion of the Commissioner has significant utility in 

the conduct of aeronautical or space activities, unless the 
applicant files with his ae or within 30 days af- 
ter request therefor by the Commissioner, a statement 
under oath setting forth (a) the full facts in regard to the 
making or conception of the invention, and (6) the situa- 
tion with regard to the contractual relationships involv- 
ing the Commission or the Administration. Careful at- 
tention should be given the exact wording of the 
requirements of whichever of these sections is pertinent 
in order to assure that all of the requirements are met. 
Since the duty of requiring the statements is placed by 
law on the Commissioner of Patents, it is incumbent on 
the Commissioner to determine whether the statements 
are timely filed and sufficient in substance to comply. 


Since these laws do not provide for any extension of the - 


30-day period or for reviving an applicaton which has 
become abandoned for failure to file a proper statement, 
it is important that such statements be timely filed and 
that they do so comely in order to avoid loss of valu- 
able patent ri 

The “full Bots” involved in the conception and mak- 
ing of an invention should include those which are 
unique to that invention. The use of form paragraphs or 
printed forms which set forth only broad generalized 
statements of fact is not ordinarily regarded as meeting 
the requirements of these statutes. 

This office has construed the word “applicant” in 
both of these statutes to mean the inventor or joint in- 
ventors in person. Accordingly, in the ordinary situa- 
tion, the statements must be signed by the inventor or 
joint inventors, if available. This construction is consis- 
tent with the fact that no other person could normally 
be more knowledgeable of the “full facts concerning the 
circumstances under which such invention was made,” 
(42 U.S.C. 2457) or, “full facts surrounding the making 
or conception of the invention or discovery” (42 U.S.C. 
2182). 

In instances where an applicant does not have first- 
hand knowledge whether the invention involved work 
under any contract, subcontract, or arrangement with or 
for the benefit of the Atomic Energy Commission, or 
had any relationship to any work under any contract of 
the National Aeronautics and Space Administration, and 
includes in his statement information of this nature de- 
rived from others, his statement should identify the 
source of his information. Alternatively, the statement 
by the applicant could be accompanied by a supplemen- 
tal declaration or oath, as to the contractual matters, by 
the assignee or other person, e.g., an employee thereof, 
who has the requisite knowledge. 

Where an applicant is deceased or incompetent, or 
where it is shown to the satisfaction of this Office that 
he refuses to furnish a statement or cannot be reached 
after diligent efforts, declarations or statements under 
oath setting forth the information required by the statutes 
may be accepted from an officer or employee of the as- 

signee who has sufficient knowledge of the facts. The of- 
fer of such substitute statements id be based on the 
actual unavailability of or refusal by the applicant, rather 
than mere inconvenience. Where it is shown that one of 
joint inventors is deceased or unavailable, a statement by 
all of the other joint inventor(s) may be accepted. 


WILLIAM FELDMAN, 
Aug. 13, 1973. Deputy Assistant Commissioner 
for Patents. 


[914 O.G. 2] 
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(92) Extension of Time Limit 


This notice is intended to clarify certain misunder- 
standings and indicates the treatment given to requests 
for an extension of time in a situation where appli 
has been given a time limit to complete an otherwise in- 
complete but bona fide attempt to respond to the previ- 
ous Office action and advance the case to final action. 

According to 37 CFR 1.135(c) when the applicant has 
filed a response to an examiner’s action but consider- 
ation of some matter or compliance with some require- 
ment has been inadvertently omitted, an opportunity to 
explain and supply the omission may be given before the 
pees of abandonment is considered. According to 

e M.P.E.P., Section 710.02(c), the examiner may give 
applicant one month or the remainder of the period for 
response, whichever is longer, to complete the response. 
Neither the regulation nor the M.P.E.P. indicate that 
this time can be extended. 

Under the regulation, the missing matter or lack of 
compliance must be considered by the examiner as being 
“inadvertently omitted.” Once an inadvertent omission is 
brought to the attention of the applicant, the question of 
inadvertence no longer exists. Therefore, any further 
time to complete the response would not be appropriate 
under 37 C 1.135(c). Accordingly, no extension of 
time will henceforth be granted in these situations. 


WILLIAM FELDMAN, 


Deputy Assistant Commissioner 


Nov. 28, 1977. 
for Patents. 


[965 O.G. 14] 
TITLE 37—PATENTS, TRADEMARKS 


AND COPYRIGHTS 
Chapter 1—Patent and Trademark Office, Department of 
Commerce 


(93) 


Part 1—Rules of Practice in Patent Cases 
Patent Examining and Appeal Procedures 


On October 4, 1976 notice was given in the Federal 
Register (41 FR 43729) of a proposal to amend sixteen 
sections of Title 37 of the Code of Federal Regulations 
relating to patent examining and appeal procedures. In- 
terested persons were invited to comment on the pro- 
posal by December 7, 1976. One hundred seventy-five 
written letters and statements were submitted. A hearing 
was held in Arlington, Virginia on December 7, 1976 at 
which 21 persons testified orally. Careful consideration 
has been given to all comments received and the propos- 
al is being adopted with certain changes. 

The regulations adopted involve all sections that were 

TO to be i amended or added—namely, 
§§1.11, 1.14, 1.52, 1.56, 1.65, 1.69, 1.97, 1.98, 1.99, 1.109, 
1.175, 1.194, 1.196, 1.291, 1.292, and 1.346. Amendments 
also are being made in two sections which were not in- 
cluded in the published proposal—§§1.51 and 1.176. 
Since amendments to these sections are closely related 


to the substance of matters notice and public comment 
on these amendments are deemed unnecessary. 

In addition, amendments are being adopted which 
were published for comment in two earlier, much less 
extensive proposals that concerned availability of certain 


files for ey inspection. A notice of a proposed 
amendment to §1.14(b) was published on June 4, 1974 
(39 FR 19786). A notice of a proposed amendment to 
§1.11(a) was published on September 17, 1974 (39 FR 
33376). No negative comments were submitted with re- 
spect to either of these proposals and both are being 
adopted without change. 
The text of the rules will be reproduced in the Patent 
Trademark Office Official Gazette in about a month 
with additions indicated by arrows and deletions indicat- 
ed by brackets to help readers identify the changes. A 
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transcript of the hearing, the letters and written state- 
ments received, and a summary and analysis of the com- 
ments are available for public inspection in Room 11E10 
of Crystal. Plaza Building 3, 2021 Jefferson Davis High- 
way, Arlington, Virginia. 


Purpose of Rules 


The purpose of the rules that are being adopted is to 
improve the quality and reliability of issued patents by 
strengthening patent examining and appeal procedures. 
It is desirable that patents be as dependable as possible, 
so as to enhance the incentives provided by the patent 
system to make inventions, to invest in research and de- 
velopment, to put new or improved products on the 
market, and to disclose inventions that otherwise would 
be kept as trade secrets. It is believed that the rules be- 
ing adopted will help to maintain strong patent 
incentives. 

The rules afford patent owners an opportunity, 
through the filing of a reissue application, to obtain a 
ruling from an examiner on the pertinence of additional 
prior art after a patent has been issued. The rules also 
broaden the public’s opportunity for participation in the 
patent examining process, consistent with the limitations 
of statute, the protection of trade secrets, and the need 
to avoid making it unduly expensive to obtain a patent. 

The rules set forth the duty of candor and good faith 
which applicants have to the Patent and Trademark Of- 
fice and encourage them to provide information about 
the prior art in a way that will make it more useful to 
examiners. A provision for foreign language oaths by in- 
dividuals who do not understand English is intended to 
make them more aware of their representations and of 
their obligations. 

Under the rules more Patent and Trademark Office 
decisions that could have important precedent value will 
be available to the public, and some additional files will 
be available for inspection. Proceedings before the 
Board of Appeals are modified to help wold the issu- 
ance of invalid patents. The rules encourage examiners 
to see that inspecting the file history of issued 
patents will be able to tell why the case was allowed. 


Reissue Applications 


Amended §1.175 permits a patent owner to have new 
prior art considered by the Office by way of a reissue 
application without making any changes in the claims or 
specification. It is adopted with no change from the pro- 
posal. The requirement for an oath or declaration alleg- 
ing that the reissue applicant believes “the orig pa- 
tent to be wholly or partly inoperative or inv: 

is dispensed within §1.175(a) (1) unless the applicant be- 
lieves that to be the case. Section 1.175(a) (4) recognizes 
that reissues may be filed to have the patentability of the 
original patent considered in view of prior art or other 
information relevant to Daeg which was not 
previously considered by 

Thus, a patentee may file a reissue if he believes his 
tent is valid over prior art not previously considered 
y the Office but would like to have a reexamination. 
The procedure may be used at any time during the life 
of a patent. During litigation, a federal court may, if it 
chooses, stay proceedings to permit new art to be con- 
sidered by the Office. 

If a reissue application is filed as a result of new prior 
art with no changes in the claims or specification and 
the examiner finds the claims patentable over the new 
art, the application will be rejected as lacking statutory 
basis for a reissue, since 35 USC 251 does not authorize 
reissue of a patent unless it is deemed wholly or partly 
inoperative or invalid. However, the record of prosecu- 
tion of the reissue will indicate that the prior art has 
been considered by the examiner. 

A substantial majority of the comments received fa- 
vored amended §1.175 as a means for i nen the reli- 
ability of patents and avoiding unnecessary litigation 
costs. The negative comments generally questioned the 
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statutory authority of the Commissioner to adopt this 
section. Authority for §1.175 is believed to exist in 35 
U.S.C. 6, which is the Commissioner’s rulemaking au- 
thority, and in 35 U.S.C. 251. The latter section of the 
statute requires that the patent be deemed wholly or 
partly inoperative or invalid before a reissue may be 
granted, but does not require such a belief by the paten- 
tee before a reissue tion may be filed. The case 
law does not suggest that the approach of new 
§1.175(a)(4) is inconsistent with 35 U.S.C. 251.! Inas- 
much as 35 U.S.C. 251 is a remedial provision, ? it is be- 
lieved that a liberal interpretation is justified and that 
adequate authority exists for the amended section. 

Amended §1.11(b) all reissue applications to in- 
spection by the qamay puiie. Section 1.11(b) also pro- 
vides for announcement of the filings of reissue applica- 
tions in the ay ard Gazette. This announcement will 
give interested members of the public an opportunity to 
submit to the examiner information pertinent to patent- 
ability of the reissue application. The announcement will 
include at least the g date, reissue application and 
original patent numbers, title, class and subclass, name of 
the inventor, name of the owner of record, name ~ - 
attorney or agent of record, and examining gro 
which the reissue application is assigned. Section 1. tie) 
is amended from the —— to so indicate. Reissue ap- 
plications already on file on the effective date of the sec- 
tion will not be automatically open to inspection and 
will not be announced in the Official Gazette. However, 
a liberal policy will be followed in granting petitions for 
access to individual applications already on file. 

In order that members of the public may have time to 
review the reissue lication and submit pertinent in- 
formation to the before the examiner’s action, 
§1.176 is amended to provide that reissue applications 
will not be acted on sooner than two months after the 
Official Gazette announcement of filing. 

A substantial majority of the comments received fa- 
vored adoption of §1.11(b). The only opposition was 
based upon a suggestion that no statutory authority ex- 
ists. However, since reissue applications contain no new 
disclosure, and therefore no trade secrets or confidential 
information, they are considered to present a “special 
circumstance” within the meaning of 35 U.S.C. 122. 

The insertion of “all” as the fifth word of the first sen- 
tence of §1.11(b) is for clarity. The word “furnished” is 
changed to “obtained” in §1.11 for clarity. 


Protests and Public Use Proceedings 


Amended §§1.291 and 1.292 give greater recognition 
to the value of written protests and public use petitions 
in avoiding the issuance of invalid patents. 

A substantial majority of the comments favored these 
sections and viewed them as improving the quality of is- 
sued patents. Entry of protests has been upheld in court. ? 

Section 1.291(a) he Agra that public protests against 
gen will be entered in the application 

wal if they” if they meet stated requirements, be consid- 
ered by the examiner. To guarantee consideration by the 
examiner, protests must be accom by copies of 
prior art documents relied u gh protests with- 
in capi ofl Une anpemistiy Sn queeed. This is similar 
to the requirement of new §1.98 that copies of patents 
and publications accompany prior art statements. Sec- 
tion 1.291 does not contemplate permitting a protester to 
participate as a party in gs. In the case 
of applications available to the public, such as reissue 
applications, the protester may file papers rebutting 
seietunts cnatie ‘by Geo-enilionet The examiner at his 
discretion may request a protester to submit additional 
written information or may provide extra time for com- 

'See In re Clark; $22 F.2d 623. 187 USPQ 209 (CCPA 1975), at footnote 
4 where the court declined to decide whether it is proper to seek reissue 
merely to disclose uncited prior art. See also In re Altenpohl, 500 F.2d 1151, 
183 USPQ 38 (CCPA 1974). 

*See In re Oda, 443 F.2d 1200, 170 USPQ 268 (CCPA 1971). 

3International Paper Co. v. Fibreboard Corp., 63 F.R.D. 88, 181 USPQ 740 
(D. Del. 1974). 
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ments by a protester to be filed. 

To ensure consideration by the examiner, all protests 
must be timely submitted. Protests will generally be con- 
sidered timely submitted, if they are filed before final re- 
jection or allowance of the application by the examiner. 
The consideration given to protests filed after final re- 
jection or allowance of the application by the examiner 

upon the relevance of the prior art docu- 
ments submitted and the point in time at which they are 
submitted. Obviously, if the prior art documents antici- 
pate or clearly render obvious one or more claims they 
will not knowingly be ignored. It must be recognized, 
however, that the likelihood of consideration by the ex- 
aminer decreases as the patent date approaches. Accord- 
ingly, protests must be filed early in order to ensure 

their consideration. 

The first sentence of §1.291(a) is deleted as unneces- 
sary. Section 1.291(a) also is changed from the proposal 
to make clear that it applies to pending applications and 
that all protests will be referred to the examiner having 
charge of the subject matter involved. 

Section 1.291(b) incorporates the existing Office poli- 
cy of permitting persons to submit prior art citations or 
copies of prior art after a patent has been granted. The 
section is changed from the proposal by the addition of 
the words “any papers related thereto” to recognize that 
statements as to the pertinence of prior art may be sub- 
mitted. Both the citations and the related papers are to 
be entered without comments. The material submitted is 
not examined by the Office but is available to members 
of the public inspecting Office records. 

Some suggestions were received for major modifica- 
tions of §1.291. It was suggested that an advisory a 
ion of the examiner be placed in the patent file 
protests were received issuance of the patent. Sev- 
eral persons supported a suggestion for examiners to 
state whether a “new issue” was raised by prior art cited 
by a protester. Another suggestion was that a procedure 
similar to that used in the recent Trial Voluntary Protest 
Pro * be adopted on a continuing basis. These sug- 
— were carefully considered, but are not adopted. 

suggestions extend substantially beyond §1.291 as 
proposed, and their benefits do not appear sufficient to 
Patty the added cost at this time. 

Materials submitted to the Office under §§1.291 and 
1.292 are to be served upon the applicant, patentee, at- 
torney or agent when possible. term “ tee” is 
used in its ordinary sense as defined in 35 USC 100(d). If 
service is not possible, materials are to be submitted in 
ee ae 
plicate copy. The roposal is changed by adding the 
words “with the Office” after “filed” in §§1.291(c) and 
1.292(b) for clarity. 

In §1.292, the requirement that petitioner bear the Of- 
fice’s ex in conducting the public use proceeding 
is deleted. Section 1.292 is also amended to ensure that 
the existence of public use proceedings is recorded in 
the application file wrapper. Notice of a petition for a 

g will be entered in file in lieu 
of the petition itself when the petition and the accompa- 
nying papers are too bulky to accompany the file. Any 
public use papers not physically entered in the file will 
be publicly available whenever the application file wrap- 


_ Amended §1.56 — the duty to disclose informa- 


‘and inequitable conduct, which is believed con- 
sistent with the prevailing case law in the federal courts. 


The expanded wording of the section is intended to be 

Loy a a Ny Rae yee tee a ep tee 

ly developed doctrines concerning fraud. The section 
“923 O.G. 2; 930 O.G. 1454; 938 O.G. 945. 
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should have a stabilizing effect on future decisions in the 
Office and may afford gui to courts as well. 

A majority of comments received favored §1.56 as 
La or with modifications. Persons opposed 

expressed concern over the imprecise definition of the 
duty of disclosure and the possibility that the proposal 
would substantially increase the burden on patent appli- 
cants. Some stated that there would be increased litiga- 
tion as a result of the proposal. Several suggestions were 
received on better ways to define the individuals who 
should disclose information and the kinds of information 
that should be disclosed. 

The first sentence of §1.56(a) is changed from the pro- 
posal by adding the word “substantively,” so that indi- 
viduals having a duty of disclosure are limited to those 
who are “substantively involved in the preparation or 
prosecution of the application.” This change is intended 
to make clear that the duty does not extend to typists, 
clerks, and simila: personnel who assist with an applica- 
tion. This phrase, when taken with the last sentence of 
§1.56(a), is Seieat to provide an adequate indication of 
the individuals who are covered by the duty of disclo- 
sure. The word “with” is inserted in the first sentence of 
§1.56(a) before “the assi: ” and before “anyone to 
whom there is an obligation to assign” to make clearer 
that the duty applies only to individuals, not to organi- 
zations. 

Numerous comments concerned the term “relevance” 
that was used in the proposal. In response to the com- 
ments, ea is substituted in §1.56 and related sec- 
tions which is believed to establish a clearer standard for 
determining whether information need be disclosed to 
the Office. “Relevant” is replaced by “material” because 
the latter term connotes something more than a trivial 
relationship. It cy “Ip to be more commonly used in 
court opinions. addition, the third sentence of 
§1.56, which defines materiality, is rewritten. The sen- 
tence now states that information is material “where 
there is a substantial likelihood that a reasonable examin- 
er would consider it important in deciding whether to 
allow the application to issue as a patent.” The sentence 
paraphrases the definition of materiality used by the Su- 
preme Court in its recent decision in TSC Industries v. 
Northway.5 Although in that case the court was con- 
cerned with rules promulgated by the Securities and Ex- 
change Commission, the Court’s articulation of material- 
ity is believed consistent with the prevailing concept 
that has been applied by lower courts in recent patent 
cases. 


The definition of materiality in §1.56 will have to be 
interpreted in the context of patent law rather than secu- 
rities law. Principles followed by courts in securities 
cases should not be translated to patent cases automati- 
cally. It is noteworthy, however, that in formulating the 
definition of materiality in TSC Industries the Supreme 
Court considered some of the same matters over which 
concern was expressed in the public comments on pro- 
posed§1.56. The court noted that the standard of materi- 
ality should not be so low that persons would be 
“subjected to liability for insignificant omissions or mis- 
statements,” or so Ree ey liability would 

cause management “simply to shareholder in an 
avalanche of trivial information—a result that is hardly 
conducive to informed decision 

Although the third sentence of §1,36(a) refers to. deci 
sions of an examiner, it is intended that the duty of dis- 
closure would apply in the same manner in the less com- 
mon instances where the official making a decision on a 
patent application is someone other than an examiner— 
e.g., a member of the Board of Patent Interferences or 
the Board of Appeals. This is implicit in the duty “of 
candor and good faith” toward the Office that is speci- 
fied in the first sentence of §1.56(a). 

Comments and questions were received concerning 
the term “information” used in the second and third sen- 

5426 U.S.—, 48 L. Ed. 2d 757, 96 S. Ct. 2126, 44 U.S.L.W. 4852, decided 
June 14, 1976. 

°426 U.S. at—, 48 L. Ed. 2d at 765, 96 S. Ct. at 2132, 44 U.S.L.W. at 
4855. 
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tences of §1.56(a) and elsewhere. It means all of the 
kinds of information required to be disclosed under cur- 
rent case law. In addition to prior art patents and publi- 
cations, it includes information on prior public uses, 
sales, and the like. It is not believed practicable to define 
information in the text of the rule at this time. However, 
the rule is not intended to require disclosure of informa- 
tion favorable to patentability—e.g., evidence of com- 
mercial success of the invention. Neither is it meant to 
ire disclosure of information concerning the level of 
skill in the art for purposes of determining obviousness. 
Several comments were received concerning the duty 
to disclose information the patent applicant regards as 
confidential, including information the applicant has re- 
ceived from another party under an injunction of secre- 
cy. This problem has existed prior to amendment of 
§1.56. The Patent and Trademark Office, of course, 
keeps information disclosed by applicants confidential 
until a patent is issued. It has been suggested that the 
Office should develop a mechanism for continuing to 
hold information in confidence after issuance of a patent 
if in the judgment of the examiner the information is not 
material to the examination of the application. The feasi- 
bility of offering a rule for public comment on this topic 
at a later date will be considered. 


New §1.56(b) is added to make clear that information | 


may be disclosed to the Office through an attorney or 
agent of record or through a pro se inventor, and that 
other individuals may satisfy their duty of disclosure to 
the Office by disclosing information to such an attorney, 
agent or inventor. Information that is not material need 
not be passed along to the Office. 

Proposed sections 1.56 (b) and (c) have been revised 
and shortened and ap at §§1.56 (c) and (d). The pro- 
posal was criticized for leaving it open to the Office to 
apply a different standard of materiality from the one set 
forth in §1.56.7 Section 1.56(d) as adopted states that an 
application “shall” be stricken when the criteria set forth 
are met. Thus §1.56(d) as adopted establishes a single 
standard for striking applications. 

The term “inequitable conduct” is dropped from 
§1.56(d) as covering too great a spectrum of conduct to 
be subject to mandatory striking. Inequitable conduct 
that is equivalent to fraud is intended to come within the 
definition of fraud. The Court of Customs and Patent 
Appeals already has interpreted “fraud” in existing 
§1.56 to encompass conduct of this sort. Moreover, 
§1.56(d) as adopted calls for striking an application ei- 
ther for fraud or for a violation of the duty of disclo- 
sure. 

In §1.56(d) “bad faith” is substituted for the term “de- 
liberate” that was used in the proposal. This change is to 
make clear than an intent to deceive (or gross negli- 
yeme equivalent to such an intent) must be shown be- 
ore an ona will be stricken. Bad faith is not pres- 
ent if information is .withheld as a result of an error in 
judgment or inadvertence. 

Several comments concerned whether attorneys and 
agents could. represent their clients’ interests and at the 
same time comply with §1.56. Similar comments were 
directed to §§1.97 to 1.99. It is of course in the interest 
of the client to have a valid patent and this cannot be 
obtained without disclosure of known material facts. It 
is not inconsistent for an attorney or agent to fulfill his 
duty of candor and good faith to the Office and to act 
as an advocate for his client. The submission of informa- 
tion under §1.56 does not preclude the submission of ar- 
guments that such information does not render the sub- 
ject matter of the application unpatentable. 

In §1.65 a new third sentence is added to require the 
patent applicant to acknowledge the duty of disclosure. 
The lan is changed from the proposal to be consis- 
tent with changes made in §1.56. To allow time for the 
Office and applicants to revise printed oath and declara- 
tion forms now in use, the mandatory acknowledgement 
of the duty of disclosure in amended §1.65 does not be- 

7See discussion accompanying proposed rules in Federal Register of Oct. 
4, 1976, page 43731, first sentence. 

"Norton v. Curtiss, 433 F.2d 779, 792, 167 USPQ 532, 543 (CCPA 1970). 
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come effective until January 1, 1978. Applicants at their 
option may include the new language in oaths and dec- 


larations filed prior to the effective date. The Office will 
publish a separate notice in the Federal Register adding 
a sentence acknowledging the duty of disclosure to ap- 
propriate forms in 37 CFR Part 3, “Forms for Patent 
Cases.” 


The word “statement” is deleted from the title of 
§1.65 to avoid confusion with the prior art statement of 
§1.97 through 1.99. 

Amended §1.346 emphasizes that there must be a rea- 
sonable basis to support every allegation of a 
conduct made by a registered practitioner in any ice 
proceeding. The language that was proposed is clarified 
in the section as adopted. Although §1.346 is limited to 

pers filed in Office proceedings, the amendment to 

1.346 is not intended to imply that disciplinary action 
never will be taken against a registered practitioner un- 
der§1.348 for a groundless allegation of improper con- 
duct in a court proceeding. 


Prior Art Statement 


New §§1.97, 1.98 and 1.99 deal with prior art state- 
ments and provide a mechanism by which patent 
applicants may comply with the duty of disclosure pro- 
vided in §1.56. The sections have been substantially 
or from the proposal, in response to comments re- 
ceived. 

Unlike the corresponding part of the proposal, the 
sections as adopted are not mandatory, though appli- 
cants are strongly encouraged to follow the procedures 
described in them. Applications will be examined wheth- 
er or not a prior art statement is filed and whether it 
complies with the rules or is defective. It is nevertheless 
believed that applicants will find that the use of prior art 
statements complying fully with the requirements of 
§§1.97 through 1.99 will be the best way to satisfy the 
duty of disclosure. The Patent and Trademark Office 
cannot assure that prior art disclosed in other ways will 
be considered by the examiner. 

Sections 1.97 through 1.99 do not prescribe the con- 
tent of what materials should be submitted in the prior 
art statement; this is for the applicant and the attorney 
or agent to decide in the light of the duty of disclosure 
expressed in §1.56. The only criterion contained in 
§§1.97 through 1.99 as to content of the art cited is in 
§1.97(b). This subsection indicates that the statement 
will be construed as a representation that the prior are 
listed includes what the submitter considers to be the 
closest art of which he is aware. The submitter need not 
decide which particular items of prior art are the closest 
or identify any items as such; the representation is sim- 
ply that he is not withholding known prior art which he 
considers closer than that which is submitted. Section 
1.97(b) makes clear that the prior art statement is not 
representation that a search has been made or that no 
better art exists. 

In §1.97(a) the time for filing the prior art statement is 
extended from the two months of the original proposal 
to three months. In most cases prior art submitted with- 
in three months will be available to the examiner before 
he takes up the case for action, though it will be helpful 
if citations are made as promptly as ible. 

Section 1.98 lists the elements of the prior art state- 
ment: a listing of the art, a concise explanation of the 
relevance of each listed item, and copies of the art or 


the “amen it portions thereof. 
¢ prior art statement resembles somewhat the “pat- 


entability statement” of the proposal and the “patentabil- 
ity brief’ proposed elsewhere.’ The name has been 
changed to reflect a change in the requirements of 
§1.98(a). Unlike the proposed version of this paragraph, 
which called for an explanation of why the claiined in- 
vention is believed patentable over the cited art, the 
paragraph as adopted calls only for a concise explana- 
tion of the relevance of each listed item. This may be 

%E.g., Federal Register of Sept. 9, 1968, 34 FR 14176, 866 O.G. 1402; S. 
2255, 94th Congress, §131(b). 
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nothing more than identification of the particular figure 
or paragraph of the patent or publication which has 
some relation to the claimed invention. It might be a 
simple statement pointing to similarities between the 
item of prior art and the claimed invention. It is permis- 
sible but not necessary to discuss differences between 
the prior art and the claims. It is thought that the expla- 
nation of relevance will be essentially as useful to the 
examiner as the formerly proposed explanation of pat- 
entability, and should be significantly less burdensome 
for the applicant to prepare. 

Section 1.98 requires a copy of each patent or publica- 
tion cited, including U.S. patents, to accompany the pri- 
or art statement. Several comments questioned the need 
for burdening the epplicant to Supply copies of materials 
that are present in the Office’s files. However, substan- 
tial time and effort often is needed to locate a document 
in the Office’s files. Since the person submitting the pri- 
or art statement generally has available a copy of the 
item being cited, it is believed that expense and effort 
can be minimized by having that person supply the copy 
in all cases. Consideration has been given to proposals to 
allow the applicant to submit an order for copies of the 
patents along with his statement instead of actually sub- 
mitting copies. This will be further studied, but to date 
no way has been found to assure that the copies will be 
available to the examiner by the first action unless the 
applicant submits them with the prior art statement. 

Other changes to §§1.97 through 1.99 from the pro- 
posal eliminate unnecessary language and clarify the re- 
quirements. 

A notice published in 1974" contained guidelines for 
the citation of prior art by applicants. Many of those 
guidelines are repeated or superseded by §§1.97 through 
1.99. In order to allow applicants, attorneys and agents 
time to adjust their procedures to comply with the re- 

uirements for prior art statements, the effective date of 
$1. 97 through” 1.99 will be July 1, 1977. Until these 
new sections become effective, applicants should contin- 
ue to follow the 1974 guidelines. Issuance of a revised 
notice, to take effect July 1, 1977, is under study. 

A survey conducted by the Office in 1976 concludes 
that many applicants have not been citing prior art to 
the Office." It is hoped that with the duty of disclosure 
expressly set forth in $1.56, applicants will perceive that 
it is to their advantage to use the procedures of §§1.97 
through 1.99. 

Section 1.51 is amended by designating the existing 
rule as §1.51(a) and adding new §1.51(b) which contains 
a reference to §§1.97 through 1.99. 


Foreign Language Oaths 
Amended §1.52 and new §1.69 are adopted as pro- 


Section 1.69 requires that oaths and declarations be in 
a language which is understood by the individual mak- 
ing the oath or declaration, i.e., a language which the in- 
dividual comprehends. If the individual comprehends 
the English language, he must use it. If the individual 
cannot comprehend the English ave any oath or 
declaration must be in a language which the individual 
can comprehend. © ap indiaddaal tone 0 Unasean cites 
than English for an oath or declaration, the oath or dec- 
laration must include a statement that the individual un- 
derstands the content of any documents to which the 
oath or declaration relates. If the documents are in a lan- 
guage the individual cannot comprehend, the documents 
a oe is able to understand 
them. 
The Office will provide approved translations for as 
many of the oath or declaration forms which appear in 
Part 3of Tile 37 ofthe Code of Federal Regulations 
practicable, and in as many as practicable, 
probably using a side-by-side Enelishforeign magmas 
format. The availability of the foreign language forms 

“Notice of Aug. 12, 1974, 926 0.G. 2. 

uBNA’s Patent. Trademark and Copyright Journal, No. 301, Oct. 28, 
1976, page D-1. 
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The change in §1.52, providing for an exception to 
the requirement that oe and declarations be in the 
no language, is necessitated by the adoption of 

1 

Although very few persons opposed §§1.52 and 1.69, 
several suggested that the philosophy behind the change 
be extended to the specification, pogerne the specifica- 
tion to be in a = pa which the applicant under- 
stands, accompanied by an English translation. This sug- 
gestion was not pi tired feasible because of the 
obvious burdens on the app plicant and the danger to the 
applicant and the public if the translation is not literally 
correct. Also, if a large number of a 
filed in a foreign language, there wo 
administrative burdens on the Office. precy is ue 
ed to the Manual of Patent Examining Procedure. 
§608.1, which permits non-English neue applications 
to be filed in certain limited circumstances. 

Other suggested modifications of the pro; rule in- 
cluded: (1) using an English language oath or declara- 
tion with one additional clause in a language understood 
by the person making the oath or declaration, the clause 
stating that the person understands all the documents to 
which the oath or declaration relates; and (2) extending 
the two month grace period for filling an English trans- 
lation of an oath or declaration filed under §1.65. 

After due consideration, suggestion (1) was believed 
not to accomplish the objectives of the rule as well as 
the adopted rule. Suggestion (2) would cause unsatis- 
factory delays in the initial processing of applications. 


Decisions and Files Made Public 


Section 1.14(d) makes more explicit the conditions un- 
der which significant decisions of the Patent and Trade- 
mark Office will be made available to the public, and in- 
cludes reference to decisions of the Board of Patent 
Interferences, in addition to decisions of the Board of 
Appeals and the Commissioner. 

A large majority of the comments received were fa- 
vorable. Several commentators felt that more decisions 
would be made available as a result of the proposed sec- 
tion and that it would assist in publicizing aspects of Of- 
fice procedure which may not have been available 
previously. 

Some negative comments were based on the view that 
the Freedom of Information Act” required all decisions 
of the Office to be made ~~ available. A greater 
number of those opposing the oe section, howev- 
er, felt that applicants should have an absolute right to 
have their applications maintained in confidence and 
that no information should be made public without = 
cific authorization from them. One commentator felt 
that rulemaking on this subject should be deferred until 
currently pending litigation” under the Freedom of In- 
formation Act was finally resolved. _ 


deemed by the Commissioner to involve an interpreta- 
tion of patent laws or regulations that would be of sig- 

nificant precedent value, where such decisions are con- 
led eis ning aaennaee 1S or in 
interference files not otherwise open to —— 
applicable whether or not the decision is a final decision 
of the Patent and Trademark Office. 

The parenthetical phrase in the first sentence of the 
proposed section, which cited other provisions of the 
Se ee 
tion, is deleted as unnecessary and possibly 
Also, in view of several comments received, the period 
of time during which an applicant or party in interest 
may object to having a decision made public is extended 
from one month to two months. At least twenty days is 
given to request reconsideration and seek court review 
before a decision is made public over an objection. 

Section 1.14(d) is considered to place a duty on the 

2USC 552. 

'Jrons v. Gottschalk; Slip Opinion, No. 74-1365 (D.C. Cir., Oct. 21, 
1976). 
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Patent and Trademark Office to identify significant deci- 
sions and to take the steps necessary to inform the pub- 
lic of such decisions, by publication of such decisions, in 
whole or in part. It is anticipated, however, that no 
more than a few dozen decisions per year will be 
deemed of sufficient importance to warrant publication 
under the authority of this section. 

Amended §1.14(b) allows public inspection of aban- 
doned applications referred to in defensive publications. 
The comments received on the proposed amendment on 
this topic in 1974 expressed no opposition and the pro- 
posal is adopted without change. 

The amendment is intended to encourage use of the de- 
fensive publication program provided under §1.139. The 
objective of that program is to make available to the pub- 
lic the technical disclosure of applications in which the 
owner prefers to publish an abstract in lieu of obtaining an 
examination. Existing §§1.11(b) and 1.139 open the com- 
plete defensive publication application to inspection by 
the general public upon publication of the abstract. With 
the amendment, an abandoned application referred to in a 
defensive publication application will likewise be open to 
public inspection, avoiding any need to repeat its contents 
in the defensive publication application. Thus, public 
availability of the applications involved should be of bene- 
fit both to the applicant and the public. 

A suggestion was made that the section be extended 
still further to include abandoned applications referred 
to in foreign patents. This suggestion, however, goes too 
far beyond the proposal that was published and has too 
uncertain an impact to be adopted at this time. 

Amended §1.11(a) provides earlier access to the file of 
an interference which involved a patent or an applica- 
tion on which a patent has issued. All comments that 
were submitted on the 1974 proposal on this topic were 
favorable and two commentators felt the proposal 
should be extended further. The proposal is being 
adopted without change. 

Under present practice, access to the file of an inter- 
ference is not permitted until judicial review of the deci- 
sion of the Board of Patent Interferences has been 
exhausted. The amended section allows access to the file 
after final decision of the Board of Patent Interferences 
if that decision is an award of priority as to all parties. It 
is believed that such earlier access will be of benefit to 


members of the public by making available information 
relevant to the issuance of the patent whether or not the 
interference decision is still being adjudicated. 


Patent Appeals 


Section 1.194 clarifies the circumstances in which oral 
hearings should be requested, provides for oral argu- 
ments by or on behalf of examiners in certain appeals 
and reduces the time permitted for oral arguments. 

Comments relating to this section were favorable by a 
very substantial majority, although there were several 
reservations to the effect that §1.194({a) tended to dis- 
courage or downgrade oral arguments. Participation by 
examiners ‘was considered to be desirable not only from 
= standpoint of improving the overall presentation of 


ularly in complex cases, but also for 
the Yee a rg id experience benefits to the examiners 


themselves. 

The only opposition to the section was based on the 
feeling that oral hearings would be discouraged. The 
tule is intended’ to discourage oral hearings only to the 
same extent as the Office’s 1975 Official Gazette notice 
on the subject. * Section 1.194(a) indicates that oral hear- 
ings should not be requested as a matter of course in ev- 
ery appeal, but only in those circumstances’ where the 
appellant feels that such a hearing will be of material as- 
sistance to the proper presentation of the appeal. The 
section expressly provides that equal consideration will 
be accorded in deciding all appeals, whether or not an 
oral hearing is held. 

In appeals where the appellant has requested an oral 

See notice of Mar. 20, 1975, 933 O.G. 1010. 
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hearing §1.194(b) provides for oral argument by, or on 
behalf of, the P i examiner, if such argument is con- 
sidered to be helpful by either the primary examiner or 
the Board. This provision incorporates the present prac- 
tice of permitting examiners to present an oral argument 
before the .5 It gives the Board additional discre- 
tionary authority to request presentation of an oral argu- 
ment by, or on behalf of the examiner to ensure that all 
issues are fully and accurately presented. 

Section 1.194(c) provides, as does existing §1.194, that 
appeals will be assigned for consideration and decision 
without an oral hearing where none has been requested 
by the appellant. Where an oral hearing has been re- 
quested, a day of hearing will be set, and both appellant 
and the primary examiner will be notified. A provision 
for notice to the examiner is added to the proposed ver- 
sion. Additionally, §1.194(c) reflects the present practice 
of limiting oral — on behalf of the appellant to 
twenty ome id time permitted for argument by 
oe examiner has been shortened from twenty minutes, 

, to fifteen minutes. The examiner, unlike the 
pr ag will not ordinarily need time to present the 
facts of the case or for rebuttal. 

In any appeal where oral argument is to be presented 
by, or on behalf of, the primary examiner, the appellant 
will be given due notice of that fact. 

Proposed §1.196(b) would have authorized the Board 
of Appeals to reject allowed claims, in cases before it, 
whenever the Board had knowledge of grounds for so 


Ovi 
ile a majority of those commenting on this section 
favored in principle the concept of allowing the Board 
to have this right, significant concern was voiced that 
there was no statutory authority for the Board to actual- 
ly reject allowed claims. Further, the question of proper 
authority for judicial review of such action by the Board 
was a matter of concern. Other reasons advanced in op- 
position to the section were that applicants would be 
inhibited from appealing by the risk of having allowed 
claims rejected and that the proposal would create a 
higher presumption of validity in cases reviewed by the 
Board. A significant number commented that it would 
be more appropriate for the Board to remand the case to 
the primary examiner for consideration of the grounds 
raised by the Board. This would afford the applicant an 
7 portunity to demonstrate the patentability of the 
s and would remove any question as to statutory 
sethpnity. 

In view of the comments received, existing §1.196(b) 
will not be modified, but a new §1.196(d) is added pro- 
viding express authority for the Board of Appeals to in- 
clude, in its decision, a statement of any grounds for re- 
jecting any allowed claim that it believes should be 
considered by the primary examiner. Section 1.196(d) 
provides that the Board may remand the case to the ex- 
aminer for such consideration, and that the applicant 
shall have an opportunity to respond to the grounds set 
forth by the Board peonk ies to consideration, by the exam- 
iner. If the pr ly allowed claims are rejected by the 
examiner, the rejection may be appealed to the Board. 

The new section provides that a decision of 
the Board which includes a remand will not be consid- 
ered as a final decision in the case, but that the Board, 
following conclusion of the proceedings before the pri- 

mary ‘examiner, will either adopt its earlier decision as 
final or will render anew decision besed on all appealed 
claims, as it considers appropriate. In either case, final 
action by the Board will give rise to the existing alterna- 
tives available to an appellant following a decision by 
the Board. 

In situations where the primary examiner concludes 
ahte-cninideridion efit ethdence and anglement dat 
the remanded claims should be allowed, the new rule 
dealing with reasons for allowance (§1.109) provides an 

mechanism for him to explain, on the 
record, his reasoning for coming to this conclusion, not- 
withstanding the grounds set forth by the Board in its 
statement. 


MPEP, §1209. 
'6See notice of Mar. 20, 1975, 933 O.G. 1010. 
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Promulgation of new §1.196(d) does not affect the 
Board’s existing authority to remand a case to the prima- 
ry examiner without rendering a decision in appropriate 
circumstances. Section 1.196(d) is not intended as an in- 
struction to the Board to reexamine every allowed claim 
in every appealed application. It is, rather, intended to 
give the Board express authority to act when it becomes 
apparent, during the consideration of rejected claims, 
that one or more allowed claims may be subject to re- 
jection on either the same or on different grounds from 
those applied against the rejected claims. 


Reasons for Allowance 


New §1.109 is intended to emphasize and formalize 
the examiner’s authority to state his reasoning for 
allowing a claim or claims. The authority is discretion- 
ary with the examiner and is only to be used when the 
record does not otherwise reveal the reasons for allow- 
ance. 

A majority of the comments received favored the rule 
as proposed because it would tend to provide courts and 
others who were reviewing the patent with a clearer 
record. Those who opposed the rule most often gave 
the reason that the examiner might fail to state all the 
reasons or the strongest reasons why a claim was 
allowed, which could place unnecessary limitations on 
the claims or create an estoppel in subsequent litigation 
or licensing. 

To help insure that the examiner’s statement of his 
reasoning in allowing a claim will not unnecessarily limit 
the claims or create an estoppel, a final sentence is add- 
ed to the proposal which states that failure of the appli- 
cant to comment upon or rebut the examiner’s reasoning 

“shall not give rise to any implication that the applicant 
agrees with or acquiesces in the reasoning of the exam- 
iner.” 

Several commenters suggested that stricter enforce- 
ment of §§1.111 and 1.133 would eliminate the need for 
a new rule concerning reasons for allowance. Situations 
exist, however, where a statement of reasons for allow- 
ance could be helpful, for example when an examiner 
withdraws a rejection for reasons not suggested by the 
applicant; when an applicant submits several arguments 
for allowing a claim and the examiner finds not all of 
them persuasive: when an examiner allows a claim on 
the first Office action after citing very close prior art: 
and when the examiner allows a claim after remand 
from the Board of Appeals (see new §1.196(d)). 

The first sentence of the proposed rule is changed to 
define more precisely the circumstances in which an ex- 
aminer’s statement is appropriate, as well as to define 
more precisely the content of the statement. The state- 
ment will include the examiner’s “reasoning.” The exam- 
iner may state his reasoning whenever he “believes that 
the record of the prosecution as a whole does not make 
aye a reasons for allowing a claim or claims.” 

commented that the rule should pro- 
a a procedure for appeal from the examiner’s state- 
ment of his reasoning. The rule does permit licants 
to comment upon the examiner’s reasoning. If li- 
cant does not wish to comment, he may reserve for a 
later proceeding, without prejudice, any rebuttal. [Text 
of adopted rules appears in 37 CFR, revised 7-1-77] 
Effective Date. These amendments become effective on 
March 1, 1977, except for §§1.51, 1.97, 1.98, and 1.99 
which become effective on July 1, 1977, and §§1.65 and 
1.69 which become effective on January 1, 1978. 


C. MARSHALL DANN, 
Commissioner of Patents 


Jan. 18, 1977. 
and Trademarks. 


Betsy Ancker-Johnson, Ph.D. 
Assistant Secretary for 
Science and Technology. 


[955 O.G. 1054] 


Jan. 19, 1977. 
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(94) Guidelines for Implementation of 


Recently Revised Rules 


Recently a number of rules relating to Patent Examin- 
ing and Appeal procedures were revised. The new rules 
were published in the Federal Register at 42 F.R. 5588 
on January 28, 1977, and in the Official Gazette at 955 
O.G. 1054 on February 22, 1977. The following guide- 
lines are being Ct ee tire rename ho se 
which are being followed in implementing 37 CFR sec- 
tions 1.11, 1.97-1.99, 1.109, 1.194, 1.291 and 1.292. 


Files Open to the Public 


Section 1.11(b) is hes only to those reissue ap- 
plications filed on or after March 1, 1977. Those reissue 
applications already on file will not be automatically 

open to inspection but a liberal policy will be followed 
by the Office of the Solicitor in granting petitions for 
access to such applications. 


(Note.—These sections as changed will be incorporat- 
ed into the Manual text in Rev. 3 of the Manual.) 


For those reissue applications filed on or after March 
1, 1977, the following procedure will be observed: 

1) The filing of reissue applications will be announced 
in the ial Gazette and will include certain iden- 
tifying data as specified in section 1.11(b). Any 
ppc ar st of the he genera lication may request access to 
a ied after March 1, 

1977. Since no mye Of such request is intended to 

be kept, an oral request will suffice. 

2)The reissue application files will be maintained in 
the ane groups and inspection thereof will be 
su group personnel. Although no gener- 
al mit is on the amount of time spent re- 


viewing the files, the Office may impose limitation, 
if Sone poe a where the application is actively 


3) Whee the reissue application has left the examining 
group for administrative processing, requests for ac- 
cess should be directed to the appropriate supervi- 
sory personnel in the Division or Branch where the 
application is currently located. 

4) Requests for copies of papers in the reissue applica- 
tion file must be in writing addressed to the Com- 
missioner of Patents and Trademarks, Washington, 
D.C. 20231 and may be either mailed or delivered 
to the Office mailroom. The price for copies made 
by the Office is thirty cents per page. 


Prior Art Statements 


This notice supersedes the notices of August 12, 1974 
(926 O.G. 2) and May 19, 1975 (935 O.G. 902) relating 
to citations of prior art. Al new sections 1.97 
through 1.99 are not effective until July 1, 1977, and are 
not mandatory upon provide an ideal 


ape ony pati 
exists or that a search has 
tion in the is 
months after bab ate 
art statement has been submi 
ment may be submitted 
phe ain yt Fa ae 
2)The statement shall include a listing of the patents 
or other information which the prepar- 
er of the statement wishes to cite and a concise ex- 
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planation of the relevance of each listed item. Cop- 
ies of the pertinent portions of all listed documents 
shall be supplied along with the statement, both 
when incorporated into the specification and when 
filed separately. If two or more patents or publica- 
tions considered material are substantially identical, 
a copy of a representative one shall be included 
with the statement and others may merely be listed 
with an indication of which are considered to be 
substantially identical. 

3)A translation of the pertinent portions of foreign 
language patents or publications considered material 
should be transmitted if an existing translation is 
readily available to the applicant. It will be suffi- 
cient, however, to transmit an equivalent English 
language patent or publication so long as it is identi- 
fied as an equivalent. 

Where the applicant has submitted copies of prior 
art in accordance with these guidelines in a prior 
application, reference to the prior application and 
the submission therein will be sufficient for the con- 
tinuing application as far as the copies are con- 
cerned. As far as the statement per se is concerned, 
the relevance of the prior art to the claimed subject 
matter must be indicated if it differs from its rele- 
vance as explained in the prior application. 

4) If prior to the issuance of a patent an applicant pur- 
suant to his duty of disclosure under 37 CFR 1.56, 
wishes to bring to the attention of the Office addi- 
tional patents, publications or other information not 
previously submitted, the additional information 
should be submitted to the Office with reasonable 
promptness. It may be included in a supplemental 
prior art statement or may be incorporated into oth- 
er communications to be considered by the examin- 
er. Any transmittal of additional information shall 
be accompanied by explanations of relevance and 
by copies in accordance with the requirements 
aforementioned. The transmittal should include a 
statement explaining why the prior art was not ear- 
lier submitted. 

While the Patent and Trademark Office will not 
knowingly ignore any prior art which might anticipate 
or suggest the claimed invention, no assurance can be 
given that cited art or other information not submitted 
in accordance with these guidelines will be considered 
by the examiner. 

After the claims have been indicated as allowable by 
the examiner, e.g., by the mailing of an Ex parte Quayle 
action, a notice of allowability (PTOL—327), an examin- 
er’s amendment (PTOL—37), or a Notice of Allowance 
(PTOL—85), any citations submitted will be placed in 
the file. Since prosecution has ended, however, such 
submissions will not ordinarily be considered by the ex- 
aminer unless the citation is accompanied by: 

(a) A proposed amendment cancelling or further 
restricting at least one ind dent claim and nar- 
rowing the scope of protection sought; 

(6) A timely affidavit under 37 CFR 1.131 with re- 
spect to the material cited; or 

(c) A statement by the applicant or his attorney or 
agent that, in the judgment of the person making 
the statement, the prior art or other information 
cited raises a serious question as to the patentabili- 
ty of the claimed subject matter, or is closer prior 
art than that of record. 

If the material is submitted after the base issue fee has 
been paid, it must also be accompanied by a petition un- 
der 37 CFR 1.183 requesting a waiver of 37 CFR 1.312. 
Such petition, if granted, would result in review of the 
art by the examiner and possible entry of the amend- 
ment. 

In each instance where an examiner considers, but 
does not cite on form PTO—892, specific prior art re- 
ferred to in a paper placed in the application file, the ex- 
aminer will place a notation adjacent to the reference 
according to the following: 

If included in the specification, the examiner will 
write his or her initials adjacent to any references 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


checked and enter “checked” in the left margin op- 
posite the initials. If presented in a separate paper or 
in the remarks of an amendment, the examiner’s ini- 
tials and “checked” will be entered adjacent to the 
citations or wherever possible to indicate clearly 
those checked. 


Reasons for Allowance 


‘Ine of the primary purposes of the change in Section 
1.109 is to improve the quality and reliability of issued 
patents by providing a complete file history which 
should clearly reflect, as much as is reasonably possible, 
the reasons why the application was allowed. Such in- 
formation facilitates evaluation of the scope and strength 
of a patent by the patentee and the public and may help 
avoid or simplify litigation of a patent. 

The practice of stating the reasons for allowance is 
not new and the rule merely formalizes the examiner’s 
existing authority to do so and provides applicants an 
opportunity to comment upon any such statement of the 
examiner 


When the examiner determines that it is necessary or 
desirable, a “Statement of Reasons for Allowance” will 
be prepared. The “Statement” will usually be an attach- 
ment to either a notice of allowability (PTOL—327) or 
Examiner’s Amendment (PTOL—37). Any comments 
considered necessary by applicant must be submitted no 
later than the issue fee and should preferably accompany 
the issue fee. Submission with the issue fee avoids any 
delay in the processing of the application and avoids the 
necessity to associate the comments with the application 
while it is in issue except at the time the file must be 
pulled to record the payment of the issue fee. Such com- 
ments will be entered in the application file by the 
Allowed Files Branch with an appropriate notation on 
the “contents” list of the file wrapper, but will not be 
reviewed by. the examiner. 


Oral Hearings Before Board of Appeals 


Section 1.194 clarifies the circumstances in which oral 
hearings should be requested and provides for oral argu- 
ments by, or on behalf of, primary examiners in certain 


appeals. 
nder Section 1.194, the following procedures will be 
in effect: 
1)In accordance with Section 1.192, appellants who 
desire an oral hearing must request the same at the 
time of filing the appeal brief. 
2)If appellant has requested an oral hearing and the 
primary examiner intends to present an oral argu- 
ment, the last paragraph of the examiner’s answer 
will indicate this intention. 
3) Notice of the oral hearing will be given to the ap- 
liant and, at the same time, to the primary exam- 
iner in those cases in which the primary examiner 
has indicated an intention to present an oral argu- 


ment. 

4) After an oral hearing has been confirmed and the 
date set as provided in Section 1.194(c), the applica- 
tion file will be delivered to the examiner via the 
appropriate Group Director at least one week prior 
to the date of the hearing for those cases in which 
the examiner is expected to be present at the hear- 
ing. In those cases where the Board requests the 
presentation of an oral argument by, or on behalf 
of, the primary examiner, the appellant will be so 
notified. The Board’s request for an oral argument 
may, where appropriate, indicate specific points or 
questions to which the argument should be particu- 
larly directed. The application file will be returned 
to the Board before the hearing. 

5)In those appeals in which an oral hearing has been 
confirmed and either the primary examiner or the 
Board has indicated a desire for oral argument, such 
oral argument may be presented whether or not ap- 


pellant appears. 
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Protests and Public Use Proceedings 


Amended sections 1.291 and 1.292 give greater recog- 
nition to the value of written protests and public use pe- 
titions and are intended as an aid in avoiding the issu- 
ance of invalid patents. 

Under sections 1.291 (b) and (c) and 1.292(b), the 
——- procedures will be observed 

1) Only in those instances where it Se not been possi- 
ble to serve protest papers upon the applicant, attor- 
ney or agent, should duplicates of the papers sub- 
mitted be provided. In this case the appropriate 
examining group will attempt to get the duplicate 
copy to the aj spree attorney or agent. However, 
every effort should be made by the protester to ef- 
fect service. 

2) Citations of prior art and any papers related thereto 
may be entered in the file after a patent has been 
guns by submitting them to the attention of the 

rd Room, where they will be entered without 
comment by the Office. If after diligent effort it has 
not been possible to serve the prior art citations and 
related papers on the patentee, his attorney or 
agent, duplicate copies should be submitted in 
which case the Record Room will attempt to get 
the duplicate copy to the owner of record. 

3) When public use petitions and accompanying papers 
are submitted they, or a notice in lieu thereof, will 
be entered in the application file. Duplicate c 
should be submitted only when, after diligent effort, 
it has not been ible for petitioner to serve a 
copy of the petition on the applicant, his attorney 
or agent in which case the ice of the Solicitor 
will attempt to get the duplicate copy to the appli- 
cant, his attorney or agent. 

4)To ensure consideration by the examiner, protests 
should be timely submitted, i.e., before final rejec- 
tion or allowance. Consideration of protests filed af- 
ter final rejection or allowance will depend upon 
the relevance of the prior art documents and the 
point in time at which they are submitted. Docu- 
ments which clearly anticipate or render obvious 
one or more claims will not knowingly be ignored. 
If protests are not timely submitted or if they fail to 
comply with section 1.291(a) as to the submission of 
a copy of each prior art document relied upon, they 
will be pe totem oe edged and referred to the examiner 
having charge of the subject matter involved for en- 
try in the application file and such consideration as 
seems warranted. 

In each instance where an examiner considers but 
does not cite on form PTO—892 specific prior art re- 
ferred to in a protest, the examiner will place a notation 
in the protest pooer adjacent to the reference which will 
include his or her initials and the term “checked.” 

Additional future guidelines as to protest procedures 
may be developed after gaining experience with the new 
practice. 


C. MARSHALL DANN, 
Mar. 18, 1977. Commissioner of Patents 
and Trademarks. 
[957 O.G. 11] 


(95) Further Guidelines Relating to 37 CFR 1.175 
and 1,291, as Amended Effective March 1, 1977 


The experience with the above revised rules since 
their effective date has indicated the desirability of fur- 
ther guidelines relating to the manner in which they are 
to be implemented. The following guidelines are supple- 
mental to those which have already been provided in 
the publication of the rules in the Federal Register of 
January 28, 1977 (42 F.R. 5588) (955 O.G. 1054, Febru- 
ary 22, 1977), and in the earlier Guidelines published at 
957 O.G. 11 on April 12, 1977. Copies of the latter two 
Official Gazette publications appear as items 59 and 60 of 
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the current “Consolidated Listing of Recent Official Ga- 
zette Notices” published at 966 O.G. 22-32. The present 
guidelines are also supplemental to the appropriate sec- 
tions of the Manual of Patent Examining Procedure, 
e.g., Sections 1401-1401.12 relating to reissue, and Sec- 
tion 1309.02 relating to protests. Sections 721 and 721.01 
of the MPEP contain guidelines to be followed if either 
a feissue or other ication, or a protest relative to 
any application, raises questions of “fraud” or “violation 
of the duty of disclosure.” Accordingly, the above-noted 
materials should be consulted in addition to these further 
guidelines, which are in themselves not intended to com- 
pletely treat the subjects involved. For the most part, 
the guidelines herein merely identify and clarify existing 

Sonam and practices. The Patent and Trademark 
Office has a general study underway of the procedures 
for handling reissue applications and protests which may 
result in future modifications in these guidelines. 

Section 1.175(a)(4) of the revised rules reco that 
reissues may be filed to have the patentability of the 
original patent, without changes therein, considered in 
view of prior art or other information relevant to pat- 


entability which was not previously considered by the 
Office. 


The experience to date reveals the need to clarify 
what should be filed by the applicant in order to seek 
the reexamination contemplated by sub-section (a)(4) 
and also the type and content of the examination which 
the examiner will give to applications filed under sub- 
section (a)(4). 

First, sub-section (a)(4) does not contemplate, or per- 
mit, the filing of a reissue application without an oath or 
declaration. To the contrary, an oath or declaration is 
required, and such oath or declaration must comply with 
each of sub-sections (a)(4), (a)(5), and (a)(6). Thus, under 
sub-section (a)(4) the oath or declaration must particu- 
larly specify the “prior art or other information relevant 
to patentability, not previously considered by the Of- 
fice,” which the reissue applicant considers “might cause 
the examiner to deem the o coe patent wholly or coe 
ly inoperative or invalid.” reissue oath or dec 
tion must also request, under sub-section (a)(4), that “if 
the examiner so deems, the applicant be permitted to 
amend the patent and be granted a reissue patent.” 

Under sub-section (a)(5), the reissue oath or declara- 
tion, including those filed under sub-section (a)(4), must 
particularly specify “the errors or what might be 
deemed to be errors relied upon, and how they arose or 
occurred.”' This sub-section has two specific require- 
ments, both of which must be complied with in, or by, the 
reissue oath or declaration. Thus, insofar as (a)(4) reissue 
oaths or declarations are concerned, the oath or declara- 
tion must particularly specify ““what might be deemed to 
be errors.” For example, if the reissue applicant is seek- 
ingsomamnsation ip Van of eens prior art or other 

information, the reissue oath or declaration must point 
out “what might be deemed to be errors” in patentabili- 
ty in view of such prior art or other information. More 
specifically, the or declaration, in fiate cir- 
cumstances, might state that some or all c might be 
eS at cee ae 
ences X and Y which were not of record in the patented 
files. Usually, a general statement will suffice. But where 

ropriate, such as where the pertinence of the new 
cleanin i X and Y are not evident, more ify 
about “what might be deemed to be errors” be 
provided. Of course, the reissue applicant does not have 
to, and presumably does not, agree that “errors” exist. 
However, the reissue applicant does have to, in the reis- 
sue oath or declaration of the sub-section (a)(4) type, 
particularly specify “what might be deemed to be errors 
relied upon.” 
In addition to specifying “what might be deemed to 
be errors relied wi ” sub-section (a)(5) also requires 
“particularly specifying ” “how they arose or occurred.” 
This means, of course, that the reissue oath or declara- 
tion must specify the manner in which that which 
“might be deemed to be errors” “arose or occurred.” 
For example, if the (a)(4) reissue is being filed for reex- 





1062 TMOG 154 


amination in view of prior art or other information, the 
reissue oath or declaration must indicate when and the 
manner in which the reissue applicant became aware of 
the possible error in the patent, e.g., third party allega- 
tion, discovery of prior art or other information subse- 
quent to issuance of patent, knowledge of prior art or 
other information before issuance of patent with signifi- 
cance being brought out after issuance by third party, 
through allegations made in litigation involving the pa- 
tent, etc. It is particularly important that the reissue oath 
or declaration adequately specify how “what a be 
deemed to be errors” arose or occurred. If the reissue 
oath or declaration does not particularly specify “how,” 
i.e., the manner in which any possible errors arose or 
occurred, the Office will be unable to adequately evalu- 
ate reissue applicant’s statement in compliance with 
(a)(6) that the “errors, if any, arose ‘without any decep- 
tive intention’ on the part of the applicant.” 

Sub-section (a)(6) ey requires that the reissue 
oath or declaration, including those ser filed under sub-sec- 
tion (a)(4), contain the averment that the “errors, if any, 
—_ ‘without any ive intention’ on the part of 

the applicant.” This requirement must not be overlooked 
in filing since the requirement for an absence of “decep- 
tive intention” is a necessary part of any reissue applica- 
tion, including those of the (a)(4) type. 

The ieaienas and importance roe sub-sections (a)(5) 
and (a)(6) must not be overlooked or minimized insofar 
as reissue Oaths or declarations are concerned, including 
those filed under sub-section (a)(4). These sub-sections, 
to a large extent, enable the Office to make its determi- 
nation required by statute that any error is “without any 
deceptive intention.” 

In addition to meeting the requirements of Sections 
1.175 (a)(4)-{a)(6) insofar as the reissue oath or declara- 
tion is concerned, the reissue —— at the time of fil- 
ing the reissue application, including the (a)(4) type reis- 


anaes o must also be aware of the requirements of 
37 C 


1.56, as revised effective March 1, 1977. Reissue 
applicants may, of course, utilize new Sections 1.97-1.99 
to comply with the duty of disclosure required by Sec- 
tion 1.56. While Section 1.97(a) provides for filin ing of the 
prior art statement within three months of the filing of 
the application, reissue applicants are encouraged to file 
the prior art statement at the time of filing the application 
in order that such prior art statements will be availale to 
the public during the two-month period provided by Sec- 
tion 1.176. 

In situations in which the patent for which reexamina- 
tion is being sought is, or has been, involved in litiga- 
tion, which raised a question material to examination of 
the reissue application, such as the validity of the patent, 
or any allegation of fraud, the existence of such litiga- 
tion must be brought to the attention of the Office at the 
time of, or shortly after, filing the application, either in 
the reissue oath or declaration, or in a separate paper, 
preferably accompariying the application as filed. Liti 
tion filing of the reissue application 
should be promptly brought to the attention of the Of- 
fice. The details and documents from the litigation, inso- 
far as they are “material to the examination” of the reis- 
sue application as defined in 37 CFR 1.56(a), should 
accompany the application as filed, or be submitted as 
promptly thereafter as ible. For example, the de- 
lenses raised against validity of the patent, or charging 
fraud or inequitable conduct in the litigation, would nor- 
mally be Se ee 
dheation It would, in most situations, be appropriate to 
bring such defenses to the attention of the Office by fil: 
ing in the reissue application a copy of the Court papers 
raising such defenses. As a minimum, the applicant 
should call the attention of the Office to the litigation, 
the existence and nature of any er . relating to 
validity and/or “fraud” relating to original patent, 
and the nature of litigation materials relating to these is- 
sues. Enough information should be submitted to clearly 
inform the Office of the nature of these issues so that the 
Office can intelligently evaluate the need for asking for 
further materials in the litigation. Thus, the existence of 
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supporting materials which may substantiate allegations 
of invalidity or “fraud” should, at least, be fully de- 
scribed, or submitted. The Office is not, of course, inter- 
ested in receiving voluminous litigation materials which 
are not relevant to the Office’s consideration of the reis- 
sue application. The status of the litigation should be 
updated in the reissue application as soon as significant 
events happen in the litigation. 


The Examination of Reissue Applications, 
Including Those Filed Under 37 CFR 1.175(a)(4) 


The examination of reissue a including 
those filed under sub-section (a)(4), will be in accor- 
dance with Sections 1401-1401.12, M. PE E P. Attention is 
particularly directed to Section 1401.09, M.P.E.P. which 
refers to the two aspects of reissue examination, i.e., ex- 
amination in the same manner as an original application 
and examination for compliance with the reissue statute 
and rules. The purpose of the present guidelines is to 
supplement those presently in existence and to empha- 
— certain points, particularly as they relate to reissue 
applications filed under sub-section (a)(4). 
examining the reissue application the examiner 
will consider whether or not applicant, in the reissue 
oath or declaration, has complied with each of the re- 
quirements of 37 CFR 1.175. For example, in all reissue 
applications, the reissue oath or declaration must comply 
with the requirements of the first sentence of 37 CFR 
1.65. When the reissue application is other than the 
(a)(4) type, the reissue oath or declaration must comply 
with the appropriate sub-sections (a)(1) to (a)(3) and sub- 
sections (ays) and (a)(6). When the reissue application is 
filed under sub-section (a)(4), the reissue oath or declara- 
tion must also comely with sub-sections (a)(5) and (a)(6). 
Thus, all reissue applications must comply with sub-sec- 
tions (a)(5) and (a)(6). If the examination reveals a lack 
= compliance with any requirement of Section 1.175, 
the requirements of sub-sections (a)(5) and/or 
G (6), a videclion will be made on the basis that the reis- 
sue oath or declaration is insufficient. See Section 
1401.08, M.P.E.P. Under no circumstances will any reis- 
sue application be passed for issue without full compli- 
ance with 37 CFR 1.175. 

Applications filed under sub-section (a)(4) will not, of 
course, be passed for issue without amendment, but will 
be rejected as lacking statutory basis for a reissue if there 
are no other grounds for rejection, since 35 U.S.C. 251 
does not authorize reissue of a patent unless the patent is 
deemed wholly or partly inoperative or invalid. If a reis- 
sue filed under sub-section (a)(4) is subsequently 
amended thereby converting it into an application under 
sub-sections (ax) to (a)(3), a supplementa reissue oath or 
declaration must be filed containing the appropriate aver- 
ments, If such a proper eng oath or declaration 
is not filed, a rejection will be made on the basis that the 
reissue oath or declaration is insufficient. The supple- 
mental oath or declaration insures compliance with 35 
U.S.C. 251 by providing appropriate averments relating 
to actual errors rather than possible errors. 

If the examiner becomes aware of litigation involving 
the patent sought to be reissued during examination of 
the reissue application, and applicant has not made the 
details regarding that litigation of record in the reissue 
application, the examiner, in the next office action, will 
inquire regarding the same. The following paragraph 
may be used for such an inquiry: 

“It has come to the attention of the examiner that the 
patent sought to be reissued by this application (is) 
(has been) involved in litigation. Any documents 
and/or materials, including the defenses raised 
against validity, or against enforceability because of 
fraud or conduct, which would be mate- 
rial to the examination of this reissue application are 
required to be made of record in response hereto. 

See 37 CFR 1.175(b).” 
the additional details of the litigation appear to be 
material to examination of the reissue application, the 
examiner may make such additional inquiries as neces- 
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sary and appropriate under 37 CFR 1.175(b). 

However, any Yer which indicates the exis- 
tence of a question of “fraud” or “violation of the duty 
of disclosure” will be forwarded to the Office of the As- 
sistant Commissioner for Patents pursuant to Section 
721.01, M.P.E.P., as soon as the existence of such ques- 
tion is appreciated. For example, any reissue application 
which seeks reexamination in view of material prior art 
or other information. known before issuance of the 
tent to a.person having a duty under 37 CFR 1.5 a) 
must be forwarded under Section 721.01, M.P.E.P., to 
the Assistant Commissioner via the Group Director. 


The Filing of Protests Under 37 CFR 1.291 


The amendments to Section 1.291 reflected the in- 
creased value the Office places on appropriate written 
protests as an aid in avoiding the issuance of invalid pa- 
tents. The present s upplonestal guidelines are in addi- 
tion to those previously published and referred to above. 

The nature of the protest, and the timeliness of its sub- 
mission, are important factors in determining the 
consideration which is given the protest, and by whom 
it is considered. Insofar as the question of timeliness is 
concerned, the ori publication of the rules at 955 
O.G. 1054, the earlier Guidelines published at 957 O.G. 
11, and Section 1309.02, M.P.E.P. adequately treat this 
question. Protests should obviously be submitted as early 
in the examination process as possible in order to be of 
maximum benefit to the Office in its examination of the 

cnppnce involved. 

f the protest is being filed with regard to a reissue ap- 
plication, the protest should be filed within the two- 
month period follo’ announcement of the filing of 
the reissue application in the Offical Gazette, if it is at 
all possible to do so. If, for some reason, the protest of 
the reissue application cannot be filed within the two- 
month period provided by 37 CFR 1.176, the protest 
can be submitted at a later time, but protestor must be 
aware that reissue applications are “special” and a later 
filed protest may be received after action by the examin- 
er, if submitted later than the two months” provided by 
37 CFR 1.176. In the event a protest is intended 
a reissue application, but cannot be submitted within the 
two months provided following the O.G. announcement, 
the protestor can request an additional specified 
within which to file the protest, explaining why 
Wieats pies i necemnens Sal, Ke capeon oh Se enint 
intended. A copy of any such request for additional time 
to protest a reissue application beyond the two months 
provided must be served on the reissue applicant. The 
request for additional time should be directed to the ap- 
propriate Group Director. The requests for additional 
time beyond the two months provided will be critically 
reviewed as to demonstrated need before being granted 
since the delay of examination of a reissue application of 
another party is being requested. Acco ly, the re- 
quests should be made only where necessary, for the mini- 
mum period required and with a justification establishing 
the necessity for the extension. 

Any protest filed alleging “fraud” or “violation of the 
duty of disclosure” should be directed to the attention * 
the Assistant Commissioner for Patents, Building 3 
Room 11A-13. Protests based on unds other than 
“fraud” or “violation of the duty of disclosure” should 
be Gisacted to, the sttpntinn. ct tie. Divsceas, oF fhe pate: 
ular examining group in which the ai iden 
ing. If the protestor is unable to 
application to which the protest is BS directed, — _— 
theless, believes such an application to be pending, the 
protest should be directed to the attention of the Assis- 
tant Commissioner for Patents, Building 3, Room 11A- 
13, along with as much identifying data for the applice- 
tion as is available. 

As indicated in the earlier publications, e.g., Section 
1309.02, M.P.E.P., every effort should be made by a 
protestor to effect service of the protest upon the attor- 
ney or agent of applicant who is of record or upon the 
applicant. The protest filed in the Office should reflect 
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that service has been made. Only in those instances 
where service is not possible should the protest be filed 
in duplicate in order that the Office can attempt service. 
Of course, the copy served upon applicant or applicant’s 
attorney or agent should be accompanied by a copy of 
each prior art or other document relied upon in the 
same manner as required by Section 1.291(a) for the Of- 
fice copy. 


The Examiner’s Consideration of Protests 


Protests other than those all “fraud” or “viola- 
tion of the duty of disclosure” be received by, or 
forwarded to, the Group Director of the examining 
group where the application is, or may be, pending and 
then referred to the appropriate examiner. If it is then, 
or later, discovered that a question of “fraud” or “viola- 
tion of the duty of disclosure” exists, the application and 
So-pepet se bn Senpantet tatncian 06 aie Annie 

for Patents pursuant to Section 
721. 01, M.P.E.P. 


If no allegations or questions of “fraud” or “violation 
of the duty of disclosure” are found to exist, the examin- 
er will consider the protest and report the results of the 
consideration to the Group Director. If the protest has 
been timely submitted, ie., before final rejection or al- 
lowance, the examiner will consider each of the prior 
art or other documents submitted. At least those prior 
art documents which the examiner relies on in rejecting 
claims will be made of record-by means of form PTO— 
892. If the examiner does not cite all of the prior art or 
other documents of form PTO—892, the examiner will 
place a notation in the protest paper adjacent to the ref- 
erence to the documents which will include the examin- 
er’s initials and the term “checked.” 

If the protest is filed after final — or allowance 
of the application, the consideration b examiner 
will depend upon the relevance of the pts art docu- 
ments submitted and the point in time at which they are 
submitted. Documents which pe anticipate or ren- 
der obvious one or more claims not be knowingly 
ignored. Prosecution of the application will be reopened 
where necessary. However, protestor must be aware 
that the likelihood of consideration by the Examiner de- 
creases as the patent issue date approaches. Accordingly, 
protests must be filed early in order to ensure their con- 

If the protest is not accompanied by a copy of each 

prior art or other document relied upon as required by 
Section 1.291(a), the protestor cannot be assured that the 
examiner will consider the missing document. However, 
if the examiner does so, the examiner will either cite the 
document on form PTO—892 or place a notation in the 
protest paper adjacent to the reference to the document 
which will include the examiner’s initials and the term 
“checked.” 

If, upon considering the protest or any submissions 
subsequent thereto, the examiner considers it desirable to 
obtain applicant’s comments on the protest before fur- 
ther action, the examiner will offer applicant an oppor- 
bacom Ey to file comments within a set period, usually two 
mon 

The following suggested format can be used to offer 
SPRTERT 20 CEP REREEND: 05> See RRENN Se REE 


of sentees caplet: tes tanks Ca guiaaal 
Sh application Santee Oe eet se 
2 ae One Cee. Boon, Maes Se Seee 


: fi . 
Sauce at the dete of dlactomes” will normally be 
Commis- 


acknowled; by the Office of the Assistant 
sioner for ts. Other 
“fraud” or “violation of 


rotests, i.e., those not alleging 
duty of disclosure” will nor- 
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mally be acknowledged by the Group Director of the 
examining group where the application is, or may be, 


g. 

If the protest involves an application to which the 
protestor has access, ¢.g., a reissue application filed after 
March 1, 1977, or one in which protestor has been for- 
mally granted access, then protestor may monitor the 
proceedings and file such additional papers as protestor 
considers appropriate. If protestor has access to the ap- 
plication, protestor may uest the Office to supply 
protestor with copies of ice actions or other docu- 
ments mailed by the Office. Such a request should be di- 
rected to the particular area in which the application is 
pending, e.g., Office of Assistant Commissioner for Pa- 
tents, or Director of the particular examining group. 
The request should explain why protestor needs the cop- 
ies in question and should indicate an intent on protes- 
tor’s part to assist the Office in its examination by sup- 
plying relevant comments. Normally, the Office will 
send copies of Office actions to protestors where the 
protestor indicates an intent to review actions and, if ap- 
propriate, comment to the Office on them. However, 
since protestor has no right to copies of the Office ac- 
tions or other documents, the granting or denying of 
such requests will be within the sole discretion of, and 
for the convenience of the Office. 

If the protestor has access to the application, the examin- 
er may communicate with the protestor in writing to 
seek clarification and/or additional information if the ex- 
aminer considers such clarification and/or additional in- 
formation necessary to properly consider the protest. 
The following suggested format can be used by the ex- 
aminer to seek clarification and/or additional informa- 
tion from a protestor having access to an application: 

“The protest, as filed_tt, has been noted. 
However, clarification and/or additional information 
is desired. In particular [Examiner explains] any sub- 
mission of the requested information should be made 
within ONE MO of the date of this letter and 
the submission must indicate service on applicant.” 

While the examiner should not normally need clarifi- 
cation and/or additional information from the protestor 
where the grounds involve only published prior art, e.g., 
patents, periodicals, etc., under some circumstances it 
may be necessary for the examiner to seek such clarifica- 
tion and/or additional information. For example, if the 
date of a reference is in question, or some question of 
public use is involved, and the information being sought 
is within the knowledge or control of the protestor, the 
examiner may find it necessary to communicate with the 
protestor to obtain the same. 

Where the examiner feels that a protestor with access 
to an application can contribute significantly to the ex- 
amination process, the protestor may be given a specific 
period, normally one month, within which to comment 
on responses submitted by patent applicants to Office ac- 
tions. Such a comment period should only be provided 
where it would appear to be of benefit to the examina- 
tion process and only with the approval of a Superviso- 

i Examiner. Where an applicant agrees to 


ry 
such participation by a protestor or where a Court has 
suspended litigation for consideration of a related appli- 


cation by the Patent and Trademark ice with an ex- 
pression of its desire for such protestor participation, it 
should be more liberally granted. 

Where a protestor requests permission to participate 
in any interview between an applicant and the examiner 
or requests on its own: behalf to have an interview with 
the examiner, the request should be referred to the Of- 
fice of the Assistant Commissioner for Patents for ac- 
tion. Normally, protestor participation in interviews 
with examiners will not be allowed unless special justify- 
ing circumstances exist. Where authorized, participation 
by the protestor in an interview will be according to 
conditions set down by the Patent and Trademark Of- 
fice. Normally, any transcript of the interview, if autho- 
rized, will be at the expense of the party or parties re- 
questing it and will be arranged by such party or parties. 
Where Office actions are being sent to a protestor or 
where a protestor is present for an interview, a copy of 
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the Interview Summary Form and other records made 
of the interview will be provided to the protestor. 
Where protestor’s participate in an interview, they may 
submit their own record of the interview which will be 
made of record in the file. 

Interviews relating to a patent application with a pro- 
testor will not be permitted without the applicant pres- 
ent. 

A protestor with access to an application appealed to 
the Board of Appeals who intends to file comments or a 
brief in opposition to appellant’s brief should file an indi- 
cation of such intention within one month after the no- 
tice of appeal is filed and serve a copy of the same upon 
appellant. The indication of intention should state that 
protestor agrees to file such comments or brief in tripli- 
cate, within one month after appellant’s brief is filed, 
and also agrees to serve a copy of the comments or brief 
upon appellant. If such an indication is not filed and 
served, or the protestor’s comments or brief is not time- 
ly filed in triplicate and served, no assurance is given 
that the Examiner will consider the protestor’s com- 
ments or brief during the preparation of the Examiner’s 
Answer. 

A protestor who participates by the filing of com- 
ments or a brief in opposition to appellant’s brief may 
also request, at the time of filing the comments or brief, 
to appear at any oral hearing. If a protestor does not file 
such comments or brief, the protestor cannot be present 
at any oral hearing. If a protestor does file such a re- 
quest, the Board of Appeals, in its discretion, will decide 
whether or not the issues on appeal are such that protes- 
tor’s participation at the hearing would be helpful. The 
Board of Appeals will notify protestor whether or not 
the request to appear at the hearing is granted and, if 
granted, how much time will be permitted. Of course, if 
appellant does not os an oral hearing, or provides 
timely notification to the Board and protestor that appel- 
lant will not appear, protestor will not be heard. 

A copy of any examiner’s letter or communication to 
a protestor will be mailed to applicant at the same time 
it is mailed to the protestor. ile the examiner may 
communicate in writing with a protestor having access to 
the application, the examiner will not communicate oral- 
ly and protestor must refrain from oral communications 
with the examiner except to ask purely procedural ques- 
tions which have no relation to the substance of the pro- 
test or the merits of the application, unless specifically 
authorized in writing by the Assistant Commissioner for 
Patents. 

Where the handling of a protest or the handling of a 
reissue application involved in related litigation requires 
an inordinately larger than normal amount of work on 
the part of an examiner and where otherwise warranted, 
Supervisory Primary Examiners may authorize the use 
of non-examining time for handling some or all of the 
examination. 

The above guidelines are intended to make clearer the 
policies of the Patent and Trademark Office in respect 
to the handling of reissue applications, protests and 
“fraud” questions. The Office is especially interested in 
seeing that the consideration of reissue applications and 
protests is thorough and fair. It is interested in seeing 
that protestors have an opportunity to participate in the 
proceedings in the Office to the extent that such partici- 
pation is helpful and appropriate in each case. It is also 
greatly interested in the completeness and accuracy of 
the file record, including indications whether or not pri- 
or art references and information mentioned in the 
record have been reviewed by the examiner. 

The present guidelines which will be incorporated 
into the M.P.E.P. as soon as possible, when considered 
in conjunction with those previously issued and the 
M.P.E.P., should answer many of the questions being 
raised about the revised rules. 


DONALD W. BANNER, 
Nov. 13, 1978. Commissioner of Patents 
& Trademarks. 


(977 O.G. 11] 
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oa. | Expedited Processing of Reissue Applications 
and Applications Having Issues of Fraud or Failure 
to Comply With The Duty of Disclosure 


The Patent and Trademark Office has been experienc- 
ing increasing delays in the examination of reissue appli- 
cations and other applications in which charges or ques- 
tions of fraud or failure to comply with the duty of 
disclosure have been raised or are apparent on the 
record. Consideration of these charges involves consid- 
erable expenditures of resources and time. They also 
tend to delay prompt consideration on the merits in 
view of the prior art, etc. Considerable duplication of ef- 
fort and expenditures of resources and time also may oc- 
cur when the Office considers applications in circum- 
stances where the same issues are concurrently being 
considered in Court. 


Deferral of Fraud Issues 


Effective immediately, the Office is instituting a poli- 
cy of delaying consideration of issues of fraud or failure 
to com: ply with the duty of disclosure in any application 
until all other issues are settled. 

Accordingly, under this procedure, applications hav- 
ing issues of fraud or failure to comply with the duty of 
disclosure will continue to be referred to the Office of 
the Assistant Commissioner for Patents, but will then be 
promptly returned, along with any appropriate examin- 
ing instructions, to the Director of the Examining 
Group for immediate action by the Examiner. Decisions 
on Petitions to Strike applications pursuant to 37 CFR 
1.56(d) will be deferred pending resolution of the patent- 
ability issues before the ie xaminer. Any such Petitions to 
Strike filed after the Office of the Assistant Commission- 
er has initially reviewed the application and returned it 
for immediate action will be acknowledged by the Ex- 
amining Group Director and action on the Petition will 
be deferred pending completion of the patentability is- 
sues before the Examiner. Examiners will note in their 
Office actions the existence of issues of fraud or failure 
to comply with the duty of disclosure without 
commenting on the substance of such issues and will in- 
dicate that the issues will be considered after all other 
matters have been disposed of. Matters other than fraud 
or failure to comply with the duty of disclosure raised in 
a Petition to Strike, e.g., patentability in light of a refer- 
ence, will be treated by the Examiner or other appropri- 
ate official. Petitions relating to procedural matters in- 
volving the examination of the applications, e.g., 
requests for protestor participation in interviews, will be 
decided by the appropriate Examining Group Director. 
Applications which have been referred to the Office of 
the Assistant Commissioner and which are required to 
be returned thereto before allowance or after abandon- 
ment of the application will have a notation placed on 
the face of the application file by the Office of the Assis- 
tant Commissioner requiring such return. 


Suspension of Action Where There is Concurrent Litigation 


In order to avoid duplication of effort, actions in ap- 
partion in which there is an indication of concurrent 

itigation will be suspended automatically unless and un- 
til it is evident to the examiner, or the licant indi- 
cates, that: (1) a stay of the eG) the is in effect; (2) the 
litigation has been terminated; (3) there are no signifi- 
cant overlapping issues between - application and the 
litigation; or (4) it is applicant’s desire that the applica- 
tion be examined at that time. 


Expedited Examination of Reissues 


All reissue applications, except those under suspension 
because of litigation, will be taken up for action ahead 
of other “special” applications; this means that all issues 
not deferred will be treated and responded to immediate- 
ly. Furthermore, reissue applications involved in “stayed 
litigation” will be taken up for action in advance of oth- 
er reissue applications. 
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Insofar as reissue applications for patents in litigation 
are concerned, the is presently considering modi- 
fications to the rules to provide for their examination 
within the two-month waiting period now provided by 
Section 1.176. Until Somrmriete modifications are made 
to the rules, the Office will entertain petitions under 37 
CFR 1.183 to waive the delay period of 37 CFR 1.176. 
In addition, the Office is presently considering requiring 
the prompt disclosure of the existence of litigation relat- 
ed to a pending application. 

Time monitoring systems are being put into effect 
which will closely monitor the time used by applicants, 
protestors, and examiners in processing reissue applica- 
tions of patents involved in litigation in which the court 
has stayed further action. 

Applicants in reissue applications involved in litigation 
which has been stayed, dismissed, etc. for consideration 
by the Patent and Trademark Office will normally be 
given one month to respond to Office actions in those 
Situations where the ice determines that the reissue 
pa can readily prepare a response in such time. 

is one month Datu may be extended upon a show- 
ing of clear justification. Of course, up to three months 
may be set for response if the Examiner determines such 
a period is justified. 

Applicants and protestors submitting papers for entry 
in reissue applications of patents involved in litigation 
- requested to mark the outside envelope and the top 

t hand portion of the paper with the words “REIS- 

SUE LITIGATION” and with the unit of the PTO in 
Shich the reissue application is located—e.g., Assistant 
Commissioner for Patents, Board of Ange or Examin- 
ing Group. The notations preferably should be written 
in a bright color with a felt point marker. Papers 
marked “REISSUE LITIGATION” will be given special 
attention. Also, the PTO will place a prominent notation 
on the application file to indicate the existence of litiga- 
tion. 

The purpose of these changes is to reduce the time be- 
tween filing and final action insofar as possible while 
still giving all parties sufficient time to be heard. This 
notice is supplemental to, and in some respects modifies, 
the earlier published notices on this subject and particu- 
7 the notice published at 977 O.G. 11 on December 

, 1978. 


DONALD W. BANNER, 
Commissioner of Patents 


June 5, 1979. 
and Trademarks. 


[983 O.G. 24] 


(97) 


Prior Art Cited by Patent Offices 
in Other Countries 


Section 1.56 of Title 37 of the Code of Federal Regu- 
lations requires patent applicants and others associated 
with the prosecution of a patent application before the 
U.S. Patent and Trademark Office to call to the Office’s 
attention information which is material to examination. 
Where related or corresponding patent applications have 
been filed in other countries, prior art may be cited by 
the Patent Offices of those other countries in connection 
with the examination of the applications filed there. 
Where prior art is cited by those other Patent Offices 
while the U.S. application is pending, citations which 
are material to examination in this country and known 
to any of the individuals covered by Section 1.56 must 
be called to the attention of this Office. Attorneys and 
agents are reminded of their obligations in this respect. 

It is suggested, of course, that such prior art be cited 
to the U.S. Patent and Trademark in a prior art 
statement which complies with the provisions of Section 
1.97-1.99 of 37 CFR. 


DONALD W. BANNER, 
ynissioner of Patents 


Apr. 23, 1979. 
and Trademarks. 


[982 O.G. 36] 








1062 TMOG 158 


(98) Extensions of Time 
Reexamination 


in eiees Seated $0 tate qaenion, of Hae 
practice as it relates to reexamination proceedin; 
py sree the provisions of Section 2265 of the al 
of t Examining Procedure (MPEP). 
The of 37 CFR 1.136(a) and (b) are NOT 
applicable to reexamination gs under any cir- 
cumstances . Public Law 97-247 perm. 35 U.S. ral 41 
to authorize the Commissioner to c é fees for exten- 
ication”. A reex- 


sions of time to take action in an “app 
amination proceeding does not involve an “application”. 

37 CFR 1.136 authorizes extensions of the time period 
only in an application in which an applicant must re- 
spond or take action. There is neither an “application”, 
nor an “applicant” involved in a reexamination proceed- 


for an extension of time to file a patent own- 
er’s statement under 37 CFR 1.530 or respond to any 
Office action in a reexamination proceeding must be 
filed under 37 ‘CFR 1.550(c). These requests Cor an ex- 
tension of time will be granted only for sufficient cause 
and must be filed on or before the day on which action 
by the patent owner is due. In no case will mere filing 
of a request for extension of time automatically effect 
extension. Altho “gh a provisions of 37 
CERT 19200, :. agg 1.197(b), and a) set time periods ap- 
plicable to reexamination as well as application proceed- 
ings, they also include a further proviso making these 
time periods subject to the extension provisions of 37 
CFR 1.136. However, for the reasons set forth above, 
the extension provisions of 37 CFR 1.136 are limited to 
application awe abe and do not apply to reexam- 
ination proceedings. Therefore, any request for an exten- 
sion of time in a reexamination proceeding to file a brief 
or reply brief, a request for reconsideration or rehearing, 
or a notice and reasons of appeal to the U.S. Court of 
Appeals for the Federal Circuit or for commencing a 
civil action, will be considered under the provisions of 
37 CFR 1.550(c). The regulations setting a time period 
in which any of these actions must be taken set a time 
for reply within the meaning of 37 CFR 1.550(b), which 
time can be extended under 37 CFR 1.550(c). 

The extension-of-time practice in reexamination pro- 
ceedings in which a final Office action has been mailed 
continues to be reflected in MPEP Section 2265. That is, 
the after-final practice in reexamination proceedings did 
not change Oct. 1, 1982, and the automatic extension of 
time policy for supean to a final rejection and associat- 
ed practice are in effect in reexamination proceed- 


ings. 

Extensions of time for a requester of a reexamination, 
who is not the patent owner, are available only in rare 
circumstances. A request for an extension of the time pe- 
riod to file a petition from the denial of a request for 
reexamination can only be entertained by filing a peti- 
tion under 37 CFR 1. igs with appropriate fee to waive 
the time provisions of 37 CFR 1.515(c). No extensions 
pr ope to the two-month time for filing a re- 

no Sa eees wester under 37 CFR 1.535. This two- 
pa period is by statute (35 U.S.C. 304) and can- 

not be A 


GERALD J. MOSSINGHOFF, 


Feb. 17, 1983. Commissioner of Patents 
and Tradema 


[1028 OG 18] 


Clarification of Reexamination Practice 
and Change in Reexamination Certificate Wording 


I. Clarification of Reexamination Practice. 

This notice is intended to clarify the options to the 
pene owner in a reexamination proceeding when an al- 
jowable dependent claim depends from a rejected or 
cancelled patent claim. 


(99) 
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A. Leave dependent claim in dependent form. — 
It is unnecessary in a reexamination ing to re- 
write an allowable dependent patent claim in indepen- 
dent form when the d t patent claim depends 
from a rejected or cancelled patent claim. The allowable 
dependent patent claim may remain in the printed for- 
mat as it appears in the patent even thou the patent 
claim upon which it is dependent is cancelled. Since the 
or iginal patent claim numbers are not changed in a 
reexamination proceedin —— the content of the cancelled 
base patent claim would remain in the printed patent 
eee ee ee 
allowed — claim. 
If a new c (a claim other than a claim appearing in 
the it) has been later cancelled, a claim which de- 
pends thereon willbe rejected as incomplete and mos 
rewritten. New claims which depend from a rejected 
or cancelled patent claim do not have to be rewritten. 
If the patent owner elects to leave a dependent claim 
(original or new) in dependent form when the indepen- 
dent patent claim is rejected or cancelled, the reexami- 
nation certificate would indicate (1) that the patentabili- 
ty of an allowed unamended dependent patent claim “is 
confirmed” or (2) that a new dependent claim is “deter- 
mined to be patentable”. The independent patent claim 
(cancelled or rejected at the time of the issuance of the 
reexamination certificate) would be indicated as “can- 
celled”. Note that if the dependent patent claim which is 
left in dependent form is amended (e.g., correction of a 
word) the certificate would indicate the claim 
“to be patentable as amended”. The independent patent 
din Uo eonitent' wets tne rated by reference in 
the dependent claim even though the independent claim 
is cancelled from the patent by the certificate. 
B. Combine claims into independent claim. 
Se eee 
the dependent or independent patent claim to incor- 
oa the subject matter of the other. If the patent 
owner elects to rewrite one of the dependent or inde- 
pendent claims to include the subject matter of the other 
and cancel the other claim, the rewritten claim would be 
indicated on the certificate as being “patentable as 
amended”. The other claim which was cancelled would 
be indicated on the certificate as “cancelled”. 
C. Present new claim and cancel patent claims. 
It is also permissible for the patent owner to present a 
new claim i rating the subject matter of the inde- 
pendent and dependent patent claims and cancel the in- 
dependent and dependent patent claims. In this case the 
certificate would indicate “new claim —— is added and 
determined to be patentable”. The cancelled indepen- 
dent ~s dependent patent claims would be indicated as 
“cancelled”. 


NOTE: This Practice Applies Only to Reexamination 
and Does Not Change Current Practice Relating 
to Original and Reissue Applications 


II. Change in Reexamination Certificate Wording. 

The Office is also modifying the language of reexamina- 
tion certificates directed to claims that are cancelled (for 
any reason) by dropping the language “having been fi- 
nally determined to be unpatentable” since the existing 
language may not be accurate in all cases and since the 
patent and reexamination files are open to the public and 
the record speaks for itself. The certificate will merely 
state such a claim “is cancelled”. This change will be ef- 
fective with the July 17, 1984, Official Gazette issue. 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patent and Trademarks. 


[1044 0.G. 11] 


June 14, 1984. 


(100) Priority Claims Based on Inventors Certificates 


Pursuant to the provisions of 35 U.S.C. 119, last para- 
graph (as amended July 28, 1972), 37 CFR 1.55(c) re- 
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quires that when an pf pony ese wishes to claim a right of 
priority on the basis o lication for an inventor’s 
certificate, “. . . the poche eta or his attorney or —. 
when submitting a claim for such right . . . shall include 
an affidavit or declaration including a specific statement 
that, upon an investigation, he has satisfied himself that 
to the best of his knowledge the applicant, when filing 
his application for the inventor’s certificate, had the op- 
tion to file an application either for a patent or for an in- 
ventor’s certificate as to the subject matter of the identi- 
fied claim or claims forming the basis for the claim of 
priority.” 

As such, it has been and remains the position of the 
Patent and Trademark Office that, in accordance with 
35 U.S.C. 119, application for inventors’ certificates shall 
give rise to a right of priority only when the country in 
which they are filed gives to applicants, at their discre- 
tion, the right to apply, on the same invention, either for 
a patent or for an inventor’s certificate. The affidavit or 
declaration specified under 37 CFR 1.55(c) is only re- 
quired for the purpose of ascertaining whether, in the 
country where the application for an inventor’s certifi- 
cate originated, this option generally existed for a ~j,< 
cants with respect to the particular subject matter o 
invention involved. The requirements of 35 U.S.C. 119 
and 37 CFR 1.55(c) are not intended, however, to probe 
into the re gin of the particular applicant to exercise 
the option in ne ne priority application involved. 

It is Tecognized that certain countries that grant in- 
ventors’ certificates also provide by law that their own 
nationals who are employed in state enterprises may 
only receive inventors’ certificates and not patents on in- 
ventions made in connection with their employment. 
This will not impair their right to be granted priority in 
the United States based on the filing of the inventor’s 
certificate. 

Accordingly, affidavits or declarations filed pursuant 
to 37 CFR 1.55(c) need only show that in the country in 
which the original inventor’s certificate was filed, appli- 
cants generally have the right to apply at their own op- 
tion either for a patent or an inventor’s certificate as to 
the particular subject matter of the invention. 


C. MARSHALL DANN, 
Commissioner of Patents 


Aug. 17, 1977. 
and Trademarks. 


[962 O.G. 14] 


Sp meray beim Documents, 
Based on Application for Industrial Design 


In the Federal Republic of Germany, an application 
for protection of an industrial design may be accompa- 
nied by either a model or a drawing. It is understood 
that German residents file such applications with their 
local judicial authority (“Amtsgericht”) rather than with 
the German Patent Office in Munich. 

Questions have been raised in this connection as to: 

(1) What sort of priority document under 35 U.S.C. 

119 is required when the original filing has com- 
rised a model rather than a drawing, and 

(2) it is necessary where the original filing 

was with a local judicial authority to obtain also a 
certificate from the national patent office. 

As to the first question, the Patent and Trademark Of- 
fice will receive under 35 U.S.C. 119, as evidence of an 
— design ion which included the oo ae 
posit a model, drawings or acceptable photographs o 
the deposited model faithfully reproducing the design 
embodied therein together with other required informa- 

tion, certified by an official of the court or office with 
which the application was wig ny A filed. 

No additional certification by i pa 
fice will be required. Article 41) of the Pari Conven- 
tion refers to certification “. . . by the authority which 
received such ...” $o the reference in 35 
U.S.C. 119 to “patent office” will be construed to ex- 


(101) 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 159 


tend also to the authority in charge of the design regis- 
ter. 


C. MARSHALL DANN, 
Aug. 15, 1977. Commissioner of Patents 
and Trademarks. 
[962 O.G. 14] 


(102) 
ona Fi 


Right of Priority (35 U.S.C. 119) Based 
oreign Application Filed Under a Bilateral 
or Multilateral Treaty 


Under Article 4A of the Paris Convention for the 
Protection of Industrial Property (21 UST 1583; 24 UST 
2140; TIAS 6923, 7727; 852 O.G. 511) a right of priority 
may be based either on an application filed under the na- 
tional law of a foreign country adhering to the Conven- 
tion or on a foreign application filed under a bilateral or 
multilateral treaty concluded between two or more such 
countries. Examples of such treaties are the Hague 
Agreement International Deposit of In- 
dustrial Designs, the lux Designs Convention, and 
the Libreville Agreement of Septacher 13, 1962, relat- 
ing to the creation of an African and Malagasy Industri- 
al Office. The Convention on the Grant of Eu- 
ropean Patents and the Patent Cooperation Treaty will 
= further examples of such treaties once they enter into 
‘orce. 


The Priority Claim 


In claiming priority of a foreign application pre- 
viously filed under such a treaty, certain information 
must be supplied to the Patent and Trademark Office. In 
addition to the application number and the date of the 
filing of the speleution, the following information is re- 
quired: (1) the name of the treaty under which the appli- 
cation was filed, (2) the name of at least one country 
other than the United States in which the application 
has the effect of, or is equivalent to, a regular national 
Te ee ene et ee eee 

or intergovernmental authority which received such 
application. 


Certification of the Priority Papers 


Section 119 of Title 35 of the United States Code re- 

ne On ee 

tion by the authority empowered un- 

a bilateral or multilateral treaty to receive 

applications which give rise to a right of priority under 

Article 4A(2) of the Paris Convention will be deemed to 
satisfy the certification requirement. 


C. MARSHALL DANN, 
Commissioner of Patents 


Aug. 9, 1977. 
and Trademarks. 


[962 O.G. 2] 


(103) Abstract of the Disclosure 


cine tetas aaeeianen en acaedeie 
practice concernin, , review of the abstract for 
compliance with the set forth in MPEP 


Fs atti: tedsomepedeeme te’ witeeneeh ei ideale 
abstract for compliance with the guidelines when pass- 
ing the case to issue, making any necessary revisions by 
examiner’s amendment. This policy has led to the neces- 
ee ae Se ee oer 


portions thereof. tS soeeaee nade br coniey aaiowed 
since it represents a requirement of the printing process 
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and the printed patent format designed to present a max- 
imum amount of information concerning a patent on a 
single page. 

Effective immediately, examiners are to require cor- 
rection of the abstract at the earliest point in the prose- 
cution that non-compliance with the guidelines is 
detected. Applicants are expected to observe the guide- 
lines in drafting the abstract and correct any defect that 
is identified in an Office action. Applicants are encour- 
aged to make the n corrections not only to re- 
lieve the examiner of this burden, but also to help avoid 
any potential conflict with respect to altering the scope 
of the enabling disclosure. In this regard, it should be 
noted that the abstract of the disclosure has been 
interpreted to be a part of the specification for the pur- 
poses of compliance with paragraph 1 of 35 USC 112. In 
re Armbruster, 512 F2d 676, 185 USPQ 152 (CCPA 
1975). However, although it is preferable for applicant 
to make any necessary changes, the examiner will retain 
the authority and responsibility for reviewing, editing 
and revising the abstract of the disclosure at the time of 
allowance of the application to assure compliance with 
the guidelines. 

Section 608.01(b) of the Manual of Patent Examining 
Procedures will be amended appropriately. 


WILLIAM FELDMAN, 
Dec. 30, 1977. Deputy Assistant Commissioner 
for Patents. 

[967 O.G. 2] 


(104) Supplemental Guidelines for The 
Implementation of 37 CFR 1.109— 


Reasons for Allowance 


A recent review of recorded statements of reasons for 
allowance indicates the need for a better understanding 

ro implementation of new Rule 109 (37 CFR 
1. 

These guidelines are supplemental to those published 
in the Official Gazette at 957 O.G. 11 on April 12, 1977 
and amplified in Section 1302.14 MPEP, Rev. 52, April 
1977. 

In determining whether reasons for allowance should 
be recorded the primary consideration lies in the first 
sentence of the Rule. 

“If the examiner believes that the record of the pros- 
ecution as a whole does not make clear his reasons 
for allowing a claim or claims, the examiner may set 
forth such reasoning.” (Emphasis added.) 

In most cases the examiner’s actions and the appli- 
cant’s response make evident the reasons for allowance, 
satisfying the “record as a whole” proviso of the rule. 
This is particularly true when applicant fully complies 
with 37 CFR 1.111(b) and (c), 37 CFR 1.119 and 37 
CFR 1.133(b). Thus where the examiner’s actions clearly 
point out the reasons for rejection and the applicant’s re- 
sponse explicitly represents reasons why claims are pat- 
entable over the reference, the reasons for allowance are 
in all probability evident from the record and no state- 
ment should be necessary. Conversely, where the record 
is not explicit as to reasons, but allowance is in order, 
then a logical extension of 37 CFR 1.111, 1.119 and 
1.133 would dictate that the examiner should make rea- 
sons of record and such reasons should be specific. 

Where specific reasons are recorded by the examiner, 
care must be taken to insure that such reasons are accu- 
rate, precise and do not place unwarranted interpreta- 
tions, whether broad or narrow, upon the claims. The 
examiner should keep in mind the possible misinterpreta- 
tions of his statement that may be made and its possible 
estoppel effects. Each statement should include at least: 
(1) the major difference in the claims not found in the 
prior art of record, and (2) the reasons why that differ- 
ence is considered to define patentably over the prior art 
if either of these reasons for allowance is not clear in the 
record. The statement is not intended to necessarily state 
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all the reasons for allowance or all the details why 
claims are allowed and should not be written to specifi- 
cally or = state that all the reasons for allowance 
are set fo: 

Under the rule, the examiner must make a judgement 
of the individual record to determine whether or not 
reasons for allowance should be set out in that record. 
These guidelines, then, are intended to aid the examiner 
in making that judgement. They comprise illustrative ex- 

amples as to applicability and appropriate content. They 
are not intended to be exhaustive. 


Examples of cw It Is Likely That a Statement Should 
Be Added to the Record 


1. Claims are allowed on the basis of one (or some) of 
a number of arguments and/or affidavits presented 
and a statement is necessary to identify which of 
these were persuasive, for example: 


a. — the arguments are presented in an appeal 


rief. 

b. When the arguments are presented in an ordinary 
response with or without amendment of claims. 

c. When both an affidavit under 37 CFR 1.131 and 
arguments under 102 and 103 are presented. 

. First action issue: 

a. Of non-continuing application wherein claims are 
very close to cited prior art and differences have 
not been discussed elsewhere. 

b. Of continuing applications wherein reasons for al- 
lowance are not t from the record in the 
parent case or clear from preliminary filled mat- 


ters. 
. Withdrawal of a rejection for reasons not suggested 
by applicant, for example: 

a. As a result of an appeal conference. 

b. When applicant’s arguments have been misdirect- 
ed or are not uasive alone and the Examiner 
comes to realize that more cogent argument is 
available. 

c. When claims are amended to avoid a rejection 
under 35 USC 102 but arguments (if any) fail to 
address the question of obviousness. 

4. Allowance after remand from the Board of Ap- 


5. Allowance coincident with the citation of newly 

found references that are very close to the claims, 

but claims are considered patentable thereover: 

a. When reference is found and cited (but not ar- 
gued) by applicant. 

6. When reference is found and cited by Examiner. 
6. Where the reasons for allowance are of record 
but in the Examiner’s j t, are unclear (e.g. 
spread throughout the file “x er! so that an unrea- 
sonable effort would be required to collect them. 

7. Allowance based on claim interpretation which 
might not be readily apparent, for example: 
a. Article n_ in which method limitations impart 


b. Riethod ele claims in which article limitations impart 
patentability. 

c. Claim is so drafted that “non-analogous” art is 
not applicable. 

d. Preamble or functional language “breathes life” 
into claim. 


Examples of Statements of Suitable Content 


. The primary reason for allowance of the claims is 

the inclusion of .03 to .05 percent nickel in all the 
claims. Applicant’s second affidavit, in example 5 
shows unexpecied results from this restricted range. 

2. During two telephonic interviews with applicant’s 
attorney, Mr.—on 5/6 and 5/10/77, the Examiner 
stated that Applicant’s remarks about the placement 
of the primary teaching’s grid member were persua- 
sive, but he pointed out that applicant did not claim 
the member as being within the reactor. Thus, an 
amendment doing such was agreed to. 
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3. The instant application is deemed to be directed to 
an unobvious improvement over the invention 
patented in Pat. No. 3,953.224. The improvement 
comprises baffle means 12 whose effective length in 
the extraction tower may be varied so as to opti- 
mize and to control the extraction process. 

4. Upon reconsideration, this application has been 
awarded the effective filing date of S.N. ____-__. 
Thus the rejection under 35 USC 102(d) and 103 
over Belgian Patent No. 757,246 is withdrawn. 

5. The specific limitation as to the pressure used dur- 
ing compression was agreed to during the telephone 
interview with applicant’s attorney. During said in- 
terview, it was noted that applicants contended in 
their amendment that a process of the combined ap- 
plied teachings could not result in a successful arti- 
cle within the amended pressure range. The Exam- 
iner agreed to rely on this statement (see page 3, 
bottom, of applicant’s amendment), and the case 
was allowed. 

6. In the Examiner’s opinion, it would not be obvious 
to a person of ordinary skill in the art first to elimi- 
nate one of top members 4, second to eliminate 
plate 3, third to attach remaining member 4 directly 
to tube 2 and finally to substitute this modified han- 
dle for the handle 20 of Nania (see Fig. 1) especial- 
ly in view of applicant’s use of term “consisting.” 


Examples of Statements That Are Not Suitable 
as to Content 


. The 3 roll press couple has an upper roll 36 which 
is swingably adjustable to vary the pressure selec- 
tively against either of the two lower rolls. (Note: 
The significance of this statement may not be clear 
if no further explanation is given.) 

2. The main reasons for allowance of these claims are 
applicant’s remarks in the appeal brief and an agree- 
ment reached in the appeals conference. 

3. The instant composition is a precursor in the manu- 
facture of melamine resins. A thorough search of 
the prior art did not bring forth any compositions 
which corresponds to the instant compositions. The 
Examiner in the art also did not know of any art 
which could be used against the instant composi- 
tion. 

4. Claims 1-6 have been allowed because they are be- 
lieved to be both novel and unobvious. 

The examiner should not include in his statement any 
matter which does not relate directly to the reasons for 
allowance. For example: 

5. Claims 1 and 2 are allowed because they are patent- 
able over the prior art. If applicants are aware of 
better art than that which has been cited, they are 
required to call such to the attention of the Examin- 
er. 

6. The reference Jones discloses and claims an inven- 
tion similar to applicant’s. However, a comparison 
of the claims, as set forth below, demonstrates the 
conclusion that the inventions are non-interfering. 


WILLIAM FELDMAN, 


Deputy Assistant Commissioner 


Jan. 24, 1978. 
for Patents. 


[968 O.G. 6] 


(105) 


Practice/Re: New Grounds of Rejection 
After Appeal Brief Has Been Filed 


A new practice has been implemented in the Patent 
Examining Corps to promote uniformity and adherence 
to guidelines in situations where a new ground of rejec- 
tion is made in an Office action after an appeal brief has 
been filed. Under this practice Supervisory Patent Ex- 
aminer approval is required for any new ground of re- 
jection made after the filing of an A Brief. This 
requirement extends to new grounds of rejection made 
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either in an examiner’s answer or in an Office action re- 
opening prosecution. Evidence of that approval should 
appear on — copy of the Office action or an- 
swer as we the record copy. Consultation with or 
approval by the Group Director is no longer required in 
these situations. 
This new practice does not alter the existing guide- 
lines for reopening prosecution (MPEP) 706.7(e) or for 
new ground of rejection in an examiner’s an- 
swer ower (MPEP 1208.01). Appro — modification will be 
made to applicable Sections of the Manual of Patent Ex- 
amining Procedure in a future revision. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


[970 O.G. 94 (5-23-78)]} 


(106) Commercial Success and Other 
Bearing on Obviousness 

In order to clarify Office practice relative to consider- 
ations of commercial success and other items bearing on 
obviousness, the following changes are made in the 
Manual of Patent Examing Procedure. 

In section 716, subsection 4, change the sub-title and 
first paragraph to read as follows: 


4. Commercial Success and Other 
Considerations Bearing on Obviousness 

Affidavits or declarations submitting evidence of com- 
mercial success, long-felt but unsolved needs, failure 
of others, etc., must be considered by the Examiner in 
determining the issue of obviousness of claims for pa- 
tent-ability under 35 U.S.C. 103. Such evidence might be 
utilized to give light to circumstances surrounding the 
origin of the subject matter sought to be patented. As in- 
dicia of obviousness or unobviousness, such evidence 
may have relevancy, Graham v. John Deere Co., 383 
US 1, 148 USPQ 459 (1966) ; In re Palmer. 172 USPQ 
126, 451 F.2d 1100 (CCPA 1971) ; In re Fielder and Un- 
derwood, 176 USPQ 300, 471 F.2d 640 (CCPA 1973). 
The Graham v. John Deere pronouncements on the rele- 
vance of commercial success, etc. to a deter- 
mination of obviousness were not negated in Sakraida v. 

F hty Pro,425 U.S. 273, 189 USPQ 449 (1976) or Andersons 
Black Rock, Inc. v. Pavement Salvage Co., Inc., 396 U.S. 
57, 163 USPQ 673 (1969), where reliance was placed 
bg A & P Tea Co. v. Supermarket Corp., 340 US. 147 
87 USPQ 303 (1950). See Dann v. Johnston, 425 U.S. 
219, 189 USPQ 257 (1976), at 261, footnote 4. 

The weight attached to evidence of commercial suc- 
cess, etc. by the Examiner will depend — ite material- 
ity to the issue of obviousness and the amount and 
nature of the evidence. Note the great reliance apparent- 
ly placed on this type of evidence by the Supreme Court 
in upholding the patent in United States v. Adams, 383 
U.S. 39, 148 USPQ 479 (1966). 

Evidence of commercial success, etc. must be com- 
mensurate in scope with the scope of the claims [Jn re 
Tiffin, 448 F.2d. 791. 171 USPQ 294 (1971)]. Further in 
considering evidence of commercial success, care should 
be taken to evaluate to the extent possible from the evi- 
dence submitted, whether the success al- 
leged is directly derived from the invention claimed, in a 
marketplace where the consumer is free to choose on 
the basis of objective principles, and that such success is 
not the result of heavy promotion or advertising, shift in 
advertising consumption by purchasers no: ly tied to 
applicant or assignee, or other business events extrane- 
ous to the merits of the claimed invention, etc. ie re 
Mageli, et al. 176 USPQ 305, (CCPA 1973)}; [Jn re 
Noznick, et al, 178 USPQ 43, (CCPA 1973)]. 

Similarly in ig evidence of longfelt but 
unsolved needs and failure of others, care ld be 
taken to determine whether such failures were due to 
lack of interest or appreciation of an invention’s poten- 
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tial or marketability rather than want of technical know- 
how [Scully Signal Co. v. Electronics Corp. of America, 
196 USPQ 657 (ist Cir. 1977)]. 
In section 716, subsection 4, add the following as the 
last paragraph: 
If, after evaluating the evidence, the examiner is still 
not convinced that the claimed invention is patentable, 
his action should include a simple statement to that ef- 
fect, identifying the reason(s) (e.g., evidence of commer- 
success not convincing, the commercial success not 
related to the technology, etc.). 


RENE D. TEGTMEYER, 
Assistant Commissioner 


July 10, 1978. 
for Patents. 


[973 O.G. 34] 


(107)Handling of Dependent Claims by the Examiner 


Effective immediately, the following practice will be 
followed by patent examiners when making reference to 
a dependent claim—either nih a or multiple. The new 
practice is intended to simplify and streamline our cur- 
rent practice (MPEP 608.01(n), Revision 55, January 
1978) which experience indicates was unnecessarily bur- 
densome in many cases. 

1. When identifying a singular dependent claim which 
does not include a reference to a multiple depen- 
dent claim, either directly or indirectly, reference 
should be made only to the number of the depen- 
dent claim. 

2. When identifying the embodiments included within 
a multiple dependent claim, or a singular dependent 
claim which inciudes a reference to a multiple de- 
pendent claim, either directly or indirectly, each 
embodiment should be identified by using the num- 
ber of the claims involved, starting with the highest, 
to the extent necessary to specifically identify each 
embodiment. 

3. When all embodiments included within a multiple 
dependent claim or a singular dependent claim 
which includes a reference to a multiple dependent 
claim, either directly or indirectly, are subject to a 
common rejection, objection or requirement, refer- 
ence may be made only to the number of the depen- 
dent claim. 

The following table illustrates the intended differences 
between current and the revised practice where each 
fe yee of each claim must be treated on an indi- 
vid 


Identification 
Claim Current Revised 
Number Claim Dependency Practice Practice 


. Independent 1 
Depends from 1 2 


.. Depends from 2 3 
. Depends from 2 or3 . 4/2/1 4/2 


4/3/2/1 4/3 
.. Depends from 3 5/3/2/1 5 

. Depends from 2,3 or 5 6/2/1 6/2 
6/3/2/1 6/3 
6/5/3/2/1 6/5 
1/6/2/1 7/6/2 
1/6/3/2/1 = 7/6/3 
1/6/5/3/2/1 _7/6/5 


. Depends from 6 


When all embodiments in a multiple dependent claim 
situation (claims 4, 6 and 7 above) are subject to a com- 
mon rejection, objection or requirement, reference may 
be made only to the number of the individual dependent 
claim. For example, if 4/2 and 4/3 were subject to a 
common ground of rejection, reference should be made 
only to claim 4 in the statement of that rejection. 
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The provisions of 35 USC 132 require that each Of- 
fice action make it explicitly clear what rejection, objec- 
tion and/or requirement is applied to each claim em- 
bodiment. 


WILLIAM FELDMAN, 


Oct. 17, 1978. Deputy Assistant Commissioner. 


[976 O.G. 128] 


(108) Microorganisms—Patentable Subject Matter 


The decision of the Supreme Court in Diamond v. 
Chakrabarty (206 U.S.P.Q. 193) held that micro- 
organisms produced by genetic engineering are not ex- 
cluded from patent protection by 35 U.S.C. §101. It is 
clear from the Supreme Court decision that the question 
of whether or not an invention embraces living matter is 
irrelevant to the issue of patentability. 

Accordingly, the Patent and Trademark Office is now 
examining patent applications including claims to micro- 
organisms which had been under suspension. Assuming 
that the products involved were the result of human in- 
tervention and were not products of nature, such claims 
will not be rejected under 35 U.S.C. §101 as directed to 
unpatentable subject matter. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 


July 29, 1980. 
and Trademarks. 


[997'O.G. 24] 


(109) a of Commerce 


Patent and Trademark Office 


Designation of International Depository Authorities under 
the Budapest Treaty 


The the Deposit of 3 and the International Recogni- 


tion of the it of Microorganisms for the Purposes 
of Patent Procedure came into force on Aug. 19, 1980 
with respect to the United States, Bulgaria, France, 
Hungary, and Japan. A copy of the Treaty was 
published in the Official Gazette on Aug. 23, 1977 (961 
O.G. 21-26). 

This Treaty authorizes each State for which the Trea- 
ty is in effect to designate a depository on its territory to 
serve as an international depository authority. More than 
one depository may be designated. Each such depository 
will be authorized to receive and store deposits, and dis- 
pense samples thereof, in compliance with the Treaty 
and the patent laws of each State adhering thereto. The 
Treaty is open for adherence by any member State of 
the Paris Union for the Protection of Industrial Proper- 
ty. 

The Commissioner of Patents and Trademarks hereby 
solicits requests from private and public depositories lo- 
cated in the United States to serve as international de- 
pository authorities. Requests should be addressed to: 
Sidney A. Diamond, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

Each request must explain and, to the extent practica- 
ble, provide evidence of the depository’s capacity to 
meet the obligations of the Treaty. Such request must 
also include an offer by the depository to assume the 
cost of transferring deposits made under the Treaty to 
another international depository authority in the event 
of default of any of its Treaty obligations. The availabili- 
ty of funds for such transfer, if needed, must be available 
through a bond, special reserve fund, escrow or other 
means judged suitable by the Commissioner. 

Requests will be promptly evaluated by the Commis- 
sioner of Patents and Trademarks, and each requesting 
depository promptly notified of the decision reached. 
Questions or inquiries concerning this notice may be ad- 
dressed to the Office of Legislation and International 
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Affairs, at the following address: Box 4, Commissioner 
of Patents and Trademarks, Washington, D.C. 20231. 
The telephone number of the Office of Legislation and 
International Affairs is (703) 557-3065. 

The World Intellectual Property Organization, in Ge- 
neva, Switzerland, the Secretariat for the Paris Union, 
has provided a memorandum explaining the role and ob- 
ligations of international depository authorities. This 
memorandum is reproduced below for the guidance of 
depositories in requesting recognition as an international 
depository authority. 


MEMORANDUM 


For the purposes of prospective international depositary au- 
thorities under the Budapest Treaty 


Introduction 


1. This memorandum contains informations for the 
benefit of any depositary institutions (culture collections) 
that may wish to become “international depositary au- 
thorities” under the Budapest Treaty on the Internation- 
al Recognition of the Deposit of Microorgan- 
isms for Purposes of Patent Procedure (done at Bu- 
dapest on Apr. 28, 1977). Its brevity is such that it can- 
not be exhaustive. Any interested person requiring full 
information should refer to the relevant provisions of 
the Budapest Treaty and the Regulations under it (any 
reference hereinafter to an “Article” or to a “Rule” is a 
reference to an Article of the Budapest Treaty or to a 
Rule of the Regulations under it). 


Objectives of the Budapest Treaty 


2. Disclosure of the invention is a generally recog- 
nized requirement for the grant of patents (for the pur- 
poses of this memorandum, the word “patent” also cov- 
ers other titles of protection, such as inventors’ 
certificates). Normally, an invention is disclosed by 
means of a written description. Where an invention in- 
volves the use of a microorganism that is not available 
to the public, such a description is not sufficient for dis- 
closure, since the invention could not be used by a per- 
son skilled in the art. That is why in the patent proce- 
dure of an increasing number of countries it is necessary 
not only to file a written description but also to deposit, 
with a depositary institution, a sample of the microor- 
ganism. When protection for the invention is sought in 
several countries, the complex and costly procedures of 
the deposit of the microorganism might have to be re- 
peated in each of those countries. The objective of the 
Budapest Treaty is precisely to obviate such multiple de- 
posits: under the Treaty a single deposit with one “inter- 
national depositary authority” is sufficient for the pur- 
poses of ny procedure before the industrial property 
Offices of all Contracting States, and of inter-govern- 
mental organizations granting regional patents which 
have declared that they recognize the effects of the 
Treaty (Articles 3(1)(a) and 9(1)(a)). 


General Remarks on International Depositary Authorities 


3. “International depositary authorities” are depositary 
institutions that have acquired the status of international 
depositary authorities. To obtain this status, a depositary 
institution has to be located on the territory of a Con- 
tracting State or of a member State of one of the organi- 
zations referred to in the preceding paragraph, and has 
to benefit from “assurances” furnished by that Contract- 
ing State or organization to the effect that the institution 
complies and will continue to comply with the require- 
ments referred to in paragraph 5 below (Article 6(1)). 
The action for acquiring this status is taken by the State 
or organization concerned (Article 7 and Rule 3). There 
is nothing to prevent it from making more than one de- 

positary institution acquire such status: it is therefore 
pars for there to be several international depositary 
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aantn located on the territory of one and the same 
tate. 

4. An international depositary authority can lose its 
status either entirely (in which case “termination of sta- 
tus” is spoken of) or partly, in other words in respect of 
certain types of microorganisms only (in which case 

“limitation of status” is spoken of). Loss of the status oc- 
curs if the State or o a sep whose action brought 
about the acquisition of the status denounces the Treaty 
or withdraws the declaration of recognition of the ef- 
fects of the Treaty (in which case the loss of status can 
only be total), or if the State or organization withdraws 
its assurances regarding the international depositary au- 
thority, or again by virtue of a decision of the Assembly 
of Contracting States taken at the request of another 
Contracting State or another organization (Articles 8, 
94) and 17(4); Rule 4). 


Requirements Which Have to be Met ty International 
Depositary Authorities 


5. The requirements referred to in paragraph 3 above 
which a depositary institution has to meet in order to 
become a depositary authority are the following (Article 
6(2) and Rule 2): 

(a) The institution has to have a continuous existence. 
It has to be impartial and objective—which means 
among other things that it has to be free of any depen- 
dence on interests that are liable to prejudice the disin- 
terested performance of its functions—and it has to be 
available, for the deposit of microorganisms, to any de- 
positor under the same conditions. These requirements, 
which in fact seem self-evident, are designed to give the 
public in general and depositors in particular fundamen- 
tal guarantees of reliability as to the smooth operation of 
the system. On the other hand, the legal status of the in- 
stitution is irrelevant: it may be either public or private. 

(b) The institution has to have the necessary staff and 
facilities to perform its scientific and administrative 
tasks, which consist among other things in: 

(i) accepting for deposit any or certain kinds of micro- 

organisms; 
(ii) examining the viability of the microorganisms de- 
posited with it and issuing a receipt to the depositor and 
~ a, viability statement (see paragraphs 7 and 8 
below); 

(iii) storing the deposited microorganism for at least 
30 years (Rule 9(1)) in such a way as to keep them via- 
ble and uncontaminated; 

Bg yee _— » sufficient safety measures to mini- 

losing the deposited micro- 
ph 

(v) complying with respect to the microorganisms de- 
posited under the Treaty with the requirement of 
secrecy which means giving no information to anyone 
on the question whether a microorganism has been thus 
deposited and giving no information to anyone (except 
to a person who is entitled to a sample—see paragraph 
10 below) on any microorganism thus deposited (Rule 


2)); 
(vi) furnishing, rapidly and in an appropriate manner, 
samples of the deposited microorganisms to all those 
= are entitled to such samples (see paragraph 10 be- 
low). 


Handling of Microorganism Deposits by the International 
Depositary Authority 


6. Reception of the microorganism. The international 
rey Ta 2 authority may require that the microorganism 
be deposited in an appropriate form and quantity, and 
that it be accompanied by a form established by that au- 
thority. In such a case, the said authority has to commu- 
nicate its requirements (and any amendments to them) to 
the International Bureau in order that the latter may 
communicate them to all the depositors concerned 
(Rules 6.3 and 13. 2(b)(v)). When it receives the microor- 
ganism, the international depository authority notes the 
date of receipt of the deposit and gives it an accession 
number (Rule 7.3(iii) and (v)). It issues a receipt to the 
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depositor me the receipt and acceptance of the de- 
posit (Rule 7). The model of the international form for 
the receipt, the use of which will be mandatory, will be 
established by the Director General of WIPO and com- 
municated to all international depositary authorities. 

7. Viability test. The international depositary authority 
promptly tests the viability of the microorganism; it 
undertakes viability tests at reasonable intervals, 
depending on the kind of microorganism and its possible 
storage conditions, or at any time, if necessary for tech- 
— reasons or at the request of the depositor (Rule 
10.1) 

8. Viability statement. The international depositary au- 
thority issues a statement concerning the viability of the 
microorganism to the depositor or to any person receiv- 
ing a sample of the microorganism (see paragraph 10 be- 
low) (Rule 10.2). The model of the international form 
for the viability statement, the use of which is mandato- 
ry, will be established by the Director General of WIPO 
and communicated to all international depositary author- 
ities. 

9. Storage of the microorganism. The international de- 
positary authority stores the microorganism for a period 
of at least 30 years after the date of its deposit, or until 
five years have elapsed without its having received a re- 
quest for a sample, the period expiring later being appli- 
cable (Rule 9.1). It complies with the requirement of se- 
crecy at all times (see yay 5(v) above). Where it 
cannot furnish samples of the deposited microorganism 
for any reason, it notifies the depositor of the fact, indi- 
cating the reason and informing him that he is entitled 
to make a new deposit (Article 4). 

10. Furnishing of 80 The Regulations contain de- 


tailed provisions specifying who is entitled to receive 


samples of the microorganism, and when (Rule 11). The 
depositor himself is entitled to receive a sample at any 
time. He may authorize third parties to have samples 
furnished 


to them, whereupon the third parties receive a 
sample on presentation of their authorizations. Any in- 
dustrial property office to which the Treaty applies may 
receive a sample on request if it needs the microorgan- 
ism for the purposes of a nee procedure. Any other 
person may obtain a sample on request if an industrial 
property office to which the Treaty applies certifies 
that, under the applicable law, that person has a right to 
a sample of the microorganism concerned; the Regula- 
tions specify in detail the certification procedure. The 
use of a form (whose contents will be established by the 
Assembly and communicated by the International Bu- 
reau to all international depositary authorities) is manda- 
tory for the request and certification. There is an alter- 
native procedure wherey the industrial property office 
from time to time communicates to international deposi- 
tary authorities lists of the accession numbers given to 
the deposit of the microorganisms referred to in the pa- 
tents granted and published by it; the effect of this com- 
munication is to authorize those authorities to furnish 
samples of the microorganisms to anyone. It should be 
stressed that it follows from the foregoing that the inter- 
national depositary never has to decide itself whether it 
has the right to furnish a sample since it only does so if 
it has the authorization of the depositor or of an indus- 
trial property office. The international depositary au- 
thority furnishes the sample in a container marked with 
the accession number given to the deposit and accompa- 
nied by a copy of the receipt for the deposit. It notii 
the depositor of the furnishing of the sample. 

11. Communication of the scientific description and/or 
proposed taxonomic designation. If the depositor has indi- 
cated a scientific description and/or proposed a taxo- 
nomic designation of the deposited microorganism, the 
international depositary authority must communicate it, 
on request, to any person entitled to receive a sample of 
the said microorganism (Rule 7.6). 

12. Fees. For the procedure under the Treaty and the 
Regulations, the international depositary authority has 
the right to charge a fee in certain cases (specified in 
Rule 12.1). The two main fees are the fee for the storage 
of the microorganism (which is a single fee for the en- 
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tire period of storage) and the fee for the furnishing of a 
sample (the furnishing of samples to industrial property 
offices is free of charge, however). The international de- 
positary authority fixes the amounts of fees at its discre- 
tion, but they must not vary on account of the nationali- 
ty or residence of the persons who have to pay them. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 


July 14, 1978. 
and Trademarks. 


[999 O.G. 2] 


(110) Entry Into Force of the Budapest Treaty 


The Patent and Trademark Office announces the 
entry into force on Aug. 19, 1980 of the Budapest Trea- 
ty on the International Recognition of the Deposit of 
Microorganisms for the Purposes of Patent Procedure 
with respect to the United States, Hungary, Bulgaria, 
France and Japan. A copy of the Treaty was published 
in the Official Gazette on Aug. 23, 1977 (961 O.G. 21- 
36). 
Following entry into force of the Treaty, each state 
adhering or acceding thereto will be authorized to nomi- 
nate depositories on its territory to serve as international 
depository authorities. Upon compliance with certain 
procedural steps set forth in the Treaty, each such de- 
pository will be designated an international depository 
authority. 

No depository in the United States or elsewhere has 
yet been nominated or designated to serve as an interna- 
tional depository authority. It is expected, however, that 
some depositories will shortly be designated both in the 
United States and other States adhering to the Treaty. 
Public notice will be provided of the designation of each 
international depository authority and its requirements 
for patent deposits. 

An application for a patent in any adhering States in- 
volving the action of a microorganism, for which a de- 
posit is required, may make the required deposit in any 
international depository authority. The fact and date of 
making the deposit will be recognized for all patent pur- 
poses in each State adhering to the Treaty. No further 
= will be required for national patent processing or 

‘orcement, provided a deposit is properly made under 
the provisions of the Treaty. 

An application for a United States patent will not be 
required to proceed under the provisions of the Buda- 
pest Treaty, however. Such an applicant may rely in- 
stead on a deposit made in any depository meeting the 
requirements set forth in Jn re Argoudelis, et al, 168 
USPQ 99 (CCPA, 1970) and reprinted in section 
608.01(p), Manual of Patent Examining Procedure. 

Questions or information regarding the Budapest 
Treaty may be directed to the Office of Legislation and 
International Affairs, at the following address: Box 4, 
Commissioner of Patents and Trademarks, Washington, 
D.C. 20231. The telephone number of the Office of Leg- 
islation and International Affairs is (703) 557-3065. 


SIDNEY A. DIAMOND, 
Commissioner of Patents and 
marks. 


JORDAN J. BARUCH, 
Assistant Secretary for 
Productivity, Technology and Innovation. 


[997 O.G. 10} 


July 14, 1980. 


July 16, 1980. 


(111) of 
and Trademark Office 
Recognition of United States Depository as 
an International Depository Authority Under 
the Budapest Treaty 
As provided in Article 7 of the Budapest Treaty on 
the International Recognition of the Deposit of Microor- 
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ganisms for the Purposes of Patent Procedure, the Unit- 
ed States announces recognition of the American Type 
Culture Collection, Rockville, Md., as an international 
depository authority. The communication of the Direc- 
tor General of the World Intellectual Property Organi- 
— according this recognition as of Jan. 31, 1981 fol- 
lows: 


SIDNEY A. DIAMOND, 
Commissioner of Patents 


Dec. 30, 1980. 
and Trademarks. 


BUDAPEST Notification No. 11 


BUDAPEST TREATY ON THE INTERNATIONAL 
RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE 
PURPOSES OF PATENT PROCEDURE 


Communication of the United States of America 
Relating to the Acquisition of the Status 
of International Depositary Authority by the 
American Type Culture Collection 


The Director General of the World Intellectual Prop- 
erty Organization (WIPO) presents his compliments to 
the Minister for Foreign Affairs and has the honor to 
notify him of the receipt, on Nov. 17, 1980, of a written 
communication from the Government of the United 
States of America, relating to the American Type Cul- 
ture Collection, indicating that the said depositary insti- 
tution is located on the territory of the United States of 
America and including a declaration of assurances to the 
effect that the said institution complies and will continue 
to comply with the requirements concerning the acquisi- 
tion of the status of international depositary authority as 
specified in Article 6(2) of the Budapest Treaty on the 
International Recognition of the Deposit of Microorgan- 
isms for the Purposes of Patent Procedure, done at Bu- 
— on Apr. 28, 1977. 

American Type Culture Collection will acquire 
the status of international depositary authority under the 
said Treaty as from Jan. 31, 1981, the date of publication 
of the said communication in the Jan. 1981 issue of Jn- 
dustrial Property/La Propriete industrielle (see Article 7(2) 
of the said Treaty). 


Dec. 3, 1980. 
[1002 O.G. 116] 


(112) Department of Commerce 
Patent and Trademark Office 
RS eee 


an em “yo aed Under 


As provided in Article 7 of the Budapest Treaty on 
the International Recognition of the Deposit of Microor- 
ganisms for the Purposes of Patent Procedure, the Unit- 
ed States announces recognition of the Agricultural Re- 
search Culture Collection, Peoria, Ill., as an international 
depository authority. communication of the Direc- 
tor General of the World Intellectual Property Organi 
zation according this recognition as of Jan. 31, 1981 Pfol- 


lows: 
SIDNEY A. DIAMOND, 
Dec. 30, 1980. Commissioner of Patents 
and Tradmarks. 


BUDAPEST Notification No. 12 


BUDAPEST TREATY ON THE INTERNATIONAL 
RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE 
PURPOSES OF PATENT PROCEDURE 
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Communication of the United States of America 
Relating to the Acquisition of the Status 
of International Depositary Authority by the 
Agricultural Research Culture Collection 


The Director General of the World Intellectual 
nee Organization (WIPO) presents his compliments 
to the Minister for Foreign Affairs and has the honor to 
notify him of the receipt, on Dec. 2, 1980, of a written 
communication from the Government of the United 
States of America, relating to the Agricultural Research 
Culture Collection, indicating that the said depositary in- 
stitution is located on the territory of the United States 
of America and including a declaration of assurances to 
the effect that the said institution complies and will con- 
tinue to — with the requirements concerning the 
acquisition of the status of international depositary au- 
thority as specified in Article 6(2) of the Budapest Trea- 
ty on the International Recognition of the Deposit of 
Microorganisms for the Purposes of Patent Procedure, 
done at Budapest on Apr. 28, 1977. 

The Agricultural Research Culture Collection will ac- 
quire the status of international depositary authority un- 
der the said Treaty as from Jan. 31, 1981, the date of 
publication of the said communication in the Jan. 1981 
issue of Industrial Property/La Propriete industrielle (see 
Article 7(2) of the said Treaty). 


Dec. 8, 1980. 


[1002 O.G. 116] 


(113) Plant Life — Patentable Subject Matter 


The decision by the Board of Patent Appeals and In- 
terferences in Ex Parte Hibberd (Sept. 18, 1985) held 
that the Plant Patent Act (35 USC 161-164) and the 
Plant Variety Protection Act (7 USC 2321 et seq.) do 
not represent the exclusive forms of protection for plant 
life covered by these acts, and that there is no irrecon- 
cilable conflict between these plant-specific statutes and 
35 USC 101. It is clear from the Board decision that 
plant life is not excluded from patent protection under 
35 USC 101. 

Accordingly, the Patent and Trademark Office is now 
examining ps pape including claims to plant life — 
e.g., ese per se, seeds, plant parts. To the extent that 
the claimed subject matter is directed to a “nonnaturally 
occurring manufacture or composition of matter — a 
product of human ingenuity” (Diamond v. Chakrabarty, 
447 U.S. 303 (1980)), such claims will not be rejected 
under 35 USC 101 as being directed to unpatentable sub- 
ject matter. 


DONALD J. QUIGG, 


Commissioner of Patents and 
Trademarks—Designate. 


[1060 OG 4] 


Oct. 8, 1985. 


(114) Department of 


Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 21001-201] 
File Wrapper Continuing Application Procedure 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

: The Patent and Trademark Office is amending 
the rules of practice in patent cases to provide a new 
procedure for filing continuation, continuation-in-part, 
and divisional patent if” nang oe This procedure is be- 
ing provided to simplify filing and processing of contin- 
uation, continuation-in-part and divisional patent applica- 
tions which have heretofore required a new set of 
application papers. By using the application which is 
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to be abandoned, the procedure will eliminate many of 
the problems currently involved in preparing and 
processsing such continuing patent application papers. 
Effective Date: Feb. 27, 1983. 
For Further Information Contact: Mr. Louis O. Maassel 
by telephone at (703) 557-3070, or by mail marked to his 
attention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: The Patent and Trademark 
Office is amending the rules of practice for patent cases 
to permit an applicant to file a continuation or division 
of a pending patent application by simply filing a request 
therefor and paying the necessary application filing fee. 
To file a continuation-in- application, an amendment 
adding the additional subject matter and an oath or dec- 
laration relating thereto is also required. 

The “file ag continuing” C) procedure is in- 
corporated in the rules by adding a new §1.62. Under 
this simplified procedure, any continuing application 
such as a continuation, continuation-in-part, or divisional 
application may be filed by using the papers in the 
copending prior —— which application will be- 
come automatically expressly abandoned. Under the 
FWC procedure, a new serial number is assigned and 
the specification, drawings and other papers in the par- 
ent application file wrapper are used as the papers in the 
continuing application. Changes in inventorship may be 
made. The “file wrapper continuing” (FWC) procedure 
is available for utility, design, plant, and reissue applica- 
tions to the full extent that continuing applications can 
now be filed in such applications. Use of the FWC pro- 
cedure will automatically result in express abandonment 
of the prior application as of the date that the continua- 
o>. continuation-in-part, or divisional application is 
iled. 

The FWC procedure could be used for any continua- 
tion, continuation-in-part or divisional application pro- 


vided the applicant wishes the copending prior applica- 
tion to become abandoned. If a divisional application is 
desired without abandonment of the parent application, 
the apes: under §1.60 should be used. Applicant 


also the option of filing new application papers with 
a reexecuted oath or declaration. 


Background 


The notice of proposed rulemaking was published in 
the Federal Register on Nov. 7, 1980 at 45 FR 73965 
and in the Official Gazette on Dec. 9, 1980 at 1003 O.G. 
9. An oral hearing was held on Feb. 4, 1981. 


Discussion of Major Issue Involved 


A continuation or divisional application is an applica- 
tion in which the disclosure is identical to an earlier ap- 
plication. However, the claims may be changed. Contin- 
uation applications are often filed in situations where the 
applicant feels that the issue of patentability has not been 
satisfactorily resolved before the examiner and the appli- 
cation is not in condition for an a from the final re- 
jection to the Board of Appeals. Divisional applications 
are filed voluntarily or as a result of a requirement for 
restriction by the examiner in a prior application. Con- 
tinuation-in-part applications are filed where additional 
subject matter is added and claimed in the application. 
Under 35 U.S.C. 120 of the patent law, a continuation, 
continuation-in-part or divisional application may be 
filed during the pendency of the prior application and 
the benefit of the filing date of the prior application for 
the subject matter disclosed therein may be obtained. 

The practice under §1.60 has resulted in a number of 
problems, especially difficulties in obtaining good-quality 
— of prior applications. In addition, the practice in- 
volves unnecessary handling and processing delays. 

Under new §1.62, the specification, claims and diraw- 
ings, and any amendments in the prior application are 
made available for use in the continuation, continuation- 
in-part, or divisional application. A new filing fee is re- 
quired in accordance with 35 U.S.C. 41 and 37 CFR 
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1.16. The only other statutory requirement under 35 
U.S.C. 111 is a signed oath or declaration. Since a con- 
tinuation or divisional application cannot contain new 
matter, the oath or declaration filed in the prior applica- 
tion would supply all the information required under the 
statute and rules to have a complete application and to 
obtain a filing date. Accordingly, the previously-filed 
oath or declaration will be considered to be the oath or 
declaration of the §1.62 continuation or division. How- 
ever, if a continuation-in-part application is being filed, 
or a correction of inventorship is being made, then a 
new oath or declaration must be signed and filed by the 
applicant. 

e original disclosure of an application filed under 
§1.62 will be the original parent application as executed 
by the inventor(s). However, the filing fee will be based 
on the claims in the §1.62 application after entry of any 
unentered amendments under §1.116 in the prior applica- 
tion and any preliminary amendment which may accom- 
je Mee FWC request and filing fee. The Certificate of 

iling Procedure under 37 CFR 1.8 will not apply to 
filing a request for a “File Wrapper Continuing” appli- 
cation since the filing of such a request is considered to 
be a filing of application papers for the purpose of 
obtaining an application filing date (37 CFR 1.8(a)(i)). 
The —— may file a signed FWC request and the 
regular filing fee under §1.16 and other necessary papers 
with the Patent and Trademark Office, either by mail 
addressed to “Box FWC” or in person with the mail 
room. An individual check or oo account authoriza- 
tion should accompany each C application, since 
combined checks delay processing. 


C” envelopes upon receipt and deliver 
them to a reader for prompt special handling. The read- 
er would apply the “Mail Room” date stamp and mark 
the categories of the fees. The papers for each FWC ap- 
plication would be assigned a regular national serial 
number and be placed in a “Jumbo” size file wrapper. 
The Special Handling Branch will review the FWC re- 
quest for accuracy and completeness and assign the fil- 
ing date if po me appears to be in order. Problems 
will be handled, insofar as possible, by calling the appli- 
cant or attorney by ed There will be no need for 
any processing of the 'C application by the Classifi- 
cation or Examination Branches of Application Division 
since there are no papers to be examined and the FWC 
application will be routed to the group assigned the pri- 
or application. When the FWC application file wrapper 
is received in the examining group, the parent applica- 
tion will be promptly obtained and processed by a cleri- 
cal staff member. 

All of the correspondence from the Office in a FWC 
application will refer to the FWC application serial 
number and filing date and will be processed in the same 
manner as any other continuation, continuation-in-part 
or divisional Sy ae The first action final rejection 
procedures set forth in §706.07(b) of the Manual of Pa- 
tent Examining Procedure will also apply to FWC appli- 
cations filed under §1.62. 

The PALM III system will supply information to au- 
thorized persons as to the location of the parent 
application file and will tie the parent applica- 
tion number to the C application number. 

———_ of §1.62 provide that if any application 
le wrapper is available to the public that all ap- 
i file wrapper will be available to the 
public. 

Some of the anticipated benefits of the new §1.62 pro- 

cedure are the following: 


For the Applicant 


1. Formal requirements will be minimal. 

2. A more prompt first action in the continuing appli- 
cation should be received in view of reduced processing 
time. The Application Division can process promptly all 
§1.62 applications with minimal effort. In the examining 
groups, the applications will be given high priority for 
processing purposes. 
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3. Amendments made to the specification, drawings 
and claims of the prior application will carry over into 
the §1.62 continuing application and will not need to be 
resubmitted in the continuing application. 


For the Public 


1. The pendency of a series of applications should be 
reduced since the time delay before examination and is- 
suance of a continuing application filed under the §1.62 
procedure would be reduced. 

2. The entire record of prosecution could be in one 
file wrapper under the §1.62 procedure, even if several 
continuing cogeeeins are filed. This will result in easi- 
er access by the public to a series of applications if a pa- 
tent is later issued. 


For the Patent and Trademark Office 


1. The workload of reviewing and processing new ap- 
plication papers in the Application Division will be 
reduced. 


2. The examining group clerks will not be required to 
again enter amendments made in the prior application. 

3. Less storage space will be required under §1.62 
since there will be fewer papers to store. 

4. The prior application file history and references cit- 
ed therein will be readily available to the examiner un- 
der§1.62 and will not need to be ordered from aban- 
doned files. 

5. The Office will not be required to prepare a copy 
of the prior application file under the §1.62 procedure. 


Discussion of Comments Received 


After careful consideration of the comments which 
have been received, the proposed rulemaking relating to 
file wrapper continuing application procedure is being 
adopted with certain changes. A total of 23 comment 
letters were received. Six of these letters were received 
from patent law organizations. Two persons presented 
oral comments at the hearing. The comments of 6 letters 
supported the proposed rulemaking without further sug- 
— for change. Only one letter opposed the propos- 


Seven of the letters urged adoption of a procedure 
whereby an applicant could pay a fee to have a final re- 
jection withdrawn so that prosecution could be extended 
in an — rather than filing a continuing applica- 
tion. suggestion was not adopted for several rea- 
sons. Such a procedure could not be used for filing of 
continuation-in-part +, ree t- average pendency 
of applications in the Office would be extended, and sig- 
nificant problems in internal record systems would be 
created 

A number of comments were received which present- 
ed specific suggestions to proposed §1.62. Four letters 
commented that the requirement of proposed §1.62(a)(4) 
to supply information as to title, applicant, correspon- 
dence address, etc. in order to file under §1.62 could 
easily lead to filing errors. 

In final §1. 62(aKG3) only the serial number, filing date 
and applicant’s name of the prior application are re- 
o_ The filing of information relating to the title, ap- 

licant’s name, etc. is however urged in graph (e) of 
pooh mew nye pete = records and 
the filing receipt. 

One comment letter was received which indicated 
that a specific reference should be made to unentered 
amendments filed under 37 CFR 1.116. Such a reference 
has been added to paragraph (a)(2) of §1.62. 

Two letters objected to the requirement in proposed 
§1.62(a(2) that a new set of claims be presented. This 

uirement has been deleted from final §1.62. 

A number of general comments were also presented 
relating to §1.62. One comment argued that the pro- 
posed practice would encourage abuse by examiners of 
the second action final rejection practice. In response to 
this argument, it is felt that the proposed procedure 
would not create any new problems. 
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One comment indicated that problems involving ac- 
= to the file wrapper may arise. It is felt, however, 
that access p' Frat ae should not arise in view of para- 
graph (c) of final §1.62 which relates to waiver of secre- 
cy. The current baie III computer record system is 
capable of indicating the location of both the prior and 
continuing applications. 

One comment was received relating to proposed 
§1.138 which indicated that the reference to §1.60 was 
confusing. The reference to §1.60 has been deleted in fi- 
nal§1.138. 

New §1.62 sets forth the requirements of the file 
wrapper continuing procedure. 

Section §1.138 is amended so that a registered attor- 
ney or agent could, without being of record, file a §1.62 
application and expressly abandon a pending prior appli- 
cation. Such an action would not affect applicant’s 
rights. to any great extent since the prior application 
would only be expressly abandoned if a filing date was 
granted to a continuing application. 


Other Considerations 


Environmental, Energy, and Other Considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

This rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980(44 U.S.C. 3501 et seq.). 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties because it adds no burdens and does simplify filing 
procedures (Regulatory Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. In fact, 
some paperwork, especially that related to preparing ap- 
plication papers and amendments, will be reduced. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and 
patents, Lawyers. 
(Text of adopted rules appears in 37 CFR, revised July 


GERALD J. MOSSINGHOFF, 
Sept. 30, 1982. Commissioner of Patents 
and Trademarks. 
(FR Doc. 82-29283 Filed 10-23-82: 8:45 am] 
BILLING CODE 3510-16-M 


[1024 O.G. 59] 


(115) aoe Commerce 
Patent and Trademark Office 


37 CFR Part 1 


Reissue, Reexamination, Protest and Examination 
Procedures in Patent Cases 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

: The Patent and Trademark Office is amending 
the rules of practice in patent cases (1) to eliminate con- 
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sideration of the so-called “no defect” reissue applica- 
tions, (2) to limit the participation by protestors during 
the examination of patent applications, (3) to reject and 
permit appeal to the Board of Appeals for failure to com- 
ply with the duty of disclosure rather than striking ap- 
plications without appeal rights, and (4) to clarify the in- 
terface between patent application examination and pa- 
tent reexamination in certain areas. These changes are 
intended to (1) reduce the prosecution costs of patent 
applicants, and (2) permit some of the Patent and Trade- 
mark Office resources now devoted to consideration of 
the so-called “no defect” reissue applications, and to ex- 
tensive participation by protestors during application ex- 
amination, to be directed toward reduction of the back- 
log of pending patent applications. The changes are also 
intended to provide for review by the Board of Appeals 
of duty of disclosure issues which arise during patent ap- 
plication examination. The rule changes are further in- 
tended to clarify the interface between the duty of dis- 
closure during patent application examination and the 
duty of disclosure during patent reexamination, as well 
as the treatment of concurrent reissue and reexamination 
proceedings on the same patent. 

Effective July 1, 1982. 

For Further Information Contact: Mr. R. Franklin Bur- 
nett by telephone at (703) 557-3054 or by mail marked to 
his attention and addressed to the Commissioner of Pa- 
tents and Trademarks. Washington, D.C. 20231. 


Supplementary Information: 


Background 


A notice of proposed rulemaking was published in the 
Federal Register on Nov. 10, 1981, at 46 FR 55666- 
55672 and in the Official Gazette on Dec. 8, 1981, at 
1013 O.G. 19-25. An oral hearing was held on Feb. 4, 
1982. Forty-two written letters and statements were sub- 
mitted. Fourteen persons testified at the oral hearing 
which resulted in 113 pages of testimony. Consideration 
was also given to the comments presented at the oral 
hearing on Apr. 16, 1981, relating to the proposed rules 
for implementing patent reexamination. 


Objectives of Rule Change 


The rule change is designed to adopt and implement 
suggestions from members of the public for changes in 
patent examination practice considered desirable in light 
of the implementation of statutory patent reexamination, 
contained in Public Law 96-517. Many of the persons 
who commented in writing and at the hearing held on 
Apr. 16, 1981, on the proposed rules for implementing 
patent reexamination favored modification of patent ex- 
amination rules as amended herein. This rule change is 
designed to implement the suggestions received and, in 
particular, to reduce the prosecution costs of patent ap- 
plicants by limiting the amount of participation by pro- 
testors during the patent application examination pro- 


cess. 

The rule change also seeks to reduce the amount of 
time required by the Patent and Trademark Office to ex- 
amine protested applications by limiting protestor par- 
ticipation. The technical expertise of the Patent and 
Trademark Office will continue to be available to make 
determinations of patentability on the basis of prior art 
and related facts on an ex parte basis. However, the pa- 
tent examiners in the Office are not trained as hearing 
examiners and have no substantial experience in han- 
dling inter partes matters. Under the rule change, protes- 
tor participation will be limited to the filing of papers in 
Opposition to the grant of a patent with no ice com- 
munications to the protestor resulting therefrom beyond 
an acknowledgment of receipt of a protest or petition te 
strike in reissue applications. The opportunity to com- 
ment on Office actions and applicants’ responses is elimi- 
nated. The rule change also intends to accomplish these 
purposes by eliminating the consideration of reissue ap- 
plications not initially presented to correct defects pur- 
suant to 35 U.S.C. 251. 
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The rule change is also designed to provide for re- 
view by the Board of Appeals of duty of disclosure 
issues which arise during patent application examination. 
This is accomplished by amending §1.56(d) to provide 
that the claims in an application be rejected if upon ex- 
amination pursuant to 35 U.S.C. 131 and 132 it is found 
that applicant is not “entitled to a patent under the law” 
because of fraud or a violation of the duty of disclosure. 
The rejection would be made under the same conditions 
and circumstances previously used to strike an applica- 
tion, i.e., “clear aiid convincing evidence” of fraud or 
any violation of the duty of disclosure through bad faith 
or gross negligence. The statute, 35 U.S.C. 131, provides 
for examination of an application “and if on such exami- 
nation it ap} that the applicant is entitled to a patent 
under the law, the Commissioner shall issue a patent 
* * *” Section 132 of Title 35, United States Code, 
makes provision for the rejection of a claim for a patent 
as a result of the examination directed by 35 U.S.C. 131. 
While questions of fraud and violations of the duty of 
disclosure have historically been dealt with by the Com- 
missioner through the mechanism of striking the affected 
application, there is no statutory requirement that the 
Commissioner act in that manner. Clearly the Commis- 
sioner can choose how, and by whom, the examination 
directed by 35 U.S.C. 131 can be made. 35 U.S.C. 132 
authorizes a rejection in those circumstances where ap- 
plicant is not “entitled to a patent under the law.” The 
rule change simply modifies the mechanism and proce- 
dures which the Commissioner will use where the appli- 
cant is not “entitled to a patent under the law” because 
of failures to comply with §1.56(d). 

The rule change is also designed to clarify the inter- 
face between patent application examination and patent 
reexamination in certain areas. The two areas involved 
are duty of disclosure and concurrent proceedings in- 
volving a patent under reexamination and for which a 
reissue application has been filed. 

Sections 1.56, 1.106, 1.175, 1.193, 1.291, 1.555, 1.565, 
and 1.570 are amended to accomplish the purpose indi- 
cated above. 


Discussion of Specific Rules 
Access and Publication of Reissue Applications 


The changes proposed in §1.11 are not being adopted 
since only one of the twenty-two comments favored the 
changes. 

The publication of notices of the filing of reissues and 
provisions for public access to reissues will therefore 
continue as at present. Such publication eliminates the 
need for interested members of the public to periodically 
monitor the patent files to determine if a reissue applica- 
tion has been filed. 


Amendments to §1.56 


A large majority of the comments supported the 
amendments to §1.56. A number of comments ques- 
tioned the advisability of having relatively inexperienced 
or non-attorney examiners handle questions of fraud or 
violation of the duty of disclosure. In response thereto, 
the amendments to the rule do not require that such 
questions be handled by the examiner who examines the 
application for questions of obviousness, enablement, etc. 
The Office presently plans to have questions of possible 
fraud or violation of the duty of disclosure examined by 
examiners with legal training assigned to the Office of 
the Assistant Commissioner for Patents. Several com- 
ments suggested that the provisions for striking an appli- 


- cation pursuant to existing paragraph (c) of §1.56 are in- 


consistent with the rejection for fraud or violation of the 
duty of disclosure contemplated in the amendment to 
paragraph (d). In response thereto, it is pointed out that 
paragraph (c) of §1.56 makes striking of the application 
discretionary with the missioner. It is thus more ap- 
propriate to retain this authority to strike the application 
in appropriate circumstances father than to 
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make it subject to a rejection. No inconsistency is seen 
between the different routes under amma. (c) and 
(d) of §1.56. Several comments were received indicating 
concern about the possible delay of a decision by the 
Board of Appeals pending consideration of a fraud or 
duty of disclosure question. In response to these con- 
cerns, it is pointed out that less time overall will be re- 
quired by having the Board of Appeals consider the 
matter once rather than in a series of separate decisions. 
Further, expense to the applicant will be minimized by 
one appeal rather than two. The amendments to §1.56 
are adopted as proposed except for some clarifying 
changes in paragraph (g). 

Section 1.56 is amended by revising the title and 
graph (d), and by adding new paragraphs (e) throu @. 
The revision to the title and paragraph (d) provides for 
the rejection of claims — examination pursuant to 35 
U.S.C. 131 and 132 on the ground that applicant is not 
entitled to a patent under the law if it is established by 
clear and convincing evidence (1) that any fraud was 
practiced or attempted on the Office in connection with 
the application, or in connection with any previous ap- 
plication upon which the application relies, or (2) that 
there was any violation of the duty of disclosure 
through bad faith or gross negligence in connection with 
the application, or in connection with any previous ap- 
plication upon which the application relies. Under 
amended paragraph (d), any rejection which would be 
made would include all the claims in the application. 

The standards to be used in rejecting the claims under 
paragraph (d) as amended, would be the same as those 
utilized by the Commissioner in striking applications 
pursuant to present paragraph (qd), i.e., clear and con- 
vincing evidence of fraud or any violation of the duty of 
disclosure through bad faith or gross negligence. Consis- 
tent with present practice, the revision of paragraph (d) 
looks to fraud or a violation of the duty of disclosure 
through bad faith or gross negligence with relation to 
the application under consideration or any previous ap- 
plication upon which the application relies. 

The phrase “in connection with the application” is 
construed in the same manner as in the present un- 
amended paragraph (d). For purposes of this section, a 
reexamination proceeding on a patent would be consid- 
ered as being “in connection with the application” inso- 
far as consideration of any subsequent reissue application 
is concerned. The — also includes within its scope 
the mere refiling of the subject matter of an application 
in another application without relying in the second ap- 
plication upon the first spplication. us, an appropriate 
rejection upon examination pursuant to 35 U.S.C. 131 
and 132 based on conduct or actions proscribed by 
§1.56(d) could not be avoided merely by refiling the 
subject matter of the application in a second or subse- 
quent application which did not rely upon the earlier ap- 
plication. The phrase “in connection with any previous 
application upon which the application relies” is intend- 
ed to include all applications upon which the application 
under consideration relies, either directly or indirectly. 
For example, an application to reissue a patent obviously 
relies upon the application which resulted in the patent 
sought to be reissued. Likewise, continuation applica- 
tions, continuation-in-part applications, and divisional 
applications also rely upon one or more parent applica- 
tions. 

New paragraph (e) of §1.56 normally delays the exam- 
ination of an application for compliance with paragraph 
(d) of §1.56 until such time as (1) all other matters are 
resolved, or (2) appellant’s reply brief pursuant to 
§1.193(b) has been received and the application is other- 
wise ready for consideration by the Board of Appeals, at 
which time the appeal will be suspended for examination 
pursuant to paragraph (d) of this section. Present plans 
are to have this examination on the question of fraud or 
violation of the duty of disclosure conducted by examin- 
ers with legal training assigned to the Office of the As- 
sistant Commissioner for Patents. Paragraph (e), as add- 
ed, would thus permit the resolution of issues arising 
under §1.56(d) to be delayed until consideration of such 
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issues is necessary and appropriate. The practice under 
new paragraph (e) is generally consistent with present 
practice under h (d) which normally delays the 
substantive resolution of fraud and duty of disclosure is- 
sues until other issues have been resolved in favor of ap- 
plicant. Under new paragraph (e) an appeal would be 
suspended for examination pursuant to amended para- 
graph (d) of Jag 56 once appellant’s reply brief pursuant 
to §1.193(b) has been received and the application is oth- 
erwise ready for consideration by the Board of Appeals. 
If no questions of possible violation of §1.56 are raised 
or evident on the record before the examiner, no exami- 
nation for compliance with paragraph (d) of §1.56 will 
be undertaken. New Lege uty (e) provides for the re- 
opening of a ncn of the application to the extent 
necessary to conduct the examination pursuant to 
amended paragraph (d) of §1.56 including any appeal 
pursuant to §1.191. New graph (e) also indicates 
that where an appeal has already been filed based on a 
rejection on other grounds, any further rejection under 
amended paragraph (d) will be treated in accordance 
with amended §1.193(c). 

New paragraph (f) continues the present long standing 
practice whereby any member of the public can file a 
petition to strike an application from the files pursuant 
to teine aa wi (c) of $1.56. Such petitions are currently 

filed without specific mention in §1.56. Under re- 
vised§ 56 petitions to strike an application for a viola- 
tion of §1.56 are limited to violations of paragraph (c), 
with any violations of paragraph & — subject mat- 
ter for rejection under paragraph (d a (f) 
requires that any such petition Sain a violation of 
paragraph (c) which is entered in the application file 
must: (1) Be timely filed, (2) specifically identify the ap- 
plication to which the petition is directed. (3) be 
served on the applicant or be filed with the Office in du- 
plicate in the event service is not possible. New para- 
graph (f) does not specifically limit a “timely petition” 
to any particular point in the examination of the applica- 
tion. Such petitions will generally be considered “time- 
ly” if they are filed before final rejection or allowance 
of the application by the examiner. Whether or not a pe- 
tition filed after final rejection or allowance of the appli- 
cation by the examiner is considered “timely” will de- 
pend upon the circumstances and the point in the 
prosecution at which the petition is submitted. 

New ph (f) requires that the petition specifical- 
ly identify the application to which the petition is direct- 
ed. While an identification by application serial number 
is not essential, the identification must include enough 

ificity that the Office can determine with certainty 
¢ application to which the petition is directed. Para- 
graph (f) requires service of the petition on the appli- 
cant, or a duplicate copy in the event service is not pos- 
sible, before the petition will be entered. While the 
Office might, in some circumstances, reproduce and 
serve a petition on the applicant, a member of the public 
would have no assurance that this would be done and, 
under paragraph (f), could not rely upon the Office do- 
ing so. Paragraph (f) also requires that A petition filed 
‘ae an attorney or agent comply with §1.346 
ph he) of §1.56 assures a member of the 
public ic that ¢ petition to strike an application for viola- 
tion of eo tm (c) of §1.56 which meets the require- 
ments of paragraph (f) will be considered by the Office. 
Language has been added to conform to additional lan- 
guage in §1.291(c). The Office will send petitioner an ac- 
knowledgment of the entry of a petition to strike in a re- 
issue application file. However, the Office will not 
communicate with the member of the public filing such 
a petition in non-reissue applications, except for the re- 
turn of any self-addressed postcard which was enclosed 
which merely acknowledges receipt of the petition. The 
member of the public filing the petition will not be per- 
mitted to contact the Office as to the disposition, or sta- 
tus, of the petition, or to participate in any Office pro- 
ceedings relating to the petition. No further papers will 
be acknowledged or considered unless they raise new is- 
could not have been earlier presented 
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and thereby constitute a new proper petition. Mere ar- 
guments relating to the Office’s decision on the petition 
or applicant’s response to the petition would not qualify 
as a new enc petition. The disposition of the petition, 
once one been filed, will, under paragraph (g), be an 
ex parte matter between the Office and the applicant. 
Paragraph (g) provides for communication by the Office 
with the applicant regarding a petition to strike the ap- 
plication which has been entered in the application file. 
Under new pempeeh (g) the applicant could be re- 
quired by the ice to respond to the petition. Any 
such response would be ex parte and would not be 
served on the member of the public filing the petition. 

New paragraph (h) of §1.56 provides that any member 
of the public may seek to have the claims in an applica- 
tion rejected pursuant to the amended paragraph (d) of 
§1.56 by filing a timely protest in accordance with §1.291. 
New paragraph (h) also requires that any such protest 
filed by an attorney or agent seeking a rejection of 
claims pursuant to amended paragraph (d) of §1.56 must 
be in compliance with §1.346. One comment suggested 
that the last sentence of paragraph (h) is redundant since 
§$1.346 applies without any specific mention. After care- 
ful consideration of the comment the sentence is being 
retained in order to emphasize and remind attorneys and 
agents of the obligations imposed by §1.346. 

New paragraph (i) provides for the Office requiring 
the applicant to supply information pursuant to para- 
graph (a) of §1.56 in order for the Office to decide any 
issues relating to paragraphs (c) and (d) of §1.56, wheth- 
er or not such issues arise as a result of a petition or a 
protest, or arise from other sources, e.g., an examiner 
discovering the issue while studying the application file. 
Any requirements for information under new paragraph 
(i) will be ex parte in nature between the Office and the 
—— The ex parte nature of the requirements for 
in 


information under new paragraph (i) differs from past 
practice under which information was required, or re- 


quested, from applicant and one or more petitioners or 
protestors in some cases. 


Rejection of Claims 


Five comments were submitted relating to new para- 
graph (c) of §1.106. Two of the comments favored the 
graph as written and three recommended modifica- 
tion or clarification of the paragraph to ensure that it is 
not inconsistent with In re Ruff, et al, 45 CCPA 1037, 
118 USPQ 340 (CCPA 1958), and subsequent decisions. 
No modification or clarification of the paragraph is con- 
sidered necessary since the intent of the paragraph was 
not to change current practice, but was merely to em- 
phasize the importance placed on admissions and to 
make §1.106 more closely reflect current practice, which 
includes practice following In re Ruff, et al., and subse- 
quent decisions. The amendments to §1.106 are adopted 


as proposed. 

Section 1.106 is amended to include a new paragraph 
(c) which emphasizes the importance placed on admis- 
sions by the applicant or the patent owner in a reexamina- 
tion proceeding insofar as matters affecting patentability 
are concerned. Paragraph (c) includes a reference to the 
use of rejections based upon facts within the knowledge 
of the examiner as provided in §1.107. Paragraph (c) does 
not constitute a ee 8 in practice, but does result in 
§1.106 more closely reflecting current practice. 


Reissue Oath or Declaration 


Ten persons commented on §1.175. Four comments 
were received in support of the proposed change. Three 
of these favorable comments were from patent law 
groups. Of the six comments received opposing the 
change, two were from patent law groups. Eleven com- 
ments received at the Apr. 16, 1981, hearing on reexami- 
nation argued for retraction of the “Dann Amendments” 
which included §1.175(a)(4). Four comments at the Apr. 
16, 1981, hearing favored retaining the “Dann Amend- 
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ments”. The arguments supporting the change were gen- 
erally that paragraph (a)(4) was not necessary in view of 
the new reexamination procedure. The arguments op- 
posing the deletion were generally that an inter partes 
practice before the Office is desirable from the stand- 
point of the judiciary and for a complete resolution of 
issues. After careful consideration of all of the argu- 
ments and the resources available in the Patent and 
Trademark Office, it is felt that the practice under para- 
graph (a)(4) of §1.175 should be discontinued and para- 
graph (a)(4) should be cancelled. 
numbering of paragraphs (a)(5) and (6) is not be- 

ing changed. Proposed paragraph 1.175(a)(6) is being 
adopted as new h 1.175(aX(7). The proposed 
wording is otherwise being adopted without change. 

Amended §1.175 eliminates paragraph (a)(4). Under 
paragraph (a)(4), the Office gave advisory opinions on 
patentability over additi prior art without any 
changes in the patent claims. The courts have generally 
refused to give preclusive effect to these advisory opin- 
ions. See PIC, Inc. v. Prescon Corp., 485 F. Supp. 1302, 
205 USPQ 228 (D. Del. 1980), and Rohm and Haas Co. 
v. Mobil Oil Corp., 525 F. Supp. 1298, 212 USPQ 354 
(D. Del. 1981). Accordingly, in view of the implementa- 
tion of patent reexamination pursuant to Pub. L. 96-517 
it is appropriate to discontinue the advisory opinions 

rovided pursuant to §1.175(a)(4). Under amended 

1.175 an applicant for reissue of a patent will be re- 
quired to file with the reissue application a statement un- 
der oath or declaration specifically averring a defect in 
the patent, e.g., “a defective specification or drawing,” 
or an excess or insufficiency in the claims. Amended 
§1.175 also requires, in paragraphs (a)(5) and (a)(6), that 
applicant specify “errors” as opposed to “what might be 
deemed to be errors.” Amended §1.175 effectively elimi- 
nates Office consideration of the merits of “no defect” 
reissue applications since any such “no defect” reissue 
applications filed after July 1, 1982, the effective date of 
the changes to §1.175, will not be examined as to ques- 
tions of patentability. In addition, §1.175(a)(7) has been 
added to parallel the provisions in §1.65 requiring the 
same acknowledgment of the duty of disclosure in the 
oath or declaration of reissue applications as in the case 
of non-reissue applications. 


Delay in Examination of Reissue Applications 


Six comments were received relative to the proposed 
changes in §1.176. One comment supported, and five 
comments opposed, deleting the two month waiting pe- 
riod before action could be taken by an examiner in a 
reissue application. The opposing comments favored 
retaining the two month period to provide an opportuni- 
ty for interested parties to submit information relating to 
the examination of a reissue application after notice of 
the filing thereof has been published in the Official Ga- 
zette. Since the notices under §1.11 will continue to be 
published, no need is seen to change §1.176. The pro- 
posed change is therefore not adopted. 


Examiner's Answer 


Only one comment was made relating to the proposed 
addition of paragraph (c) to §1.193. It suggested includ- 
ing a minimum time period for response in the rule. This 
suggestion was not adopted because in some circum- 
stances it may be appropriate to set a shorter or a longer 
period for the reply brief. The amendments to §1.193 are 
adopted as proposed. 

Paragraph (c) adds to §1.193 a provision that any de- 
cision rejecting claims pursuant to §1.56(d) in an applica- 
tion already on appeal from a rejection based on other 
grounds shall constitute a supplemental examiner’s an- 
swer introducing a new ground of rejection and remov- 
ing the suspension of the appeal introduced pursuant to 
§1.56(e). Prior to entering any such supplemental exam- 
iner’s answer under h (c), the Office may require 
information from applicant pursuant to _ para- 
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graph (i) of §1.56. Under paragraph (c) of §1.193, the 
appellant may file a reply to the supplemental examiner’s 
answer. Paragraph (c) provides that the appellant’s reply 
to the supplemental examiner’s answer will be consid- 
ered and responded to as necessary with ee being 
provided with an additional month, or such other time 
as may be set, within which to reply to any such re- 
sponse from the Office. After introduction of a supple- 
mental examiner’s answer pursuant to paragraph (c) and 
any replies and response thereto, the application will be 
forwarded to the Board of Appeals for consideration. 


Protests by the Public Against Pending Applications 


Fifteen persons commented on the proposed amend- 
ment of §1.291. Two persons suggested that protests be 
acknowledged by more than the return of a self-ad- 
dressed postcard. The suggestion has been adopted to 
the extent of providing for an acknowledgment of the 
entry of a protest in a reissue application file to be sent 
to the member of the public filing the protest. The sug- 
gestion has not been adopted insofar as original applica- 
tions are concerned since these applications are general- 
ly required to be kept in confidence under 35 U.S.C. 
122. Further, the use of return postcards is an estab- 
lished method of receiving acknowledgment from the 
Office that a paper has been filed. By merely returning 
the postcard to a protestor in an application for an origi- 
nal apg and directing Office initiated communications 
solely to applicant, the amount of Office resources re- 
quired will be minimized. 

Several persons commented that the protest proceed- 
ing should be more inter partes. The weight of the com- 
ments received at the hearings held on Apr. 16, 1981, 
and Feb. 4, 1982, and in writing, favored ex parte pro- 
ceedings. To ensure that the proceedings are essentially 
ex parte, a sentence is being added to paragraph (c) of § 
1.291, indicating that active participation by a member 
of public ends with the filing of the protest. To retain 
the inter partes nature of the protest would be contrary 
to the majority of the comments received and to one of 
the major purposes of the rule change, i.e., to reduce the 
amount of time spent by the ce in examining 
protested applications. The amendments to paragraphs 
(a) and (b) of §1.291 are adopted as proposed and para- 
graph (c) is being revised as indicated above. 

Amended §1.291 continues to permit protests by the 
public against pending original and reissue —- 
The protest may include any grounds which the member 
of the public filing the protest believes to be applicable. 

Amended paragraph (a) of §1.291 provides for entry 
of a protest in the application file if the protest specifi- 
cally identifies the application, is timely submitted, and 
is either served upon bert pene in accordance with 
§1.248, or filed with the Office in duplicate, in the event 
service is not possible. The comments made above in the 
discussion of new paragraph (f) of §1.56 regarding the 
timeliness of the filing or submission, specific identi- 
fication of the application, and service on the applicant, 
are also 9 to the amendments of paragraph (a) 
of §1.291. The requirement that the Office acknowledge 
the filing of a protest is deleted from paragraph (a), but 
is covered in paragraph (c). 

New paragraph (b) of §1.291 assures members of the 
public that a protest will be considered by the Office if 
(1) it specifically identifies the application to which it is 
directed; (2) it is timely submitted; (3) it is properly 
served upon the applicant in accordance with §1.248, or 
is filed with the the duplicate in the event service 
is not possible; (4) it includes a listing of the patents, 
publications or other information relied upon and a con- 
cise explanation of the relevance of each listed item; (5) 
it includes a copy of each listed patent or publication 
or other item of information in written form, or at least 
the pertinent portions thereof; and (6) it includes an Eng- 
lish language translation of all the necessary and pertinent 
parts of any non-English language document relied upon. 
It is considered desirable that §1.291 advise members of 
the public as to the contents which should be included in 
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any protest since there will be no Office communications 
directed to the member of the public submitting the pro- 
test under paragraph (c). Thus, under paragraph (c) mem- 
bers of the public will not be given an opportunity to 
complete any protest which is incomplete. Amended 
paragraph (c) provides for the acknowledgment of the en- 
try of a protest in a reissue application file. 

Amended paragraph (c) of §1.291 provides that a 
member of the public filing a protest in an application 
for an original patent will not receive any communica- 
tions from the Office relating to the protest, other than 
the return of a self-addressed postcard acknowledging 
receipt of the protest. Amended paragraph (c) of §1.291 
does not permit the member of the public filing the pro- 
test, or any other member of the public, to contact the 
Office as to the disposition, or status, of the protest or to 
ae in any Office proceedings relating to the pro- 
test. The disposition of the protest, once it has been filed 
will, under paragraph (c), be an ex parte matter between 
the Office and the applicant. However, applications 
wei open to the public may be inspected pursuant 
to §1.11. 

Amended or (c) provides for the Office to 
communicate with the applicant regarding any protest 
entered in the application file. Under paragraph (c), the 
applicant could be required by the Office to respond to 
the protest. Any response would be ex parte and would 
not be served on the member of the public filing the 
protest. Paragraph (c) provides for the Office to require 
applicant to supply information pursuant to pargraph (a) 
of §1.56 in order for the Office to decide any issues 
raised by the protest. Requirements for information un- 
der paragraph (c) will be ex parte in nature between the 
Office and the ys ne The ex parte nature of the re- 
ps gin for information under paragraph (c) differs 
Tom past practice under which information could be re- 
quired, or requested, from applicant and one or more 
protestors. Under amended ph (c), the active 
participation of the protestor ends with the filing of the 
protest and no further submission on behalf of the pro- 
testor will be acknowledged or considered unless such 
submission raises new issues which could not have been 
earlier presented, and thereby constitutes a new protest. 
Mere arguments relating to an Office action or an appli- 
cant’s response would not qualify as a new protest. 


Duty of Disclosure in Reexamination Proceedings 


Only two comments were received relative to pro- 
posed§1.555. One comment ar, that the 
should never ignore a violation of the duty of disclosure 
or leave it hanging. In response thereto, neither the stat- 
ute nor the presently existing reexamination rules pro- 
vide for reexamination on grounds other than those 
based on patents or printed publications. The second 
comment questioned whether a patent owner has a duty 
to cite new prior art after a request but prior to an order 
to reexamine. No further clarification of the section is 
necessary since §1.555(a) specifies when the patent own- 
er should file a prior art statement in a reexamination 
proceeding. The amendments to §1.555 are adopted as 


proposed. ° i 
Amended §1.555 makes the duty of disclosure in reex- 
amination proceedings more consistent with the duty of 
disclosure in patent applications. Paragraph (a) 
of §1.555 specifies that a duty of candor and good faith 
toward the Patent and Trademark Office rests on the pa- 
tent owner or involved employees of the patent owner, 
on each attorney or agent who represents the patent 
owner, and on every other individual who is substan- 
tively involved on behalf of the patent owner in a reex- 
amination proceeding. This rule is consistent with the 
duty set forth in §1.56(a) insofar as patent —— 
that in paragraph (a) of 
specified rather than the in- 


are 
§1.555 the patent owner is 
ventor as set forth in paragraph (a) of §1.56. This does 


not, however, impose the responsibility for compliance 
with the duty of disclosure on a corporate entity or or- 
ganization but leaves the responsibility with involved 
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individuals in the corporation or other organization. 
Paragraph (a) of §1.555 places a requirement on the indi- 
viduals identified to bring to the attention of the Office 
patents or printed publications material to the reexami- 
nation which have not been previously made of record 
in the patent file and specifies how that should be ac- 
complished. 

Amended poapuek (b) of §1.555 essentially parallels 

existing paragraph (b) of §1.56 and makes similar provi- 
sions applicable to disclosures in reexamination proceed- 
ings. 
Amended paragraph (c) of §1.555 provides that the 
duties of candor, good faith, and disclosure required in 
paragraph (a) of §1.555 have not been complied with if 
any fraud was practiced or attempted on the Office or 
there was any violation of the duty of disclosure 
through bad faith or gross negligence by, or on behalf 
of, the patent owner in the reexamination proceeding. 
The language of paragraph (c) refers to fraud or viola- 
tion of the duty of disclosure in the reexamination pro- 
ceeding since such conduct during the pendency of ap- 
plications is covered by §1.56. 

Amended paragraph (d) of §1.555 affirms that the 
responsibility for compliance with §1.555 rests upon the 
individuals identified in paragraph (a). Paragraph (d) 
also provides that no evaluation will be made in the 
reexamination proceeding by the Office as to compliance 
with §1.555. Paragraph (d) of §1.555 also provides that 
questions of compliance with §1.555 which are discov- 
ered during a reexamination proceeding will be noted as 
unresolved questions in accordance with present 
§1.552(c). Paragraph (d) will not preclude the patent 
owner from filing a reissue application to have questions 
of candor, good faith, and duty of disclosure considered 
and resolved, including such questions which arise dur- 
ing a reexamination proceeding, so long as the require- 
ments of 35 U.S.C. 251 have been met. Paragraph (d) 
does not preclude suspension or disbarment proceedings 
under present §1.348 based upon conduct during a reex- 
amination proceeding. 


Concurrent Office Proceedings 


Four comments were received on §1.565. One com- 
ment proposed adding a sentence at the end of para- 
graph (b) of §1.565 reflecting that reexamination would 
only be stayed in extraordinary situations. This sugges- 
tion has not been — since it is considered inappro- 
priate to attempt to further define by rule the circum- 
stances under which a stay of the reexamination may be 
appropriate. Two comments were received raising ques- 
tions as to the treatment, during a merged reissue and 
reexamination proceeding, of broader claims which are 
present therein because of a reissue application which 
contained broadened claims. No clarification or change 
is necessary since the broadened claims are properly in 
the merged proceeding during the period it is merged. 
Such broader claims which are present in both the reis- 
sue and reexamination files during the pendency of the 
merged proceeding will be treated in accordance with 
the reissue statute and case law during the pendency of 
the merged proceeding. If the merged proceeding ceases 
to exist because of the abandonment of | the reissue appli- 
cation, the claims in the reexamination file, including 
any broadened claims, will be examined in accordance 
with the reexamination statute and rules. Finally, one 
comment did not agree with merging reissue and reex- 
amination proceedings because the merger is not seen to 
produce cost savings or other salutary results. One of 
the reasons for the merged proceedings is to ensure that 
claims of differing scope and inconsistent responses are 
not presented at the same time in different proceedings 
in the same patent. Moreover, since the proceedings are 
concurrent rather than sequential, a significant savings in 
resources and overall pendency time may be realized by 
merging in many cases. 

The amendment to §1.565 clarifies the proposed lan- 
guage of paragraph (b), eliminates from paragraph (b) 
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the last two sentences relating to the treatment of con- 
current reexamination and reissue proceedings, and adds 
a new paragraph (d) relating to this subject. The clarifi- 
cation in paragraph (b) is intended to avoid misinterpre- 
tations relating to stay determinations where concurrent 
litigation or reissue applications are involved. 

Under new paragraph (d), which is consistent with 
the practice presently in effect under paragraph (b), if a 
reissue application and a reexamination proceeding on 
which an order pursuant to present §1.525 has been 
mailed are pending concurrently on a patent, a decision 
will normally be made to merge the two proceedings or 
to stay one of the proceedings. New paragraph (d) also 
provides that where merger of a reissue application and 
a reexamination proceeding is ordered, the merged ex- 
amination will be conducted in accordance with present 
§§1.171-1.179. The examiner, in examining the merged 

roceeding, will apply the reissue statute and case law, 
in addition to applicable provisions of §§1.171-1.179, to 
the merged proceeding. This is appropriate in view of 
the fact that the statutory provisions for reissue applica- 
tions and reissue application examination include, inter 
alia, provisions equivalent to 35 U.S.C. 305 relating to 
the conduct of reexamination proceedings. New para- 
graph (d) of §1.565 makes clear that the patent owner 
must place and maintain the same claims in the reissue 
application and the reexamination proceeding during the 
pendency of the merged proceeding. Under new para- 
graph (d) of §1.565 the examiner’s actions and any re- 
sponses by the patent owner in a merged proceeding 
will apply to both the reissue application and the reex- 
amination proceeding and will be physically entered into 
both files. New paragraph (d) also provides that any 
reexamination proceeding merged with a reissue applica- 
tion shall be terminated by the grant of the reissued pa- 
tent. The amendments to §1.565 are adopted with the 
changes or clarification indicated in paragraph (b). 


Reexamination Certificate 


Section 1.570, as amended, revises paragraph (e) to re- 
fer to new paragraph (d) of §1.565 rather than para- 
graph (b) in order to reflect the changes in §1.565. 

No comments were received concerning the section 
and it is adopted without change. 


Interim Procedures on Applications Pending on Effective 
Date 


On July 1, 1982, the revised procedures of §§1.56(d) 
and 1.193(c) will apply to any applications then pending 
which have not been the subject of a final Office deci- 
sion on questions of fraud or violation of the duty of dis- 
closure. Any petition to strike an application from the 
files or any protest against a pending application filed 
prior to July 1, 1982, will be governed by the rules in 
effect prior to that date. Any applications filed under 
§1.175(a)(4) prior to July 1, 1982, will be examined until 
the application is amended and a reissue patent issues 
thereon or the application becomes abandoned. For a 
discussion of the interim practice in effect prior to July 
1, 1982, see 1013 O.G. 18-19. 

Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that 
yw br “inet is not a major rule under Executive Or- 

er . 


List of Subjects in 37 CRF Part 1 


Administrative practice and procedure, Courts, Free- 
dom of information, Inventions and patents, Lawyers. 
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Amendment of Regulations 
(Text of adopted rules appear in 37 CFR, revised July 1, 
1983.) 


GERALD J. MOSSINGHOFF, 
Apr. 6, 1982. Commissioner of Patents 
and Trademarks. 
[FR Doc. 82-13613 Filed 5-18-82; 8:45 am] 
BILLING CODE 3510-16-M 


[1019 O.G. 37] 


(116) Interim Reissue, Reexamination, Protest, And 
Examination Procedures In Patent Cases Pending 
Proposed Revision of 37 CFR §§1.11, 1.56, 1.106, 

1,175, 1.176, 1.193, 1.291, 1.555, 1.565, and 1.570. 


This notice sets forth, in general, the practice the Of- 
fice intends to follow pending a final determination on 
the “Notice of proposed rulemaking” published in the 
Federal Register on November 10, 1981, at 46 F.R. 
55666-55672. The “Notice of pro’ rulemaking” is 


posed 
also being published in this issue of the Official Gazette. 


Practice Relating To §1.11 


Any reissue application which is presently open to in- 
spection by the general public pursuant to present 
§1.11(b), and any reissue application filed before the ef- 
fective date of a change in the rule, will continue to be 

—S to inspection by the general public. No restriction 

to those reissue applications is contemplated at 

this time, either during their pendency before the Office, 
or after an abandonment of the reissue application. The 
filing of reissue applications will continue to be an- 
rT SY in the cial Gazette pending revision of 


Practice Relating To §1.56 


Any issues arising under §1.56(d) prior to the effective 
date of a change in paragraph (d) will continue to be 
handled in accordance with paragraph (d) as it presently 
exists. If paragraph (d) is amended as proposed, the Of- 
fice presently intends to apply the revised procedures to 
any applications then pending which have not been the 
subject of a final Office decision on questions of “fraud” 
or violation of the duty of disclosure. 

Any petitions to strike applications from the files 
which have been filed prior to the date of publication of 
this Notice in the cial Gazette will continue to be 
treated in accordance with the practices in effect prior 
to this Official Gazette Notice via the appropriate sec- 
tions of the Manual of Patent Examining Procedure. 

Any petition to strike an application from the files 
which is filed after the date of publication of this Notice 
will be considered in accordance with the procedure set 
forth in the “Notice of proposed rulemaking” insofar as 
participation by the petitioner is concerned. Since the 
provisions of 37 CFR 1.56 now in effect do not guaran- 
tee a member of the public the right to participate fully 
in Office consideration of petitions to strike applications, 
it is considered appropriate and proper to restrict partic- 
ipation on behalf of a petitioner as set forth in the “‘No- 
tice of age rulemaking” while such proposed 
rulemaking is ~~ ap ‘this time the degree of partici- 
fans gr is solely at the discretion of the Commissioner 

d the Sain is hereby acting in his discretion 
4 y tones such participation. Accordingly, any petition 
to strike an application from the files which is filed after 
the date of publication of this Notice must include a self- 
addressed postcard specifically identifying the petition 
and the application to which the | papal is directed if an 
acknowledgement of the filing of the petition is desired. 
A member of the public filing a petition to strike an ap- 
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plication after the date of publication of this Notice will 
not receive any communications from the Office relating 
to the petition, other than the return of a self-addressed 
postcard which the Office will stamp and return in or- 
der to acknowledge receipt of the petition. All Office 
communications will be conducted with the applicant in 
accordance with the procedures set forth in the pro- 

- rulemaking, which procedures are those currently 
in effect. 


Practice Relating To §1.106 


No interim practice is necessary regarding this pro- 
posed revision since it would not constitute a change in 
practice, but would merely make §1.106 more closely re- 
flect current practice. 


Practice Relating To §1.175 


Any applications filed under §1.175(a)(4) prior to the 
effective date of any change in the rule will be examined 
until the application is amended and a reissue patent is- 
sues thereon or the application becomes abandoned. 


Practice Relating To §1.176 


The examination of any applications filed prior to the 
effective date of any change in the rule will continue to 
be delayed for two months after the announcement of 
the filing in the Official Gazette, except where the delay 
pa is | exezr; by a decision on a petition under 37 
CFR 1.18 


Practice Relating To §1.193(c) 


No interim practice is necessary regarding this pro- 
posed revision since the practice of rejecting claims pur- 
suant to §1.56(d) will not be adopted prior to the effec- 
tive date of a change in paragraph (d). 


Practice Relating To §1.291 


Any protest against a pending ——— which is 
filed after the date of publication of this Notice in the 
Official Gazette will be treated essentially in accordance 
with the procedures set forth in the “Notice of posenaed 
rulemaking.” Any protests which have been filed prior 
to the date of publication of this Notice in the Official 
Gazette will continue to be treated in accordance with 
the practices in effect prior to this Official Gazette No- 
tice via the appropriate sections of the Manual of Patent 
Examining Procedure. Since the provisions of 37 CFR 
1.291 now in effect do not guarantee a member of the 
public the right to participate fully in Office consider- 
ation of protests filed under §1. 291, it is considered ap- 
propriate and proper to restrict participation on behalf 
of a protestor essentially as set forth in the “Notice . 
proposed rulemaking” while such proposed rulemakin, 

is pending. At this time the degree of participation : 
solely at the discretion of the Commissioner and the 
Commissioner is hereby acting in his discretion to re- 
strict such icipation. Accordingly, any protest filed 
after the date of publication of this Notice will be ac- 
knowledged as set forth in present §1.291 on a self-ad- 
dressed postcard which protestor is hereby advised to 
include with the protest. The self-addressed 

must specifically identify the protest and the application 
to which the protest is directed, to the extent such iden- 
tifying data for the application is known. A member of 
the public filing a protest against a pending application 
after the date of publication of this Notice will receive 
no communication from the Office relating to the pro- 
test, other than the self-addressed postcard which the 
Office will stamp and return in order to acknowledge 
receipt of the protest as set forth in present §1.291(a). 
All Office communications will be conducted with the 
applicant in accordance with the procedures set forth in 
the proposed rulemaking, which procedures are those 
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currently in effect. Pending adoption of the proposed 
rulemaking the Office will consider protests which com- 
ply with present §1.291(a) even though the protest does 
not include all the items enumerated in proposed new 
paragraph (b) of §1.291. 


Practice Relating To §1.555 
ding this pro- 


No interim practice is necessary regar 
posed revision since it merely makes §1.555 more closely 
parallel §1.56 and more specifically defines the responsi- 
bility of a patent owner in a reexamination proceeding. 


Practice Relating To §1.565 

No interim practice is n regarding this pro- 
posed revision since it merely clarifies, but does not 
change, present practice. 
Practice Relating To §1.570 

No interim practice is necessary since this proposed 
revision merely reflects the paragraph change proposed 
in §1.565. 

CONCLUSION 


The present interim procedures will be in effect until 
further notice and pending a final determination on the 
proposed rulemaking. 

DONALD J. QUIGG, 
Deputy Commissioner 
of Patents & Trademarks. 


[1013 O.G. 18] 


Nov. 16, 1981. 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 5 
[Docket No. 40227-18] 


Revision of Foreign Filing License Procedure 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent cases, Parts 1 and 5 of 37 
CFR, to establish a streamlined procedure for ots 
licenses for foreign filing. The changes simplify the 
obtaining of licenses for filing foreign patent applications 
and for filing amendments, modifications, and supple- 
ments in foreign patent applications. Under the revised 
tules (1) the export, but not actual filing, of technical 
data to a foreign country for purposes related to the fil- 
ing and prosecution of a patent application may be done 
either under appropriate export agencies’ rules or by a 
license issued by the Commissioner of Patents and 
Trademarks, (2) certain licenses issued by the Commis- 
sioner for filing foreign patent applications include a li- 
cense to file amendments, modifications, and supple- 
ments, containing additional matter in foreign 
applications, (3) specific contents of a petition for retro- 
active license are established and (4) fees are set for ex- 
pedited handling of requests for foreign filing licenses 
and for certain petitions. These changes will result in re- 
duced work for both patent applicants and the Patent 
and Trademark Office and at the same time strengthen 
national security protections. 

Effective Date: June 1, 1984. 
For Information Contact: Kenneth L. Cage by 
telephone at (703) 557-2877 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: This rule change is designed 
primarily to simplify and expedite the granting of li- 
censes under 35 U.S.C. 184. It contains a number of 
changes in practice designed to benefit both the Patent 
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and Trademark Office in its handling of its mission and 
the public the Office serves. Notice of Bg om 
rulemaking was published May 23, 1983, at 48 23144 
and corrected June 7, 1983, at 48 FR 26319. 


Discussion of Specific Rules 


Secton 5.11(a) has been substantially restructured and 
modified from the proposal. Under §5.11(a), a license 
from the Commissioner of Patents and Trademarks is al- 
ways needed for the act of filing a patent application in 
a foreign patent office unless the six-month period has 
passed or the invention was not made in the United 
States. 

Amended §5.11 (b) and (c) would clarify in the regu- 
lations that the export of technical data to a foreign 
country may be done under appropriate export agencies’ 
tules controlling the export of technical data—Depart- 
ment of State (22 CFR Parts 121-130); Department of 
Commerce, International Trade Administration Office 
(15 CFR Part 379); or the ee of Energy (10 
CFR Part 810)—or by license from the Commissioner. 
Compliance with the appropriate export agencies’ rules 
or the license from the Donesistonse is required before 
exporting technical data in the form of a patent — 
tion or data in any form if related to preparing, filing, 
and prosecuting a patent application in a foreign coun- 
try, if the United States application has not been on file 
for six months at the time of export, or no application 
has been filed in the United States. It is optional from 
whom approval for export is obtained. In fact, for cer- 
tain technical data being exported to certain countries, a 
specific request for a license or approval from any of the 
export agencies would not be necessary. However, a sin- 


gle license from the Commissioner would cover both ex- 

rt and filing and avoid any question whether a specif- 
ic license or approval is required from any of the export 
agencies. Approval from the appropriate export agencies 


for ee would require a separate additional license 
from the Commissioner for the filing of the foreign pa- 
tent application. The rule changes will make the rules 
more closely conform with the regulations of other 
agencies which deal with the export of technical data to 
a foreign country. 

The definition of export in these regulations will be 
controlled by the definition of export in the appropriate 
regulations of the export agencies having jurisdiction 
over the export of technical data related to the patent 
an (15 CFR 379.1, 22 CFR 125.03 and 10 CFR 


The requirement of complying with the rules of the 
export agencies or the Commissioner before exporting 
an application to a foreign country is not intended to 
change long-standing Patent and Trademark Office in- 
terpretation of 35 U.S.C. 184 or in any way interpret the 
lan e in 35 U.S.C. 184 “file or cause or authorize to 
be filed” as requiring a license before technical data re- 
lated to the filing or prosecution of an application is 
exported to a foreign country, such as to a foreign attor- 
ney or agent or corporation for review or revision for 
later filing. It does, however, reflect the delegations the 
Commissioner has received from other agencies and 
which are referenced in §§5.18, 5.19 and new §5.20 and 
clarifies that a patent applicant must be licensed for ex- 
port of technical data abroad for purposes related to the 
es. se filing or possible filing and prosecution of a 
oreign patent application either by a iate export 
agencies or by the Commission. The language “related 
to the pi tion, filing or possible filing and prosecu- 
tion of a foreign patent application” in §5.11(b) is used 
rather than “support a patent application” as used in 
§5.18 or “foreign filing” as used in §5.19 to make clearer 
that the latter two phrases include the export of techni- 
cal data in the form of explanations or possible claim 
language or the like sent to a foreign agent or other per- 
son in relation to a foreign patent application. However, 
a license from the Commissioner would not substitute 
for approvals required by appropriate export agencies if 
technical data is exported for purposes not related to the 
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filing or possible filing and ——— of a foreign pa- 
tent application. For example, a license from the Com- 
missioner would not cover export of technical data in a 
U.S. patent application to a foreign research laboratory 
to support a research project. 

Further, the rule is intended to reflect that every ex- 
— of technical data related to filing or possible 

g Or prosecution within six months of a United 
States filing without a license from the Commissioner is 
prohibited unless the applicant complies with the rules 
of the appropriate export agencies. For example, where 
an application has been exported to a foreign agent with 
an authorization to file a foreign patent application, the 
export of the application may be under a general license 
from the International Trade Administration of the De- 
partment of Commerce. A license from the Commission- 
er is always necessary for the actual filing of the foreign 
patent application. In another example, where a validat- 
ed license is needed under 15 CFR Part 379 to export 
technical data in the form of a patent application, appli- 
cants will need to obtain an International Trade Admin- 
istration license or obtain a Commissioner’s license prior 
to the act of export. Under either example, a license 
from the Commissioner is required before the applica- 
tion is filed in a foreign patent office. In the latter exam- 
ple, a single license from the Commissioner will permit 
both export and filing of the application. 

This rule is ser ree under the ——_ of 35 
U.S.C. 6 and delegations to the Commissioner by regula- 
tion (15 CFR 370.10(j), 22 CFR 125.04, and %0 CFR 
810.7) or otherwise under the Export Administration 
Act of 1979, as amended, the Arms Export Control Act, 
as amended, the Atomic Energy Act of 1954, as 
amended, and the Nuclear Non-Proliferation Act of 
1978. Authority for this rule also exists under 35 U.S.C. 
188. 

The amended rule assures adequate protection of sen- 
sitive material under Title 35, United States Code and 
provides regulatory consistency with the Arms Export 
Control Act, as amended, the Export Administration 
Act, as amended, the Atomic Energy Act of 1954, as 
amended, the Nuclear Non-Proliferation Act of 1978, 
and their implementing regulations. The sanctions which 
apply for failure to obtain a license from either the 
Commissioner or the appropriate export agencies prior 
to export are the sanctions specified in the export acts. 
The sanctions which apply for failure to obtain a license 
from the Commissioner prior to the filing of a foreign 
application are the sanctions specified in Title 35, United 
States Code. 

Section 5.11(d), proposed as §5.11(b), states that appli- 
cations secrecy order under §5.2 cannot be 
exported to an international agency or filed in a foreign 
country except in accordance with §5.5. 

Section 5.11(e), proposed as §5.11(c), states that a li- 
cense pursuant to paragraph (a) is not ome where 
the invention was not made in the United States, or the 
United States application was on file for six months 
without a secrecy order being i 

Section 5.11(f), proposed as §5. 11(d), states that a li- 
cense for foreign filing may be revoked at any time 
upon written notice. Similarly, an authorization for for- 
eign filing resulting from the passage of six months from 
the filing of a United States patent application may be 
revoked by the imposition of a secrecy order. The revo- 
cation is effective as of the date of the notice and is not 
intended to be — to any prior = by applicants 
relying in good faith on the grant of a license. 

The language of §§5.12(b), 5.13, and 5.14 have been 
clarified from the proposal to reflect that the §1.17(h) 
requirement for a fee is for the expedited handling of a 
license. No fee is — for a routine, non-expedited 
request for a foreign filing license. 
 Gection 5.15 has been changed from the form pro- 
posed. Amended §5.15 defines licenses for foreign export 
and filing of two different scopes. The §5.15(a) scope li- 
cense, the grant of which is indicated on the filing re- 
ceipt in accordance with §5.12(a) published at 48 FR 
2696. (Jan. 20, 1983) and 1027 OG 9 (Feb. 1, 1983), per- 
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mits the sui uent export and filing of technical data 
for purposes related to the oe ey filing or possible 
filing and prosecution of the foreign application and of 
any amendments or modifications to the application in a 
foreign country, even if “additional subject matter” 
were introduced; provided the additional subject matter 
does not change the general nature of the subject matter 
disclosed and does not pertain to certain categories of 

tentially sensitive material which are set forth in 
§5.15(ax4. 

The phrase “change the general nature of the subject 
matter disclosed” is intended to cover situations where 
the additional subject matter so alters the character of 
the disclosure that national security review is appropri- 
ate. This phrase is intended to permit a broad range of 
amendments, modifications and supplements, including 
additional subject matter. The following examples are 
intended to further clarify the meaning of the language 
“general nature of the subject matter disclosed” in 
$5. 15(a): 

Example 1-——The physical data on a named compound. 
If a licensed disclosure gives the name and structure of a 
compound, the general nature of the subject matter dis- 
closed includes physical data such as boiling point, melt- 
ing point or specific gravity of the compound. If a name 
of a compound is disclosed, the structure of the com- 
pound is also within the general nature. If the licensed 
disclosure deals with the hardness of a claimed alloy, the 
disclosure of tensile strength is within the general na- 
ture. 

Example 2—A known specie of a known genus. If the 
genus “lower alkyl” is disclosed, the inclusion of the 
species “methyl” is within the general nature, as would 
be homologs and isomers of that genus. 

Example 3—Comparison data of the disclosed compound 
to data on prior art compounds. If the licensed disclosure 
contains a disclosure of the compounds of a pesticide in- 
vention, and pesticidal activities, the comparison of 
pesticidal data of a known compound representing the 
closest prior art is within the general nature. 

Example 4—A specific optimum temperature within a 
specified temperature range. If a licensed disclosure has a 
range of 0°C to 120°C, the disclosure of an optimum 
temperature of 100°C is within the general nature. 

Example 5—Activity data on compounds of the inven- 
tion. If activity data on 30 of 50 named compounds is 
disclosed, the disclosure of activity data on other named 
compounds of the invention is within the general nature. 

Example 6—Additional subject matter and utilities. If a 
licensed disclosure describes a chemical herbicide for 
weed control, the disclosure of chemical warfare uses or 
human toxic pom ree (other than to demonstrate safety 
or absence of such toxicity) is not within the general na- 
ture. If a licensed disclosure describes an analog com- 
puter for microwave telephone transmission, the addi- 
tion of a cryptogra) hic encoding or decoding device 
and utility is not wi the general nature. If a licensed 
disclosure describes a battery power source for a satel- 
lite, the addition or substitution of a nuclear isotopic 
power source is within the general nature, but would be 
within the control of §5. 154M). 

A §5.15(b) scope license is limited to the original sub- 
ject matter disclosed at the time the license was granted 
and does not cover “additional subject matter” as the 
phrase is currently interpreted (Jn re Gaertner, 202 
USPQ 714 (CCPA 1979)). 

Under §5.15(c), a license with the scope of §5.15(a) 
coulbale ta gene anes a See 
tion. If granted, the §5.15(a) scope of license will be in- 
dicated on the license grant. For instance, under §5.15(c) 
an applicant who filed a United States patent application 
before Feb. 27, 1983, when the filing receipt license 
practice became effective could wasnt a §5.15(a) 
license which, if granted, will cover the subsequent 
ing of amendments, modifications or supplements, im 
cluding additional matter in a corresponding foreign pa- 
tent application. The licenses under §§5.12(b), 5.13, and 
514 are normally limited in scope to the original subject 
matter disclosed at the time the license 
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granted unless a license of the §5.15(a) scope is indicated 
on the license grant. If a petition for a license under 
§5.12(b) is granted prior to the grant of the §5.12(a) fil- 
ing receipt license, the former would merge into the lat- 
ter and would be considered a §5.12(a) license for the 
purpose of §5.15. 

A new §5.20, not included in the proposal, sets forth 
the specific authority of the Commissioner to license for- 
eign filing, possible filing or prosecution of a patent ap- 
plication in a foreign country under 35 U.S.C. 184 re- 
garding unclassified activities in foreign atomic energy 
programs. This change only reflects the existing rela- 
tionship between 37 CFR 5.11 and 10 CFR §810.7 and 
alerts patent 1 ae age in this technology to the Com- 
missioner’s authority. The term “sensitive nuclear tech- 
nology” used in paragraph (b) of §5.20 is defined in 10 
CFR §810.3(q). 

A new §5.25, proposed initially as §5.20 and modified, 
sets forth in the ere the requirements to be met 
for the granting of a retroactive license. The require- 
ments include (1) a list of the foreign countries in which 
the patent sprees material was filed; (2) the date(s) 
of filing of the foreign application(s); (3) an oath or dec- 
laration which (i) states that the subject matter filed is 
not subject to a secrecy order under 35 U.S.C. 181, (ii) 
makes a showing of diligence in attempting to obtain the 
license upon discovery of the error, and (iii) makes a 
showing of facts which support a conclusion of inadver- 
tence; and (4) includes the required fee. The section also 
provides in paragraph (b) for review from a denial of a 
petition for a retroactive license. The section further 
provides in paragraph (c) that the granting of a retroac- 
tive license pursuant to §5.25 does not excuse any viola- 
tion of regulations of the export agencies which may 
have occurred because of the failure to obtain an appro- 
priate license prior to export. 

Sections 5.21, 5.22 and 5.23 have been redesignated to 
become §§5.31, 5.32 and 5.33, respectively. 


Significant Differences Between Proposed and Final Rules 


Section 1.17 


Section 1.17(h) is amended to include a specific refer- 
ence to §5.25 petitions for retroactive licenses for which 
the petition fee is charged, rather than having the pres- 
ent retroactive license fee under §1.182 petitions. The 
fee for §5.12(b) licenses is new and applies only where 
expedited handling of these license requests is sought. 
This fee for expedited handling is also referred to in 
§§5.13 and 5.14. Section 5.15(c) provides for a fee for 
changing the scope of a license. 


Section 5.1 


The proposed amendment to §5.1 is not being adopted 
and is withdrawn. 


Section 5.11 


Section 5.11 is amended to control the export of tech- 
nical data in the form of an application or data in any 
form if related to preparing, filing, or prosecuting a pa- 
tent application in a foreign country, if the United States 
application has not been on file for at least six months 
prior to the date of transmittal, or if no application has 
been filed in the United States. Export approvals, if re- 
quired, may be provided by appropriate export agenc- 
ies— rtment of State; ment of Commerce, 
International Trade Administration or Department of 
Energy—or by the Commissioner. This will enable the 
Patent and Trademark Office and the export agencies to 
better reflect and exercise the export control functions 
set forth in the Arms Export Control Act, as amended, 
the Export Administration Act of 1979, as amended, the 
Atomic Energy Act of 1954, as amended, and the Nu- 
clear Non-Proliferation Act of 1978, respectively. 

Under these Acts, the export of technical data is the 
activity to be controlled. The final rule differs from the 
proposed rule in that the Patent and Trademark Office 
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will not be the sole export control authority over techni- 
cal data in the form of an application, or data in any 
form, if related to preparing, filing, or prosecuting a pa- 
tent application. Applications will have the option to ob- 
tain necessary export approvals either (1) from appropri- 
ate export agencies or (2) from the Commissioner. The 
Commissioner will continue to be the sole licensing au- 
thority for the act of filing an application in a foreign 
patent office. 

Paragraphs (a), (b), and (c) of §5.11 control export ac- 
tivity by requiring either an export agency approval or a 
Commissioner’s license for export of technical data in 
connection with foreign filing of an application and to 
that extent implement the Arms Export Control Act, the 
Export Administration Act, the Atomic Energy Act and 
the Nuclear Non-Proliferation Act. If a license is 
obtained from the Commissioner under §5.12, §5.13 or 
§5.14, no separate approval for the export of technical 
data to a foreign country in connection with a patent ap- 
plication is required from the export agencies. 

It is emphasized that the scope of the Commissioner’s 
license is limited to exporting and filing technical data in 
the form of an application, or in any form, if related to 
P ing, filing and prosecuting a patent application or 
‘or consideration of the filing of a patent application in a 
foreign country. A Commissioner’s license does not au- 
thorize selling or using technical data in a foreign coun- 
try or exporting data for other p . These latter 
acts continue to require separate approvals from the ap- 
propriate export agencies. 

Also, the export of technical data in any form to a 
foreign country for purposes other than related to filing 
or a the filing of a patent application is not 
controlled by Title 35, U.S.C. or the regulations in Part 
5. The exportation of data to a foreign country in such 
cases would be subject only to other laws and regula- 
tions such as the export and arms control regulations. 
Approval for the export of such technical data for pur- 


re related to filing, possible filing, or supporting the 
iling of a patent application will be available from the 
aj oe export agencies or the Commissioner. On 


the other hand, the Commissioner will be the sole licens- 
ing authority for the act of filing the application in a for- 
eign patent office. 

Section 5.11(d), proposed as §5.11(b), states that an 
application cannot be — to a foreign country 
when the corresponding United States application is un- 
der secrecy order except under §5.5 

Section 5.11(e), proposed as §5.11(c), states that no li- 
cense is required if the invention was not made in the 
United States, or the application was on file in the Unit- 
ed States at least six months and is not under a secrecy 
order issued under §5.2 

Section 5.11(f), proposed as §5.11(d), states that any 
license for foreign oy be revoked at any time by 
written notification. It been amended to further clar- 
ify that revocation also applies to authorizations result- 
ing from the passage of six months from the filing date 
of a United States patent application when a secrecy or- 
der is imposed. 


Section 5.12 


Section 5.12(b) is clarified from the ye to speci- 
fy that the fee is for expedited handling of a petition un- 
der §1.17(h). 


Section 5.13 


Section 5.13 is clarified from the proposal to specify 
sil rst fee is for expedited handling of a petition under 
1.17(h). 


Section 5.14 


Section 5.14{a) is clarified from the pro; to speci- 
fy that the fee is for expedited handling of a petition un- 
der §1.17(h). 

The other changes in §5.14 make grammatical correc- 
tions and do not alter the intent of the section. 





JANUARY 7, 1986 


Section 5.15 


Section 5.15(a) broadens the scope of licenses granted 
under §5.12(a). Section 5.15(a), as proposed, is changed 
to clarify the scope of a §5.15(a) license and delete cer- 
tain of the exclusions originally proposed. This license 
permits exporting technical data to and filing corre- 
sponding subject matter in an application in any foreign 
country. The license also permits amendments, modifica- 
tions, and supplements, ——e divisions, changes or 
supporting matter consisting of the illustration, exempli- 
fication, comparison, or explanation of subject matter 
disclosed in the application, to be exported and filed in 
any foreign country. This license includes additional 
matter which does not change the general nature of sub- 
ject matter disclosed and does not pertain to certain pro- 
hibited subjects or areas listed on various export restric- 
tion lists established by the Department of State and the 

ment of Energy. 

ese changes also permit an applicant to take action 
in the prosecution of the foreign or international applica- 
tion and submit supporting data such as affidavits, test 
data or the like as long as it directly relates to the filing, 
possible filing or prosecution of the application and does 
not pertain to the prohibited subjects or areas enumerat- 
ed in §5.15(a)(4). The changes in §5.15(a) obviate the 
problems in Jn re Gaertner, supra, by providing a license 
scope which covers the type of activity involved in that 
case. 


Amended paragraph (b) of §5.15 is the same as pro- 
posed paragraph (b) except for changes for consistency. 

Amended paragraph (c) of §5.15 differs from §5. 150) 
oe by ee a reference to §5.14 and specif- 
ically permitting an applicant to petition for a change of 
the scope of a license. 

New paragraph (d) of §5.15 is similar to proposed 
paragraph (d) with only changes for consistency. 

New paragraph (e) of §5.15 is similar to proposed 
paragraph (e) with only changes for consistency. 

Paragraph (f) of §5.15 is similar to proposed para- 
graph (f) with only changes for consistency. 

Paragraph (g) is adopted essentially as proposed. 


Section 5.17 


Section 5.17 is similar to proposed §5.17 with only 
consistency changes. 


Section 5.20 


Section 5.20, not included in the proposal, is new and 
clarifies the existing authority of the Commissioner un- 
der the unclassified activities in foreign atomic energy 
programs. Under 10 CFR 810.7, the license of the Com- 
missioner under 37 CFR 5.11 pursuant to 35 U.S.C. 184 
constitutes information. available to the public and gener- 
ally authorized activity. 


Section 5.25 

Section 5.25, proposed initially as §5.20, is new and 
sets forth the requirements for petitioning for a retroac- 
tive license. 
Section 5.31 and 5.32 

Sections 5.21 and 5.22 are redesignated as §§5.31 and 
5.32, respectively. 
Section 5.33 


Section 5.23 is redesignated as §5.33 and adopted as 
proposed. 
Responses to Comments on the Rules 

Specific comments were received on a number of the 


sections. All of the comments, including the written 
comments and the oral testimony were 
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Twenty-one letters presenting written comments were 
received and nine persons testified at the public hearing 
on July 20, 1983. Comments appear below along with 
the responses. 

Comment: One comment objected to the amendment 
of §5.1 to include “transmittal for” filing. 

Reply: This comment has been adopted by deleting the 
phrase from the final rule. 

Comment: Three comments requested an explanation 
of the conditions when a license may be revoked under 
§5.11(d) be clearly set forth and asked whether, if revo- 
cation occurs, past acts are valid and whether there will 
be compensation for damages. 

Reply: The section has been revised to further clarify 
the conditions under which a license may be revoked. 
The power to revoke licenses has been expressly includ- 
ed in all issued licenses for a number of years. Section 
5.11(d) as proposed, merely recognizes in the rule the 
fact that licenses can be revoked. With the advent of the 
filing of a U.S. application becoming a request for a for- 
eign filing license under §5.12(a), a regulatory procedure 
clarifying the revocation practice was appropriate. Re- 
vocation will be effective only as of the date of revoca- 
tion and prior acts predicated on the license would be in 
compliance with 37 CFR Part 5. The rule as proposed 
has been clarified to indicate that revocation may apply 
either to a license specifically granted by the Commis- 
sioner or to an authorization to file a foreign — 
resulting from the passage of six months from the filing 
of a United States patent ey pon, No compensation 
is available for revocation of a license. 

Comment: Eighteen comments requested the amend- 
ment of §5.11 to eliminate the license requirement for 
“transmittal for filing” and substitute the requirement for 
“filing” only. 

Reply: The pro has been adopted by eliminating 
the requirement for a license from the Commissioner 
prior to transmitting or exportin ng an application abroad. 
The regulations have been clarified to emphasize the re- 
quirements for the export of technical data in the form 
of an application. An applicant has a choice of exporting 
such applications under authority of either (1) the appro- 
priate export agencies controlling the export of technical 
data—Department of State; Department of Commerce, 
International Trade Administration; or Department of 
Energy or (2) a license from the Commissioner. While a 
license from the Commissioner is required only for filing 
an application abroad, the provisions of §§5.18, 5.19 and 
5.20 reflect the Commissioner’s authority to license the 
export of technical data in the form of an application for 
purposes related to filing in addition to the foreign filing 
of the application in a foreign country. 

acu aaa Six person objected to the transmittal li- 

uirement and ar; that the Patent and 

Trade Office lacks authority under 35 U.S.C. 184 

to require pre-filing (transmitting) licenses. It was also 

seed that foreign filing licensing is not the conduct of 
roceedings under 35 U.S.C. 6. 

“a e final rules do not require a license from 
the Commissioner for export (or transmittal). The export 
provisions of §5.11 are issued under 35 U.S.C. 6 and 
pursuant to delegations under the regulations of the ex- 
port agencies. 

Comment: One comment argued that the constitution- 
al right of freedom of speech would be impaired by re- 
quiring a license for published material. 

Reply: A constitutional argument of prior restraint by 
export licensing of the International Traffic in Arms 
Regulations was reviewed by the Ninth Circuit in the 
case of United States v. Edler, 579 F. 2d 516 (9th Cir. 
1978) cert. denied 449 U.S. 1084 (1981). No prior re- 
straint within first amendment protection was found by 
the Court. 

Comment: One comment stated that the $120 petition 
license fee under §5.12(b) is too high, and a fee 
would be more reasonable. 

Reply: The license fee under §5.12(b), §5.13 and §5.14 
is not applicable to routine li ig requests. It is only 
applicable to expedited processing of license requests 
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which mages efforts by the Patent and Trade- 

baer $120 petition fee better reflects the 
oo to the Patent and Trademark Office for providing 
expedited han 

Comment: One comment posed the deletion of the 
last oe of paragraph evans 14(a) since under §5.12(a) 
only those cases having interest from a security stand- 
point are refused a license. 

Reply: This suggestion has not been adopted because 
the provision may apply to petitions filed prior to re- 
ceipt of a filing receipt license where expedited handling 
is requested. 

Comment: One comment stated that §5.15(d) appears 
to be redundant since it applies only to cases on file for 
six months and on which no secrecy order has been im- 


posed. 

Reply: Under §5.15(d), a license is not needed for 
cases in this category if no additional subject matter is 
added. This section complements §5.15(b) where a li- 
cense of narrow scope is granted. 

Comment: One comment raised the question whether 

§5.15(a) as to amendments, supplements, and modifica- 
tions includes continuation-in-part applications. 

Reply: Continuation-in-part applications are included 
within the term “amendments, supplements, and modifi- 
cations.” Beckman Instruments, Inc. v. Coleman Instru- 
ments, 143 USPQ 278 (7th Cir. 1964). 

Comment: Two comments requested that the express 
lenapags in §5,.15(a)(3) be amended to state that “Tech- 
nical ” relating to articles, materials and supplies 
be limited to the validated license requirements of 
§§379.4(c) and 379.4(d) of the Export Administration 
Regulations and no other sections, or aha that 
paragraph (a)(3) be deleted in its entiret 

Reply: The final rules do not include §5.15(a)(3) as 
proposed. 


Comment: Two comments proposed that the two-tier 


licensing structure of §5.15(a) and §5.15(b) be amended 
to reflect a broad one-tier system based on §5.15(a). 
Reply: The two-tier system reflects different treatment 
for applications within the inspection scope of 35 U.S.C. 
181 and those outside of its inspection scope. Security 
review occurs on all applications with inspection cases 
having a narrow license grant, and noninspection cases 


having a broad license grant. This inspection case treat- 
ment is psiganuade for the Patent and Trademark Office 
to meet its ities under 35 U.S.C. 184 and par- 

5.18, 5.19, and 5.20 where the State, 
Commerce and Energy ents accept the Com- 
missioner’s licenses in lieu of their own export approval. 

Comment: One comment indicated that proposed 
§5.15(a)(3) was of such wide scope that licenses will al- 
ways be needed. The example cited was that this section 
would require licenses for all amendments filed in North 
Korea and Cuba. 

Reply: The comment is correct and the provisions of 
§5.15(a(3) have been deleted. The country of destina- 
tion restrictions did not provide a workable mechanism 
os, technology review under the provisions of 35 U.S.C. 


Comment: Three comments recommended making a 
§5.15(@) scope license available pursuant to a §5.14 peti- 
tion where an application was filed prior to Feb. 27, 
1983, or where an initial automatic §5.12(a) petition was 
not granted after Feb. 27, 1983 or where the general na- 
ture of the invention changed but is still outside of the 
provisions of §5.15(a)(4). 

Reply: This provision has been adopted to allow the 

i er to issue broadened licenses upon a §5.14 

petition in the above circumstances. New §5.15(c) allows 

the Commissioner to convert the scope of a license from 
§5.15(b) to a §5.15(a) license. 

Comment: Two comments pro the extension of 
a §5.15(a) license upon petition one or more years 
after the United States filing date or after grant of a 
§5.15(b) license. 

Reply: This suggestion has been adopted in §5.15(c) 
which will provide the mechanism by petition at any 
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time to convert the scope of a license. This is promul- 

since errors may occur in the denial of a $5.15(a) 
| sae Also, the initial determination of the sensitive 
nature of technology may be altered by changes in the 
security classification guidelines. Procedurally, such peti- 
tions will be referred to the —— defense agencies 
for their review of the technology prior to the grant of 
any 
Comment: One comment requested clarification on 
how and under what circumstances a §5.12(b) license 
granted under §5.15(c) has the same scope as a license 
granted under §5.12¢a). 

Reply: Licenses granted under §5.12(a) will have the 
§5.15(a) scope because the applications are not wi 
the inspection scope of a 35 Isic. 181 referred to the 
defense agencies for security review. Under §5.15(c), ap- 
plications which are not referred to defense agencies 
——— to petitions under §§5.12, 5.13 and 5.14 will 

ve a license of the scope of §5.15(a). 

Comment: Three comments suggested an amendment 
to proposed §5.20(4) to delete the “inadvertence” stan- 
dard and substitute “through error without deceptive in- 
tent.” 

Reply: Inadvertence is a statutory standard which can- 
not be altered by rulemaking. Further, judge-made law 
has determined the metes and bounds of this term which 
further proscribes the rulemaking authority of the Com- 
missioner. In Barr Rubber Products Co. v. Sun Rubber 
Co., 149 USPQ 204, 209 (S.D.N.Y., 1966) inadvertence 
was defined as “lack of care or attentiveness: inatten- 
tion” or “an effect of inattention: a result of carelessness; 
an oversight, mistake, or fault from negligence.” 

Inadvertence signifies want of attention, and an action 
which is deliberately taken with full knowledge of the 
law and facts is not inadvertent. Jn re Application of Nov. 
22, 1952, 153 USPQ 410, 411 (Asst. Commr. 1967). 


Implementation of Patent Procedure Revisions 


The various sections will be implemented by the 
Commissioner on the effective date of the rules by the 
acceptance of petitions under the various sections. The 
broadened license scope of §5. 1s(a) will apply as of the 
effective date of these rules to all cases having filing re- 
ceipt licenses under §5.12(a) which became effective on 
Feb. 27, 1983. The provisions of this broad license do 
not apply to acts of export or filing which occurred pri- 
or to the effective date of these rules. No other action 
will be required by an applicant to receive the benefits 
of this change. 


Other Considerations 


Environmental, energy, and other considerations: The 
tule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The Acting General Counsel of the Department of 
Commerce certified to the Small Business Administra- 
tion that the rule change will not have a significant ad- 
verse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354) for 
several reasons. Under this rulemaking, small entities 
would be able to obtain licenses wonee filing te 
requests therefor. In general, the rule change 7 diel 
rs amg proceedings before the Patent and A ale 

ice, simplifying existing procedures where possible. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive 
Order 12291. The annual effect on the economy will 
be less than $100 million. There will be no major in- 
creases in cost or prices for consumers, individual indus- 
tries, Federal, State, or local government agencies, or 
geographic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

Paperwork Reduction Act. The collection of informa- 
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tion requirement of this rule is included in a PTO re- 
quest for aj 5 ape pending before the OMB. Upon as- 
signment of a control number by OMB, we will publish 
an appropriate amendment of the affected rules. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Free- 
dom of Information, Inventions and patents, Lawyers, 
Small businesses. 


37 CFR Part 5 


Classified information, Foreign relations, Inventions 
and patents. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, 41 and 181-188 and by delegations to 
the Commissioner by regulation (15 CFR 370.10(j), 22 
CFR 125.04, and 10 CFR 810.7) or otherwise under the 
Export Administration Act of 1979, as amended, the 
Arms Export Control Act, as amended, the Atomic En- 
ergy Act of 1954, as amended, and the Nuclear Non- 
Proliferation Act of 1978, the Patent and Trademark Of- 
fice is amending Parts 1 and 5 of Title 37 of the Code of 
Federal Regulations as set forth below: 


PART 1—[AMENDED] 


1. Section 1.17 is amended by revising paragraph (h) 
to read as follows: 


§1.17 Patent application processing fees. 
see 


(h) For filing a — to the Commissioner under a 
section of Part 1 or 5 listed below which — > 


this paragraph 

—§l “41 for Filing by other than all the inventors or a 
person not the inventor 

—§1.48—for correction of inventorship 

—4§1.182—for decision on questions not specifically pro- 
vided for 

—4§1.183—to suspend the rules 

Pip nom tar late filing of interference settlement agree- 


$65, 12, 5.13 & 5.14—for expedited handling of foreign 
iling li 
—§5.15—for changing the scope of a license 
—§5.25—for retroactive license 

2. The table of contents and heading for Part 5 are re- 
vised to read as follows: 


PART 5—SECRECY OF CERTAIN INVENTIONS 
AND LICENSES TO EXPORT AND FILE APPLICA- 
TIONS IN FOREIGN COUNTRIES 


+ iaaiaaraas 


Defense inspection of certain applications. 

Secrecy order. 

Prosecution of application under secrecy orders; 
withholding patent. 

Petition for rescission of secrecy order. 

= to disclose or modification of secrecy or- 


General and group permits. 
Compensation 
Appeal to Secretary. 


Licenses for Foreign Exporting and Filing 


5.11 License for filing in a foreign country an applica- 
tion on an invention made in the United States or 
for transmitting international application. 

5.12 Petition for license. 

5.13 Petition for license; no corresponding application. 


g 


Pr WA wa 
onan ns wn 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 179 


Petition for license; corresponding U.S. applica- 
tion. 


5.14 


5.15 
5.16 
5.17 
5.18 
5.19 
5.20 


5.25 
General 


5.31 Effect of modification, rescission or license. 
5.32 Papers in English language. 
5.33 Correspondence. 


Authority: 35 U.S.C. 6, 41, 181-188 and the Export 
Administration Act of 1979, as amended, the Arms Ex- 
port Control Act, as amended, the Atomic Energy Act 
of 1954, as amended, and the Nuclear Non-Proliferation 
Act of 1978, and the delegations in the regulations under 
these acts to the Commissioner (15 CFR 370.10(j), 22 
CFR 125.04, and 10 CFR 810.7). 

3. The center heading preceding §5.11 and the text of 
§5.11 are revised to read as follows: 


Licenses for Foreign Exporting and Filing 


§5.11 License for filing in a foreign country an application 
on an invention made in the United States or for transmit- 


ting an international application. 


(a) A license from the Commissioner of Patents and 
trademarks under 35 U.S.C. 184 is required before filing 
any application for patent or for the registration of a 
utility model, industrial design, or model, in a foreign 
patent office or any foreign patent agency or any inter- 
a amd other than the United States Receiving 
ice, if: 

(1) Ana a on the invention has been on file in 
the United States less than six months prior to the date 
on which the = soptlontion is to be filed, or 

(2) No application on the invention has been filed in 
the United States. 

(b) The license from the Commissioner of Patents and 
Trademarks referred to in paragraph (a) would also au- 
thorize the export of technical data abroad for purposes 
related to the > — or possible filing and 
prosecution of a a en application without sepa- 
rately complying wit tions contained in 22 

Parts 121-130 yam Traffic in Arms ro 
lations of the ent of State), 15 CFR Part 379 
(Regulations of the Office of Export Administration, 
Department of Commerce) and 10 CFR Part 810 (For- 
cign Atomic Energy Programs of the Department of 

ergy). 
ew Where technical data in the form of a patent appli- 
cation, or in any form is being exported for p re- 
lated to the Pe oreo filing or possible filing and 
rosecution of a pon! owral *p lication, without the 
licens froie Patents and Trade- 
cris sehesda 0) te peemepedhen tay ér Gavel Gar tellin 
or on an invention not made in the United States, the 
export regulations contained in 22 CFR Parts 121-130 
(International Traffic in Arms Regulations of the De- 
it of State), 15 CFR Part 379 (Regulations of Of- 
pe ahd che aay Mane International Trade Ad- 
tion, Department of Commerce) and 10 CFR 
Part 310 (Foreign Atomic Energy Programs of the De- 
partment of Energy) must be com with unless a li- 
cense is not required because a United States tion 
was on file at the time of export for at least six months 
without a secrecy order under §5.2 being placed there- 
on. The term “exported” means ex as it is defined in 
22 CFR Parts 121-130, 15 CFR 379 and 10 CFR 

Part 810. 

(d) If a secrecy order has been issued under §5.2, an 
application cannot be exported to, or filed in, a foreign 


of license. 
Effect of secrecy order. 
Who may use license. 
Arms, ammunition, and implements of war. 
Export of technical data. 
Export of technical data relating to sensitive nucle- 
ar technology. 
Petition for retroactive license. 
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country (including an international agency in a foreign 
country), except in accordance with §5.5. 

(e) No license pursuant to paragraph (a) of this section 
is required if: 

(1) The invention was not made in the United States, 


or 

(2) The United States application is not subject to a 
secrecy order under §5.2, and was filed at least six 
months prior to the date on which the application is 
filed in a foreign country. 

(f) A license pursuant to paragraph (a) of this section 
can be revoked at any time upon written notification by 
the Patent and Trademark Office. An authorization to 
file a foreign patent application resulting from the pas- 
sage of six months from the date of filing of a United 
States patent application may be revoked by the imposi- 
tion of a secrecy order. 

4. Section 5.12 is amended by revising paragraph (b) 
to read as follows: 


§5.12 Petition for license. 


(b) Petitions for license should be presented in letter 
form and must include the required fee (§1.17(h)), if ex- 
pedited handling of the petition is also sought, the peti- 
tioner’s address, and full instructions for delivery of the 
requested license when it is to be delivered to other than 
the petitioner. 

5. Section 5.13 is revised to read as follows: 


§5.13 Petition for license; no corresponding application. 


If no corresponding national or international applica- 
tion has been filed in the United States, the petition for 
license under §5.12(b) must be accompanied by the re- 
quired fee (§1.17(h)), if expedited os of the peti- 
tion is also sought, and a legible copy of the material 
upon which a license is desired. This copy will be re- 
tained as a measure of the license granted. For assistance 
in the identification of the subject matter of each license 
so issued, it is suggested that the petition be submitted in 
duplicate and provide a title and other description of the 
material. The duplicate copy of the petition will be re- 
turned with the license or other action on the petition. 

6. Section 5.14 is amended by revising paragraphs (a) 
and (c) to read as follows: 


§5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States appli- 
cation on file, a petition for license under §5.12(b) must 
include the required fee (§1.17(h)), if expedited handling 
of the petition is also sought, and must identify this ap- 
plication by serial number, filing date, inventor, and ti- 
tle, but a copy of the material upon which the license is 
desired is not pega’, The subject matter licensed will 
be measured by the disclosure of the United States appli- 
cation. Where the title is not descriptive, and the subject 
matter is clearly of no interest from a security stand- 
point, time may be saved by a short statement in the pe- 
tition as to the nature of the invention. 


(c) When the application to be filed or exported 
abroad contains matter not disclosed in the United States 
application or applications, including the case where the 
combining of two or more United States applications in- 
troduces subject matter not disclosed in any of them, a 
copy of the application as it is to be filed in the foreign 
country or international application which is to be trans- 
mitted to a foreign international or national agency for 
filing in the Receiving Office, must be furnished with 
the petition. If however, all new matter in the foreign or 
international application to be filed is readily identifiable, 
the new matter may be submitted in detail and the re- 
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mainder by reference to the pertinent United States ap- 
plication or applications. 
7. Section 5.15 is revised to read as follows: 


§5.15 Scope of license. 


(a) Grant of a license under §5.12(a) authorizes the ex- 
port and filing of an application in a foreign country or 
the transmitting of an international a to any 
foreign patent agency or internatio patent agency 
when the subject matter of the foreign or international 
application corresponds to that of the domestic applica- 
tion. This license includes authority: 

(1) To export and file all duplicate and formal papers 
to the foreign country or international agencies; 

(2) To make amendments, modifications and supple- 
ments, including divisions, changes or supporting matter 
consisting of the illustration, exemplification, compari- 
son, or explanation of subject matter disclosed in the ap- 
plication; 

(3) To take any action in the prosecution of the for- 
eign or international application; and 

(4) To add subject matter or take any action under 
paragraphs (a) (1)-(3) of this section which does not 
change the general nature of the subject matter dis- 
closed at the time of filing, unless the subject matter 
added involves technical data pertaining to: 

(i) Defense services or articles designated in the Unit- 
ed States Munitions List applicable at the time of foreign 
filing, the unlicensed exportation of which is prohibited 
pursuant to the Arms Export Control Act, as amended, 
and 22 CFR Parts 121-130; or 

(ii) Restricted Data, sensitive nuclear technology or 
technology useful in the production or utilization of spe- 
cial nuclear material or atomic energy, the dissemination 
of which is subject to restrictions of the Atomic Energy 
Act of 1954, as amended, and the Nuclear Non-Prolifer- 
ation Act of 1978, as implemented by the regulations for 
Unclassified Activities in Foreign Atomic Energy Pro- 

10 CFR Part 810, in effect at the time of foreign 


iling. 

) Grant of a license under §5.12(b) authorizes the 
export and filing of an application in a foreign country 
or the transmitting of an international application to any 
foreign patent agency or international patent agency. 
Further, this license includes authority to forward all 
duplicate and formal papers to the foreign patent agency 
or international patent agency and to make amendments, 
modifications or os to and take any action in 
the prosecution of the foreign or international applica- 
tion, provided subject matter additional to that covered 
by the license is not involved. 

(c) A license granted under §5.12(b) pursuant to §5.13 
or §5.14 shall have the scope indicated in paragraph (a) 
of this section, if it is so specified in the license. A peti- 
tion, accompanied by the required fee (§1.17(h)), may 


also be filed to wa a license having the scope indi- 


cated in paragraph (b) of this section to a license having 
the scope indicated in paragraph (a) of this section. The 
change in the scope of a license will be as of the date of 
the it of the change in scope. 

(d) In those cases in which no license is required to 
file the foreign application or transmit the international 
application, no license is required to file papers in con- 
nection with the prosecution of the foreign or interna- 
tional application not involving the disclosure of addi- 
tional subject matter. 

(e) Any paper filed abroad or transmitted to an 
international patent agency following the filing of a for- 
eign or international application which changes the gen- 
eral nature of the subject matter disclosed at the time of 
filing or which involves the disclosure of subject matter 
listed in paragraphs (a)(4) (i) or (ii) of this section must 
be separately licensed in the same manner as a foreign or 
in i application. Further, if no license has been 
granted under §5.12(a) on filing the corresponding Unit- 
ed States application, any paper filed abroad or with an 
international patent agency which involves the disclo- 
sure of additional subject matter must be licensed in the 
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same manner as a foreign or international application. 

(f) Licenses separately granted in connection with 
two or more United States applications may be exercised 
by combining or dividing the disclosures, as desired, 
provided: 

(1) Subject matter which changes the general nature 
of the subject matter disclosed at the time of filing or 
which involves subject matter listed in paragraphs (a)(4) 
(i) or (ii) of this section is not introduced and, 

(2) In the case where at least one of the licenses was 
obtained under §5.12(b), additional subject matter is not 
introduced. 

(g) A license does not apply to acts done before the li- 
cense was granted. See §5.25 for petitions for retroactive 
licenses. 

8. Section 5.17 is revised to read as follows: 


§5.17 Who may use license. 
Licenses may be used by anyone interested in the ex- 


port, foreign filing, or international transmittal for or on 
behalf of the inventor or the inventor’s assigns. 


9. A new §5.20 is added to read as follows: — 


§5.20 Export of technical data relating to sensitive nucle- 
ar technology 


. 


(a) Under regulations (10 CFR 810.7) established by 
the United States Department of Energy, an application 
filed in accordance with the regulations (37 CER 5.11- 
5.33) of the United States Patent and Trademark Office 
and eligible for foreign filing under 35 U.S.C. 184, is 
considered to be information available to the public in 
published form and a generally authorized activity for 
the purposes of the Department of perp: bes om regulations. 

(b) Inquiries concerning the export of sensitive nucle- 
ar technology other than related to the filing or prosecu- 
tion of a foreign patent application should be made to 
the Attention: Secretary, United States ment of 
Energy, Office of International Security Affairs, Wash- 
ington, D.C. 20858. 


§5.21 [Redesignated as §5.31] 
10. Section 5.21 is redesignated as §5.31. 


§5.22 [Redesignated as §5.32] 


11. Section 5.22 is redesignated as §5.32. 
12. A new §5.25 is added to read as follows: 


§5.25 Petition for retroactive license. 


(a) A petition of retroactive license under 35 U.S.C. 
184 shai resented in accordance with §5.13 or 
§5.14, and shall include: 

(1) A listing of the foreign countries in which the pa- 
tent application material was filed, 

(2) The dates on which the material was filed, 

(3) A verified statement containing: 

(i) An averment that the subject matter in question 
was not under a secrecy order at the time it was filed 
abroad, and that it is not currently under a secrecy or- 
der. 

(ii) A showing that the license has been diligently 
sought after discovery of the proscribed foreign filing, 
and 


(iii) An explanation of why the material was inadver- 
tently filed abroad without the required license under 
§5.11 first having been and 

(4) The required fee (§1.17(h)). 

The above explanation must include a showing of 
facts rather than a mere allegation of inadvertence. The 
showing of facts should include statements by those per- 
sons having personal knowledge of the acts regarding 
filing in a foreign country and should be accompanied 
by copies of any necessary supporting documents such 
as letters of transmittal or instructions for filing. The 
acts which are alleged to constitute inadvertence should 
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cover the period from the time of filing until actual fil- 
ing of the petition under this section 

(b) If a petition for a retroactive license is denied, a 
time period of not less than thirty days shall be set, dur- 
ing which the petition may be renewed. Failure to re- 
new the petition within the set time period will result in 
a final denial of the petition. A final denial of a petition 
stands unless a petition is filed under §1.181 within two 
months of the date of the denial. If the petition for a ret- 
roactive license is denied with respect to the invention 
of a pending application and no petition under §1.181 
has been filed, a final —— of the application under 
35 U.S.C. §185 will be made. 

(c) The granting of a retroactive license does not ex- 
cuse any violation of the export regulations contained in 
22 CFR Parts 121-130 (International Traffic in Arms 
Regulations of the ment of State), 15 CFR Part 
379 (Regulations of Office of Export Administration, In- 
ternational Trade Administration, Department of Com- 
merce) and 10 CFR Part 810 (Foreign Atomic Energy 
Programs of the Department of Energy) which may 
have occurred because of the failure to obtain an appro- 
priate license prior to export. 

13. Section 5.23 is redesignated as §5.33 and revised to 
read as follows: 


§5.33 Correspondence. 


All correspondence in connection with this part, in- 
cluding petitions, should be addressed to “Commissioner 
of Patents and Trademarks (Attention Licensing and Re- 
view), Washington, D.C. 20231.” 


GERALD J. MOSSINGHOFF, 
Feb. 24, 1984. Commissioner of 
Patents and Trademarks. 
[FR Doc. 84-8884 Filed 4-3-84; 8:45 am] 
BILLING CODE 3510-16-M 


[1042 O.G. 3] 
(118) 


[Docket No. 40227-18] 
Revision of Foreign Filing License Procedure 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule: Change of effective date 
Summary: The Patent and Trademark Office amended 
the rules of practice in patent cases, Parts 1 and 5 of 37 
CFR, to establish a streamlined procedure for granting 
licenses for foreign filing by putlishin a notice in the 
Federal Register on Apr. 4, 984, at 49 Fed. Reg. 13456- 
13463. The notice set an effective date of June 1, 1984. 
However, title 35, United States Code, section 41(8) pro- pro- 
vides that “No fee established by the Commissioner under 

this section will take effect prior to sixty days followin ing 
notice in the Federal Register.” Since these rules estab! 
fees and the effective date of the rules was slightly less 
than 60 days after the publication of the final change 
in the Federal Register, it is necessary to set a later effec- 
tive date. 

Date: The effective date of the rule change — at 49 
Fed. Reg. 13456-13463 is changed to June 4, 1984. 

For further information contact: Kenneth L. Cage by tele- 
phone at (703) 557-2877 or by mail marked to his attention 
and addressed to the of Patents and Trade- 
marks, Washington, D.C. 20231. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


Apr. 30, 1984. 
and Trademarks. 


[1042 0.G. 58] 
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(119) Guidelines for Extension of Patent Term 
Under 35 U.S.C, 156 

This notice is intended to establish initial guidelines 
for patent owners who are seeking extensions of patent 
terms pursuant to newly enacted 35 U.S.C. 156. These 
guidelines will be effective until further notice. Section 
156 of Title 35, United States Code, provides that a pa- 
tent owner seeking an extension of the term of a patent 
pursuant to its provisions must submit an application to 
the Commissioner of Patents and Trademarks (hereinaf- 
ter Commissioner) within a certain defined period of 
time. Section 156 specifies certain components the appli- 
cation is to contain, including “such patent or other in- 
formation as the Commissioner may require.” See 35 
U.S.C. 156(d) (1) (E). Section 156(d) (4) also provides 
that “[a] n application for the extension of the term of a 
patent is subject to the disclosure requirements pre- 
scribed by the Commissioner.” Section 156(h) provides 
that the “Commissioner may establish such fees as the 
Commissioner determines appropriate to cover the costs 
to the Office of receiving and acting upon applications 
under this section.” The purpose of this notice is to pro- 
vide the guidelines which a patent owner or its agent 
should use in deciding whether to submit an pe or 
for the extension of the term of a patent to the Patent 
and Trademark Office and in actually making the sub- 
mission of such an application. This notice is divided 
into a number of sections set forth below which treat 
various determinations which have to be made by a pa- 
tent owner or its agent prior to submission of an applica- 
tion and further includes guidelines as to the actual con- 
tent of an application for extension of the term of a 
patent. 

A patent owner or its agent should use the guidelines 
in the various sections set forth below in determining 
whether a patent is subject to, and meets the conditions 
for, extension of its term. If so, the patent owner or its 
agent should also use the guidelines set forth below in 
preparing and filing an application for extension of the 
patent term. If any application for extension of the term 
of a patent is filed in accordance with 35 U.S.C. 156 be- 
fore the date on which this notice is published in the Of- 
ficial Gazette and is not in compliance with the require- 
ments of this notice, applicant will be notified of the 
deficiencies in the application and will be given a period 
of time within which to correct the deficiencies. 


Guidelines 


§A. Patents subject to extension of the patent term. 


(a) Any patent which claims a product as defined in 
paragraph (b) of this section, or a method of using such 
a product, or a method of manufacturing such a prod- 
uct, is subject to being extended in accordance with 35 
U.S.C. 156. 

(b) The term “product” referred to in paragraph (a) of 
this section means (1) a human drug product or (2) any 
medical device, food additive, or color additive subject 
to regulation under the Federal Food, Drug, and Cos- 
metic Act. The term “human drug product” means the 
active ingredient of a new drug, antibiotic drug, or hu- 
man biological product (as those terms are used in 
Federal Food, Drug, and Cosmetic Act and the Public 
Health Service Ach. including any salt or ester of the 
active ingredient, as a single entity or in combination 
with another active ingredient. 


§B. Conditions for extension of term of a patent. 


The term of a patent may be extended if: 

(a) the patent claims a product or a method of using or 
manufacturing a product as defined in §A of this no- 
tice; 

(b) the term of the patent has never been previously ex- 
tended except for any interim extension issued pursu- 
ant to 35 U.S.C. 156(e) (2); 
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(c) an Ape pe on for extension is submitted pursuant to 

this notice; 

(d) the product has been subject to a regulatory review 
period as defined in 35 U.S.C. 156(g) and by the Sec- 
retary of Health and Human Services before its com- 

mercial marketing or use; 

(e) the product has received permission for commercial 
marketing or use and (i) the application is submitted 
within the sixty day period beginning on the date the 
product first received permission for commercial 
marketing or used under the provision of law under 
which the applicable regulatory review period oc- 
curred, or (ii) in the case of a patent claiming a 
method of manufacturing the product which primari- 
ly uses recombinant DNA technology in the manu- 
facture of the product, the application for extension 
is submitted within the sixty day period beginning on 
the date of the first permitted commercial marketing 
or use of a product manufactured under the process 
claimed in the patent; 

(f) the term of the patent has not expired before the sub- 
mission of an application pursuant to §D of this no- 
tice; and 

(g) no pr patent has been extended for the same regu- 
latory review period for the product. 


§C. Applicant for extension of patent term. 


Any application for extension of a patent term must 
be submitted by the owner of record of the patent or its 
agent and must comply with the requirements of §D of 
this notice. 


§D. Application for extension of the term of a patent. 


(a) An application for extension of the term of a patent 
must be made in writing to the Commissioner of Pa- 
tents and Trademarks. The filing date of an applica- 
tion for extension of the term of a patent is the date 
on which the complete application for extension and 
a duplicate of the papers thereof, certified as such, 
are received in the Patent and Trademark Office or 
filed pursuant to the provisions of 37 CFR 1.10. The 
provisions of 37 CFR 1.8 should not be used to file 
an application for the extension of the term of a pa- 
tent. 

(b) A complete application for the extension of the term 
of a patent comprises: 

(1) a complete identification of the approved product 
as by appropriate chemical and physical structure 

or characteristics 

(2) . poe om identification of the Federal statute in- 
cluding the applicable provision of law under 
which the regulatory review occurred; 

(3) an identification of the date on which the product 
received permission for commercial marketing or 
use under the provision of law under which the 
applicable regulatory review period occurred; 

(4) a statement that the application is being submitted 
within the sixty day period permitted for submis- 
sion and an identification of the date of the last 
day on which the application could be submitted; 

(5) a complete identification of the patent for which 
an extension is being sought by the name of the in- 
ventor, the patent number, and the date of issue; 

(6) a copy of patent for which an extension is be- 
ing sought, including the entire specification (in- 
cluding claims) and drawings, in the form of a cut- 
up copy of the original patent with only a single 
column of the printed patent securely mounted or 
reproduced in permanent form on one side of a 


separate paper; 

(7) a copy « any disclaimer, certificate of correction, 
receipt of maintenance fee payment, or reexamina- 
tion certificate issued in the patent; 

(8) a statement that the patent claims the approved 
product or a method of using or manufacturing the 
approved product, and a showing which lists each 
applicable patent claims and demonstrates the man- 
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ner in which each applicable patent claim reads on 
Se approved product or a method of using or 
ufacturing the approved product; 

(9) ee relevant dates and information pursuant to 35 
U.S.C. 156(g) in order to enable the Secretary of 
Health and Human Services to determine the ap- 
plicable regulatory review period; 

(10) a brief description of the activities undertaken by 
the applicant during the applicable regulatory re- 
view period with respect to the approved product 
and the significant dates applicable to such activi- 


ties; 

(11) a statement that in the opinion of the applicant the 
patent is eligible for the extension and a statement 
as to the length of extension claimed, including 
how the length of extension was determined; 

(12) a statement that applicant acknowledges a duty to 
disclose to the Commissioner of Patents and 
Trademarks and the Secretary of Health and Hu- 
man Services any information which is material to 
any determinations to be made relative to the ap- 
plication for extension; and 

(13) the prescribed fee for receiving and acting upon 
the application for extension (see §F of this notice) 
and an oath or declaration as set forth in para- 
graph (c) of this section. 

(c) Any application for extension of the term of a pa- 
tent submitted pursuant to paragraphs (a) and (b) 
of this section must include an oath or declaration 
signed by the owner of record of the patent or its 
agent which specifically identifies the application 
papers and the patent for which an extension is 
sought and avers that the person signing the oath 
or declaration: 

(1) has reviewed and understands the contents of the 
application being submitted pursuant to this sec- 
tion; 

(2) believes the patent is subject to extension pursuant 
to §A of this notice; 

(3) believes an extension of the length claimed is fully 
justified under 35 U.S.C. 156; and 

(4) believes the patent for which the extension is being 
sought meets the conditions for extension of the 
term of a patent as set forth in §B of this notice. 

(d) If any application for extension of the term of a 
patent submitted pursuant to this section is held to 
be incomplete, applicant may seek to have that 
holding reviewed by filing a petition pursuant to 
37 CFR 1.182 within such time as may be set, or if 
no time is set, within one month of the date on 
which the application was held incomplete. 


§E. Interim extension of the term of a patent. 


An applicant who has filed an application for exten- 
sion pursuant to §D of this notice ma ~~ j request one or 
more interim extensions for periods of up to one year 
pending a final determination on the application. Any 
such request should be filed at least three months prior 
to the expiration date of the patent. The Commissioner 
may issue interim extensions for periods of up to one 
year until a final determination is made without a re- 
quest by the applicant. In no event will the interim ex- 
ee ane Sane Se ee oo 

iod of extension to which applicant 


wait i igible. 


§F. Fee for receiving and acting on an application for ex- 
tension of the term of a patent. 


Pursuant to 35 U.S.C. 156(h) the Commissioner has 
determined that a fee of $750.00 is appropriate to cover 
the costs to the Patent and Trademark Office of receiv- 
ing and acting } wpa applications for extension of the 
term of a patent filed pursuant to 35 U.S.C. 156. The fee 
should accompany the application when filed. If a fee in 
a different amount is in Title 37 of the Code of 
Federal t will be refunded any ex- 
cess or required alee any deficiency. 
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§G. Address for application for extension of the term of a 
patent and communications relating thereto. 


All applications for extension of the term of a patent 
and any communcations relating thereto intended for the 
Patent and Trademadk Office ould be addressed to the 
Commissioner of Patents and Trademarks, Box Patent 
Ext., Washington, D.C. 20231. When appropriate, the 
communication should also be marked to the attention 
of a particular individual. 


§H. For further information contact: 


R. Franklin Burnett by telephone at (703) te < 
by mail marked to his attention and addressed to 
Se a of Patents and Trademarks, aS 
D.C. 1. 


Summary 


The initial guidelines set forth above are considered to 
be appropriate and authorized by 35 U.S.C. 156.. They 
will provide appropriate guidance to patent owners and 
their agents pending appropriate changes which will be 
made in Title 37 of the C Code of Federal Regulations. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[1047 O.G. 16] 


Sept. 25, 1984. 


(120) : Guidelines for the Submission 


for Interim Protection 
of Mask Works Under 17 U.S.C. 914 


Chapter 9 of Title 17 of the United States Code, the 
Semiconductor Chi iP Protection Act of 1984, establishes 
a new form of intellectual property protection for mask 
works that are fixed in semiconductor chips. Mask 
works are defined as a “series of related images, howev- 
er fixed or encoded” that represent the three-dimension- 
al patterns in the layers of a semiconductor chip. This 
chapter provides a 10 year term of protection for origi- 
nal mask works measured from their date of registration 
on first commercial exploitation anywhere in the world. 
Mask works must be registered in the United States 
Copyright Office within two years’ of first commercial 
exploitation to maintain this protection. 

is chapter denies protection to foreign owners of 
mask works unless the works are first commercially 
exploited in the United States. It is contemplated that 
foreign countries will eventually obtain full protection 
by concluding treaties or enacting chip protection legis- 
lation. In order to encourage steps toward a regime of 
internatonal comity in mask work protection, Section 
914(a) provides that the Secretary o np ee et 
tend the privilege of interim protection under the Semi- 
conductor Chip Act to nationals of foreign nations un- 
der certain conditions. These are: (1) that the foreign 
nation in question is making progress (either by treaty 
negotiation or legislative enactment) toward a regime of 
mask work protection ae age similar to that under the 
Act; (2) ee its pono ap er geen controlled by 
them (such oe ae companies) are 
not engaging ve not in recent engaged in 
chip piracy or the sale of products aaa infringing 
semiconductor components; and (3) that entry of the 
*s order would promote the purposes of the 
Act and of achieving international comity toward mask 
work protection. 
This notice establishes initial guidelines that s —— 


apni San eae mei privilege of fmaking aoe 

registrations for mask w pursuant to chapter 9 o 
Title 17 of the United States Code. The Assistan Assistant Secre- 
tary of Commerce and Commissioner of Patents 
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and Trademarks has been delegated the responsibility to 
receive petitions, conduct proceedings, make findings, 
and issue or terminate Orders. These guidelines set 
forth, in accordance with the statutory provisions, the 

eligible to initiate such proceedings, the proce- 
dures to be followed, and the ra te required to be 
submitted so that the Commissioner can make the deter- 
mination required by the statute. 


A. DEFINITIONS 
As used in these guidelines: 


(a) “Commissioner” means the Assistant Secretary of 
Commerce and Commissioner of Patents and 
Trademarks. 

(b) “Interim registration” means a registration of a 
mask work with the Register of Copyrights by a 
foreign national, domiciliary or sovereign authority 
made pursuant to an Order issued under these 
guidelines. 

(c) “Order” means an action by the Commissioner is- 
suing or terminating an Order extending to foreign 
nationals, domiciliaries and sovereign authorities 
the privilege of making interim registrations for 
mask works pursuant to Chapter 9 of title 17, 
U.S.C. 

(d) “Petition” means a request that the Commissioner 
issue or terminate an Order extending to foreign 
nationals, domiciliaries and sovereign authorities 
the privilege of making interim registrations or 
a works pursuant to Chapter 9 of title 17, 
U.S.C. 

(e) “Proceeding” means a proceeding to issue or to 
terminate an Order extending to foreign nationals, 
domiciliaries and sovereign authorities the privi- 
lege of making interim registrations for mask 
works pursuant to Chapter 9, of title 17, U.S.C. 

(f) “Secretary” means the Secretary of Commerce. 


B. Effective Date of Guidelines 


These guidelines shall come into force on the date of 
signature of H.R. 6163 by the President. 


C. Initiation of Proceedings 


(a) The Commissioner may initiate proceedings under 
these guidelines on his own motion or as directed 
by the Secretary. 

(b) The Commissioner shall initiate proceedings under 
these guidelines upon receipt of a petition. 


D. Submission of Petitions 


(a) Petitions may be submitted at any time, however 
the effective date of any Order shall not precede 
the coming into force of Chapter 9 of 17 U.S.C. 

(b) Petitions shall be submitted to the Commissioner 
for review and evaluation. 


E. Content of Petitions 


(a) Any petition requesting that the Commissioner is- 
sue an Order extending the privilege of making in- 
terim registration under Chapter 9 of 17 U.S.C. 
must include: 

(1) A statement of the foreign governmental agency in 
charge of developing legislation or negotiating a 
treaty for the protection of mask works in a man- 
ner generally similar to the provisions of Chapter 9 
of 17 U.S.C.: (i) that it is making good-faith efforts 
and reasonable progress toward developing and 
enacting such legislation or toward entering into 
such a treaty, and (ii) providing substantive infor- 
mation regarding the entity in the foreign nation to 
whom the responsibility has been delegated and 

the procedures that will be followed including any 

expected target dates for action. 
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(2) A statement by the appropriate foreign govern- 
ment or foreign governmental agency, including 
such supporting evidence as may be available, that 
neither that nation or persons controlled by them 
are engaged in the misappropriation, or unautho- 
rized distribution or commercial exploitation of 
mask works. 

(3) Information from the party submitting the petition 
that provides evidence of the progress or the actu- 
al efforts undertaken by the foreign nation. Such 
information should include: 

(i) Copies of bills introduced in the foreign legisla- 
ture; 

(ii) Copies of legislative proposals by responsible agen- 
cies; 

(iii)Records of international proceedings or negotia- 
tions showing efforts toward developing an 
appropriate treaty; 

(iv)Reports of governmental or private sector commis- 
sions studying and making recommendations on 
appropriate measures to protect mask works in 
semiconductor chip products; 

(v) Correspondence between private sector organiza- 
tions and responsible governmental organizations; 
and 

(vi)Any other material including executive proclama- 
tions, resolutions or regulations that would support 
the claim of good-faith efforts and the absence of 
misappropriations or the absence of unauthorized 
distribution or commercial exploitation of mask 
works. 

(b) All materials furnished must be in the English lan- 
guage or provided with a certified English transla- 
tion. 


F. Proceeding 


(a) A proceeding shall be initiated by the publication 
of a notice in the Federal Register providing inter- 
ested parties with an opportunity to submit rele- 
vant comments. 

(b) Based upon comments received or a review of any 
petition submitted, the Commissioner, at his discre- 
tion, may hold a hearing to permit interested 
= and the petitioner to present additional in- 
ormation. 

(c) The Commissioner shall review the petition, evalu- 
ate the evidence submitted, consider the results of 
any hearing conducted during the course of the 
proceeding, and issue or terminate an Order. 

(d) If the Commissioner refuses to issue an Order the 
petitioner may, within 30 days and upon the sub- 
mission of additional evidence, request reconsider- 
ation. If 30 days pass and no request for reconsid- 
eration is received, the refusal to issue an Order 
shall be considered final. 

(e) The Commissioner may issue an Order that is valid 
for a period of up to three years. The Commission- 
er, in making a determination on the duration of 
the pro Order, will be guided by the strength 
and weight of the evidence submitted. 


G. Duration of Orders 


(a) Orders shall endure for the period specified in ac- 
cordance with Section F(e) above, but in no case 
longer than three years from the effective date of 
Chapter 9 of 17 U.S.C. in accordance with 17 
U.S.C. 914(d)(1(e) unless the authority of the Sec- 
retary is extended in accordance with 17 U.S.C. 
914(f) (2). 

(b) Orders shall be terminated if: 


(1) The Commissioner finds after a proceeding under 
Section F above that the conditions upon which 
the Order was based no longer exist, or 

(2) Mask works of nationals, domicilaries, and sover- 
eign authorities of that foreign nation or mask 
works first commercially exploited in that nation 
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become eligible for protection under: (i) a Presi- 
dential proclamation issued in accordance with 17 
U.S.C. 902(a) (2), or (ii) that nation’s own law for 
the protection of such works so long as that nation 
is a party to a treaty protecting such works to 
which the United States is also a party. 


H. Mailing Address 


(a) Petitions, requests for reconsideration, and all cor- 
respondence submitted pursuant to these guidelines 
shall be addressed to: 

Commissioner of Patents and Trademarks 
Box 4 
Washington, D.C. 20231 

(b) For further information contact: 

Assistant Commissioner for External Affairs 
703/557-3065 

Mail inquiries should be directed to the same ad- 
dress indicated above to his attention. 


SUMMARY 


The initial guidelines set forth above are considered to 
be appropriate to implement Title 17 U.S.C. 914. They 
will become effective on the date of signature of H.R. 
6163 by the President. They will provide appropriate 
guidance to mask work owners and their agents pending 
the issuance of regulations. 


RENE D. TEGTMEYER 


Acting Commissioner of 
Patents and Trademarks. 


[1048 O.G. 30] 


Nov. 1, 1984. 


(121) Errors in Notice of Allowance 

The purpose of this notice is to clarify existing Office 
practice with respect to providing a new issue fee due 
date. Sometimes errors appear on the Notice of Allow- 
ance, such as an incorrect number of claims, the mis- 
spelling of an inventor’s name, an incorrect inventorship, 
or an incorrect title. A duplicate Notice of Allowance 
correcting the errors may be requested from the Group 
that mailed the Notice. However, a new issue fee due 
date will not be provided if the information on the origi- 
nal Notice of Allowance is sufficient to allow a reason- 
able practitioner to timely file a proper issue fee in the 
correct application. Specifically, the mere filing of a re- 
quest for a corrected or duplicate Notice of Allowance 
will not act to stay the period for paying the issue fee. 


JAMES E. DENNY, 
Deputy Assistant Commissioner 
for Patents. 


June 12, 1985. 
[1056 OG 35] 


Initial Guidelines Implementing 
in 35 U.S.C, 103, 116, and 120 


The Patent and Trademark Office has on + 
tial guidelines for patent examiners 
implementing the changes made in 35 USC. 103, 116, 
and 120 by Public Law 98-622, the Patent Law Amend- 
ments Act of 1984. As a service to the public, those 
guidelines are published below. A copy of Public Law 
98-622 is also being published concurrently herewith. 
Some of the procedural aspects of matters contained in 
the guidelines will be incorporated into Title 37 of the 
Code of Federal Regulation through the rule-making 
process. 


(122) 


RENE D. TEGTMEYER, 
Assistant Commissioner 


Dec. 11, 1984. 
for Patents. 
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Initial Guidelines As To Implementation Of 35 U.S.C. 103 


Public Law 98-622 added a new sentence to 35 

U.S.C. 103 which reads as follows: 

“Subject matter developed by another person, which 
qualifies as prior art only under subsection (f) or (g) 
of section 102 of this title, shall not preclude patent- 
ability under this section where the subject matter 
and the claimed invention were, at the time the in- 
vention was made, owned by the same person or 
subject to an obligation of assignment to the same 
rson.’ 
The significant features resulting from this amendment 
to §103 are the following: 

(1) The only prior art which is disqualified is prior art 
under §102(f) or (g) where the subject matter, i.e., 
the prior art, and the invention “were, at the time 
the invention was made, owned by the same person 
or subject to an obligation of assignment to the 
same person.” (Person includes organization.) 

If the subject matter (prior art) qualifies as prior art 
under any other section, e.g., §102(a), (b), or (€), it 
is still prior art and can be 
Amendment applies only to subject matter which 
qualifies as prior art under §103; it does not affect 
subject matter which qualifies as prior art under 
§102, i.e., anticipatory prior art. 
Term “another person” means any inventive entity 
other than the inventor and includes the inventor 
and any other person. 
Term “developed” is to be read broadly and is not 
limited to any particular manner of development. 
Subject matter derived from another under §102(f) 
is prior art under §103 unless the derived subject 
matter and the claimed invention are owned by, or 
subject to an obligation of assignment to, the same 
person at the time the claimed invention was made. 
The disclosure of an earlier filed patent application 
which issues as a patent continues to be prior art 
under §102(e) against a later invented and filed ap- 
plication of another inventor even though the pa- 
tent and the later application are owned by, or sub- 
ject to an obligation of assignment to, the same 
person. 
} a ae owned applications, i.e., applications 
owned by the same person, may be refiled as a sin- 
gle application to avoid one or more of them be- 
ig prior art against another under §§102(e) and 
103. 


(9) The phrase “owned by the same person” requires 
that the same person, persons, or organization own 
100% of the subject matter (prior art) and 100% of 
the claimed invention. 

(10) The phrase “subject to an obligation of assignment 
to the same person” requires that a legal obligation 
of assignment exist and not merely a moral or unen- 
forceable obligation. 

(11) As long as the same person owns the subject matter 
and the invention at the time the claimed invention 
was made, a license to another may be made with- 
out the subject matter becoming prior art. 

(12) Amended §103 requires actual ownership (or obliga- 
tion to assign) be in existence at the time the 
claimed invention is made for the subject matter to 
be disqualified as prior art; acquiring one or the 
other later is not sufficient. 

(13) Burden of establishing that subject matter is 

disqualified as prior art is placed on patent applicant 
and not on the patent examiner once the examiner 
establishes a prima facie case of obviousness based 
on the prior art. 

(14) — patenting rejections may now be made in 

lications based on commonly owned patents of 

a erent inventive entities and double patenting re- 

— of the obviousness type can be overcome 
disclaimers. 


terminal 
(15) Kd double patenting rejection may also be made in a 
later filed application where the application/patent 
on which the rejection is based and the later filed 
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application are not commonly owned as long as one 
of the inventors is common between the later filed 
application and the application/patent; such a rejec- 
tion cannot be overcome by terminal disclaimer in 
view of the lack of common ownership. 


(16) The Commissioner’s Notice of January 9, 1967, 


“Double Patenting”, 834 O.G. 1615 (Jan. 31, 1967) 
is withdrawn to the extent that it does not authorize 
a double patenting rejection where different inven- 
tive entities are present. 


(17) Inventors of subject matter not commonly owned at 


the time of the invention may file as joint inventors 
in a single application. However, the claims in such 
an application are not protected from a §102(f)/103 
or §102(g)/103 rejection. 


Implementation Steps As To Amended 35 U.S.C. 103 


A. Applications To Be Considered 


(1) Amended §103 does not “affect any final deci- 
sion made by the court or the Patent and Trade- 
mark Office before the date of enactment [No- 
vember 8, 1984]... with respect to a patent or 
application for patent, if no appeal from such de- 
cision is pending and the time for filing an ap- 
peal has expired.” 

(2) The amendment of §103 will not be considered 
to apply to: 

(a) Any application which has been abandoned 
prior to November 8, 1984, unless such appli- 
cation is revived pursuant to the provisions 
of 37 CFR 1.137(a) or (b) and is pending on 
or after November 8, 1984; 

(d) Any application in which all the claims have 

allowed and in which prosecution has 
been closed prior to November 8, 1984, e.g., 
by an Ex parte Quayle action, a Notice of 
allowability, or a Notice of Allowance. 
However, a continuing application would ob- 
tain the benefit of amended §103 if filed prior 
to the abandonment or issuance of the appli- 
cation; and 

(c) Any application in which an appeal has been 
filed and is no longer pending or in which 
the time for filing an appeal has expired prior 
to November 8, 1984. However if. the appli- 
cation contains allowed claims on or after 
November 8, 1984, the allowed claims are 
subject to amended §103. 

(3) The amendment to §103 will be applied to any 
application (a) which is before the examiner for 
action and in which all the claims have not been 
allowed and the prosecution closed or (b) in 
which prosecution has been closed and is being 
reopened to reject the allowed claims on 
grounds other than §102(f)/103 or §102(g)/103. 

(4) Applications not before the examiner for action, 
€.g., an application in which a response from ap- 
plicant is required, will not be considered as to 
the applicability of amended §103 unless appli- 
cant takes timely action which properly requires 
an action on the merits by the examiner. 

Conflicting Co-pending Applications Of Different In- 

ventive Entities With No Indication That They Are 

Commonly Owned 

(1) If the application files do not establish that they 
are owned by, or subject to an obligation of as- 
signment to, the same person, the examiner will: 
(a) assume that the applications are not com- 

monly owned; 

(b) examine the applications on all grounds other 
than any conflict between the applications; 

(c) consider the applicability of §102(f)/103 or § 
102(g)/103 if one application refers to the 
other (if there is no cross-reference between 
the applications it would be inappropriate for 
the examiner to refer to one application in 
the other in view of 35 U.S.C. 122); 

(d) consider interference if appropriate; 
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(e) suspend the later filed application if it is oth- 
erwise allowable until the earlier filed appli- 
cation is abandoned or issues as a patent and 
then reject the later filed application under § 
102(e)/103, if appropriate; and 

(f) proceed under item C below if at any time 
during the examination a statement is made 
that the applications are commonly owned. 

C. Conflicting Co-pending Applications Of Different In- 
ventive Entities Which Are Commonly Owned 

(1) Co-pending applications will be considered by 
the examiner to be owned by, or subject to an 
obligation of assignment to, the same person if 
(a) the application files refer to assignments re- 
corded in the PTO in accordance with 37 CFR 
1.331 which convey the entire rights in the ap- 
plications to the same person(s) or organiza- 
tion(s); or (b) copies of unrecorded assignments 
which convey the entire rights in the applica- 
tions to the same person(s) or organization(s) are 
filed in each of the apgrretices; or (c) an affida- 
vit or declaration by the common owner is filed 
which states that there is common ownership 
and explains why the affiant believes there is 
common ownership; or (d) other evidence is 
submitted which establishes common ownership 
of the applications in question, e.g., a court deci- 
sion determining the owner. In circumstances 
where the common owner is a corporation or 
other organization an affidavit or declaration 
averring common ownership may be signed by 
an official of the corporation or organization 
empowered to act on behalf of the corporation 
or organization. 

(2) If the application files establish that they are 
owned by, or subject to an obligation of assign- 
ment to, the same person, the examiner will: 

(a) examine the applications as to all grounds ex- 
cept §§102(f) and (g) as they apply through 
§103 if the application files establish common 
ownership at the time the later invention was 

e; 

(b) examine the applications for double 
patenting, including double patenting of the 
obviousness type, and make a provisional re- 
jection, if appropriate, (see In re Mott, 190 
USPQ 536 (CCPA 1976); 

(c) examine the later filed application under 
§102(e) as it applies through §103 and make a 
provisional rejection under §102(e)/103 in 
the later filed application, if appropriate; 

(d) permit applicant of the later filed application 
to file an affidavit under 37 CFR 1.131 to 
overcome the provisional or actual 
§102(e)/103 rejection, if appropriate, and a 
terminal disclaimer to overcome the provi- 
sional or actual rejection on double patenting 
of the obviousness type. 


Initial Guidelines As To Implementation Of 35 
U.S.C. 116 


Public Law 98-622 amended 35 U.S.C. 116 to clarify 
that each inventor need not “sign the application” in ad- 
dition to making the required oath and to add a new 
sentence which reads as follows: 

“Inventors may apply for a patent jointly even 
though (1) they did not physically work together or 
at the same time, (2) each did not make the same 
type or amount of contribution, or (3) each did not 
make a contribution to the subject matter of every 
claim of the patent.” 

The significant features resulting from these amend- 
ments to §116 are the following: 

(1) The joint inventors do not have to separately “sign 
the application,” but only need apply for the patent 
jointly and make the required oath by signing the 
same; this is a clarification, but not a change in cur- 
rent practice. 
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(2) Inventors may apply for a patent jointly even 
though “they did not work together or at the same 
time,” thereby clarifying (a) that it is not necessary 
that the inventors physically work together on a 
project, and (b) that one inventor may “take a step 
at one time, the other an approach at different 
times.” (Monsanto Co. v. Kamp, 154 USPQ 259 
(D.D.C. 1967)). 

Inventors may apply for a patent jointly even 
though “each did not make the same type or 
amount of contribution,” thereby clarifying the 
“fact that each of the inventors plays a different 
role and that the contribution of one may not be as 
eat as that of another does not detract from the 
act that the invention is joint, if each makes some 
original contribution, though partial, to the final so- 
lution of the problem.” Monsanto, supra. 
Inventors may apply for a patent jointly even 
though “each did not make a contribution to the 
subject matter of every claim of the patent.” 
Inventors may apply for a patent jointly as long as 
each inventor made a contribution, i.e., was an in- 
ventor or joint inventor, of the subject matter of at 
least one claim of the patent; there is no require- 
ment that all the inventors be joint inventors of the 
subject matter of any one claim. 
If an application by joint inventors includes more 
than one independent and distinct invention, restric- 
tion may be required with the possible result of a 
necessity to change the inventorship named in the 
application if the elected invention was not the in- 
vention of all the originally named inventors. 
The amendment to §116 increases the likelihood 
that different claims of an application or patent may 
have different dates of invention; when necessary 
the Office or court may inquire of the patent appli- 
cant or owner concerning the inventors and the in- 
— dates for the subject matter of the various 
claims. 


Implementation Steps As To Amended 35 U.S.C. 116 


(1) ag items (1) to (4) above under “Applications To 
Be Considered” for applications to be considered 
under amended §116. 

(2) Pending applications will be permitted to be 
amended by complying with 37 CFR 1.48 to add 
claims to inventions by inventors not named when 
the application was filed as long as such inventions 
were disclosed in the application as filed since 37 
CFR 1.48 permits correction of inventorship where 
the “correct inventor or inventors are not named in 
an application for patent through error without any 
deceptive intention on the part of the actual inven- 
tor or inventors”. 

Under amended §116 an examiner will reject claims 
under §102(f) only in circumstances where a named 
inventor is not the inventor of at least one claim in 
the application; no rejection under §102(f) is appro- 
priate if a named inventor made a contribution to 
the invention defined in any claim of the applica- 
tion. 

Under amended §116 considered in conjunction 
with amended §103, a rejection may be appropriate 
under §102(f)/103 where the subject matter, i.e., 
prior art, and the claimed invention were not 
owned by, or subject to an obligation of assignment 
to, the same person at the time the invention was 
made. 


Applicants are responsible for correcting, and will 
be required to correct, the inventorship in compli- 
ance with 37 CFR 1.48 when the application is 
amended to change the claims so that one (or more) 
of the named inventors is no longer an inventor of 
the subject matter of a claim remaining in the eppli- 
cation. 

In requiring restriction in an application filed by 
joint inventors the examiner will remind applicants 
of the necessity to correct the inventorship pursuant 
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to 37 CFR 1.48 if an invention is elected and the 
claims to the invention of one or more inventors are 
cance 

The examiner will not inquire of the patent appli- 
cant concerning the inventors and the invention 
dates for the subject matter of the various claims 
until it becomes necessary to do so in order to 
properly examine the application. 

If an application is filed with joint inventors, the ex- 
aminer will assume that the subject matter of the 
various claims was commonly owned at the time 
the inventions covered therein were made, unless 
there is evidence to the contrary. If inventors of 
subject matter, not commonly owned at the time of 
the later invention, file a joint application, appli- 
cants have an obligation pursuant to 37 CFR 1.56 to 
point out the inventor and invention dates of each 
claim and the lack of common ownership at the 
time the later invention was made in order that 
the examiner may consider the applicability of 
§102(f)/103 or §102(g)/ 103. The examiner will as- 
sume, unless there is evidence to the contrary, that 
applicants are complying with their duty of disclo- 
sure. 


Initial Guidelines As To Implementation Of 
35 U.S.C. 120 


Public Law 98-622 amended 35 U.S.C. 120 by striking 
out “by the same inventor” and inserting in its place 
“which is filed by an inventor or inventors named in the 
previously filed application.” 

The amended first paragraph of 35 U.S.C. 120 (the 
bracketed portion was deleted and the underlined por- 
tion added) reads as follows: 


§120. Benefit of earlier filing date in the United States 


An appliction for patent for an invention disclosed in 
the manner provided by the first paragraph of section 
112 of this title in an application previously filed in the 
United States, or as provided by section 363 of this title, 
[by the same inventor] which is filed by an inventor or in- 
ventors named in the previously filed application shall have 
the same effect, as though filed on the date of the prior 
application, if filed before the patenting or abandonment 
of or termination of proceedings on the first application 
or on an application similarly entitled to the denefit of 
the filing date of the first application and if it contains 
or is amended to contain a specific reference to the ear- 
lier filed application.” 

The significant features of these amendments to §120 
are the following: 

(1) A later filed application by an inventor or inventors 
of a previously filed co-pending application may 
claim the benefit of the previously filed co-pending 
application under §120 even though the later filed 
application does not name all of the same inventors 

as the previously filed application. 

In order for the later filed application to be entitled 

to claim the benefit of the earlier filed co-pending 

application under §120 the earlier filed co-pending 
application must 

(a) yo en at least one inventor in common with the 
later filed application; and 

(b) disclose the common inventor’s invention in the 
manner provided by the first paragraph of 35 
U.S.C. 112, i.e., fully disclose and support at 
least one of the common inventor’s claims found 
in the later application. 

When necessary the Patent and Trademark Office 

or a court may inquire of the patent applicant or 

owner as to who invented, and the date of inven- 

tion of, the subject matter _— claimed in any 

claims in the later filed application 

Double patenting rejections may be applicable, 

whether or not the applications and patents are com- 

monly owned as long as he applications/ 

patent(s) have at least one inventor in common. 

If the app! and patents are commonly 
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owned, the rejection of the applications on the 
grounds of double patenting can be overcome by an 
appropriate terminal disclaimer as long as the identi- 
cal invention is not being claimed. See In re Robe- 
son, 141 USPQ 485 (CCPA 1964), and Jn re Kaye, 
141 USPQ 829 (CCPA 1964). 

If the applications and patents are not commonly 
owned, the double patenting rejection is entered in 
the later filed application and cannot be overcome 
by a terminal disclaimer since the ownership of the 
subject matter being claimed belongs to someone 
other than the owner of the later application. 


Implementation Steps As To Amended 35 U.S.C. 120 


(1) See items (1) to (4) above under “Applications To 
Be Considered” for applications to be considered 
under amended §120. 

(2) The examiner will examine any earlier filed co- 
pending application to which priority is claimed un- 
der §120 to determine if 
(a) the earlier filed co-pending application has at 

least one inventor in common with the later 
filed application; 
(b) the a requirements for claiming benefit un- 
der §120 are met; and 
(c) a rejection on the grounds of double patenting is 
proper. 
As long as the formal requirements for claiming 
benefit under §120 are met, the examiner will per- 
mit the claim to be made without examining the 
earlier filed co-pending application for disclosure 
and support of at least one claim of the later filed 
application under the first paragraph of §112 unless 
it becomes necessary to do so, e.g. because of an in- 
terference or an intervening reference. 
The examiner will not inquire of the patent appli- 
cant as to who invented, and the date of invention 
of, the subject matter being claimed in any claims in 
the later filed application until it becomes necessary 
to do so in order to properly examine the applica- 
tion. 
The examiner will examine the earlier and later 
filed applications and make actual or provisional re- 
jections for double patenting where appropriate, 
whether or not the applications are commonly 
owned. 


Example | - Single Application - Plural Inventors 

Inventors A and B, both employees of Company E 
with obligation to assign all their inventions to E devel- 
op inventions X and Y respectively. An application for 
patent is properly filed listing A and B as joint inventors 
and with claims to both X and Y as now possible under 
§116 as amended by Public Law 98-622. 


Situation 1. 
The claims to X and Y are not patentably distinct. 


Examiner’s Action: 
If otherwise patentable over the prior art—allows ap- 
plication. 


Situation 2. 
The claims to X and Y are patentably distinct. 


Examiner’s Action: 

Require restriction and election of claims to either X 
or Y. The applicant, after election, must correct the 
inventorship of the application to list only the inventor 
of the elected invention; for example, inventor A if 
claims to invention X were elected. A divisional applica- 
tion with B as inventor and claims to Y may claim bene- 
fit of the originally filed application under 35 U.S.C. 120 
as amended by Public Law 98-622. 


Situation 3. 
The application contains a Markush-type claim to X 
and Y and separate species claims to X and Y. 
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Examiner’s Action: 

(a) Examine the application to determine if the inven- 
tions X and Y are restrictable. If so, the claims to 
elected invention X (assume X is elected by appli- 
cants) and the X portion of the Markush claim to X 
and Y are examined. 

(i) if the claim to X is allowable, the entire 
Markush claim and the species claim to Y must 
also be examined. 

(ii) if the claim to X is not allowable, no further ac- 
tion on species claim Y or the Y portion of the 
Markush claim is required. 

The inventorship of the application at the time of al- 
lowance must be corrected, if necessary, to correspond 
to the inventions covered by the claims allowed. 


Example 2 - Multiple applications - plural inventions 

Inventors A and B, both employees of Company E, 
with obligation to assign all their inventions to E, devel- 
op inventions X and Y with Y being developed by B af- 
ter knowledge of A’s development of X. A files applica- 
tion on X before B’s development of Y and B later files 
application. Both applications establish they are owned 
by Company E. 


Situation 1. 
The claims to X and Y are not patentably distinct. 


Examiner’s Action: 

(a) Examine the applications as to all grounds except 
§102(f) and (g) as they apply through §103; 

(b) Make a provisional rejection of the later filed appli- 

cation on the grounds of double patenting of the 
obviousness type, if appropriate. If a terminal dis- 
claimer is filed in accordance with §1.321(b), the 
provisional double patenting rejection of the obvi- 
ousness type will be overcome; 
Examine the later filed application under 
§102(e)/103 and make a provisional rejection based 
on §102(e)/103, if appropriate. An affidavit under 
§1.131 can be filed to overcome the rejection based 
on §102(e)/103. 


Situation 2. 

After receiving the examiner’s action in situation 1, A 
and B filed a continuation-in-part application with inven- 
tor C and claim A’s invention, B’s invention and an im- 
provement they jointly developed with C. A and B 
abandon their prior applications. 


Examiner’s Action: 
Examine the application in the normal manner; no 
double patenting and §102(e)/103 problems now exist. 


Example 3 - Two copending applications with no indica- 
tion in the record of common ownership 

Inventor A files an application with claims to inven- 
tion X. Another copending application is filed by inven- 
tor B claiming invention Y. There is no indication of 
common ownership. 


Situation 1. 
The claims in the two applications are directed to 
patentably distinct inventions. 


Examiner’s Action: 
If the claims are otherwise allowable, the applications 
are both allowed. 


Situation 2. 
The claims in the two applications are not patentably 
distinct. 


Examiner’s Action: 

The applications are prosecuted until one application 
is allowable. If the time difference between the two ap- 
plications is too large to declare an interference, action 
on the later filed application is suspended until the earli- 
er filed application issues as a patent. At that time the 
later filed application is rejected over the earlier filed 


application under §102(e)/103. 
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If the filing dates of the applications are sufficiently 
close to declare an interference, claims for an interfer- 
ence should be suggested. If the applications are com- 
monly owned, the common owner must make the own- 
ership known. When such common ownership is made 
known, a provisional double patenting rejection should 
be made in the later filed application. If the double 
patenting rejection is of the obviousness type, a terminal 
disclaimer under 37 CFR 1.321(b) may be filed. The lat- 
er filed application should be examined under 
§102(e)/103 and a provisional rejection based on 
§102(e)/103 should be made in the later filed application, 
if appropriate. An affidavit under §1.131 can be filed to 
overcome a rejection based on §102(e)/103. 


Example 4 - Claims in single application by different in- 
ventors. 

An application for patent is filed in the Patent and 
Trademark Office in which the owner E sets forth the 
following information. 

“The subject matter of claim 1 was invented by inven- 
tor A. The subject matter of claim 2 was invented by in- 
ventor B. Inventor B knew of the invention of inventor 
A at the time he made his invention. Both A and B 
made their inventions while working for owner E with a 
duty to assign”. The inventions are different but not 
patentably distinct. 


Examiner’s Action: 
If the claims are patentable over the prior art, the ap- 
plication should be allowed. 


Public Law 98-622 
Signed November 8, 1984 


Ninety-eighth Congress of the United States of America 
AT THE SECOND SESSION 
Begun and held at the City of Washington on Monday, the 
twenty-third day of January, one thousand nine hundred 
and eighty-four 
An Act 


To amend title 35, United States Code, to increase the 
effectiveness of the patent laws, and for other purposes. 


Be it enacted by the Senate and House of Representatives 
of the United States of America in Congress assembled, 


SHORT TITLE 


SECTION 1. This Act may be cited as the “Patent 
Law Amendments Act of 1984”. 


TITLE I—PATENT IMPROVEMENT PROVISIONS 


USE OF PATENTED INVENTIONS OUTSIDE 
THE UNITED STATES 


SEC. 101.(a) Section 271 of title 35, United States 
Code, is amended by adding at the end thereof the fol- 
lowing new subsection: 

“(f)(1) Whoever without authority supplies or causes 
to be supplied in or from the United States all or a sub- 
stantial portion of the components of a patented inven- 
tion, where such components are uncombined in whole 
or in part, in such manner as to actively induce the com- 
bination of such components outside of the United States 
in a manner that would infringe the patent if such com- 
bination occurred within the United States, shall be lia- 
ble as an infringer. 

“(2) Whoever without authority supplies or causes to 
be supplied in or from the United States any component 
of a patented invention that is especially made or espe- 
cially adapted for use in the invention and not a staple 
article or commodity of commerce suitable for substan- 
tial noninfringing use, where such component is uncom- 
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bined in whole or in part, knowing that such component 
is so made or adapted and intending that such compo- 
nent will be combined outside of the United States in a 
manner that would infringe the patent if such combina- 
tion occurred within the United States, shall be liable as 
an infringer.” 


STATUTORY INVENTION REGISTRATION 


SEC. 102.(a) Chapter 14 of title 35, United States 
Code, is amended by adding at the end thereof the fol- 
lowing new section: 


“§157. Statutory ir.vention registration 


“(a) Notwithstanding any other provision of this title, 
the Commissioner is authorized to — a statutory in- 
vention registration containing the specification and 
drawings of a regularly filed iyginedon for a patent 
without examination if the applicant: 

“(1) meets the requirements of section 112 of this ti- 


tle; 
“(2) has complied with the requirements for print- 
ing, as set forth in regulations of the Commissioner; 
“(3) waives the right to receive a patent on the in- 
vention within such period as may be prescribed by 
the Commissioner; and 
“(4) pays application, publication, and other pro- 
cessing fees established by the Commissioner. 
If an interference is declared with respect to such an ap- 
plication, a statutory invention registration may not be 
published unless the issue of priority of invention is fi- 
nally determined in favor of the applicant. 

“(b) The waiver under subsection (a)(3) of this section 
by an applicant shall take effect upon publication of the 
statutory invention registration. 

“(c) A statutory invention registration published pur- 
suant to this section shall have all of the attributes speci- 
fied for patents in this title except those specified in sec- 
tion 183 and sections 271 through 289 of this title. A 
statutory invention registration shall not have any of the 
attributes specified for patents in any other provision of 
law other than this title. A statutory invention — 
tion published pursuant to this section shall give appro- 
priate notice to the public, pursuant to regulations which 
the Commissioner shall issue, of the preceding provi- 
sions of this subsection. The invention with respect to 
which a statutory invention certificate is published is not 

ype invention for purposes of section 292 of this 
tit 
“(d) The Secretary of Commerce shall report to the 
Congress annually on the use of statutory invention reg- 
istrations. Such report shall include an assessment of the 
degree to which agencies of the Federal Government 
are making use of the statutory invention registration 
system, the — to which it aids the management of 
federally developed technology, and an assessment of 
the cost savings to the Federal Government of the use 
of such procedures.”. 

(b) The table of sections at the beginning of chapter 
14 of title 35, United States Code, is amended by adding 
at the end thereof the following: 


“157. Statutory invention registration.”. 


(c) The amendments made by this section shall take 
effect six months after the date of the enactment of this 
Act. 


PRIOR ART 


SEC. 103. Section 103 of title 35, United States Code, 
is amended by adding at the end thereof the following: 
“Subject matter developed by another person, which 
qualifies as prior art only under subsection (f) or (g) of 
section 102 of this title, shall not preclude patentability 
under this section where the subject matter and the 
claimed invention were, at the time the invention was 
made, owned by the same person or subject to an obli- 
gation of assignment to the same person.” 
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JOINT INVENTORS 


SEC. 104. (a) Section 116 of title 35, United States 
Code, is amended by amending the first paragraph to 
read as follows: 

“When an invention is made by two or more persons 
jointly, they shall apply for patent jointly and each make 
the required oath, except as otherwise provided in this 


title. Inventors may apply for a patent jointly even 
though (1) they did not physically work together or at 
the same time, (2) each did not make the same type or 
amount of contribution, or (3) each did not make a con- 
tribution to the subject matter of every claim of the pa- 
tent.”. 


(b) Section 120 of title 35, United States Code, is 
amended by striking out “by the same inventor” and in- 
serting in lieu thereof “which is filed by an inventor or 
inventors named in the previously filed application”. 


ARBITRATION OF INTERFERENCES 


SEC. 105. Section 135 of title 35, United States Code, 
is amended by adding at the end thereof the following 
new subsection: 

“(d) Parties to a patent interference, within such time 
as may be specified by the Commissioner by regulation, 
may determine such contest or any aspect thereof by ar- 
bitration. Such arbitration shall be governed by the pro- 
visions of title 9 to the extent such title is not inconsis- 
tent with this section. The parties shall give notice of 
any arbitration award to the Commissioner, and such 
award shall, as between the parties to the arbitration, be 
dispositive of the issues to which it relates. The arbitra- 
tion award shall be unenforceable until such notice is 
given. Nothing in this subsection shall preclude the 
Commissioner from determining patentability of the in- 
vention involved in the interference.”. 


EFFECTIVE DATE 


SEC. 106. (a) Subject to subsections (b), (c), (d), and 
(e) of this section, the amendments made by this Act 
shall apply to all United States patents granted before, 
on, or after the date of enactment of this Act, and to all 
applications for United States patents pending on or 
filed after the date of enactment. 

(b) The amendments made by this Act shall not affect 
any final decision made by the court or the Patent and 
Trademark Office before the date of enactment of this 
Act with respect to a patent or application for patent, if 
no appeal from such decision is pending and the time for 
filing an appeal has — 

(c) Section 271(f) of title 35, United States Code, add- 
ed by section 101 of this Act shall apply only to the sup- 
plying, or causing to be supplied, of any component or 
components of a patented invention after the date of en- 
actment of this Act. 

(d) No United States patent granted before the date of 
enactment of this Act shall abridge or affect the right of 
any person or his successors in business who made, pur- 
chased, or used prior to such effective date anything 
protected by the patent, to continue the use of, or to sell 
to others to be used or sold, the specific thing so made, 
purchased, or used, if the patent claims were invalid or 
otherwise unenforceable on a ground obviated by sec- 
tion 103 or 104 of this Act and the made, pur- 
chased, or used the specific thing in reasonable reliance 
on such invalidity or unenforceability. If a person rea- 
sonably relied on such invalidity or unenforceability, the 
court before which such matter is in question may pro- 
vide for the continued manufacture, use, or sale of the 
thing made, purchased, or used as specified, or for the 
manufacture, use, or sale of which substantial prepara- 
tion was made before the date of enactment of this Act, 
and it may also provide for the continued practice of 
any process practiced, or for the practice of which sub- 
stantial preparation was made, prior to the date of enact- 
ment, to the extent and under such terms as the court 
deems equitable for the protection of investments made 
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or business commenced before the date of enactment. 

(e) The amendments made by this Act shall not affect 
the right of any party in any case pending in court on 
the date of enactment to have their rights determined on 
the basis of the substantive law in effect prior to the 
date of enactment. 


TITLE II—PATENT AND TRADEMARK OFFICE 
PROCEDURES 


BOARD OF PATENT APPEALS AND 
INTERFERENCES 


SEC. 201. (a) Section 7 of title 35, United States 
Code, is amended to read as follows: 


“§7, Board of Patent Appeals and Interferences 


“(a) The examiners-in-chief shall be persons of compe- 
tent legal knowledge and scientific ability, who shall be 
appointed to the competitive service. The Commission- 
er, the Deputy Commissioner, the Assistant Commis- 
sioners, and the examiners-in-chief shall constitute the 
Board of Patent Appeals and Interferences. 

“(b) The Board of Patent Appeals and Interferences 
shall, on written appeal of an applicant, review adverse 
decisions of examiners upon applications for patents and 
shall determine priority and patentability of invention in 
interferences declared under section 135(a) of this title. 
Each appeal and interference shall be heard by at least 
three members of the Board of Patent Appeals and In- 
terferences, who shall be designated by the Commission- 
er. Only the Board of Patent Appeals and Interferences 
has the authority to grant hearings. 

“(c) Whenever the Commissioner considers it neces- 
sary, in order to keep current the work of the Board of 
Patent Apeals and Interferences, the Commissioner may 
designate any patent examiner of the primary examiner 
grade or higher, having the requisite ability, to serve as 
examiner-in-chief for periods not exceeding six months 
each. An examiner so designated shall be qualified to act 
as a member of the Board of Patent Appeals and Inter- 
ferences. Not more than one of the members of the 
Board of Patent Appeals and Interferences hearing an 
appeal or determining an interference may be an examin- 
er so designated. The Secretary of Commerce is autho- 
rized to fix the pay of each designated examiner-in-chief 
in the Patent and Trademark Office at not to exceed the 
maxium rate of basic pay payable for grade GS-16 of the 
General Schedule under section 5332 of title 5. The rate 
of basic pay of each individual designated examiner-in- 
chief shall be adjusted, at the close of the period for 
which that individual was designated to act as examiner- 
in-chief, to the rate of basic pay which that individual 
would have been receiving at the close of such period if 
such designation had not been made.”. 

(b) The item relating to section 7 in the table of sec- 
tions at the beginning of chapter 1 of title 35, United 
States Code, is amended by striking out “Appeals” and 
inserting in lieu thereof “Patent Appeals and Interfer- 
ences”. 


INTERFERENCES 


SEC. 202. Section 135(a) of title 35, United States 
Code, is amended to read as follows: 

“(a) Whenever an Sy is made for a patent 
which, in the opinion of the Commissioner, would inter- 
fere with any pending application, or with any unex- 
pired patent, an interference may be declared and the 
Commissioner shall give notice of such declaration to 
the applicants, or licant and patentee, as the case 
may be. The Board of Patent Appeals and Interferences 
shall determine questions of priority of the inventions 
and may determine questions of patentability. Any final 
decision, if adverse to the claim of an applicant, shall 
constitute the final refusal by the Patent and Trademark 
Office of the claims involved, and the Commissioner 
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may issue a patent to the applicant who is adjudged the 
prior inventor. A final judgment adverse to a patentee 
from which no appeal or other review has been or can 
be taken or had shall constitute cancellation of the 
claims involved in the patent, and notice of such cancel- 
lation shall be endorsed on copies of the patent distribut- 
= after such cancellation by the Patent and Trademark 
ice.”. 


APPEALS AND CIVIL ACTIONS 


SEC. 203. (a) Section 141 of title 35, United States 
Code, is amended— 

(1) in the first sentence— 

(A) by striking out “of the Board of Patent Ap- 
peals may appeal” and inserting in lieu thereof “in 
an appeal to the Board of Patent Appeals and In- 
terferences under section 134 of this title may ap- 
peal the decision”; and 

(B) by striking out “, thereby waiving his 
right” and inserting in lieu thereof “. By filing 
right”, an appeal the applicant waives his or her 

ft 

(2) in the ‘second sentence— 

(A) by striking out “board of patent interfer- 
ences on the question of priority may appeal” and 
inserting in lieu thereof “Board of Patent Appeals 
and Interferences on the interference may appeal 
the decision”; 

(B) by striking out “according to” and inserting 
in lieu thereof “ in accordance with”; and 

(C) by striking out “he” and inserting in lieu 
thereof “the party”; and 

(3) by amending the last sentence to read as follows: 

“If the appellant does not, within thirty days after the 
filing of such notice by the adverse party, file a civil ac- 
tion under section 146, the decision appealed from shall 
govern the further proceedings in the case.”. 

(b) Section 145 of title 35, United States Code, is 
amended— 

(1) in the first sentence by striking out “Appeals 
may” and inserting in lieu thereof “Patent Ap- 
peals and Interferences in an appeal under section 
134 of this title may,”; and 

(2) in the second sentence by striking out “Appeals” 
and inserting in lieu thereof “Patent Appeals and 
Interferences”. 

(c) Section 146 of title 35, United States Code, is 
amended by striking out “board of patent intereferences 
on the question of priority” and inserting in lieu thereof 
Panay of Patent Appeals and Interferences on the inter- 
erence”. 


TECHNICAL AND CONFORMING 
AMENDMENTS 


SEC. 204. (a) Section 41(a)(6) of title 35, United 
States Code, is amended— 

(1) by striking out “Appeals” each place it appears 
and inserting in lieu thereof “Patent Appeals and 
Interferences”; and 

(2) by inserting “in the appeal” after “oral hearing”. 

(b(1) Section 134 of title 35, United States Code, is 
amended— 

(A) in the section caption by striking out “AP- 
PEALS” and inserting in lieu thereof “PATENT AP- 
PEALS AND INTERFERENCES”; and 

(B) by striking out “Appeals” and inserting in lieu 
thereof “Patent Appeals and Interferences”. 

(2) The item relating to section 134 in the table of 
sections at the beginning of chapter 12 of title 35, 
United States Code, is amended by striking out 
“Appeals” and inserting in lieu thereof “Patent 
Appeals and Interferences”. 

(c) Section 305 of title 35, United States Code, is 
amended by striking out “Appeals” and inserting in lieu 
thereof “Patent Appeals and Interferences”. 
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AMENDMENTS TO OTHER PROVISIONS 
OF LAW 


SEC. 205. (a) Section 1295(a)(4)(A) of title 28, United 
States code, is amended by striking out “Appeals or the 
Board of Patent” and inserting in lieu thereof “Patent 
Appeals and”. 

(b) Section 152 of the Atomic Energy Act of 1954 (42 
U.S.C. 2182) is amended in the third paragraph— 

(1) by striking out “a Board of Patent Interferences” 
and inserting in lieu thereof “the Board of Patent 
Appeals and Interferences”; and 
(2) by striking out “the Board of Patent Interfer- 
ences” and inserting in lieu thereof “the Board of 
Patent Ap) and Interferences”. 

(c)(1) Section 305(d) of the National Aeronautics and 
Space Act of 1958 (42 U.S. C. 2457(d)) is amended— 

(A) by striking out “a Board of Patent Interfer- 
ences” and inserting in lieu thereof “the Board of 
Patent Appeals and Interferences”; and 

(B) by striking out “the Board of Patent Inter- 
ferences” and inserting in lieu thereof “the Board 
of Patent Appeals and Interferences”. 

(2) Section 305(e) of the National Aeronautics and 
Space Act of 1958 (42 U.S.C. 2457(e)) is amended by 
striking out “a Board of Patent Interferences” and in- 
serting in lieu thereof “the Board of Patent Appeals and 
Interferences”. 


SAVINGS PROVISION 


SEC. 206. Any individual who, on the effective date 
of this title, is an examiner-in-chief of the Board of Pa- 
tent Appeals of the Patent and Trademark Office or an 
examiner of interferences of the Board of Patent Inter- 
ferences of such office shall be entitled to continue in of- 
fice as a member of the Board of Patent Appeals and In- 
terferences of the Patent and Trademark Office as of 
such effective date. 


EFFECTIVE DATE 


SEC. 207. Section 206 of this Act and the amend- 
ments made by this title shall take effect three months 
after the date of the enactment of this Act. 


TITLE III—NATIONAL COMMISSION ON INNO- 
VATION AND PRODUCTIVITY 


ESTABLISHMENT 


SEC. 301. There is hereby established a National 
Commission on Innovation and Productivity (hereinafter 
in this title referred to as the “CCommission’’). 


MEMBERSHIP OF COMMISSION 


Sec. 302. (a) The Commission shall be composed of — 

(1) three Members of the Senate appointed by the 
President of the Senate; 

(2) three Members of the House of Representatives 
apointed by the Speaker of the House of Representa- 
tives; and 

(3) three members appointed by the President of the 
United States, one of whom the President shall desig- 
nate as Chairman. 

Of the members appointed by the President, one mem- 
ber should be an appropriate officer or employee of the 
United States, one member should be an employer who 
employs inventors, and one member should be an 
employed inventor. 
(b) At no time shall more than two of the members 
appointed under paragraph (), @ (2), or (3) of subsection 
A 4 persons who are members of the same politicai 


arf ‘Any vacancy in the Commission shall not affect its 
powers but shall be filled in the same manner in which 
the original appointment was made, and subject to the 
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limimtation set forth in subsection (b) with respect to 
the original appointment. 

(d) Six rol 3 of the Commission shall constitute a 
quorum, but a lesser number may conduct hearings. 


DUTIES OF THE COMMISSION 


SEC. 303. The Commission shall make a full and com- 
plete review and study of the level of innovation and 
producitivity of employed inventors. Such study shall 
include an analysis of the various methods available to 
inspire or stimulate individual and corporate innovation 
and productivity, including an assessment of the tech- 
niques used in other countries to achieve this objective. 
Such study may include an assessment of those aspects 
of other areas of intellectual property law that inspire or 
stimulate such innovation and productivity. The Com- 
mission shall recomendations for such revisions of 
the laws of the United States, including the r of un- 
necessary or undesirable statutes, and such other chang- 
es as the Commission considers will better foster innova- 
tion and productivity. 


COMPENSATION OF MEMBERS OF THE 
COMMISSION 


SEC. 304. (a) A member of the Commission who is a 
Member of Congress or a full-time officer or employee 
of the United States shall receive no additional compen- 
sation by reason of his or her service on the Commis- 
sion. 

(b) Subject to amounts provided in advance in appro- 
priations Acts, a member of the Commission from 
private life shall receive the daily equivalent of the an- 
nual rate of basic pay payable for level III of the Execu- 
tive Schedule for each day (including traveltime) during 
which such member is engaged in the actual perfor- 
mance of duties vested in the Commission, plus reim- 
bursement for travel, subsistence, and other n 
expenses incurred in the performance of such duties, in 
accordance with subchapter I of chapter 57 of title 5 
United States Code. 


DIRECTOR AND STAFF 


SEC. 305. (a) The Commission shall have a Director 
— a be appointed by the Commission and who 
me geet at a rate not to exceed the rate of basic pay 
ae for level IV of the Executive Schedule. The Di- 
rector, subject to the direction of the Commission, shall 
supervise the activities of persons emloyed by the Com- 
mission and the —— of the reports of the Com- 
mission and shall perform such other duties as may be 
assigned to the Director by the Commission. 

(b) The Commission may appoint and fix the pay of 
such additional personnel as it considers appropriate. 

(c) The staff of the Commission may be appointed 
without regard to the provisions of title 5, United States 
Code, governing appointments in the competitive ser- 
vice, and may be paid without regard to the provisions 
of chapter 51 and subchapter III of chapter 53 of such 
title relating to classification and General Schedule pay 
rates, except that no individual so appointed may receive 
pay in excess of the maximum annual rate of basic pay 
payable for GS-16 of the General Schedule. 

(d) The Chairman of the Commission may procure 
temporary and intermittent services under section 
3109(b) of title 5, United States Code. 


GOVERNMENT AGENCY COOPERATION 


SEC. 306. The Commission is authorized to request 
from any d ent, agency, or independent instrumen- 
tality of the Government any information and assistance 
it considers necessary to carry out its functions under 
this title. Each such department, agency, and instrumen- 
tality is authorized to cooperate with the Commission 
and, to the extent permitted by law, to furnish such in- 
formation and assistance to the Commission. 
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REPORT OF THE COMMISSION; TERMINATION 


SEC. 307. The Commission shall submit interim re- 
ports on its activities to the President and the Congress 
= such times as the Commission considers appropriate, 

t that at least one such report shall be so submitted 
within one year after the date of the enactment of this 
Act. The Commission shall submit its final report on its 
activities to the President and the Congress within two 
years after such date of enactment. The Commission 
shall cease to exist sixty days after the date of the sub- 
mission of its final report. 


ADMINISTRATIVE SERVICES 


SEC. 308. The General Services Administration shall 
provide administrative services for the Commission on a 
reimbursable basis. 


AUTHORIZATION OF APPROPRIATIONS 


SEC. 309. There is authorized to be appropriated 
$250,000 to carry out this title. 


EFFECTIVE DATE 


SEC. 310. This title shall take effect on January 21, 
1985. 


TITLE IV—MISCELLANEOUS PROVISIONS 
INTERNATIONAL STAGE 


SEC. 401. (a) Section 361(d) of title 35, United vo 
Code, is amended in the first sentence by inserting “ 
within one month after the date of such filing” after 

“application”. 
) Section 366 of title 35, United States Code, is 
amended— 
(1) in the first sentence— 
(A) by inserting “after the date of withdrawal,” 
after “effect”; and 
(B) by inserting before the period the follow- 
ing: “, unless a claim for the benefit of a prior fil- 
ing date under section 365(c) of this part was 
made in a national application, or an international 
application designating the United States, filed be- 
fore the date of such withdrawal”; and 
(2) in the second sentence by inserting “withdrawn” 
after “such”. 


NATIONAL STAGE 


SEC. 402. (a) Section 371(a) of title 35, United States 
Code, is amended— 
(1) by note hey “is” and inserting in lieu thereof 


(2) by striking out“, except those filed in the Patent 
Office”. 


(b) Section 371(b) of title 35, United States Code, is 
amended to read as follows: 

“(b) Subject to subsection (f) of this section, the na- 
tional stage shall commence with the expiration of the 
applicable time limit under article 22(1) or (2) of the 


ae Section 371(c(2) of title 35, United States Code, is 


“es by striking out “received from” and inserting in 
lieu thereof “communicated by”; and 
(2) by striking out “verified” before “translation”. 

(d) Section 371(d) of title 35, United States Code, is 
amended to read as follows: 

“(d) The requirements with respect to the national fee 
referred to in subsection (c)(1), the translation referred 
to in subsection (cX(2), and the oath or declaration re- 
ferred to in subsection (c)(4) of this section shall be 
complied with by the date of the commencement of the 
national stage or by such later time as may be fixed by 
the Commissioner. The copy of the international appli- 
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cation referred to in subsection (c)(2) shall be submitted 
by the date of the commencement of the national stage. 
Failure to comply with these requirements shall be re- 
garded as abandonment of the application by the parties 
thereof, unless it be shown to the satisfaction of the 
Commissioner that such failure to comply was unavoid- 
able. The payment of a surcharge may be required as a 
condition of accepting the national fee referred to in 
subsection (c)(1) or the oath or declaration referred to in 
subsection (c)(4) of this section if these requirements are 
not met by the date of the commencement of the nation- 
al stage. The requirements of subsection (c)(3) of this 
section shall be complied with by the date of the com- 
mencement of the national stage, and failure to do so 
shall be regarded as a cancellation of the amendments to 
the claims in the international application made under 
article 19 of the treaty.”. 
(e) Section 372(b) of title 35, United States Code, is 
amended— 
(1) by striking out the period at the end of paragraph 
(2) and inserting in lieu thereof “; and”; and 
(2) by adding at the end thereof the following: 


“(3) the Commissioner may require a verification of 
the translation of the international application or 
any other document pertaining to the application 
if the application or other document was filed in 
a langua; Be other than English.” 
(f) Section 372 of title 35, United States Code, is 
amended by striking out subsection (c). 

(g) Section 376(a) of title 35, United States Code, is 
amended by striking out paragraph (5) and redesignating 
paragraph (6) as paragraph (5). 


TECHNICAL AMENDMENTS 


SEC. 403. (a) Title 35, United States Code, is 
amended by striking out “Patent Office” each place it 
appears and inserting in lieu thereof “Patent and Trade- 
mark Office”. 

(b) The table of parts at the beginning of title 35, 
United States Code, is amended by adding at the end 
thereof the following: 


“IV. Patent Cooperation Treaty 
PATENT FEES 


SEC. 404. (a) Notwithstanding section 41 of title 35, 
United States Code, as in effect before the enactment of 
Public Law 97-247 (96 Stat. 317), no fee shall be col- 
lected for maintaining a plant patent in force. 

(b) Notwithstanding section 41(c) of title 35, United 
States Code, as in effect before the enactment of Public 
Law 97-247 (96 Stat. 317), the of Patents 
and Trademarks may accept, after the six-month grace 
period referred to in such section 4i(c), the payment of 
any maintenance fee due on any patent based on an ap- 
plication filed in the Patent and Trademark Office on or 
after December 12, 1980, and before August 27, 1982, to 
the same extent as in the case of patents based on appli- 
cations filed in the Patent and Trademark Office on or 
after August 27, 1982. 


TRADEMARK TRIAL AND APPEAL BOARD 


SEC. 405. Section 3 of title 35, United States Code, is 
amended by adding at the end thereof the following: 

“(e) The members of the Trademark Trial and Appeal 
Board of the Patent and Trademark Office shall each be 
paid at a rate not to exceed the maximum rate of basic 
pay payable for GS-16 of the General Schedule under 
section 5332 of title 5.” 


EFFECTIVE DATE 


SEC. 406. (a) Section 404 of this Act and the amend- 
ments made by section 403 of this Act shall take effect 
on the date of the enactment of this Act. 

The amendments made by sections 401, 402, and 
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405 of this Act shall take effect six months after the date 
of the enactment of this Act. 


[1050 OG 316] 


(123) 
Patent and —tehewurs Office 
37 CFR Part 1 
[Docket no. 41269-5018] 


Final Rules for Miscellaneous Patent Provisions 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of final rulemaking 
Summary: The Patent and Trademark Office is amending 
the rules of practice in patent cases, Part I of Title 37, 
Code of Federal Regulations, to provide rules and pro- 
cedures for the miscellaneous patent provisions enacted 
into law by Public Laws 98-620 and 98-622, on Nov. 8, 
1984, in which statutory invention registrations, changes 
in appeals to the courts, prior art and joint inventor pro- 
visions and PCT international — filing and ow 
cessing procedures were established or amended. The 
rulemaking provides specific rules and procedures for 
the new and amended provisions. 
Effective Date: May 8, 1985 
For Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Information: This rule change is designed 
primarily to establish a set of rules and procedures for 
the various requirements of Public Laws $8620 and 98— 
622 concerning appeals to the courts, statutory invention 
registrations, ri 2 based on prior art and double 
patenting, and g of international applications under 
the Patent Cooperation Treaty. The proposed rules were 
published on Jan. 25, 1985 in Volume 50 of the Federal 
Register, pages 3712 through 3725. A public hearing 
was held on the proposed rule changes on Feb. 8, 1985. 
Information: Most of the rule changes con- 
tained herein are necessary as a result of Public Laws 
98-620 or 98-622, both of which were signed by Presi- 
dent Rea on Nov. 8, 1984. The following is a sum- 
mary of the purposes of the various statutory 
amendments. 


Amended 35 U.S.C. 103 - 
or art. 


Unpublished knowledge of pri- 


Public Law 98-622 changes a complex body of case 
law which discourages communication among members 
of research teams working in corporations, universities 
or other organizations. It amended 35 U.S.C. section 103 
by adding a new sentence which provides that subject 
matter developed by another which qualifies as “prior 
art” only under subsections 102(f) or 6) of 35 U.S.C. is 


not to be considered when determining whether an in- 
vention sought to be patented is obvious under 35 
U.S.C. 103, provided the subject matter and the claimed 
invention were commonly owned at the time the inven- 
tion was made. 

“Prior art” is the existing body of technical informa- 
tion inst which the patentability of an invention is 
judged. Publicly known information is always consid- 
ered in determining whether an invention would have 
been obvious. However, under Jn re Bass, 474 F. 2d 
1276, 177 USPQ 178 (CCPA 1973), and In re Clemens, 
622 F.2d 1029, 206 USPQ 289 (CCPA 1980), an earlier 
invention which is not public could have been treated 
under 35 U.S.C. 102(g), and possibly under 102(f), as 
prior art with res ee ae Cae eae eee oe Or 
other employee of the same organization 

New technology often is developed by using back- 
ground scientific or technical information known within 
an organization but unknown to the public. Public Law 
98-622, by disqualifying such background information 
from prior art, encourages communication among mem- 
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bers of research teams, and leads to more public dissemi- 
nation through patents of the results of team research. 

The subject matter that is disqualified as prior art un- 
der 35 U.S.C. 103 is strictly limited to subject matter 
that qualifies as prior art only under 35 U.S.C. 102(f) or 
102(g). If the subject matter qualifies as prior art under 
any other subsection—e.g., subsection 102(a), 102(b) or 
102(e)—it will not be disqualified as prior art under the 
amendment to section 103. 

The contents of a patent of the same or different own- 
ership as an application, continues to be available as pri- 
or art against the application under section 103 by virtue 
of section 102(e) as of the application filing date of the 
patent. If subject matter becomes potential prior art un- 
der section 102 (e) because a patent application is filed 
on such subject matter before a commonly owned 
claimed invention is made the subject matter of a later 
application the two applications may be combined (un- 
der amended §§116 and 120) into a single application 
and such subject matter (with the abandonment of the 
two applications) would no longer constitute potential 
prior art under section 102(e) or under section 103 since 
it would not be “described in a patent granted on an ap- 
plication for patent by another.” 

It is important to recognize that the amendment to the 
law applies only to consideration of prior art for pur- 
poses of section 103. It does not apply to or affect sub- 
ject matter which qualifies as prior art under section 
102. A patent applicant urging that subject matter is 
disqualified has the burden of establishing that it was 
commonly owned at the time the claimed invention was 


made. 

Public Law 98-622 was not intended to permit anyone 
other than the inventors to be named in a patent applica- 
tion or patent. Also, the amendment was not intended to 
enable appropriation of the invention of another. 

The Patent and Trademark Office has withdrawn the 
Commissioner’s Notice of Jan. 9, 1967, “Double 


Patenting”, 834 O.G. 1615 (Jan. 31, 1967), to the extent 
that it does not authorize a double patenting rejection 


where different inventive entities are present. See the 
Commissioner’s Notice of Dec. 11, 1984, “Initial Guide- 
lines Implementing Changes in 35 U.S.C. 103, 116, and 
120”, 1050 O.G. 316 (Jan. 8, 1985). The Office is reinsti- 
tuting, in appropriate circumstances, the practice of re- 
jecting claims in commonly owned applications of dif- 
ferent inventive entities on the ground of double 
patenting. See 130 Cong. Rec. H 10527, column 3 (daily 
ed. Oct. 1, 1984) (statement of Rep. Kastenmeier); Jn re 
Rogers, 394 F.2d 566, 567 n. 4, 157 USPQ 569, 570 n. 4 
(CCPA 1964). This is in accordance with existing case 
law and prevents an ~ smeges ed from obtaining two or 
more patents with different expiration dates covering 
nearly identical subject matter. See In re Zickendraht, 
319 F.2d 225, 138 USPQ 22 (CCPA 1963) (“The doc- 
trine is well established that claims in different applica- 
tions need be more than merely different in form or con- 
tent; and that grote distinction must exist to entitle 
applicants to a tent”) and In re Christensen, 
330 F.2d 652, 141 1T USPO 295 ( (CCPA 1964) (“. . . the 
correct procedure for double patenting cases is to ana- 
lyze the claims to determine the inventions defined 
therein, and then decide whether such inventions, as 
claimed are patentably distinct and therefore qualified to 
be claimed in separate patents”). In accordance with es- 
tablished patent law doctrines, double patenting rejec- 
tions can be overcome in certain circumstances by 
disclaiming, pursuant to the existing provisions of 37 
CFR 1.321, the terminal portion of the term of the later 
patent and including in the disclaimer a provision that 
the patent shall be enforceable only for and during the 
period the patent is commonly owned with the applica- 
tion or patent which formed the basis for the rejection, 
thereby eliminating the problem of extending patent life. 
Information learned from or transmitted to persons 
outside the organization is not disqualified as prior art. 
The term “subject matter” will be construed broadly, 
in the same manner the term is construed in the remain- 
der of §103. The term “another” as used in §103 means 
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any inventive entity other than the inventor and would 
include the inventor and any other s. The term 
“developed” is to be read broadly and is not limited by 
the manner in which the development occurred. The 
term “commonly owned” means wholly owned by the 
same person, persons, or organization at the time the in- 
vention was made. 


Amended 35 U.S.C. 116 - Joint inventor filing 


35 U.S.C. 116 as amended by Public Law 98-622 rec- 
ognizes the realities of modern team research. A re- 
search project may include many inventions. Some 
inventions may have contributions made by individuals 
who are not involved in other, related inventions. 

Amended 35 U.S.C. 116 allows inventors to apply for 
a patent jointly even though (i) they did not og ord 
work together or at the same time, (ii) each did not 
make the same type or amount of contribution, or (iii) 
each did not make a contribution to the subject matter 
of every claim of the patent. Items (i) and (ii) adopt the 
rationale stated in decisions such as Monsanto v. Kamp, 
269 F. Supp. 818, 154 USPQ 259 (D.D.C. 1967). Item 
(iii) adopts the rationale of cases such as SAB Industries 
AB v. Bendix Corp., 199 USPQ 95 (E.D. Va. 1978). 

Like other patent applications, jointly-filed applica- 
tions are subject to the requirements of 35 U.S.C. 121 
that an application be directed to only a single inven- 
tion. If more than one invention is included in the appli- 
cation, the Patent and Trademark Office may require the 
application to be restricted to one of the inventions. In 
such a case, a “divisional” application complying with 
35 U.S.C. 120 would be entitled to the benefit of the 
earlier filing date of the original application. 

It is possible that different claims of an application or 
patent may have different dates of invention even 
though the patent covers only one independent and dis- 
tinct invention within the meaning of 35 U.S.C. 121. 
When necessary, the Patent and Trademark Office or a 
court may inquire of the patent application or owner 
concerning the inventors and the invention dates for the 
subject matter of the various claims. 


Amended 35 U.S.C. 120 - Benefit of prior U.S. applica- 
tion 


35 U.S.C. 120 was amended by Public Law 98-622 to 
Pe that an application can obtain the benefit of the 

ling date of an earlier application when not all inven- 
tors named in the joint application are the same as those 
named in the earlier application. This amendment per- 
mits greater latitude in filing “divisional” applications. 
For example, if the previously filed application named 
inventors A and B as the inventors, a later application 
by either A or B could be filed during the pendency of 
the previously filed application and claim benefit of the 
previously filed application. In order for a claim to be 
entitled to the benefit of an earlier pending application, 
the subject matter of the claim of the later application 
would have to be disclosed in the earlier application. 

Similarly, if inventor A filed an application on an in- 
vention and during the pendency of that application 
made an improvement on the subject matter of the ap- 
plication as a joint inventor with inventor B, the joint 
application filed on behalf of inventors A and B could 
claim the benefit of A’s previously filed sole application 
to the extent that the later filed joint application con- 
tained claims directed solely to A’s subject matter which 
was disclosed in the earlier filed pending application in 
the manner provided by the first paragraph of section 
112 of title 35, U.S.C. 

Likewise, an application filed by inventors A and C 
could claim the benefit of an earlier filed pending appli- 
cation of inventors A and B, to the extent that the re- 
quirements of section 120 could be met. 

Like other patent applications, jointly-filed applica- 
tions will continue to be subject to the requirement of 35 
U.S.C, 121 that an application be directed to only a sin- 
gle invention. If more than one invention is in- 
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cluded in the application, the Patent and Trademark Of- 
fice may require the application to be restricted to one 
of the inventions. In such a case, a “divisional” applica- 
tion would be entitled to the benefit of the earlier filing 
date of the original application. 


(IR 35 U.S.C. 157 - Statutory Invention Registration 
) 


This section which is effective on May 8, 1985, 
establishes an optional procedure by which an inventor 
may secure protection which is strictly defensive in na- 
ture 


Under current law, there is no simple, practical meth- 
od by which an inventor can protect his or her ability to 
exploit the invention without obtaining a patent. The 
new procedure confers on an inventor the same defen- 
sive rights that a patent provides to prevent others from 
patenting the invention. However, it does not permit the 
holder to exclude others from making, using or selling 
the invention. 

Due to the fact that a SIR does not grant an exclusive 
right to an inventor, it is not necessary to subject a SIR 
to the lengthy examination process required for the 
granting of a patent. Such an examination is necessary if 
the SIR is subject to an interference proceeding to de- 
termine priority of invention. In all other instances, the 
Patent and Trademark Office will only review the appli- 
cation for adherence to formal printing and fee payment 
requirements and to ensure that the requirements of 35 
U.S.C. 112 are satisfied. 

An applicant desiring to have a SIR published will be 
required to file a regular complete application for a pa- 
tent and to execute a request including a waiver of en- 
forcement of patent rights. This waiver of the claimed 
invention will be effective at the time of publication. 
The original application can be abandoned in favor of a 
continuing application for a patent, claiming the filing 
date of the earlier filed application, by filing an express 
abandonment of the original application and a timely re- 
quest or petition to withdraw the request for a SIR prior 
to publication of the SIR, thereby providing the appli- 
cant with flexibility during the pendency period of the 
application. Until the SIR is published the application 
remains an application for a patent. However, the holder 
of a SIR will not be able to file a reissue application to 
recapture the rights to exclusive use that were waived 
by the initial publication of the SIR. 

The waiver of the right to receive a patent, required 
of all applicants electing to receive a SIR, applies to 
those remedies provided for the enforcement of a patent 
under section 183 and sections 271 through 289 of title 
35, United States Code. The waiver also applies to rem- 
edies under other titles of the United States Code in- 
cluding sections 1337 and 1337a of title 19, section 2356 
of title 22, and section 1498 of title 28. This waiver of 
enforcement applies only to the claimed subject matter 
of the SIR and not to any foreign patent arising from an 
application which might have served as the basis of a 
priority claim under the Paris Convention for the Pro- 
tection of Industrial P: . Likewise, the waiver does 
not prevent the holder of a SIR from asserting any de- 
fenses provided in sections 271 through 289 of title 35, 
U.S.C. with respect to a charge of infringement of any 
other patent. 

The Commissioner of Patents and Trademarks can re- 
fuse to accept the waiver in certain cases. For example, 
the waiver could not be accepted if the waiver is not a 
waiver of all the previously mentioned rights. The Com- 
missioner also has discretion, which has not been exer- 
cised at this time, to set time limits on the waiver. This 
would allow the Commissioner to limit the ability of an 
inventor to keep inventions secret through a series of 
continuing patent applications followed by a conversion 
to a SIR. 

The waiver of patent rights in the SIR to the subject 
matter claimed therein may affect the patentability of a 
claim in other related applications, particularly divisional 
applications, since the waiver of patent rights would be 
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effective for all inventions claimed in the SIR and 
would be effective as a waiver of the right of the inven- 
tor to obtain a patent on the invention claimed in the 
same application or any other application, but not in any 
patent issued before the date the SIR is published. 
Where an application containing generic claims is 
published as a SIR, the waiver in that application applies 
to any other related applications, including divisions, 
continuations, and continuations-in-part, to the extent 
that the same invention claimed in the SIR is also 
claimed in the other related application. 

The Patent and Trademark Office will apply stan- 
dards similar to those which it applies in making deter- 
minations of “same invention” double patenting for pur- 

of determining whether or not a waiver by an 
inventor to claims in a SIR precludes patenting by the 
same inventor to subject matter in any other related ap- 
plication. 

Therefore, the waiver would preclude patenting of an 
invention claimed by an inventor in a related application 
which is the same as the invention claimed by the same 
inventor in the SIR. When making this determination it 
is the claimed subject matter of the related application. 
Where the subject matter claimed in the related applica- 
tion is the same as the subject matter waived in the SIR, 
ie., the “same invention” in the double pacers sense, 
the claims of the related application will be rejected as 
being precluded by the waiver in the SIR and cannot be 
overcome by a terminal disclaimer. The limitation of the 
scope of the waiver to the claimed invention would not 
affect the application of existing §1.658(c) should the 
SIR become involved in an interference. If a divisional 
application is filed and Abts te as a SIR claiming only 
a method, publication thereof will not normally effect a 
waiver on an application for a patent claiming only an 
apparatus. The waiver in a SIR would not affect any 
rights in a patent which issued prior to the date of publi- 
cation of the SIR, but would preclude an already issued 
patent from being broadened by reissue if the rights to 
the subject matter to which broadened claims relate 
have been waived by publication of the SIR. The waiv- 
er applies to any rights of the same inventor in any ap- 
plication pending when the SIR is published even if the 
inventor is a joint applicant in the pending application 
and was a sole applicant in the application published as a 
SIR. The waiver would not affect the rights of any oth- 
er inventor even though those rights are commonly 
owned by the same person. 

The holder of a SIR containing the required waiver 
will be left without the offensive rights associated with a 
patent. In other respects a SIR will be the same as a pa- 
tent, including the application which is published as a 
SIR serving as the basis for a priority claim in a foreign 
application under the Paris Convention. A SIR will be 
treated the same as a U.S. patent for all defensive pur- 
pases. The application, and the SIR published there- 

rom, could become involved in an interference; the SIR 

would be a “constructive reduction to practice” under 
35 U.S.C. 102(g); it will be “prior art” under all applica- 
ble sections of 35 U.S.C. 102 including section 102(e); 
and it will be classified, cross-referenced and placed in 
the search files, disseminated to foreign patent offices, 
stored in the Patent and Trademark computer 
tapes, made available in commercial data bases, and an- 
nounced in the Official Gazette of the Patent and Trade- 
mark Office. A published SIR is intended to be a fully 
viable publication for defensive purposes, usable as a ref- 
erence as of its filing date in the same manner as a pa- 
tent. A SIR will also serve as a basis to initiate or partic- 
ipate in an interference or priority proceeding under 35 
U.S.C. 291 in a manner similar to a patent and can be 
used as a reference in defense of an infringement suit. 

A SIR is based on a regularly filed application for a 
patent. Therefore, the filing date of the application will 
be a sufficient basis for a priority claim in a foreign ap- 
plication. Article 4, section A(3) of the Paris Convention 
States: 

“By a regular national filing is meant any filing that 
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is adequate to establish the date on which the applica- 
tion was filed in the country concerned, whatever may 
be the subsequent fate of the application.” 

After a SIR is published, markings such as “patent 

”’ are improper under section 292 of title 35 of 
the United States Code. 

The SIR will serve as a replacement for the current 
“defensive publication program” which was established 
by regulation under 37 CFR 1.139. Although publication 
under the “defensive publication program” was intended 
to provide rights similar to those of the SIR, publication 
under that has been held not to be available as 
evidence of prior knowledge as of its filing date under 
section 102(a) of title 35, U.S.C. (Ex parte Osmond, 191 
USPQ 334 (P.T.O. Bd. App. 1976)). The use of a “de- 
fensive publication” as a reference to prevent a patent 
from issuing on a subsequent application is therefore lim- 
ited. A SIR, on the other hand, will have a clear statuto- 
ry basis in title 35, U.S.C. The SIR will be “prior art” 
and a “constructive reduction to practice” under section 
102(a) and section 102(g), respectively, as of the filing 
date of the application on which it is based. 

A SIR not be subject to reexamination under sec- 
tions 302 to 307 of title 35, United States Code. 

The Commissioner is authorized to issue SIRs for de- 
fensive purposes, but is not required to do so. The Com- 
missioner has discretion in determining whether or not a 
SIR should be issued on a particular application. In cir- 
cumstances where the subject matter is obviously not an 
invention, is too informal to print, and so forth, the 
Commissioner has the right to refuse to publish the SIR. 

SIRs will be published sooner than patents because no 
substantive examination will normally be required for 
SIRs. To the extent that examination is required, it will 
be conducted in the same manner as in any other patent 
_— Maintenance fees will not be charged for 


Since the fees set by the Commissioner for the new 
SIR procedure under section 157 of title 35, U.S.C. are 
not established under section 41(a) or (b) of that title, 
they are not subject to reduction if the applicant has 
small entity status. 

If the fee for requesting publication is not paid at the 
time of filing of the waiver of the right to receive a pa- 
tent, the Commissioner may set a period within which 
the fee must be paid to prevent abandonment of the ap- 
plication. Such a period would be subject to petitions 
and fees for extensions of time. If abandonment should 
occur, the application may be revived. 

In the final analysis, the SIR procedures set forth in 
the law should give inventors defensive protection more 
cheaply than they could get by obtaining a patent. The 
procedure will allow the government and the private 
sector to make inventions public knowledge. Last, the 
SIR would be particularly useful to those with limited 
resources such as universities and small businesses, who 
have a new, less expensive alternative to the traditional 
patenting of inventions. 


Amended 35 U.S.C. 361, 366, 371, 372 and 376 - Miscel- 
laneous provisions Sar to the applications under the 
Patent ion Trea’ 
Section 361(d) of title. 35, United States Code, was 
amended effective May 8, 1985, to provide a one-month 
grace period from the date of filing an international ap- 
Sication for payment of the basic international fee and 
the transmittal and search fees. 

Section 366 of title 35, United States Code, was 
amended, effective May 8, 1985, to clarify the effect of 
withdrawal of an international application on claims for 
the benefit of its filing date. The withdrawal of an inter- 
national application designating the United States will 
p> Du. oe an applicant of the right to claim the benefit 

the filing date of such an international application in a 
rk filed application, provided the claim for benefit is 
made before that international application is withdrawn. 
Stated otherwise, this clarifies that withdrawing the des- 
ignation of the United States in an international applica- 
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tion is com: 


le to abandoning a national application 
as far as a clai . 


for an earlier filing date is concerned. 
National Stage 


As a general proposition, the amendments made to 35 
U.S.C. Er set b a legislative scheme, effective May 
8, 1985, to provide greater flexibility in the Patent and 

*‘rademark Office for the handling of international appli- 
cations. In addition, by relaxing the requirements which 
international applicants must satisfy by the commence- 
ment of the national stage, the amendments give interna- 
tional applicants benefits similar to those given national 
applications by section 111, 35 U.S.C. as amended by 
Public Law 97-247 with respect to the time for filing 
the national fee and oath or declaration. 

Section 372(b) of title 35, United States Code, is 
amended, effective May 8, 1985, to authorize the Com- 
missioner to require a verification of the translation of 
an international application or any other document per- 
taining thereto if the application or other document was 
filed in a language other than English. An authorization 
for the Commissioner to require verification in appropri- 
ate cases is necessary since subsection (c)(2) of section 
371 was amended to remove the requirement that the 
translation be verified in all cases. 

Section 372(c) of title 35, United States Code, was de- 
leted thereby discontinuing the requirement for payment 
of a special fee to maintain claims in an international ap- 
plication which were not searched by an international 
searching authority. This deletion was made to place in- 
ternational aj agpietions processed in the national stage 
on the same footing as purely national applications. 

Section 376(a) of title 35, United States Code, was 
also amended by Public Law 98-622 to delete mention 
of the special fee in order to conform with the amend- 
ment of section 372(c). 


Discussion of Specific Rules 


Section 1.11 is amended as proposed to add a refer- 
ence to published statutory invention registrations in 
ph (a) to indicate that they are available to the 
public. The portion of present §1.11(a) which - with 
interferences is transferred to a new paragraph (e) and 
rewritten. 

The amendment to paragraph (b) deletes reference to 
$1.139, which is being deleted in favor of the SIR, and 
inserts language which covers opening to the public de- 
aaave aiden published under §1.139 as well as 

one, nee laid open to the public such as the 
pre y published abstracts and abbreviatures. 

Section 1.11 is amended as proposed to delete the 
word “general” before public as unnecessary. 

New graph (e) Of §1.11 is added to cover the 
availability to public of all interferences, including 
those which involved a statutory invention registration. 
This paragraph ome to interferences declared under 
the new rules which became effective on Feb. 11, 1985, 
49 F.R. 48416, (Dec. 12, 1984) as well as the rules for- 
merly in effect. The term “award of priority” is intend- 
ed to refer to those decisions of the Board of Patent In- 
terferences, or Board of Patent Appeals and 
Interferences, awarding priority in interferences con- 
ducted under the former rules. The term “judgment” re- 
fers to judgments entered by the Board of Patent Ap- 
peals and Interferences in interferences conducted under 
the new rules. The lan of the proposed rule has 
been slightly modified for clarity in the final rule. 

Section 1.14 is amended as proposed to delete refer- 
ence to §1.139 since that section is being removed. 

Section 1.17 paragraph (h) is amended as proposed to 
include the petition fee required by new §1.295. 

Section 1.17 is amended to add new paragraphs (n) 
and (0) to establish fees for requesting publication of 
statutory invention registrations. Paragraph (n) estab- 
lishes a $400.00 fee for requesting publication of a statu- 
tory invention registration where no first examiner’s ac- 
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tion pursuant to §1.104 has been issued in the applica- 
tion. The amount paid for basic filing fees under 
§1.16(a), (f) or (g) will be credited against this amount. 
For example, if a $300.00 filing fee was paid, only 
$100.00 additional would be required for requesting pub- 
lication of a statutory invention registration. 

The addition of paragraph (0) to §1.17 is similar to the 
addition of paragraph (n) but establishes a fee for re- 
questing publication of applications, which have re- 
ceived any examiner’s action pursuant to §1.104, as a 
statutory invention registration. The higher fee of 
$800.00 set in paragraph (0) is necessary in view of the 
expenditure of additional Office resources in examining 
the application prior to the filing of the request for a 
— invention registration. 

Section 1.19 is amended as proposed to provide in 

graph (a1) a pv oat to the cost of a printed 

omg of a statutory invention registration and in para- 

graph (e) to provide reference to statutory invention 
registrations listed by subclass. 

Section 1.20 is amended as proposed to delete the re- 
quirement to pay maintenance fees in all plant patents in 
view of the amendment in Public Law 98-622. Para- 
graph 1.20(m) is amended as proposed to provide that 
non-timely payment of maintenance fees may be accept- 
ed in patents based on applications filed prior to Aug. 
27, 1982, in accordance with Public Law 98-622. 

Public Law 98-622 provides that no maintenance fees 
are charged for plant patents, regardless of when filed. 
Without this provision that no maintenance fees be 
eo for plant patents, plant patent owners whose ap- 
= were filed between the dates of enactment of 

blic Law 96-517 and Public Law 97-247 (Dec. 12, 
1980 to Aug. 27, 1982) would be subject to payment of 
maintenance fees, while plant — owners whose ap- 
plications were filed outside t dates would not be 
subject to such fees. Public Law 98-622 eliminates that 
inconsistency. 

Section 1.45 is amended as pro to reflect the 


P' 
change made by Public Law 98-622 in 35 U.S.C. 116. 
The previously existing a is designated as para- 


graph (a). New graph (b) incorporates the wording 
added to 35 U.S.C. 116 by Public Law 98-622. New 
paragraph (c) indicates that each named inventor listed 
in an application must have made a contribution, indi- 
vidually or jointly, to the subject matter of at least one 
claim of the application and that the application will be 
considered to be a joint application under 35 U.S.C. 116. 
Section 1.48 is amended to add new paragraphs (b) 
and (c). New paragraph (b) — for deleting the 
names of persons originally properly included as inven- 
-— but whose invention is no longer being claimed in 
= Se Such a situation would arise where 
ve been amended or deleted because they are 
oe sevatinen A or as a result of a requirement for restric- 
tion of the application to one invention, or for other rea- 
sons. Public Law 98-622 and §1.48(b) change the result 
reached in Ex parte aoe 146 USPQ 222, 1965 Dec. 
Comm’r. Pat. 362 (Bd: vole Bemet 1964). The final rule has 
fewer requirements than tule for correc- 
san ab ieateninrte dis aaa The rule 
wees have required, in addition to the requirements of 
the final rule, an oath or declaration by each actual in- 
ventor or inventors as required by §1.63 and the written 
consent of any assignee. The final rule requires only a 
petition and fee with the petition including a statement 
identifying each named inventor who is being deleted 
and acknowledging that the inventor’s invention is no 
longer being claimed in the application. The amendment 
would have to be diligently made under paragraph (b). 
The final rule adds a paragraph (c) in response to a 
comment to provide for the situation where an applica- 
tion discloses unclaimed subject matter by an inventor 
or inventors not named in the spplicetion as fied. In 
such a situation, the lication may be amended pursu 
pr rp eth g hrs 1.48 to add claims to the subject 
matter and also to name the correct inventors for the ap- 
plication. The claims would be added by an amendment 
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and, in addition, an amendment pursuant to ph 
(a) of §1.48 would be required to correct the inventors 
named in the application. Any claims added to the appli- 
cation must be supported by the disclosure as filed and 
cannot add new matter. 

Section 1.60 is amended to include wording which 
td an an application to be filed under this sec- 
tion only if it named as inventors the same or less than 
all the inventors who were named and signed the oath 
or declaration in the prior application. This addition is 
necessary in view of the new provisions of 35 U.S.C. 
120, as amended by Public Law 98-622, which permit 
continuing applications to be filed by different inventors. 
Under §1.60 additional inventors are not permitted to be 
named since the oath or declaration from the prior ap- 
plication is relied upon. 

Section 1.61 is amended as proposed to incorporate 
the ability to file the translation, oath or declaration, and 
national fee after the 20 month deadline set forth in PCT 
Article 22(1) for entering the national phase in the Unit- 
ed States Patent and Trademark Office 

Public Law 98-622 amended 35 U. s. C. 371(a) to pro- 
vide greater flexibility for the PTO handling internation- 
al applications. Also, 35 U.S.C. 371(a), by relaxing the 
requirements which international applicants must satisfy 
by the commencement of the national stage, gives inter- 
national applicants benefits similar to those given nation- 
al applicants under 35 U.S.C. 111 by P.L. 97-247 with 
respect to the time for filing the national fee and oath or 
declaration. 

Paragraph (b) of §1.61 is amended to delete the 2 
month time period to orm with the decision con- 
cerning PCT Article 22(2) adopted by the Assembly of 
the International Patent Cooperation Union 
Union) on Feb. 3, 1984. The amendment to the Article 
took effect on Jan. 1, 1985. 

PCT Article 22(2) as amended, reads as follows: 

“Where the International Searching Authority makes 
a declaration, under Article 17(2)(a), that no interna- 
tional search report will be established, the time limit 
for ‘orming the acts referred to in paragraph (1) 
of this Article shall be the same as that provided in 
paragraph (1).” 

The additional wording to paragraph (b) of §1.61 sets 
forth the ability to comply with the requirements for en- 
tering the national phase before the Patent and Trade- 
mark Office as a Designated Office within 22 months of 
the priority date. If the national fee or oath or declara- 
tion is submitted later than 20 months after the priority 
date, a surcharge as set in §1.445(a) (5) is required to be 
paid. If a required English translation of the internation- 
al application is filed later than 20 months after the pri- 
ority date, a ee fee as set in §1.445(a) (6) is re- 


7 gta mn (c) of §1.61 vides tha 
New c) ol 61 pro t any 
New  peragaph (0 PCT Article 19 which are not re- 
ceived along with any necessary English translation by 
ee ee eae 
as cancelled. This change is required in view of 
amended $971) of 39 U.S.C 
added as proposed to §1.61 in view 
of $3700) of ttle 35, United States Code, as amended 
by Public Law 98-622, which authorizes the Commis- 
sioner to require a verification of the translation of an 
international application or any other document pertain- 
ing thereto if the application or other document was 
Seat to 9 en ee ee eee 
prep A cm meg om at ew a we ce 
was necessary since subsection () O of 35 
USC. SC. 311 was enanbtied ve selhiove Gis requeeibadt Git 
ee eee 
Section 1.62 is amended by revising paragraphs (a), 
(c), and (h) to include wording which would permit a 
continuing to be filed under this section by 
the same or less than all the same inventors who filed 
and sij ee ee 
tion. addition is necessary in view of the new pro- 
visions of 35 U.S.C. 120, as amended by Public Law 98- 
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622, which permit continuing applications to be filed by 
different inventors. Under §1.62, additional inventors 
may be added only in applications in which a new oath 
or declaration is required because additional subject mat- 
ter is being claimed. Paragraph (h) has been amended to 
also request applicants to furnish the title of the inven- 
tion and the names of the applicants in the continuing 
application to permit the Office to enter this information 
in its records in the Application Branch. 

Section 1.78 is amended to provide in paragraph (a) 
that the inventorship in the continuing application may 
be different from the inventorship in the prior copending 
application and that the prior application must disclose 
the invention claimed in at least one claim of the later 
filed application in the manner provided by the first 
paragraph of 35 U.S.C. 112. The requirement that at 
least one claim be fully supported in the prior applica- 
tion to. be entitled to priority benefit is not new, but is 
included to serve as a reminder that information such as 
foreign patenting, publication, or public use or sale in 
the United States which occurred more than one year 
prior to the filing date of the later application is avail- 
able as prior art where the claims of the continuation-in- 
part application are not fully supported by the disclosure 
of the parent application so as to be entitled to an earlier 
effective ag date under 35 U.S.C. 120. See In re 
Ruscetta, 255 F. 2d 687, 118 USPQ 101 (CCPA 1958); In 
re van Langenhoven, 458 F. 2d 132, 173 USPQ 426 
(CCPA 1972), and Chromalloy American Corp. v. Alloy 
Surfaces Co., Inc., 339 F. Suppl. 859, 173 USPQ 295 (D. 
Del. 1972). 

Paragraph (c) as amended provides for the reply to an 
examiner’s inquiry as to first inventor of conflicting 
claims in commonly owned applications or an applica- 
tion and a patent to be either diy a statement that the in- 
ventions were both commonly owned at the time the 
later invention was made or (2) an indication of the first 
inventor, Paragraph (c) has been changed from that pro- 
posed in response to comments to clarify that common 
ownership or an obligation of assignment to the same 
person has to exist at the time the later invention was 
made. New paragraph (d) provides for making a double 
patenting rejection where an application claims an in- 
vention which is not patentably distinct from an inven- 
tion claimed in a commonly-owned patent with the same 
or different inventive entities. An obviousness-type dou- 
ble patenting rejection could be overcome by the assign- 
‘i on  ceesiaen a terminal disclaimer complying with 

Section 1.101 is amended as proposed to delete refer- 
ence to applications filed under §1.139 since this section 
is being removed. 

Section 1.103 is amended as proposed to refer in para- 
graph (d) to a request “for a defensive publication” rath- 
er than a request “filed under §1.139” since §1.139 is be- 
ing removed. Paragraph (d) is amended as proposed to 
also refer to “patent interference proceedings under 
Subpart E” rather than to “proceedings under 
§1.201(b)” since §1.201(b) has been removed. 

Section 1.104 is amended as proposed to add a new 
paragraph (e) to specify the nature of the showing nec- 
essary before the examiner would consider co-pending 
applications to be owned by, or subject to an obligation 
of assi; it to, the same person for purposes of 35 
U.S.C. 102(f)/103, 102(g)/103, and paragraph (d) of 
§1.106. The rule permits the necessary showing to be 
made in different alternative ways. The necessary show- 
ing will be considered by the examiner to be present if 
the application files refer to assignments which are re- 
corded in the Patent and Trademark Office in accor- 
dance with §1.331 as long as the assignments conveyed 
the entire rights in the applications, to the same person 
or organization. A second alternative which can be 
used, if assignments have not been recorded, permits the 
examiner to consider copies of unrecorded assignments 
filed in each of the applications by the applicants as long 
as the unrecorded assignments convey the entire rights 
in the applications to the same person or organization. A 
third alternative permits an affidavit or declaration to be 
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filed by the common owner stating that there is com- 
mon ownership and stating facts which explain why the 
affiant or declarant believes there is common ownership. 
Under this alternative, sufficient facts will have to be 
presented in order to enable the examiner to conclude 
that a prima facie case of common ownership exists. The 
fourth alternative permits other evidence to be used 
which would establish common ownership of the appli- 
cations, e.g., a court decision determining the owner. 
The terms “person” and “organization” in the rule 
would include circumstances where the ownership resid- 
ed in more than one person and/or organization as long 
as the applications are owned jointly by the same own- 
ers. Paragraph (e) also provides that where the common 
owner is a corporation or other organization an affidavit 
or declaration averring common ownership may be 
signed by an official of the corporation or organization 
who is empowered to act on behalf of the corporation 
or organization. A mere power of attorney to prosecute 
a patent application will not make an individual an offi- 
cial of the corporation or organization or empower the 
individual to act on behalf of the corporation or organi- 
zation. 

The wording of §1.106(d) amends the rule to reflect 
the change in 35 U.S.C. 103 and refers to the “entire” 
rights to the subject matter and the claimed invention to 
make it clear that the term “commonly owned” » means 
wholly owned by the same person, persons, or organiza- 
tion. 

If the person, persons, or organization owned less 
than 100 percent of the subject matter which would oth- 
erwise be prior art to the claimed invention, or less than 
100 percent of the claimed invention, then common 
ownership would not exist. Common ownership requires 
that the person, persons, or organization own 100 per- 
cent of the subject matter and 100 percent of the 
claimed invention. As long as principal ownership rights 
to either the subject matter or the claimed invention re- 
side in different persons or organizations common own- 
ership does not exist. A license of the claimed invention 
to another by the owner where basic ownership rights 
are retained would not defeat ownership. The require- 
ment for common ownership at the time the claimed in- 
vention was made is intended to preclude obtaining 
ownership of subject matter after the claimed invention 
was made in order to disqualify that subject matter as 
prior art against the claimed invention. The question of 
whether common ownership exists at the time the 
claimed invention was made is to be determined on the 
basis of the evidence presented and the facts of the par- 
ticular case in question. Actual ownership of the subject 
matter and the claimed invention by the same individual 
or organization or a legal obligation to assign both the 
subject matter and the claimed invention to the same in- 
dividual or organization must be in existence at the time 
the claimed invention was made in order for the subject 
matter to be disqualified as prior art. A moral or unen- 
a a obligation would not evidence common own- 
ership. 

The burden of establishing that subject matter is 
disqualified as prior art under the section is intended to 
be placed and reside upon the person or persons urging 
that the subject matter is disqualified. For example, the 
examiner would normally make what appears to be a 
proper 35 U.S.C. 102(f)/103 or 102(g)/103 rejection and 
the burden would be on the patent applicant to establish 
that subject matter is disqualified as prior art because it 
was commonly owned at the time the claimed invention 
was made. To place the burden upon the patent examin- 
er would not be appropriate since evidence as to com- 
mon ownership at the time the claimed invention was 
made might not be available to the patent examiner, but 
such evidence, if it exists, should be readily available to 
the patent applicant or the patentee. 

invention is made for purposes of the amendment 
to §103 when the conception is complete as defined in 
Mergenthaler v. Scudder, 11 App. D.C. 264, 1897 C.D. 
724 (C.A.D.C. 1897), and in In re Tansel, 117 USPQ 188 
(CCPA 1958). ; 
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“The conception of the invention consists in the 
complete performance of the mental part of the in- 
ventive act. All that remains to be accomplished in 
order to perfect the act or instrument belongs to the 

ent of construction, not invention. It is, 
therefore, the formation in the mind of the inventor 
of a definite and permanent idea of the complete and 
operative invention as it is thereafter to be applied in 
practice that constitutes an available conception 
within the meaning of the patent law.” 


Mergenthaler v. Scudder, supra, at page 731. 


Paragraph (e) of §1.106 has been added in response to 
a comment that the rulemaking should leave no doubt as 
to the standard to be applied in determining the effect of 
a statutory invention registration waiver in one applica- 
tion on a related application. Paragraph (e) of §1.106 
provides that the claims in any original application nam- 
ing an inventor will be rejected as being precluded by a 
waiver in a published statutory invention registration 
naming that inventor if the same subject matter is 
claimed in the application and the statutory invention 
registration. Paragraph (e) of §1.106 also provides that 
the claims in any reissue application naming an inventor 
will be rejected as being precluded by a waiver in a 
published statutory invention registration naming that in- 
ventor if the reissue application seeks to claim subject 
matter which was not covered by claims issued in the 
patent prior to the date of publication of the statutory 
invention registration and which was the same subject 
matter waived in the statutory invention registration. 

Section 1.108 is amended as proposed to delete the 
reference to filing a request under §1.139, which is being 
removed, and insert in its place a reference to a defen- 
sive publication. 

A new section 1.110 is added as proposed to allow the 
examiner or other Office official to make inquiry as to 
the invention date, inventors and ownership at the time 
the invention was made when necessary for purposes of 
an Office proceeding. 

Section 1.131 is amended to require that affidavits to 
overcome a rejection of a claim on a cited patent or 

ublication be by the inventor or inventors of the sub- 
ject matter of that claim. Section 1.131 has also been 
amended in response to a comment to permit the person 
qualified under §§1.42, 1.43, or 1.47 to make the re- 
quired oath or declaration in appropriate circumstances. 

Section 1.139 is being removed in view of the new 
statutory invention registration. The proposed rules 
made clear the intent to remove this section which es- 
tablished the defensive publication program although the 
section per se was not published as being removed. The 
defensive publication program is being replaced by the 
ability to obtain a statutory invention registration. 

Section 1.193 is amended as proposed to change from 
twenty days to one month the time for filing a reply 
brief in response to an examiner’s answer which raises 
new points of argument. This amendment is intended to 
simplify the docketing of this time period and make it 
consistent with the time period fixed for requesting an 
oral hearing in §1.194(b). 

Section 1.293 is added to provide who may file a re- 
quest for a statutory invention registration (SIR) and the 

uirements of such a request in accordance with 35 

U.S.C. 157 added by Public Law 98-622. Paragraph (a) 
of §1.293 indicates that a request for publication of a 
statutory invention registration in a complete pending 
patent application for an original patent may be filed 
and be signed by the applicant, and any assignee of 
record, or the attorney or agent of record in the applica- 
tion. Paragraph (b) sets forth the requirements for a re- 
quest for a statutory invention registration. Such a re- 
quest must include: 

(1) a waiver of the applicant’s right to receive a patent. 
This waiver will become effective upon the date of 
publication. Therefore, it will be possible to petition 
to withdraw a request for publication of a statutory 
invention registration until such time that publication 
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can not be terminated; 

(2) payment of the fee for requesting publication of a 
Statutory invention registration as set forth in 
§1.17(n) or (0). The fee is set at two levels to reflect 
the amount of resources used by the Patent and 
Trademark Office; 

(3) a statement that the application meets the disclosure 
requirements of 35 USC. 112. This provision is con- 
sidered desirable in order to prevent publication of 
defective and insufficient disclosures; and 

(4) a statement that the —— complies with the 
formal requirements of the rules of practice relating 
to printing. This provision is required in order to 
provide the printer with drawings and specification 
which are suitable for printing in substantially the 
same format as a patent. 

A suggested format for use in filing a request for a 
statutory invention registration is as follows: 


Request for Statutory Invention Registration 


Application Serial No. or [ ] Attached hereto 
Filed: 

Titled: 

Applicants: 


A. In the above identified patent application, I hereby 

1. request and authorize the Commissioner of Patents 
and Trademarks to publish the above identified reg- 
ularly filed patent application as a Statutory Inven- 
tion ee (35 U.S.C. 157) * 
waive the right to receive a United States patent on 
the same invention claimed in the above identified 
patent application. These rights, which are waived, 
include those specified in 35 U.S.C. §183 and §§271 
through 289 as well as all attributes specified for pa- 
tents in any other provision of law other than title 
35 United States Code. The waiver includes, but is 
not limited to, the remedies under 19 U.S.C. 1337 
and 1337a, 22 U.S.C. 2356 and 28 U.S.C. 1498. (35 
U.S.C. 157(c)) 
understand that the above waiver will be effective 
pursuant to 37 CFR 1.293 upon publication of the 
Statutory Invention Registration to waive the inven- 
tor’s right to receive a United States patent on the 
invention claimed in the Statutory Invention Regis- 
tration. (37 CFR 1.293(b) (1)) 
state that, in my opinion, the disclosure and claims 
of the above identified patent application meet the 
requirements of 35 U.S.C. 112. (37 CFR 1.293(b) (3)) 
state that, in my opinion, the above identified appli- 
cation complies with the requirements for printing as 
set forth in the Rules of Practice for Patent Cases, 
37 CFR Part 1. (37 CFR 1.293(b) (4)) 
enclose the fee set forth in 37 CFR 1.17(n) or (0) for 
requesting publication of a Statutory Invention Reg- 
istration. 


[ ] A first examiner’s action has not been mailed in 
the above application, 37 CFR 1.17(n) — $400.00 or 
{ ] A first examiner’s action has been mailed in the 
above application, 37 CFR 1.17(0) — $800.00 
} re ee 


Minus Basic Filing Fee, if previously paid 
Small entity Large entity 


Basic filing oh for utility 

patent application set 

forth in 37 CFR 1.16(a) 

Basic filing a for design 

patent application set 

forth in 37 CFR 1.16(f) {] $62.50 [] $125.00 

Basic filing Se for plant 

patent application set 

forth in 37 CFR 1.16(g) [] apse. | ] $200.00 
Amount Due $___ 


[ ] Amount enclosed by check or money order 


[ ] $150.00 [] $300.00 
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[ ] Please charge Deposit Account No. _______in 

the amount of ______. 

[ ] If payment of any additional fee is required for publi- 

cation of the Statutory Invention Registration, 
charge such payment to Deposit Account No. 


. For printing on the Statutory Invention Registration 
front page list below the name(s) of not more than 3 
registered patent attorneys or agents OR alternative- 
ly, the name of the firm having as a member a regis- 


tered patent attorney or agent. If no name is listed . 


below, no name will be printed. 


. Name of assignee, if any, for printing on the Statuto- 
ry Invention Registration ——_/____ 


Address (City and State or Country) 
State of incorporation, if assignee is a corpora- 
tion 


(signature(s) (37 CFR 1.293(a)) 
applicant(s) and any assignee 
] attorney or agent of record 


Paragraph (c) of §1.293 is added to define the effects 
of a waiver filed with a request for a statutory invention 
registration. The waiver is effective, upon publication of 
the SIR, to waive the inventor’s right to receive a pa- 
tent on the invention claimed in the SIR in any applica- 
tion for an original patent which is pending on, or filed 
after, the date of publication of the SIR. The waiver 
will affect ding or later applications the inventor 
filed as a joint inventor with others, but will not affect 
an aoe of another person, even if the application 
and the SIR were commonly owned. The waiver will 
affect a reissue application of an earlier patent of the in- 
ventor only to the extent that the reissue application 
seeks to enlarge the scope of the claims. Paragraph (c) 
of §1.293 has been modified from the proposal by inclu- 
sion of a reference to §1.106(e). 

Section 1.294 is added as proposed to provide in para- 
graph (a) for a review of the request for publication of a 
statutory invention registration and the patent applica- 
tion to which it is directed. The request will be exam- 
ined to determine if the requirements of §1.293 have 
been met. The application to which the request is direct- 
ed will be examined to determine (1) if the subject mat- 
ter of the application is appropriate for publication, (2) if 
the requirements for publication are met, and (3) if the 
requirements of 35 U.S.C. 112 and §1.293 are met. Un- 
der 35 U.S.C. 157, the Commissioner is authorized to 
publish a statutory invention registration, but is not re- 
quired to do so. Thus, the Commissioner has discretion 
in ining whether or not a statutory invention reg- 
istration should be issued on a particular patent. In cir- 
cumstances where the subject matter was obviously not 
a patentable invention, was too informal to print, and so 
forth, the request to publish the statutory invention reg- 
istration will be refused. 

Paragraph (b) of §1.294 provides for notifying appli- 
cant of the results of the examination of the request for 
publication of the statutory invention registration. Para- 
graph (c) of §1.294 provides for the issuance of a notice 
of the intent to publish a statutory invention registration 
once the request has been examined and approved. 

Section 1.295 is added to provide for the review of a 
final refusal to publish a statutory invention registration. 
The review would be by petition to the Commissioner 
for matters other than those arising from a rejection pur- 
suant to 35 U.S.C. 112 and by appeal for a rejection pur- 
suant to 35 U.S.C. 112. The language of the final is 
slightly different from that proposed to emphasize that 
the Board either affirms or reverses decisions rather 
than rejections. Paragraph (a) also differs from the pro- 
posal by including, in response to a comment, a provi- 
sion for requesting return of the petition fee if the neces- 
sity for the petition resulted from an error by the Patent 
and Trademark Office. 


Section 1.296 has been modified from the proposal to 
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provide a specific period during which a request for a 
statutory invention registration may be withdrawn. Un- 
der §1.296, as modified, a request for a statutory inven- 
tion registration may be withdrawn, at applicant’s op- 
tion, prior to the date of the notice of intent to publish a 
statutory invention registraiton issued pursuant to 
§1.294(c) by filing a request to withdraw the request for 
publication of a statutory invention registration. An ap- 
plicant filing such a request to withdraw may also, un- 
der §1.296, request a refund of any amount paid in ex- 
cess of the contagion filing fee and a handling fee of 
$100.00 which will be retained by the Office. Any re- 
quest to withdraw the request for publication of a statu- 
tory invention registration filed on or after the date of 
the notice of intent to publish pursuant to §1.294(c) must 
be in the form of a petition pursuant to §1.183 accompa- 
nied by the fee set forth in §1.17(h). 

Section 1.297 is added to provide for the publication 
of the statutory invention registration and of the notice 
of its publication in the Official Gazette. In response to a 
comment, §1.297 has been modified so that the statement 
on the statutory invention registration will specifically 
state that the statutory invention registration is not a pa- 
tent. 

Sections 1.301, 1.302 and 1.304 are amended as pro- 
posed to delete the requirement to give reasons for ap- 
peal when filing an appeal to the Court of Appeals for 
the Federal Circuit in accordance with §414(a) of Public 
Law 98-620 which amended 35 U.S.C. 142, 143 and 144. 

Section 1.378 is amended as proposed to delete from 
paragraph (9) the limitation that only applications filed 
on or Aug. 27, 1982 may have the maintenance fee 

after expiration of the patent. This change fol- 
lows the change made by §404(b) of Public Law 98-622. 

Section 1.431 is amended as proposed to provide for 
the later payment directly to the Receiving Office of the 
basic fee portion of the international fee and the trans- 
mittal and search fees within one month of the filing of 
an international application. The rule follows §361(d) of 
title 35 U.S.C. as amended by Public Law 98-622, to 
provide a one-month grace period from the date of filing 
of an international application for the payment of the ba- 
sic international fee and the transmittal and search fees. 

It should be noted that the designation fees continue 
to be required by 12 months after the priority date and 
that no subsequent grace period is provided in the Re- 
ceiving Office for designation fees. 

New paragraphs 1.431(d) and (e) incorporate into the 
regulations the provisions of PCT Rule 16 bis. Under 
these provisions the Receiving Office will charge any 
unpaid or insufficient fees to a deposit account 
maintained by the International Bureau. The applicant 
will then be notified by the International Bureau and be 
given one month to reimburse the amount charged plus 
a gs of 50%. The surcharge would not be less 
than 248 Swiss francs or more than 624 Swiss francs un- 
der the current fee schedule. 

Section 1.445 is amended as proposed to ey 
graph (a) (4) to clearly indicate that the national fee is 
credited by an amount of $250 only one time where a 
$500 search fee has been paid to the Patent and Trade- 
mark Office to act as an international searching authori- 
ty. This is consistent with current practice. The special 
fee provisions in paragraph (a) (5) are being deleted in 
view of §402(g) of Public Law 98-622 which deleted the 
fee in 35 U.S.C. 376(a) (5). The wording of §1.445(a) (5) 
sets forth the surcharge required for filing of a national 
fee or oath or declaration later than 20 months from the 
priority date. Paragraph (a) (6) of §1.445 is added to re- 
quire a fee of $20.00 for filing an English translation of 
an international ication later than 20 months after 
the priority date. This makes the practice in internation- 
al applications consistent with that in national applica- 
tions where a fee of $20.00 is charged under §1.17(k) for 
processing an application filed with a specification in a 
non-English language. 

Section 1.446 is amended as proposed to clarify the 
refund of a portion of the $500 search fee toward pay- 
ment of the national fee. 
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Section 1.451 is amended as proposed to correct a rule 
citation in paragraph (b) and to amend paragraph (c) to 
provide for supplying a copy of the priority document 
to the Receiving ice in conformance with revised 
PCT Rule 17.1. 

Section 1.461 is amended as proposed to delete provi- 
sions which relate to the applicant transmitting the 
record copy to the International Bureau. Provisions for 
such alternative transmittal were deleted from PCT Rule 
22, effective Jan. 1, 1985. Accordingly, since the PCT 
rules no longer provide for such transmittal, the provi- 
sions therefor in the U.S. rules are also being deleted 


Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Six letters submitting written 
comments were received. Oral testimony was presented 
by four persons at the public hearing conducted on Feb. 
8, 1985 and the oral testimony of two of these persons 
(representing the American Intellectual Property Law 
Association and Intellectual Property Owners, Inc.) was 
supplemented by written statements. All of the written 
and oral comments were considered in adopting the 
changes set forth herein. Comments suggesting modifica- 
pe to the proposed rules appear below with responses 
thereto. 

Comment: One Comment suggested that 37 CFR 1.11 
be amended to create a waiver of secrecy of an applica- 
tion as of the date of filing of a notice of a Lem to the 
Court of Appeals for the Federal Circuit. The comment 
suggests that secrecy could be maintained upon request 
by the appellant in such a situation. 

Reply: The change was not published in the proposed 
rulemaking and is considered to be too substantial a 
-“ ¢ to be adopted without publication as a proposal 

low public comment. Further, if the suggestion 
pal adopted appellants might simply include a request 
for secrecy with every notice of ap 

Comment: One comment suggested ‘that the $120.00 
petition fee under §1.17(h) for review of a refusal to 
publish a statutory invention registration under §1.295 be 
returned to the petitioner if the refusal to publish is 
found to have occurred only through an administrative 
error of the PTO. 

Reply: This suggestion has been adopted by an addi- 

sentence being added to §1.295(a). 

Comment: Three comments suggested that the pro- 

coreg fees for a statutory invention registration were too 
One comment suggested the elimination of the fee 
pe acter in §1.17(0). 

Reply: Although lower fees would certainly be pre- 
ferred by the public, the Office must recover its costs of 
processing and publishing statutory invention registra- 
tions. The two levels of fees permit an applicant whose 
application has not had a first Office action mailed to 
pay a minimum amount while those filing a request for a 
statutory invention registration later would share the av- 
erage additional costs. The amounts proposed are the 
ee ee 
duced. This will become apparent when it is realized 
that about $250.00 of the $400.00 fee which has been es- 
tablished for requesting publication of a statutory inven- 
tion registration prior to the mailing of the first examin- 
er’s action pursuant to §1.104 is the cost of printing the 
statutory invention and does not include in- 
house publication costs. The remainder of the fee is 
used to cover the sautehteaties processing costs — 
the limited examination which is required to be gi 
pursuant to 35 U.S.C. 157. The hi fee of $800.00 
which has been established is necessary to cover the ad- 
ditional costs to the Office when an applicant requests 


t is requesting 
tory invention registration. Since 
quest to be filed at any time during the examination pro- 
cess substantial additional examination costs, including 
possibly appeal costs, may have been incurred in 
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a particular application prior to the date on which the 
request for publication is made. Accordingly, the addi- 
tional $400.00 is required to cover the extra costs to the 
Office where the applicant belatedly requests publication 
of a statutory invention registration. Applicants can 
avoid the higher costs to themselves and the Office by 
requesting publication of the statutory invention registra- 
tion in a timely fashion prior to the mailing of the first 
examiner’s action pursuant to §1.104. The possibility of 
reducing fees below costs to the Office does not exist 
since the legislative history of 35 U.S.C. 157 does not re- 
flect any intent that other Office fees or appropriations 
be used to defer the costs of statutory invention registra- 
tions. Further, most of the comments received urged 
that the fees be set as low as possible, but not below the 
level necessary to recover costs. 

Comment: One comment suggested that the Patent 
and Trademark Office should investigate less expensive 
procedures for printing statutory invention registrations 
to reduce the costs and thereby lower the fees. 

Reply: If the registrations are not printed by a system 
using computer tape, the subject matter of the registra- 
tions would not be easily searchable in Fig form and 
would not be fully available for searc — a 
planned automated “paperless” system. 4 
“section-by-section” analysis submitted for ng wtiiaed 
by Representative Kastenmeier during discussion of H. 
R. 6286 on the floor of the House stated that the statuto- 
ry invention registration “would be classified and cross- 
referenced, disseminated to rig age offices, stored 
in the Patent and Trademark ice computer tapes, 
made available in commercial data bases, and announced 
in the Official Gazette of the PTO.” (130 Cong. Rec. H 
10526 (1984), column 3). These uses of the statutory in- 
vention registrations preclude use of any informal meth- 
od of printin ng which would be different from the meth- 
od used for the printing of patents. 

Comment: A number of comments were received 
concerning §1.48(b). The comments related to (1) the 
ere! of the fee required, (2) the incorporation of 

graph (b) into current $1.48, (3) the inclusion in the 
oad of a fixed and definite time period to correct 
inventorship, (4) the inclusion in the rules of a provision 
to add inventors claiming previously disclosed but 
unclaimed subject matter, and (5) a suggestion that the 
change in inventorship be simplified and possibly 
effected by a statement 7 a attorney. 

Reply: Each comment be treated separately in or- 
der. (i) The fee of $120.00 to accompany a petition for 
correction of inventorship is considered appropriate 
since the consideration of such a petition and correction 
of Office records takes additional resources. Such a fee 
should also act as a discouragement to grouping margin- 
al inventions and loosely related inventions into the 
same application. (2) Whether paragraph (b) is made 
part of §1.48 or established as a separate rule does not 
appear to be a substantive matter. Paragraph (b) is being 
made of §1.48 to place all rules relating to correc- 
tion of inventorship in —_ in a single rule. (3) 
No specific time period for correction of inventorship 
was indicated in the rules. The rule requires 
that the correction must be made diligently. Since the 
examiner will not normally be aware of when 
inventorship correction is apes, wired, the responsibility of 
making such a correction diligently must rest with the 
applicant. The time of the correction will vary from 
case to case. (4) The addition of claims to previously 
disclosed but unclaimed subject matter of additional in- 
ventors is considered to be an error in the application 
and is therefore corrected under §1.48(a). A new para- 

ph (c) has been added to §1.48 to make this clear. 
Such a correction must always include a new oath or 
declaration. (5) The correction of inventorship has been 
simplified from that proposed. Final §1.48(b) does not 
require a new oath or declaration of each actual inven- 
tor or written consent of any > as originally pro- 
posed. The final rule requires a petition including a 
statement identifying each named inventor who is being 
deleted and acknowledging that the inventor’s invention 
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is no longer being claimed in the application, and the fee 
set forth in §1.17(h). The petition could be signed by a 
plicant’s attorney who would then take full responsibili- 
ty for gray | that the inventor is not being improperly 
deleted fi application. 

Comment: One comment suggested that proposed 
§§1.60 and 1.62 should be modified to Firma the filing 
of such continuing applications with different inventive 
entities from the prior application. 

Reply: The procedures under §§1. 60 and 1.62 were de- 
veloped to allow continuing applications to be filed 


without the necessity of again obtaining an inventor’s 
signature to a declaration. The proposed rule wording 
has been modified in the final rule to permit inventors to 
be deleted in the continuing application. The addition of 
inventors is now permitted where a new oath or decla- 
ration would be required because of claims in the con- 
tinuing application being drawn to additional subject 
matter. 


Comment: One comment suggested that §§1.77 and 
1.78 be modified to change the = outs in a patent ap- 
plication of the information regarding cross-reference to 
related applications. It was suggested to require this in- 
formation to be placed immediately after the Abstract, 
following the claims, so that the cross-refereuce infor- 
mation could be easily removed when filing the applica- 
tion outside the United States. 

Reply: These changes were not included in the pro- 

rulemaking and therefore the public has not had 
an opportunity to comment on the suggestion. Accord- 
ingly, the suggestion has not been adopted. 

Comment: One comment suggested that proposed 
§1.78(c) be modified to permit a statement that the 
claimed inventions were subject to an obligation of as- 
signment to the same person at the time the inventions 
were made. 

Reply: The suggestion has been adopted. 

Comment; One comment suggested that the applica- 
tion of double patenting rejections to applications of dif- 
ferent inventive entities which are commonly owned as 
set out in proposed §1.78(d) not be made until the effec- 
tive date of this rul 

Reply: The Commissioner’s Notice of Dec. 11, 1984, 
“Initral Guidelines Implementing Changes in 35 U.S.C. 
103, 116, and 120”, 1050 O.G. 316 (Jan. 8, 1985), 
changed the practice in accordance with the intention of 
Congress in enacting Public Law 98-622. See 130 Cong. 
Rec. H_ 10527, column 3 (daily ed. Oct. 1, 1984) (state- 
ment of Rep. Kastenmeier) wherein the following state- 
ment appears: 

Committee expects that the Patent and Trade- 
mark Office will reinstitute in appropriate 
circumstances the practice of rejecting claims in 
commonly owned applications of different inventive 
entities on the ground of double patenting. This will 
be necessary in order to prevent an organization 
from obtaining two or more patents with different 
expiration dates covering nearly identical subject 
matter. In accordance with established patent law 
doctrines, double patenting rejections can be over- 
come in certain circumstances by disclaiming the 
terminal portion of the term of the later patent, 
a ad ienes inating the problem of extending patent 

‘e.”” 

Since the provisions of Public Law 98-622 became ef- 
fective on Nov. 8, 1984, it was not appropriate to delay 
the change in practice. 

Comment: One comment suggested that the policy of 
rejecting commonly-owned applications of different in- 
ventive entities on the grounds of double patenting, as 
set forth in proposed §1.78(d), was unnecessary in view 
of 35 U.S.C. 102(e). 

Reply: The provisions of 35 U.S.C. 102(e) will not be 
effective to preclude double patenting in situations 
where the applicants of the later filed application can 
use the provisions of 37 CFR 1.131 to antedate the filing 
date of the earlier filed application or patent. According- 
ly, the application of the prohibitions against double 
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patenting is necessary in order to prevent an organiza- 
tion from obtaining two or more patents with different 
expiration dates covering nearly identical subject matter. 
See 130 Cong. Rec. H 10527, supra. 

Comment: One comment suggested that proposed 
§1.78(c) was broader than required by statute and capa- 
ble of being construed to conflict with proposed 
§1.106(d) by referring to common ownership at “the 
time the inventions were made” rather than at the time 
the later invention was made. 

Reply: The wording of §1.78(c) has been revised from 
the proposal to clarify the problem spoken to in the 
comment. 

Comment: One comment suggested that the proposed 
amendment to §1.131 not be made so that the “appli- 
cant” can make affidavits or declarations to overcome 
rejections. The comment suggested that the proposed 
rule provides no remedy in situations where the inventor 
is dead, insane, legally incapacitated, cannot be reached 
or refuses to join in the application. 

Reply: The final rule has been changed in response to 
the comment to permit the person qualified under 
§§1.42, 1.43, or 1.47 to make the required oath or decla- 
ration in appropriate circumstances. 

Comment: Two comments suggested that the scope of 
the waiver in a statutory invention registration be limit- 
ed to the subject matter of the claims of the statutory in- 
vention registration and not to any obvious modifica- 
tions thereof. Another comment suggested that the 
statutory invention registration applicant should be able 
to waive the right to a patent on all of the subject mat- 
ter disclosed in the application if he wishes to do so. 
One comment suggested that the rulemaking should 
leave no doubt as to the standard to be applied in deter- 
mining the effect of a statutory invention registration 
waiver in one application on a related application. 

Reply: A new paragraph (e) has been added to §1.106 
to clarify the standard to be applied in determining the 
effect of a statutory invention registration waiver. The 
suggestion that the scope of the waiver be limited to the 
subject matter of the claims of the statutory invention 
registration and not to any obvious modifications thereof 
has been adopted. 

Comment: Three comments suggested that since a stat- 
utory invention registration is prior art as of its effective 
filing date, the time permitted between the effective fil- 
ing date and the publication of the statutory invention 
registration should be limited. Several different 
approaches were suggested. One comment suggested 
that there was no problem in this regard. Another com- 
ment suggested that the organization is studying the 
question and will have recommendations in several 
months. 

Reply: The statute makes it clear that the Commission- 
er is not required to publish a statutory invention regis- 
tration in response to a request therefor. The case-by- 
case consideration of requests for publication of a statu- 
tory invention registration should safeguard the public 
without unduly placing limits on patent applicants. The 
Office will await further recommendations on this ques- 
tion and will observe actual experience prior to placing 
any time limitations on the use of statutory invention 
registrations. 

Comment: Two comments suggested that §1.293 be 
modified to eliminate the requirement for a statement in 
the request for publication of a statutory invention regis- 

tration that the application meets the requirements of 35 
USC. 112. One of these comments also suggested the 
elimination of the statement that the application meets 
formal requirements for printing. One comment 
suggested that if there is a requirement for a statement 
in the request for publication of a statutory invention 
caulianion that the application meets the requirements 
of 35 U.S.C. 112, no will not be a great necessity for 
the Office to spend a lot of time examining the applica- 
tion, although there has to be some examination. 

Reply: The reason for the statements in §1.293 regard- 

ing compliance with 35 U.S.C. 112 and the formal 


= 
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requirements for printing as a patent was to reduce the 
cost of statutory invention registrations to the applicants 
and to the Office. The level of fees which have been es- 
tablished assumes that applicants will include the state- 
ments required by §1.293 in their requests and that the 
statements will accurately reflect the condition of the 
applications to which the requests are directed. 


Comment: One comment suggested that the rules 
should include a fixed and definite time period in which 
an authorized party can withdraw a statutory invention 
registration after its approval and before its publication. 


Reply: The suggestion has been adopted. Section 1.296 
has been modified to permit a request to withdraw the 
request for publication of a statutory invention registra- 
tion to be filed at any time prior to the date of the no- 
tice of intent to publish the statutory invention registra- 
tion. After the date of the notice of intent to publish the 
statutory invention registration, any request to withdraw 
the request for publication of the statutory invention 
registration must be in the form of a petition pursuant to 
§1.183 accompanied by the fee set forth in §1.17(h). 


Comment: One comment suggested that the statement 
to be printed on statutory invention registrations as set 
out in proposed §1.297(b) be modified to be easily un- 
derstood by lay people. 

Reply: The statement has been modified to specifically 
state that the statutory invention registration is not a pa- 
tent. 


Environmental, Energy, and Other Considerations: The fi- 
nal rule change will not have a significant impact on the 
quality of the human environment or conservation of en- 
ergy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 


The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). In fact, 
the rule change will benefit small entities since the statu- 
tory invention registration procedures will provide a 
new, less expensive alternative to the traditional 
ponates of inventions in appropriate circumstances. 

urther, the ability to join multiple inventors in a single 
application in appropriate circumstances will be of par- 
ticular benefit to small entities. Other changes, such as 
the elimination of the reasons for appeal, will also be 
beneficial to all inventors. See a “section-by-section” 
analysis submitted for the Record by Representative 
Kastenmeier during discussion of H.R. 6286 on the floor 
of the House in which the following statement appears 
(130 Cong. Rec. H 1057 (1984), column 1): 

“Last, the SIR would be particularly useful to those 
with limited resources such as universities and small 
businesses, who have a new less expensive alterna- 
tive to the traditional patenting of inventions.” 

These rules, therefore, will have no significant adverse 
economic impact on small entities. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
graphic regions. There will be no significant adverse ef- 
fects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

The information collection requirements contained in 
these rules were submitted to the Office of Management 
and Budget (OMB) at the time of the proposed 
rulemaking for review under Section 3504(h) of the Pa- 
perwork Reduction Act. OMB has approved the infor- 
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mation collection requirements and has assigned OMB 
control number 0651-0018 thereto. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 

Notice is hereby given that want to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, Pub. L. 98-620 and 98-622, the Patent 
and Trademark Office is amending Title 37 of the Code 
of Federal Regulations as set forth below. 

1. Section 1.11 is amended by revising paragraphs (a) 
Pa (b) and adding new paragraph (e) to read as fol- 
ows: 


§1.11 Files open to the public. 


(a) After a patent has been issued or a statutory inven- 

tion registration has been published, the specifica- 
tion, drawings and all papers relating to the case in 
the file of the patent or statutory invention registra- 
tion are open to inspection by the public, and copies 
may be obtained upon paying the fee therefor. See § 
2.27 for trademark files. 
All reissue applications, all applications in which the 
Office has accepted a request to open the complete 
application to inspection by the public, and related 
papers in the application file, are open to inspection 
by the public, and copies may be furnished upon 
paying the fee therefor. The filing of reissue applica- 
tions will be announced in the Official Gazette. The 
announcement shall include at least the filing date, 
reissue application and original patent numbers, title, 
class and subclass, name of the inventor, name of 
the owner of record, name of the attorney or agent 
of record, and examining group to which the reissue 
application is assigned. 


e*eee% 


The file of any interference involving a patent, a 
statutory invention registration, or an application on 
which a patent has issued or which has been 
published as a statutory invention registration, is 
open to inspection by the public, and copies may be 
obtained upon paying the fee therefor, if (1) the in- 
terference has terminated, or (2) an award of priori- 
ty or judgment has been entered as to all parties and 
all counts. 

Section 1.14 is amended by revising paragraph (b) to 
read as follows: 


§1.14 Patent applications preserved in secrecy, 


see2% 


(b) Except as provided in §1.11(b) abandoned applica- 
tions are likewise not open to public inspection, ex- 
cept that if an ho ma referred to in a U.S. pa- 


tent, or in an application in which the applicant has 
filed an authorization to open the complete applica- 
tion to the public, is abandoned and is available, it 
may be inspected or copies obtained by any person 
on written request, without notice to the applicant. 


Section 1.17 is amended by revising paragraph (h) 
and by adding new paragraphs (n) and (0) to read as 
follows: 
§1.17 Patent application processing fees. 
eseee28 


(h) For filing a petition to the Commissioner un- 
der a section of this part listed below which 
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refers to this paragraph $120.00 §1.20 Post-issuance fees. 
§1.47 — for filing by other than all the inven- 
tors or a person not the inventor es en's 
§1.48 — for correction of inventorship 


1.182 — for decision on questions not specifical- 5 ede} te é 
y ly provided } ae sia (e) For maintaining an original or reissue pa- 


r= — to suspend the rules tent, except a design or plant patent, based 


: = i i Ls on an application filed on or after Decem- 
1.295 for review of refusal to publish a statu ber 12, 1980 and before August 27, 1982, in 


force beyond 4 years; the fee is due by 
three years and six months after the original 


tory invention registration 
§1.377 — for review of decision refusing to 
accept and record payment of a main- 

tenance fee filed prior to expiration of grant 

tent For maintaining an original or reissue pa- 
§1.378(e) — for reconsideration of decision on peti- tent, except a hems or plant patent, based 
tion refusing to accept delayed pay- on an application filed on or after Decem- 
force beyond 8 years; the fee is due by sev- 
en years and six months after the original 


tent 
tieaah — for petition in an interference 400.00 


1.644(f) — for request for reconsideration of a tee ee “Se : 
decision on petition in an interference (g) For maintaining an original or reissue pa- 


£ late filing of interfi ttl t tent, except a design or plant patent, based 
§1.666(c) for g of interference settlemen' on eh eanteenea AS ca ox ale , 


ber 12, 1980 and before August 27, 1982, in 
force beyond 12 years; the fee is due by 


— for expedited handling of foreign filing pro ora years and six months after the origi- 
li 


600.00 


icense 
— for changing the scope of a license 
— for retroactive license 


(m) Surcharge for accepting a maintenance fee 

at after expiration of a patent for non-timely 

payne of a maintenance fee where the de- 

ay in payment is shown to the satisfaction 

(a) ety ps cameo of the Commissioner to have been unavoid- 
able 


No guile ead —_— Tie . Section 1.45 is revised by labeling the —_ para- 
suant to §1.104 $400.00 reduced by graph as (a) and by adding new paragraphs (b) and 


the amount of the ap- (c) to read as follows: 
plication basic filing 
fee paid §1.45 Joint inventors. 
(0) For requesting publication of 
a statutory invention registra- (a) fe 
tion after the mailing of the (b) Inventors may apply for a patent jointly even 
first examiner’s action pursu- though _ 
ant to §1.104 $800.00 reduced by (1) they did not physically work together or at the 
the amount of the ap- same time, 
plication basic filing (2) each inventor did not make the same type or 
fee paid amount of contribution, or 
Section 1.19 is amended by revising paragraphs (a) (3) each inventor did not make a contribution to the 
and (e) to read as follows: subject matter of every claim of the application. 
If multiple inventors are named in an application, 
each named inventor must have made a contribu- 
re mpegs -, amp to the —-. matter of 
at least one claim of the application and the applica- 
The Patent and Trademark Office will supply copies ; ; ; roe sendt r 
yn the following documents upon payment of the Ps say on by Fe same to Ge a: Joint application ys 
. Section 1.48 is amended by labeling the current 
(a) ) Uncertified copies of Office documents: hes h (a) and by adding new % 
(1) Printed copy of a patent, including a de- paragrap em: A ore. an 
sign patent, statutory invention regis- graphs (b) and (c) to read as follows: 
tration, or ensive publication docu- 
ment, except color plant patent . §1.48 Correction of inventorship. 


§1.19 Document supply fees. 


(a see 


s**t 
(b) If the correct inventors are named in the application 


see 


(e) List of patents in subclass: 
(1) For list of all United States patents and 
statutory invention registrations in a sub- 
class, per 100 numbers or fraction there- 


of 
(2) For list of United States patents and stat- 
utory invention registrations in a sub- 
class limited by date or number, per 50 
numbers or fraction thereof 
5. Section 1.20 is amended by revising paragraphs (©), 
(f), (g) and (m) to read as follows: 


when filed and the prosecution of the application re- 
sults in the amendment or cancellation of claims so 
that less than all of the originally named inventors 
are the actual inventors of the invention being 
claimed in the application, an amendment shall be 
filed deleting the names of the person or persons 
who are not inventors of the invention being 
claimed. The amendment must be diligently made 
and shall be accompanied by: 

(1) a petition including a statement identifying each 
named inventor who is being deleted and ac- 
as that the inventor’s invention is no 

longer being claimed in the application, and 

(2) the foc oct bath tn SL. 17(h). 
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(c)If an application discloses unclaimed subject matter 


by an inventor or inventors not named in the applica- 
tion, the application may be amended pursuant to 


paragraph (a) of this section to add claims to the sub- 


ject matter and name the correct inventors for the ap- 


plication. [OMB Control No. 0651-0018] 
Section 1.60 is revised to read as follows: 


§1.60 Continuation or divisional application for invention 


disclosed in a prior application. 


(a) A continuation or divisional application (filed under 


the conditions specified in 35 U.S.C. 120 or 121 and 
§1.78(a)), naming as inventors the same or less than 
all the inventors named in a prior application and 
which discloses and claims only subject matter dis- 
closed in the prior application may be filed as a sep- 
arate pug em before the patenting or abandon- 
ment of or termination of proceedings on the prior 
application. 
An applicant may omit signing of the oath or decla- 
ration in a continuation or divisional application if 
(1) the prior application was a complete application 
as set forth in §1.51(a), (2) applicant files a true copy 
of the prior complete application as filed includin 
the specification (including claims), drawings, oat 
or declaration showing the signature or an indication 
it was signed, and any amendments referred to in 
the oath or declaration filed to complete the prior 
application, and (3) the inventors named in the con- 
tinuation or divisional application are the same or 
less than all the inventors named in the prior appli- 
—_ The copy of the prior + ayn must be 
a by a statement that the application pa- 
pers filed are a true copy of the prior application 
and that no amendments referred to in the oath or 
declaration filed to complete the po application 
introduced new matter therein. Such statement must 
be by the applicant or applicant’s attorney or agent 
and must be a verified statement if made by a person 
not registered to practice before the Patent and 
Trademark Office. Only amendments reducing the 
number of claims or adding a reference to the prior 
application (§1.78(a)) will be entered before calculat- 
ing the filing fee and granting the filing date. If the 
continuation or divisional application is filed by less 
than all the inventors named in the prior application 
a statement must accompany the application when 
filed requesting deletion of the names of the person 
or persons who are not inventors of the invention 
being claimed in the continuation or divisional appli- 
cation. 
Section 1.61 is amended by revising the section 
heading and paragraphs (a) and (b) and adding para- 
graphs (c) and (d) to read as follows: 


pues ua bagh, re | + a eee aera 
caasa ited Office. 


(a) To maintain the benefit of the international filing 


date and obtain an examination as to the patentabili- 
ty of the invention in the United States, the appli- 
cant shall furnish to the U.S. Patent and Trademark 
Office not later than the expiration of 20 months 
from the priority date: (1) a copy of the internation- 
al application with any amendments under PCT Ar- 
ticle 19, unless it has been previously communicated 
by the International Bureau or unless it was original- 
ly filed in the U.S. Patent and Trademark Office; (2) 
a translation of the international application and a 
translation of any amendments under PCT Article 
19 into the se ig language, if originally filed in an- 

other language; (3) the national fee (see 
§1 445(a)(4)); and (4) an oath or declaration of the 
inventor (see §1.70). 


(b) If the translation of the international application, 


oath or declaration, and national fee have not been 
submitted by the applicant within twenty (20) 
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months from the priority date, such requirements 
may be met within twenty-two (22) months from the 
priority date. The payment of the surcharge set 
forth in §1.445(a)(5) is required as a condition for 
accepting the national fee or the oath or declara- 
tion later than 20 months after the priority date. 
The payment of the | epee. fee set forth in 
§1.445(a)(6) is required for acceptance of an English 
translation later than 20 months after the priority 
date. Failure to comply with these requirements will 
result in abandonment of the application. The provi- 
sions of §1.136 do not apply to the 22 month period 
of this section. 

If a copy of the amendments under PCT Article 19 
is not communicated by the International Bureau or 
a copy thereof and any necessary En, translation 
thereof is not received by the end of 20 months 
from the priority date, such failure will be regarded 
as cancellation of the amendments under Arti- 
cle 19 in the international application. 


(d) Verification of the translation of the international 


10. 


application or any other document pertaining to an 
international application may be required where it is 
considered necessary, if the international application 
or other document was filed in a language other 
than English. 

Section 1.62 is amended by revising paragraphs (a), 
(c) and (h) to read as follows: 


§1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional 


application, which uses the specification, drawin 
and oath or declaration from a prior complete appli- 
cation (§1.51(a)) which is to be abandoned, may be 
filed before the payment of the issue fee, abandon- 
ment of, or termination of proceedings on the prior 
application. The filing date of an application filed 
under this section is the date on which a request is 
filed for an application under this section including 
identification of the Serial Number, filing date, and 
—— name of the prior complete application. 
If the continuation, continuation-in-part, or division- 
al application is filed by less than all the inventors 
named in the prior application a statement must ac- 
company the application when filed requesting dele- 
tion of the names of the person or persons who are 
not inventors of the invention being claimed in the 
continuation, continuation-in-part, or divisional ap- 
plication. 


In the case of a continuation og 
which adds and claims additia Em by 
amendment, an oath or declaration as required by 
§1.63 must also be filed. In those situations where a 
new oath or declaration is required due to additional 
subject matter being claimed, additional inventors 
may be named in continuing application. In a 
continuation or divisional application which dis- 
closes and claims only subject matter dislcosed in a 
prior — no additional oath or declaration is 
required and the application must name as inventors 
the same or less than all the inventors named in the 
prior application. 


(h) The applicant is urged to furnish the following in- 


formation relating to the prior and continuing appli- 
cations to the best of his or her ability: 


see88 
(5) The title of the invention and names of the ap- 


plicants to be named in the continuing 
application. 
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11. Section 1.78 is amended by revising paragraphs (a) 
and (c) and by adding a new paragraph (d) to read 
as follows: 


§1.78 Claiming benefit of earlier filing date and cross-ref- 
erences to other applications. 


(a) An application may claim an invention disclosed 
in a prior filed copending national application or 
international application designating the United 
States of America. In order for an application to 
claim the benefit of a prior filed copending na- 
tional application, the prior application must 
name as an inventor at least one inventor named 
in the later filed application and dislzose the 
named inventor’s invention claimed in at least 
one claim of the later filed application in the 
manner provided by the first paragraph of 35 
U.S.C. 112. In addition, the Te application 
must be (1) complete as set forth in §1.51, or (2) 
entitled to a filing date as set forth in §. 53(b) 
and include the basic filing fee set forth in §1.16; 
or (3) entitled to a filing date as set forth in 
§1.53(b) and have paid therein the processing and 
retention fee set forth in §1.21(1) within the time 
period set forth in §1.53(d). Any application 
claiming the benefit of a prior filed copending 
national or international application must contain 
or be amended to contain in the first sentence of 
the specification following the title a reference to 
such prior a ppaaecion, identifying it by serial 
number and g date or international applica- 
tion number and international filing date and in- 
dicating the relationship of the applications. 
Cross-references to other related applications 
may be made when appropriate. (See §1.14(b)). 


see48 


(c) Where two or more applications, or an applica- 
tion and a patent naming different inventors and 
owned by the same party contain conflicting 
claims, and there is no statement of record indi- 
cating that the claimed inventions were common- 
ly owned or subject to an obligation of assign- 
ment to the same person at the time the later 
invention was made, the assignee may be called 
upon to state whether the claimed inventions 
were commonly owned or subject to an obliga- 
tion of assignment to the same person at the time 
the later invention was made, and if not, indicate 
which named inventor is the prior inventor. In 
addition to making said statement, the assignee 
may also explain why an interference should or 
should not be declared. 

(d) Where an application claims an invention which 
is not patentably distinct from an invention 
claimed in a commonly owned patent with the 
same or a different inventive entity, a double 
patenting rejection will be made in the applica- 
tion. An obviousness-type double patenting rejec- 
tion may be obviated by filing a terminal dis- 
claimer in accordance with §1.321(b). 

12. Section 1.101 is amended by revising paragraph (a) 
to read as follows: 


§1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Of- 
fice and accepted as complete applications are 
assigned for examination to the respective examining 
groups having the classes of inventions to which the 
applications relate. Applications shall be taken up 
for examination by the examiner to whom they have 
been assigned in the order in which they have been 
filed except for those applications in which examina- 
tion has been advanced pursuant to §1.102. Interna- 
tional applications which have complied with the re- 


13. 


quirements of 35 U.S.C. 371(c) will be taken up for 
action based on the date on which such require- 
ments were met. However, unless a request has been 
filed under 35 U.S.C. 371(f), no action may be taken 
prior to 21 months from the priority date. 


seee8 


Section 1.103 is amended by revising paragraph (d) 
to read as follows: 


§1.103 Suspension of action. 


see 


(d) Action on applications in which the Office has ac- 


cepted a request to publish a defensive publication 
will be suspended for the entire pendency of these 
applications except for purposes relating to patent 
interference proceedings under Subpart E. 


. Section 1.104 is amended by adding a new para- 


graph (e) immediately following the Note to para- 
graph (d) to read as follows: 


§1.104 Nature of examination; examiner’s action. 


(e) Co-pending applications will be considered by the 


15. 


examiner to be owned by, or subject to an obligation 
of assignment to, the same person if (1) the applica- 
tion files refer to assignments recorded in the Patent 
and Trademark Office in accordance with §1.331 
which convey the entire rights in the applications to 
the same person or organization; or (2) copies of 
unrecorded ssi ents which convey the entire 
rights in the applications to the same person or orga- 
nization are filed in each of the applications; or (3) 
an affidavit or declaration by the common owner is 
filed which states that there is common ownership 
and states facts which explain why the affiant or de- 
clarant believes there is common ownership; or (4) 
other evidence is submitted which establishes com- 
mon ownership of the applications. In circumstances 
where the common owner is a corporation or other 
organization an affidavit or declaration may be 
signed by an official of the corporation or organiza- 
tion empowered to act on behalf of the corporation 
or organization. 

Section 1.106 is amended by adding new paragraphs 
(d) and (e) to read as follows: 


§1.106 Rejection of claims. 


s*#e28 


(d) Subject matter which is developed by another per- 


son which qualifies as prior art only under 35 U.S.C. 
102 (f) or (g) may be used as prior art under 35 
U.S.C. 103 against a claimed invention unless the en- 
tire rights to the subject matter and the claimed in- 
vention were commonly owned by the same person 
or organization or subject to an obligation of assign- 
ment to the same person or organization at the time 
the claimed invention was made. 

The claims in any original application naming an in- 
ventor will be rejected as being precluded by a 
waiver in a published statutory invention registration 
naming that inventor if the same subject matter is 
claimed in the application and the statutory inven- 
tion registration. The claims in any reissue applica- 
tion naming an inventor will be rejected as being 
precluded by a waiver in a published statutory in- 
vention registration naming that inventor if the reis- 
sue application seeks to claim subject matter (1) 
which was not covered by claims issued in the pa- 
tent prior to the date of publication of the statutory 
invention registration and (2) which was the same 
—— matter waived in the statutory invention reg- 


ration. 
16. tee 1.108 is revised to read as follows: 
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§1.108 Abandoned applications not cited. 


Abandoned applications as such will not be cited as 
references except those which have been opened to in- 
spection by the public following a defensive publication. 
17. Section 1.110 is added to read as follows: 


§1.110 Inventorship and date of invention of the 
subject matter of individual claims. 


When more than one inventor is named in an appli- 
cation or patent, the Patent and Trademark Office, 
when necessary for purposes of an Office proceed- 
ing, may require an applicant, patentee, or owner to 
identify the inventive entity of the subject matter of 
each claim in the application or patent. Where ap- 
propriate, the invention dates of the subject matter 
of each claim and the ownership of the subject mat- 
ter on the date of invention may be required of the 
applicant, patentee or owner. See also §§1.78(c) and 
(d). [OMB Control No. 0651-0018]. 

18. Section 1.131 is amended by revising paragraph (a) 
to read as follows: 


§1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a) When any claim of an application or a patent under 
reexamination is rejected on reference to a domestic 
patent which substantially shows or describes but 
does not claim the rejected invention, or on refer- 
ence to a foreign patent or to a printed | san 
and the inventor of the subject matter of the reject- 
ed claim, the owner of the patent under reexamina- 
tion, or the person qualified under §§1.42, 1.43 or 
1.47, shall make oath or declaration as to facts show- 
ing a completion of the invention in this country be- 
fore the filing date of the application on which the 
domestic patent issued, or before the date of the for- 
eign patent, or before the date of the printed publi- 
cation, then the patent or publication cited shall not 
bar the grant of a patent to the inventor or the con- 
firmation of the patentability of the claims of the pa- 
tent, unless the date of such patent or printed publi- 
cation is more than one year prior to the date on 
which the inventor’s or patent owner’s application 
was filed in this country. 


sees 


§1.139 [removed] 


19. Section 1.139 is removed. 
20. Section 1.193 is amended by revising paragraph (b) 
to read as follows: 


§1.193 Examiner’s answer. 


(b) The appellant may file a reply brief directed only to 
such new points of argument as may be raised in the 
examiner’s answer, within one month from the date 
of such answer. However, if the examiner’s answer 
states a new ground of rejection appellant may file a 
reply thereto within two ae. rom the date of 
such answer; such reply may inclde any amend- 
ment or material appropriate to the nuw ground. 


se*e2¢%8 
21. A new section 1.293 is added to read as follows: 


§1.293 Statutory invention registration. 


(a) An applicant for an original patent may request, at 
any time during the pendency of applicant’s pending 
complete application, that the specification and 
drawings be published as a statutory invention regis- 
tration. Any such request must be signed by (1) the 
applicant and any assignee of record or (2) an attor- 
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ney or agent of record in the application. 

(b) Any request for publication of, a statutory invention 
registration must include the following parts: 

(1) a waiver of the applicant’s right to receive a pa- 
tent on the invention claimed effective upon the 
date of publication of the statutory invention reg- 
istration; 

(2) the required fee for filing a request for publica- 
tion of a statutory invention registration as pro- 
vided for in §1.17(n) or (0); 

(3) a statement that, in the opinion of the requester, 
the application to which the request is directed 
meets the requirements of 35 U.S.C. 112; and 

(4) a statement that, in the opinion of the requester, 
the application to which the request is directed 
complies with the formal requirements of this 
part for on as a patent. 

A waiver filed with a ets im for a statutory inven- 

tion registration will be effective, upon publication 

of the statutory invention registration, to waive the 
inventor’s right to receive a patent on the invention 
claimed in the statutory invention registration, in 
any application for an original patent which is pend- 
ing on, or filed after, the date of publication of the 
statutory invention registration. A waiver filed with 

a request for a statutory invention registration will 

not affect the rights of any other inventor even if 

the subject matter of the statutory invention registra- 
tion and an application of another inventor are com- 

monly owned. A waiver filed with a request for a 

statutory invention registration will not affect any 

rights in a patent to the inventor which issued prior 
to the date of publication of the statutory invention 
registration unless a reissue application is filed seek- 
ing to enlarge the scope of the claims of the patent. 
See also §1.106(e). [OMB Control No. 0651-0018}. 
22. A new section 1.294 is added to read as follows: 


§1.294 Examination of request for publication of a statu- 
tory invention registration and patent application 
to which the request is directed. 


(a) Any request for a statutory invention registration 
will be examined to determine if the requirements of 
§1.293 have been met. The application to which the 
request is directed will be examined to determine (1) 
if the subject matter of the application is appropriate 
for publication, (2) if the requirements for publica- 
tion are met, and (-) if the arian of 35 U.S.C. 

112 and §1.293 of this 

(b) Applicant will be notified of t the <a of the exam- 
ination set forth in paragraph (a) of this section. If 
the requirements of §1.293 and this section are not 
met by the request filed, the notification to applicant 
will set a period of time within which to comply 
with the requirements in order to avoid abandon- 
ment of the application. If the application does not 
meet the requirements of 35 U.S.C. 112, the notifica- 
tion to applicant will include a rejection under the 
appropriate provisions of 35 U.S.C. 112. The periods 
for response established pursuant to this section are 
subject to the extension of time provisions of §1.136. 
After response by the applicant, the application will 
again be considered for publication of a statutory in- 
vention registration. If the requirements of §1.293 
and this section are not timely met, the refusal to 
publish will be made final. If the requirements of 35 
U.S.C. 112 are not met, the rejection pursuant to 35 
U.S.C. 112 will be made final. 

(c) If the examination pursuant to this section results in 
approval of the request for a statutory invention reg- 
istration the applicant will be notified of the intent 
to publish a statutory invention registration. 

23. A new section 1.295 is added to read as follows: 


§1.295 Review of decision finally refusing to publish a 
statutory invention registration. 


(a) Any requester who is dissatisfied with the final re- 
fusal to publish a statutory invention registration for 
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reasons other than compliance with 35 U.S.C. 112 
may obtain review of the refusal to publish the stat- 
utory invention registration by filing a petition to 
the Commissioner ied by the fee set forth 
in §1.17(h) within one month or such other time as 
is set in the decision refusing publication. Any such 
tion should comply with the requirements of 
Frisie The petition may include a request that 
ition fee be refunded if the final refusal to 
oublich a statutory invention registration for reasons 
other than compliance with 35 U.S.C. 112 is deter- 
mined to result from an error by the Patent and 
Trademark Office. 

(b) Any requester who is dissatisfied with a decision fi- 
nally rejecting claims pursuant to 35 U.S.C. 112 may 
obtain review of the decision by filing an appeal to 
the Board of Patent Appeals and Interferences pur- 
suant to §1.191. If the decision rejecting claims pur- 
suant to 35 U.S.C. 112 is reversed, the request for a 
statutory invention registration will be approved and 
the registration published if all of the other provi- 
sions of §1.293 and this section are met. [OMB Con- 
trol No. 0651-0018]. 

24. A new section 1.296 is added to read as follows: 


§1.296 Withdrawal of request for publication of statutory 
invention registration. 


A request for a statutory invention registration, which 
has been filed, may be withdrawn prior to the date of 
the notice of the intent to publish a statutory invention 
registration issued pursuant to §1.294(c) by filing a re- 
quest to withdraw the request for publication of a statu- 
tory invention registration. The request to withdraw 
may also include a request for a refund of any amount 

id in excess of Loe lication filing fee and a handling 
‘ee of $100 which retained. Any request to with- 
draw the a for publication of a statutory invention 
registration filed on or after the date of the notice of in- 
tent to publish issued pursuant to §1.294(c) must be in 
the form of a petition pursuant to §1.183 accompanied 
by the fee set forth in §1.17(h). [OMB Control No. 
0651-0018}. 

25. A new section 1.297 is added to read as follows: 


§1.297 Publication of statutory invention registration. 


(a) If the request for a statutory invention registration 
is approved the statutory invention registration will 
be published. The statutory invention registration 
will be mailed to the requester at the correspon- 
dence address as provided for in §1.33(a). A notice 
of the publication of each statutory invention regis- 
tration will be published in the Official Gazette. 

(b) Each statutory invention registration published will 
include a statement relating to the attributes of a 
statutory invention registration. The statement will 
read as follows: 

A statutory invention registration published pursuant 
to 35 U.S.C. 157 is not a patent but it has all of the 
attributes specified for patents in title 35, United 
States Code, except those ified in 35 U.S.C. 183 
and sections 271 through 289. A statutory invention 
istration does not have any of the attributes spec- 
ified for patents in any other provision of law other 
than title 35, United States Code. The invention 
with respect to which a statutory invention registra- 
tion is published is not a patented invention for pur- 
poses of the marking provisions of 35 U.S.C. 292. 
26. Section 1.301 is revised to read as follows: 


§1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in a 
reexamination proceeding dissatisfied with the decision 
of the Board of Patent Appeals and Interferences, and 
any party to an interference dissatisfied with the deci- 
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sion of the Board of Patent Appa and Interferences, 
may appeal to the U.S. Court of Appeals for the Federal 
Circuit. The appellant must take the following steps in 
such an appeal: (a) In the Patent and Trademark Office 
file a written notice of appeal directed to the Commis- 
sioner (see §§1.302 and 1.304); and (b) in the Court, file 
a copy of the notice of appeal and pay the fee for ap- 
peal as provided by the rules of the Court. The certified 
ist of documents and any ori or certified copies of 
such documents required by the Court will be transmit- 
ted to the Court by the Patent and Trademark Office 

27. Section 1.302 is revised to read as follows: 


§1.302 Notice of appeal. 


(a) When an appeal is taken to the U.S. Court of Ap- 
peals for the Federal Circuit, the appellant shall give 
notice thereof to the Commissioner within the time 
specified in §1.304. 

(b) In interferences, the notice must be served as pro- 
vided in §1.646. 

28. Section 1.304 is amended by revising paragraph (a) 
to read as follows: 


§1.304 Time for appeal or civil action. 


(a) The time for filing the notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit (§1.302) or 
for commencing a civil action (§1.303) is sixty days 
from the date of the decision of the Board of Patent 
Appeals and Interferences. If a request for reconsid- 
eration or modification of the decision is filed within 
the time ones under §1.197(b) or §1.658(b), the 
time for peal or commencing a civil ac- 
tion shall po at the end of the sixty-day period or 
thirty days after action on the request, whichever is 
later. Except for an appeal from or commencing a 
civil action after a decision of the Board of Patent 
Appeals and Interferences in me oe reexamination pro- 
ceeding or an interference prevoetin , the time peri- 
ods set forth herein are subject to fe provisions of 
§1.136. See §1.550(c) for extensions of time to appeal 
or commence a civil action in a reexamination pro- 
ceeding. See §1.645(a) for extensions of time to ap- 
peal or commence a civil action in an interference. 
An examiner-in-chief, upon a showing of excusable 
neglect, may extend the time for seeking judicial re- 
view of a decision of the Board of Patent Appeals 
and Interferences in an interference case when a re- 
quest is untimely filed after expiration of the time 
prescribed by this section. 


see 


29. Section 1.378 is amended by revising the section 
heading and paragraph (a) to read as follows: 


OL5hS Ameen Se payment of maintenance fee 
in expired patent to reinstate patent. 


(a) The Commissioner may accept the payment of any 
maintenance fee due on a patent after expiration of 
the patent if, upon petition, the delay in payment of 
the maintenance fee is shown to the satisfaction of 
the Commissioner to have been unavoidable and if 
the surcharge required by §1.20(m) is paid as a con- 
dition of accepting payment of the maintenance fee. 
If the Commissioner accepts payment of the mainte- 
nance fee u agen the patent shall be consid- 
ered as not pired, but will be subject to the 
conditions set forth in in ou U.S.C. 41(c)(2). 


. Section 1.431 is amended by revising paragra 
(b)(3\iii) and (c) and by adding new paragraphs on 
and (e) to read as follows: 
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§1.431 International application requirements. 


(b(3) * ** 

(iii) The name of the applicant, as prescribed (note § 
§1.421-1.424); 

(c) Payment of the basic portion of the international fee 
(PCT Rule 15.2) and the transmittal and search fees 
(§1.445) may be made in full at the time internation- 
al application papers required by paragraph (b) of 
this section are deposited or within one month there- 
after. Failure to make full payment within one 
penn of the deposit of the international application 

epg ane by paragraph (b) of this section will 
result i in the fees being charged to the International 
Bureau under the provisions of paragraph (d) of this 
section and PCT Rule 16 bis. 

(d) The United States Receiving Office will charge to 
the International Bureau in accordance with PCT 

Rule 16 bis and will consider as having been timely 


paid: 

(1) the transmittal fee, the basic fee portion of the in- 
ternational fee, or the search fee where these fees 
have not been fully paid by the applicant within 
one month of the date of deposit of the interna- 
tional application, and 

(2) the destination fee, or the amount necessary to 
cover all the designations made in the request 
which have not been paid by the applicant with- 
in one year from the priority date. 

The International Bureau will notify applicant of 

any amount ayy under paragraph (d) of this sec- 

tion and invite the applicant to pay directly to the 

International Bureau within one month from the 

date of the notification, the amount charged, aug- 

mented by a surcharge of 50%, provided the sur- 
charge will not be less and will not be more, than 
the amounts indicated in the Schedule of Fees 
appended to the PCT Rules. If the payment needed 
to cover the transmittal fees, the basic fee, the 
search fee, one designation fee and the surcharge is 
not timely made to the International Bureau, the In- 
ternational Bureau will notify the Receiving Office 
which will declare the international application 
withdrawn under PCT Article Oe) & If t fondy sot 
cant makes timely payment of the fees ref to in 
the previous sentence, but the amount paid is not 
sufficient to cover all the designation fees, the Re- 
tions not paid 


ceiving Office will declare any desi 
3)(b) in accor- 


withdrawn under PCT Article 1 
dance with PCT Rule 16 bis. ~r 

. Section 1.445 is amended by revising paragraphs 
ex) and (5) and adding wh Be (ane) to toad to on as 
‘ollows: 


AS eee Eee ie. ae eee 


(a) *** 
(4) The national fee, that is, the amount set forth as 
the filing fee under §1.16(a) through (d) credited 
one time only by an amount of $250 where an in- 
ternational search fee of $500.00 has been paid on 
the coi international application to the 
United States Patent and Trademark Office as an 
International Searching Authority. Where the 
amount of the credit is in excess of that required 
for the national fee, a request for a refund of the 
excess under §1.446(b) may be filed at the time of 
paying the national fee. Only one such credit is 
permitted based on a single $500.00 international 
search fee. 
(5) Surcharge for filing the national fee or 
oath or declaration later than 20 months 
from the priority date 
(6) For filing an English 
international 
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months after the priority date (§1.61(b)).. $20.00 


see 


32. Section 1.446 is amended by revising the section 
heading and paragraph (b) to read as follows: 


§1.446 Refund of international application filing and 
processing fees. 


(b) Refund of a portion of the search fee toward pay- 
ment of the national fee may be made one time to 
the extent set forth in §1.445(a)(4) if requested at the 
time of paying the national fee provided that a $500 
search fee has been paid. 


33. Section 1.451 is amended by revising paragraphs (b) 
and (c) to read as follows: 


§1.451 The priority claim and priority document in an 
international application. 


(b) Whenever the priority of an earlier United States na- 

tional application is claimed in an international appli- 
cation, the applicant may request in a letter of trans- 
mittal accompanying the international application 
upon filing with the United States Receiving Office 
or in a ae letter filed in the Receiving Office 
not later 16 months after the priority date, that 
the Patent and Trademark Office prepare a certified 
copy of the national application for transmittal to 
the International Bureau (PCT Article 8 and PCT 
Rule 17). The fee for preparing a certified copy is 
stated in §1.19(a)(3) and (b)(1). 
If a certified copy of the priority document is not 
submitted together with the international application 
on filing, or, if the priority application was filed in 
the United States and a request and appropriate pay- 
ment for preparation of such a certified copy do not 
accompany the international application on filing or 
are not filed within 16 months of the priority date, 
the certified copy of the priority document must be 
furnished by the applicant to the International Bu- 
reau or to the United States Receiving Office within 
the time limit specified in PCT Rule 17.1(a). 

34. Section 1.461 is amended by deleting paragraph (b) 
and by revising paragraph (a) to read as follows: 


§1.461 Procedures for transmittal of record copy to the 
International Bureau. 


(a) Transmittal of the record copy of the international 
application to the International Bureau shall be 
made by the United States Receiving Office. 

(b) (reserved) 


eeeee 
DONALD J. QUIGG, 


Acting Commissioner of 


Feb. 14, 1985. 
Patents and Trademarks. 


[1053 OG 10] 


MISCELLANEOUS 
(124) Hearings Before the Board of Appeals 


In recent years the backlog of cases awaiting decision 
by the Board of Appeals has grown substantially. The 
average time elapsing between filing of the examiner’s 
answer and final disposition is now roughly 17 months. 
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Intensive effort by the Board and greater use of acting 
examiners-in-chief have been successful in raising the 
number of dispositions, but at the same time the number 
of appeals continues to grow. Thus in the first six 
months of 1974, the Board disposed of 1,193 appeals but 
received 1,915; in the last half of the year the Board dis- 
posed of 1, 993 appeals but received 2,179. 

In this connection it will be helpful if applicants and 
attorneys will dispense with oral hearings except where 
unusual circumstances are present which make a hearing 
important to the decision. Appeals submitted on brief re- 
ceive just as careful consideration as those in which oral 
argument is presented, nor are any implications drawn 
as to the merits of the appeal from failure to request a 
hearing. It has been the Board’s experience that in the 
ordinary case the hearing is not of great value in arriv- 
ing at the ultimate decision. 

Appellants are also encouraged to review cases where 
a hearing has already been requested, with a view to 
withdrawing the request if it is not necessary. It is par- 
ticularly important that the Board be given timely notice 
whenever circumstances prevent the applicant or his 
representative from the appearing at a scheduled hear- 


ing. 
Rule 194 (37 CFR 1.194) limits oral argument to thir- 
ty minutes unless otherwise ordered by the Board. It has 
been the Board’s experience, however, that effective ar- 
guments can be presented in less than thirty minutes in 
most cases. Effective immediately the Board will be in- 
on appellants in the notices of hearing mailed to 
them that oral argument will be limited to twenty min- 
utes unless otherwise ordered before the hearing begins. 
The assistance of the public will be appreciated. 


C. MARSHALL DANN, 
Commissioner of Patents 


Mar. 20, 1975. 
and Trademarks. 


[933 O.G. 1010] 


(125) Hearings Before the Board of Patent 
Ai 


ppeals and Interferences 


During the past twelve months there has been an in- 
crease in the number of ex parte appeals pending before 
the Board of Patent Appeals and Interferences. In order 
to address the growing backlog of pending appeals, it is 
necessary to make the most effective use of the time of 
Examiners-in-Chief hearing appeals. Significant amounts 
of time are spent by Examiners-in-Chief preparing for 
the hearings. In an effort to conserve the time spent in 
the preparation for hearing by Examiners-in-Chief, no- 
tice is hereby given that subsequent to the confirmation 
of attendance at oral hearing, requests for postponement 
of the hearing will not be granted in the absence of a 
showing of dramatically unusual circumstances. 


SAUL I. SEROTA, 
Acting Chairman 
Board of Patent Appeals 
and Interferences. 


June 6, 1985. 


[1056 OG 44] 


(126) Hearings Before the Board of Patent Appeals 
and Interferences 


Rule 1.3 (37 CFR 1.3) provides that: 
“fajpplicants and their attorneys or agents are re- 
quired to conduct their business with the Patent and 
Trademark Office with decorum and courtesy.” 
Notice is hereby given that persons attending hearings 
before the Board of Patent Appeals and Interferences 
are advised that the above provision also applies to 
dress. If an attendee at a hearing is not appropriately 
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dressed, the attendee may be requested to leave the 
hearing room. 


SAUL I. SEROTA, 
Acting Chairman 
Board of Patent Appeals 
and Interferences. 


June 6, 1985. 


[1056 OG 45] 


Access to Interference Settlement 
Agreements by Government Agencies 


Under the provisions of 35 U.S.C. §135(c), a party to 
an interference filing a copy of a settlement agreement 
may request that the copy be kept separate from the file 
of the interference, and made available only to Govern- 
ment agencies on written request, or to any person on a 
showing of good cause. 

In order to provide the parties with a record of the 
inspection of such agreements by Government agencies, 
a representative of an agency will henceforth be re- 
quired to present a written request, similar to the follow- 
ing, for each interference in which the inspection and/or 
copying of the agreement(s) is desired: 


Date: 
To: Clerk, Board of Patent Interferences 


pa - the provisions of 35 U.S.C. 135(c), 
please pe 
the haere ‘of this letter, to[ ] inspect and/or [ 
sf the settlement agreement(s) filed in Interference 
0. 


(127) 


The information — from such inspection and/or 
copying will be t in confidence and will not be 
disclosed to any other person except for official in- 
vestigative or law enforcement purposes. 


The request will be placed in the folder containing the 
copy of the prepa where it may be inspected by 
the ies or their authorized representatives. 

is procedure will be applicable only to inspection 
or copying by the representatives of Government agen- 
cies, since no person other than a representative of a 
Government agency, or of a party, will be granted ac- 
cess to a copy of an interference settlement agreement 
which is kept separate from the interference file except 
by way of a petition for access thereto, see M.P.E.P. 
§1002.02(k), item 2, and the parties to the interference 
are normally provided with copies of any such petition. 


LUTRELLE F. PARKER, 
June 5, 1978. Acting Commissioner of Patents 
and Trademarks. 


[972 O.G. 2] 


(128) Accessibility of Non-Final Discovery Opinions 
and Orders Issued by the Board 
of Patent Interferences 


A number of inquiries have been received from the pa- 
tent bar and other interested persons relating to discovery 
practice under 37 C.F.R. §1.287 before the Board of Pa- 
tent Interferences. The inquiries indicate a need for mak- 
ing available to the public non-final Board opinions, in- 
cluding concurring and dissenting opinions, as well as 
orders, made in the adjudication of discovery matters be- 
fore the Board. While non-final opinions need not be 
made available to the public [5 U.S.C. §552(a)(2)], in or- 
der to satisfy the need, copies of non-final opinions issued 
by the Board will be kept in a file in the Service Branch of 
the Board in the U.S. Patent and Trademark Office 
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(Crystal Plaza, Building 6, Eleventh Floor, Room 1116, 
Arlington, Virginia). ions in the file may be re- 
viewed by the public during normal business hours (8:30 
A.M. to 5:00 P.M.). Copies of opinions may be made by 
the public on reproducing equipment in the Service 
Branch with tokens at a cost of $0.15 per page or copies 
may i ordered at a cost of $0.30 per page [37 C.F.R. 
1.21(b)]. 

In view of the provisions of 35 U.S.C. §122 and 37 
C.F.R. §1.11(a), a consent will be obtained by the Office 
from all parties in an interference before an opinion is- 
sued in connection with the interference is placed in the 
file if the interference file is not otherwise available to 
the public. Preliminary indications are that the parties 
and their counsel generally consent. 

In order to obtain optimum dissemination of the infor- 
mation contained in the file, opinions placed therein will 
be indexed according to specifi ic topics. Copies of the in- 
dex will be updated from time to time as the need oc- 
curs. Specific questions relating to the index and file 
may be directed to the Patent Interference Examiners. 

The initial index is as follows: 


Index 


1.00 Discovery in general [37 C.F.R. §1.287] 
1.10 Requests and service under §1.287(a) 
1.20 Requests under §1.287(b) 

1.30 Motions for additional discovery under 
§1.287(c) 
1.31 Related to derivation 
1.32 Related to abandonment, suppression, and 
concealment 
1.33 Related to inequitable conduct 
1.34 Other 

40 Motions under §1.287(d)(1) 

50 Action under §1.287(d)(2) 

60 Agreements under §1.287(e) 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 
[944 O.G. 2098] 


1. 
1. 
1. 


Mar. 5, 1976 


(129) Petitions in Interference Cases From Decisions 
of The Board on Motions for Additional Discovery 
Under 37 CFR 1.287(c) 


Notwithstanding the clear statement in the last sen- 
tence of 37 CFR 1.287(c), parties in interference cases 
continue to seek review by the Commissioner of deci- 
sions of the Board of Patent Interferences on motions 
for additional discovery under 37 CFR 1.287(c). Review 
of such a decision can be had along with judicial review 
of a decision on the question of priority. Cochran v. 
Kresock, 530 F.2d 385, 188 USPQ 553 (CCPA 1976); 
Comstock v. Kroekel, 200 USPQ 548 (Comm’r. Pat. 
1978). Accordingly, parties in interference cases are 
reminded that a petition to the Commissioner should not 
be filed for the ee ug ted of —_— review of an interloc- 
utory decision of granting or denying a mo- 
tion for additional pce under 37 CFR 1.287(c). See 
also Fenstermacher v. Daugherty, 189 USPQ 536 
(Comm’r. Pat. 1975) and Sheehan v. Doyle, 202 USPQ 
783 (Comm’r. Pat. 1978). The filing of such a petition 
only serves to delay the ultimate disposition of interfer- 
ences on the merits. The pn of a paper for the mere 
purpose of delay is not permitted by the rules. 37 CFR 
1.346. The Board of Patent Interferences will no longer 
grant a stay of proceedings pending disposition of a peti- 
tion to the Commissioner seeking review of a decision of 
the Board on a motion for additional discovery under 37 
CFR 1.287(c). 


SIDNEY A. DIAMOND, 
Apr. 17, 1980. Commissioner of Patents 
and Trademarks. 


(994 O.G. 28] 
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(130) Commissioner’s Notice 
Practice under 37 CFR §1.225(b) 


When a junior party to an interference is placed under 
an order to show cause why judgment should not be en- 
tered pursuant to 37 CFR §1.225 and requests final hear- 
ing to contest an ancillary matter, either the junior or 
senior party may file a motion for permission to take tes- 
timony poems to 37 CFR §1.225(b) and the last sen- 
tence of 37 CFR §1.251(b). However, some uncertainty 
has arisen as to when the motion must be filed and what 


" it must contain. 


Motion by the Junior Party 


When a junior party is placed under an order to show 
cause and the junior party desired a testimony period, 
the motion for permission to take testimony should be 
filed preferably before the time set for responding to the 
order to show cause. The motion will be considered 
timely, however, if filed no later than twenty (20) days 
after the Board of Patent Interferences enters an order 
setting final hearing. 

There are instances where the requested testimony re- 
lates to priority. For example, the junior party may oc- 
casionally desire to take testimony to establish prior in- 
ventive acts alleged in a preliminary statement even 
though those acts are subsequent to the senior y’s ef- 
fective filing date. This situation arises when (1) the ju- 
nior party’s area xd statement dates fall between the 
= date of the senior party’s involved application and 
the filing date of a prior application accorded to the se- 
nior party, (2) the junior party has unsuccessfully con- 
tended in a motion under 37 CFR §1.231 that the senior 
party should not be accorded benefit of the prior appli- 
cation, and (3) the junior party has requested final hear- 
ing to review the examiner’s adverse decision on the 
motion. 

When the requested testimony includes priority testi- 
mony, the motion to take testimony may be pro forma, 
viz., a simple request that a testimony period be set to 
obtain priority evidence. Normally, however, when a ju- 

nior party seeks to take testimony under 37 CFR 
§1.225(b), the proposed testimony relates solely to ancil- 
lary matters. When the requested testimony relates sole- 
ly to ancillary matters, the motion must comply with the 
provisions of 37 CFR §1.225(b)—a showing of good 
cause must be submitted and a pro forma request would 
not be sufficient. See generally Rivise & Caesar, Interfer- 
ence Law and Practice, Vol. Ill, §§376-377 (1947). 


Motion by the Senior Party 


There are occasions when a senior party may desire a 
testimony period even if the pat party does not re- 
quest a testimony period. See e.g., Lorenian v. Winstead, 
127 USPQ 501 (Ba Int. 1959). a senior party de- 
sires a testimony period, the motion for ission to 
take testimony should be filed promptly r the Board 
of Patent Interferences enters an order setting final hear- 
ing, but in no event later than twenty (20) days after en- 
try of such order. A senior party should take into ac- 
count the fact that a junior party will begin preparation 
of a brief for final hearing after receiving notice of the 
briefing schedule. Therefore, a senior party should not 
be permitted to let a junior party expend unnecessary 
energy preparing a brief for hearing if the senior 
party plans to move to take testimony. 

As in the case of a junior party, a request to take testi- 
mony relating to priority may be pro forma. A request to 
take testimony limited to ancillary matters must comply 
with 37 CFR §1.225(b). See 37 CFR 1.251(b), last sen- 
tence. 


RENE D. TEGTMEYER, 


Acting Commissioner of 
Patents and Trademarks. 


[1008 0.G. 9] 


June 15, 1981. 
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(131) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


Docket No. 40104-4151 
Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule. 

: The Patent and Trademark Office is amending 
its rules of practice in patent interference cases. The Pa- 
tent Law Amendments Act of 1984, Public Law 98-622, 

§§201-202, abolished the Board of Appeals and Board of 
Patent Interferences and created in their place a Board 
of Patent Appeals and Interferences which will decide 
ex parte appeals from adverse decisions of patent exam- 
iners and pore cases. The Patent and Trademark 
Office, through this amendment of its rules, intends to 

rovide guidance on the ures the Office will be 

‘ollowing in conducting interference cases before the 
Board of Patent Appeals and Interferences. 

Date: The effective date of these rules is: Feb. 11, 1985. 
For Information Contact: Fred E. McKelvey by 
telephone at (703) 557-4025 (if no answer, message may 
be left at 703-557-4103) or by mail marked to his atten- 
tion and addressed to Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: The Patent and Trademark 
Office (PTO) conducts interference proceedings to de- 
termine who as between two or more applicants for pa- 
tent or one or more applicants and one or more paten- 
tees is the first inventor of a patentable invention. 
Heretofore, the determination was made by a Board of 
Patent Interferences. The Patent Law Amendments Act 
of 1984, Public Law 98-622, §§201-202 combines the 
Board of Appeals and the Board of Patent Interferences 
into a single Board of Patent Appeals and Interferences 
(Board) and authorizes the Board to consider priority 
and patentability in interference cases. 

In view of the discretion given the Board under 35 
U.S.C. §135(a), as amended by Public Law 98-622 (“The 
in . . May determine questions of patentabili- 

oy, these new rules will apply to all interferences 
declared on or after Feb. 11, 1985, except in special cir- 
cumstances, such as: (1) interferences which are de- 
clared as a result of a motion made in another interfer- 
ence which was pending before the Board before Feb. 

11, 1985, (e.g., an interference declared as a result of a 
motion under 37 CFR §1.231 to declare an additional in- 
terference); (2) an interference related to another inter- 
ference declared prior to Feb. 11, 1985 (e.g., an interfer- 
ence involving a method of using a coppiced where an 
interference involving the same parties and the com- 
pound was declared prior to Feb. 11, 1985); and (3) an 
interference reinstituted after having been dissolved un- 
der the old rules (37 CFR §§1.201-1.288)(e.g., an inter- 
ference reinstituted after having been dissolved as a re- 

sult of a motion under 37 CFR §1.231 to dissolve on the 

grounds of unpatentability where the applicant has 
obtained allowance of the claims held unpatentable in 
the decision on motions). 

Through these new rules the PTO seeks to improve 
interference procedure so that the rights of parties in in- 
terferences are determined at an early date and the over- 
all process of examining patent applications which be- 
come involved in interferences is simplified. 

In order to obtain maximum input from the public 
prior to formally p proposing, sevieious to the rules, on 
Aug. 1, 1983, the PTO published in the Federal Register 
an advance notice of proposed rulemaking for interfer- 
ence rules. 48 F.R. 34836-34855. The advance notice 
was not published in the Official Gazette. Twenty-one 
written comments were received. All comments are 
available for public inspection in Rm. 10C01, Crystal 
Gateway II, 1225 Jefferson Davis Hwy., Arlington, Va. 

On Jan. 30, 1984, the PTO published in the Federal 
Register a notice of proposed rulemaking. 49 F.R. 
3768-3802. The notice was also published in the Official 
Gazette on Feb. 14, 1984. 1039 OG. 11; 1039 TMOG 11. 
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The notice also appeared in the Bureau of National Af- 
fairs’ Patent, Trademark & Copyright Journal, Vol. 27, 
pp. 312-346 (Feb. 2, 1984), hereinafter ‘BNA.” Eighteen 
written comments were received in response to the no- 
tice of proposed rulemaking. The comments are ana- 
lyzed herein. A hearing was held on May 15, 1984. 
Three individuals appeared at the hearing. com- 
ments made at the hearing are also analyzed herein. The 
eighteen comments and copy of the transcript of the 
hearing are available for public inspection in Rm. 10C01, 
Crystal Gateway II, 1225 Jefferson Davis Hwy., Arling- 
ton, Va. 

The new rules for interferences are set forth herein in 
§§1.601 through 1.688. The new rules replace entirely 
the present interference rules (37 CFR §§1.201 throu, 
1.288). A “six hundred” number series is used for the 
new rules. The use of a six hundred number series for 
the new rules will permit interested individuals to re- 
search published decisions (e.g., F.2d, USPQ) or 
computerized legal research services (e.g., LEXIS) cit- 
ing the new rules. 

An index of the headings of §§1.601-1.688 and a table 
correlating 37 CFR §§1.201 through 1.288 (old rules) to 
§§1.601 through 1.688 (new rules) appears below. 

Under the new rules, interferences are decided by the 
Board. The Board has jurisdiction to determine (1) pri- 
ority of invention, (2) patentability of any claim corre- 
sponding to a count both as to applicants and patentees, 
(3) any issue of interference-in-fact as to any count, and 
(4) any other issue necessary to resolve the interference. 
The rules permit an interference to be declared on the 
basis of a single count defining one patentable invention 
in interferences involving patents as well as applications. 
The Board also has jurisdiction to determine whether 
counts are patentably distinct. 

When an interference is declared, an examiner-in-chief 
is assigned to handle the interlocutory stages of the in- 
terference. An examiner having full signatory authority 
determines when one or more applications or one or 
more applications and a patent claim the same patentable 
invention. When the examiner makes such determina- 
tion, the examiner will forward any involved applica- 
tions or _— to the Board. The examiner will desig- 
nate, at time the involved applications or patents are 
sent to the Board, the claims of any application and pa- 
tent which correspond to each count. The examiner-in- 
chief can subsequently designate additional claims to 
correspond to a count. The examiner-in-chief assigned to 
handle the interference will issue a notice to the parties 
declaring the interference. 

The object of the interference will be to resolve all 
controversies as to all interfering subject matter defined 
by one or more counts. A final decision in the interfer- 
ence will determine who, if anyone, is entitled to claims 
which correspond to a count. Any decision adverse to 
an = by the Board will constitute a final refusal 

y the PTO to that applicant of the claims involved. 
Any decision adverse to a patentee constitutes cancella- 
tion from the patent of the claims involved. 

Any decision by the Board on any issue is binding on 
the examiner and would govern further proceedings in 
the PTO. 

The designation of a single examiner-in-chief to han- 
dle the interlocutory phases of an interference will per- 
mit better management of, and control over, interference 
proceedings. The rules provide that times be set and the 
examiner-in-chief exercise control over proceedings in 
the interference such that dency of the interference 
before the Board from declaration to final decision will 
not normally exceed 24 months. The examiner-in-chief 
should be familiar with the history of the interference 
and will be accessible to counsel for the parties. For ex- 
ample, an examiner-in-chief, where appropriate, may 
conduct telephone conference calls to obtain agreement 
of the parties on the setting of schedules. The rules also 
permit the examiner-in-chief to hold hearings in the 
PTO or by conference telephone call in order to expe- 
dite or settle interlocutory issues in interferences. Any 
hearing can be transcribed by a court reporter under 
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such conditions as an examiner-in-chief or the Board 
deems appropriate. The examiner-in-chief, where nn si 
priate, will be available by phone to rule on the admissi 
bility of evidence in the event parties encounter unusual 
problems during the taking of depositions. The examin- 
er-in-chief will also be available to rule on requests for 
production of documents which take place during cross- 
examination. Oral orders given by phone will be 
followed by written orders. 

At the time an interference is declared, the examiner- 
in-chief will set a time for filing preliminary motions. 
The preliminary motions can include: 

(1) A motion for judgment on the ground that a claim 
corresponding to the count is not patentable to an oppo- 
nent under 35 U.S.C. §§102, 103, 112, or any other pro- 
vision of law. 

(2) A motion for judgment on the ground that there is 
no interference-in-fact between the claims of the oppo- 
nents in the interference. 

(3) A motion to add or to substitute new counts, to 
amend a claim corresponding to a count, to designate an 
application or patent claim to correspond to a count, to 
designate an application or patent claim as not corre- 
pmerpuce Ban a count, or to require an applicant to pre- 
sent ac to be designated to correspond to a count. 

(4) A motion to substitute another application for the 
application involved in the interference or to add an ap- 

plication for reissue to the interference. 

P'G) A motion to declare another interference. 

(6) A motion to be accorded the benefit of an earlier 
application or to attack the benefit of an earlier applica- 
tion which has been accorded to an opponent. 

Other motions are permitted as necessary, such as a 
motion to amend the count and/or a claim correspond- 
ing to the count in response to a preliminary motion for 
judgment. 

Oppositions to motions are permitted if filed within a 
time set by the examiner-in-chief. Replies are also autho- 
rized. Papers which are not authorized by the rules or 


——— by the examiner-in-chief can be returned 
unfiled. 


A preliminary statement will be filed prior to or con- 
currently with the preliminary motions outlined above. 

Motions will be decided by an examiner-in-chief, who 
may consult with an examiner on questions of patentabil- 
ity which have not previously been decided by the ex- 
aminer. The examiner-in-chief may grant a motion, deny 
a motion, defer consideration on the merits of a motion 
to final hearing, or take such other action with respect 
to a motion as may be appropriate, e.g., dismiss an en- 
tirely inappropriate motion. 

At the time pre motions are decided, the pre- 
liminary statements will be opened. If a on a 
motion or inspection of the preliminary statement results 
in entry of an order to show cause why a judgment 
should not be entered, the party against whom judgment 
might be entered can request a hearing before the exam- 

iner-in-chief and two additional examiners-in-chief. The 


Wien tans yusied iveue Sar Gihag aenevereaidenk 
or after discovery has closed, the the examiner-in-chief will 
for taking testimony. Any party wishing to 
testimony of a witness can elect to have the tes- 
of the witness taken by deposition or presented 
oO A sees 6 eee ae 
be used as an affidavit. I giovtemens yb ay i tet 
opposing party may then cross-examine on 0 ~ hey 
ion. Any redirect will take place at the 
i the wienentis mnie Gt cakes 
rter and filing the transcript and and record asso- 


with cross-examination of its witness. 
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In the event a party needs testimony from a third-par- 
ty who will not appear unless a subpoena is issued, in- 
cluding a hostile witness, direct and cross-examination 
testimony may be taken on oral deposition. The rules 
provide that prior authorization of an examiner-in-chief 
is required before a party can take testimony by issuance 
of a subpoena under 35 U.S.C. §24. The rule thus adopts 
the policy of Sheehan v. Doyle, 513 F.2d 895, 898, 185 
USPQ 489, 492 (ist Cir.), cert. denied, 423 U.S. 874 
(1975), and Sheehan v. Doyle, 529 F.2d 38, 40, 188 
USPQ 545, 546 (ist Cir.), cert. denied, 429 U.S. 870 
(1976), rehearing denied, 429 U.S. 987 (1976), and rejects 
the policy announced in Brown v. Braddick, 595 F.2d 
961, 967, 203 USPQ 95, 101-102 (Sth Cir. 1979). Testi- 
mony obtained in other proceedings, e.g., another inter- 
ference or an infringement action, may be used if other- 
wise admissible. 

Under the rules, the Federal Rules of Evidence are 
made a rae to interferences, except for those por- 
tions which relate to criminal actions, any and other 
— not relevant to interferences. Those portions in- 
clude: 

(1) Rule 103(c). 

(2) Rule 104(c), (d), and (e). 

(3) The language in Rule 105 which reads “and in- 
struct the jury accordingly.” 

(4) Rule 201(g). 

pa | _ language in Rule 403 which reads “or mis- 


the j 

e ule 404(a)(1) and (2). 

(7) The word “charge” in Rule 405(b). 

(8) The language “or criminal” and proviso (ii) in 
Rule 410. 

(9) Rule 412. 

(10) Rule 606. 

(11) The language “whether by an accused” and “oth- 
er” in the last sentence of Rule 607. 

(12) The provisions of the first sentence of Rule 611 
(c) relating to leading questions on direct examination 
do not apply to statements made in an affidavit autho- 
rized to be filed under the rules. 

(13) The language “Except as otherwise provided in 
criminal proceedings by section 3500 of title 18, United 
States Code” and “except that in criminal cases when 
the prosecution elects not to comply, the order shall be 
one striking the testimony or, if the court in its discre- 
tion determines that the interests of justice so require, 
declaring a mistrial” in Rule 612 

(14) Rule 614. 

(15) Rule 706. 

(16) The language “excluding, however, in criminal 
cases matters observed by police officers and other law 
enforcement personnel ” and “and against the Govern- 
ment in criminal cases” in Rule 803(8). 

(17) The language “but not including, when offered 
by the Government in a criminal prosecution for pur- 
poses other than impeachment, judgments against per- 
sons other than the second” in Rule 803(22). 

(18) The “prosecution for homicide or in a” 
in Rule 804(b)(2). 

(19) The language “A statement tending to expose the 
declarant to criminal liability and offered to exculpate 
the accused is not admissible unless corroborating cir- 
cumstances clearly indicate the trustworthiness of the 
statement” in Rule 804(b)(3). 

(20) Rule 1101(a), (), WO), ¢ 3), and @. 

The a period for 


sevoed! and baled: Gell beaingy aenthdily' oF Weald 
before a panel consisting of the examiner-in-chief 
assigned to the interference and two other examiners-in- 
chief. The panel will render a final decision in the inter- 
ference. Requests for reconsideration are itted. 
on eee Bee ee consider only 
that evidence which Sun Gb aulae oaths 3 the Handle 
pe dh 11(a). Accordingly, the Board will not consider 
evidence which is submitted under a protective order is- 
sued by a court if release of that evidence under §1.11(a) 
would be inconsistent with the terms of the court’s or- 
der. 
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A final decision of the Board is reviewable in the U. 
S. Court of Appeals for the Federal Circuit or an appro- 
priate U. S. district court. Any reviewing court can re- 
view all aspects of the decision including patentability, 
priority, and all relevant interlocutory orders, such as 
denials of discovery. 

Except as noted above, these new rules are applicable 
to all interferences declared on or after Feb. 11, 1985. 
Interferences declared prior to Feb. 11, 1985, continue 
to be governed by the prior rules (37 CFR §§1.201-1.288 
(July 1, 1984)) and will be decided by personnel of the 
Board of Patent Appeals and Interferences. Actions 
presently taken by a patent interference examiner or ex- 
po of interferences will be taken by an examiner-in- 
chief. 

An anticipated time schedule for a two-party interfer- 
ence follows. ‘ 

Sections 1.601 through 1.688 would introduce new 
concepts in interference practice. Some of the more sig- 
nificant aspects of the rules, as well as some of the new 
concepts, include the following. 

Section 1.1 codifies a practice announced in a Com- 
missioner’s Notice of Nov. 28, 1983, “Mailing of Papers 
to the PTO in Patent Interference Proceedings,” 1037 
Official Gazette 25 (Dec. 27, 1983) and authorizes a party 
in an interference to direct mail to the PTO intended for 
the interference to a special box in the Mail Room for 
interference papers. Amendments copying claims which 
are filed prior to the time an interference is declared 
7 continue to be addressed in accordance with 

1.5(a). 

Section 1.5 provides that when a paper filed in the 
PTO concerns an interference which has been declared, 
it should state the names of the parties (e.g., Smith v. 
Jones) and the number of the interference. The name of 
the examiner-in-chief assigned to the interference 
(§1.610) and the name of the party filing the paper 
should also appear conspicuously on the first page of the 
paper. Identification of the examiner-in-chief assigned to 
the interference and the name of the party filing the pa- 
per will greatly assist the Board in its administration of 
interference cases. 

Section 1.8 excludes from the certificate of mailing 
practice any paper in an interference which an examin- 
er-in-chief orders filed by hand or “Express Mail.” Pa- 
pers filed by “Express Mail” in an interference case 
would be addressed as set forth in §1.1(e). 

Section 1.11 sets forth when the interference file 
would become available to the public without a petition 
for access. 

Section 1.48 provides that when a request is filed to 
correct inventorship of an cpplication involved in an in- 
terference, the request shall comply with the require- 
ments of §1.48 and shall be accompanied by a motion 
under §1.634. The request will be placed in the file of 
the application and the motion will be placed in the file 
of the interference. The request will be decided as part 
of the interference. 

Section 1.138 permits an attorney or agent to sign and 
file a paper abandoning an application involved in an in- 
terference. 

Section 1.196 more clearly sets forth the options open 
to an applicant when the Board makes a new ground of 
rejection under §1.196(b). The last sentence of para- 
graph (b)(1) is intended to clarify practice in certain situ- 
ations. One situation involves a case where (1) the 
Board affirms an examiner’s rejection of a “first” claim 
and makes a new ground of rejection under §1.196(b) of 
a “second” claim, (2) the applicant elects to have further 
proceedings before the examiner on the new ground of 
rejection on the second claim, and (3) those proceedings 
do not result in a further appeal (i.c., the second claim is 
allowed or is cancelled). The last sentence of 
§1.196(b)(1) permits the Board to make its decision final 
on the first claim. By making its decision final on the 
first claim, the time period under §1.304 for seeking judi- 
cial review begins. Another situation involves a case 
where (1) the Board affirms an examiner’s rejection of a 
claim over reference A, (2) the Board also enters a new 
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ground of rejection of the claim over reference B, (3) 
the applicant elects to have further proceedings before 
the examiner on the new ground of rejection, and (4) 
those proceedings result in applicant overcoming the 
new ground of rejection based on reference B. The last 
sentence of §1.196(b)(1) permits the Board to make its 
decision final as to its affirmance of the rejection over 
reference A. Entry of an order making its decision final 
would start the period under §1.304 for seeking judicial 
review. Thus, an applicant does not forego possible judi- 
cial review by electing further prosecution before the 
examiner when a new ground of rejection is made by 
the Board. Under paragraph (d), a recommendation by 
the Board that an allowed claim be rejected is binding 
on the examiner (rather than being a mere recommenda- 
tion as was previously the case) in the absence of (1) an 
amendment, (2) showing of facts by affidavit or other 
appropriate evidence, or (3) both. The last sentence of 
paragraph (d) is intended to clarify that the Board may 
enter a final decision in certain circumstances. When the 
Board affirms an examiner’s rejection of a “first” claim 
and makes a recommendation under paragraph (d) as to 
a “second” claim, the application is remanded to the ex- 
aminer and the Board’s decision affirming the rejection 
of the first claim is not a final decision. If pr i 
before the examiner on remand do not result in a further 
appeal (i.e., the second claim is allowed or is cancelled), 
the Board may then make its decision final as to the first 
claim. By making its decision final as to the first claim, 
the time period under §1.304 for seeking judicial review 
starts. Thus, an applicant does not forego judicial review 
on the first claim merely because of the remand pro- 
ceedings with respect to the second claim. 

Most of the current interference rules (§§1.201 
through 1.247 and 1.251 through 1.288) are removed, 
but will continue to govern interferences declared prior 
to Feb. 11, 1985. Section 1.248 is retained and governs 
service of papers in all patent cases except interference 
proceedings. Section 1.646 governs service of papers in 
interference proceedings. 

Under §1.292, it is intended to modify public use pro- 
ceedings only to the extent that public use and on sale 
issues which arise during an interference shall be raised 
by a poohenary motion under §1.633(a). There is no fee 
for filing the motion in the interference, but a fee would 
continue to be necessary when a petition is filed for in- 
stitution of a public use proceeding apart from an inter- 
ference. When a public use proceeding is instituted apart 
from an interference, the Commissioner will designate 
an appropriate official to conduct the proceeding includ- 
ing the setting of times for taking testimony under 
§§1.671 through 1.685. There will continue to be no 
“additional discovery” (see §§1.687 and 1.688) in public 


use proceedings. 2 

_ Section 1.304 makes clear that the provisions of §1.136 
do not apply when judicial review is sought of a deci- 
sion of the Board of Patent Appeals and Interferences in 
(1) a reexamination proceeding or (2) an interference. 
Ar extension of time to seek judicial review of a deci- 
sion of the Board in a reexamination proceeding may be 
obtained under §1.550(c). An extension of time to seek 
judicial review of a decision of the Board in an interfer- 
ence proceeding may be obtained under §1.645. Section 
1,304 also establishes an “excusable neglect” standard 
for seeking judicial review in interference cases when a 
notice of appeal is untimely filed or a civil action is not 
timely commenced. The excusable neglect standard is in- 
tended to be the same as the standard under Rule 4(a)(5) 
of the Federal Rules of Ap; te Procedure. 

Section 1.322 provides that when a request for a cer- 
tificate of 
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tificate of correction under 35 U.S.C. §255 (patentee’s 
mistake) is filed to make a correction of a patent in- 
volved in an interference, the request shall comply with 
the requirements of §1.323 and shall be accompanied by 
a motion under §1.635. The request will be placed in the 
file of the patent and the motion will be placed in the 
file of the interference. The request will be decided as 
part of the interference. 

Section 1.324 provides that when a request is filed to 
correct inventorship of a patent involved in an interfer- 
ence, the request shall comply with the requirements of 
§1.324 and shall be accompanied by a motion under pro- 
posed§ 1.634. The request will be placed in the file of the 
patent and the motion will be placed in the file of the in- 
terference. The request will be decided as part of the in- 
terference. 

Section 1.565 provides that when a patent is involved 
in an interference proceeding and a reexamination pro- 
ceeding, both the interference proceeding and the reex- 
amination proceeding will continue unless one of the 

proceedings is stayed. A stay of a reexamination pro- 
pote a will be made by the Commissioner. A stay of an 
interference proceeding will be made by an examiner-in- 
chief, subject to review by the Commissioner. Section 
1.565 continues the present practice of the Commission- 
er determining in every instance whether to stay a reex- 
amination proceeding when the patent involved in the 
reexamination proceeding is sought to be reissued or be- 
comes involved in litigation. 

Under §1.601, the rules shall be construed to secure 
the just, speedy, and inexpensive determination of inter- 
ferences. Section 1.601 defines various terms used in 
Subpart E including “additional discovery,” “affidavit,” 

“case-in-chief,” “case-in-rebuttal,” “count, ” “effective 
filing date,” “filing date,” “interference,” “interference- 
in-fact,” “junior party,” “lead” attorney, “party,” “phan- 
tom count,” “same patentable invention,” “separate pat- 
entable invention,” “senior party,” “sworn,” and “Unit- 
ed States.” “Affidavits” include declarations under 35 
U.S.C. §25 and 37 CFR §1.68 as well as statutory decla- 
rations under 28 U.S.C. §1746. The definition of “United 
States” is the same as the definition of United States in 
35 U.S.C. §100(c). 

The definition of “interference” permits an interfer- 
ence between one or more applications and one or more 
patents. Thus, these new rules follow the policy of Wil- 
son v. Yakel, 1876 Dec. Comm’r. Pat. 245 (Comm’r.Pat. 
1876) and, to the extent inconsistent therewith, do not 
follow the policy announced in Touval v. Newcombe, 194 
USPQ 509 (Comm’r.Pat. 1976). However, in view of the 
statutory requirement for the J poxpuae of at least one ap- 
plication in an interference, i applicant were to con- 
cede priority or otherwise be terminated from an inter- 
ference involving only one application and more than 
one patent, the interference would have to be terminated 
for lack of subject matter jurisdiction unless one or more 
of the patentees filed an application for reissue which 
could be added to the interference under §1.633(h). A 
“count” defines interfering subject matter. An interfer- 
ence may have two counts only if the second count de- 
fines a “separate patentable invention” from the Gest 
count. The reason the second count must define a 
rate patentable invention is to permit the PTO to la 
ly issue separate patents to different parties in an inter- 
ference when a single party does not prevail as to all 
counts. A “separate patentable invention” is defined in 
§1.601(n): 

Invention (A) is a “separate patentable invention” 
with respect to invention (B) when invention (A) is 
new (35 U.S.C. §102) and non-obvious (35 U.S.C. 
§103) in view of invention (B) assuming invention 
(B) is prior art with respect to invention (A). 


Section 1.602(a) continues the present PTO practice 
(37 CFR §1.201(c)) of not declaring or continuing an in- 
terference between (1) two or more applications owned 
by the same party or (2) an application and a patent 
owned by a single party unless good cause is shown. A 
corporation and its wholly-owned subsidiary are consid- 
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ered a “single party” within the meaning of §1.602(a). 
Under prior rules, when a patent and an application in- 
volved in an interference became commonly owned, the 
interference was not “dissolved.” Rather, the PTO re- 
quired that the interference be terminated with a judg- 
ment. Chillas v. Weisberg, 1928 Dec. Comm’r. Pat. 24 
(Comm’r.Pat. 1928); Malone v. Toth, 202 USPQ 397 
(Comm’r.Pat. 1978); and Morehouse v. Armbruster, 209 
USPQ 514 (Comm’r.Pat. 1980). Under these new rules, 
all interferences, including those involving only applica- 
tions, will be terminated with a judgment. As noted in 
Chillas v. Weisberg, supra at 25 “the common owner can 
allow a judgment against the junior party to be rendered 
by default or it can file a concession of priority from 
one party to the other.” Paragraphs (b) and (c) of §1.602 
continue the present PTO fae (37 CFR §1.201(c)) 
of requiring a party to notify the PTO of any real party 
in interest not apparent on the face of the notice declar- 
ing the interference (see §1.611) or of any change in the 
real party in interest after the interference is declared. 
The PTO needs to know the identity of any real party 
in interest to oe ay enforce §1.602(a) and to enable an 
examiner-in-c to determine whether rep is neces- 
sary or appropriate. A new requirement hs 
(b) and (c), not present in 37 CFR §1.201(c), <), a 20-day 
time period. for advising the PTO of the identity of, or 
any change in, the real party in interest. 

Under §§1.601(f), 1.603, and 1.606, the interfering sub- 
ject matter would be defined by one or more counts. All 
the claims in an application or a patent which define the 
same patentable invention as a count would be designat- 
ed to correspond to the count. An interference aoe 
have two counts only if one count defines a 
patentable invention from another count. Under §1. 606, 
at the time an interference is declared between a patent 
and an application, a count would not be narrower in 
scope than any patent claim which corresponds to the 
count. Thus, a patent claim would be presumed, subject 
to a motion under §1.633(c), not to embrace “separate 

tentable inventions.” Some examples illustrate how the 

O would formulate counts and designate patent and 
application claims to correspond to counts. 

Example 1: Application A contains patentable claim 1 
(engine). Application B contains patentable claim 8 (en- 
gine). If an interference is declared, there would be one 
count (engine). Claim 1 of application A and claim 8 of 
application B would be designated to correspond to the 
count. 

Example 2: Application C contains patentable claims 1 
(engine) and 2 ecvlinder engine). Application D con- 
tains patentable claim 8 (engine). An engine and a 6-cyl- 
inder engine define the same patentable invention. If an 
interference is declared, there would be one count (en- 
gine). Claims 1 and 2 of application C and claim 8 of ap- 
plication D would be designated to correspond to the 
count. 

Example 3: Marwan! E contains patentable claims 1 
(engine), 2 (6-cylinder engine), and 3 (engine with a plat- 
inum piston). Application F contains patentable claims 
11 (annie) and 12 (8-cylinder engine). Claims 1 and 2 of 
application E and claims 11 and 12 of application F de- 
fine the same patentable invention. Claim 3 of applica- 
tion E defines a te patentable invention from 
claims 1 and 2 of application E and claims 11 and 12 of 
application F. If an interference is declared, there would 
be one count (engine). Claims 1 and 2 of application E 
and claims 11 and a i of application F would be desig- 
nated to correspond to the count. Claim 3 of application 
E would not be designated to correspond to the count. 

Example 4: Application G contains patentable claims 
1 Gases) 2 (6-cylinder engine), and 3 (engine with a 
platinum piston). Application H contains patentable 
claims 11 (engine) and 15 (engine with a platinum pis- 
ton). Claims 1 and 2 of application G and claim 11 of 
application H define the same patentable invention. 
Claim 3 of application G and claim 15 of application H 
define a separate table invention from claims | and 
2 of application G and claim 11 of application H. If an 
interference is declared, there would be two counts: 
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Count 1 (engine) and Count 2 (engine with a platinum 
piston). Claims 1 and 2 of application G and claim 11 of 
application H would be designated to correspond to 
Count 1. Claim 3 of application G and claim 15 of appli- 
cation H would be designated to correspond to Count 2. 

Example 5: Application J contains patentable claims 1 
(engine), 2 (combination of an engine and a carburetor) 
and 3 (combination of an ine, a carburetor, and a cat- 
alytic converter). Application K contains patentable 
claims 31 (engine), 32 (combination of an engine and a 
carburetor), and 33 (combination of an engine, a carbu- 
retor, and an air filter). The engine, combination of an 
engine and carburetor, and combination of an engine, 
carburetor, and air filter define the same patentable in- 
vention. The combination of an engine, carburetor, and 
catalytic converter define a separate patentable invention 
from engine. If an interference is declared, there would 
be one count (engine). Claims 1 and 2 of application J 
and claims 31, 32, and 33 of application K would be des- 
ignated to correspond to the count. Claim 3 of applica- 
tion J would not be designated as corresponding to the 
count. 

Example 6: The PTO will continue to follow Waldeck 
v. Lewis, 120 USPQ 88 (Comm’r.Pat. 1955). Application 
L contains patentable claims 1 (Markush group of ben- 
zene or toluene), 2 (benzene), and 3 (toluene). Applica- 
tion M contains patentable claim 11 (benzene). Benzene 
and toluene define the same patentable invention. If an 
interference is declared, there would be one count 
(Markush group of benzene or toluene). Claims 1, 2, and 
3 of application L and claim 11 of application M would 
be designated to correspond to the count. 

Example 7: Application N contains patentable claim 1 
(benzene). Application P contains patentable claim 11 
(xylene). Benzene and xylene define the same patentable 
invention. If an interference is declared, there would be 
one count (benzene or xylene). Claim 1 of application N 
and claim 11 of application P would be designated to 
correspond to the count. 

Example 8: Application Q contains patentable claims 
1 (Markush group of benzene or chloroform), 2 (ben- 
zene), and 3 (chloroform). sear R contains pat- 
entable claim 33 (benzene). If benzene and chloroform 
define the same patentable invention and an interference 
is declared, there would be one count (Markush group 
of benzene or chloroform). Claims 1, 2, and 3 of applica- 
tion Q and claim 33 of application R would be designat- 
ed to correspond to the count. If chloroform defines a 
separate patentable invention from benzene and an inter- 
ference is declared, there would be one count (benzene). 
Claims 1 and 2 of application Q and claim 33 of applica- 
tion R would be designated to correspond to the count. 
Claim 3 of application Q would not be designated to 
correspond to the count. 

Example 9: Application S contains patentable claims 1 
(Markush group of benzene or chloroform), 2 (benzene), 
and 3 (chloroform). Application T contains patentable 
claims 11 (Markush group of benzene or chloroform), 12 
(benzene), and 13 (chloroform). If benzene and chloro- 
form define the same patentable invention and an inter- 
ference is declared, there would be one count (Markush 
group of benzene or chloroform). Claims 1, 2, and 3 of 
application S and claims 11, 12, and 13 of application T 
would be designated to correspond to the count. The 
PTO will continue to adhere to Becker v. Patrick, 47 
USPQ 314 (Comm’r.Pat. 1939). An interference can 
have two counts only if one count defines a separate 
patentable invention from another count. If chloroform 
defines a separate patentable invention from benzene and 
an interference is declared, there would be two counts: 
Count 1 (benzene) and Count 2 (chloroform). Claims 1 
and 2 of application S and claims 11 and 12 of applica- 
tion T would be designated to correspond to Count 1. 
Claims 1 and 3 of application S and claims 11 and 13 of 
application T would be designated to correspond to 
Count 2. 


Example 10: Patent A contains claim 1 (engine). Ap- 
plication U contains patentable claim 11 (engine). If an 
interference is declared, there would be one count (en- 
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gine). Claim 1 of patent A and claim 11 of application U 
would be designated to correspond to the count. 

Example 11: Patent B contains claims 1 (engine) and 2 
(6-cylinder engine). Application V contains patentable 
claim 8 (engine). An engine and a 6-cylinder engine de- 
fine the same patentable invention. If an interference is 
declared, there would be one count (engine). Claims 1 
and 2 of patent B and claim 8 of application V would be 
designated to correspond to the count. 

Example 12: Patent C contains claims 1 (engine), 2 
(6-cylinder engine), and 3 (engine with a platinum pis- 
ton). Application W contains patentable Boones 11 (en- 
gine) and 12 (8 cylinder engine). Claims 1 and 2 of pa- 
tent C and claims 11 and 12 of application W define the 
same patentable invention. Claim 3 of patent C defines a 
separate patentable invention from claims | and 2 of pa- 
tent C and claims 11 and 12 of application W. If an in- 
terference is declared, there would be one count (en- 
gine). Claims 1 and 2 of patent C and claims 11 and 12 
of application W would be designated to correspond to 
the count. Claim 3 of patent C would not be designated 
to correspond to the count. 

Example 13: Patent D contains claim 1 (engine), 2 
(6-cylinder engine), and 3 (engine with a platinum pis- 
ton). Application X contains patentable claims 11 (en- 
gine) and 15 or with a platinum piston). Claims 1 
and 2 of patent D and claim 11 of application X define 
the same patentable invention. Claim 3 of patent D and 
claim 15 of application X define a separate patentable in- 
vention from claims 1 and 2 of patent D and claim 11 of 
application X. If an interference is declared, there would 
be two counts: Count 1 (engine) and Count 2 (engine 
with a platinum piston). Claims 1 and 2 of patent D and 
claim 11 of application X would be designated to corre- 
spond to Count 1. Claim 3 of patent D and claim 15 of 
application X would be designated to correspond to 
Count 2. 

Example 14: Patent E contains claims 1 (Markush 
group of benzene or toluene), 2 (benzene), and 3 (tolu- 
ene). Application Y contains patentable claim 11 (ben- 
zene). Benzene and toluene define the same patentable 
invention. If an interference is declared, there would be 
one count (Markush group of benzene or toluene). 
Claims 1, 2, and 3 of patent E and claim 11 of applica- 
tion Y would be designated to correspond to the count. 

Example 15: In this example, the claims of — E 
and application Y in Example 14 are reversed. Patent E 
contains claim 1 (benzene). Application Y contains pat- 
entable claims 11 (Markush group of benzene or tolu- 
ene), 12 (benzene), and 13 (toluene). If an interference is 
declared, the count would be the same as the count in 
Example 14—({Markush group of benzene or toluene). 
Claim 1 a E and claims 11, 12, and 13 of applica- 
tion Y would be ngs <a to correspond to the count. 

Example 16: The will ccntinue to follow cases 
such as Case v. CPC International, Inc., 730 F.2d 745, 
221 USPQ 196 (Fed. Cir. 1984); cert. denied, 105 S.Ct. 
233 (1984); Aelony v. Arni, 547 F.2d 566, 192 USPQ 486 
(CCPA 1977); and Nitz v. Ehrenriech, 537 F.2d 539, 190 
USPQ 413 (CCPA 1976), and declare interferences 
where interfering patent and application claims are mu- 
tually exclusive provided the claims define the same pat- 
entable inventicn. Patent F contains claim 1 (benzene). 
Application Z contains patentable claim 11 (xylene). 
Benzene and xylene define the same patentable inven- 
tion. If an interference is declared, there would be one 
count (benzene or xylene). Claim 1 of patent F and 
claim 11 of application Z would be designated to corre- 
spond to the count. 

Example 17: It will be the practice of the PTO under 
§1.606 to initially declare interferences with counts 
which are identical to or broader than patent claims 
which correspond to the counts. A single patent claim 
would be umed, subject to a motion under §1.633(c), 

¢ separate patentable inventions. Patent G 
contains claim 1 (Markush group of benzene or chloro- 
form), 2 (benzene), and 3 (chloroform). Application AA 
contains patentable claim 33 (benzene). If an interference 
is declared, initially it would be presumed by the PTO, 
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subject to a later motion under §1.633(c), that benzene 
and chloroform define the same patentable invention. 
There would be one count (Markush group of benzene 
or chloroform). Claims 1, 2, and 3 of patent G and claim 
33 of application AA would be designated to correspond 
to the count. If a party believes benzene and chloroform 
define te patentable inventions, that party could 
file a motion under §1.633(c) to redefine the count and 
the claims corresponding to the counts. 

Example 18: Patent H contains claims 1 (Markush 
group of benzene or chloroform), 2, (benzene), and 3 
(chloroform). Application AB contains patentable claims 
11 (Markush group of benzene or chloroform), 12 (ben- 
zene), and 13 (chloroform). Benzene and chloroform ini- 
tially would be presumed, subject to a motion under 
§1.633(c), to define the same patentable invention, be- 
cause they are recited as a Markush group in a single 
patent claim. If an interference is declared, there would 
be one count (Markush group of benzene or chloro- 
form). Claims 1, 2, and 3 of patent H and claims 11, 12, 
and 13 of application AB would be designated to corre- 
spond to the count. If a party believes benzene and chlo- 
roform define separate patentable inventions, the party 
could move under §1.633(c) to substitute a count (ben- 
zene) for (Markush group of benzene or chicrcfcrm) and 
to add a count (chloroform). See Example 36. 

Example 19: Under §1.606, the PTO will continue to 
follow the practice announced in Ex parte Card and 
Card, 1904 Dec.Comm’r.Pat. 383 (Comm’r.Pat. 1904). 
Patent J contains claim 1 (method of mixing, grinding, 
and heating). Application AC ccntains patentable claim 
8 (method of mixing and heating) and does not disclose 
or claim a grinding step. In the context of the inventions 
disclosed in patent J and application AC, a method of 
mixing, grinding, and heating is the same patentable in- 
vention as a method of mixing and heating. Under cur- 
rent practice, it wculd be said that “grinding” is an “im- 
material” limitation in claim 1 of patent J. Under §1.606, 
the fact application AC does not disclose grinding 
would not preclude an interference. If an interference is 
declared, there would be one count (method of mixing 
and heating). Claim 1 of patent J and claim 8 of applica- 
tion AC would be designated to correspond to the 


count. 

Under §1.605, timely filing of an amendment present- 
ing a claim suggested by the examiner for purposes of an 
interference would stay ex parte proceedings in the ap- 
plication in which the claim is presented pending a de- 
termination by the examiner of whether an interference 
will be declared. Also under §1.605(a), when an examin- 
er suggests a claim, the applicant will be required to 
copy verbatim the suggested claim. At the time the 
suggested claim is ied, however, the applicant may 
also (1) call the examiner’s attention to other c 
ready in the application or which are presented with the 
copied claim and (2) explain why the other claims 
would be more appropriate to be included in any inter- 
ference which may be declared. 

Under §1.607(b), when an applicant seeks an interfer- 
ence with a patent, e.g., by copying claims from the pa- 
tent, examination of the application including any —_— 
would be handled with dispatch within the 
“Special dispatch” would be construed to be the same as 
wae dispatch in a reexamination proceeding. See 35 

S.C. §305. 

Under §1.608, the PTO will continue current practice 
(37 CFR §1.204(c)) of requiring an applicant seeking to 
provoke an interference with a patent to submit evi- 
dence which demonstrates that applicant is prima 
facie entitled to a judgment relative to the patentee. Evi- 
dence would be submitted only when the earlier of the 
filing date or effective filing date of the lication is 
more than three months after the earlier of the filing 
date or effective filing date under 35 U.S.C. §120 of the 


ined publications and patents and (2) 
the application are not patent- 


the application would be rejected and 
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the applicant could file a request for reexamination of 
the patent. 

Section 1.609 sets forth what an examiner shall for- 
ward to the Board when an interference is declared. For 
the most part, §1.609 continues current practice. How- 
ever, under §1.609(b)(3), the examiner would identify all 
claims in an application which the examiner believes are 
patentable over the proposed counts. Thus, a claim in an 
application would either correspond to a count or 
would be indicated as being patentable over the count. 
For instance, in Example 3, supra, the examiner would 
indicate that (1) claims 1 and 2 of application E and 
claims 11 and 12 of application F correspond to the 
count and (2) claim 3 of application E defines a separate 
patentable invention from the count. 

Under §1.610, each interference will be declared by an 
examiner-in-chief. The examiner-in-chief enters all inter- 
locutory orders in the interference. As necessary, anoth- 
er examiner-in-chief may act in place of the examiner-in- 
chief assigned to the interference. At the discretion of 
the examiner-in-chief assigned to the interference, a pan- 
el of two or more examiners-in-chief may enter an inter- 
locutory order. The examiner-in-chief will set times and 
control proceedings such that pendency of the interfer- 
ence normally will not exceed 24 months. Under 
§1.610(d), the examiner-in-chief is authorized to hold 
conferences. Any conference can be by a telephone con- 
ference call. Under §1.610(e), an examiner-in-chief is au- 
thorized to determine a Be course of conduct for 
any situation not specifically covered by the rules. 

Under §1.611(a), the PTO will normally notify each 
party at its correspondence address (37 CFR §1.33(a)) 
that an interference is declared. This practice will save 
the PTO the administrative burden of sending multiple 
notices as is eo by the present rules. Under 
§1.611(a), the PTO could, in an appropriate circum- 
stance, also send a notice to a patentee or an assignee. 
An appropriate circumstance for sending an additional 
notice would be a situation where a patent was issued 
on the basis of an application filed under 37 CFR §1.47. 
The matters to be specified in a notice declaring an in- 
terference are set out in §1.611(c). One item to be set 
out is the “order of the parties,” meaning the order in 
which the parties will take testimony. If Jones is the ju- 
nior party and Smith is the senior party, the order of the 
parties is: Jones v. Smith. The order of the parties may 

change as a result of the granting of a motion under 
§$1.633(d), (f), or (g). Under §$1.611(d), the notice declar- 
ing the interference may also set dates for filing prelimi- 
nary statements, notices that preliminary statements have 
been filed, motions under §1.633, oppositions to those 
motions, and replies to the oppositions. Alternatively, an 
examiner-in-chief may set those times in a separate order 
before or after consultation with counsel for the parties. 
Under §1.611(e), the PTO may place a notice in the Of- 


ficial Gazette each time an interference is declared in- 


volving a patent. The notice would make it easier for 
patent practitioners throughout the country to determine 
pee cll aed raat A thar bf ay 


Under §1.612, er affidavits under §1.131 and 
any evidence and explanation under §1.608(b) filed sepa- 
de froms'Un editedanant, Gath shall have access to 
the file of every other an interference is de- 

ications and patents involved in 
an interference will be maintained if the Service Branch 
of the Board of Patent Appeals and Interferences for in- 
spection and copying. fe explanaticn which is filed as 
part of an an amendment which discusses 
details contained in ro “affidavit under §1.131 would not 
be sealed under §1.612(a). Thus, §1.612(a) continues the 
practice discussed in Moorman v. Martin, 103 USPQ 273 
(Comm’r.Pat. 1950) and Calvert, An Overview of Interfer- 
ence Practice, 62 J. Pat. Off. Soc’y. 290, 293 (1980). Un- 
der§1.612(b), each party will have access to an oppo- 
nent’s affidavit under §1.131 or an opponent’s evidence 
and explanation under $1.608(b) w when a decision is ren- 
dered on motions under §1.633. Under §1.612(c), a Bd yd 
would be required to serve any evidence and ex- 
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planation under §1.608(b) if an order to show cause is is- 
sued under §1.617(a) and the party responds to the order 
under §1.617(b). Under §1.612(d), the | may agree 
to exchange comes of their respective 

Under §1.613(a), when a party has appointed more 
than one attorney or agent of record, the party may be 
required to designate a “lead” attorney or agent. A lead 
attorney or agent would be a registered attorney or 
agent of record who is primarily responsible for prose- 
cuting an interference on behalf of a party and is the in- 
dividual whom an examiner-in-chief can contact to set 
times and take other action in the interference. Section 
1.613(b) continues the practice of not permitting the 
same attorney or agent to represent two or more parties 
in an interference except as permitted by Chapter 1, see 
e.g., $1.344. Under §1.613(c), an examiner-in-chief can 
make an appropriate inquiry to determine whether an at- 
torney or agent should be disqualified from representing 
a party. A final decision to disqualify an attorney or 

ent is made by the Commissioner under 35 U.S.C. 


§32. 

Section 1.614 specifies when the Board gains jurisdic- 
tion over an interference. The section also indicates 
when an interference becomes a contested case within 
the meaning of 35 U.S.C. §24. A remand to the examin- 
er is authorized and may be useful in certain situations, 
such as, when a party moves under §1.633(c) to add a 

proposed count which is broader than any count in an 
se m9 Alternatively, an examiner-in-chief would 
be able to obtain informal opinions from examiners dur- 
ing the course of an interference. Nothing in the rules, 
however, is intended to authorize informal conferences 
between an examiner-in-chief and an examiner with re- 
spect to the merits of an application before the Board in 
a - parte appeal from an adverse decision of the exam- 


a 1.616 permits an examiner-in-chief or the 
Board to impose appropriate sanctions a t a party 
who fails to comply with the rules or with an order en- 
tered in the interference. Paragraphs (a) hea (e) set 
forth some of the possible sanctions which can be en- 
tered. The particular sanction to be entered would de- 
pend on the facts of a given case and ordinarily would 
not be entered prior to giving the affected party an op- 
portunity to present its views. An individual examiner- 
in-chief could not impose a sanction ting judgment 
inasruch as entry of a judgment requires action by the 
Beard. See §1.610(a). A party desiring sanctions imposed 
agniet an opponent could move aollie §1.635 for entry 

order imposing sanctions. 

Section 1.617 retains summary judgment proceedings 
in those cases where a junior party applicant is required 
to file evidence and an explanation under §1.608(b). To 
avoid summary judgment, the junior party applicant 
must establish that it is prima facie entitled to judgment 
relative to the senior party patentee. For the most part, 
practice under §1.617 will be the same as the current 
practice under 37 CFR §1.228. The major changes 
would be the following: (1) A prima facie case could be 
based on patentability as well as priority. (2) A stricter 
standard would be imposed for presenting additional evi- 
dence after entry of an order to show cause. Under cur- 
rent practice (37 CFR §1.228), additional evidence may 
be submitted with a response to an order to show cause 
“when a showing in excuse of . . . [its] omission from 
the original” showing is made. The “good cause” show- 
ing required by §1. $1706) imposes a stricter standard 
than was required under the prior rules. The stricter 
standard is necessary to encourage licants copying 
claims from a patent to better prepare initial show- 
ings under proposed §1.608(b). Under current practice, 
the Board of Patent Interferences has found that sub- 
stantial time is lost in issuing orders to show cause based 
on an inadequate initial showing only to have an ade- 
quate showing made with the response to the order to 
show cause. Under the “good cause” standard, igno- 
rance by a party or counsel of the provisions of the 
rules or the substantive requirements of the law would 
not constitute good cause. (3) When an interference in- 
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volves more than two parties, all opponents would be 
peered to pertsnne in summary judgment proceed- 
rs aly new rules overrule Chan v. Akiba v. 

189 USPQ 621 (Comm’r.Pat. 1975). (4) Current- 
ly, an pic the must file two copies of its initial show- 
ing under 37 CFR §1.204(c). Under §1.608(b), a party 
would file only one copy of the showing. However, any 
party responding to an order to show cause would be 
required to serve a copy of its initial showing under 
§1.608(b) with any response to the order to show cause. 
(5) A single examiner-in-chief may order an interference 
to. proceed after issuance of an order to show cause un- 
der§1. 608(b) and the filing of a response by an applicant 
pe sai pica Only the Board, however, may enter a 


whe th See §1.617(b). 
“Denar $161 the PTO has authority to return to a 
party any paper presented in an interference which is 
not authorized by, or is not in compliance with the re- 
Fog uirements of, Subpart E. When an improper paper is 
led, a party may be given an opportunity to file a prop- 
er paper under such conditions as an examiner-in-chief 
may deem appropriate. Two examples of improper pa- 
pers are: (1) replies to replies which are not authorized 
by the rules and (2) papers presented which have at- 
tached thereto a paper previously filed in the interfer- 


ence. 
Sections 1.621 through 1.629 govern preliminary state- 
ments which continue to be required in interference 


cases. 

Under §1.621, a preliminary statement can be signed 
by any individual having knowledge of the facts (e.g., 
the inventor) or by an attorney or agent of record. Per- 
mitting an attorney or agent of record to sign a prelimi- 
nary statement eliminates unnecessary mailing of papers 
between ies and their attorney or agent. 

Under §1.622, the preliminary statement would identi- 
fy the inventor ‘who made the invention defined by each 
count. If the inventor identified in the preliminary state- 
ment is not an inventor named in the application or 
tent involved in the interference, a a under §1. b34 
ale be an ently filed to correct inventorship. 

623, 1.624, and 1.625 poe Ml set out 
the iain: which should be made in, and the attach- 
ments which should accompany, a preliminary statement 
when (1) the invention was made in the United States, 
(2) the invention was made abroad and was introduced 
into the United States, and (3) derivation by an oppo- 
nent from a party is to be an issue. 

Section 1.626 permits a party to file a preliminary 
statement which states that the party only intends to 
rely on the filing date of an earlier United States or for- 

eign application. Ordinarily, a junior party who fails to 
= a preliminary statement is not entitled to access to 

y other preliminary statement filed (see §1.631(b)). 
Section 1.626 would permit a junior party who only in- 
tends to rely on an earlier application to have access to 
any opponent's p statement. 

Section 1.628 sets out how an error in a preliminary 
statement may be corrected. 

Section 1.629 sets out the effect of a preliminary state- 
ment. A party who fails to file a preliminary statement 
will not be permitted to prove (1) that the party made 
the invention defined by a count prior to the party’s fil- 
ing date or 4 that an opponent derived the invention 


from the 

Under 1.631, preliminary statements normally will be 
opened for inspection when an examiner-in-chief decides 
preliminary motions filed under §1.633. A junior party 
who does not file a preliminary statement is not entitled 
to access to a preliminary statement of any other party. 
When an interference is terminated before preliminary 
statements are opened, any preliminary statement which 
Sartuen Uae es. pelial aamieanh t0 tee face 
who submitted the statement. 

par aueoe, 8 soeng sus -be Sed by 9 perty whe 

to argue that an opponent abandoned, su 

presed ot concealed concealed an actual reduction to practice. 45 
S.C. §102(g). A party will not be itted to brief 
(§1.656) or argue at final hearing (§1.654) that an oppo- 
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nent abandoned, suppressed, or concealed an actual re- 
duction to practice unless the notice is timely filed. A 
notice is timely if filed within ten (10) days of the close 
of the testimony-in-chief period of an opponent. While a 
party has the burden of proving that an opponent aban- 
doned, suppressed, or concealed, the burden may be 
discharged on the basis of the opponent’s evidence 
alone. Shindelar vy. Holdeman, 628 F.2d 1337, 207 USPQ 
112 (CCPA 1980). See also Correge v. Murphy, 705 F.2d 
1326, 217 USPQ 753 (Fed. Cir. 1983); Horwath v. Lee, 
564 F.2d 948, 195 USPQ 701 (CCPA 1977); and Peeler 
v. Miller, 535 F.2d 647, 190 USPQ 117 (CCPA 1976). 
Under current practice where notice is not required, it is 
possible that a party may learn for the first time that 
abandonment, suppression, or concealment is an issue 
when the party receives an opponent’s brief at final 
hearing. See Klug v. Wood, 212 USPQ 767, 771 n. 2 
(Bd.Pat.Int. 1981). At that point, it is often too late to 
reopen proceedings in the interference. The purpose of 
requiring the notice under §1.632 is to make the parties 
and the Board aware during the interlocutory stage of 
an interference that abandonment, suppression, or con- 
cealment may be an issue in the interference. Early no- 
tice will permit the parties to ask for and the examiner- 
in-chief to set appropriate testimony periods for a party 
to present evidence related to abandonment, suppression, 
and concealment, particularly in those cases where long 
unexplained delays tend to prove the allegation of sup- 
pression or concealment. Early notice will also eliminate 
the need for hag) mwa moving to reopen the testimony 
iod. Klug 

Under $L 633, a 7 or file preliminary motions 
for judgment, to redefine the interference, to substitute a 
different application in the interference, to declare an 
additional interference, to be accorded the benefit of an 
earlier application, to attack benefit previously accorded 
an opponent, or to add a reissue application to the inter- 
ference. The motions are called “preliminary motions” 
in order to distinguish the motions from other motions 
which might be filed during the course of an interfer- 
ence. The preliminary motions would replace motions 
currently authorized by 37 CFR §1.231. 

Under §1.633(a), a motion to dissolve would be re- 
placed with a motion for judgment. A party can file a 
motion for judgment on the ground that an opponent's 
claim corresponding to a count is unpatentable to the 
opponent. With two eal rege unpatentability can be 
based on prior art (35 U.S.C. §§102, 103), insufficiency 
of disclosure (35 U.S.C. §112, first paragraph), indefi- 
niteness of claims (35 U.S.C. §112, second paragraph), 
double patenting, estoppel, or any other Lanww % which 
would support a holding that claims corr epennas toa 
count are not patentable. The two exceptions are (1) pri- 
ority of invention of the subject matter of a count by the 
moving party as against any opponent and (2) derivation 
of the subject matter of a count by the opponent from 
the moving party. The two exceptions are directed to is- 
sues which are traditional “priority” issues, e.g., which 
inventor made the invention defined by a count first or, 
when derivation is an issue, who made the invention. 
Resolution of those “priority” issues almost always re- 
quires the taking of testimony. A motion for judgment, 
however, would be proper when a party believed an in- 
dividual not involved in the interference made the in- 
vention defined by the count prior to an opponent in the 
interference, but subsequent to the moving party. Thus, 

a patentability issue, such as that raised under 35 U.S.C. 
§102(g) in Sutter Products Co. v. Pettibone Mulliken 
poe 428 F.2d 639, 166 USPQ 100 (7th Cir. 1970), 

aengy Nee sang epi gaan Jue judgment un- 
= 1.633(a). Derivation b Ap rom an indi- 
vidual not involved in aye 4 also be 
raised under §1.633(a). 

Under §1.633(b), a party could move for a judgment 
when the party believes there is no interference-in-fact. 
pale glx gece dP pean pr pe Sapp scar f 

ence-in-fact is only proper under one of three condi 
tions: (1) when an interference involves designs, (2) 
when the interference involves plant applications or a 
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plant application and plant patent, or (3) when no claim 
of a party which corresponds to a count is identical to 
any claim of an opponent which corresponds to that 
count. An example illustrates when a motion under 
§1.636(b) is proper. 

Example 20: Application AD contains patentable 
claim 1 (6-cylinder ongee, Application AE contains 
patentable claim 3 (8-cylinder engine). An interference is 
declared with a single count (6 or 8-cylinder engine). 
Claim 1 of application AD and claim 3 of application 
AE are designated to correspond to the count. Appli- 
cant AD believes that a 6-cylinder e is a “separate 
patentable invention” (see §1.601(n)) Tom an 8-cylinder 
engine. Applicant AD would file a motion under 
§1.633(b) for a judgment on the ground of no interfer- 
ence-in-fact stating why a 6-cylinder engine is patentably 
distinct from an 8-cylinder engine. If the Board ultimate- 
ly agrees with applicant AD, a patent could issue to AD 
containing claim 1 of application AD and a second 
= could issue to AE containing claim 3 of application 
A 


Under §1.633(c), a party may move to redefine inter- 
fering subject matter. One way to redefine interfering 
subject matter would be to add or substitute a count. 
When a party seeks to add a count, the party is required 
to demonstrate that the proposed count to be added is 
directed to a “ tentable invention” from every 
other count in the interference. 

A motion may be filed to amend an application claim 
which has already been designated to correspond to a 
count. See §1. 633(cX(2). Such a motion might be filed 
when a party believes an application claim designated to 
correspond to a count is unpatentable and the amended 
claim is believed to be patentable. 

An applicant may move to add a claim to the appli- 
cant’s application and to designate the claim to be added 
to correspond to a count. See §1.633(c)(2). Such a mo- 
tion may be filed when the applicant discloses specific 
subject matter which is not claimed, would like to claim 
the subject matter, and wants the subject matter in- 
volved in the interference. 

Another way to redefine interfering subject matter 
would be to designate a claim as corresponding or not 
corresponding to a count. See §1.633(c @) and (c)(4). 
Examples 21 and 22 illustrate this latter poin 

Example 21: Apesontge AF a 
claim 1 (engine). Patent K contains claims — 
and 5 (6-cylinder engine). Claim 1 of  nmtonoee AF and 
claim 3 of patent K are designated to nd to the 
count. Applicant AF believes a 6-cylinder engine is the 
same patentable invention (see §1.601(n)) as en; Ap- 
plicant AF would file a motion under §1.63 (3) to 
designate claim 5 of t K as corresponding to the 
count. If the motion is granted and applicant AF pre- 
vails in the. interference, P ap ony would be entered 
against patentee K and both claims 3 and 5 of patent K 
would be cancelled under 35 U.S.C. §135(a). 

Example 22: Application AG contains patentable 
claim | (engine). Patent L contains claims 3 (engine) and 
5 (8-cylinder engine). An interference is declared with 
one count (engine). Claim 1 of application AG and 
claims 3 and 5 of patent L are desi to correspond 
to the count. Patentee L believes an 8-cylinder en- 

defines a “separate patentable invention” (see 

1.601(n)) from engine. Patentee L should file a motion 
sabes §1.633(c)(4) to oraem claim 5 of patent L as 

corresponding” count. If the motion . 
a and an pn -Bey ated is entered against pai 
wee I eal coins 3 teen ba conned bon nee 
tent pursuant to 35 U.S.C. §135(a). 

A motion to redefine the interfering subject matter 
may also request that an opponent who is an applicant 
be required to add a claim to the opponent’s application 
and to designate the claim to correspond to a count. See 
§1.633(c)(5). Such a motion might be filed when a party 
sees the opponent discloses, but does not claim, sub- 
ject matter which the party believes should be involved 
in the interference. 

Section 1.633(i) would continue present practice (37 
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CFR §1.231) of allowing a to move to redefine the 
subject matter of the interference or substitute a differ- 
a oo lication when an opponent moves for judgment 

1. * a and (b)) or to attack benefit (see 


te 633(g 
Paragraph (j) of A 633 will permit an opponent to 
move for benefit when a party moves to add or substi- 
tute a count. Thus, when a motion to add a count is 
filed by a party and an opponent wants benefit of an 
earlier ee ae ce in the event the motion to add is 
opponent should file a motion under 
Fr°635q) to't to be accorded benefit. The mere fact that the 
opponent had been accorded benefit of an earlier appli- 
cation when the interference was declared does not 
mean the opponent will be accorded benefit as to some 
ped count which may be added on motion of some 

other 

Section 1.634 authorizes a motion to correct 
inventorship in an application (see §1.48) or a patent (see 
§1.324) involved in an interference. 

Section 1.635 authorizes the filing of motions other 
than those specified in §§1.633 or 1.634. Motions filed 
under §1.635 would be referred to as “miscellaneous mo- 
tions” to distinguish from “preliminary motions” under 
§1.633. Instances where a miscellaneous motion would 
be filed include motions to correct an error in a prelimi- 
nary statement, to extend time for taking action or to 
seek judicial review, to obtain permission to proceed un- 
der 35 U.S.C. §24, or to obtain additional discovery. 

Section 1.636 sets out the times within which a mo- 
tion would be filed. 

Section 1.637 sets out the content of motions. In prior 
interference practice, parties and their counsel have had 
difficulty meeting all the “unwritten” requirements for 
motions under Ea CFR §1.231. Section 1.637 is quite 
specific in setting out the requirements for each type of 
motion, particularly the preliminary motions. By setting 
out with specificity the requirements for each type of 
motion, it is intended to minimize disposition of motions 
on technicalities. A vast majority of the comments in re- 
sponse to the advanced notice published in the Federal 
Register on Aug. 1, 1983, commenting on then proposed 
§1.637 were in favor of the requirements for motions be- 
ing specifically set out in the regulations. 

Section 1.638 authorizes oppositions to motions. Any 
= ‘would have to identify any material fact in 
dispute. A reply to an opposition would be authorized 
for all motions. A reply to a reply is not authorized. 

Section 1.639 sets forth the evidence which may ac- 
company a motion, ition, or reply. Every material 
fact alleged in a motion, opposition, or an reply would 
have to be supported by proof. Section 1.639(b) autho- 
rizes affidavits to be used as proof for any motion. The 
affidavit may later be used by a party during the testi- 
mony period (see §§1.671(e) aad 1.672(b)). When a party 
believes that testimony is to decide a motion 
under §1.633 or §1.634, the party would have to de- 
scribe the nature of the testimony needed. If an examin- 
er-in-chief agrees that testimony is needed, appropriate 
interlocutory relief would be granted and testimony 
would be ordered. 

Example 23: An interference is declared with one 
count between application AH and application AJ. Ap- 
plicant AH files a preliminary motion aan §1. 633001) 
to redefine the interference by adding a second count. In 
order to succeed, applicant AH must show that the pro- 
posed count to be added is directed to a “separate pat- 
entable invention” (see §1.601(n)) from the count al- 
ready in the interference. In the motion, applicant AH 
sets forth in detail the testimony which would be re- 
quired to prove that the subject matter of the proposed 
count is to a separate patentable invention from the sub- 
ject matter of the count in the interference. ge sonar 
AJ opposes the motion on the ground that the 
and present counts define the “same patentable { ree 
tion” (see §1.601(n)). An examiner-in-chief determines 
that a material fact is in dispute and that applicant AH 
has established testimony is needed to properly rule on 
the motion. Under the circumstances, the motion would 
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be deferred to final hearing and a testimony period 
would be ordered. The questions of (1) whether the pro- 
posed and present counts define the same patentable in- 
vention and (2) priority would be decided at final hear- 


ing. 

Under §1.640, an examiner-in-chief would decide all 
motions. A hearing could be held on a motion in the dis- 
cretion of an examiner-in-chief. Where appropriate, an 
pone tt aned could consult with an examiner on a 
queece of patentability which arises in the first instance 
in the interference. Consultation would not be necessary 
vane the examiner had already ruled on the patentabili- 

question which comes before the examiner-in-chief or 
‘ Board. Moreover, nothing in §1.640 authorizes con- 
ferences between examiners-in-chief and examiners in ex 
parte ap under 35 U.S.C. §134 from an adverse de- 
cision of an examiner. A party is entitled to request re- 
consideration of a decision on a motion by a single ex- 
aminer-in-chief. An opposition to a request for 
reconsideration could not be filed unless ordered by an 
examiner-in-chief or the Board, but the decision by the 
single examiner-in-chief would not normally be modified 
unless an opposition has been requested. The request for 
reconsideration would be acted on by a panel of the 
Board consisting of at least three examiners-in-chief, one 
of whom would normally be the examiner-in-chief who 
decided the motion. Several comments were received in 

mse to the advance notice questioning why the ex- 
aminer-in-chief who decided the motion would form 
part of the panel deciding the request for reconsidera- 
tion. The decision to propose, and now adopt, a regula- 
tion which would permit the examiner-in-chief who de- 
cided the motion to participate in the decision on 
reconsideration was made after careful balancing of all 
the factors involved. It could have been proposed to 
permit the examiner-in-chief to individually decide the 
request for reconsideration. However, it is believed that 
parties in interference cases would feel that their re- 
quests for reconsideration are being more fully consid- 
ered if more than one person considers their request. 
The two additional examiners-in-chief would be able to 
consult with the examiner-in-chief most familiar with the 
case, but would be able to control the decision on re- 
consideration by a majority vote. Use of the examiner- 
in-chief who decided the motion and two additional ex- 
aminers-in-chief would (1) minimize delay which would 
occur if three new examiners-in-chief were used who 
were unfamiliar with the record and (2) minimize the 
possibility that reversible error occurred if only the ex- 
aminer-in-chief who decided the motion also individual- 
ly decided the request for reconsideration. 

Under §1.644, petitions to the Commissioner are au- 
thorized in interference cases under certain restricted 
conditions. Petitions in interferences have been the 
source of substantial delay. Section 1.644 attempts to 
minimize those delays. Section 1.644 authorizes a peti- 
tion to the Commissioner from a decision of an examin- 
er-in-chief or a panel when the examiner-in-chief or the 
panel shall be of the opinion (1) that the decision in- 
volves a controlling question of procedure or an inter- 
pretation of a rule as to which there is a substantial 
ground for a difference of opinion and (2) that an imme- 
diate decision on petition would materially advance the 
ultimate termination of the interference. The standard is 
intended to be analogous to that of a district court certi- 
fying a question to a court of appeals under 28 U.S.C. 
$1292(0)- A petition could be filed seeking to invoke the 
supervisory authority of the Commissioner. However, 
the petition could not be filed prior to entry of judgment 
and could not relate to the merits of priority or patent- 
ability or the admissibility of evidence under the Federal 
Rules of Evidence. A petition could also be filed seeking 
waiver of a rule. A fee of $120 would be charged for 
each petition and for each request for reconsideration of 
a decision on petition. Any petition would be decided 
on the record made before the examiner-in-chief or the 
Board and additional evidence could not be submitted 
with the petition. An opposition could not be filed un- 
less ordered by the Commissioner. Where reasonably 
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possible, service of a petition would have to be such that 
delivery is accomplished within one day. Service by 
hand or “Express Mail” would comply with this re- 
quirement. 

Section 1.645 permits a party to file a motion to seek 
an extension of time to take action in an interference or 
to seek judicial review. The motion would have to be 
filed within sufficient time to actually reach an examin- 
er-in-chief prior to expiration of the time for taking ac- 
tion. Under §1.645, a moving party would not be able to 
assume that a motion for an extension of time would be 
granted. Under §1.610(d)(6), a request for an extension 
of time could be made orally and an appropriate order 
would then be entered thus eliminating considerable pa- 
per work. The order would be the written record of the 
request and decision. See §1.2. Extensions of time have 
caused numerous delays in interference cases. Under 
present interference practice, some delays are caused be- 
cause attorneys and agents on many occasions unexpect- 
edly receive orders setting times. Under the new prac- 
tice, attorneys and agents can expect times to be set for 
filing preliminary statements, preliminary motions, mo- 
tions for additional discovery, testimony, and briefs after 
a conference call. It is expected that use of conference 
calls will permit an examiner-in-chief and attorneys or 
agents for parties to set a time schedule which is mutual- 
ly satisfactory. A motion to extend time would not be 
granted unless a party shows good cause. The use of 
conference calls would allow schedules to be set before 
orders setting time are entered and therefore the press of 
other business which arises after the examiner-in-chief 
and attorneys and agents agree to times would not nor- 
mally be considered good cause. 

Under §1.647, when a party relies on a document in a 
foreign language, an English language translation of the 
document and an affidavit pan oy to the accuracy of 
the translation would be required. The rule would apply 
to any document, including evidence submitted with 
motions, foreign applications for which a party seeks 
benefit, testimony, and exhibits introduced in evidence 
during testimony. 

Under §1.651, after a decision is entered on prelimi- 
nary motions, an examiner-in-chief would set times for 
filing motions for additional discovery and for taking 
testimony. Any motion for additional discovery would 
be to obtain answers to interrogatories, requests for ad- 
missions, and documents and things necessary for a par- 
ty to prepare its case-in-chief. 

Section 1.653 sets out what shall be in the record to 
be considered by the Board at final hearing. The record 
would continue to be printed or typed on paper 8-1/2 
Requested: Requested: by 11Requested: Requested: in 
size. Accordingly, when a party files an affidavit, the 
party should use 8- howe 2 ry Requested: by 11Re- 
quested: Requested: paper for the affidavit. 

Section 1.654 continues the practice of holding a final 
hearing where oral argument may be presented by all 
parties. No fee would be charged for appearing at oral 
argument at final hearing in an interference. 

Section 1.655 specifies the matters which can be con- 
sidered in rendering a final decision. Patentability is an 
issue which may rey raised. The Board can also consider 
whether any interlocutory order was manifestly errone- 
ous or an abuse of discretion, although any interlocutory 
order would be presumed to be correct and burden of 
showing error shall be on the party attacking the order. 
This last procedural provision permits the Board to cor- 
rect any manifest error before a party seeks judicial re- 
view of an interlocutory order along with judicial re- 
view of the Board’s final decision. 

Section 1.656 sets forth the requirements for briefs for 
final hearing. In large measure, §1.656 follows the re- 

uirements of Rule 28 of the Federal Rules of Appellate 
Raeldean. Aa ccliiadl Salt Ween copies of ief is re- 
quired. Under §1.656(h), if a party wants the Board in 
rendering its final decision to rule that any evidence is 
inadmissible, the party must file with its opening brief an 
original and three copies of a motion to suppress the evi- 
dence. Any previous objection to the admissibility of ev- 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 221 


idence is waived unless the motion to suppress is filed. 
This procedural provision makes clear that an objection 
to the admissibility of evidence must be renewed at final 
hearing and will be considered by the Board in render- 

ing its final decision. When a junior party fails to file a 
brief, an order can be issued requiring the junior party 
to show cause why failure to file the brief should not be 
taken as a concession of priority. 

Under §1.658 the Board would enter a final decision. 
The decision can (1) enter judgment, in whole or in 

(2) remand the interference to an examiner-in-chief, 
or (3) take further action not inconsistent with law. A 
judgment as to a count shall state whether or not each 
party is entitled to a patent containing claims which cor- 
respond to the count. When judgment is entered as to all 
counts, the decision of the Board is considered final for 
the purpose of judicial review. Section 1.658(c) defines 
the doctrine of interference estoppel as it is to be applied 
in the PTO after an interference is terminated. The defi- 
nition of interference estoppel is designed to encourage 
parties in interference cases to settle as many issues as 
possible in one proceeding. Section 1.658(c) creates an 
estoppel both as to senior and junior parties unlike the 
present practice (37 CFR §1. 287) which limits estoppel 
in some instances to junior parties. An estoppel would 
not apply with peta to any claims which correspond, 
or which properly could have corresponded, to a count 
as to which the party was awarded a favorable judg- 
not. few examples illustrate how estoppel would be 
applied. 

Example 24: Junior party applicant AL and senior 
party applicant AK both disclose separate patentable in- 
ventions “A” and “B” and claim only invention A in 
their respective applications. An interference is declared 
with a single count to invention A. Neither party files a 
preliminary motion (see §1.633(c)(1)) to add a count to 
invention B. Judgment as to all of AL’s claims corre- 
sponding to the sole count is awarded to junior party 
applicant AL. Senior party applicant AK would be es- 
topped to thereafter obtain a patent containing claims to 
invention B, because applicant AK failed to move to 
add a count to invention B in the interference. Junior 
party applicant AL would not be estopped to obtain a 
patent containing claims to invention B. 

Example 25: In this example, the facts are the same as 
in Example 24 except that judgment is awarded as to all 
AK’s claims corresponding to the count to senior party 
applicant AK. Junior party applicant AL would be es- 
topped to obtain a patent containing claims to invention 
B in the interference. Senior party applicant AK would 
not be estopped to obtain a patent containing claims to 
invention B. 

Example 26: Junior party applicant AM and_ senior 
party applicant AP both disclose separate patentable in- 
ventions “C”, “D”, and “E” and claim inventions C and 
D in their respective applications. An interference is de- 
clared with two counts. Count | is to invention C and 
Count 2 is to invention D. Neither party files a prelimi- 
nary motion to roposed Count 3 to invention E. 
Judgment as to all ot AS ctesoesemiianantiants 
1 and 2 is awarded to junior party applicant AM. Senior 
party applicant AP would be estopped to thereafter ob- 
tain a patent containing claims to invention E, because 

licant AP failed to move to add a count to invention 

in the interference. Junior party applicant AM would 

not be estopped to obtain a patent containing claim to 
invention E. 

Example 27: In this example, the facts are the same as 
in Example 26 except that judgment is awarded as to all 
AP’s claims corresponding to Counts | and 2 to senior 
party applicant AP. Junior party applicant AM would 
be estop to obtain a patent containing claims to in- 
vention E, because applicant AM failed to move to add 
a count to invention E in the interference. Senior party 
applicant AP would not be estopped to obtain a patent 
containing claims to invention E. 

Example 28: In this example, the facts are the same as 
in Example 26 except that judgment is awarded on all of 
AM’s claims corresponding to Count | to junior party 
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a AM and judgment is awarded on all AP’s 
claims tem eer. to Count 2 to senior party appli- 
cant AP. Both parties would be estopped to obtain a pa- 
tent containing claims to invention E, because neither 
moved to add a count to invention E during the inter- 
ference. Assume that junior party AM could have prop- 
erly moved under §1.633(f) to be accorded the benefit of 
an earlier application, but did not do so during the inter- 
ference. Junior party AM would not be estopped in sub- 
sequent ex parte prosecution from asking for benefit of 
the earlier application as to the invention defined by 
Count 1. Accordingly, if the examiner were to reject ju- 
nior party AM’s claim corresponding to Count 1 on the 
basis of some newly discovered prior art, junior party 
AM could Properly antedate the prior art by seeking the 
benefit under 35 U.S.C. §120 of the earlier application. 
Thus, even though junior party AM was a “losing par- 
ty” as to Count 2 (an adverse judgment as to junior par- 
ty AM’s claims corresponding to Count 2 having been 
entered), junior AM was awarded a favorable 
judgment (§1.658(c)) as to Count 1. Junior party AM 
would be estopped in subsequent ex parte prosecution 
from attempting to be accorded the benefit of the earlier 
application as to the invention of Count 2. 

Example 29: Applicant AQ discloses and claims in- 
vention “F.” Applicant AR discloses and claims separate 
patentable inventions “F” and “G.” The assignee of ap- 
plicant AQ also owns an application AS which discloses 
and claims invention “G.” An interference is declared 
between applicant AQ and applicant AR. The sole 
count is directed to invention F. No motion is filed by 
applicant AQ or its assignee to declare an additional in- 
terference between applicant AR and applicant AS with 
a count to invention G. A judgment as to all of AR’s 
claims corresponding to the sole count is awarded to ap- 
plicant AR. Applicant AS and the assignee would be es- 
topped to obtain a patent containing claims to invention 
G, because applicant AR and the assignee failed to 
move to declare an additional interference with a count 
to invention G. 

Example 30: The facts in this example are the same as 
the facts in Example 29 except that judgment as to all of 
AQ’s claims corresponding the sole count is awarded to 
applicant AQ. Applicant AS and the assignee would not 
be estopped, because applicant AQ was not a “losing 
party” (§1.658(c)). 

Example 31: Applicant AT discloses a generic inven- 
tion to “solvent” and a species to “benzene.” Applica- 
tion AT contains a patentable claim 1 (solvent) and no 
other claims. Applicant AU discloses the generic inven- 
tion to “solvent” and species to “benzene” and “tolu- 
ene.” Application AU contains patentable claim 3 (sol- 
vent) and no other claims. An interference is declared 
with a single count (solvent). Claims 1 of application 
AT and claim 3 cf applicaticn AU are designated to cor- 
respond to the count. No one ape aA motions are filed. 
A judgment is entered in favor of applicant AT on the 
claim corresponding to the sole count. Applicant AU 
would be estopped to obtain a patent containing a claim 
to benzene, because applicant AU failed to file a prelimi- 
nary motion under §1.633(c)(1) seeking to add a count 
to benzene and benzene was disclosed in winning party 
AT’s application. Appiicant AU would also be cnonees 
to obtain a patent containing a claim to toluene, unless 
“toluene” defines a “separate patentable invention” from 
“solvent .” A basis for interference estoppel (§1.658(c)) 
exists if “toluene” and “solvent” define the “same pat- 
entable invention,” because a claim to “toluene” could 
ae com have been added and designated to correspond 
to the count. See §1.633(c)(2). 

Under §1.659, the Board would be able to make rec- 
ommendations to examiners and the Commissioner, in- 
cluding recommendations that application claims not in- 
volved in the interference be rejected and that a patent 
be reexamined as to patent claims not involved in the in- 
terference. 

Under §1.660, a party would be required to notify the 
Board when the party’s patent or application becomes 
involved in other PTO proceedings (reexamination, reis- 
sue, or protest) or litigation. 
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Section 1.661 sets forth when an interference is con- 
sidered terminated after a judgment is entered in the in- 
terference. For the purpose of filing copies of settlement 
agreements, an interference is considered terminated 
when the time for all appeals has expired. Tallent v. 
Lemoine, 204 USPQ 1058 (Comm’r.Pat. 1979). See also 
Nelson v. Bowler, 212 USPQ 760 (Comm’r.Pat. 1981). 

Section 1.662 provides that a party may request that 
an adverse judgment be entered. The section also pro- 
vides that when a written disclaimer (not a statutory dis- 
claimer), concession of priority or unpatentability, aban- 
donment of the invention, abandonment of an 
application, or abandonment of the contest is filed, the 
disclaimer, concession, or abandonment would be treat- 
ed as a request for entry of an adverse judgment. Sec- 
tion 1.662(b) provides that when a patentee files a reis- 
sue application and omits all claims of a patent 
corresponding to the counts of an interference for the 
purpose of avoiding the interference, judgment would be 
entered against the patentee. Under §1.662(c), the filing 
of a statutory disclaimer would not be treated as a re- 
quest for entry of an adverse judgment unless all patent 
claims corresponding to a count are disclaimed. Under 
§1.662(d), if after entry of a judgment or after filing of a 
statutory disclaimer no interference exists, the interfer- 
ence would be terminated as to any party against whom 
judgment has not been entered and any further prosecu- 
tion of any application involved in the interference 
would be ex parte before the examiner. 

Section 1.666 sets out the procedure for filing settle- 
ment agreements in interference cases. The C is 
merely a itory for copies of agreements filed under 
35 U.S.C. §135(c) and does not undertake to rule on 
whether the statute requires that a copy of any particu- 
lar agreement be filed. Nelson v. Bowler, 212 USPQ 760 
(Comm’r.Pat. 1981). 

Section 1.671 sets out what would be considered evi- 
dence. The Federal Rules of Evidence, with certain ex- 
ceptions, are made applicable to interference cases. Un- 
der§1.671(e), a party cannot rely on a previously filed 
affidavit unless the affidavit is served and notice is given 
that the party intends to rely on the affidavit. The pur- 
pose for the notice is to permit an opponent to deter- 
mine whether a d ition for cross-examination is nec- 
essary (see §§1.672(b) and 1.673(e)). 

Section 1.671(e) is intended to overrule prior 
construction of PTO rules in Holmes v. Kelly, 586 F.2d 
234, 237 n. 7, 199 USPQ 778, 782 n. 7 (CCPA 1978) and 
Brecker v. Jennings, 204 USPQ 663 (Bd.Pat.Int. 1978), 
which considered a Rule 132 affidavit in the file of an 
involved application to be part of the “record” in an in- 
terference. Under §1.671(e), a party intending to rely on 
such an affidavit must give notice and serve a copy of 
the affidavit on the oppcnent. 

Under §1.671(f), the significance of documentary and 
other exhibits must be discussed with particularity by a 
witness during oral deposition or in an affidavit. Section 
1.671(f) sets out in the regulations an evidentiary re- 
quirement imposed by precedent. See Popoff v. Orchin, 
144 USPQ 762 (Bd.Pat.Int. 1963) (unexplained experi- 
mental data should not be considered); Chandler v. 
Mock, 150 F.2d 563, 66 USPQ 209 (CCPA 1945) 
(records standing alone were held to be meaningless), 
and Smith v. Bousquet, 111 F.2d 157, 45 US 347 
(CCPA 1940) (unexplained tests in stipulated testimony 
are entitled to little weight). See also In re Borkowski, 
505 F.2d 713, 184 USPQ 29 (CCPA 1974) and Triplett v. 
Steinmayer, 129 F.2d 869, 54 USPQ 409 (CCPA 1942). 
Under $1.671(g), a party is required to obtain permission 
from an examiner-in-chief prior to proceeding under 35 
U.S.C. §24. This requirement insures that a subpoena is 
necessary (e.g., a subpoena ordinarily should not be nec- 
essary where testimony of an opponent is sought) and 
that testimony sought through a §24 subpoena is rele- 
vant before a subpoena is issued. The motion seeking 
permission to proceed under §24, any ition thereto, 
and the order of an examiner-in-chief authorizing the 
moving party to proceed under §24 will be of assistance 
to a federal court in the event a party is required to re- 
sort to a court to enforce the subpoena or to compel an- 
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swers to questions propounded at any deposition where 
a witness is appearing pursuant to a subpoena. See 
Sheehan v. Doyle, 529 F.2d 38, 188 USPQ 545 (lst Cir.), 
cert. denied, 429 U.S. 870 (1976), rehearing denied, 429 
U.S. 987 (1976). 

Under §1.671(h), any evidence which is not taken or 
sought and filed in accordance with the regulations will 
not admissible. 

Section 1.672 sets forth the manner in which testimo- 
ny shall be taken. Testimony can be taken by deposition 
or affidavit at the election of the party presenting the 
testimony. A party presenting testimony by affidavit 
must file and serve the affidavit. If the Y presents 
testimony by affidavit and an opponent elects to cross- 
examine the affiant, the party is required to notice a de- 
position for the purpose of cross-examination. Re-direct 
and re-cross will take place at the deposition. Where the 
parties agree, testimony can be presented by affidavit 
without opportunity for cross-examination (see §1.672(e)) 
or by an agreed statement of facts (see §1.672(f)). 

Section 1.673 sets out how a deposition must be no- 
ticed. A deposition can be noticed for any reasonable 
place in the United States. The extent to which parties, 
witnesses, and attorneys or agents have to travel may be 
considered in determining whether a place is reasonable. 
Prior to serving a notice for a deposition, a y is re- 
quired to take two procedural steps. Under fisr30), a 
party would be required to serve a copy of the docu- 
ments and a list of the things in its possession, custody, 
and control upon which it intended to rely. Under 
§1.673(g), the party is required to have an oral confer- 
ence (in person or by telephone) with all opponents to 
attempt to agree on a mutually acceptable time and 
place for taking the deposition. An examiner-in-chief 
may set the time and place if agreement is not reached. 
A single notice listing all the witnesses and the general 
nature of their expected testimony is then served. Under 
§1.673(c) and except as provided, a party can not rely 
on any witness not mentioned in the notice, any docu- 
ment not served, or any thing not listed. Under 
§1.673(h), a copy of any notice must be attached to the 
certified transcript of each deposition filed. 

Section 1.674 sets out the persons before whom depo- 
sitions can be taken. 

Section 1.675 sets out how a deposition is to be taken. 

Section 1.676 sets out how a court reporter should 

prepare and file a certified transcript of a deposition. 
Section 1.676(d) sets out how exhibits are to be marked 
for identification, used at depositions, and filed. Provi- 
sions similar to those of Rule 30(f)(1)(A) and (B) of the 
Federal Rules of Civil Procedure are applicable to inter- 
ferences. 

vediian 1.677 sets out the form of a transcript of a de- 


Pounder §1.678, a transcript of a deposition must be 
filed in the PTO within 45 days of the date of the depo- 
sition. 

Section 1.682 sets out how a party may introduce in 
evidence, if o admissible, official records or 
printed publications. When a notice is served, a party is 
also required to serve (but not file) copies of the official 
records and printed publications. Any objection to the 
sotice oF to the edeiiasibility of any ollicil reco’ oF 
publication must be filed within 15 days of the date of 
service of the notice. 

Section 1.683 sets out how a party may use testimony 
from another interference or proceeding. 

Section 1.684 sets out how a party may take testimony 
in a foreign country. 

Section 1.685 sets out how objections during the tak- 
ing of depositions must be raised. Under §1.685(a), an er- 
ror in a notice of ition is waived unless a motion to 
quash the notice is filed as soon as the error is, or could 
have been, discovered. Under §1.685(b), any objection 
to the qualifications of an officer is waived unless (1) the 
objection is noted on the record of the deposition before 
a witness begins to testify or (2) if discovered after the 

a motion to suppress is filed as soon as the 
Objection is, or could have been, discovered. Under 
§1.685(c), any error in the manner in which testimony is 
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transcribed, the transcript is signed by a witness, or the 
transcript is prepared or otherwise handled by the court 
reporter is waived unless a motion to suppress is filed as 
soon as the error is, or could have been, discovered. Un- 
der §1.685(d), any objection on the merits to the admis- 
sibility of evidence (e.g., under the Federal Rules of Ev- 
idence is waived unless an objection is made on the 
record at the deposition stating the specific ground of 
objection. Often objections are cured by subsequent tes- 
timony. Accordingly, any objection which a 'y wants 
the Board to consider at final hearing must be made 
the subject of a motion under §1.656(h). 

Section 1.687 sets out how a party could seek and ob- 
tain additional discovery. “Additional discovery” is de- 
fined in §1.601(a). Section 1.687 does not change the 
standard (“interest of justice”) for obtaining discovery. 

Section 1.688 sets out how a party can introduce into 
evidence admissions and answers to interrogatories 
obtained as a result of additional discovery. 


Changes in Text 


Several changes have been made to the text of the 
proposed rules published in the Federal Register on Jan. 
30, 1984. The changes are discussed below. Additional 
rationale for the changes are further discussed under the 
heading “Analysis of Comments.” 

All isenies t to the “Board of Appeals and Interfer- 
ences” have been changed to “Board of Patent Appeals 
and Interferences” in view of Public Law 98-622. 

In §1.11(a) the language “or after termination of an in- 
terference without an award of judgment” has been de- 
leted. This change has been made in view cf changes 
made in paragraphs (c) and (d) of §1.662. 

In response to a comment, the fee required for a peti- 
tion in an interference under §1.644(e) and a request fcr 
reconsideration of a decision on petition in an interfer- 
ence under §1.644(f) have been set out as ite items. 

Section 1.136 was changed to refer to §1.611 rather 
than §1.610(a). 

The following sentence was inadvertently omitted as 
the third sentence of §1.138 in the notice of proposed 
rulemaking: “A registered attorney or agent acting un- 
der the provision of $1.34(a), or of record, may also ex- 
pressly abandon a prior a as of the filing date 
granted to a continuing pp lication when filing such a 
ar 138. application.” sentence presently appears 
in §1.1 

In §1.196(d), second sentence, “thirty days” has been 

changed to “one month. 

In 4 197(b), “thirty days” has been changed to “one 
month 


In the last sentence of §1.304, “The Commissioner” 
has been changed to “An examiner-in-chief” and “of a 
decision of the Board of Patent Appeals and Interfer- 
ences in an interference case” has been inserted after 
“time for seeking judicial review.” This change is made 
= —— pee “excusable neglect” standard to interference 


"- $1. SIG, the language “all the claims of a party 
which correspond” has been changed to read “‘at least 
one claim of a party which corresponds. The language 
“all the claims of an opponent which correspond” has 
es mere pee 


which co 

Section 1 = has been changed by deleting from 
the third sentence the langua; ‘a claim which is the 
same or substantially the same as” bh by adding the fol- 
lowing sentence as the fourth sentence: “At the time the 

ested claim is presented, the applicant may also (1) 

1 the examiner’s attention to other claims already in 
the application or which are presented with the 
suggested claim and (2) vere! why the other claims 
would be more appropriate to be included in any inter- 
ference which may be declared.” In the second sen- 
tence, “30 days” has been chan; to “one month. 

In the last sentence of §1.606, the language “to define 
one patentable invention” has been changed to read: 
“not to contain separate patentable inventions.” 

The word “and” has been inserted in §1.607(a) before 
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“(3)”. The word “must” in the first sentence of §1.607(c) 
has been changed to “shall” in response to a suggestion 
in a comment. 

Pursuant to two separate snapedions,, the following is 
being added after the first sentence in §1.608(b): “Where 
the basis upon which an applicant is entitled to judg- 
ment relative to a patentee is priority of invention, the 
evidence shall include affidavits by the applicant, if pos- 
sible, and one or more corroborating witnesses, support- 
ed by documentary evidence, if available, each setting 
out a factual description of acts and circumstances 
performed or observed by the affiaut, which collectively 
would prima facie entitle the applicant to judgment on 
priority with respect to the earlier of the ig date or 
effective filing date of the patent. To facilitate prepara- 
tion of a record (§1.653(g) and (h)) for final h » an 
applicant should file affidavits on paper which is 1/2 
by 11 inches (21.8 by 27.9 cm.).” 

In §1.609(b)(1), the language “count or counts” has 
been changed to “proposed count or counts”. In 
§1.609(b)(2), each occurrence of “the count” has been 
changed to “each count”. 

In §1.613(a), “§1.344” has been changed to “this 
Chapter.” This change is being made to obviate the need 
to again amend §1.613 in the event new rules relating to 
practice before the PTO are issued. See the notice of 
pro rulemaking published in the Federal Register 
on Aug. 24, 1984. 49 ER 33790, proposed §§10.62 and 
10.66. language “or members of the same firm of at- 
torneys or agents” has been added after “agent” in 
§1.613(b). 

In §1.615(a), second sentence, “which are” has been 
deleted and “in the interference” has been added after 
“will not be entered or considered”. 

Several changes have been made in §1.617. In 
§1.617(a), the language “the interference shall proceed 
before the examiner-in-chief’ has been changed to read: 
“the interference shall proceed in the normal manner un- 
der the tions of this part”. The second sentence of 
§1.617(b) (“A response may include a request by the ap- 
plicant for a hearing before the Board.”) has been 
changed to read: “Any request by the applicant for a 

ae amg the Board shall be made in the response.” 

ge was made to clarify when and how a hear- 

ing a be requested by the applicant. The second sen- 
tence of §1.617(d) has been changed to read: “The state- 
ment may set forth views as to why s judgment 
should be granted against the applicant, but the state- 
ment shall be limited to discussing why all the evidence 
presented by the applicant does not overcome the rea- 
sons given by the examiner-in-chief for issuing the order 
to show cause.” Section 1.617(e) has been re-written as 
follows: “Within a time authorized by the examiner-in- 
chief, an applicant may file a reply to any statement 
filed by any opponent.” The language “examiner-in-chief 
or the” has been added after “by the applicant is timely 
filed, the” in the first sentence of §1.617(g). The lan- 
guage “Board decides that” has been deleted from the 
second sentence of §1. ty ee The language “If the 
Board decides otherwise” has 
ooeee” ie the find toumsnce of $1.61 
“before the examiner-in-chief” in the 
§1.617(g) has been changed to read: “in the normal man- 
ner under the regulations of this part.” These changes 
will authorize either an examiner-in-chief or a Board to 
authorize an interference to proceed under §1.617(g). It 
will continue to be necessary for the Board to enter an 
order granting summary judgment. In the last sentence 
of §1. 617(h), “patentee” has been changed to “any oppo- 
nent’ 


The language “the name of” has been deleted from 
the first sentence of §1.622(a). The second sentence of 
§1.622(a) in the notice of proposed rulemaking (“When 
an inventor identified in the preliminary pe is not 
identical to the inventor named in the party’ "s 
or patent, the party shall file a motion . 
changed to read: “When an inventor ideniihed in _ 
preliminary statement is not an inventor named in the 
party’s application or patent, the party shall file a mo- 
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tion... .” This change is being made in view of §105(a) 
of Public Law 98-622 which amended 35 U.S.C. §116 to 
permit joint inventors to be named “even though . . . (3) 
each did not make a contribution to the subject matter 
of every claim . 

The following changes have been made in §1.623(c). 
In the first sentence, “copy of the drawing” has been 
changed to “copy of the first drawing”. In the second 
sentence, “copy of the written description” has been 
reg os) to “copy of the first written description”. In 
the third sentence, “when a drawing or written descrip- 
tion” has been changed to “when a copy of the first 
drawing or first written description”. 

Several changes have been made to §1.624. The fol- 

lowing has been added as a second sentence in 
§1.624(a)(5): “If an actual reduction to practice of the in- 
vention was not introduced into the United States, the 

preliminary statement shall so state.” The following 
changes have been made in §1.624(c). Each occurrence 
of “was made” has been changed to “was introduced 
into the United States.” In the first sentence, “copy of 
the drawing” has been changed to “copy of that draw- 
ing”. In the second sentence, “copy fig. the written de- 
scription” has been changed to “copy of that written de- 
scription”. In the third sentence, “a drawing or written 
description” has been changed to “a copy of the first 
drawing or first written description introduced in the 
United States”. 

The following changes have been made in §1.625(c). 
In the first sentence, * ~ Ty the drawing” has been 
changed to “copy of the first drawing”. In the second 
sentence, “copy of the written description” has been 
changed to “copy of the first written description”. In 
the third sentence, “a drawing or written description” 
has been changed to “a first drawing or first written de- 
scription”. 

e language of §1.628(b) which read: “because the 
drawing or written description is not in the y’s pos- 
session, custody, or control, the party may file a motion 

. to amend its preliminary statement promptly after it 
secures possession, custody, or control of a copy of the 
drawing or written description” has been changed to 
read as follows: “the party (1) shall show good cause 
and explain in the preliminary statement why a copy of 
the drawing or written description cannot be attached to 
the preliminary statement and (2) shall attach to the pre- 
liminary statement the earliest drawing or written de- 
scription made in or introduced into the United States 
which is available. The party shall file a motion . . . to 
amend its preliminary statement promptly after the first 
drawing, written description or drawing or written 
description first introduced into the United States be- 
comes available.” 

Pen first sentence (“A preliminary 

repared.”) has been deleted from §1.629(a). 

— m 8162300) the | the language “no earlier than” has been 

changed to “as early as” 

In “I .62%(d), the following has been added after “alle- 

: “unless the party complies with §1.628(b).” 

A new §1.632 has been added to require a party to 
give timely notice of the party’s intent to argue that an 
opponent has abandoned, suppressed, or concealed an 
actual reduction to practice. A companion change has 
been made to §1.654. 

Two changes have been made to §1.633(c). Paragraph 
(c)(2) has been changed by adding thereto the following 
language: “or adding a claim in the moving party’s ap- 
plication to be designated to correspond to a count”. In 
addition, in §1.633(c), the “or” before “(4)” has been de- 
leted and the following has been added to the end of the 
first sentence: “, or (5) souene an opponent who is an 
applicant to add a claim and to designate the claim to 
correspond to a count.” 

Paragraph (j) has been added to §1.633. 

In of “(i)” has been changed to “(i) or (j)” in 


statement should 


” in order to conform §1.636 
to $a. A party must exercise diligence in correcting 
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inventorship. Van Otteren v. Hafner, 278 F.2d 738, 126 
USPQ 151 (CCPA 1960). 

Several changes have been made to §1.637. The lan- 

ge “Where appropriate,” has been deleted from the 

ollowing paragraphs of §1.637: (XIX Ca)iv)s 
(ci(3){iii); (d)(4); ys XI (e)(2){vii); and (h)(4). Th 
following has been added in §1.637(c)(2) before “shall: 
“or aims a claim to be designated to correspond to a 
count” e language “amended claim” in §1. e579) 
has been changed to read: “amended or added claim 
The language “Apply the terms of each proposed c claim 
to the disclosure of the application” in §1.637(c)(2){ii) 
has been changed to read: “Show that the proposed or 
added claim defines the same patentable invention as the 
count.” The language “proposed amended claim” in 
§1.637(c)(2){iii) has been changed to read “amended or 
added claim.” The language “adding the proposed 
claim” in §1.637(c)(2)(iii) has a, ‘changed to read: 
“making the amended or added 

The word “interferences” in $163 637(ch4)(ii) has been 
corrected to read: “interference”. 

Subparagraph (c)(5) has been added to §1.637. 

The following has been added as the last sentence to 
§1.637(f)(2): “If the earlier application filed abroad is not 
in English, the requirements of §1.647 must also be 
met.” 

In paragraph §1.637(f)(3), the language ‘ ‘discloses an 
embodiment with the scope” has been changed to read: 
“constitutes a constructive Th adiection to practice”. 

The first sentence, originally proposed in §1.638(b) 
(“A reply to an opposition shall not be filed unless au- 
thorized by this subpart or an examiner-in-chief or the 
motion was filed under §§1.633 or 1.634’), has been de- 
leted. The language ‘“‘any authorized reply” in §1.638(b) 
has been changed to “a reply”. 

The language “or a motion to correct inventorship 
under §1.634” has been added to the first sentence of 
§1.639(c) after “preliminary motion under §1.633.” 

The following has been added after the first sentence 
of §1.640(b)(1): “Failure or refusal of a party to timely 
present an amendment required by an examiner-in-chief 
shall be taken without further action as a disclaimer by 
that party of the invention involved.” The fourth sen- 
tence of §1.640(c) (“A request for reconsideration will 
ordinarily not be granted unless an opposition has been 
requested by an examiner-in-chief or the Board”) has 
been changed to read: “A decision of a single examiner- 
in-chief will not ordinarily be modified unless an opposi- 
tion has been requested by an examiner-in-chief or the 
Board.” In the last sentence of §1.640(c), the language 
“shall be decided by a panel” has been changed to read: 
“shall be acted on by a panel”. 

The word “application” in the paragraph heading and 
text of §1.642 has been changed to read: “application or 
patent”. 

Three changes have been made in §1.644. The follow- 
ing language has been added after “Commissioner” in 
§1.644(a)(2): “and is not filed prior to the decision of the 
Board awarding judgment and does not relate to (i) the 
merits of priority of invention or patentability or (ti) the 
admissibility of evidence under the Federal Rules of Ev- 
idence”. The followin Lp, language has been deleted from 
the second sentence of §1.644(b): “and shall not relate to 
(1) the merits of priority of invention or patentability or 
(2) the admissibility of evidence under rhe Federal Rules 
cf Evidence”. The language “A request for reconsidera- 
tion will ordinarily not be granted unless” in the second 
sentence of §1.644(f) has been changed to read: “The de- 
cision will not ordinarily be modified unless such”. 

Two changes have been made in §1.645. The word 
“to” has been added before “file a notice of appeal” and 
“commence a civil action” in the first sentence of - 
graph (a). The language “, a by an - 
vit,” has been deleted from paragraph (b 

Three changes have been made to i 646. The word 

“sapere bene, sites a the third 
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graph ©. The language in paragraph (c) age ce may be 
made” has been c ed to “paper shall be made”. The 
word “time” has been changed to “date” in the last sen- 
tence of paragraph (e). 

A new paragraph (c) has been added to §1.654 to re- 
quire that a party give timely notice of the party’s intent 
to argue that an opponent has abandoned, suppressed, or 
concealed an actual reduction to practice. Section 1.632 
specifies the time within which the notice shall be filed. 

Three changes have been made in §1.658. The lan- 

guage “paragraph (a) of the section” in the last sentence 
of §1.658(b) has been changed to “paragraph (a) of this 
section”. The “(i)” in the first sentence of §1.658(c) has 

changed to “(j)” in view of the addition of 

§1.633(j). In the notice of proposed rulemaking, the sec- 
ond sentence of §1.658(c) read: “A party, other than a 
party awarded a favorable judgment as to all counts, 
who could have properly moved, but failed to move, 
under §§1.633 or 1.634, shall be estopped to take ex par- 
te or inter partes action in the Patent and Trademark Of- 
fice after the interference which is inconsistent with the 
party’s failure to properly move.” This sentence has 
been changed to read: “A losing party who could have 
properly moved, but failed to move, under §1.633 cr 
1.634, shall be estopped to take ex parte or inter 
action in the Patent and Trademark Office after 
terference which is inconsistent with that party’s failure 
to properly move, except that a losing party shall not be 
estopped with respect to any claims which correspond, 
or properly could have corresponded, to a count as to 
which that party was awarded a favorable jud, 4 

Several changes have been made in §1.662. In 
§1.662(a), the word “construed” has been changed to 
“treated. The first sentence of §1.662(c) in the notice of 
proposed rulemaking read: “The filing of a statutory dis- 
claimer under 35 Un S.C. §253 by a patentee will not be 
treated as a request for entry of an adverse judgment 

inst the patentee, but will delete any statutorily dis- 
claimed claims from being involved in the interference.” 
That first sentence has been changed to read: “The filing 
of a statutory disclaimer under 35 U.S.C. §253 by a pat- 
entee will delete any statutorily disclaimed claims from 
being involved in the interference.” The second sentence 
of §1.662(c) in the notice of pro; rulemaking read: 
“A statutory disclaimer of any claim involved in an in- 
terference shall in subsequent proceedings have the same 
effect with respect to the patentee as an adverse judg- 
ment.” That second sentence has been changed to read: 
“A statutory disclaimer will not be treated as a request 
for entry of an adverse judgment against the patentee 
unless it results in the deletion of all patent claims corre- 
sponding to a count.” In view of this change, proposed 
§1.662(d) has been deleted as unnecessary, and a change 
has also been made in §1.11(a) to delete any reference to 
a termination of an interference by any means orher 
than judgment. 

The last sentence of §1.671(g) has been changed from 
“The motion shall describe the general nature and show 
the admissibility in the interference of the testimony, 
document, or thing” to: “The motion shall describe the 
general nature and the relevance of the testimony, docu- 
ment, or thing.” 

Three changes have been made to §1.672(b). In the 
second sentence after “witness by affidavit shall” the fol- 
lowing has been added: “, prior to the close of the par- 
ty’s relevant testimony period”. The language “file an 
affidavit” has been changed to “file and serve an affida- 
vit”. The following has been added after the third sen- 
tence: “A party shall not be entitled to rely on any doc- 
ument referred to in the affidavit unless a copy of the 
document is filed with the affidavit. A party shall not be 
= rely on any thing mentioned in the affidavit 


thing. A thing is something other than a document.” 
Several changes have been made in §1.673(b). The in- 
troductory sentence of paragraph (b) (“Unless the 

dain 


parties agree otherwise, 
conference required by paragraph (a) f this section, a 
party shall serve, but not file, following: ”) has been 
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changed to read: “Unless the parties agree otherwise, a 

y shall serve, but not file, at least three days prior to 
the conference required by paragraph (g) of this section, 
if service is made by hand or “Express Mail,” or at least 
ten days prior to the conference if service is made by 
any other means, the following:” In §1. 673(b){1) the 
word “copy” has been changed to “list and copy”. 

In the last sentence of §1.675(d), the language “signed 
by the witness in the presence of any notary” has been 
changed to read a by the witness in the form of 
(1) an affidavit in the presence of any notary or (2) a 
declaration”. This chang\ e conforms §1. 675(d) to Aad: 68. 

In §1. 682(a)(4), “ Waiee appropriate,” has been added 
prior to “be ee Red “(§1.671(d))” =a been 
added after “printed publica’ 

The word “admbsible” ‘n ‘$1. 684(a)(4) has been 
changed to “relevant”. 

The following sentence has been deleted from 
§1.687(b): “If the witness refuses to produce a requested 
document or thing, the party may file a motion (§1.635) 
for additional discovery under paragraph (c) of this sec- 
tion.” 

Section 1.688 has been revised to more clearly de- 
scribe how a y may introduce in evidence an answer 
to a request for admission or an answer to a written in- 
terrogatory. 


Analysis of Comments 


Eighteen written comments were received. Three in- 
dividuals testified at a hearing held on May 15, 1984. 
The following is an analysis of the written comments 
and the oral comments made at the hearing. 

One comment suggested that §1.8 not be amended to 
exclude from the certificate of mailing practice a paper 
in an interference which an examiner-in-chief orders to 
be filed by hand or “Express Mail.” The comment ar- 
gues that “[s] ome parties might not have an attorney in 
the Washington area or they may live in an area not ser- 
viced by Express Mail.” The suggestion is not being 
adopted. Experience has shown that there are situations 
in interferences where it is desirable to have and the 
parties need a prompt ruling on a written motion. It is 
difficult for an examiner-in-chief to render a prompt rul- 
ing if the motion and any opposition are not promptly 
served and filed. In those situations where a party has 
no Washington, D.C. metropolitan area attorney or 
where a party resides in an area not served by “Express 
Mail,” it may not be possible to hand-file or use “Ex- 
press Mail.” The examiner-in-chief would then exercise 
discretion by not invoking the exception of new 
subparagraph (xii) of §1.8(a). 

One comment suggested that it would be clearer if the 
fee for a petition in an interference and the fee for a re- 
quest for reconsideration of a decision on petition in an 
interference were set out in §1.17(h) as separate items. 
This suggestion has been adopted and the two fees have 
been set out in §1.17(h) as separate items. 

A suggestion was made that a reference be made in 
§1.136 to §1.611 rather than §1.610(a). The suggestion is 
being adopted, because a reference to §1.611 is believed 
to be more appropriate. Once an interference is declared 
involving an application, ex parte prosecution of the ap- 
plication is suspended and the applicant need not re- 
spond to any PTO action outstanding as of the date the 
interference is declared 

One comment made the following remark concerning 
§1.196: “I do not understand the need or desire of the 
PTO to start the time to appeal to a Court from a PTO 
final decision on one claim, while PTO action is con- 
tinuing on a second claim.” As explained in the notice of 

proposed rulemaking (49 F.R. 3770, columns 2-3; 1039 
oc. 20-21; 1039 TMOG 20-21), when there are further 
proceedings before the examiner following a decision by 
the Board of Patent Appeals and Interferences, judicial 
review is not appropriate. Hence, under §1.196, the PTO 
will not start a time for seeking judicial review of a 
PTO decision on one claim while PTO action is con- 
tinuing on another claim. The last sentences of 
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§1.196(b)(1) and §1. 196(d) authorize the Board to enter 
an order making its decision final as to one claim when 
remand proceedings as to another claim result in a fa- 
vorable Gociekon ‘or the applicant. Section 1.196 is in- 
tended to eliminate piecemeal appeals. 

With i to §1.292(c), one commentator said: “[a] 
party should be able to raise public use and [on] sale is- 
sues at any stage [of an interference proceeding] provid- 
ed the issue is raised in a timely manner after learning of 
the use or sale.” Public use and on sale issues are to be 
raised in interferences by way of a preliminary motion 
under §1.633(a). If a motion under §1.633(a) cannot be 
timely filed, a belated motion may be filed provided the 
moving party complies with the provisions of §1.645(b). 
Whether or not a belated motion will be accepted where 
a public use or sale is discovered after the time for filing 
§1.633(a) motions which has passed will manifestly de- 
pend on the facts of a given case. 

One comment suggested that the language “speedy, 
and inexpensive” be deleted from the second sentence of 
the preamble of §1.601. This suggestion is not being 
adopted. The second sentence of the preamble of §1.601 

rovides that the rules “shall be construed to secure the 
just, speedy, and inexpensive determination of every in- 
terference.” The provision is modeled in part after the 
second sentence of Rule 1 of the Federal Rules of Civil 
Procedure which states that the Federal Rules “shall be 
construed to secure the just, speedy, and inexpensive de- 
termination of every action.” The “just, speedy, and in- 
expensive determination” provision of §1.601 will prove 
useful in construing other provisions in the rules. 

Two comments were received which suggested a 
change in language in §1.601(j). One comment correctly 
pe that “Tif f even one claim of each party defines the 
same patentable invention, there is an interference-in- 
fact.” The comment went on to correctly note that “[t] 
he remaining claims can be disposed of by a motion un- 
der§1.633(c)(4).” A second comment noted that under 
the definition proposed, all the claims of both parties 
corresponding to a count must define the same patent- 
able invention. The comment went on to correctly note 
the intent of the PTO is, however, that an interference- 
in-fact exists if at least one of the claims of a party cor- 
responding to a count defines the same patentable inven- 
tion as one of the corresponding claims of an opponent. 
In view of the suggestions made in the two comments, 
§1.601(j) has been changed to state that an interference- 
in-fact exists when at least one claim of a party which 
corresponds to a count and at least one claim of an op- 
ponent which corresponds to the count defines the same 
patentable invention. 

Two comments were received which suggested that 
the language “earliest filing date” in §1.601(m) be 
changed to read “earliest effective filing date.” The sug- 
gestion is not being adopted. Section 1.601(m) defines 

“senior y.” The definition of “senior party” in 
§1.601(m) is consistent with current practice and is in- 
tended to codify current practice. In an interference 
where there are no benefit applications, the “senior par- 
ty” is the party with the earliest “filing date.” There are 
interferences where a party may be “senior” with re- 
spect to a first count based on the filing dates of the ap- 
plications involved in the interference and “junior” with 
respect to a second count because the opponent is enti- 
tled to benefit of an earlier application as to the second 
count only. Under these circumstances in the past, the 
PTO has designated the party who is “senior” based on 
the filing dates of the applications involved as the “se- 
nior party.” The designation of the ty as “senior par- 
ty” is for procedural purposes only, i.e., setting who 
takes testimony first, and does not affect which party 
has the burden of proof. Section 1.601(m) preserves this 
past practice. 

Comments were received regarding §1.601(n) which 
defines “same patentable invention” and “separate pat- 
entable invention.” One written comment suggested that 
§1.601(n) be —— The commentator a at the 
hearing and also urged orally that §1.601(n) be deleted. 
The suggestion is not being adopted. In view of the na- 
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ture of the comment and the importance of the defini- 
tions in §1.601(n), the written comment is reproduced in 
its entirety: 

Comment: The paragraph to be deleted contains 
an explicit definition of both “same patentable in- 
vention” and “separate patentable invention”. It re- 
quires application of a two-prong test for determin- 
ing “sameness” or “separateness”. Two inventions 
are considered to be the “same patentable inven- 
tion” when they are the same under 35 USC 102 or 
obvious variants under 35 USC 103 when one is 
considered as “prior art” with respect to the other. 
Application of this standard may lead to results 
which are anomalous or in conflict with statutory 
requirements if, as the proposed rules apparently as- 
sume, the award of priority as to counts embodying 
“separate patentable inventions” will inherently and 
finally resolve the question of entitlement to a pa- 
tent as between the parties on involved claims cor- 
responding to those counts. Three specific problems 
with the definition of Rule 601(n) have been identi- 
fied as follows: 

(1) If the standard of separate patentability as be- 
tween two counts is applied on a mutual basis (.e., 
Invention A must be separately patentable from In- 
vention B considered as prior art and Invention B 
must be separately patentable from Invention A 
considered as prior art), then the conduct of inter- 
ferences with separate counts directed to both a ge- 
neric invention and an included specific embodi- 
ment thereof (i.e., a species) are frustrated. If, 
however, such mutuality is not applied (i.e., if In- 
vention A is the existing count, then a count direct- 
ed to Invention B is proper so long as Invention B 
would be considered patentable over Invention A as 
prior art), then a number of irreconcilable anomalies 
in count modification through preliminary motions 
practice will be manifest. 

(2) “Separate patentability” as a non-obviousness 
issue is in every context except interference practice 
before the PTO determined with finality only when 
an affirmative determination has been reached or the 
applicant elects to discontinue further prosecution of 
any applications embodying the invention or to ad- 
mit obviousness. Because in the ex context an 
applicant may continue to marshall additional evi- 
dence supportive of non-obviousness until separate 
patentability over a prior art invention has been es- 
tablished, “separate patentability” is always a fluid 
concept where ultimate resolution can neither be 
predicted nor foreclosed. On certain cases interfer- 
ence proceedings under the proposed rules will be 
conducted and judgment rendered on the assump- 
tion of a lack of “separate patentability”, which 
would ordinarily be subject to change or rebuttal as 
additional argument, evidence or other supportive 
activity of non-obviousness were marshalled. Thus, 
simply determining a proposed count is not yet 
“separately patentable” for the purposes of count 
formation ought not to foreclose post-interference 
reconsideration of separate patentability questions 
when the party proposing the count would not have 
been foreclosed on priority grounds. 

(3) The underlying assumption that “separate pat- 
entability” is to be established under the p 
rules for one invention when a second invention is 
considered as “prior art” does not have any neces- 
sary correspondence to the effect of an adverse 
judgment in an interference on the question of pri- 
ority. While a lost count in interference is not pat- 
entable to the loser, the lost count will be consid- 
ered as “prior art” against the losing party only if 
the status of prior art for the purposes of 35 USC 
103 is established by the record in the interference, 
(ie., by representing a prior invention of another 
made in the United States, not abandoned, sup- 
pressed or concealed under 35 USC 102). A party 
entitled to priority for a count under the benefit 
provisions of 35 USC 119 creates no “prior art” un- 


der 35 USC 102(g)/103 against his opponent. Sepa- 
rate counts ought not to be created or denied in an 
interference on the basis of a rule which fails to ac- 
count for whether the interference record will con- 
firm the assumption in the definition that a lost 
count will become “prior art”. 

The following examples are provided as indica- 
tive of perceived difficulties in the application of 
the definition embodied in Rule 601(n): 

Example A: Rule 601(n) is applied in a mutuality 
sense to an interference where the existing count 
(Invention A) is a broad genus over organic com- 
pounds. Both parties disclose a species (Invention 
B) which one of the parties alleges represents a “se- 
lection invention”, i.e., is neither anticipated by the 
genus nor obvious therefrom. The party proposing 
to add a species count to Invention B must demon- 
strate that the genus was neither the same as nor 
obvious in view of the species, an impossibility 
since disclosure of the species anticipates the genus un- 
der 35 USC 102. In effect, no party could ever pro- 
pose sub-generic or species counts included within 
broader generic counts. Since all potential patent- 
ability and priority questions with respect to possi- 
ble sub-generic and species claims are intended to 
be resolved in the unified patentability/priority pro- 
ceedings, loss of such a broad generic count might 
be construed as estopping the losing party from ar- 
guing entitlement to a patent for species and sub- 
genera within the lost count. Since proof of a single 
species is dispositive of the question of priority as to 
a genus, no matter how large, this is a more severe 
result than would appear to be proper or intended. 

Example B: Under the facts of Srangle A, if the 
standard under which the propriety for including a 
second sub-generic or species count is merely that 
the pro count must be non-obvious over the 
existing count considered as prior art, then, an inter- 
ference could conceivably proceed with both the 
generic and the species count in the interference. 
The usual criteria for “selection inventions” could 
be employed. However, when an interference is de- 
clared with a species count embodying Invention A, 
then utilization of a test — that a proposed 
count be non-obvious over the existing count as pri- 
or art leads literally to the conclusion that a pro- 
posed count to a generic Invention B is anticipated 
by the existing species count and therefore may not 
be added to the interference. This artificial distinc- 
tion can certainly not have been intended, and yet 
the rules provide no clear indication of which result 
is the “correct” one or whether another test will be 
employed, e.g., the narrower count need only be 
non-obvious over the broader count. 

Example C: A party moves to substitute two sub- 
generic counts to allegedly separately patentable in- 
ventions, Invention A and Invention B, in place of a 
broad generic count to the “Markush” group of In- 
vention A and Invention B. The party alleges In- 
vention B has surprising and unexpected properties 
over Invention A and is separately patentable 
thereover. Because, however, a consideration of In- 
vention B as “prior art” suggests Invention A 
would not be non-obvious thereover, the motion is 
denied. The moving party establishes priority as to 
Invention B, but loses the sole count of the interfer- 
ence to an opponent who filed a foreign application 
disclosing a single species from Invention A. The 
result is that the moving party with clear evidence 
of priority apparently loses the right to patent an in- 
vention on the technicality of “count formation” in 
interference. The result is substantially more severe 
than had he been simply faced with a statutory bar! 

Example D: The senior party, a foreign applicant, 
relies on a priority ——— disclosing Embodi- 
ment A. Subsequently the junior party files a United 
States application directed to an Embodiment B. 
Thereafter both parties file applications in the Unit- 
ed States disclosing a generic invention including 
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both Embodiments A and B. An interference is de- 
clared on the generic invention and the junior party 
moves to substitute two counts, one count to Em- 
bodiment A and a second count to Embodiment B 
on the ground that they represent separate patent- 
able inventions. Since the junior y’s invention 
date for Embodiment B is after the senior party’s 
priority date, the junior party will be obliged to 
concede priority on the sole count in the interfer- 
ence unless his motion to substitute counts is 
granted. 

Accordingly, the junior party undertakes labora- 
tory tests which indicate that both Embodiments A 
and B achieve substantially the same result in sub- 
stantially the same manner without any significant 
differences in effectiveness. Without evidence of 
separate patentability to support rhe motion to sub- 
stitute, the junior party is unsuccessful and priority 
is awarded to the senior party. 

The junior party abandons his claim to the gener- 
ic invention of the lost count, but persists in his as- 
sertion he is entitled to a patent on Embodiment B 
since the interference record indicates no actual pri- 
ority for this embodiment in favor of the senior par- 
9. ey the junior party obtains evidence 
that Embodiment B is unexpectedly more useful 
than anticipated in a commercial eating, while Em- 
bodiment A is substantially unsuitable for any prac- 
tical use in a commercial setting. 

Is the junior party entitled to a patent notwith- 
standing the disposition of the issue of its separate 
patentability in an inter partes proceeding? If indeed, 
the junior party would be entitled to such a patent, 
must a second interference now be declared with 
the senior party to again litigate the issue of priori- 
ty? Had the junior party failed to have made the 
motion to substitute counts in view of his utter lack 
tentability, 
c) have ap- 


of supporting evidence of te 
would the estoppel under 37 CER 1.65 
plied? Finally, would the ends of justice be better 
served by a standard for count formation which 


could be finally ed contemporaneously 
with the filing of the preliminary motions them- 
selves? All of these questions suggest that the utili- 
zation of a fluid concept such as non-obviousness as 
the basis for count formation will give unintended 
and unsupportable results in situations where the 
lack of separate patentability is prematurely as- 


Example E: In the scenario of Example D, the 
non-entitlement to contest Embodiment B as a sepa- 
rate count was premised on a failure to demonstrate 
that Embodiment B was non-obvious over Embodi- 
ment A considered as prior art. However, an award 
of priority to the senior party based on the disclo- 
sure of Embodiment A in a foreign priority applica- 
tion does not render Embodiment A as available 
prior art (35 USC 192(g)/103) inasmuch as Embodi- 
ment A would not have been a prior invention of 
another made in the United States which had not 
been abandoned, s or concealed. The ju- 
nior party’s entitlement to a patent on Embodiment 
B should depend, therefore, solely on his entitle- 
ment to priority with res; to Embodiment B. 
Priority is a necessary condition for entitlement to a 
patent since both parties disclose the embodiment 
and a sufficient condition since regardless of the 
party entitled to priority on Embodiment A, it 
should not become obviousness-generating prior art. 
Therefore, any standard or count formation which 
fails to reach the result of the junior party is enti- 
tled to contest priority and a patent on Embodiment 
B is contrary to current statutory requirements for 
entitlement to a patent. 

The proposed rules attempt to rationally define 
counts in an interference so that the judgment in the 
interference settles all questions of entitlement to a 

t. This not only cannot be done p tively, 

t should not be done at all. Judgment should be 
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made on claims, not counts and unpatentability de- 
terminations made against a party subject to the 
normal ex parte standard that additional evidence of 
non-obviousness, or other evidence of patentability 
wholly independent of priority itself, could compel 
a reconsideration of the judgment of unpatentabili- 


ty. 
With respect to paragraph (1) of the comment, the 
standard of patentability will not be applied “on a mutu- 
al basis.” Thus, if a species is patentable over a genus, 
the species is a “separate patentable invention” from the 
genus. Compare In re Taub, 348 F.2d 556, 146 USPQ 
384 (CCPA 1965)(fluorine species might be patentable 
over genus of Markush group of hydrogen and halogen). 
A first count to a genus and a second count to a species 
which is patentable over the genus may popety appear 
in an interference. See e.g., Example 4. The comment 
suggests that if “such mutuality is not applied .. . 
number of irreconcilable anomalies . . . will be mani- 
fest.” The urged “irreconcilable anomalies” are not 


readily ap it to the PTO. 

The PTO disagrees with the concept expressed in 
paragraph (2) of the comment that there should be 
“post-interference reconsideration of separate patentabil- 
ity.” One of bpd ary y objects of Public Law 98-622 
and these new rules is to encourage complete determina- 
tion of all rights between parties in an interference and 
to avoid post-interference reconsideration in an ex parte 
environment of issues which were or could have been 
raised inter partes in an interference. 

commentator remarks in paragraph (3) of the 
comment that “[a] party entitled to priority for a count 
under the benefit of 35 USC 119 creates no ‘prior art’ 
under 35 USC 102(g)/103 inst his ee. In re 
McKellin, 529 F.2d 1324, 188 USPQ 428 (CCPA 1976), 
arguable provides support for the commentator’s re- 
mark. It should be noted, however, that in defining 
“same patentable invention” and “separate patentable in- 
vention” in §1.601(n), the PTO is not establishing a new 
definition of “prior art.” Rather, the PTO is providing 
definitions which will determine—both initially and ulti- 
mately in an interference—how claims in an application 
or patent will be designated to correspond to counts. 
See §§1.603 and 1.606. les 1-19 illustrate how the 
PTO proposes to initially ag: gent claims to correspond 
to counts. The designation of claims to correspond (or 
not correspond) to a count is significant because, as not- 
ed by the any opinion in McKellin, 529 F.2d at 
1327, 188 USPQ at 432: “[a] n applicant [or patentee] 
who has lost an interference is not entitled to claims 
which correspond to the subject matter of the counts of 
the interference.” Section 1.658(c) estops a party from 
obtaining a claim which could have been added and 
which would have been designated to correspond to the 
lost count. The definitions of “same patentable inven- 
tion” and “separate patentable invention” in §1.601(n), 
the availability of motions to designate or not designate 
claims as co ing to a count under §1.633(c), and 
the provisions of §1.658(c) provide the basis for 
accomplishing the PTO’s objective of resolving inter 


partes in a single proceeding all issues which are or 
raised betw 


could have been een parties in an interfer- 
ence. 

Examples illustrate how §§1.601(n), 1.633(c) and 
1.658(c) accomplish the PTO’s objective. 

Liga ge 32: Application AV discloses engines in gen- 
eral in particular a 6-cylinder engine. Application 
AV contains only claim 1 (engine). Application AW dis- 
closes engines in general, but does not specifically dis- 
close a 6-cylinder engine. Application AW contains only 
a single claim 3 (engine). The U. S. “filing date” 

1.601(h)) of the AV application is prior to the U. S. 
ing date of the AW application, but the AW applica- 

ign priority date under 35 U.S.C. 119 
application filed in a foreign country prior 

ing date of the AV application. An interference 
. The sole count of the interference is to “an 
Claim 1 of the AV application and claim 3 of 
application are designated to correspond to the 
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count. During the interference, applicant AV does not 
move under 1. 633(c)(2) to add a claim to a 6-cylinder 
engine and to designate the claim to correspond to the 
count. Applicant AW is awarded a judgment in the in- 
terference based on the earlier filing date of the foreign 
patent application. After the interference, applicant AV 
adds claim 2 (6-cylinder engine) to the AV application. 
Whether AV would be entitled to a patent containing a 
claim to a 6-cylinder engine will depend solely on 
whether a 6-cylinder engine is a “ te patentable in- 
vention” from “engine”—the subject matter of the 
count. If a 6-cylinder engine is a “ te patentable in- 
vention” within the meaning of §1.601(n), applicant AV 
could not have successfully moved under §1.633(c)(2) to 
add claim 2 and to designate it to correspond to the 
count. Therefore applicant AV could obtain a patent 
containing claim 2. If, on the other hand, a 6-cylinder 
engine is not a “separate patentable invention,” claim 2 
of the AV application would be rejected on the basis of 
interference estoppel because claim 2 could have been 
added by a motion under §1.633(c)(2). See §1.658(c). See 
also Example 37. 

Example 33: This example is basically the same as Ex- 
ample 32, except that application AV initially contains 
claim 1 (engine) and claim 2 (6-cylinder engine). When 
the interference is declared, both claims 1 and 2 of appli- 
cation AV are designated to correspond to the count. 
During the interference, applicant AV does not move 
under §1.633(c)(4) to designate claim 2 as not corre- 
sponding to the count. A judgment in the interference is 
entered for applicant AW based on the earlier filing date 
of the or patent application. After the interference, 
applicant AV would not be able to obtain a patent con- 
taining claim 2, because that claim was designated to 
correspond to a count and entry of the judgment consti- 
tutes a final decision by the PTO ; ie to grant appli- 
cant AV a patent containing claim 2 

In the written comment, Examples A through E were 
set out to illustrate what the commentator believed were 
“perceived difficulties.” These examples are set out 
above and are analyzed below. 


Analysis of Commentator’s Example A 


Example A does not describe any practice under these 
rules, because “same patentable invention” and “separate 
patentable invention” under §1.601(n) are not intended 
to be “applied in a mutuality sense.” Where a first count 
is to a genus and a second count is to a species within 
the scope of the genus, there may be two counts if the 
species is separately patentable from the genus. The spe- 
cies is “invention A” referred to in §1.601(n); the genus 
is “invention B” referred to in §1.601(n). 


Analysis of Commentator’s Example B 


Commentator’s Example B suggests—incorrectly— 
that if an interference is declared with a count to a spe- 
cies that no motion under §1.633(c)(1) to add a count to 
a genus can ever be granted. If the species (“invention 
A” referred to in §1.601(n)) is not anticipated by or ob- 
vious in view of the genus (“invention B” referred to in 
§1.601(n)), a motion to add a separate count to the genus 
may be proper. The commentator uses the lan; “se- 
lection inventions” in both Examples A and insofar 
as the PTO is aware, the languag e is not a term of art in 
the patent law. The PTO has not ascribed any particular 
meaning to the language in analyzing Senetes Aor B. 


Analysis of Commentator’s Example C 


ested in commentator’s Example C can 
y if the moving party accepts as final 

the d of the pd to substitute two “sub-generic 
counts” for the “broad generic count.” Unlike practice 
under the rules which have been in effect, under these 
new rules a decision denying a motion to substitute a 
count is reviewable by the Spoard (see $)-asee and 
§1.655(a), second sentence). Additionally, the party 


onl Fagus sug 
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could seek judicial review (35 U.S.C. §§141, 146) of any 
final decision by the Board. H 


and B are the “same patentable invention,” the party 
would be precluded from obtaining a pa to invention 
B. After the interference is terminated, the only conceiv- 
able way that the moving party could seek to obtain a 
patent containing claims to invention B would be to first 
successfully move to reopen the interference for the pur- 
teak of presenting additional evidence. If the motion to 
rennen © gues (and it would be expected that such a 
l rarely be apaee the moving party would 
establish that invention A and 
invention B are not roid same patentable invention. The 
PTO will continue to follow the general guidelines of 4 
Rivise & Caesar, Interference Law and Practice, §821 et 
seq. (Michie Co. 1948), in determining motions to reopen 
an interference after entry of judgment. It should be ad- 
ditionally noted that interferences in which a judgment 
has been entered by a district court in an action brought 
under 35 U.S.C. §146 or a mandate has been entered by 
the U. S. Court of Appeals for the Federal Circuit (35 
U.S.C. §141 or 28 U.S.C. §1295(a)(4)(C)) will not be re- 
opened until the district court vacates its judgment 
and/or the Federal Circuit withdraws its mandate. 


motion 
then have to successfu 


Analvsis of Commentator’s Example D 


Several questions asked in the commentator’s Example 
D can be answered as follows: 

Question: Is the junior party entitled to a patent not- 
withstanding the disposition of the issue of its separate 
agra in an inter A pred proceeding? Answer: No. 

junior party should have presented the “evidence 
that Embodiment B is unexpectedly more useful than an- 
ticipated in a commercial setting” during the interfer- 
ence. The PTO expects to resolve issues inter partes in 
the interference. If the PTO was to permit the evidence 
pe be presented after the interference is edi ees and 

f ex parte prosecution resumes, a principal purpose 
of the overall change to interference practice would be 
defeated. It may be unfortunate that the evidence was 
not known to the junior party. However, it may also be 
true that the winning party—had the evidence been 
fative resented in the interference—could have produced pro- 
tive counter-evidence. Why should the winning party 
uit to the expense of a second interference? 
tion: If indeed, the junior party would be entitled 
to such a Ty wy. must a second interference now be de- 
clared with the senior party to again litigate the issue of 
priority? Answer: The premise in the question is not cor- 
rect. The junior party is not entitled to a patent to Em- 
bodiment B and therefore there will not be a second in- 
terference. 

Question: Had the junior party failed to have made 
the motion to substitute counts in view of his utter lack 
of supporting evidence of separate patentability, would 
the estoppel under 37 CFR 1.658(c) have applied? An- 
swer: Yes, unless the junior party can ly move 
to reopen the interference. 

: Would the ends of justice be better served 
by a standard for count formation which could be final- 
pK wm determined contemporaneously with the filing of the 

motions themselves? Answer: While the 
quest selon t tit hie understood, it should be recognized 

counts will initially be formed by an interference 
is declared and are subject to bein, by a mo- 
tion (§1.633(c)) or by the Board ( Sante aad §1.655, 
second sentence). The correctness of the PTO’s ultimate 
decision on what counts should be is subject to judicial 
review (35 U.S.C. §§141, 146). 


Analysis of Commentator’s Example E 


The PTO, without agreeing or disagreeing with all of 
the commentator’s statements in Example E, disagrees 
with any ultimate conclusion that the junior party is en- 
titled to a patent on Embodiment B and that such a re- 
sult “is contrary to current statutory requirements for 
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entitlement to.a patent.” Interference estoppel precludes 
granting a patent claiming Embodiment B to the junior 
party even if Embodiment A is not prior art with re- 
spect to Embodiment B. 

One comment asked whether “invention A” and “in- 
vention B” mentioned in §1.601(n) “refer to the entire 
scope of subject matter recited in a claim or to the dis- 
closed embodiment(s) supporting the claim (a la Jn re 
Vogel,[422 F.2d 438,] 164 USPQ 619 (CCPA 1970)" 
The question is somewhat difficult, if net impossible, to 
answer in the abstract. Whether “invention A” refers to 
the entire scope or to the embodiments which support a 
claim is not controlling under these new rules. One fun- 
damental change being made under the new rules is that 
judgments will be in the form of whether an app bcent 
or patentee is or is not entitled to a claim. In the past, 
the Board of Patent Interferences has entered an “award 
of priority.” The use of an “award of priority” does not 
always accurately express the “judgment” entered in 
many interferences. See e.g., Applegate v. Scherer, 332 
F.2d 571, 573 n. 1, 141 USPQ 796, 798 n. 1 (CCPA 
1964). Whether an applicant or patentee is or is not enti- 
tled to a particular claim in any given interference will 
depend on many factors, some of which include the 
scope of the claim, the scope of the opponent’s claim, 
= the prior art. An example illustrates the point. 

le 34: Applicant AX discloses an apparatus 
having ve tir means. The specific means disclosed are 
rivets. Applicant AY discloses a similar apparatus hav- 
ing fastening means. The specific means disclosed are a 
nut and bolt. The prior art reveals that items have been 
fastened with numerous fastening means including both 
jae and nuts and bolts. In determining whether AX’s 
tus with rivet fastening means is the “same patent- 
ble invention” as AY’s apparatus with nut and bolt fas- 
seni means, it would Wh 4 to consider the specific 
paratus disclosed by the specific apparatus dis- 
cloedd by AY, the fact that both AX and AY disclose 
the use of “fastening means” broadly, and the prior art 
which shows rivets and nuts and bolts to be known fas- 
tening means. 

One comment suggested that the last sentence of 
§1.604(b) and the last sentence of §1.607(c) be deleted in 
view of a proposed rule (§10.23(c)(7); 49 F.R. 10028; 49 
F.R. 33809) which defines “misconduct” as including “[ 
k] nowingly withholding from the Office information 
identifying a patent or application of another from 
which one or more claims have been copied.” The pro- 
posed rule is still being considered. In any event, the last 
sentences of §§1.604(b) and 1.607(c) are instructions to 
examiners whereas proposed 37 CFR §10.23(c)(7) de- 
fines misconduct for those registered to practice before 
the PTO. Another comment suggested deletion of 
§1.604(b) because “existing rules [37 CFR §1.56] already 
provide a duty of disclosure of subject matter material 
to examination.” There is no inconsistency between the 
tule relating to the duty of disclosure and §1.604. The 
comment also suggested that by Magee another ap- 
plication, an applicant “might be construed as having 
admitted that the claims” of the other application are di- 
rected to the same patentable invention as the claims in 
the applicant’s application. The filing of such a paper is 
a statement by the applicant that the claims presented 
are “known to the applicant to define the same patent- 
able invention” (emphasis added). If an applicant wishes 
to call another application to the attention of an examin- 
er and the applicant believes that the other application 
does not claim the same patentable invention, but never- 
theless may be relevant within the meaning of 37 CFR 
§1.56, the applicant may identify the other application 
and at the same time state why the invention claimed in 
the other application is not the same patentable inven- 
tion as the invention claimed in the applicant’s applica- 
tion. For the reasons given, the suggestions made in the 
two comments are not being adopted. 

Three comments relating to §1.605 were received. 
One comment suggested that the language “or substan- 
tially the same as the suggested claim” be deleted from 
the third sentence of §1.605. The suggestion is being 
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adopted to the extent that the language “a claim which 
is the same or substantially the same as” is being deleted. 
Under §1.605, when the examiner requests an applicant 
to copy a suggested claim, the applicant will be required 
to copy verbatim the claim suggested by the examiner. 
A second comment suggested that the second and third 
sentences of §1.605 be c ed to read as follows: 

The applicant to whom the claim is suggested 
shall amend the application by presenting the 
suggested claim, or shall identify in the application 
one or more pending claims which the applicant re- 
gards as being directed to the same or substantially 
the same invention as the suggested claim, within a 
time specified by the Examiner, not less than thirty 
days. Failure or refusal of an applicant to timely 
present a claim or to timely identify one or more 
claims which are directed to the same or substan- 
tially the same invention as the suggested claim 
shall be taken without further action as a disclaimer 
by the applicant of the invention defined by the 
suggested claim. 

A third comment suggested that the second and third 
sentences of §1.605 fail to take into account the case 
where an applicant is already claiming the invention. 
The third comment suggested addition of the following 
at the end of the third sentence of §1.605(a): “, unless 
the application already contains claims to the same pat- 
entable invention.” The suggestions made in the second 
and third comments are not being adopted as such. 
However, the following sentence is being added as the 
fourth sentence of §1.605: “At the time the suggested 
claim is presented, the applicant may also (1) call the ex- 
aminer’s attention to other claims already in the applica- 
tion or which are presented with the suggested claim 
and (2) explain why the other claims would be more ap- 
propriate to be included in any interference which may 
be declared.” A major deficiency of the suggestions 
made in the second and third comments was the inabili- 
ty of the PTO to efficiently and effectively handle situa- 
tions where the applicant (1) presents a claim which is 
“substantially the same as” the mane claim or (2) 
points to a claim already in the application and the ex- 
aminer is of the opinion that the claim is not to the same 
patentable invention. Under thcse circumstances, the ex- 
aminer could not properly declare an interference. Ac- 
cordingly, the applicant will be required to present ver- 
batim the suggested claim. The applicant may, however, 
also present any other claim which the applicant be- 
lieves is more appropriate. Alternatively, the applicant, 
in addition to presenting verbatim the suggested claim, 
may also call the examiner’s attention to a claim already 
in the application which the applicant believes is more 
appropriate for interference purposes. In either case, the 
applicant must explain to the examiner why a claim oth- 
er than the suggested claim is more appropriate for in- 
clusion in the interference. Upon consideration of the 
suggested claim and the applicant’s alternative claims 
and any explanation, the examiner is in a position to for- 
ward the application to the Board for declaration of an 
interference. If the applicant is dissatisfied with the 
claims of the a designated to correspond to the 
count, the applicant may file an appropriate motion un- 
der§1.633(c). 

Two comments were received which suggested that 
the last sentence of §1.606 is not entirely clear. One 
comment suggested that the language in the last sen- 
tence which reads: “to define one patentable invention” 
be changed to read: “not to contain separate patentable 
invention.” This suggestion is being adopted. The use of 
the language “one patentable invention” was unfortunate 
and rendered the actual intent of the rule unclear. Under 
§1.606, at the time an interference is declared a rebutta- 
ble presumption will exist that any patent claim designat- 
ed to co id to a count does not embrace separate 
patentable inventions. Moreover, at the time the interfer- 
ence is declared, no count will be narrower in scope 
than the broadest patent claim designated to correspond 
to that count. The presumption is rebuttable and may be 
challenged and overcome by a motion under §1.633(c). 
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Examples 17 and 18 illustrate practice under §1.606. 

Two comments were received discussing §1.607. A 
first comment suggested that the word “must” in the 
first sentence of §1.607(c) be changed to “shall. The sug- 
gestion is being adopted. Use of “shall” makes §1.607(c) 
consistent with §1.604(b). A second comment asked the 
following question: 

“If the examiner determines that the applicant’s 
claim is patentable but that there is no interfering 
subject matter, and the examiner accordingly allows 
the claim but refuses to declare an interference, is 
that determination appealable [to the Board of Ap- 
peals and Interferences under 35 U.S.C. §1.134]?” 

The commentator suggests that “such a determina- 
tion” is appealable and rationale in support of the com- 
mentator’s position appears in Gholz, Board cf Appeals 
Jurisdiction Over Appeals from Decisions by Primary Ex- 
aminers Refusing to Institute Interferences on Modified or 
Phantom Counts, 64 J. Pat. Off. Soc’y 651 (1982). At the 
hearing, the commentator orally urged that the rules be 
amended to permit an appeal to the Board when an ex- 
aminer allows a claim, but refuses to declare an interfer- 
ence involving the allowed claim. The suggestion is not 
being adopted. A decision by an examiner to allow a 
claim, but not to declare an interference involving the 
allowed claim, is petitionable and not appealable. See 
Gholz, supra, at 652 n. 13. The rule being suggested 
would enlarge the jurisdiction of the Board. Action by 
Congress would be necessary to accomplish what is em- 
bodied in the suggestion. 

Several written comments and one oral presentation at 
the hearing were made concerning §1.608. One com- 
ment suggested that §1.608 be expanded to provide for 
summary judgment in interferences involving applica- 


tions where the earlier of the filing date or effective fil- 
ing date of one application was three months earlier 
than the date of the other application. This suggestion is 
not being adopted. Ordinarily, interferences are not de- 
clared between applications having effective dates more 


than three months apart. Moreover, expanding summary 
judgment proceedings to application-application interfer- 
ences would result in delay in resolving interferences. 
Currently in application-patent summary judgment pro- 
ceedings under 37 CFR §1.204(c), very few summary 
judgments are entered against applicants who are junior 
to a patentee by more than three months. There is no 
reason to expect that a significant number of summary 
judgments would be entered in application-application 
interferences. As noted in the notice of proposed 
rulemaking, the PTO has already declined to expand 
summary judgment proceedings to cases where a paten- 
tee is junior to an applicant by more than three months. 
See 49 F.R. 3775 (paragraph bridging columns 1 and 2); 
1039 0.G. 34; 1039 TMOG 34; 27 BNA 319. 

Two written comments were received which 
suggested that §1.608(b) should be more specific in indi- 
cating the kind of evidence which should be submitted 
when an applicant attempts to make out a prima facie 
case based on priority of invention. The suggestions in 
the comments are being adopted. The following sen- 
tence has been added to §1.608(b): 

Where the basis upon which an applicant is entitled 
to judgment relative to a patentee is priority of in- 
vention, the evidence shall include affidavits by the 
applicant, if possible, and one or more corroborat- 
ing witnesses, supported by documentary evidence, 
if available, each setting out a factual description of 
acts and circumstances performed or observed by 
the affiant, which collectively would prima facie en- 
title the applicant to judgment on priority with re- 
spect to the earlier of the filing date or effective fil- 
ing date of the patent. 
Similar language appears in the current rule: 37 CFR 
§1.204(c). The PTO agrees entirely with the following 
discussion made by one commentator: 
The material added to Rule 608(b) currently ap- 
pears in existing 37 CFR 1.204(c). A comparison of 
the existing language of 37 CFR 1.204(c) with the 
proposed rule might be construed as suggesting that 
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the allegations which are now expressly required 
where priority is an issue will be changed, specifi- 
cally relaxed in some manner. Since under proposed 
Rule 617 this clearly is not the case, the proposed 
addition to Rule 608(b) should assist the practitioner 
in understanding the intent of the PTO. 
The commentator has accurately pointed out that the 
PTO intends tc apply a stricter standard fer filing addi- 
tional evidence in summary judgment proceedings after 
an order to show cause has been issued. See the notice 
of proposed rulemaking. 49 F.R. 3775 (column 1); 1039 
0.G. 34; 1039 TMOG 1039; 27 BNA 319 (column 1). 

At the hearing, it was suggested that §1.608 should 
encourage the use of 8-1/2 by 11 inch paper for affida- 
vits. This suggestion is being adopted and the following 
sentence has been added to §1.608(b): “To facilitate 
preparation of a record (§1.653(g) and (h)) for final hear- 
ing, an applicant should file affidavits on paper which is 
8-1/2 x 11 inches (21.8 by 27.9 cm.).” The commentator 
at the hearing suggested that “many people passing. de 
Rule 608(b) showing are going to want to rely upon that 
showing under Rule 672(b)” in those cases where an in- 
terference is allowed to proceed. Use. of 8-1/2 by 11 
inch paper will facilitate preparation of the ultimate 
record. 

Two comments were received with respect to §1.609. 
The first comment suggested that the language “count 
or counts” in §1.609(b)(1) be changed to “proposed 
count or counts” and that each occurrence of “the 
count” in §1.609(b)(2) be changed to “each count”. The 
suggestion is being adopted. These changes are editorial 
in nature and are designed to enhance the clarity of the 
tule. A second comment indicated that it was not clear 
to the commentator why it was necessary under 
§1.609(b)(3) for the examiner to identify the claims in an 
application or patent which are deemed to be patentable 
over any count. The commentator went on to say that 
the examiner “could probably readily identify claims 
which would clearly be unpatentable over a count and 
perhaps this would be all that is needed. If the examiner 
simply said all claims are considered unpatentable over 
the count, what recourse does the applicant have if he 
disagrees?” The purpose of having the examiner identify 
all claims which are patentable over the count or counts 
is to place the parties on notice that those claims are al- 
lowable notwithstanding any decision in the interfer- 
ence. Thus, in an interference between Jones and Smith 
if the examiner indicates that claim 8 of Jones is b age 
able over the proposed count or counts, Smith will 
know that Jones may receive a patent containing claim 8 
even if Smith wins the interference. This will permit 
Smith to move under §1.633(c) to add claim 8 as corre- 
sponding to a count if Smith believes claim 8 defines the 
same patentable invention as one of the counts. Contrary 
to the ee ye in the comment, an examiner will not 
indicate that a claim is unpatentable over a count; rath- 
er, the examiner will designate the claim to correspond 
to a count. Each claim in a patent or application which 
is directed to the same patentable invention as a count 
will be designated to correspond to the count. Under the 
new practice, an examiner will no longer have occasion 
to indicate that a claim will be rejected over a lost 
count. To fully answer the commentator’s question, if a 
claim is designated to correspond to a count and the ap- 
plicant believes the claim does not define the same pat- 
entable invention as the count, the applicant may move 
under §1.633(c) to designate the claim as not correspond- 
ing to the count. If the motion is granted, the examiner 
would be authorized to issue the applicant a patent con- 
taining the claim even if the applicant loses interfer- 
ence. 

Several comments were received which discuss 
§1.611. One comment suggested addition of a paragraph 
(f) to permit expanded summary judgment proceedings 
in application-application interferences. Since expanded 
summary judgment proceedings are not contemplated, 
the suggestion is not being adopted. See the discussion 
above under analysis of comments of §1.608(b). Two 
comments suggested that §1.611(c)(8), which provides 
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that a notice declaring the interference shall specify 
among other things the “order of the parties,” fails to 
take into account the fact one party may be “senior” as 
to one count and “junior” as to another count. As 
explained above in connection the analysis of the com- 
ments concerning §1.601(m), the “order of the ies” is 
rocedural tool. It indicates the “style” of the case— 
which practitioners are encouraged to use. If there are 
two counts and one party is “senior” as to one count 
and “junior” as to another count, the party has the bur- 
den of proof as to that count to which the party is “ju- 
nior.” See §1.657. Appropriate testimony periods will be 
set (§1.651(b)) to accommodate differing burdens of 
proof i in cases where a party is “senior” on one count 
and “junior” on another count. The suggestions to 
change the meaning of “order of the parties” are not be- 
ing adopted. Another comment suggested that §1.611(e) 
be changed to indicate that notice “shall” (as opposed to 
“may”) be given in the Official Gazette when an interfer- 
ence has been declared involving a patent. No useful 
purpose would be served by changing “may” to “shall” 
inasmuch as the rights of parties involved in an interfer- 
ence are not affected by publication or non-publication 
of the fact that a patent is involved in the interference. 
By §1.611 the PTO intends to exercise discretion to pub- 
lish in the Official Gazette an identification of patents 
which become involved in interferences; however, the 
PTO does not intend to undertake an absolute obligation 
to do so. The use of “may” better expresses the PTO’s 
intent behind §1.611(e). 
No written comments were received relating to 
- $1.612. However, at the hearing two suggestions were 
rd orally. The first suggestion was that where a “par- 

y” has obtained a copy of his “opponent’s” affidavit un- 

der§1. 131 or §1. e080) (see §1.612(b)), the party should 
be required to notify the opponent. According to the 
su, erage if the opponent then intends to rely on the 

davit A 671(e)), the Bawa would have to “re- 
serve” the affidavit on the party. This suggestion is not 
being adopted. When the party gains access to the affi- 
davit under §1.612(b), the party may or may not make 
an accurate copy. On the other hand, the opponent 
knows exactly those portions of the affidavit upon 
which the opponent intends to rely. After careful con- 
sideration, the PTO believes on balance that it is better 
for the opponent to serve a copy of the evidence upon 
which the opponent intends to rely. Service avoids is- 
sues as to whether the party obtained under §1.612(b) a 
complete and/or accurate copy of the evidence upon 
which the o ent intends to rely. 

The second suggestion concerning §1.612 made orally 
at the hearing was that a party should have access to an 
opponent’s “predecessor application, even though the 
application may not be relied upon for 35 USC, i 
120 benefit.” According to the suggestion, access to a 
“predecessor application” may be needed to uncover 
relevant evidence, including violations of 37 CFR §1.56. 
Specifically, the commentator called attention to Driscoll 
v. Cebalo, 731 F.2d 878, 221 USPQ 745 (Fed. Cir. 1984), 
rehearing denied mem., (Fed. Cir. July 25, 1984). The 
suggestion is not being adopted. The Patent Statute (35 
U.S.C. §122) provides that applications for patent will 
be preserved in secrecy by the PTO unless special cir- 
cumstances are shown. Section 1.687(c) provides for 
“additional discovery” when required in the interest of 
justice. Additional discovery is believed to provide the 
necessary procedural vehicle for obtaining access to an 
opponent’s “predecessor application.” 

One comment was received which suggested that the 

attorneys and 


language “or members of the same firm o! 
agents” be added after “agent” in §1.613(b). The sugges- 
tion is being adopted, because it is believed to make the 
rule clearer. 

One comment was received which said the following 
with respect to §1.616: “Sanctions should not be left to 
the Examiner-in-Chief (EIC) or BAI [Board of Patent 


Appeals and Interferences] - This Rule is unnecessary 
and should be deleted. An alternative would be to give 
sanction power only to the BAI.” The suggestion to de- 
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lete §1.616 is not being adopted. There are cases where 
sanctions are warranted. See e.g., Woods v. Tsuchiya, 207 
USPQ 228 (Comm’r. Pat. 1979) "and Tezel v. Bellantoni, 
188 USPQ 688 (Bd.Pat.Int. 1975). The PTO continues to 
believe that imposition of a sanction (except judgment) 
by a single examiner-in-chief is appropriate. In any 
event, a party may ask a 3-member panel of the Board 
to reconsider any sanction which may be imposed by a 
single examiner-in-chief. See §1.640(c). 

veral written and oral comments were received re- 
garding§1.617. 

One oral comment made at the hearing suggested that 
“it should be explicitly stated in Rule 617(a) that the de- 
cision of the examiner-in-chief to permit the interference 
to proceed is without prejudice to the right of any other 

y to attack the sufficiency of the Rule 608(b) show- 
ing when offered as Rule 672 testimony.” The sugges- 
tion is not being adopted. While no explicit statement to 
that effect will be olend | in §1.617(a), it necessarily fol- 
lows that any opponent may attack the sufficiency of an 
applicant’s showing under §1.608(b) when that showing 
is presented as evidence under §1.672. In summary judg- 
ment proceedings, all an applicant need do is make out a 
prima facie case. If the interference is allowed to pro- 
ceed in the normal manner, the applicant must prove 
priority by a preponderance of evidence (when the ap- 
plication and the een are copending) or beyond a rea- 
sonable doubt (when the application was filed after the 
patent issued). Manifestly, the burden in summary judg- 
ment proceedings is not as —, hf the burden in “et 
ceedings following summary igment. Breuer v. 
DeMarinis, 558 F.2d 22, 28, 194 Usha” 308, 313 (CCPA 
1977) and Schwab v. Pittman, 451 F.2d 637, 640, 172 
USPQ 69, 71 (CCPA 1971). 

Several comments suggested that an applicant should 
be permitted as a matter of right to file a reply to any 
statement filed by oy opponent under §1.617(d). The 
suggestion that a be permitted is being adopted. 
Accordingly, §1.617 x has sac changed to read: Cw 
ithin a time authorized by the examiner-in-chief, an ap- 
plicant may file a reply to any statement filed by any op- 
ponent.” Some of the comments indicated that the appli- 
cant should be able to reply to a statement by a patentee 
or another opponent. The language “any opponent” in § 
1.617(e) is intended to include both the patentee and any 
other opponent. The change in the last sentence of § 
1.617(h) of “patentee” to “any opponent” is intended to 
make clear that all parties may appear at a hearing if the 
applicant requests a hearing. 

One comment suggested that the patentee (and pre- 
sumably any other opponent) should be allowed to pres- 
ent “evidence” during summary judgment proceedin, 
This suggestion is not pone: Bye opted. A change in the 
second sentence of §1.617(d) is intended to make clear 
that opponents may file statements in response to an ap- 
plicant’s “response,” but the statement “shall be limited 
to discussing why all the evidence presented by the ap- 
plicant does not overcome the reasons given by the ex- 
aminer-in-chief for issuing the order to show cause.” 
The PTO does not intend to expand summary judgment 
proceedings into a “mini-interference.” An applicant 
presents evidence under §1.608(b). If the examiner-in- 
chief finds that evidence insufficient, an order to show 
cause stating reasons for the insufficiency is issued. An 
peers may respond and, if appropriate, file “addition- 

” The PTO intends to be rather strict in per- 
mitting the filing of new evidence. After the applicant 
responds (with or without additional evidence), any op- 
ponent may file a statement. In the statement, the oppo- 
rere Should be free to comment on all the evidence 

original and additional) which the applicant presents. 

Compare In re Plockinge 7, 481 F.2d 1327, 179 USPQ 103 
(CCPA 1973). Under §1.617(d) the opponent may not 
urge a rationale for summary judgment which does not 
appear in the order to show cause issued by the examin- 
er-in-chief. However, it is not the PTO’s intent to inter- 
pret§1.617(d) in the narrow manner the Court of Cus- 
toms and Patent A interpreted 37 CFR §1.204(c) 
in Kahl v. Scoville, 609 F.2d 991, 995-996, 203 
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heey A 652, 656 [headnote 6] (CCPA 1979). An example 
be ( oes how the PTO intends to interpret § 
1.617(d 

Example 35: An applicant copies claims from a patent 
and is required to submit a s Pg under §1.608(b). 
Upon review of the showing under §1.608(b), the exam- 
iner-in-chief concludes that the showing fails to make 
out a prima facie case of priority, because applicant has 
failed to show an actual reduction to practice. Applicant 
files a response and includes additional evidence which 
purports to show an actual reduction to practice. The 
patentee then files a statement in which two arguments 
are made. First, patentee argues that the additional evi- 
dence has not been properly authenticated. Second, pat- 
entee argues that even if applicant has shown an actual 
reduction to practice, summary judgment is nevertheless 
aly apd because applicant suppressed and concealed 

the actual reduction to practice. The first argument 
is proper, but the second argument is not. A patentee 
may comment on the sufficiency of the applicant’s evi- 
dence. Fairness, however, dictates that summary judg- 
ment be granted only after fair notice in the order to 
show cause. Accordingly, summary judgment will not 
be based on a rationale raised by a patentee in a state- 
ment which does not co to the ratiouale used 
by the examiner-in-chief in the order to show cause. 

A change has been made in §1.617(a) and §1.617(g) to 
make clear that once summary judgment pr igs 
have concluded, an interference proceed “in the 
normal manner.” The change is intended to codify the 
decisions in Walsh v. Sakai, 167 USPQ 465 
(Comm’r.Pat. 1967) and Ing v. Chiou, 207 USPQ 321 
(Comm’r.Pat. 1979). This change is further discussed in 
16 of the comments received with respect to 
5 One comment was received which indicated that 

1.618: 
“needs qualification. It may be appropriate to resub- 
mit certain pape rs (See also 1.644(d) last sentence).” 
The precise “ ‘qualication” needed was not set forth in 
the comment. Likewise, no example of “certain rs” 
was set forth. Under the circumstances, the de- 
clines to make any change in §1.618. 

Several comments were received which discussed the 
rules relating to preliminary statements. 

Three comments were received which suggested that 
§1.622(a) be amended to “take into account several 
court decisions holding that joint inventors need not be 
joint inventors of [the subject matter of] all claims.” 
Changes have been made in §1.622(a) consistent with the 
— to 35 U.S.C. §116 made by Public Law 
9 ‘ 

One comment was critical of §§1.623(c); 1.624(c); and 
1.625(c), because §1.628(b) does not cover the possibility 
that a drawing might not be available, e- 6 a drawing 
destroyed in “a fire.” Section 1.628(b) has been amended 
to permit a party to allege a date when a first drawing 
or first written description was made in those circum- 
el ee ee ee ee ee 
tion is not available. The anes Se eee 2) 
show good cause and exp! in the preliminary state- 
ment et vee a pes the drawing or written description 

to the preliminary statement and (2) 
tech to “es preliminary statement the earliest drawing 
or written descri; made in or introduced into the 
United States which is available. The party would also 
be required to file a motion to amend its preliminary 
statement promptly after the ae written descrip- 

tion becomes available. It is the ’s intent by the 
pent rca to §1.628(b) to overrule the holding of head- 
note[1] of Reddy v. Davis, 187 USPQ 386, 388 


(Comm’r.Pat. 1975) 
Another comment was critical of the language “con- 
ceived” in §1.623(a)(4). The current rules do not require 
allege a conception; rather, they Kee entieny one 
See 37 CFR er oteaxay. 
allegation of 


conception. 
According to the commentator, an concep- 
tion is “unprovable and meaningless.” The use of “con- 
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ception” in §1.623(a)(4) is intentional and is designed to 
permit a party to “plead” the earliest date on which it 
believes conception occurred. Contrary to the sugges- 
tion in the comment, “conception” is not —— 
and may be proved during the the testimony 

Gould v. Schawlow, 363 F.2d 908, 150 USPQ eryes “4 (CCPA 
1966); Meitzner v. Corte, 410 F.2d 433, ia USPQ 599 
(CCPA 1969); and Mergenthaler v. Scudder, 11 
App.D.C. 264, 1897 C.D. 724 (D.C.Cir. 1897). There is 
no need to prove “conception” in the preliminary state- 
ment.- 

A preliminary statement serves several useful purposes 
in an interference: (1) it serves to limit a party’s proofs 
as to time, (2) it serves as a vehicle for permitting the 
examiner-in-chief or the Board to issue orders to show 
cause in those cases where it would be futile to take tes- 
timony, and (3) it serves as notice to an opponent of the 
case which is alleged by a party. Under the rules being 
announced herein, the issues which will be raised and 
decided by the Board at final hearing are made known 
during the interlocutory stage through (a) the prelimi- 
nary statement, (b) motions under §1.633 and decisions 
thereon, and (c) notices under §1.632 of a party’s intent 
to argue abandonment, suppression, or concealment. 
pose 1.632(a)(4) requires a party to allege a date of 

tion—it does not require proof of conception. 
The legation puts the opponent on notice that the par- 
ty intends to prove conception as of a date no earlier 
than the date alleged in the preliminary statement. 

_ One comment suggested that the rules relating to pre- 

i statements are deficient because they do not 
it one to allege allegations concerning tapes. Specif- 
ically, the commentator said: “What about a taped tran- 
script of an invention, a practice being followed in a 
number of research departments of corporations?” If 
making a tape is the last act of conception, a party may 
allege the date the tape was made as the conception date 
under §1.623(a)(4). 

Several comments were received which suggested 
that a party should not have to allege derivation in a 
preliminary statement because the party may not know 
derivation occurred until the testimony period. Section 
1.625 requires a party to file a preliminary statement 
when derivation is an issue. If derivation is not known 
or discovered prior to the date the preliminary statement 
is due, a party may move to amend the preliminary 
statement and allege derivation promptly after existence 
of Pes pee is discovered. 


eral comments discussing §1.624 were received. 


One comment eH ay: that §1. Eddies) should require 


a party to state, w. appropriate, that no actual reduc- 
tion to practice of an invention made in a foreign coun- 
try was introduced into the United States. This sugges- 
tion is being and a second sentence has been 
added to re 624(a)(5) which provides: “If an actual re- 
duction to practice of the invention was not introduced 
into the United States, the preliminary statement shall so 
state.” This sentence conforms §1.624(a)(5) to the allega- 
tion required in the second sentence of §1.623(a)(5). An- 
other comment suggested that the language “in the Unit- 
ed States” be inserted after “reasonable diligence” in 
§1.624({a)(6) and that all occurrences of the language 
“was made” in §1.624(c) be changed to “was introduced 
into the United States”. This suggestion is being 
adopted. As noted in the comment, “[t] he changes. . . 
are necessary to clarify that for an invention made 
abroad the only relevant activities are those which oc- 
cur in the United States.” See 35 U.S.C. §104. 

One comment asked “how does one introduce ‘an ac- 
tual reduction to practice of the invention’ in the United 
States?” Breuer v. DeMarinis, 558 F.2d 22, 194 USPQ 
308 (CCPA 1971), illustrates a case where an actual re- 
duction to practice abroad was introduced into the Unit- 
ed States. 

One comment suggested that §1.627(a) be changed to 
require preliminary statements “be enclosed in an outer 
envelope addressed to the Commissioner of Patents and 

Trademarks and be additionally marked Box Interfer- 
ence—Preliminary Statement.” According to the com- 
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ment, the confidentiality of preliminary statements 


“envisioned under the proposed rules would be further 
ced . 


enhan ” The suggestion is not being adopted. 
The PTO believes it is sufficient if preliminary state- 
ments are enclosed in a sealed envelope as specified in 
§1.627(a). The Board will not permit access to prelimi- 
nary statements which have not been ordered opened by 
an examiner-in-chief. 

Several comments discussing §1.629 were received. 
One comment suggested that the first sentence (“A pre- 
liminary statement should be carefully prepared.”’) 
should not appear in §1.629(a). This suggestion is being 
adopted. The PTO agrees with the commentator that 
the sentence: 


“no longer appears necessary or appropriate in the 
context of rulemaking. The remainder of the para- 
graph makes the admonition redundant at best.” 


Two comments were received which suggested that the 
word “normally” be deleted from the last sentence of 
§1.629(d). The suggestions are not being adopted. A pre- 
liminary statement is a pleading. The Board does not 
evaluate or consider the content of a drawing or written 
description prior to final hearing. At final hearing, in 
fact, the Board will only consider the drawing or writ- 
ten description if a party places the drawing or written 
description in evidence. The word “normally” first ap- 
peared in 37 CFR §1.223(c), last sentence, in 1978 (see 
e.g., 973 TMOG 19 (Aug. 1, 1978)). The last sentence of 
37 CFR §1.223(c) was intended to codify headnote [2] 
of Reddy v. Davis, 187 USPQ 386 (Comm’r.Pat. 1975). 
The word “normally” appears in the rule to permit the 
Board to exercise discretion to evaluate or consider the 
content of a drawing or written description in some un- 
usual and presently unforeseen circumstance. 

One comment suggested that “no earlier than” in 
§1.629(b) be changed to “as early as”. The suggestion is 
being adopted inasmuch as it is believed to more clearly 
state the intent of the rule. 

One comment suggested that §1.629(d) “is improper 
because it fails to take into account testimony which can 
show that a drawing and/or written description were 
actually made even though the drawing and/or written 
description are not now available.” A change to 
§1. 628(4) and addition of “unless the party complies 
with §1.628(b)” to the first sentence of §1.629(d) elimi- 
nates the problem raised by the commentator. 

One comment discussing §1.631(a) was received 
which expressed the view that a junior party should be 
required to send a copy of its preliminary statement to 
the senior party even if the senior party does not file a 
preliminary statement. According to the commentator, 
the senior party is prima facie the first inventor and at 
some time it will have to know the earliest dates alleged 
by the junior party. The rules require all parties to file a 
preliminary statement. If a junior party does not file a 
preliminary statement, it will be denied access to any 
other preliminary statement which is filed. A senior par- 
ty, however, is always entitled to access to any prelimi- 
nary statement filed by a junior party. See eg., 
§1.631(b). However, a junior party will only be required 
to serve a senior party who fi statement. 

Numerous comments were received discussing §1.633. 

One commentator asked: “What sort of a judgment is 
in order if a count is not patentable over the prior art to 
an opponent?” Section 1.633(a) authorizes a party to 
bring a motion for judgment on the ground that the op- 
ponent’s claim corresponding to a count is not patent- 
able. It is important to note that the motion raises the 
patentability of the opponent’s claim not the count. Ac- 
cordingly, by a motion under §1.633(a), a party seeks en- 
try of a judgment that the opponent is not entitled to a 
patent containing a claim corresponding to a count. 

Two comments questioned the nature of the judgment 
when a motion under §1.633(b) is granted. Section 
1.633(b) authorizes the filing of a motion for judgment 
on the ground that there is no interference-in-fact. If a 
motion under §1.633(b) is granted, the judgment would 
provide that each party is entitled to a patent containing 
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that party’s claims corresponding to the count. Judg- 
ments in interferences under these rules will determine a 
party’s entitlement or lack of entitlement to claims corre- 
sponding to a count. 

One comment expressed the hope that “third party 
inventorship” would not be made an issue in interfer- 
ences. Contrary to the hope expressed by the commenta- 
tor, “third party inventorship” can be made the subject 
of a motion under §1.633(a). Any ground of unpatent- 
ability may be made the subject of a motion under 
§1.633(a) except (1) priority of invention of the subject 
matter of a count by the moving party as against any 
opponent or (2) derivation of the subject matter of a 
count by an opponent from the moving party. It should 
be noted that under past practice, third party 
inventorship has not been considered “ancillary” to pri- 
ority. Sheffner v. Gallo, 515 F.2d 1169, 185 USPQ 726 
(CCPA 1975). However, under these rules, the question 
of whether an issue is “ancillary” no longer arises. See 
130 Cong. Rec. H10528 (daily ed. Oct. 1, 1984)(state- 
ment by Rep. Kastenmeier). Public Law 98-622 gives 
the Board authority to consider priority and patentabili- 
ty. Third party inventorship involves a question of pat- 
entability. 35 U.S.C. §102(f). One comment pointed out 
that §1.633(e) adopts the estoppel tule approved by the 
Court of Customs and Patent Appeals in Avery v. Chase, 
101 F.2d 205, 40 USPQ 343 (CCPA 1939), cert. denied, 
307 U.S. 638 (1939), while rejecting the rule announced 
by the U. S. Court of Appeals for the District of Colum- 
bia Circuit in International Cellucotton Products Co. v. 
Coe, 35 F.2d 869, 30 USPQ 366 (D.C. Cir. 1936). See 
also American Cyanamid Co. v. Coe, 106 F.2d 851, 42 
USPQ 302 (D.C. Cir. 1939). The commentator is correct 
in noting that the rules adopt the estoppel rule approved 
in Avery v. Chase. The following comment by the CCPA 
in its opinion in In re Shimer, 69 F.2d 556, 558, 21 
USPQ 161, 163 (CCPA 1934), accurately expresses the 
intent of the PTO in promulgating §§1.633(e). and 
1.658(c): 

It may be stated that this rule works no hardship to 
him who is diligent in pursuit of his rights. When an 
interference is declared, the files of his contestants 
are open to him. He has full cognizance of their dis- 
closures and claims. So advised, it becomes his duty 
to put forward every claim he has. [Rule 1.633(e)] . 
. affords him this opportunity. If the rule be not 
enforced or enforceable, then delays and litigation 
are greatly increased. It is quite obvious that the 
doctrine of estoppel, as applied in these cases, re- 
sults in the better conduct of the business of the Pa- 
tent[and Trademark] Office and in the public good. 

One comment suggested that the following be added 

to the end of §1.633(c): 
A motion to add or substitute a count shall be con- 
strued as an automatic request for the benefit of any 
earlier’ application [filing] dates accorded the 
existing count, and also as encompassed by a con- 
temporaneous motion under §1.633(f) or (g), unless 
indicated otherwise. Any opposition thereto must be 
raised in a motion opposition pursuant to §1.638. 
The suggestion is not being adopted. A specific refer- 
ence to §1.637(c) ap in §1.633(c). The provisions of 
§1.637(c) spell out in detail the steps which a moving 
party must take in Rey a motion under §1.633(c). One 
of those steps requires the moving party to request bene- 
fit of any earlier application. The mere fact that benefit 
has been accorded for a “first’”” count does not establish 
that benefit should be accorded for a “second” count. 
The PTO believes the burden should be on the moving 
party to point out where an earlier application supports 
a count rather than placing the burden on an opponent 
in the first instance to point out where an earlier appli- 
cation fails to support particular subject matter. There is 
no compelling reason to force the opponent “to prove a 
negative.” It should be noted that the language “Where 
appropriate,” has been deleted in every instance from 
§1.637 to make clear that the burden lies on the moving 
party to request benefit when that party files a motion 
under §1.633. 
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At the hearing, one individual commented that 
§1.633(a) is not clear as to whether a motion for judg- 
ment based on “fraudulent appropriation of the moving 
party’s invention by his opponent” excluded. The 
“fraudulent appropriation of the moving party’s inven- 
tion by his opponent” is derivation. Section 1.633(a)(2) 
excludes both “innocent” derivation (e.g., through a 
third party and unknown to either party in an interfer- 
ence) or “fraudulent” derivation (e.g., where one party 
knowingly takes the invention from an opponent). In ei- 
ther event if derivation by an opponent of a party’s in- 
vention is proved, the party will be awarded judgment. 

One comment made the following statement: 


An opponent faced with a motion for judgment on 
the ground that a count is unpatentable may not be 
able to prove patentability in the short time periods. 
Provision should be made for extensions of time in 
such cases. 


Provisions for extensions of time are made in §1.645. 

One comment addressed Example 23 which appeared 
in the notice of proposed rulemaking. Example 23 also 
appears in a slightly modified form herein and, as modi- 
fied, takes into account discussion in the comment. The 
commentator believed that the motion mentioned in Ex- 
ample 23 should be denied and that a testimony period 
should be set. Accordingly to the commentator, the 
granting of the motion would shift the burden to the op- 
ponent of the motion. The commentator’s point is well 
taken. Actually, the motion should be deferred to final 
hearing and a testimony period would be set. In ruling 
on motions under §1.633, it will not always be possible 
for the examiner-in-chief to grant or deny outright a mo- 
tion. When testimony is needed to rule on a motion, the 
proper course of action is to defer a decision on the mo- 
tion to final hearing and permit testimony. See §1.639(c). 
The moving party retains the burden. If testimony is 
taken on patentability, the parties would also have to 
take testimony on priority. With all testimony at its dis- 
posal, the Board would then be in a position to rule on 
all issues and award a judgment. 

One comment asked how the claims of the parties 
would be designated to correspond to the counts if in 
Example 18 a motion to substitute Count 2 (benzene) 
and add Count 3 (chloroform) was granted. The follow- 
ing Example 36 answers the commentator’s question. 

Example 36: The facts in this example are the same as 
Example 18. Assume that | age AB believes that 
benzene and chloroform define separate patentable in- 
ventions. Applicant AB would file a motion under 
§1.633(c)(1) to substitute Count 2 (benzene) for Count 1 
(Markush group of or chloroform) and add 
Count 3 (chloroform). If the examiner-in-chief grants the 
motion, the interference would be redeclared by deleting 
Count 1 and substituting in its place Counts 2 and 3. 
Claims 1 and 2 of the patent H and claims 11 and 12 of 
application AB would be designated to correspond to 
Count 2. Claims 1 and 3 of patent H and claims 11 and 
13 of application AB would be designated to correspond 
to Count 3. If one party poe priority with respect to 
both benzene and chloroform, that party would be enti- 
tled to all claims in its application or patent correspond- 
ing to Counts 2 and 3. The other party would not be en- 
titled to a patent containing any claim corresponding to 
Counts 2 and 3. If patentee H proves priority with re- 
spect to benzene and applicant AB proves priority with 
respect to chloroform (assuming there was no issue 
raised at final hearing with pn oe to the patentable dis- 
tinctness of benzene and chloroform), the judgment 
would provide that patentee H is not entitled to a patent 
with in 1 and 3, but is entitled to a patent with 
claim 2 and that applicant AB is not entitled to a patent 
with claims 11 and 12, but is entitled to 2 with 
claim 13. If an issue is properly raised at hearing as 
to whether benzene and chloroform are the same patent- 
able invention and the Board holds that they are the 
same patentable invention, the party proving the earliest 
priority as to either benzene or chloroform would pre- 
vail as to all claims. Thus, if patentee H invented ben- 
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zene before applicant AB invented benzene or chloro- 
form, patentee H would be entitled to a patent contain- 
ing claims 1 through 3 even if applicant AB invented 
chloroform before patentee H invented chloroform. Ap- 
plicant AB would not be entitled to a patent with claims 
11 through 13. 

An oral comment was received by telephone which 
raised the question of whether a party is, or could be, 
required to present in the party’s application every claim 
which the party may ever seek to obtain in a patent 
based on the y’s application. According to the com- 
mentator, such a requirement would prevent the party 
from proceeding ex parte after the interference on any 
claim on which a favorable judgment was not entered. 
It is not the PTO’s intent to require a y who is an 
applicant to present at the outset all claims which the 
party may ever seek to obtain in a patent based on his 
application. Parties in interference cases should recog- 
nize, however, that the interference estoppel provisions 
of §1.658(c) have been expanded with the view to elimi- 
nating much of the ex Pres maneuvering which has 
taken place in the past r an interference is terminat- 
ed. Accordingly, a party who fails to move to place a 
matter in issue runs a considerable risk that the party 
will not be able to raise the issue ex parte after an inter- 
ference is terminated. Nevertheless, the PTO has deter- 
mined that it will not, at this time, adopt the require- 
ment suggested by the commentator. The commentator 
also suggested, contingent on his earlier suggestion being 
rejected, that the rules provide that a party be autho- 
rizéd to file a motion to require an opponent who is an 
applicant to add a claim to the opponent’s application 
and to designate the claim as corresponding to a count. 
This suggestion is being adopted by addition of § 
1.633(c)(5). Paragraph (c)(5) authorizes the filing of a 
motion to redefine the interfering subject matter by re- 
quiring an opponent who is an applicant to add a claim 
and to designate the claim to correspond to a count. A 
companion addition of pevemee (cX(5) to §1.637 sets 
out the requirements of a motion under §1.633(c)(5). 
Those requirements are: the moving party must (1) pro- 
pose a claim to be added to the opponent’s application, 
(2) show the patentability of the claim to the opponent 
and apply the terms of the claim to the disclosure of the 
opponent’s application, (3) identify the count to which 
the proposed claim shall be designated to correspond, 
and (4) show that the proposed claim defines the same 

tentable invention as the count to which it will be des- 
ignated to correspond. The following example illustrates 
how practice under §§1.633(c)(5) and 1.637(c)(5) is 
expected to occur. 

Example 37: In this example, some of the facts set out 
in Example 32 will be used. Application AV discloses 
engines and in particular a 6-cylinder engine. Applica- 
tion AV contains only claim 1 (engine). Application AW 
discloses —— in general, but does not specifically dis- 
close a 6-cylinder engine. Application AW contains only 
a single claim 3 (engine). Seeing that application AV 
specifically discloses a 6-cylinder engine and believing 

t a 6-cylinder engine is the same patentable invention 
as “engine,” AW could move under §1.633(c)(5) to re- 
quire applicant AV to add a claim (6-cylinder engine) 
and to have the claim designated to correspond to the 
count (engine). Applicant AV could oppose on the 
ground that a 6-cylinder engine is not the “same patent- 
able invention” as “engine.” If the motion is granted, ap- _ 
plicant AV would be required to add a claim to 6-cylin- 
der engine and the claim would be designated to 
correspond to the count. be 5 sem AV loses the inter- 
ference, the judgment w preclude applicant AV 
from obtaining a patent with claims to “engine” or 
“6-cylinder engine.” If the motion is denied on the basis 
that a 6-cylinder engine is not the same patentable in- 
vention, applicant AV would not be required to present 
a claim to 6-cylinder engine and would be able to pursue 
such a claim ex parte even if applicant AV loses the in- 
terference. 

If an applicant is ordered by an examiner-in-chief to 
file an amendment to present a claim and the applicant 
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fails or refuses to timely present the amendment, the fail- 
ure or refusal will be taken without further action as a 
disclaimer by the applicant of the subject matter of the 
claim. See the second sentence of §1.640(b)(1). 

At the hearing, one commentator indicated that it is 
not clear whether §1.635 “would permit a motion for 
judgment in a situation where a junior party’s case-in- 
chief fails as a matter of law to overcome a senior par- 
ty’s effective filing date.” Under the rules, it is not the 
intent of the PTO to allow a senior y to test the suf- 
ficiency of the case-in-chief of a junior party prior to fi- 
nal hearing. Thus, a “motion for a directed verdict” (see 
Rule 50(a) of the Federal Rules of Civil Procedure) at 
the conclusion of the junior party’s case-in-chief and pri- 
or to a senior party’s case-in-chief is not authorized un- 
der the rules. If a senior party believes the case-in-chief 
of the junior party is insufficient as a matter of law, the 
senior party may elect to proceed immediately to final 
hearing. If the senior party is incorrect, however, the se- 
nior party will have waived any right to present any 
case-in-chief or rebuttal. See e.g., Comstock v. Kroekel, 
200 USPQ 548, 550 n. 4 (Comm’r.Pat. 1978); Lorenian v. 
Winstead, 127 USPQ 501, 508 (Bd.Pat.Int. 1959); and, 
more recently, Burson v. Carmichael, 731 F.2d 849, 221 
USPQ 664 (Fed. Cir. 1984) (“There is no support in law 
for eo pee bites at the apple”). This would be true 
even if the only evidence relied upon by the junior party 
is a showing under 1.608(b). In this respect, the rules 
codify the decision in Walsh v. Sakai, 167 USPQ 465 
(Comm’r.Pat. 1970). 

Two comments were received which suggested that 
the twenty-day period in §1.636(b) is too short. It was 
suggested that a longer time period be set and one com- 
ment suggested thirty (30) days. The suggestions are not 
being adopted. The time period set for filing oppositions 
will normally be set during a telephone conference call 
between the examiner-in-chief and the attorneys for the 
parties. The twenty-day period appears in the rule in the 
event a specific time for filing oppositions is not set by 
an examiner-in-chief. The twenty-day period is deemed 
to be sufficient in most cases. Twenty days are currently 
allowed to respond to a motion. See 37 CFR §1.231(b). 
It should be noted that the twenty-day period is longer 
than the minimum period allowed by the Federal Rules 
of Civil Procedure for responding to motions. See Rule 
6(d) and (e). 

Two comments were received which discussed 
§1.637. Both comments suggested that a sentence be 
added to §1.637(f)(2) to require a translation to be filed 
when a party moves for benefit of an earlier foreign ap- 
plication which is not in English. The suggestions are 
being adopted and the following has been added as the 
last. sentence of §1.637(f)(2): “If the earlier applicaticn 
filed abroad is not in English, the requirements of §1.647 
must also be met.” Section 1.647 requires a translation 
whenever a party relies on a document in a language 
other than English. One comment suggested that the 
language of §1.637(f)(3) (“Show that the earlier applica- 
tion discloses an embodiment within the scope of the 
each count.”) may be “contrary to past decisions of the 
CCPA which have held a disclosure can be good with- 
out a specific embodiment.” The critical issue in each 
benefit situation is whether the earlier application consti- 
tutes a constructive reduction to practice of the inven- 
tion defined by the count. The issue is necessarily re- 
solved on a case-by-case basis and the presence or 
absence of an embodiment is only one factor to be con- 
sidered. Accordingly, the language of §1.647(f)(2) has 
been changed to read: “Show that the earlier application 
constitutes a constructive reduction to practice of each 
count.” The comment also criticized the use of the word 
“each” in §1.647(f)(2). The term “each” is used to make 
clear that when there are two or more counts, the mov- 
ing party must show that the earlier application consti- 
tutes a constructive reduction to practice for each count. 
There are cases where a disclosure in an earlier applica- 
tion would constitute a constructive reduction to prac- 
tice for one count but not for another count. 

Several changes have been made to §1.637 which 
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were not made as a result of a comment submitted from 
the public. Each occurrence of the language “Where ap- 
propriate,” in §1.637 has been deleted as being unneces- 
sary and ibly confusing. Whenever a party wants or 
believes it is entitled to benefit of an earlier applica- 
tion, the must file a motion under §1.633(f) for 
benefit. The language “Where appropriate” may have 
given parties the mistaken impression that a motion was 
not necessary where benefit of the earlier application 
had been accorded in the papers declaring the interfer- 
ence. See the discussion above of the suggested change 
to §1.633(c) which was rejected. 

The language “or adding a claim to be designated to 
gorerapene to a count” has been added to §1.637(c)(2). 
The change supplements a change made in §1.633(c){2). 
Section 1.637(c)(2) sets out the requirements for a pre- 
imi motion to redefine the interfering subject mat- 
ter by adding a claim in the moving party’s application 
and to designate the claim to correspond to a count. 

In §1.637(c)(2)(ii), the language “Apply the terms of 
each proposed claim to the disclosure of the applica- 
tion” been changed to “Show that the proposed or 
added claim defines the same patentable invention as the 
count”. This change was made to add the requirement 
of showing that the new claim defines the same patent- 
able invention as the count and to eliminate a require- 
ment already contained in §1.637(c)(2)(iii). 

Section 1.637(c)(2)iii) was changed to refer to an 
“amended or added claim” and thereby conform the lan- 
guage of the section to the language of §1.633(c)(2). 

Paragraph (c)(5) was added to set out the require- 
ments of a motion under §1.633(c)(5) which permits a 
party to move to require an opponent who is an appli- 
cant to add a claim to the application and to designate 
the claim to correspond to a count. See Example 37. 

Two comments were made concerning §1.638. One 
comment suggested that the twenty-day periods of para- 
graphs (a) and (b) were too short. The PTO has evaluat- 


ed the time periods of pace (a) and (b) and has de- 


cided that no change will be made to those periods. 
Attention is directed to the discussion above of the com- 
ments concerning §1.636(b) which also contains a twen- 
ty-day go 
Another comment made at the hearing suggested that 
a reply to an opposition to a motion should be permitted 
as a matter of course. Upon consideration of the com- 
ment, it has been decided to authorize the filing of re- 
plies to opposition to all motions. Presently, replies are 
permitting as a matter of course only for oppositions to 
motions under 37 CFR §1.231. Section 1.638(b), as 
changed, would permit the reply in every instance. The 
PTO over the years has received complaints concerning 
the inability of a party to file replies. The change being 
made in §1.638(b) will be reviewed sometime in the fu- 
ture to determine whether authorizing replies is helpful 
to the Board and/or whether undue delay in resolving 
interference occurs because replies are filed. Moreover, 
the PTO will make a judgment on whether “new issues” 
are being raised as a matter of course in replies. It can 
thus be seen that the change in authorizing replies may 
be considered experimental and could be changed in the 
future if found to be counter-productive or inconsistent 
with the objective of resolving interferences in a rela- 
tively prompt manner. 
One comment discussing §1.639 was received. The 
comment states: 
The requirement that proofs of alleged material 
facts must be filed may be difficult or impossible to 
meet in view of the shortened times. e] rule 
should make provisions for timely submission of 
roofs within reasonable times. 
To the extent that the comment suggests setting specific 
times in the rules, the aR is not being adopted. It 
should be noted that if affidavits cannot be timely pre- 
pared to be filed with a motion, the moving party may 
wish to take advantage of paragraph (c) which requires 
a party to specify any testimony needed to resolve a mo- 
tion. 
One change was made in §1.639(c) to make clear that 
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a moving party or an opponent may describe any testi- 
mony needed to resolve a motion under either §1.633 or 
§1.634. Often, testimony is needed to _ resolve 
inventorship disputes. Accordingly, a party may de- 
scribe testimony needed to resolve motions to correct 
inventorship under §1.634. It should be noted that if a 
party relies solely on affidavits in support of a motion 
(under §1.633 or §1.634) and the issue raised in the mo- 
tion is to be considered at final hearing, the party must 
comply with §1.671(e). 

Several comments were received which discussed 
§1.640. One comment asked: “When the final sentence 
speaks of a panel deciding the request for reconsidera- 
tion, does this mean that the panel decides whether to 
reconsider or whether to modify the decision?” It was 
the PTO’s intent that the el make a decision on 
whether to modify the decision made by the single ex- 
aminer-in-chief. Accordingly, the language “shall be de- 
cided by a panel” in the last sentence of §1.640(c) has 
been changed to read: “shall be acted on by a panel. An- 
other change in language to the fourth sentence of 
§1.640(c) has been made to make clear that a decision of 
a single examiner-in-chief will not ordinarily be modified 
by a panel without an opportunity to file an opposition. 

Another comment suggested that §1.640(a) be 
changed to “allow, even encourage, the examiner-in- 
chief to travel to conferences where more 
convenient/practical for all concerned.” This suggestion 
is not being adopted. The use of a telephone conference 
call eliminates the need to adopt the suggestion. The 
same pmnmest suggested that the “speedy and inexpen- 
sive” ge of the second sentence of §1.640(b) be 
Scleted. ie suggestion is not being adopted. The com- 
ment fails to explain why the language should be de- 
leted. It is obvious that a motion cannot always be 
granted or denied; other action is often appropriate, e.g., 
deferring consideration of a motion to final hearing. Sec- 
tion 1.640(b) gives the examiner-in-chief discretion to 
take appropriate action and the “just, speedy, and inex- 
pensive determination” language provides some standard 
which an examiner-in-chief may follow in those cases 
where granting or denying a motion is not appropriate. 

One comment was received which suggested that 
§1.640 be changed to provide that an examiner-in-chief 
hold a hearing to determine whether an interference 
o—_ proceed in those cases where a junior party fails 

to allege a date prior to the senior party and remains in 
an interference only because the junior party is alleging 
“fraud” by the senior party. The suggestion is not being 
adopted. If a party believes that an opponent has com- 
mitted “fraud” or has engaged in “inequitable conduct,” 
the party may file a motion under §1.633(a) for judg- 
ment. Obviously, a motion for judgment on the basis of 
“fraud” or “inequitable conduct” must make out a case 
by clear and convincing evidence. The examiner-in-chief 
has sufficient authority under the rules to preclude a 
party from proceeding in an interference on a baseless 
charge of “fraud” or “inequitable conduct.” 

One oral comment was received which suggested that 
the examiner-in-chief be required to consult with an ex- 
aminer prior to deciding a preliminary motion for judg- 
ment under §1.633(a) based on patentability. The oral 
comment suggested alternate p: 

(1) The examiner-in-chief will normally obtain a pat- 
entability report when. deciding motions involving a 
question of patentability. 

(2) The examiner-in-chief will consult with a primary 
examiner prior to deciding a motion raising an issue of 
patentability. 

: oe hey «yom of the oral comment is not being 

An examiner-in-chief is a person having “com- 

t ee legal | knowledge and scientific ability.” 35 U.S.C. 
pe Examiners-in-chief review decisions of examiners on 
questions of patentability. Accordingly, there is no rea- 
son to require an examiner-in-chief to consult with an ex- 
aminer on a question of patentability. The PTO recog- 
nizes that many examiners possess special expertise in 
arts. It is for this reason that §1.640(b) pro- 

vides that “[a] n examiner-in-chief may consult with an 
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examiner in deciding motions involving a question of 
patentability” Coane added). Thus, an examiner-in- 
chief is authorized to consult with an examiner on a 
question of patentability where the examiner-in-chief be- 
lieves consultation will be beneficial. 

One comment suggested that §$1.642 be changed to 
permit an examiner-in-chief to add a newly discovered 
patent, as well as newly discovered applications, to an 
interference. Inasmuch as 35 U.S.C. §135(a) authorizes 
interferences between applications and patents, the sug- 

estion is being adopted. The language “application” in 

1.642 has been changed to read: “appli 

Several comments discussing §1. 

One commentator made four suggestions, none of which 
are being adopted. First, the commentator suggested 
that there should be no fee for a petition under 
§1.644(a)(1). This suggestion is not being adopted. A de- 
cision on a | ggssod is a service performed by the PTO 
on behalf o itioner. The Commissioner is autho- 
rized to charge fees for services performed. 35 U.S.C. § 
41(d). Second, the commentator suggested that the last 
sentence of §1.644(d) be deleted. suggestion is not 
being adopted. In the past when parties have filed peti- 
tions, copies of documents already in the interference 
file have been attached to the petition. The copies tend 
to increase unnecessarily the size of the file of an inter- 
ference. Inasmuch as the document submitted with the 
a is already in the interference, there is no need to 
ile a “second” copy of the document. Parties can expect 
that petitions will be returned (§1.618) if the petition is 
accompanied by documents which are already in the in- 
terference file. Third, the commentator argued that the 
“requirement of service within one (1) day is too oner- 
ous and should be deleted” from §1.644(g). No rationale 
was given in support of the argument. Petitions have 
caused considerable delay in interference cases in the 
past. To avoid unnecessary delay and surprise on the 
part of the oj cpresen the PTO has decided to require 
that service of a petition be such that delivery to the op- 
ponent is within one (1) working day. Service within 
one day should not ordinarily be icult in view of 
“Express Mail” and numerous commercial one-day de- 
livery services available. Lastly, the commentator 
suggested that §1.644(i) be changed to provide that deci- 
sion on a Pinndting would not be delegated to the examin- 
er-in-chie the interference. The suggestion to 
change §1.644(i) is aa being adopted. However, when a 
PTO employee is granted authority to decide a petition 
in an interference case, the rags would not be the 


examiner-in-chief — the interference or an em- 


ployee on a panel of the deciding the petition. It 
would be expected that an employee deciding a petition 
by delegation of authority would be one who could ex- 
ercise independent jud it on the petition bearing in 
mind that a petition be decided on the record made 
before the examiner-in-chief or the panel. In connection 
with this latter point, findings of fact by an examiner-in- 
chief or the Board will be presumed to be correct unless 
shown to be clearly erroneous. Discretionary action by 
an examiner-in-chief or the Board will not be overturned 
unless it is shown that an abuse of discretion occurred. 

One commentator asked the following: “Is §1.644(g) 
intended to apply only to ‘oppositions’ to §1.644 peti- 
tions, or is it also le to §$1.638 oppositions?” The 
provisions of §1. 3) apply only to petitions filed un- 
der§1.644; those provisions do not apply to oppositions 
under §1.638. 

Two comments suggested that §1.644(a)(2) be 
changed to include an express statement that a petition 
under paragraph (a)(2) could not be filed until the 
Board has entered judgment and that the petition could 
not relate to the merits of priority of invention or pat- 
entability or a poston. ot hanes. cate» Saar 
ble under the por sorry cy che er ngthlon Bey 
Sons are being adopted and appropriate language has 

been added to SL 644(a)(2) after the word “Commission- 
er”. The change was suggested by the commentators so 
that no person could puis overlook the 
fact that a petition to exercise supervisory authority can 





1062 TMOG 238 


be filed only after entry of judgment. It should be noted 
that the language “and shall not relate to (1) the merits 
of priority of invention or patentability or (2) the admis- 
sibility of evidence under the Federal Rules of Evi- 
dence” has been deleted from §1.644(b) in view of the 
ja to §1.644(a)(2). 

One comment suggested that the last sentence of § 
1.644(f) be changed to make clear that a decision would 
not prt yma be modified until the Commissioner had 

requested an opposition to a request for reconsideration. 
This 7 peer has been adopted and an appropriate 
change been made to the last sentence of §1.644(g). 

One comment suggested that the word “shall” in the 
last sentence of §1. ) precludes the filing of an op- 
position beyond the 15-day period specified in the rules. 
According to the commentator, the opposition should 
also be considered timely if filed within “any appropri- 
ate extension.” A party — gt to extend the time for 
filing an opposition. See §1.64: 

One comment argued aor §1.644(a)(1) cannot as 
squared with the statute as interpreted in Myers 
Feigelman, 455 F.2d 596, 172 USPQ 580 (CCPA 1972)}. 
The rationale in support of the comment is the follow- 
ing: 

I presume that the limitation in subparagraph (b) 
that a petition under subparagraph (a)(2) Shall not 
relate to . . . the merits of priority of invention or 
patentability or... the admissibility of evidence” is 
intended to avoid conflict with Myers v. Feigelman, 
172 USPQ 580 (CCPA 1972), and its progeny. 
However, I read Myers as saying that, if the board 
has statutory authority to make a decision (includ- 
ing all the myriad of ancillary decisions that the 
panels and/or the single examiner-in-chief will be 
making under the new procedure), then the Com- 
missioner does not have authority to review the 
board’s or the single examiner-in-chief’s decision. 
Or, to put it the other way around, if the Commis- 
sioner reviews an examiner-in-chief’s decision, he is 
stepping into the shoes of the examiner-in-chief, and 

the Commissioner’s decision is in turn reviewable 
by the panel (which is, of course, the only entity 
authorized to exercise the statutory jurisdiction of 
the board—see Knickerbacker Toy Co. v. Faultless 
Starch Co., 175 USPQ 417 n.8 (CCPA 1972)). Thus, 
I don’t see how proposed section 1.644(a)(1) can 
—e be squared with the statute as interpreted 
in TS. 


fye 
It is true that the CCPA has stated that, “in perform- 
ing his duties, the Commissioner cannot usurp the func- 
tions or impinge upon the jurisdiction of the Board. . . 
established by 35 U.S.C. 135.” In re Dickinson, 299 F.2d 
954, 958, 133 USPQ 39, 43 (CCPA 1962). See also Myers 
v. Feigelman, supra, 455 F.2d at 599 n. 8, 172 USPQ at 
583 n. 8. However, it is also true that the Commissioner 
“shall a or perform all duties required by law 
ny rag Se granting and issuing of patents... .” 35 
§6; Kingsland v. Carter Carburetor Corp., 83 
U.S.App.D.C. 266, 168 F.2d 565, 77 USPQ 499 
(D.C.Cir. 1948); In re Fup 189 USPQ 284, 285 n. 2 
(Comm’r.Pat. 1974). The Commissioner, subject to ap- 
pact! of the Sicrviery of Commerce, establishes the 
ure by which the examiners-in-chief and the 
Gon’ wil costo? lassthwcnce conan 35 U.S.C. §6. See 
also 35 U.S.C. §23 relating to affidavits and depositions. 
Under the rules, the Commissioner will not determine 
on petition either “priority of invention” or “patentabili- 
ty.” See §1.644(b). Likewise, the Commissioner will not 
consider whether evidence should have been admitted 
or excluded under the Federal Rules of Evidence. The 
PTO believes that the federal courts, which routinely 
rule on admissibility under the Federal Rules, are in a 
better position to determine whether the Board properly 
interpreted the Federal Rules of Evidence. 
ile the Commissioner will not decide “priority of 
invention” or “patentability” under 35 U.S.C. §135(a), it 
does not follow that the Commissioner is precluded 
from interpreting PTO rules on procedural matters, in- 
cluding procedural matters related to the admissibility of 
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evidence on some basis other than the Federal Rules of 
Evidence, e.g., whether a party has complied with a 
PTO rule such as §1.671(e)(procedure for relying on af- 
fidavits) or §1.671(g)(permission required for obtaining 
evidence by subpoena). 

Full consideration has been given to the comment. 
The PTO nevertheless believes Chat §1.644(a)(1) is not 
inconsistent with law. Several comments tan 
§1.645 were received. One comment suggested that “ 
be inserted in the first sentence of paragraph (a) before 
“file a notice of appeal” and “commence a civil action”. 
According to the comment, “[t] he use of parallel infini- 
tive verb forms provides chang clarity to the rule.” 
The suggestion has been adopted. 

Another commentator said the following: 

“No good reason is seen to = a notarized oath 
from an attorney merely to explain why a paper 
was filed late, if there is no c of substantive 
prejudice by other parties. Rates and examin- 
ers-in-chief should not be spending unnecessary time 
and effort on merely procedural formalities. That is 
contrary to the intent of the new rules.” 
be PTO agrees with the commentator and has deleted 
ge “accompanied by an affidavit” from 


fi 645(b). 
One comment suggested that a reference to 
§1.610(d)(6) which provides for oral requests should be 
inserted into §1.645 to reflect intent stated in the com- 
prom the notice of proposed rulemaking] on pro- 
posed§1.645.” This suggestion is not being adopted. As 
the commentator notes, §1.610(d) authorizes an examin- 
er-in-chief to hold a conference call to resolve issues and 
to enter an appropriate order following the conference 
call. A conference call may be used to obtain an exten- 
sion of time. If the examiner-in-chief grants the request, 
an order may be entered—in which case a written mo- 
tion is not necessary. The order provides the written 
record required by 37 CFR §1.2. However, it would un- 
duly lengthen the rules to insert a reference to §1.610(d) 
in each rule to which it may be applicable. Section 
1.645(a) specifies the procedure to be used when a writ- 
ten motion is filed. It should be noted that an examiner- 
in-chief may require a written motion notwithstanding a 
conference call. 
One comment stated that “[t] he ‘other business’ may 
be more pressing than the Interference. In order to serve 
the ends of justice, the PTO should be considerate in 
this matter.” The PTO intends to evaluate each request 
for an extension of time on a case-by-case basis. Howev- 
er, extensions of time in interference cases have become 
“routine.” A recent survey of a file in one interference 
revealed the following. The interference was declared 
on Mar. 30, 1976. Preliminary statements were filed on 
May 5, 1979. A decision on motions was entered on 
June 28, 1982. Testimony was filed on Jan. 3, 1984. Dur- 
ing the period between declaration and filing of testimo- 
ny, sixty-four (64) requests or stipulations for extension 
of time were filed. 
When counsel and an examiner-in-chief agree to a 
schedule and times are set, the parties will be expected 
to adhere to the schedule unless there are unusual cir- 
cumstances. Apart from work that counsel may have in 
an interference, an examiner-in-chief will have a docket 
and must manage not only the interference involving 
counsel, but numerous other interferences. The U. S. 
Court of Appeals for the Federal Circuit recently said 
the following in Rosemount, Inc. vy. Beckman Instru- 
ments, Inc., 727 F.2d 1540, 1549-1550, 221 USPQ 1, 10 
(Fed. Cir. 1984): 
The conduct of a trial, granting of continuances and 
the like, is not, however, solely or entirely a matter 
of balancing conveniences of the parties. The Fed- 
eral Rules of Civil Procedure recognize another 
consideration—the need for the exercise of discre- 
tion by the trial court in carrying out its duty of 
managing the judicial process, the business of the 
court, and the administration of justice. 

Likewise, these rules also recognize the need for the ex- 

ercise of discretion by an examiner-in-chief in carrying 
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out his or her duty of managing the interference 
(§1.610), the business of the PTO (§1.610), and the ad- 
ministration of justice (§1.601). 

Several comments were received which discussed 
§1.646. One comment suggested that it would be clearer 
if “service” was inserted after “additional” in the last 
sentence of §1.646(b). This suggestion has been adopted. 

Another comment suggested that “or except as other- 
wise provided in these Rules” be added to §1.646(c) af- 
ter “otherwise ordered by an examiner-in-chief’. The 
commentator pointed out that the change was needed 
because certain rules (§§1.644(g) and 1.658(b)) require 
service by “Express Mail” or by hand. The commenta- 
tor accurately pointed out that adding the suggested 
phrase “will call attention to the fact that there are oth- 
er rules which have their own requirements for service 
of papers.” The suggestion has been adopted, except 
that “this part” has been used instead of “these Rules.” 

One comment ougacnet changing “time” to “date” in 
the last sentence of §1.646(e). The suggestion has been 
adopted. The change is necessary to conform with the 
language of the rule to actual practice and other lan- 
guage in the rule. 

Two comments suggested that §1.646(d), which au- 
thorizes an examiner-in-chief to order service by hand or 
“Express Mail,” be deleted. This suggestion is not being 
adopted. The use of “Express Mail” or delivery by hand 
is often desirable to expedite matters or to avoid unnec- 
essary delay. One comment argued that delivery by 
hand may be prohibitive. Commercial couriers may be 
used to accomplish delivery by hand. The fee charged 
by most commercial couriers is not “prohibitive.” The 
other comment argued that “there are circumstances 
when... py by hand] is [not] possible.” The use 
of §1.646(d) is discretionary on the part of an examiner- 
in-chief. If delivery by hand, i.e., personal delivery or 
delivery by commercial courier, or by “Express Mail” is 
impossible, it would be expected that the examiner-in- 
chief would exercise discretion and permit service by 
first class mail. 

One comment suggested that the language “present 
case,” which was said to appear in §1.651(b)(1) and 
§1.651(c), be changed to “prepare case.” The suggestion 
is not being adopted because the language “present 
case” does not appear in §1.651. In any event, a testimo- 
ny period is set for a party to present its testimony—ei- 
ther case-in-chief or case-in-rebuttal. 

One comment was received which made two sugges- 
tions regarding §1.652. First, the comment suggested 
that a period longer than 15 days be set for filing a re- 
sponse to a paper answering an order to show cause. 
This suggestion is not being adopted. The fifteen-day pe- 
riod is believed to be adequate in most cases. If more 
time is needed, a party may file a motion under §1.645. 
Second, the comment suggested that the party placed 
under an order to show cause should be permitted as a 
matter of course to file a “reply” brief. This suggestion 
is not being adopted. In those instances where the Board 
believes a “reply” brief is desirable it may authorize the 
filing of a “reply.” 

One comment argued that §1.653(i) “fails to make 
provision for exhibits which are too big to file or are too 
dangerous to file.” If an “exhibit” cannot be filed, it will 
not be given consideration. A party will have to rely on 
testimony and/or pictures or sketches for “exhibits” 
(e.g., a large machine in a factory) which are too large 
or too dangerous to be filed in the PTO. 

While no comments were received concerning §1.654, 
it should be noted that a new paragraph (c) has been 
added and paragraph (c) as set out in the notice of pro- 

rulemaking has been redesignated as paragraph 
(d). New paragraph (c) provides that a party shall not 
be entitled to argue that an opponent abandoned, sup- 
pressed, or concealed an actual reduction to practice un- 
less a notice under §1.632 was timely filed. 

Two comments discussing §1.655 were received. The 
first comment made the following statement regarding 
§1.655(a): 


Last sentence—interlocutory orders are reviewed 
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only for ‘manifest error’ etc. It is not clear whether 
this includes show cause orders under 1.640 result- 
ing from unpatentability determined under 1.633(a). 
However, if so, it precludes proper review of the 
patentability determination. 
Patentability will initially be determined by a single ex- 
aminer-in-chief. See §§1.610(a) and 1.640(b). If the exam- 
iner-in-chief determines that a claim of a party is unpat- 
entable to that party, an order to show cause why 
judgment should not be entered as to that claim will be 
issued to that party. See §1.640(d). If a response to the 
order to show cause is filed, a decision will be entered 
by the Board. See §§1.610(a) and 1.640(e). If the Board 
determines that the claim is not patentable to the party, 
a final decision and judgment will be entered holding 
the claim to be unpatentable. Review of the final deci- 
sion and — is by judicial review under 35 U.S.C. 
§§141 or 146. It should be noted, however, that if there 
are other claims in the party’s application or patent 
which are deemed to be patentable, an interlocutory or- 
der would be entered holding only that certain claims 
are unpatentable. A final order holding those claims 
unpatentable would be entered after final hearing on 
other issues. Such a practice will avoid piecemeal judi- 
cial review. 

Another comment suggested that §1.655 be changed 
to preclude consideration of patentability at final hear- 
ing. Public Law 98-622 authorizes consideration of pat- 
entability assuming patentability is properly raised by a 
party during the interlocutory phase of an interference. 

Two comments discussing §1.656 were received. One 
comment suggested that “[b] riefs should be letter size 
for consistency.” The PTO has no preference for the 
size of briefs. Briefs may be filed on letter or legal-size 
paper. Inasmuch as the federal courts now require letter- 
size paper, parties who intend to use a PTO brief as an 
exhibit in a federal court should use letter-size paper. 

Another comment suggested that §1.656 be amended 
to preclude a single examiner-in-chief from ruling on ad- 
missibility of evidence. The introductory remarks to the 
notice of proposed rulemaking (and this notice) state 
that “[t] he examiner-in-chief, where pe ns will be 
available by phone to rule on the admissibility of evidence 
in the event parties encounter unusual problems during the 
taking of depositions” (emphasis added). The commenta- 
tor states: 

If an examiner-in-chief has ruled certain evidence 
inadmissible, that evidence would presumably not 
be before the Board at final hearing. Proposed Rule 
1.656(h) provides a means for a party to obtain su 
pression of evidence to which he has made timely 
objection, but the Rule does not provide for any 
means for a party whose proffered evidence has 
been held inadmissible by the examiner-in-chief, to 
have that holding considered by the Board. 
The change suggested by the comment will not be 
adopted. However, a brief explanation of how practice 
is expected to work is in order. The introductory re- 
marks indicate that a single examiner-in-chief may rule 
on admissibility of evidence “where appropriate” and in 
“unusual” circumstances. There are times during inter- 
ferences where a motion in limine can be helpful. For 
example, a junior party during its case-in-chief may wish 
to examine a witness on a document which was not 
served as required by §1.673(b)(1). The senior party ob- 
jects and realizes that if the junior party is permitted to 
examine the witness on the document, extensive cross- 
examination using numerous documents would be neces- 
sary. In order to avoid wasting considerable time, the 
parties could contact the examiner-in-chief by phone for 
a determination in limine on whether the junior party 
should be able to examine the witness on the document. 
Under the circumstances outlined the examiner-in-chief 
in his or her discretion could enter an order excluding 
the document from evidence. The order would be sub- 
ject to a request for reconsideration. See §1.640(c). Ordi- 
narily, however, it would be expected that ies would 
present evidence subject to objection. See §1.675(c), last 
sentence. It is not envisioned that a single examiner-in- 
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chief will routinely rule on the admissibility of evidence. 

Several comments discussing §1.658 were received. 
One comment suggested that the 14-day time period in 
§1.658(b) is too short. Section 1.658(b) provides that a 
party may file a request for reconsideration with 14 days 
of a final decision by the Board. The 14-day time period 
is the same period authorized for filing requests for re- 
consideration by the U. S. Court of Appeals for the 
Federal Circuit. See Rule 40(a) of the Federal Rules of 
Appellate Procedure. 

Several individuals suggested that a less restricted “‘in- 
terference estoppel” be set out in §1.658(c). While full 
consideration has been given to the suggestions, it has 
been decided to retain in these rules the interference es- 
toppel provisions of §1.658(c) essentially as proposed. 
“Interference estoppel” under §1.658(c) is designed to 
implement the PTO’s intent to have as many issues re- 
solved as possible in a single inter partes proceeding. Nu- 
merous examples in this notice illustrate how practice is 
expected to take place under §1.658(c). 

The language in the second sentence of §1.658(c) has 
pees changed to more clearly state the nature of the es- 

ppel and the exception to estoppel. The word 
sale in the second sentence of §1.658(c) means the 
counts as they exist at the time a final decision is en- 
tered. 

One comment was received concerning §1.658(c) 
which requires a specific answer. The comment made 
the following statement: 

You state that an estoppel would not apply against 
a party awarded a favorable judgment as to all 
counts. However, it seems to me that there will be 
occasion when it would not be appropriate to have 
estoppel where there was a split decision. For in- 
stance, consider an interference between applicants 
A and B in which A was awarded priority as to 
count 1 and B was awarded priority as to count 2. 
If I understand you correctly, A would be estopped 


in post-interference ex parte practice to present an 
additional claim X which was patentably indistinct 


from his claim corresponding to count | if B had 
support for claim X. I think result would be un- 
fortunate, and that A should be permitted to further 
refine his claim structure after the interference — 
that is, after he has been assured that he is entitled 
to claims to the basic inventicn recited in count 1. 
Under the circumstances described by the commen- 
tator, inventor A would not be estopped to present 
a claim to X because X is “patentably indistinct” 
(the proper terminology under the rules would be 
to say X is the “same patentable invention” as the 
subject matter of count 1) from the subject matter 
of count 1. Inventor A would be entitled to claim 
any disclosed invention which is directed to the 
“same patentable invention” as count 1. The change 
in the second sentence of §1.658(c) more clearly re- 
flects the PTO’s intent in this regard. Inventor A 
would not be entitled to claim any invention which 
is the “same patentable invention” as the subject 
matter of lost count 2. See Examples 26, 27, and 28 
for illustrations of interference estoppel practice 
when a “split” judgment is entered. 

Two comments were received discussing §1.659. One 
comment suggested that the first sentence of §1.659(b) 
should “reflect” that a reexamination may be based only 
on patents and printed publications. The suggestion is 
not being adopted. The basis upon which a reexamina- 
tion may be instituted are set out elsewhere in the stat- 
ute and rules. 35 U.S.C. 301-306; 37 CFR 1.501-1.570. 
There is no further need to set that basis out again in 
§1.659(b). Another comment suggested that the language 
“not involved in the judgment of the interference” be 
deleted from §1.659(b). The rationale in support of the 
comment was as follows: 

Besides introducing a potential ambiguity as to what 
claims were ‘involved in the judgment,’ there does 
not appear to be any good reasons to draw this dis- 
tinction, particularly unless it is made more specif- 
ic. Why should the Board be prevented from 
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recommending reexamination of some (less relevant) 
patent claims and not other patent claims which are 
potentially even more relevant to the public, unless 
all of the same art has already been fully evaluated 
against the same claims in the Board’s decision? 
(emphasis in original). 

When a patent is involved in an interference, eet 
claim of the patent will be designated to (1) corres 
to a count or (2) not correspond to a count. All c 
which are ultimately determined to cortespondt to a 
count will be “involved in the judgment of the interfer- 
ence.” Inasmuch as they are involved in the judgment of 
the interference, there is no need to recommend reexam- 
ination of those claims. The claims involved in the inter- 
ference are either table or unpatentable based on 
the final decision of the Board. Section 1.659(b) merely 
authorizes the Board to recommmend reexamination of 
patent claims which (1) are not involved in the judgment 
and (2) for one reason or another neither party saw fit 
to move to designate as corresponding to a count. 

One comment was received which suggested that the 
requirements of §1.660 are unnecessary. The PTO dis- 

agrees. The requirements of §1.660 are designed to keep 
the PTO and a party’s opponent informed of activity 
which is relevant to an interference. These rules at- 
tempt, to the extent possible, to eliminate procedural 
surprise. Inasmuch as mail delays occur and the PTO 
cannot react instantaneously to every paper filed in con- 
nection with every application or patent, the provisions 
of §1.660 are believed helpful in eins. surprise on 
the part of opponent’s and unnecessary work by examin- 
ers-in-chief or the Board due to a os ek of knowledge of 
relevant activity which may be taking place in the PTO. 

One comment suggested that at the a of §1.661 the 
following be added: “and the time for any such available 
appeal or review has expired.” The suggestion is not be- 
s adopted. Section 11661 already provides for finality 

when “no appeal . . . can be taken . ” The language 
finds antecedent basis in 35 U.S.C. §135(a). 

Several comments discussing §1.662 were received. 
Two comments suggested a change be made to provide 
that when a patentee files a statutory disclaimer under 
35 U.S.C. §253 and deletes ai/ claims corresponding to a 
count, the disclaimer will be treated as a request for 
judgment. As one of the comments pointed out, “[s] ince 

. [the filing of a statutory disclaimer disclaiming all 
claims corresponding to a count] by the patentee could 
have no other conceivable effect, the proposed rule 
should be changed to require judgment when all corre- 
sponding claims are disclaimed.” The suggestion has 
been adopted and appropriate changes have been made 
to §1.662(c). In view of the changes, the following lan- 
guage in §1.662(c), as proposed, is not necessary: “A 
statutory disclaimer of any claim involved in an interfer- 
ence shall in subsequent proceedings have the same ef- 
fect with respect to the patentee as an adverse judg- 
ment.” When a patentee disclaims less than all claims 
corresponding to a count; the claims which remain in 
the patent continue to be involved in the interference 
and any patentability or priority issues involving those 
remaining claims will be involved in the judgment on 
the merits in the interference. 

Two comments suggested that the word “dissolved” 
in §1.662(d) be changed to “terminated”. This suggestion 
is being ted, because §1.662(d) has been deleted. 
However, interferences will be terminated with a 
“jud; t.” Ac has been made in the language of 

1.11(a) to delete any reference to terminating an inter- 
erence other than by judgment. 

One comment suggested that the word “construed” in 
ata 662(a) be changed to “treated”. This suggestion has 

been adopted and more clearly states the intent of the 
PTO. The filing of the various papers mentioned para- 
graphs (a) and (c) of §1.662 will result in certain action 
by the PTO. The word “treated” more appropriately de- 
scribes the consequences of filing such papers. 

One comment su that § 1.6620) “is too sweep- 
ing.” According to commentator, a patentee may file 

a disclaimer because it has “become aware of a statutory 
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bar or can not afford the expense of an interference.” If 
the patentee becomes aware of a statutory bar, the pat- 
entee should call the “bar” to the attention of the PTO 
or file an appropriate motion under §1.633(a) for judg- 
ment if the “bar” applies to the 2 If a junior 
party patentee decides than an interference is too expen- 
sive and for that reason files a disclaimer, there is no 
reason why judgment should not be entered in favor of 
the opponent. The comment also suggested that 
§1.662(c) “needs revision” because a patentee may dis- 
claim one claim corresponding to a count, but not an- 
other. Section 1.662(c), as revised, takes into account the 
possibility that less than all claims corresponding oh : 
count may be disclaimed. When some of the 
claims corresponding to a count are disclaimed, 
terference proceeds on the basis of the remaining claims 
which correspond to the count. If all patent claims cor- 
responding to a count are disclaimed, judgment will be 
entered. 
One comment made the following statement regarding 
the third sentence of §1.662(a): 
What of abandonment in favor of a CIP [continu- 
ation-in-part application]? Would this be construed 
as [a] request to enter [an] adverse judgment? Lan- 
guage should reflect procedural moves of 
substituting CIP for abandoned application and/or 
declaring new interference. 
The third pot of §1.662(a) does not apply to an ap- 
plication which is not involved in an interference. If an 
applicant files a continuation-in-part application and suc- 
cessfully moves (§1.633(d)) to substitute the continua- 
tion-in-part for the <p involved in the interfer- 
ence, abandonment oi the application originally involved 


in the interference would have no bearing on the inter- 
alee <n no additional language is needed 
in §1.66 

Two comments discussing §1.663 were received. One 
comment suggested that an explanation of the status of 


patent claims involved in an adverse judgment should be 
stated in the rule. This suggestion is not being adopted. 
The status of patent claims involved in an adverse judg- 
ment is stated in 35 U.S.C. §135(a). Another comment 
suggested that the status of “claims which could have 
been counts . . . should be made of record.” Unless a 
beg (§1. 633(c)) to add claims to correspond to counts 
is filed, no reference will be made in a judgment as to 
claims “which could have been made counts.” 

One comment suggested that the lan ge “then 
owned by either party but” be inserted “applica- 
tion” in §1.665. This suggestion is not being adopted. 
The language “same parties” in §1.665 is intended to 
cover a party and any assignee. The suggested language 
“then owned” would narrow the scope of the rule in a 
—: = intended by the PTO. 

— at the hearing suggested that 
$1. 47) be changed so that a party would not have to 
serve copies of affidavits relied upon under §1.608(b) in 
those cases where an opponent had already obtained 
copies of the Rule S080 affidavits. This suggestion is 
not being adopted. See the discussion above answering 
comments related to §1.612(b). Another comment pote 
at the hearing noted that the PTO is “adopting” the 
Federal Rules of Evidence. The Federal Rules include a 
“shop book” rule—Rule 803(b)(6). The commentator 
expressed the view paced a g of a “shop book” rule 
might make an im tt change in evidence which is 
admissible in in face and ead that “it would 
be helpful if the Patent and Trademark Office would 
publicly comment on this extremely important evidentia- 

ry rule... .” The PTO believes that adoption of Rule 
803(bX6) ‘of the Federal Rules of Evidence does not 
constitute a change in the admissibility of “shop book” 
evidence in interference cases. Rule 803(b)(6) is very 
similar to the former Federal Shop Book Rule (28 
U.S.C. §1732) which it replaced. The courts have articu- 
lated a rule of law which the PTO will continue to ap- 
ply in determining admissibility of laboratory note books 
under the “shop FSook” Rule 803(b)(6) of the Federal 
Rules of Evidence. See e.g., Alpert v. Slatin, 305 F.2d 
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891, 134 USPQ 296 (CCPA 1962) and Elliott v. Barker, 
481 F.2d 1337, 179 USPQ 100 (CCPA 1973). 

One comment suggested that §1.671(f) be eliminated 
on the ground that a rule should not be used to train at- 
torneys and agents. The suggestion is not adopted. 
The problem addressed by §1.671(f) is significant. By 
providing in the rules that documentary evidence must 
be explained the PTO hopes to save both parties and the 
Board considerable difficulty in presenting and evaluat- 
ing evidence. 

One comment suggested that §1.671(g) should be 
changed to require a party only to show the “relevan- 
cy” of expected testimony as opposed to the “admissibil- 
ity” of the testimony. This suggestion is being adopted 
and an appropriate change has been ag to Sot. 671(g) 
to require a moving party to “describe the general na- 
= and the relevance of the testimony, document, or 

ig.” 

An oral comment was received which asked whether 
permission to issue a su would be needed in the 
event a party seeks to witness under the control of 
an opponent. Ordinarily, the examiner-in-chief can order 
a party to produce an individual for a deposition as long 
as the individual is a party or is under the control of the 
party, e.g., an employee of an assignee. Where so-called 

d parties” are concerned, however, issuance of a 
subpoena may be n , because the PTO has no au- 
thority to Sool attendance of third parties. Several 
comments concerning §1.672 were received. One com- 
ment at the as pointed out that use of 8-1/2 by 11 
inch paper for affidavits appears to be optional. The 
commentator is correct in pointing out that the use is 
optional. By using 8-1/2 by 11 inch paper, however, a 
are a save considerable time when filing a record 

1.653). 

Two comments asked questions concerning §1.672(b), 
and in particular, the meaning of the word “party” in 
the chun — shall not be entitled to rely on any 
document or g not mentioned in one or more of the 
affidavits . . . .” Specifically, one commentator stated: 

It is the scope of the words “the party” which 
leave doubt as to the meaning of the passage. If 
“the party” refers only to the party proffering the 
affidavit testimony, then the ge is fair since 
such party had the opportunity to use whatever 
documents it deemed favorable to its position. But if 
“the party” also encompasses the opponent, i.e., the 
cross-examining pay not proffering the affidavit 
testimony, then the passage improperly restricts the 
scope of cross-examination. Surely, the proponent 
cannot, simply by confining the affidavit to 
favorable documents, insulate witness from 
ross-examination on unfavorable documents. 
Section 1.672(b) refers to a “party” and an “opponent.” 
The “party” is the party filing the affidavit and not an 
opponent of that party. Any “opponent” conducting 
cross-examination of an affiant may properly rely on 
documents and things not referred to in the affidavit. 

One comment suggested that the language “‘a witness 
whose testimony not be compelled under 35 U.S.C. 
24” should be deleted or revised. According to the com- 
mentator: 

This is often not determinable in advance. Even a 
“voluntary” witness may develop cold feet and re- 
quire a subpoena, or demand one for his own pro- 
tection. Nor will all witnesses agreeable to affidavits 
be agreeable to depositions. 
The suggestion is not being adopted. An affidavit may 
be used only when a witness agrees to sign the affidavit. 
If an individual refuses to sign an affidavit or voluntarily 
appear at a deposition, the party calling the witness will 
Rave to ccmee Seeeaes © 2 Cpeeees Sy See 
na under 35 U.S.C. §24 after receiving permission from 
an examiner-in-chief. 

One comment asked why there is “no express provi- 
sion . . . [in the rules] for eons taking appropriate testi- 
mony ‘of an adverse party b rather than re- 
che. aie data, an ae 
sufficient inasmuch as an examiner-in-chief or the Board 
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may generally order an adverse party to appear and give 
testimony. Thus, in many cases a subpoena is not needed 
4 require attendance at a deposition of an adverse par- 


SNe comments suggested that a time be set out in the 
rules by which an affidavit should be filed. The sugges- 
tion is being adopted and the second sentence of 
§1.672(b) ay been changed to provide that affidavits 
shall be filed prior to the close of the party’s relevant 
testimony period. The two comments also suggested that 
the rules specify that documents relied upon in an affida- 
vit be filed with the affidavit. This suggestion is also be- 
i eS adopted by an appropriate change to §1.672(b) 

ich will provide that a party cannot rely on any doc- 
ument referred to in an affidavit unless a copy of the 
document is filed with the affidavit. Any document filed 
with an affidavit must also be served (§1.646). Section 
1.672(b) will also provide that a party may not rely on 
any “thing” mentioned in an affidavit unless the oppo- 
nent is given reasonable access to the “thing.” A “thing” 
is something other than a document. The comments had 
suggested that the “things” be limited to those under the 
possession, custody, or control of the party submitting 
the affidavit. This suggestion is not being adopted. If a 
“thing” is not under the possession, custody, or control 
of a party, the party should resort the use of a deposi- 
tion and compel production of the “thing” by a subpoe- 
na under 35 U.S.C. §24. 

Four comments were received discussing §1.673. It 
was suggested that the time for service under §1.673(b) 
‘be three days if service is accomplished by hand or “Ex- 
press Mail” and ten days if service is accomplished by 
any other means. This suggestion is being adopted. An 
appropriate change has been made in the introductory 
sentence of §1.673(b). It was also suggested that the 
word “copy” in §1.673(b)(1) be changed to read “‘list 
and copy”. In support of the suggestion, one commenta- 
tor states: 

In connection with the service of documents, the 
amendment to the proposed rule would require that 
a listing of documents accompany the documents 
themselves. This would permit cross-checking be- 
tween lists and documents to ascertain whether or 
not discrepancies exist and reduce the possibility for 
later controversy. 
The suggestion is being adopted. Under §1.673(b)(1) a 
list of the documents would have to accompany the 
documents. One comment suggested that documents 
served should be “Bates numbered.” While this sugges- 
tion is not being adopted in the sense of changing the 
language of a rule, it must be remembered that the party 
serving documents may be required to later prove exact- 
ly what was served. Using “Bates” numbers or an 
equivalent scheme may prove invaluable in later stages 
of an interference. 

One comment discussing §1.682 suggested that the 
language “not identified on the record during the taking 
of testimony of a witness” be deleted. This suggestion is 
not being adopted. If an official record or printed publi- 
cation is made an exhibit during a deposition or in an af- 
fidavit, it need not be submitted under §1.682. Section 
1.682 permits a party to make an official record or print- 
ed publication part of the evidence being considered at 
final hearing without calling a witness. The official 
record or printed publication must, however, be self-au- 
thenticating. On the other hand, a party may present the 
official record or printed publication as an exhibit during 
testimony. When this latter course is followed, there is 
no need to take advantage of the provisions of §1.682. 
The comment also suggested that a change be made in 
§1.682(a)(4) because the requirement therein for a “certi- 
fied” copy appeared to be inconsistent with §1.671(d) 
which provides that a record of the PTO need not be 
certified. The suggestion is being adopted by adding 

“where appropriate” at the beginning of §1.682(a)(4) and 
a reference to §1.671(d) at the end of §1.682(a)(4). If the 
official record is not a record of the PTO, it will be nec- 
essary to submit a certified copy of the official record. 

Comments were received discussing §1.684. One com- 
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ment suggested that language be inserted in §1.684{a) to 
make clear that the testimony authorized is for a case-in- 
chief or a case-in-rebuttal. The suggestion is not being 
oe The testimony authorized by §1.684(a) is neces- 
testimony for a case-in-chief or a case-in-rebuttal. 
The < commentator correctly notes that the use of written 
interrogatories under §1.684 “for cross-examination 
would seem neither appropriate or justified.” Section 
1.684 does not apply to cross-examination. If a party 
submits an affidavit under §1.672(b) or intends to rely on 
an affidavit under §1.617(e), the party must make the af- 
fiant available for cross-examination at a deposition. See 
§1.673(e). A deposition may be noticed only “for a rea- 
sonable time and place in the United States.” See 
§1.673(a). Accordingly, it is not expected that §1.684(a) 
will be used to cross-examine affiants residing in foreign 
countries. The party filing the affidavit will be required 
to make the affiant available for cross-examination in the 
United States. 

One comment suggested that the provisions of 
§1.685(d) are “harsher” than the coxrenponseis rovi- 
sions of 37 CFR §1.285(c). The comment is not fully un- 
derstood. Section 1.685(d) requires an objection to be 
stated on the record. An objection to the admissibility of 
evidence must be stated on the record and a motion un- 
der§1.656(h) renewing the objection at final hearing 
must be filed. No longer will a party be permitted to at- 
tend a deposition and fail to enter an objection only to 
raise the objection at final hearing. The current practice 
permits a party to delay the objection until it is often 
too late to permit an opponent to correct the evidentiary 
basis on which the objection is bottomed. 

One comment suggested that the second sentence of 
§1.687(b) (“If the witness refuses to produce a requested 
document or thing, the party may file a motion (§1.635) 
for additional discovery under graph (c) of this sec- 
tion.”) be deleted. This suggestion is being adopted. The 
PTO ag with the following remark by the commen- 
tator: “[o}mission of the sentence is recommended since 
it is clear from [paragraph] (c) [of §1.687] that such a 
motion could be made in an appropriate case.” 

One comment at the hearing suggested that the PTO’s 
inability to enter protective orders makes discovery un- 
duly complicated. The commentator suggested that un- 
od an 687(c), as set out in the notice of proposed 

ee it is possible to obtain appropriate protective 
py ¢ commentator correctly concedes that the 
maximum sanction which the PTO can enter upon a 
roven violation of a PTO entered protective order is 
judgment. See §1.616. The commentator suggested, how- 
ever, that additional discovery may be conditioned on 
the issuance of a subpoena duces tecum under 35 U.S.C. § 
24. Upon issuance of the subpoena, the commentator 
stated that the opponent could move the district court 
for entry of a protective order. If a party violates a pro- 
tective order entered by a district court, the party would 
be subject to such sanctions as the district court might 
deem appropriate as well as a sanction by the PTO, in- 
cluding entry of judgment against the party. The PTO, 
unlike the district court, would not be able to apply a 
sanction after an interference is terminated. 

The commentator’s suggestion is believed to be sound. 
7 change in the language of §1.687(b) is believed to be 

y inasmuch as paragraph (b) authorizes the PTO 
» “s the terms of conditions of such additional 
discovery.” One of those terms could be requiring a par- 
ty to issue a subpoena under 35 U.S.C. §24. By making a 
party proceed in the first instance in the PTO, appropri- 
ate orders may be entered suggesting the scope of 
any protective order and stating the underlying basis for 
requiring a party to produce documents. e order 
could be of assistance to the district court in subsequent 
enforcement or contempt proceedings. 

Additional discovery obtained under a protective or- 
= issued by either the PTO or a district court will not 

be admitted in evidence in the PTO in determining the 
interference. All evidence submitted in an interference 
must be made available to the public under the provi- 
sions of §1.11(a). Accordingly, any protective orders 
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have to be vacated before a document could be admitted 
in evidence in the PTO which is subject to a protective 
order. 

Example 38 illustrates how the practice would work. 


Example 38: 

An interference —- y X and party Y. During 
the interference, party X files a motion apd additional 
discovery under §1.687(c) asking that party Y be re- 
quired to produce certain documents. Party Y be peg 
on the sole ground that the documents contain trade se- 
cret and confidential information. Party Y indicates that 
it has no objection to producing the documents for "7 
spection by counsel for party X, but insists that party X 
not be permitted to inspect the documents. Accordingly, 
party Y asks the examiner-in-chief to authorize the dis- 
covery subject to entry of a protective order. Party Y 
argues, however, that the sanctions of §1.616 are not 
sufficient in the event of a violation of the protective or- 
der. An examiner-in-chief concludes that additional dis- 
covery should be ordered, that a protective order is ap- 
propriate, and that the sanctions of §1.616 are not suf- 


Event in Interference 


Interference declared (1.611) 


Filing of preliminary statements (1.621) and prelimi- 
nary motions (1.633) 


Filing oppositions to preliminary motions (1.638(a)) 
Filing replies to oppositions (1.638(b)) 

Decision on preliminary motions (1.640(b)(1)), open 
preliminary statements (1.631), set times for filing mo- 
tions for discovery (1.687(c) and testimony (1.651(a)) 


Filing of motions for discovery (1.635, 1.651(a), 
1.687(c)) 


Filing of opposition to motion for discovery (1.638(a)) 


Filing reply to opposition to motion for discovery 
1.638(b)) 


Decision on motion for discovery 

Time for compliance with any discovery 

Junior party testimony (case-in-chief; 1.672(b)): 
Testimony 
Senior party cross-examination of affiants if needed 


Senior party testimony (case-in-chief and case- in-re- 
buttal, 1.672(b)): 


Testimony 
Junior party cross-examination of affiants if needed 
Junior party testimony (case-in-rebuttal): 
Testimony 
Senior party cross- examination of affiants if needed 
Filing of record (1.653(c)) 
Brief for junior party (1.656) 
Brief for senior party (1.656) 
Reply brief for junior party (1.656) 
Final hearing (1.654) 
Decision (1.658) 
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ficient in the event of a violation of the protective order. 
Under the circumstances, the examiner-in-chief would 
enter an order directing party Y to produce the docu- 
ments for inspection by counsel of party X on the condi- 
tion that party X seek production of the documents by a 
subpoena duces tecum under 35 U.S.C. §24. Upon issu- 
ance of any subpoena, party Y could move the district 
court for entry of a protective order. If the district court 
enters the protective order, party Y can produce the 
documents to counsel for party X. If the protective or- 
der of the examiner-in-chief is violated, an appropriate 
sanction up to and including — ent may be entered 
by the Board. In addition, party Y would be in a posi- 
tion to seek contempt or other sanctions in the district 
court. The documents produced for inspection by coun- 
sel for party X could not be admitted in evidence in the 
interference (until the protective order is vacated), be- 
cause those documents are not documents which can be 
made available to the public under §1.11(a). 

The following is an anticipated time schedule for a 
two-party interference: 


Total time 
in interference 


Time from last event 
in the interference 


3 months 3 months 
3-2/3 months 


4-1/3 months 


2/3 month 
2/3 month 


1 month 


1 month 


2/3 months 


2/3 months 
2/3 months 
2/3 months 


2 months 


1 month 


2 months 


1 month 


2/3 month 
2/3 month 
1-1/3 months 
1 month 

1 month 

2/3 month 

1 month 


2 months 


5-1/3 months 


6-1/3 months 


7 months 


7-2/3 months 
8-1/3 months 


9 months 


11 months 


12 months 


13-2/3 months 
14-2/3 months 


16 months 
16-2/3 months 
18 months 
19 months 
20 months 
20-2/3 months 
21-2/3 months 
23-2/3 months 
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The following is an index for §§1.601 through 1.688: 


§1.601 
§1.602 


§1.603 
§1.604 


1.605 
1.606 


§1.607 


§1.608 
§1.609 
§1.610 


Rule Index 
Scope of rules, definitions 
Interest in applications and patents involved 
in interference 
Interference between applications; subject 
matter of the interference 
Request for interference between applications 
by an applicant 
Suggestion of claim to applicant by examiner 
Interference between an application and a pa- 
tent; subject matter of the interference 
Request by applicant for interference with 


patent 

Interference between an application and a pa- 
tent; prima oe showing by applicant 
Soegennte of interference papers by examin- 


Assi ent of interference to examiner-in- 
chief, time period for completing interference 
Declaration of interference 
Access to applications 
Lead attorney, same attorney representing 
different parties in an interference, withdraw- 
al of attorney or agent 
Jurisdiction over interference 
Suspension of ex parte prosecution 
Sanctions for failure to comply with rules or 
order 
Summary judgment against applicant 
Return of unauthorized papers 
Preliminary statement, time for filing, notice 
of filing 
Preliminary statement, who made invention, 
where invention made 
Preliminary statement; 
United States 
Preliminary 
abroad 
Preliminary statement; derivation by an op- 
ponent 
Preliminary statement; earlier application 
Preliminary statement, sealing before filing, 
opening of statement 
Preliminary statement, correction of error 
Effect of preliminary statement 
Reliance on earlier application 
Access to preliminary statement, service of 
: imi statement 

lotice of intent to argue abandonment, sup- 
ression, or concealment by opponent 

motions 

Motion to correct inventorship 
Miscellaneous motions 
Motions, time for filing 
Content of motions 
Opposition and reply, time for filing opposi- 
tion and reply 
Evidence in support of motion, opposition, 
or reply 
Motions, hearing and decision, redeclaration 
of interference, order to show cause 
ee discovered by examiner-in- 


invention made in 


statement; invention made 


c 
Addition of application or patent to interfer- 


ence 
Prosecution of interference by assignee 
Petitions in interference 

Extension of time, late papers, stay of pro- 
ceedings 

Service of papers, proof of service 
Translation of document in foreign language 
Setting times for discovery and taking testi- 
mony, parties entitled to take testimony 

re gg for failure to take testimony or file 


reco’ 
Record and exhibits 
Final hearing 
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Matters considered in rendering a final deci- 


sion 
Briefs for final hearing 
Burden of proof as to date of invention 
Final decision 
Recommendation 
rma of reexamination, reissue, protest or 

tigation 
Termination of interference after judgment 
Request for entry of adverse judgment; reis- 
sue filed by patentee 
Status of claim of defeated applicant after in- 
terference 
Action after interference 
Second interference 
Filing of interference settlement agreements 
Evidence must comply with rules 
Manner of taking testimony 
Notice of examination of witness 
Persons before whom depositions may be 
taken 
Examination of witness, reading and signing 
transcript of deposition 
Certification and filing by officer, marking 
exhibits 
Form of a transcript of deposition 
Transcript of deposition must be filed 
Inspection of transcript 

ial records and printed publications 

Testimony in another interference, proceed- 
ing, or action 
Testimony in a foreign country 
Errors and irregularities in depositions 
Additional Discovery 
Use of discovery 


The following is a table correlating the present rules 
(37 CFR §1.201 through 1.288) to the rules ( 37 CFR 
§§1.601 through 1.688). 


6(a) 
216(9X1)6) 
216(b) 


1.216(c) 
1.217(a) 


Rule Correlation Table 
New 


1.601(a) 
1.601(b), (c) 
1.602 


1.621(a) 
1.621(b) 

1.629(c) 

1.622(a), (b) 
1.623(a) 

1.623(b), 1.624(b), 
1.625(b) 


1.666 
1.624(a), 1.625(a) 
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1.217(b) 1.623(a) 

1.218 1.621(a) 

1.219 1.627 
1.628 
1.629 
1.630 


1.640(d), (e), and 
M4) 


635, 1.636, 1.637(b) 
638 through 1.640 


an 


at tt kt kp kp oud pmo tus 
ADRAD DADBARARD: 
AUAUaAwn 

SARALSLSTE ae b= 


BRR 
IES 
a 

~- 


, 580), (d) 


1659 
1.660 


1.662(a) 
1.662(a) and (d) 
1.662(b) and (c) 
1.662(e) 

663 


1. 
1. 
1. 
1. 
1. 
1. 
1. 


1(g) 

72(a), (b) 
1.672(c) 
1.672(d), (e) 

1. 273a) 1.673(a), (c), (d), 

new 1.673(e) 

1.273(b) 

1.274 

1.275 

1.276 

1.277 

1.278 

1.279 

1.281 

1.282 

1.283 

1.285 

1.286 

1.287(a)(1)(i), (ii) 

1.287(aX 1 iii) 

1.287(a)(2),(3) 

1.287(b) 

1.287(c) 

1.287(d)(1) 1. — 

1.287(d)(2) 1.616 

1.287(e) 1.687(d) 

1.288 1.688 


Other Considerations: These rules do not have a signifi- 
cant impact on the quality of the human environment or 
the conservation of energy resources. 

The rules are in conformity with the requirements of 
the (1) Regulatory Flexibility Act (Pub. L. 96-354), (2) 
Executive Order 12291, and (3) the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seg. 

The General Counsel of the Department of Com- 


1 ‘eT30) 
1.673(a) 
eliminated 
eliminated 
1.687 
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merce has certified to the Small Business Administration 
that these rules will not have a significant adverse eco- 
nomic impact on a substantial number of small entities 
(Regulatory Flexibility Act; Public Law 96-354). The 
rules govern the conduct of interference cases which 
arise in the Patent and Trademark Office. In fiscal 1983, 
the Patent and Trademark Office received 105,704 

tent applications. During the same period, 180 in er- 
ences were declared. It is expected that the overall cost 
will be reduced for obtaining a patent based on applica- 
tion which become involved in an interference. a 
“section-by-section” analysis submitted for the Record 
by Representative Kastenmeier during discussion of H. 
R. 6286 on the floor of the House in which the follow- 
ing a. appears (130 Cong.Rec. H10528, columns 

and 3): 
it is expected that interferences will become sim- 
pler, more expeditious, and less costly. Under the 
bill, all issues of patentability and ity which 
arise in an interference can be deci in a single 
proceeding rather than in a series of complicated in- 
ter partes and ex parte proceedings. 
These rules, therefore, will have no significant economic 
—— on small entities. 

i Patent and Trademark Office has determined that 
this rule is not a major rule under Executive Order 
12291. The annual effect on the economy would be less 
than $100 million. There would be no major increase in 
costs or are toed for consumers, individual industries, fed- 
eral state, or peed ppp agencies, or geographic 
regions. There would be no adverse effects on competi- 
tion, employment, investment, productivity, innovation, 
or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or 
export markets. 

ese rules do not im a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et 
since no record keeping o1 reporting requirements with- 
in the coverage of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations, Conflict of interests, Courts, Inventions and pa- 
tents, Lawyers. 


PART 1 — RULES OF PRACTICE IN PATENT 
CASES 


For the reasons set out in the preamble and under the 
authority given to the Commissioner of Patents and 
Trademarks by 35 U.S.C. 6, 23, 41, and 135, Part 1 of 
Title CFR is amended as set forth below. 

1. Section 1.1 is amended by adding a new paragraph 
(e) to read as follows: 


§1.1 All communications to be addressed to Commissioner 
of Patents and Trademarks. 


see 


(e) Communications relating to interferences an — 
plications or patents involved in an interference sh 
be additionally marked “BOX INTERFERENCE.” 

2. Section 1.4 is amended by revising paragraph (a)(2) 
and reprinting the introductory text of paragraph (a) to 
read as follows: 


§1.4 Nature of correspondence. 


(a) Correspondence with the Patent and Trademark 
Office comprises: 


Ben a aes ta ina Clee! tn pactioe 
lication or other proceeding in the Office. See 
pcton or other proceeding ih g, processing, Spy a 
proceedings of national applications in Subpart B, §§1.31 
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to 1.352; of international applications in Subpart C, 
$81 .401 to 1.482; of reexamination of patents in Subpart 
D, Sal. 501 to 1.570; of interferences in Subpart E, §§ 
1 to 1.688; and of trademark applications Pee. 11 to 

2. 189 


s**t 


3. Section 1.5 is amended by adding a new paragraph 
(e) to read as follows: 


§1.5 Identification of application, patent or registration 


see ¢ 


(e) When a paper concerns an interference, it should 
state the names of the parties and the number of the in- 
terference. The name of the examiner-in-chief assigned 
to the interference (§1.610) and the name of the party 
filing the paper should appear conspicuously on the first 

page of the paper. 

4. Section 1.8 is amended by adding to paragraph (a) a 
new subparagraph (xii) to read as follows: 


§1.8 Certificate of mailing. 


see 


(xii) The filing of a paper in an interference which an 
examiner-in-chief orders to be filed by hand or “Express 


see 


5. Section 1.9 is amended by adding a new paragraph 
(g) to read as follows: 


§1.9 Definitions. 


eee 


(g) For definitions in interferences see §1.601. 
6. Section 1.11 is amended by revising paragraph (a) 
to read as follows: 


§1.11 Files open to the public. 


(a) After a patent has been issued, the specification, 
drawings and all papers relating to the case in the file of 
the patent are open to inspection by the general public, 
and copies may be obtained upon paying the fee there- 
for. After entry of a judgment in an interference by the 
Board of Patent Appeals and Interferences as to all 
parties, the file of any interference which involved a pa- 
tent, or an application on which a patent has issued, is 
similarly open to public inspection and procurement of 
copies. See §2.27 for trademark files. 


7. Section 1.14 is amended by removing from para- 
graph (d) the words “Board of Patent Appeals or the 
Board of Patent Interferences” and inserting, in their 
place, the words “Board of Patent Appeals and Interfer- 

ences.” 


8. Section 1.17 is amended by revising paragraphs (e), 
(g), (h), and (1) to read as follows: 


§1.17 Patent application processing fees. 


(e) For filing a notice of appeal from the examiner to 
the Board of Patent Appeals and Interferences: 


By a small entity (§1.9(f)) 
By other than a smail entity 
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(g) For filing a request for an oral hearing before the 
Board of Patent Appeals and Interferences in appeal un- 
der 35 U.S.C. §134: 


By a small entity (§1.9(f)) 
By other than a small entity 

(h) For filing a petition to the Commissioner 
under a section of this part listed below which 
refers to this paragraph $120. 

— §1.47 — for filing by other than all the inventors 
or a person not the inventor 

— §1.48 — for correction of inventorship 

— §1.182 — for decision on questions not specifically 
provided for 

— §1.183 — to suspend the rules 

— §1.377 — for review of decision refusing to accept 
and record poyecet of a maintenance fee filed prior to 
expiration of patent 

— §1.378(e) — for reconsideration of decision on peti- 
tion refusing to accept delayed payment of maintenance 
fee in expired patent 

— §1.644(e) — for petition in an interference 

— §1.644(f) — for request for reconsideration of a de- 
cision on petition in an interference. 

— §1.666(c) — for late filing of interference settle- 
ment agreement. 

— §§5.12, 5.13 & 5.14 — for expedited handling of 
foreign filing license 

— §5.15 — for changing the scope of a license 

— §5.25 — for retroactive license 

(i) For filing a petition to the Commissioner 
under a section of this part listed below which 
refers to this paragraph $ 

— §1.12 — for access to an assignment record 

— i 14 — for access to an application 

— §1.55 — for entry of late priority papers 

— $1.102 — to make application special 
— $1.103 — to suspend action in application 
— §1. 
— §1. 
— $1. 
—3 


60.00 


177 — for divisional reissues to issue separately 
312 — for amendment after payment of issue fee 
313 — to withdraw an application from issue 
1.314 — to defer issuance of a patent 
— §1.334 — 
recorded late 
— §1.666(b) — for access to interference settlement 
agreement 


for patent to issue to assignee, assignment 


9. Section 1.36 is revised as follows: 


§1.36 Revocation of power of attorney or authorization; 
withdrawal of attorney or agent. 


A power of attorney or authorization of agent may be 
revoked at any stage in the ings of a case, and 
an attorney or agent may withdraw, upon application to 
and approval by the Commissioner. An attorney or 
agent, except an associate attorney or agent whose ad- 
dress is the same as that of the principal attorney or 
agent, will be notified of the revocation of the power of 
attorney or authorization, and the applicant or patent 
owner will be notified of the withdrawal of the attorney 
or agent. An assignment will not of itself operate as a 
revocation of a power or authorization previously given, 
but the assignee of the entire interest may revoke previ- 
ous powers and be represented by an attorney or agent 
of the assignee’s own selection. See §1.613(d) for with- 
drawal of an attorney or agent of record in an interfer- 


ence. 
10. Section 1.48 is revised as follows: 
§1.48 Correction of inventorship. 


If the correct inventor or inventors are not named in 
an application for patent through error without any de- 
ceptive intention on the part of the actual inventor or in- 
ventors, the application may be amended to name only 
the actual inventor or inventors. Such amendment must 
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be diligently made and must be accompanied by (a) a 
petition including a statement of facts verified by the 
original named inventor or inventors establishing when 
the error without deceptive intention was discovered 
and how it occurred; (b) an oath or declaration by each 
actual inventor or inventors as required by §1.63; (c) the 
fee set forth in §1.17(h); and (d) the written consent of 
any assignee. When the apeerenece is involved in an in- 
terference, the petition shall comply with the require- 
ments of this section and shall be accompanied by a mo- 
tion under §1.634. 

11. Section 1.55 is amended by removing from 
paragraph (a) “1.224” and inserting, in its place, “1.630”. 

12. Section 1.59 is revised as follows: 


§1.59 Papers of application with filing date not to be re- 
turned. 


Papers in an application which has received a filing 
date pursuant to §1.53 will not be returned for any pur- 
pose whatever. If applicants have not preserved copies 
of the papers, the Office will furnish copies at the usual 
cost of any application in which either the required ba- 
sic filing fee (§1.16) or the processing and retention fee ( 
§1.21(1)) has been paid. See §1.618 for return of unau- 
thorized and improper papers in interferences. 

13. Section 1.68 is revised as follows: 


§1.68 Declaration in lieu of oath. 


Any document to be filed in the Patent and Trade- 
mark Office and which is required by any law, rule, or 
other regulation to be under oath may be subscribed to 
by a written declaration. Such declaration may be used 
in lieu of the oath otherwise required, if, and only if, the 
declarant is on the same document, warned that willful 
false statements and the like are punishable by fine or 
imprisonment, or both (18 U.S.C. 1001) and may jeopar- 
dize the validity of the application or any patent issuing 
thereon. The declarant must set forth in the body of the 
declaration that all statements made of the declarant’s 
own knowledge are true and that all statements made on 
information and belier are believed to be true. 

14. Section 1.103 is amended by revising paragraph 
(d) as follows: 


§1.103 Suspension of action. 


(d) Action on applications in which the Office has ac- 
cepted a request filed under §1.139 will be suspended for 
the entire pendency of these applications except for pur- 
poses relating to interference proceedings under §§1.601 
through 1.688. 

15. Section 1.122 is amended by revising paragraph 
(b) as follows: 


§1.122 Entry and consideration of amendments. 


(b) Ordinarily all amendments presented in a paper 
filed while the application is open to amendment are en- 
tered and considered, subsequent cancellation or correc- 
tion being required of improper amendments. Untimely 
amendatory papers may be refused entry and consider- 
ation in whole or in part. For amendments presented 
during an interference see §1.664. 

16. Section 1.136 is amended by removing “§1.207” 
and inserting, in its place, “§1.611” and by removing 
“§1.245” and inserting, in its place, “§1.645”. 

17. Section 1.138 is revised as follows: 


§1.138 Express Abandonment. 


An sgetantion may be opener abandoned by filing 
in the Patent and Trademark Office a written declara- 
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tion of abandonment signed by the applicant and the as- 
signee of record, if any, and identifying the application. 
An application may also be expressly abandoned by fil- 
ing a written declaration of abandonment signed by the 
attorney or agent of record. A registered attorney or 
agent acting under the provision of §1.34(a), or of 
record, may also expressly abandon a prior application 
as of the filing date granted to a continuing application 
when filing such a continuing application. Express aban- 
donment of the application may not be recognized by 
the Office unless it is actually received by appropriate 
Officials in time to act thereon before the date of issue. 

18. Section 1.181 is amended by revising paragraph (a) 
as follows: 


§1.181 Petition to the Commissioner. 


(a) Petition may be taken to the Commissioner: (1) 
from any action or requirement of any examiner in the 
ex parte prosecution of an of ey which is not sub- 
ject to appeal to the Board of Patent Appeals and Inter- 
ferences or to the court; (2) in cases in which a statute 
or the rules specify that the matter is to be determined 
directly by or reviewed by the Commissioner; and (3) to 
invoke the su isory authority of the Commissioner in 
appropriate circumstances. For petitions in interferences, 
see §1.644. 


seee% 


19. The center heading preceding §1.191 is revised to 
read “APPEAL TO THE BO OF PATENT AP- 
PEALS AND INTERFERENCES”. 

20. Section 1.191 is amended by revising the section 
heading and paragraphs (a) and (c) as follows: 


§1.191 Appeal to Board of Patent Appeals and Interfer- 
ences, 


(a) Every applicant for a patent or for reissue of a pa- 
tent, or every owner of a patent under reexamination, 
any of the claims of which have been twice rejected or 
who has been given a final rejection (§1.113), may, upon 
the payment of the fee set forth in §1.17(e), appeal from 
the decision of the examiner to the Board of Patent Ap- 
peals and Interferences within the time allowed for re- 


sponse. 


see 


(c) An ap when taken must be taken from the re- 
jection of all claims under rejection which the applicant 
or patent sete genes to contest. Questions relating 
to matters not affecting the merits of the invention may 
be required to be settled before an appeal can be consid- 
ered. 


21. Section 1.194 is amended by removing the words 
“Board of Appeals” and inserting, in their place, the 
words “Board of Patent Appeals and Interferences.” 

22. Section 1.196 is revised as follows: 


§1.196 Decision by the Board of Patent Appeals and In- 
terferences. 


(a) The Board of Patent Appeals and Interferences, in 
its decision, may affirm or reverse the decision of the ex- 
aminer in whole or in part on the grounds and on the 
claims specified by the examiner. The affirmance of the 
rejection of a claim on any of the grounds specified con- 
stitutes a affirmance of the decision of the exam- 
iner on that claim, except as to any ground specifically 


reversed. 

(b) Should the Board of Patent Appeals and Interfer- 
ences have knowledge of any grounds not involved in 
the appeal for rejecting any appealed claim, it may in- 
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clude in the decision a statement to that effect with its 
reasons for so holding, which statement shall constitute 
a new rejection of the claims. When the Board of Patent 
Appeals and Interferences makes a new rejection of an 

led claim, the appellant may exercise any one of 
the following three options: 

(1) The appellant may submit an appropriate amend- 
ment of the claims so rejected or a showing of facts, or 
both, and have the matter reconsidered by the examiner 
in which event the application will be remanded to the 
examiner and the decision of the Board of Patent Ap- 
peals and Interferences shall not be considered final for 
the purpose of judicial review. The statement shall be 
binding upon the examiner unless an amendment or 
showing of facts not previously of record be made 
which, in the opinion of the examiner, overcomes the 
new ground for rejection stated in the decision. When 
cepcapeiste, upon conciusion of proceedings on remand 

the examiner, the Board of Patent Appeals and 
Interferences may enter an order otherwise making its 
decision final. 

(2) The appellant may have the case reconsidered un- 
der§1.197(b) by the Board of Patent Appeals and Inter- 
ferences upon the same record. Where request for such 
reconsideration is made the Board of Patent Appeals and 
Interferences shall, if necessary, render a new decision 


which shall include all grounds upon which a patent is 
used 


refused. 

(3) The appellant may treat the decision, including the 
new grounds for rejection given by the Board of Patent 
Appeals and Interferences, as a final decision in the case. 

(c) Should the decision of the Board of Patent Ap- 
peals and Interferences include an explicit statement that 
a claim may be allowed in amended form, = shall 
have the right to amend in conformity with such state- 
ment which shall be binding on the examiner in the ab- 
sence of new references or grounds of rejection. 

(d) Although the Board of Patent Appeals and Inter- 
ferences normally will confine its decision to a review of 
rejections made by the examiner, should it have knowl- 
edge of any grounds for rejecting any allowed claim it 
may include in its decision a recommended rejection of 
the claim and remand the case to the examiner. In such 
event, the Board shall set a period, not less than one 
month, within which the appellant may submit to the ex- 
aminer an appropriate amendment, a showing of facts or 
reasons, or both, in order to avoid the grounds set forth 
in the recommendation of the Board of Patent Appeals 
and Interferences. The examiner shall be bound by the 
recommendation and shall enter and maintain the recom- 
mended rejection unless an amendment or showing ~~ 
facts not previously of record is filed which, in the 
ion of the examiner, overcomes the recommended rejec: 
tion. Should the examiner make the recommended rejec- 
tion final the applicant may again a to the Board of 
Patent Appeals and Interferences. enever a decision 
of the Board of Patent A and Interferences in- 
cludes a remand, that decision shall not be considered a 
final decision. When appropriate, upon conclusion of 
proceedings on remand before the examiner, the Board 
of Patent ——_. and Interferences may eriter an order 
otherwise ig its decision final. 

23. Section 1.197 is amended by revising paragraphs 
(a) and (b) as follows: 


§1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and 
Interferences, the case shall be returned to the examiner, 
subject to the appellant’s right of appeal or other re- 
view, for such further action by the appellant or by the 
examiner, as the condition of the case may require, to 
carry into effect the decision. 

(b) A single request for reconsideration or modifica- 
tion of the decision may be made if filed within one 
month from the date of the original decision, unless that 
decision is so modified as to become, in effect, a new de- 
cision, and the Board of Patent Appeals and Interfer- 
ences so states. 
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see 


24. Section 1.198 is amended by removing the words 
“Board of Appeals” and inserting, in their place, the 
words “Board of Patent Appeals and Interferences.” 

25. The center heading preceding §1.201 is removed. 

26. Sections 1.201 through 1.212 are removed. 

27. The center heading preceding §1.215 is removed. 

28. Sections 1.215 drceak 1. 228 are removed. 

29. The center heading preceding §1.231 is removed. 

30. Sections 1.231 through 1.238 are removed. 

31. The center heading preceding §1.242 is removed. 

32. Sections 1.242 through 1.247 are removed. 

33. A center heading preceding §1.248 is added which 
reads “MISCELLANEOUS PROVISIONS”. 

34. Section 1.248 is amended by adding paragraph (c) 
and revising the section heading as follows: 


§1.248 Service of Papers; manner of service; proof of ser- 
vice in cases other than interferences. 


see 


(c) See §1.646 for service of papers in interferences. 

35. The center heading preceding §1.251 is removed. 

36. Sections 1.251 through 1.259 are removed. 

37. The center heading preceding §1.261 is removed. 

38. Sections 1.261 through 1.268 are removed. 

39. The center heading preceding §1.271 is removed. 

40. Sections 1.271 through 1.288 are removed. 

41. Section 1.292 is amended by revising paragraph (a) 
and adding paragraph (c) as follows: 


§1.292 Public use proceedings. 


(a) When a Bs smor for the institution of public use 

proceedings, supported by affidavits or declarations and 
the fee set forth in §1.17(j) is filed by one having infor- 
mation of the pendency of an application and is found, 
on reference to the examiner, to make a prima facie 
showing that the invention claimed in an application be- 
lieved to be on file had been in public use or on sale 
more than one year before the filing of the application, a 
hearing may be had before the Commissioner to deter- 
mine whether a public use proceeding should be institut- 
ed. If instituted, the Commissioner may designate an ap- 
propriate official to conduct the public use proceeding, 
eo ae By e setting of times for taking testimony, 
which ll be taken as provided by §§1.671 ino 
1.685. The petitioner will be heard in the proceedings 
but after decision therein will not be heard farther i in the 
prosecution of the application for patent. 


sete 


(c) A petition for institution of public use proceedings 
shall not be filed by a party to an interference as to an 
application involved in the interference. Public use and 
on sale issues in an interference shall be raised by a pre- 
liminary motion under §$1.633(a). 

42. Section 1.301 is amended by removing the words 

“Board of Appeals” and the words “Board of Patent In- 
terferences” and inserting, in each of their places, the 
words “Board of Patent Appeals and Interferences.” 

43. Section 1.302 is amended by removing from para- 
graph (b) “1.248” and inserting, in its place, “1.646” and 
by Loy ste “and other contested cases”. 

44. Section 1.303 is amended by removing from para- 
graph (a) the words “Board of Appeals” and the words 
“Board of Patent Interferences” and inserting, in each of 
their places, the words “Board of Patent soca and 
Interferences” and by removing from paragraph (c) 
“1.248” and inserting, in its pom “1.646”. 45. ion 
1.304 is amended by revising paragraph (a) as follows: 


§1.304 Time for appeal or civil action. 


(a) The time for filing the notice and reasons of appeal 
to the U.S. Court of Appeals for the Federal Circuit (§ 
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1.302) or for commencing a civil action (§1.303) is sixty 
days from the date of the decision of the Board of Pa- 
tent Appeals and Interferences. If a request for reconsid- 
eration or modification of the decision is filed within the 
time provided under §1.197(b) or §1.658(b), the time for 
filing an appeal or commencing a civil action shall ex- 
pire at the end of the sixty-day period or thirty days af- 
ter action on the request, whichever is later. Except for 
an appeal from or commencing a civil action after a de- 
cision of the Board of Patent Appeals and Interferences 
in a reexamination proceeding or an interference pro- 
ceeding, the time periods set forth herein are subject to 
the provisions of §1.136. See §1.550(c) for extensions of 
time to appeal or commence a civil action in a reexami- 

nation proceeding. See §1.645(a) for extensions of time 
to appeal or commence a civil action in an interference. 

An examiner-in-chief, upon a showing of excusable ne- 
glect, may extend the time for seeking judicial review of 
a decision of the Board of Patent Appeals and Interfer- 
ences in an interference case when a request is untimely 
filed after expiration of the time prescribed by this sec- 
tion. 


see 


46. Section 1.322 is amended by revising paragraph (a) 
as follows: 


§1.322 Certificate of correction of Office mistake. 


(a) A certificate of correction under 35 U.S.C. 254 
may be issued at the request of the patentee or the pat- 
entee’s assignee. Such certificate will not be issued at the 
request or suggestion of anyone not owning an interest 
in the patent, nor on motion of the Office, without first 
notifying the patentee (including any assignee of record) 
and affording the patentee an opportunity to be heard. 
When the request relates to a patent involved in an in- 
terference, the request shall comply with the require- 
ments of this section and shall be accompanied by a mo- 
tion under §1.635. 


see 


47. Section 1.323 is revised as follows: 
§1.323 Certificate of correction of applicant’s mistake. 


Whenever a mistake of a clerical or typographical 
nature or of minor character which was not the fault of 
the Office, appears in a patent and a showing is made 
that such mistake occurred in good faith, the Commis- 
sioner may, upon payment of the fee set forth in 
§1.20(a), issue a certificate, if the correction does not in- 
volve such changes in the patent as would constitute 
new matter or would require reexamination. A request 
for a certificate of correction of a patent involved in an 
interference shall comply with the requirements of this 
section and shall be accompanied by a motion under 


§1.635. 
48. Section 1.324 is revised as follows: 


§1.324 Correction of inventorship in patent. 


Whenever a patent is issued and it appears that the 
correct inventor or inventors were not named through 
error without deceptive intention on the part of the ac- 
tual inventor or inventors, the er may, on 
petition of all the and the assignees and satisfac- 
tory proof of the facts and payment of the fee set forth 
in §1.20(b), or on order of a court before which such 
matter is called in question, issue a certificate naming 
only the actual inventor or inventors. A request to cor- 
rect inventorship of patent involved in an interference 
shall comply with the requirements of this section and 
shall be accompanied by a motion under §1.634. 

49. Section 1550 is amended by removing from para- 
graph (a) “Board of Appeals” and inserting, in its place, 

“Board of Patent Appeals and Interferences.” 
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50. Section 1.565 is amended by revising paragraph 
(b) and adding paragraph (e) as follows: 


§1.565 Concurrent office proceedings. 


(b) If a patent in the process of reexamination is or be- 
comes involved in litigation or a reissue application for 
the patent is filed or pending, Commissioner shall 
determine whether or not to stay the reexamination or 
reissue proceeding. 


seee8 


(e) If a patent in the process of reexamination is or be- 
comes involved in an interference, the Commissioner 
may stay reexamination or the interference. The Com- 
missioner will not consider a request to stay an interfer- 
ence unless a motion (§1.635) to stay the interference has 
been presented to, and denied by, an examiner-in-chief 
and the request is filed within ten (10) days of a decision 
by an examiner-in-chief denying the motion for a stay or 
such other time as the examiner-in-chief may set. 

51. A new su entitled “Subpart * EB Interfer- 
ences” is added which reads as follows: 


SUBPART E—INTERFERENCES 
Sec. 

1.601 
1.602 
1.603 


1.604 


Scope of rules, definitions 

Interest in applications and patents involved 
in interference 

Interference between applications; subject 
matter of the interference 

Request for interference between applications 
by an applicant 

Suggestion of claim to applicant by examiner 
Interference between an application and a pa- 
tent; subject matter of the interference 
Request by applicant for interference with 


1.606 
1.607 


| between an application and a pa- 
tent; prima facie showing by applicant 
Preparation of interference papers by examin- 
er 

Assignment of interference to examiner-in- 
chief, time period for completing interference 
Declaration of interference 

Access to applications 

Lead attorney, same attorney representing 
different parties in an interference, withdraw- 
al of attorney or agent 

Jurisdiction over interference 

Suspension of ex parte prosecution 

= for failure to comply with rules or 
oO 

Summary judgment pred applicant 

Return of unauthorized pa: 

Preliminary statement, ime re for filing, notice 
of filing 

Preliminary statement, who made invention, 
where invention made 

Preliminary statement; invention made in 
United States 
Preliminary 


Preliminary statement; derivation by an op- 
ponent 
Preliminary statement; earlier a 

‘ore filing, 
opening of statement 
Preliminary statement, correction of error 
Effect of preliminary statement 
Reliance on earlier application 
Access to preliminary statement, service of 
Pp’ statement 
Notice of intent to argue abandonment, sup- 
pression, or concealment by opponent 


statement; invention made 
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1.633 
1.634 
1.635 
1.636 
1.637 
1.638 


1.639 


Preliminary motions 
Motion to correct inventorship 
Miscellaneous motions 
Motions, time for filing 
Content of motions 
Opposition and reply, time for filing opposi- 
tion and reply 
Evidence in support of motion, opposition, 
or reply 
Motions, hearing and decision, redeclaration 
of interference, ordez to show cause 
Unpatentability discovered by examiner-in- 
chief 
Addition of application or patent to interfer- 
ence 
Prosecution of interference by assignee 
Petitions in interference 
Extension of time, late papers, stay of pro- 
ceedings 
Service of papers, proof of service 
Translation of document in foreign language 
Setting times for discovery and taking testi- 
mony, parties entitled to take testimony 
Judgment for failure to take testimony or file 
record 
Record and exhibits 
Final hearing 
Matters considered in rendering a final deci- 
sion 
Briefs for final hearing 
Burden of proof as to date of invention 
Final decision 
Recommendation 
Notice of reexamination, reissue, protest, or 
litigation 
Termination of interference after judgment 
Request for entry of adverse judgment; reis- 
sue filed by patentee 
Status of claim of defeated applicant after in- 
terference 
Action after interference 
Second interference 
Filing of interference settlement agreements 
Evidence must comply with rules 
Manner of taking testimony 
Notice of examination of witness 
Persons before whom depositions may be 
taken 
Examination of witness, reading and signing 
transcript of deposition 
Certification and filing by officer, marking 
exhibits 
Form of a transcript of deposition 
Transcript of deposition must be filed 
Inspection of transcript 
cial records and printed publications 

Testimony in another interference, proceed- 
ing, or action 
Testimony in a foreign country 
Errors and irregularities in depositions 
Additional Discovery 
, Use of discovery 

Authority: 35 USC 6, 23, 41, and 135 


SUBPART E — Interferences 
§1.601 Scope of rules, definitions. 


This subpart governs the procedure in patent interfer- 
ences in the Patent and Trademark Office. This subpart 
shall be construed to secure the just, speedy, and inex- 
pensive determination of every interference. For the 
meaning of terms in the Federal Rules of Evidence as 
applied to interferences, see §1.671(c). Unless otherwise 
clear from the context, the following definitions apply to 
this subpart: 

(a) “Additional discovery” is discovery to which a 
party may be entitled under §1.687 in addition to discov- 
ery to which the party is entitled as a matter of right un- 
der§ 1.673(a) and (b). 
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) “Affidavit” means affidavit, declaration under 
§1.68, or statutory declaration under 28 U.S.C. §1746. A 
trapecrigt of an ex parte deposition may be used as an af- 

davit. 

(c) “Board” means the Board of Patent Appeals and 
Interferences. 

(d) “Case-in-chief’ means that portion of a party’s 
case where the party has the burden of going forward 
with evidence. 

(e) “Case-in-rebuttal” means that portion of a party’s 
case where the party presents evidence in rebuttal to the 
case-in-chief of another party. 

(f) A “count” defines the interfering subject matter 
between (1) two or more applications or (2) one or more 
applications and one or more patents. When there is 
more than one count, each count shall define a separate 
patentable invention. Any claim of an application or pa- 
tent which corresponds to a count is a claim involved in 
the interference within the meaning of 35 U.S.C. 
§135(a). A claim of a patent or application which is 
identical to a count is said to “correspond exactly” to 
the count. A claim of a patent or application which is 
not identical to a count, but which defines the same pat- 
entable invention as the count, is said to “correspond 
substantially” to the count. When a count is broader in 
scope than all claims which correspond to the count, the 
count is a “phantom count.” A phantom count is not 
patentable to any party. 

(g) The “effective filing date” of an application or a 
patent is the filing date of an earlier application 
accorded to the application or patent under 35 U.S.C. 
§§119, 120, or 365. 

(h) In the case of an application, “filing date” means 
the filing date assigned to the application. In the case of 
a patent, “filing date” means the filing date assigned to 
the application which issued as the patent. 

(i) An “interference” is a proceeding instituted in the 
Patent and Trademark Office before the Board to deter- 
mine any question of patentability and priority of inven- 
tion between two or more parties claiming the same pat- 
entable invention. An interference may be declared 
between two or more pending applications naming dif- 
ferent inventors when, in the opinion of an examiner, the 
applications contain claims for the same patentable in- 
vention. An interference may be declared between one 
or more pending oe and one or more unexpired 
patents naming different inventors when, in the opinion 
of an examiner, any application and any unexpired pa- 
tents contain claims for the same patentable invention. 

(j) An “interference-in-fact” exists when at least one 
claim of a party which corresponds to a count and at 
least one claim of an opponent which corresponds to the 
count define the same patentable invention. 

(k) A “lead” attorney or agent is a registered attorney 
or agent of record who is primarily responsible for pros- 
ecuting an interference on behalf of a party and is the 
attorney or agent whom an examiner-in-chief may con- 
tact to set times and take other action in the interfer- 


ence. 

(1) A “party” is (1) an applicant or patentee involved 
in the interference or (2) a legal representative or an as- 
signee of an applicant or patentee involved in an inter- 
ference. Where acts of a party are normally performed 
by an attorney or agent, “party” may be construed to 
mean the attorney or agent. An “inventor” is the indi- 
vidual named as inventor in an application involved in 
an interference or the individual named as inventor in a 
patent involved in an interference. 

(m) A “senior party” is the party with earliest effec- 
tive filing date as to all counts or, if there is no party 
with the earliest effective filing date as to all counts, the 
party with the earliest filing date. A “junior party” is 
any other y. 

(n) Invention “A” is the “same patentable invention” 
as a invention “B” when invention “A” is the same as 
(35 U.S.C. §102) or is obvious (35 U.S.C. §103) in view 
of invention “B” assuming invention “B” is prior art 
with respect to invention “A”. Invention “A” is a “sepa- 
rate patentable invention” with respect to invention “B” 
when invention “A” is new (35 U.S.C. §102) and non- 
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obvious (35 U.S.C. §103) in view of invention “B” as- 
suming invention “B” is prior art with respect to inven- 
tion “A”. 

(o) “Sworn” means sworn or affirmed. 

(p) “United States” means the United States of Ameri- 
ca, its territories and possessions. 


§1.602 Interest in applications and patents involved in an 
interference. 


(a) Unless good cause is shown, an interference shall 
not be declared or continued between (1) applications 
owned by a single party or (2) applications and an unex- 
pired patent owned by a single party. 

(b) The ies, within 20 days after an interference is 
declared, shall notify the Board of any and all right, ti- 
tle, and interest in any application or patent involved or 
relied upon in the interference unless the right, title, and 
interest is set forth in the notice declaring the interfer- 


ence. 

(c) If a change of any right, title, and interest in any 
application or patent involved or relied upon in the in- 
terference occurs after notice is given declaring the in- 
terference and before the time expires for seeking judi- 
cial review of a final decision of the Board, the parties 
shall notify the Board of the change within 20 days of 
the change. 


§1.603 Interference between applications; subject matter 
of the interference. 


Before an interference is declared between two or 
more applications, the examiner must be of the opinion 
that there is interfering subject matter claimed in the ap- 
plications which is patentable to each applicant subject 
to a judgment in the interference. The interfering sub- 
ject matter shall be defined by one or more counts. 
Each count shall define a separate patentable invention. 
Each application must contain, or be amended to con- 
tain, at least one claim which corresponds to each count. 
All claims in the applications which define the same pat- 
entable invention as a count shall be designated to corre- 
spond to the count. 


§1.604 Request for interference between applications by 
an applicant. 


(a) An applicant may seek to have an interference de- 
clared with an application of another by (1) suggesting a 
proposed count and presenting a claim corresponding to 
the proposed count, (2) identifying the other application 
and, if known, a claim in the other application which 
corresponds to the proposed count, and (3) explaining 
why an interference should be dec! 

(b) When an saghenes presents a claim known to the 

applicant to define the same patentable invention 
claimed in a pending application of another, the appli- 
cant shall identify that pending application, unless the 
claim is presented in response to a suggestion by the ex- 
aminer. The examiner shall notify the Commissioner of 
any instance where it appears an ap icons may have 
failed to comply with the provisions of this paragraph. 


§1.605 Suggestion of claim to applicant by examiner. 


(a) The examiner may suggest that an applicant pres- 
ent a claim in an application for the purpose of an inter- 
ference with another application or a patent. The appli- 
cant to whom the claim is suggested shall amend the 
application by presenting the suggested claim within a 
time specified by the examiner, not less than one month. 
Failure or refusal of an applicant to timely present the 
suggested claim shall be taken without further action as 
a disclaimer by the applicant of the invention defined by 
the suggested claim. At the time the suggested claim is 
presented, the applicant may also (1) call the examiner's 
attention to other claims already in the application or 
which are presented with the suggested claim and (2) 
explain why the other claims would be more 
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appropriate to be included in any interference which 
may be declared. 
(b) The suggestion of a claim by the examiner for the 
purpose of an interference will not stay the period for 
seems to any outstanding Office action. When a 
ry apa claim is timely presented, ex parte proceedings 
; ; ap will be stayed pending a determination 
: whet. 


§1.606 Interference between an application and a patent; 
subject matter of the interference. 


er an interference will be declared 


Before an interference is declared between an applica- 
tion and an unexpired patent, an examiner must deter- 
mine that there is interfering subject matter claimed in 
the application and the patent which is patentable to the 
applicant subject to a judgment in the interference. The 
interfering subject matter will be defined by one or 
more counts. Each count shall define a separate patent- 
able invention. Any application must contain, or be 
amended to contain, at least one claim which corre- 
sponds to each count. All claims in the application and 
patent which define the same patentable invention as a 
count shall be designated to correspond to the count. At 
the time an interference is initially declared (§1.611), a 
count shall not be narrower in scope any patent 
claim which corresponds to the count and any single pa- 
tent claim will be presumed, subject to a motion under 
§1.633(c), not to contain separate patentable inventions. 


§1.607 Request by applicant for interference with patent. 


(a) An applicant may seek to have an interference de- 
clared between an application and an unexpired patent 
by (1) presenting a proposed count and a claim corre- 
sponding to the proposed count and, if any claim of the 
patent or application does not correspond exactly to the 
proposed count, explaining why an interference should 
be declared, (2) identifying the patent and indicating 
which claim in the application and which claim or 
claims of the patent correspond to the proposed count, 
and (3) applying the terms of the application claim cor- 
responding to the count to the disclosure of the applica- 
tion. 

(b) When an applicant seeks an interference with a pa- 
tent, examination of the application, a any 
appeal to the Board, shall be conducted with special dis- 
patch within the Patent and Trademark Office. The ex- 
aminer shall determine whether there is interfering sub- 
ject matter claimed in the ew and the patent 
which is patentable to the applicant subject to a judg- 
ment in an interference. If the examiner determines that 
there is any interfering subject matter, an interference 
will be declared. If the examiner determines that there is 
no interfering subject matter, the examiner shall state the 
reasons why an interference is not being declared and 
otherwise act on the application. 

(c) When an applicant presents a claim which corre- 
sponds exactly or substantially to a claim of a patent, the 
applicant shall identify the patent and the number of the 
patent claim, unless the claim is presented in response to 
a suggestion by the examiner. The examiner shall notify 
the Commissioner of any instance where an applicant 
fails to identify the patent. 

(d) A notice that an applicant is seeking to provoke an 
interference with a patent will be placed in the file of 
the patent and a copy of the notice will be sent to the 
patentee. The identity of the applicant will not be dis- 
closed unless an interference is declared. If a final deci- 
sion is made not to declare an interference, a notice to 
that effect will be placed in the patent file and will be 
sent to the patentee. 


§1.608 Interference between an application and a patent; 
prima facie showing by applicant. 


(a) When the earlier of the filing date or effective fil- 
ing date of an application is three months or less after 
the earlier of the filing date or effective filing date of a 
patent, the applicant, before an interference will be de- 
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clared, shall file an affidavit alleging that there is a basis 
upon which applicant is entitled to a judgment relative 
to the patentee. 
) When the earlier of the filing date or the effective 
filing date of an ntcun is more than three months 
after the earlier of the filing date or the effective filing 
date under 35 U.S.C. §120 of a patent, the applicant, be- 
fore an interference will be declared, shall file (1) evi- 
dence which may consist of patents or printed publica- 
tions, other documents, and one or more davits 
which demonstrate that iy nao is prima facie entitled 
to a judgment relative to the patentee and (2) an expla- 
nation stating with particularity the basis upon which 
the applicant is prima facie entitled to the judgment. 
Where the basis upon which an applicant is entitled to 
judgment relative to a patentee is priority of invention, 
the evidence shall include affidavits by the applicant, if 
possible, and one or more corroborating witnesses, sup- 
ported by documentary evidence, if available, each set- 
ting out a factual description of acts and circumstances 
performed or observed by the affiant, which collectively 
would prima facie entitle the applicant to a on 
priority with respect to the earlier of the filing date or 
effective filing date of the patent. To facilitate prepara- 
tion of a record (§1.653(g) and (h)) for final hearing, an 
applicant should file affidavits on paper which is 8-172 x 
11 inches (21.8 by 27.9 cm.). The significance of any 
printed publication or other document which is self-au- 
thenticating within the meaning of Rule 902 of the Fed- 
eral Rules of Evidence or §1.671(d) and any patent shall 
be discussed in an affidavit or the eé a Any 
printed publication or other document which is not self- 
authenticating shall be authenticated and discussed with 
particularity in an affidavit. Upon a showing of sufficient 
cause, an affidavit may be based on information and be- 
lief. If a examiner finds an application to be in condition 
for declaration of an interference, the examiner will con- 
sider the evidence and explanation only to the extent of 
determining whether a basis upon which the applicant 
would be entitled to a Aba oo relative to the patentee 
is alleged and, if a basis is alleged, an interference may 
be declared. 


§1.609 Preparation of interference papers by examiner. 


When the examiner determines that an interference 
should be declared, the examiner shall forward to the 
Board: 


(a) All relevant application and patent files and 
(b) A statement identifying: 

(1) The proposed count or counts; 

(2) The claims of any application or patent which 
correspond to each count, stating whether the claims 
corres exactly or substantially to each count; 

(3) claims in ae application which are deemed 
by the examiner to be ae over any count; and 

(4) Whether an applicant or patentee is entitled to 
the benefit of the filing date of an earlier application 
and, if so, sufficient information to identify the earlier 
application. 


§1.610 monger fra interference to examiner-in-chief, 
time period for completing interference. 


(a) Each interference will be declared by an examiner- 
in-chief who may enter all interlocutory orders in the in- 
terference, except that only a panel consisting of at least 
three members of the Board shall: (1) hear oral argument 
at final hearing, (2) enter a decision under §§1.617, 
1.640(c) or (e), 1.652, 1.656(i) or 1.658 or (3) enter any 
other order which terminates the interference. 

(b) As necessary, another examiner-in-chief may act in 
place of the one who declared the interference. Unless 
otherwise provided in this section, at the discretion of 
the examiner-in-chief assigned to the interference, a pan- 
el consisting of two or more members of the Board may 
enter interlocutory orders. 

(c) Unless otherwise provided in this subpart, times 
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for taking action by a party in the interference will be 
pea on a case-by-case basis by the examiner-in-chief 

ed to the interference. Times for taking action 
aa be set and the examiner-in-chief shall exercise con- 
trol over the interference such that the pendency of the 
interference before the Board does not normally exceed 
two years. 

(d) An examiner-in-chief may hold a conference with 
the — to consider: (1) simplification of any issues, 
(2) the necessity or desirability of amendments to counts, 
(3) the possibility of obtaining admissions of fact and 
genuineness of documents which will avoid unnecessary 
proof, (4) any limitations on the number of expert 
witnesses, (5) the time and place for conducting a depo- 
sition (§1.673(g)), and (6) any other matter as may aid in 
the disposition of the interference. After a conference, 
the examiner-in-chief may enter any order which may be 
appropriate. 

(e) The examiner-in-chief may determine a proper 
course of conduct in an interference for any situation 
not specifically covered by this part. 


§1.611 Declaration of interference. 


(a) Notice of declaration of an interference will be 
sent to each party. 

(b) When a notice of declaration is returned to the Pa- 
tent and Trademark Office undelivered, or in any other 
circumstance where a an examiner-in-chief 
may (1) send a copy of the notice to a patentee named 
in a patent involved in an interference or the patentee’s 
assignee of record in the Patent and Trademark Office 
or (2) order publication of an appropriate notice in the 
Official Gazette. 

(c) The notice of declaration shall specify: 

(1) the name and residence of each party involved 
in the interference; 

(2) the name and address of record of any attorney 
or agent of record in any application or patent in- 
volved in the interference; 

(3) the name of any assignee of record in the Patent 
and T ice; 

(4) the identity of any application or patent in- 
¥olved in the interference; 

(5) where a party is accorded the benefit of the fil- 
ing date of an earlier application, the identity of the 
earlier application; 

(6) the count or counts; 

7) the claim or claims of any application or any pa- 
tent which corres to each count; and 

(8) the order of the parties. 

(d) The notice of declaration may also specify the 
time for: (1) filing a preliminary statement as provided in 
jae 621(a); (2) serving notice that a preliminary statement 

has been filed as provided §1.621(b); and (3) filing pre- 

liminary motions authorized by §1.633, oppositions to 
the motions, and replies to the oppositions 

(e) Notice oo tee be given in the Official | Gazette that an 
interference has been declared involving a patent. 


§1.612 Access to applications. 


(a) After an interference is declared, each party shall 
have access to and may obtain copies of the files of any 
application set out in the notice declaring the interfer- 
ence, except for affidavits filed under §1.131 and any ev- 
idence and explanation under §1.608(b) filed separate 
~ yt amendment. 

liminary motions under §1.633 are decid- 
ed CL EAC), each party shall have access to and may 
obtain copies of any affidavit filed under §1.131 and any 
evidence and explanation filed under §1.608(b) in any 
application set out in the notice declaring the interfer- 


ence. 
(c) Any evidence and explanation filed under 
§1.608(b) in the file of any application identified in the 


notice declaring the interference shall be served when 
required by §1 "E17(6). 
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(d) The parties at any time may agree to exchange 
copies of papers in the files of any application identified 
in the notice declaring the interference. 


§1.613 Lead attorney, same attorney representing differ- 
ent parties in an interference, withdrawal of at- 


torney or agent. 


(a) Each party may be required to designate one attor- 
ney or agent of record as the lead attorney or agent. 

(b) The same attorney or agent or members of the 
same firm of attorneys or agents may not represent two 
or more parties in an interference except as may be per- 
mitted under this Chapter. 

(c) An examiner-in-chief may make necessary ing 
to determine whether an attorney or agent should be be 
disqualified from representing a party in an interference. 
If an examiner-in-chief is of the opinion that an attorney 
or agent should be disqualified, the examiner-in-chief 
shall refer the matter to the Commissioner. The Com- 
missioner will make a final decision as to whether any 
attorney or agent should be disqualified. 

(d) No attorney or agent of record in an interference 
may withdraw as attorney or agent of record except 
with the approval of an examiner-in-chief and after rea- 
sonable notice to the party on whose behalf the attorney 
or agent has appeared. A request to withdraw as attor- 
ney or agent of record in an interference shall be made 
by motion (§1.635). 


§1.614 Jurisdiction over interference. 


(a) The Board shall assume jurisdiction over an inter- 
ference when the interference is declared under §1.611. 

(b) When the interference is declared the interference 
is a contested case within the meaning of 35 U.S.C. §24. 

(c) The examiner shall have jurisdiction over any 
pending application until the interference is declared. An 
examiner-in-chief, where appropriate, may for a limited 
purpose restore jurisdiction to the examiner over any ap- 
plication involved in the interference. 


§1.615 Suspension of ex parte prosecution. 


(a) When an interference is declared, ex parte prosecu- 
tion of an application involved in the interference is sus- 
pended. Amendments and other papers related to the 
application received during pendency of the int be en- 
tered or considered in the interference without the con- 
sent of an examiner-in-chief. 

(b) Ex parte prosecution as to specified matters may 
be continued concurrently with the interference with the 
consent of the examiner-in-chief. 


§1.616 Sanctions for failure to comply with rules or or- 
der. 


An examiner-in-chief or the Board may impose an > 

— sanction against a party who fails to yo 
the regulations of this part or any order entered by 

an examiner-in-chief or the Board. An appropriate sanc- 


tion may include among others entry of an order: 

(a) holding certain facts to have been established in 
interference; 

_ ) spenene 9 } party from filing a motion or a pre- 
(c) preclading a ied from presenting or contesting a 
(d) aiee a party from requesting, obtaining, or 

— g discovery; or 
€) granting judgment in the interference. 

§1.617 Summary judgment against applicant 


(a) An examiner-in-chief shall review any evidence 
filed by an applicant under §1.608(b) to determine if the 
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epptiont is prima facie entitled to a p jpignent relative to 
ie patentee. If the examiner-in-chief determines that the 
evidence shows the applicant is prima facie entitled to a 
judgment relative to the patentee, the interference shall 
proceed in the normal manner under the regulations of 
this part. If in the opinion of the examiner-in-chief the 
evidence fails to show that the applicant is prima facie 
entitled to a judgment relative to the patentee, the exam- 

iner-in-chief shall, concurrently with the notice declar- 
ing the interference, enter an order stating the reasons 
for the opinion and directing the apptcast, within a time 
set in the order, to show cause why summary judgment 
should not be entered against the applicant. 

(b) The applicant may file a response to the order and 
state any reasons why summary judgment should not be 
entered. Any request by the applicant for a hearing be- 
fore the Board shall be made in the response. Additional 
evidence shall not be presented by the applicant or con- 
sidered by the Board unless the applicant shows good 
cause why any additional evidence was not initially 
presented with the evidence filed under §1.608(b). At 
the time an applicant files a response, the applicant shall 
serve a copy of any evidence filed vedas OL 608(b) and 
this paragraph. 

(c) If a response is not timely filed by the applicant, 
the Board shall enter a final decision granting summary 
judgment against the applicant. 

(d) If a response is timely filed by the applicant, all 
opponents may file a statement within a time set by the 
examiner-in-chief. The statement may set forth views as 
to why summary judgment should be granted against 
the applicant, but the statement shall be limited to dis- 
cussing why all the evidence presented by the applicant 
does not overcome the reasons given by the examiner- 
in-chief for issuing the order to show cause. Evidence 
shall not be filed by any opponent. An opponent may 
not request an oral g- 

(e) Within a time authorized by the examiner-in-chief, 
an applicant may file a reply to any statement filed by 
any A ogee 

en more than two parties are involved in an in- 
Fe all parties may participate in summary judg- 
ment proceedings under this section. 

(g) If a response by the applicant is timely filed, the 
examiner-in-chief or Board shall decide whether the 
evidence submitted under §1.608(b) and any additional 
evidence properly submitted under paragraph (b) of this 
section shows that the applicant is prima facie entitled to 
a judgment relative to the patentee. If the applicant is 
not prima facie entitled to a judgment relative to the pat- 
entee, the Board shall enter a final decision granting 
summary judgment the applicant. Otherwise, an 
interlocutory order l be pan ne authorizing the in- 
terference to proceed in the normal manner under the 
OA Onl of this part. 

) Only an applicant who filed evidence under 
§1.608(b) may ey Fe pee: If that licant re- 
quests a hearing, Board may hold a rr prior to 
entry of a decision under ph (g) of this section. 
The examiner-in-chief set a date and time for the 
hearing. Unless otherwise ordered by the examiner-in- 
chief or the Board, the applicant and any t will 
each be entitled to no more than 30 minutes of oral ar- 
gument at the hearing. 


§1.618 Return of unauthorized papers. 


(a) The Patent and Trademark Office shall return to a 
ey: any paper presented by the party when the filing 

f the paper is not authorized by, or is not in compli- 
ance with the requirements of this subpart. Any paper 
returned will not thereafter be considered by the Patent 
and Trademark Office in the interference. A party may 
be permitted to file a corrected paper under such such condi- 
pe ig may be deemed appropriate by an examiner-in- 


(b) When presenting a paper in an interference, a par- 
ty shall not submit with the paper a copy of a paper 
previously filed in the interference. 
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§1.621 ™ statement, time for filing, notice of fil- 


(a) Within the time set for filing preliminary motions 
under §1.633, each party may file a preliminary state- 
ment. The preliminary statement may be signed by any 
individual having knowledge of the facts recited therein 
or an attorney or agent of record. 

(b) When a y files a preliminary statement the par- 
ty shall also simultaneously file and serve on all o = 
nents in the interference a notice age that a pre 
nary statement has been filed. A copy of the eréteniinty 
statement need not be served until ordered by an exam- 
iner-in-chief. 


§1.622 Preliminary statement, who made invention, where 
invention made. 


(a) A party’s preliminary statement must identify the 
inventor who made the invention defined by each count 
and must state on behalf of the inventor the facts re- 
quired by paragraph (a) of §§1.623, 1.624, and 1.625 as 
may be appropriate. When an inventor identified in the 
preliminary statement is not an inventor named in the 
party’s application or patent, the party shall file a mo- 
tion under §1.634 to correct inventorship. 

(b) The preliminary statement shall state whether the 
invention was made in the United States or abroad. If 
made abroad, the preliminary statement shall state 
whether the party is entitled to the benefit of the second 
sentence of 35 U.S.C. §104. 


§1.623 Preliminary statement; invention made in United 
States. 


(a) When the invention was made in the United States 
or a party is entitled to the benefit of the second sen- 
tence of 35 U.S.C. §104, the preliminary statement must 
state the following facts as to the invention defined by 
each count: 

(1) The date a which the first drawing of the in- 
vention was 

(2) The date — which the first written description 
of the invention was made. 

(3) The date on which the invention was first dis- 
closed by the inventor to another person. 

(4) The date on which the invention was first con- 
ceived by the inventor. 

(5) The date on which the invention was first actu- 
ally reduced to practice. If the invention was not 
actually reduced to practice by or on behalf of the in- 
ventor prior to the party’s filing date, the preliminary 
statement shall so state. 

(6) The date after the inventor’s conception of the 
invention when active exercise of reasonable diligence 
toward reducing the invention to practice began. 

(b) If a party intends to prove derivation, the prelimi- 
nary statement must also comply with §1.625. 

(c) When a party alleges under paragraph (a)(1) of 
this section that a drawing was made, a copy of the first 
drawing shall be filed with and identified in the prelimi- 
nary statement. When a party alleges under para rm 
(a)(2) of this section that a written description of 
vention was made, a copy of the first written Sndtiptivn 
shall be filed with and identified in the preliminary state- 
ment. See §1.628(b) when a CORY of the first drawing or 
written description cannot Se filed with the preliminary 
statement. 


§1.624 Preliminary statement; invention made abroad. 


(a) When the invention was made abroad and a party 
intends to rely on introduction of the invention into the 
United States, the preliminary statement must state the 
following facts as to the invention defined by each 


t: 

(1) The date on which a drawing of the invention 
was first introduced into the United States. 

(2) The date on which a written description of the 
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invention was first introduced into the United States. 

(3) The date on which the invention was first dis- 
closed to another person in the United States. 

(4) The date on which the inventor’s conception of 
the invention was first introduced into the United 
States. 

(5) The date on which an actual reduction to prac- 
tice of the invention was first introduced into the 
United States. If an actual reduction to practice of the 
invention was not introduced into the United States, 
the preliminary statement shall so state. 

(6) The date after introduction of the inventor’s 
conception into the United States when active exer- 
cise of reasonable diligence in the United States to- 
ward reducing the invention to practice began. 

(b) If a party intends to prove ——-. the prelimi- 
nary statement must also comply with §1.6 

(c) When a party alleges under sattont (aX(1) of 
this section that a drawing was introduced into the Unit- 
ed States a copy of that drawing shall be filed with and 
identified in the preliminary statement. When a party al- 
leges under peragreee. (a)(2) of this section that a writ- 
ten description of the invention was introduced into the 
United States a copy of that written description shall be 
filed with and identified in the preliminary statement. 
See §1.628(b) when a copy of the first drawing or first 
written description introduced in the United States can- 
not be filed with the preliminary statement. 


§1.625 Preliminary statement; derivation by an opponent. 


(a) When the invention was made in the United States 
or abroad and a party intends to prove derivation by an 
opponent from the party, the preli statement must 
state the following as to the invention defined by each 
count: 


(1) The name of the pepcaens. 

(2) The date on which the first drawing of the in- 
vention was made. 

(3) The date on which the first written description 
of the invention was 

(4) The date on which ‘the invention was first dis- 
closed by the inventor to another person. 

(5) The date on which the invention was first con- 
ceived by the inventor. 

(6) The date on which the invention was first com- 
municated to the opponent. 


(b) If a party intends to prove priority, the prelim- 

ae a statement must also comply with §1.623 or 

(c) When a party alleges under paragraph (a)(2) of 
this section that a drawing was made, a copy of the first 
drawing shall be filed with and identified in the prelimi- 
nary statement. When a party alleges under paragraph 
(a)(3) of this section that a written description of the in- 
vention was made, a copy of the first written description 
shall be filed with and identified in the preliminary state- 
ment. See §1.628(b) when a first drawing or first written 
description cannot be filed with the preliminary state- 
ment. 


§1.626 Preliminary statement; earlier application. 


When a party does not intend to present evidence to 
prove a conception or an actual reduction to practice 
and the party intends to rely solely on the filing date of 
an earlier application filed in the United States or abroad 
to prove a constructive reduction to practice, the pre- 

liminary statement may so state and identify the earlier 


proen A with particularity. 


§1.627 Preliminary statement, 
ing of statement. 


sealing before filing, open- 


(a) The preliminary statement and copies of any draw- 
ing or written description shall be filed in a sealed enve- 
lope bearing only the name of the party filing the 
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statement and the style (e.g., Jones v. Smith) and num- 
ber of the interference. The sealed envelope should con- 
tain only the preliminary statement and copies of any 
drawing or written description. If the preliminary state- 
ment is filed through the mail, the sealed envelope 
should be enclosed in an outer envelope addressed to 
the Commissioner of Patents and Trademarks in accor- 
dance with §1.1(e). 

(b) A preliminary statement may be opened only at 
the direction of an examiner-in-chief. 


§1.628 Preliminary statement, correction of error. 


(a) A material error arising through inadvertence or 

mistake in connection with (1) a preliminary statement 
or (2) drawings or a written description submitted there- 
with or omitted therefrom, may be corrected by a mo- 
tion (§1.635) for leave to file a corrected statement. The 
motion shall be supported by an affidavit and shall show 
that the correction is essential to the ends of justice and 
shall be accompanied by the corrected statement. The 
motion shall be filed as soon as practical after discovery 
of the error. 

(b) When a party cannot attach a COPY of a drawing 
or a written description to the preliminary state- 
ment as required by §§1.623(c), 1. a24(0), or 1.625(c), the 

y (1) shall show apr cause and explain in the pre- 
baaiaiey statement why a copy of the drawing or writ- 
ten description cannot be attached to the preliminary 
statement and (2) shall attach to the preliminary state- 
ment the earliest drawing or written description made in 
or introduced into the United States which is available. 
The party shall file a motion (§1.635) to amend its pre- 
liminary statement promptly after the first drawing, first 
written description, or drawing or written description 
first introduced into the United States becomes avail- 
able. A copy of the drawing or written description may 

obtained, where appropriate, by a motion (§1.635) for 
additional discovery under §1.687 or during a testimony 
period. 
§1.629 Effect of preliminary statement. 


(a) A party shall be strictly held to any date alleged in 
the preliminary statement. Doubts as to (1) definiteness 
or sufficiency of any allegation in a preliminary state- 
ment or (2) compliance with formal requirements will be 
resolved tt the party filing the statement by 
restricting the party to the earlier of its filing date or ef- 
fective ba date or to the latest date of a period al- 
leged in the preliminary statement as may be appropri- 
ate. A party may not correct a preliminary statement 
except as provided by §1.628. 

Evidence which shows that an act alleged in the 

reliminary statement occurred prior to the date alleged 

in the statement shall establish only that the act oc- 
curred as early as the date alleged in the statement. 

(c) If a party does not file a preliminary statement, the 


y: 
(1) shall be restricted to the earlier of the party’s fil- 
ing date or effective filing date and 
(2) will not be permitted to prove that: 
(i) the party made the invention prior to the par- 
ty’s filing date or 
(ii) any opponent derived the invention from the 


party. 

(d) If a party files a preliminary statement which con- 
tains an allegation of a date of first drawing or first writ- 
ten descri and the party does not file a copy of the 
first drawing or written description with the pre’ 
statement as required by FL. 623(c), §1. 624(c), or 
§1.625(c), the ie will be restricted to i 
the party’s filing date or effective filing date as to that 
allegation unless the party complies with §1.628(b). The 
content of any drawing or written description submitted 
with a preliminary statement will not normally be evalu- 
ated or considered by the Board. 

(e) A preliminary statement shall not be used as evi- 
dence on behalf of the party filing the statement. 
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§1.630 Reliance on earlier application. 


A party shall not be en..cied to rely on the filing date 
of an earlier application filed in the United States or 
abroad unless (a) the earlier application is identified 
(§1.611(c)(5)) = w notice declaring the interference or 
(b) the party files a preliminary motion under §1.633 
seeking the benefit of the filing date of the earlier appli- 
cation. 


§1.631 Access to preliminary statement, service of prelimi- 
nary statement. 


(a) Unless otherwise ordered by an examiner-in-chief, 
concurrently with entry of a decision by the examiner- 
in-chief on preliminary motions filed under §1.633, any 
preliminary statement filed under §1.621(a) shall be 
opened to inspection by the senior party and any junior 
party who filed a preliminary statement. Within a time 
set by the examiner-in-chief, a party shall serve copies of 
its preliminary statement on every opponent who served 
a notice under §1.621(b). 

(b) A junior party who does not file a preliminary 
statement shall not have access to the preliminary state- 
ment of any other party. 

(c) If an interference is terminated before the prelimi- 
nary statements have been opened, the preliminary state- 
ments will remain sealed and will be returned to the 
respective parties who submitted the statements. 


Bee ee ae ee ee 
it by opponent. 


A notice shall be filed by a party who intends to ar- 
gue that an opponent has abandoned, suppressed, or 
concealed an actual reduction to practice (35 U.S.C. 
§102(g)). A party will not be permitted to argue aban- 
donment, suppression, or concealment by an opponent 
unless the notice is timely filed. Unless authorized other- 
wise by an examiner-in-chief, a notice is timely when 
filed within ten (10) days of the close of the testimony- 
in-chief of the opponent. 


§1.633 Preliminary Motions. 


A party may file the following preliminary motions: 

(a) A motion for judgment on the ground that an op- 
ponent’s claim corresponding to a count is not patent- 
able to the opponent. In determining a motion filed un- 
der this paragraph, a claim may be construed by 
reference to the prior art of record. A motion under this 
paragraph shall not be based on: (1) priority of invention 
of the subject matter of a count by the moving party as 
against any opponent or (2) derivation of the subject 
matter of a count by an opponent from the moving par- 
ty. See §1.637(a) 

(b) A motion for judgment on the ground that there is 
no interference-in-fact. A motion under this paragraph is 
proper only if: (1) the interference involves a design ap- 
plication or patent or a plant application or patent or (2) 
no claim of a party which corresponds to a count is 
identical to any claim of an opponent which corresponds 
to that count. See §1.637(a) 

(c) A motion to redefine the interfering subject matter 
by (1) Shatin oe substituting a count, (2) amending an 

lication c ig to a count or adding a 


clan i pega se 

c in the moving party’s application to be designated 
to correspond to a count, (3) designating an application 
or patent claim to correspond to a count, (4) designating 


an application or it claim as not g toa 
count, or (5) requiring an opponent who is an applicant 
to add a claim and to designate the claim to correspond 
to a count. See §1.637(a) and (c). 

(d) A motion to substitute a different application 
owned by a party for an application involved in the in- 
terference. See §1.637(a) and (d). 

{e) A motion to declare an additional interference (1) 
between an additional application not involved in the in- 
terference and owned by a party and an opponent’s ap- 
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plication or patent involved in the interference or (2) 
when an interference involves three or more parties, 
tween less than all applications and any patent involved 
in the interference. See §1.637(a) and (e). 

(f) A motion to be accorded the benefit of the filing 
date of an earlier application filed in the United States 
or abroad. See §1.637(a) and (f). 

(g) A motion to attack the benefit accorded an 
nent in the notice declaring the interference of the fling 
date of an earlier application filed in the United States 
or abroad. See §1.637(a) and (g). 

When a patent is involved in an interference and 

patentee has on file or files an application for reissue 

under §1.171, a motion to add the application for reissue 
to the interference. See §1.637(a) and (h). 

(i) When a motion is filed under paragraph (a), (b), or 

) of this section, an opponent, in addition to opposing 

motion, may file a motion to redefine the interfering 
subject matter under pesagraph (c) of this section or a 
motion to substitute a different application under para- 
graph (d) of this section. 

(j) When a motion is filed under paragraph (c)(1) of 
this section an opponent, in addition to opposing the 
motion, may file a motion for benefit under paragraph 
(f) of this section as to the count to be added or 
substituted. 


§1.634 Motion to correct inventorship. 


A party may file a motion to (a) amend its application 
involved in an interference to correct inventorship as 
provided by §1.48 or (b) correct inventorship of its pa- 
tent involved in an interference as provided in §1.324. 
See §1.637(a). 


§1.635 Miscellaneous motions. 


A party seeking entry of an order relating to any mat- 
ter other than a matter which may be raised under 
§§1.633 or 1.634 may file a motion requesting entry of 
the order. See §1.637(a) and (b). 


§1.636 Motions, time for filing. 


(a) A preliminary motion under §1.633(a) through (h) 
ame led within a time period set by an examiner-in- 
chief. 

(b) A preliminary motion under §1.633(i) or (j) shall 
be filed within 20 days of the service of the preliminary 
motion under §1.633(a), (b), or (g) unless otherwise or- 
dered by an examiner-in-chief. 

(c) A motion under §1.634 shall be diligently filed af- 
ter an error is discovered in the inventorship of an appli- 
cation or patent involved in an interference less 
otherwise ordered by an examiner-in-chief. 

(d) A motion under §1.635 shall be filed as specified in 
this subpart or when appropriate unless otherwise or- 
dered by an examiner-in-chief. 


§1.637 Content of motions. 


(a) Every motion shall include (1) a statement of the 
precise relief requested, (2) a statement of the material 
facts in support of the motion, and (3) a full statement of 
the reasons why the relief requested should be granted. 

(b) A motion under §1.635 shall contain a certificate 
by the moving party stating that the moving party has 
conferred with all opposing parties in an effort in good 
faith to resolve by agreement the issues raised by the 
motion. A moving party shall indicate in the motion 
whether any other party plans to oppose the motion. 
The provisions of this paragraph do not apply to a mo- 
tion to suppress evidence (§1.656(h)). 

(c) A preliminary motion under §1.633(c) shall explain 
why the interfering subject matter should be redefined. 

(1) A preliminary motion seeking to add or substi- 
tute a count shall: 

(i) Propose each count to be added or substituted. 

(ii) When the moving party is an applicant, show 
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the patentability to the applicant of all claims in, or 
proposed to be added to, the party’s application 
which correspond to each proposed count and ap- 
ply the terms of the claims to the disclosure of the 
party’s application; when necessary a moving party 
applicant shall file with the motion an amendment 
adding any proposed claim to the application. 

. (iii) Identify all claims in an opponent’s applica- 
tion which should be designated to correspond to 
each proposed count; if an opponent’s applicaticn 
does not contain such a claim, the moving party 
shall propose a claim to be added to the opponent’s 
application. The moving party shall show the pat- 
entability of any proposed claims to the opponent 
and apply the terms of the claims to the disclosure 
of the opponent’s application. 

(iv) Designate the claims of any patent involved 
in the interference which define the same patentable 
invention as each proposed count. 

(v) Show that each proposed count defines a sep- 
arate patentable invention from every other count 
in the interference. 

(vi) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of any earli- 
er application filed in the United States or abroad. 
(2) A preliminary motion seeking to amend an ap- 

plication claim corresponding to a count or adding a 
claim to be designated to correspond to a count shall: 

(i) Propose an amended or added claim. 

ii) Show that the proposed or added claim de- 
fines the same patentable invention as the count. 

(iii) Show the patentability to the applicant of 
each amended or added claim and apply the terms 
of the amended or added claim to the disclosure of 
the application; when necessary a moving party ap- 
plicant shall file with the motion an amendment 
making the amended or added claim to the applica- 
tion. 

(iv) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of any earli- 
er application filed in the United States or abroad. 
(3) A preliminary motion seeking to designate an 

ae or patent claim to correspond to a count 


(i) Identify the claim and the count. 

(ii) Show the claim defines the same patentable 
invention as the count. 

(iii) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of any earli- 
er application filed in the United States or abroad. 
(4) A preliminary motion seeking to designate an 

application or patent claim as not corresponding to a 
count shall: 

(i) Identify the claim and the count. 

(ii) Show the claim does not define the same pat- 
entable invention as any other claim designated in 
the notice declaring the interference as correspond- 
ing to the count. 

(5) A preliminary motion seeking to require an op- 
ponent who is an applicant to add a claim and desig- 
nate the claim as corresponding to a count shall: 

(i) Propose a claim to be added by the opponent. 

(ii) Show the patentability to the opponent of the 
claim and apply the terms of the claim to the disclo- 
sure of the o t’s application. 

(iii) Identify the count to which the claim shall be 

ignated to correspond. 

(iv) Show the claim defines the same patentable 
invention as the count to which it will be designat- 
ed to correspond. 

(d) A preliminary motion under §1.633(d) to substitute 
a different application shall: 

(1) Identify the different application. 

(2) Certify that a complete copy of the file of the 
differeat ication, except for documents filed under 
§1.131 or §1.608(b), has been served on all opponents. 

(3) Show the patentability to the applicant of all 
claims in, or proposed to be added to, the different ap- 
plication which correspond to each count and apply 
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the terms of the claims to the disclosure of the different 
application; when necessary the applicant shall file with 
the motion an amendment adding a claim to the differ- 
ent application. 

@) Be accompanied by a motion under §1.633(f) re- 
questing the benefit of the filing date of an earlier ap- 
plication filed in the United States or abroad. 

(e) A preliminary motion to declare an additional 
interference under §1.633(e) shall explain why an addi- 
tional interference is necessary: 

(1) When the pre motion seeks an additional 
interference under §1.633(e)(1), the motion shall: 

(i) Identify the additional application. 

(ii) Certify that a complete copy of the file of the 
additional application, except for documents filed 
under §§1.131 or 1.608(b), been served on all 
opponents. 

ent) Propose a count for the additional interfer- 


Gv) Show the patentability to the ap; ae eae all 
claims in, or proposed to be added to, 
application which correspond to a po owe 
count for the additional interference and apply the 
terms of the claims to the disclosure of the addition- 
al application; when necessary the applicant shall 
file with the motion an amendment adding a claim 
to the additional application. 

(v) When the opponent is an applicant, show the 
patentability to the opponent of any claims in, or 
proposed to be added to, the opponent’s application 
which correspond to the proposed count and apply 
the terms of the claims to the disclosure of the op- 
Pow) Wien the os 4 

Opponent is a patentee, designate 
the claims of the patent which define the same pat- 
entable invention defined by the proposed count. 

(vii) Show that each proposed count for the addi- 
tional interference defines a separate patentable in- 
vention from all counts of the interference in which 
the motion is filed. 

(viii) Be accompanied by a motion under 
§1.633(f) requesting the benefit of the filing date of 
-s a application filed in the United States or 
(2) When the preliminary motion seeks an additional 

interference under §1.633(e)(2), the motion shall: 

(i) Identify any application or patent to be in- 
volved in the additional interference. 

pn. Propose a count for the additional interfer- 


i diac o inant nme plicant, show 
the patentability to the applicant of all claims in, or 
proposed to be added to the party’s application 
which correspond to each proposed count and ap- 
ply the terms of the claims to the disclosure of the 

b a Senaeasy 0: ene sae 


an amendment 
adding an y proposed claim to the application, 

(iv) Identify all claims in any ry arent applica- 
tion which should be designated to correspond to 
each proposed count; if an opponent’s application 
does not contain such a claim, the moving party 
shall propose a claim to be added to the opponent's 

The moving party shall show the pat- 
entability of any proposed claims to the opponent 
and apply the terms of the claims to the disclosure 
of the opponent’s application. 

(v) Designate the claims of yo ny patent involved in 
the interference which define the same patentable 
invention as each p' count. 

(vi) Show that each proposed count for the addi- 
tional interference defines a separate patentable in- 
vention from all counts in the interference in which 
the motion is filed. 

(vii) Be accompanied by a motion under §1.633(f) 

requesting the benefit of the filing date of an earlier 

application filed in the United States or abroad. 
‘A, ® Preliminary motion for benefit under §1.633(f) 
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(1) Identify the earlier application. 

(2) When the earlier application is an application 
filed in the United States, certify that a complete copy 
of the file of the earlier application, — for docu- 
ments filed under §1.131 or §1.608(b), has been served 
on all opponents. When the earlier application is an 
application filed abroad, certify that a copy of the ap- 
plication filed abroad has been served on all oppo- 
nents. If the earlier application filed abroad is not in 

the requirements of §1.647 must also be met. 

(3) Show that the earlier plication constitutes a 
pene reduction to practice of each count. 

@ A motion to attack benefit under 
oe 33(6) shal ex mantis 9 wae yt Ties 
should not accorded the benefit of the 
on of the earlier mys 
(h) A preliminary motion to add an application for re- 
issue ben §1.633(h) shall: 
(1) Identify the application for reissue. 
(2) Certify that a complete copy of the file of the 
application for reissue has been served on all oppo- 


nents. 

(3) Show the patentability of all claims in, or pro- 
posed to be added to, the application for reissue 
which correspond to each count and apply the 

terms of the claims to the disclosure of the applica- 
tion dente reissue; when necessary a moving canines 
for reissue shall file with the motion an amendment 
adding a claim to the application for reissue. 

(4) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of an earlier 
application filed in the United States or abroad. 


§1.638 Opposition and reply, time for filing opposition 
and reply. 


(a) Uniess otherwise ordered by an examiner-in-chief, 
any Opposition to any motion shall be filed within 20 
days after service of the motion. An opposition shall (1) 
identify any material fact set forth in the motion which 
is in dispute and (2) include an argument why the relief 
requested in the motion should be denied. 

) Unless otherwise ordered by an examiner-in-chief, 
a reply shall be filed within 15 days after service of the 
opposition. A reply shall be directed only to new points 
raised in the opposition. 


Oy ae eee 
y. 


(a) Proof of any material fact alleged in a motion, op- 
pesiian, of 00. maa boa ea Sead Cee ae 
tion, ition, or reply e relied upon is 
part of the intantevapte Sie-andeedierel cay eateal or 
ies involved in the interference or any earlier 
application filed in the United States of which a party 
has been accorded or seeks to be accorded benefit. 

(b) Proof may be in the form of patents, printed publi- 

and affidavits. 

(c) When a party believes that testimony is necessary 
ppp tr Aap an gare Pagar ay = gh 
or a motion to correct inventorship under §1.634, the 

shall describe the nature of the testimony needed. 


rizing the taking of testimony and deferring a decision 
on the motion to final hearing. 


§1.640 Motions, hearing and decision, redeclaration of in- 
terference, order to show cause. 


(a) A hearing on a motion may be held in the discre- 
tion of the examiner-in-chief. examiner-in-chief shall 
set the date and time for any hearing. The length of oral 
argument at a hearing on a motion is a matter within the 
discretion of the examiner-in-chief. An examiner-in-chief 
may direct that a take place by telephone. 

(b) Motions will be i by an examiner-in-chief. 
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An examiner-in-chief may consult with an examiner in 

motions involving a question of patentability. 
An examiner-in-chief may grant or deny any motion or 
take such other action which will secure the just, 
speedy, and inexpensive determination of the interfer- 


ence. 
(1) When preliminary motions under §1.633 are de- 
cided, the examiner-in-chief will, when necessary, set 
a time for filing any amendment to.an application in- 
volved in the in and for filing a supplemen- 
tal imi statement as to any new counts in- 


preliminary 
volved in = interference. Failure or ame of a 
party to timely present an amendment required by an 
cammanere-Chdet hall be taken without further action 
as a disclaimer by that party of the invention in- 
volved. A supplemental 7 statement shall 
meet the requirements specified in §§1.623, 1.624, 
1.625, or 1.626, but need not be filed if a party states 
that it intends to rely on a eee statement 
previously filed under §1. 621(a). time ex- 
for filing any amendment and supplemental pre- 
statement, the examiner-in-chief will, if neces- 
re? Re remer the interference. 
Q) After a decision is entered on preliminary 
motions filed ‘elie §1.633, a further motion under 
ye not be considered except as provided by 
(c) When a decision on any motion under §§1.633, 
1.634, or 1.635 is entered which does not result in the is- 
suance of an order to show cause under paragraph (d) of 
this section, a party may file a request for reconsidera- 
tion within 14 days after the date of the decision. The 
filing of a request for reconsideration will not stay any 
time period set by the decision. The request for recon- 
sideration shall specify with particalestiy the ts be- 
lieved to have been misapprehended or overlooked in 
rendering the decision. No opposition to a request for 
reconsideration shall be filed unless requested by an ex- 
aminer-in-chief or the Board. A decision of si exam- 
iner-in-chief will not ordinarily be modified unless an 
opposition has been requested by an examiner-in-chief or 
the Board. The request for reconsideration shall be 
acted on by a panel of the Board consisting of at least 
three examiners-in-chief, one of whom will normally be 
the examiner-in-chief who decided the metion. 
(d) An examiner-in-chief may issue an order to show 
cause why judgment should not be entered against a 
party when: 


(1) A decision on a motion is entered which is dis- 
positive of the interference against the party as to all 
counts; 

olay ae Be We esr fptty wo tie wee 

statement; o 


P"@) The party junior party whose reliminary 
statement fails to overcome the earlier of the filing 
date or effective filing date of another party. 

(e) When an order to show cause is issued under 


may file a response to the 

the date of service of the paper. 

wate the order was issued fails to 

good cause, the Board shall enter judgment 

the party. If a party wishes to take testimony in 

to an order to show cause, the party’s response 

should be accompanied by a motion (§1.635) requesting 
the testimony period. See §1.651(c)(4). 


§1.641 Unpatentability discovered by examiner-in-chief 
During the pendency of an interference, if the examin- 
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aminer-in-chief shall decide how the interference shall 
proceed. 


§1.642 Addition of application or patent to interference. 


During the pendency of an interference, if the examin- 
er-in-chief becomes aware of an application or a patent 
not involved in the interference which claims the same 
patentable invention as a count in the interference, the 
examiner-in-chief may add the application or patent to 
the interference on such terms as may be fair to all 
parties. 

§1.643 Prosecution of interference by assignee. 


(a) An of record in the Patent and Trade- 
mark Office of the entire interest in an ones or pa- 
tent involved in an in is entitled to conduct 
prosecution of the interference to the exclusion of the 
inventor. 

(b) An assignee of a part interest in an application or 
patent involved in an interference may file a motion 
(§1.635) for entry of an order authorizing it to prosecute 

the interference. The motion shall show (1) the inability 
or peal sir of the inventor to prosecute the interference 
rd (2) other a why the ends of justice require that 

e assignee of a interest be permitted to prosecute 
the interference. The examiner-in-chief may allow the 
assignee of a part interest to prosecute the interference 
upon such terms as may be appropriate. 


§1.644 Petitions in interferences. 


(a) There is no appeal to the Commissioner in an in- 
terference from a decision of an examiner-in-chief or a 
panel consisting of more than one examiner-in-chief. The 
Commissioner will not consider a petition in an interfer- 
ence unless: 

(1) The petition is from a decision of an examiner- 
in-chief or a panel and the examiner-in-chief or the 
panel shall be of the opinion (i) that the decision in- 
volves a controlling question of procedure or an inter- 
pretation of a rule as to which there is a substantial 
ground for a difference of opinion and (ii) that an im- 
mediate decision on petition by the ioner 
may materially advance the ultimate termination of 
the interference; 

(2) The petition seeks to invoke the su ry au- 
thority of the Commissioner and is not filed prior to 
the decision of the Board awarding judgment and 
does not relate to (i) the merits of priori me of inven- 
tion or patentability or (ii) the admissibility of evi- 
dence under the Federal Rules of Evidence; or 

(3) The petition seeks relief under §1.183. 

(b) A petition under (aX(1) of this section 
(nnd aan han 15 deg ehear an 000s de decision of 
the examiner-in-chief or the panel may be dismissed as 
untimely. A petition under paragraph 2) +> this sec- 
tion shall not be filed prior to decision by the Board 
awarding judgment. Any petition under paragraph (a)(3) 
of this section shall be timely if it is made as part of, or 
simultaneously with, a proper motion under §§1.633, 
1.634, or 1.635. Any oppenttion to a petition shall be 
ae on oe e date of service of the peti- 


qe) The fling'of © petition dell not ttay the Weosed- 
6 eee 
iner-in-chief, the panel, or the 

(d) Any petition must contain a statement of the facts 
aeramcerees i 
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shall be 
§1.17(h). 
DP Ho sso yg ee gag year ag gp coer gr 
the Commissioner shall be filed within 15 days of the 
decision of the Commissioner and must be accompanied 
by the fee set forth in §1.17(h). No opposition to a re- 
quest for reconsideration shall be filed unl 


be modified unless such an opposition has been request- 
’ ed by the Commissioner. 

(g) Where reasonably possible, service of any petition, 
Opposition, or request for reconsideration shall be such 
that delivery is accomplished within one ce day. 
t= igual press Mail” acta atin 


paragrap! 
(h) An oral hearing on the petition will not be granted 
except when considered necessary by the Commissioner. 
(i) The Commissioner may delegate to appropriate Pa- 
tent and Trademark Office employees the pnts lhe i 
of petitions under this section. 


§1.645 Extension of time, late papers, stay of proceedings. 


(a) A party may file a motion (§1.635) seeking an ex- 
tension of time to take action in an interference, to file a 
notice of (§§1.302, 1.304), or to commence a civil 
action (§1.303, 1.304). The motion shall be filed within 
sufficient time to actually reach the examiner-in-chief be- 
fore expiration of the time for taking action, filing the 
notice, or commencing the civil action. A moving party 
should not assume that the motion will be granted even 
if there is no objection by any other party. The motion 
will be denied unless the moving party shows good 
cause why an extension should be granted. The press of 
other Susiness arising after an examiner-in-chief sets a 
time for taking action will not normally constitute 
cause. A motion seeking additional time to take testimo- 
ny because a party has not been able to procure the tes- 
timony of a witness shall set forth the name of the wit- 
mam. Castes, ann. bp grceane. Se. Sanaa a 
witness, the dates on which the steps 
the facts expected to be proved theoeah ‘the \ witness. 

(b) Any paper belatedly filed will not be considered 
except upon motion (§1.635) which shows sufficient 
cause why, the paper was not timely 

(c) The | provisions of §1.136 do not apply to time peri- 
ods in interferences. 

(d) In an appropriate circumstance, an examiner-in- 
chief may stay proceedings in an interference. 


§1.646 Service of papers, proof of service. 


(a) A copy of every paper filed in the Patent and 
Trademark Office in an interference or an application or 
bee involved in the interference shall be served upon 
all other parties except: 

(1) Preliminary statements when filed under §1.621; 
preliminary statements shall be served when service is 
ordered by an examiner-in-chief. 

(2) Certified transcripts and exhibits which accom- 
pany the transcripts filed under $§1.676 or 1.684; cop- 
ies of transcripts shall be served as part of a party’s 
record under §1.653(c). 

et ata eg heatgealpenns Lip heachagpi 
bP ee ty men ae or the party, service 

pr par Ages An examiner-in-chief may order 


accompanied by the petition fee set forth in 


served. 
(2) By leaving a copy of the paper with someone 
employed by the person at the person’s usual place of 
business. 


(3) When the person served has no usual place of 
business, by leaving a copy of the paper atthe per 


of suitable age and dis- 
cretion then residing therein. 
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©: By matings. comp: sh So peony Gt sta 
mail; when service is by mail the date of mailing is re- 
garded as the date of service. 

(5) When it is shown to the satisfaction of an exam- 
iner-in-chief that none of the above methods of 
SS eS See oe Seana 
cessful, the examiner-in-chief may order service by 
publication of an appropriate notice in the Official Ga- 
zette. 

(d) An examiner-in-chief may order that a paper be 


served by hand or “Express Mail”. 


OED of thie section, eroet fonts kei 
names of any person served and the person who made 
the Proof of service may be made by an ac- 


served or a statement signed by the party oe Capea 
attorney or agent containing the information required by 
this section. A statement of an attorney or agent at- 
COnee £2, Os supeating iar On pene ening a ceeene 

pr proc nl: See be accepted as prima facie proof 
of service. 


§1.647 Translation of document in foreign language. 


When a party relies on a document in a language oth- 
er than English, a translation of the document into Eng- 
lish and an affidavit to the accuracy of the 
translation shall be filed with the document. 


§1.651 Setting times for discovery and taking testimony, 
parties entitled to take testimony. 


(a) At an appropriate stage in an interference, an ex- 

aminer-in-c’ shall set (1) a time for filing motions 

(§1.635) for additional discovery under §1.687(c) and (2) 
periods for taking any necessary testimony. 

“(b) Where appropriate, ‘eetinony porlods will be oct 

ts pana chalet 

(1) present its case-in-chief and/or case-in-rebuttal 
and/or 

(2) cross-examine an opponent’s case-in-chief and/or 
a case-in-rebuttal. 

CC) © pasta ast eating So. ep Spee > eae 
a case-in-chief unless: 

(1) the examiner-in-chief orders the taking of testi- 

an ee isiaaey 

party alleges in its preli statement a 
date of invention prior to the earlier of the filing date 
or effective filing date of the senior party; 

(3) a testimony period has been set to permit an 
ponent to prove a date of invention priur to the 
er of the dats or eflective flag date cf the par- 
+ an ie has filed a statement 

ig a date o' perveatee gene t-te ee 

(4) a motion (§1.635) is towns ged ame 
cP aoply nw 
pe mn Uap any |e EEE 

riods set under paragraph (a) of this section. 


§1.652 Judgment for failure to take testimony or file 
record. 
If a junior party fails to timely take testimony autho- 


rized under §1.651, oa. tile » maotd cates 140 oe 
examiner-in-chief, with or without a motion ( €§1.635) by 
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party against whom the order was issued fails to show 
good cause, the Board shall enter judgment against the 


party. 
§1.653 Record and exhibits. 


(a) Testimony shall consist of affidavits under 
§1.672(b) and (e), transcripts of depositions under 
§§1.672(b) and (c), agreed statements of fact under 
§1.672(f), and transcripts of interrogatories, cross-inter- 
rogatories, and recorded answers under §1.684(c). 

) An affidavit shall be filed as set forth in §1.672(b) 

or (e). A certified transcript of a deposition including a 
deposition cross-examining an affiant, shall be filed as set 
forth in §1.676. An eclateal agreed statement shall be 
filed as set forth in §1.672(f). A‘ transcript of interrogato- 
ries, cross-interrogatories, and recorded answers shall be 
filed as set forth under §1.684(c). 

(c) In addition to the items specified in paragraph (b) 
of this section and within a time set by an examiner-in- 
chief each party shall file three copies and serve one 
copy of a record consisting of: 

(1) An index of the names of each witness giving 
the pages of the record where the direct testimony 
and cross-examination of each witness begins. 

(2) An index of exhibits briefly describing the na- 
ture of each exhibit and giving the page of the record 
where each exhibit is first identified and offered into 
evidence. 

3) The count or counts. 

(4) Each (i) affidavit, (ii) transcript, including tran- 
scripts of cross-examination of any affiant, (iii) agreed 
statement relied upon by the party, and (iv) transcript 
of interrogatories, cross-interrogatories, and recorded 
answers filed under paragraph (b) of this section. 

(5) Each notice, official record, and publication re- 
lied upon by the party and filed under §1.682(a). 

(6) Any evidence from another interference, pro- 


ceeding, or action relied upon by the party under 


§1.683 
(7) Each request for an admission and the admission 


and each written interrogatory and the answer upon 

which a party intends to rely under §1.688. 

(d) The pages of the record shall be consecutively 
numbered. 

(e) The name of each witness shall appear at the top 
of each page of each affidavit or transcript. 

(f) The record may be typewritten or printed. 

(g) When the record is printed, it may be produced by 
standard typographical printing or by any process capa- 
ble of producing a clear black permanent image. All 
printed matter except on covers must appear in at least 
11 point type on opaque, unglazed paper. Margins must 
be justified. Footnotes may not be printed in type 
smaller than 9 point. The page size be 8-1/2 by 11 
inches (21.8 by 27.9 cm.) with type matter 6-1/2 by 
9-1/2 inches (16.5 by 24.1 cm.). The record shall be 
bound to lie flat when o; 

(h) When the record is typewritten, it must be clearly 
legible on opaque, unglazed, durable paper approximate- 
ly 8-1/2 by 11 inches (21.8 by 27.9 cm.) in size (letter 
size). Typing shall be double-spaced on one side of the 
paper in not smaller than pica-t with a margin of 
1-1/2 inches (3.8 cm.) on the left-hand side of the page. 
The pages of the record shall be bound with covers at 
their left edges in such manner to lie flat when open in 
one or more volumes of convenient size (approximately 
100 pages per volume is suggested). ——d hed or 
otherwise reproduced copies conforming to the stan- 
dards specified in this paragraph may be accepted. 

(i) Each party shall file its exhibits with the record 
specified in paragraph (c) of this section. One copy of 
each documentary exhibit shall be served. Documentary 
exhibits shall be filed in an envelope or folder and shall 
not be bound as part of the record. Physical exhibits, if 
not filed by an officer under §1.676(d), shall be filed 
with the record. Each exhibit shall contain a label which 
identifies the party submitting the exhibit and an exhibit 
number, the style of the interference (e.g., Jones v. 
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Smith), and the interference number. Where possible, 
the label should appear at the bottom right-hand corner 
of each documentary exhibit. Upon termination of an in- 
terference, an examiner-in-chief may return an exhibit to 
the party filing the exhibit. When any exhibit is re- 
turned, the examiner-in-chief shall enter an appropriate 
order indicating that the exhibit has been returned. 

(j) Any testimony, record, or exhibit which does not 
comply with this section may be returned under 
§1.618(a). 


§1.654 Final hearing. 


(a) “es _an appropriate stage of the interference, the 
parties will be given an opportunity to appear before the 
Board to present oral argument at a final hearing. An 
examiner-in-chief shall set a date and time for final hear- 
ing. Unless otherwise ordered by an examiner-in-chief or 
the Board, each will be entitled to no more than 
60 minutes of oral argument at final hearing. 

(b) The opening argument of a junior party shall in- 
clude a fair statement of the junior party’s case and the 
junior party’s position with respect to the case presented 
on behalf of any other party. A junior party may reserve 
a portion of its time for rebuttal. 

(c) A party shall not be entitled to argue that an op- 
ponent abandoned, suppressed, or concealed an actual 
reduction to practice unless a notice under §1.632 was 
timely filed. 

(d) After final hearing, the interference shall be taken 
under advisement by the Board. No further paper shall 
be filed ex : wide §1.658(b) or as authorized by an 
examiner-in-c ‘ef or the Board. No additional oral argu- 
ment shall be had unless ordered by the Board. 


§1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may con- 
sider any properly raised issue including (1) priority of 
invention, (2) derivation by an opponent from a party 
who filed a pre statement under §1.625, (3) pat- 
entability of he invention, (4) admissibility of evidence, 
(5) any interlocutory matter deferred to final hearing, 
and (6) any other matter necessary to resolve the inter- 
ference. The Board may also consider whether any in- 
terlocutory order was manifestly erroneous or an abuse 
of discretion. All interlocutory orders shall be presumed 
to have been correct and the burden of showing mani- 
fest error or an abuse of discretion shall be on the party 
attacking the order. 

(b) A party shall not be entitled to raise for consider- 
ation at final hearing a matter which properly could 
have been raised by a motion under §§1.633 or 1.634 un- 
less () the motion was properly filed, (2) the matter was 

properly raised by a party in an opposition to a motion 
under §§1.633 or 4 634 and the motion was granted over 
the opposition, or (3) the y shows good cause why 
the issue was not timely raised by motion or opposition. 

(c) To prevent manifest injustice, the Board may con- 
sider an issue even though it would not otherwise be en- 
titled to consideration under this section. 


§1.656 Briefs for final hearing. 


(a) Each party shall be entitled to file briefs for final 
hearing. The examiner-in-chief shall determine the briefs 
needed and shall set the time and order for filing briefs. 

(b) The opening brief of a junior party shall contain 

der appropriate headings and in the order indicated: 

(1) A table of contents, with page references, and a 
table of cases (alphabetically arranged), statutes, and 
other authorities cited, with references to the pages of 
the brief where they are cited. 

(2) A statement of the issues presented for decision 
in the interference. 

(3) A statement of the facts relevant to the issues 
presented for decision with appropriate references to 
the record. 

(4) An argument, which may be preceded by a sum- 
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mary, which shall contain the contentions of the party 

with respect to the issues to be decided, and the rea- 

sons therefor, with citations to the cases, statutes, oth- 
er authorities, and parts of the record relied on. 

(5) A short conclusion stating the precise relief re- 
quested. 

(6) An appendix containing a copy of the counts. 

(c) The se brief of the senior party shall 
conform to the requirements of paragraph (b) of this 
section except: 

(1) a statement of the issues and of the facts need 
not be made unless the party is dissatisfied with the 
statement in the opening brief of the junior party and 

(2) an appendix containing a copy of the counts 
need not be included if the copy of the counts in the 
opening brief of the junior party is correct. 

(d) Briefs may be printed or typewritten. If typewrit- 
ten, legal-size paper may be used. The opening brief of 
each party in excess of 50 legal-size double-spaced 
written pages or any other brief in excess of 25 legal-size 
double-space typewritten pages shall be printed unless a 
satisfactory reason be given why the brief should not be 
printed. Any printed brief shall comply with the require- 
ments of §$1.653(g). Any typewritten brief shall comply 
with the requirements of §1.653(h), except legal-size — = 
per may be used and the binding and covers speci 
are not required. 

Ps An Dalene and three copies of each brief must be 


ws) Any brief which does not comply with the require- 
ments of this section may be returned under §1.618(a). 

(g) Any party, separate from its opening brief, but 
filed concurrently therewith, may file an original and 
three copies of concise p findings of fact and 


conclusions of law. Any proposed findings of fact shall 
be supported by specific references to the record. Any 
proposed conclusions of law shall be ray by = 
tion of cases, statutes, or other authority. Any opposin; 

party, separate from its a or reply bret but filed 


concurrently therewith, may ig or 
objecting to any proposed findings ‘of fact « fact or conclusions 
of law; when objecting, a reason must be given. The 
Board may adopt the proposed findings of fact and con- 
clusions of law in whole or in part. 

(h) If a party wants the Board in rendering its final 
decision to rule on the admissibility of any evidence, the 
party shall file with its opening brief an original and 
three copies of a motion (§1.635) to suppress the evi- 
dence. The provisions of §1.637(b) do not eee toa 
motion to suppress under this paragraph. Any objection 
previously made to the admissibility of an —_ 
evidence is waived unless the motion required by this 
paragraph is filed. An original and three copies of an op- 
position to the motion may be filed with an opponent’s 
opening brief or reply brief as may be appropriate. 

(i) When a junior party fails to timely file an opening 
brief, an order may issue requiring the junior party to 
show cause why the Board should not treat failure to 
file the brief as a concession of priority. If the junior 
party fails to respond within a time period set in the or- 
der, judgment may be entered against the junior party. 


§1.657 Burden of proof as to date of invention. 


A rebuttable presumption shall exist that, as to each 
count, the inventors made their invention in the chrono- 
logical order of the earlier of their filing dates or effec- 
tive filing dates. The burden of proof shall be upon a 
party who contends otherwise. 


§1.658 Final decision. 


(a) After final hearing, the Board shall enter a deci- 
sion resolving the issues raised at final hearing. The de- 
cision may (1) enter judgment, in whole or in part, (2) 
remand the interference to an examiner-in-chief for fur- 
ther proceedings, or (3) take further action not inconsis- 
tent with law. A judgment as to a count shall state 
whether or not each party is entitled to a patent contain- 
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ing the claims in the party’s patent or application which 
correspond to the count. When Bisel oaene aa 
sion awarding peer at — to all counts, the decision 
shall be regarded as a final 

Os ee aia Si a Uaiaan w! 
days afer the dat ofthe deciion. The request for 14 

the decision. The request for re- 
Conphinietion dail specify with particularity the points 
believed to have been misapprehended or overlooked in 
rendering the decision. Any reply to a request for recon- 
sideration shall be filed within 14 days of the date of ser- 
vice of the request for reconsideration. Where reason- 
ably possible, service of the request for reconsideration 
shall be such that delivery is accomplished by hand or 
“Express Mail.” The Board shall enter a decision on the 
cant for reipadderttinh. If the Board shall be of the 
opinion that the decision on the request for reconsidera- 
tion on of Pages its Ba decision under 
a) o section, may designate 
be, Neckion on the request for reconsideration as a new 
lecision. 

(c) A judgment in an interference settles all issues 
which (1) were raised and decided in the interference, 
(2) could have been properly raised and decided in the 
interference by a motion under §1.633 (a) through (d) 
and (f) through (j) or §1.634 and (3) could have been 
Pp ly raised and decided in an additional etarieedne 
with a motion under §1.633(e). A losing party who 
could have properly moved, but failed to" move, under 
§§1.633 or 1.634, shall be estopped to take ex parte or in- 
ter partes action in the Patent and Trademark Office af- 
ter the interference which is inconsistent with that par- 
ty’s failure to properly move, except that a losing party 
shall not be estopped with respect to any claims which 
correspond, or properly could have corresponded, to a 
count as to which that party was awarded a favorable 
judgment. 


§1.659 Recommendation. 


(a) Should the Board have knowledge of any ground 
for rejecting any application claim not involved in the 
judgment of the interference, it may include in its deci- 
sion a recommended rejection of the claim. Upon re- 
sumption of ex parte prosecution of the application, - 
examiner shall be bound by the recommendation and 
shall enter and maintain the recommended rejection un- 
lace ate aeneniatans on shames <8 Seta Sok pemneareas & 
record is filed which, in the opinion of examiner, 
overcomes the recommended rejection. 

(b) Should the Board have knowledge. of any ground 
for reexamination of a patent involved in the interfer- 
ence as to a patent claim not involved in the judgment 
of the interference, it may include in its decision a rec- 
ommendation to the Commissioner that the patent be 
reexamined. The Commissioner will determine whether 
reexamination will be ordered. 

(c) The Board may make any other recommendation 
to the examiner or the Commissioner as may be appro- 
priate. 


SEES Nae VE Sete rp Oe Te 


(a) When a request for reexamination of a patent in- 
volved in an interference is filed, the patent owner shall 
notify the Board within 10 days of receiving notice that 
the request was filed. 

(b) an application for reissue is filed by a paten- 
tee involved in an interference, the patentee shall notify 
the Board within 10 days of the day the application for 
reissue is 

(c) When a protest under §1.291 is filed against an ap- 
plication involved in an interference, the applicant shall 
notify the Board within 10 days of receiving notice that 
the protest was filed. 

(d) A party in an interference shall notify the Board 
promptly of any litigation related to any patent or appli- 
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cation involved in an interference, including any civil 
action under 35 U.S.C. §146 


§1.661 Termination of interference after judgment. 


After a final decision is entered by the Board, an in- 
terference is considered terminated when no appeal (35 
U.S.C. §141) or other review (35 U.S.C. §146) has been 
or can be taken or had. 


§1.662 Request for entry of adverse judgment; reissue 
filed by patentee. 


(a) A party may, at any time during an interference, 
request and agree to entry of an adverse judgment. The 
filing by an applicant or patentee of a written disclaimer 
of the vention defined by a count, concession of priori- 
ty or unpatentability of the subject matter of a count, 
abandonment of the invention defined by a count, or 
abandonment of the contest as to a count will be treated 
as a request for entry of an adverse ope sotanaeat against the 
applicant or patentee as to all claims which correspond 
to the count. Abandonment of an application by an ap- 
plicant, other than an applicant for reissue having a 
claim of the patent sought to be reissued involved in the 
interference, will be treated as a request for entry of an 
adverse judgment against the applicant as to all claims 
COFCO to all counts. Upon the filing by a Bait 
of a request for entry of an adverse judgment, the d 
may enter judgment against the party. 

(b) If a patentee involved in an interference files an 
prea for reissue during the interference and omits 

claims of the patent corresponding to the counts of 
the interference for the purpose of avoiding the interfer- 
ence, judgment may be entered a t the patentee. A 
pee who files an application for reissue other than 
or the purpose of avoiding the interference shall oad 
file a preliminary motion under §1.633(h) or show 
cause why the motion could not have been timely 

(c) The filing of a statutory disclaimer under 35 
U.S.C. §253 by a patentee will delete any statutorily dis- 
claimed claims from being involved in the interference. 
A statutory disclaimer will not be treated as a request 
for entry of an adverse judgment against the patentee 
unless it results in the deletion of all patent claims corre- 


sponding to a count. 
§1.663 Status of claim of defeated applicant after interfer- 
ence. 


Whenever an adverse judgment is entered as to a 
count inst an applicant from which no ap (35 
U.S.C. §141) or other review (35 U.S.C. §146) been 
or can be taken or had, the claims of the application 
corresponding to the count stand finally di of 
without further action by the examiner. Such claims are 
not open to further ex parte prosecution. 


§1.664 Action after interference. 


(a) After termination of an interference, the examiner 
will promptly take such action in any application 
previously involved in the interference as may be neces- 
sary. Unless entered by order of an examiner-in-chief, 
amendments presented during the interference shall not 
be entered, but may be subsequently presented by the 
applicant subject to the provisions of part provided 
prosecution of the application is not otherwise closed. 

(b) After judgment, the application of any party may 
be held subject to further examination, including an in- 
terference with another application. 


§1.665 Second interference. 


A second interference between the same parties will 
not be declared upon an lication not involved in an 
earlier interference for an invention defined by a count 
of the earlier interference. See §1.658(c). 
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§1.666 Filing of interference settlement agreements. 


(a) Any agreement or understanding between parties 
to an interference, including any collateral agreements 
referred to therein, made in connection with or in con- 
templation of the termination of the interference, must 
be in writing and a true copy thereof must be filed be- 
fore _ termination Sa the interference (§1.661) as be- 
tween the parties to t or understanding. 

(b) If any party filing the agreement or understanding 
under paragraph (a) of this section so requests, the copy 
will be kept te from the file of the interference, 
and made available Aun + to Government agencies on 
written request, or to any person upon petition accom- 

panied by the fee set forth in §1.17@) and on a showing 
a good cause. 

& Failure to file the copy of the agreement or under- 
standing under paragraph (a) of this section will render 
poumbaentty unenforceable such agreement or under- 
standing and any patent of the parties involved in the in- 
terference or any patent subsequently issued on any ap- 
plication of the parties so involved. The Commissioner 
may, however, upon petition accompanied by the fee set 
forth in §1.17(h) and on a showing of good cause for 
failure to file within the time prescribed, permit the fil- 
ing of the agreement or understanding during the six 
month period subsequent to the termination of the inter- 
ference as between the parties to the agreement or un- 
derstanding. 


§1.671 Evidence must comply with rules. 


_(a) Evidence consists of testimony and exhibits, offi- 
records and publications filed under §1.682, 
evidence from another interference, proceeding, or ac- 
tion filed under §1.683, and discovery relied upon under 
§1.688, and the specification (including claims) and 
drawings of any application or patent: 

(1) Involved in the interference. 

(2) To which a party has been accorded benefit in 
the notice declaring the interference or by a prelimi- 

motion granted under §1.633. 

(3) For which a party has sought, but has been de- 
nied, benefit by a preliminary motion under §1.633. 

(4) For which benefit was rescinded by a prelimi- 
nary motion granted under §1.633. 

(b) Except as otherwise provided in this part, the 
Federal Rules of Evidence shall apply to interference 
proceedings. Those of the Federal Rules of Ev- 
idence relating to criminal actions, juries, and other mat- 
ters not relevant to interferences shall not apply. 

(c) Unless the context is otherwise clear, the following 
terms of the Federal Rules of Evidence shall be con- 
strued as follows: 

(1) “Courts of the United States,” “U.S. Magis- 
trate,” “court,” “trial court,” or “trier of fact” means 
examiner-in-chief or Board as may be appropriate. 

(2) “Judge” means examiner-in-chief. 

(3) “Judicial notice” means official notice. 

(4) “Civil action,” “civil proceeding,” “action,” or 
“trial,” mean interference. 

(5) “Appellate court” means United States Court of 
Appeals for the Federal Circuit or a United States dis- 
trict court when judicial review is under 35 U.S.C. 


§146. 

(6) “Before the hearing” in Rule 703 means before 
giving testimony by oral deposition or affidavit. 

() “The trial or hearing” in Rules 803(24) and 
804(S) means the taking of testimony by oral deposi- 
tion. 


(d) Certification is not necessary as a condition to ad- 
missibility when the record is a record of the Patent and 
Trademark Office to which all parties have access. 

(e) A party may not rely on an affidavit filed by that 


party during ex parte prosecution of an application, an 
affidavit under §1.608(b), or an affidavit under §1.639(b) 
unless (1) a copy of the affidavit is or has been served 
ee ten a etme ged ce airmen 
*s relevant testimony period stating that the 
intends to rely on the affidavit. When proper notice s 
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iven under this paragraph, the affidavit shall be deemed 
under §1.672(b). A copy of the affidavit shall be in- 
cluded in the record (§1.653). 

(f) The si of documentary and other exhibits 
shall be discussed with particularity by a witness during 
oral deposition or in an affidavit. 

(g) A party must file a motion (§1.635) seeking per- 
mission from an examiner-in-chief prior to taking testi- 
mony or seeking documents or things under 35 % S.C. 
§24. The motion shall describe the general nature and 
the relevance of the testimony, document, or thing. 

(h) Evidence which is not taken or sought and filed in 
accordance with this subpart shall not be admissible. 


§1.672 Manner of taking testimony. 


(a) Testimony of a witness may be taken by oral depo- 
sition or affidavit in accordance with this subpart. 

(b) A party wishing to take the testimony of a witness 
whose testimony will not be compelled under 35 U.S.C. 
§24 may elect to present the testimony of the witness by 
affidavit or deposition. A party electing to present testi- 
mony of a witness by affidavit shall, prior to the close of 
the party’s relevant testimony period, file and serve an 
affidavit of the witness or, where appropriate, a notice 
under §1.671(e). To facilitate preparation of the record ( 
§1. 6538) and (h)), a party should file an affidavit on pa- 
per which is 8-1/2 by 11 inches (21.8 by 27.9 cm). A 
cor shall not be entitled to rely on any document re- 

erred to in the affidavit unless a copy of the document 
is filed with the affidavit. A party shall not be entitled to 
rely on any thing mentioned in the affidavit unless the 
opponent is given reasonable access to the thing. A 
thing is something other than a document. After the affi- 
davit is filed within a time set by an examiner-in- 
chief, any opponent may file a request to cross-examine 
the witness on oral deposition. If any opponent requests 
cross-examination of an affiant, the party shall notice a 
deposition under §1.673(e) for the purpose of cross-ex- 
amination by any opponent. Any redirect and recross 
shall take place at the deposition. At any deposition for 
the purpose of cross-examination of a witness whose tes- 
timony is presented by affidavit, the party shall not be 
entitled to rely on any document or thing not mentioned 
in one or more of the affidavits filed under this para- 

except to the extent necessary to conduct proper 
redirect. A party electing to present testimony of a wit- 
ness by ition shall notice a deposition of the wit- 
ness under §1.673(a). The party who gives notice of a 
deposition shall be responsible for obtaining a court re- 
porter and for filing a certified transcript of the deposi- 
tion as required by §1.676. 

(c) A party wishing to take the testimony of a witness 
peer ogee we will be compelled under 35 U.S.C. §24 
must first obtain from an examiner-in-chief 
ee eee eee party shall 

pyran seg acy Sey eer mee ee 
under 35 apna see gn airime res 
ness shall be or oral deposition. 

pA... Notwithstanding the provisions of this subpart, if 

the parties agree in writing, a deposition may be taken 
before any person authorized to administer oaths, at any 
place, upon any notice, and in any manner, and when so 
taken may be used like other itions. 

(€) If the parties agree in writing, the testimony of any 
witness may be submitted in the form — an affidavit 
without opportunity for cross-examination. The affidavit 
of the witness shall be filed in the Patent and Trademark 
Office. 


(f) If the parties agree in writing, testimony may be 
submitted in the form of an agreed statement setting 
forth (1) how a particular witness would testify if called 
or (2) the facts in the case of one or more of the 

The agreed statement shall be filed in the Patent and 
Trademark Office. See §1.653(a). 


§1.673 Notice of examination of witness. 


A cmp ares to take testimony of a witness by 
deposition , after complying with paragraphs (b) 
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depostion stating the time and place ol 
deposition stating the time and 

to be taken. Depositions may be 
time and place in the United 

agree in writing, a deposition may 


Sea te te een If the name of a 
witness is not known, a general description sufficient to 
identify the witness or a particular class or group to 
which the witness belongs may be given instead. 

(b) Unless the parties ——— a party shall 
serve, but not file, at least days prior to the confer- 
ence required by es (g) of this section, if service 
is made by hand or “Express Mail,” or at least ten days 
pele dee teteesiine 1S airlnn te anaes up eat 
means, the following: 

CLA ae Sf coe Samaras Sears 

possession, custody, or control and upon which the 

intends to rely at any deposition and 

(2) A list of and a proffer of reasonable access to 

things in the party’s possession, custody, or control 

and upon which the party intends to rely at any depo- 
sition. 

(c) A party shall not be permitted to rely at any depo- 
sition on any witness not listed in the notice, or any doc- 
ument not served or any thing not listed as required by 
paragraph (b) of this section, (1) unless all opponents 
agree in writing or on the record to it the party to 
rely on the witness, document, or thing or (2) except 
upon a motion (§1.635) promptly filed which is accom- 
— by any proposed notice, additional documents, or 

and which shows sufficient cause why the notice, 
documents, or lists were not served in accordance with 
this section. 

(d) Each opposing party shall have a full opportunity 
to attend a deposition and cross-examine. If an opposing 
party attends a deposition of a witness not named in a 
notice and cross-examines the witness or fails to obj 
to the taking of the deposition, the opposing party 
be deemed to have waived any right to object to the 
taking of the deposition for lack of proper notice. 

(e) A party slanthen to present testimony by affidavit 
and who is required to notice depositions for the pur- 
pose of cross-examination under PP cmgen nm shall, after 
complying with paragraph (g) of this section, file and 
serve a single notice of deposition stating the time and 
place of each cross-examination deposition to be taken. 

(f) The parties shall nor take depositions in more than 
one place at the same time or so nearly at the same time 
that reasonable opportunity to travel from one place of 

ition to another cannot be had. 

) Before serving a notice of deposition and after 
complying with (b) of this section, a party 
shall have an oral conference with all ts to at- 
tempt to agree on a mutually acceptable time and place 
for conducting the ition. A certificate shall appear 
in the notice stating the oral conference took place 
ND OS Se EE ee nee If 
the parties cannot agree to a mutually acceptable place 
and time for conducting the deposition at the confer- 
ence, the parties shall contact an examiner-in-chief who 
shall then designate the time and place for conducting 
the deposition. 

(h) A copy of the notice of d eg age 
tached to the certified transcript of the deposition filed 
under §1.676(a). 


§1.674 Persons before whom depositions may be taken. 
(a) ee United States or a territory or insular 


the laws of the United States or of the place where the 
examination is held. j 
(b) Unless the parties agree in writing, the following 
persons shall not be competent to serve as an officer: (1) 
a relative or employee of a party, (2) a relative or em- 
ployee of an attorney or agent of a party, or (3) a person 
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interested, directly or indirectly, in the interference ei- 
ther as counsel, attorney, agent, or otherwise. 


§1.675 Examination of witness, reading and signing tran- 
script of deposition. 


(a) Each witness before giving an oral deposition shall 
be duly sworn according to law by the officer before 
whom the ition is to be taken. 

(b) The testimony shall be taken in answer to interro- 
— with any questions and answers recorded in 

their regular order by the officer or by some other per 
son, who shall be subject to the provisions of §1. 6740), 
in the presence of the officer unless the presence of the 
a se ee 


ery a made at the time of the deposition 
to the q cations of the officer taking the deposition, 
the manner of taking it, the evidence presented, the con- 
duct of any party, or any other objection to the 4 
ceeding shall be noted on the record by the officer. 


dence © objected to shall be taken subject to pao 


objection. 

(d) Unless the parties agree in writing or waive read- 
ing and signature by the witness on the record at the de- 
position, when the testimony has been transcribed a 
transcript of the deposition shall be read by the witness 
and then signed by the witness in the form of (1) an affi- 
davit in the presence of any notary or (2) a declaration. 


§1.676 ern. and filing by officer, marking exhib- 


(a) The officer shall prepare a certified transcript of 
the deposition by attaching to a transcript of the deposi- 
tion a copy of the notice of deposition, any exhibits to 
be annexed to the certified transcript, and a certifi cate 
signed and sealed by the officer and showing: 

(1) The witness was duly sworn by the officer be- 
fore commencement of testimony by the witness. 

(2) The transcript is a true record of the testimony 
given by the witness. 

(3) The name of the person by whom the testimony 
was recorded and, if not recorded by the officer, 
whether the testimony was recorded in the presence 
of the officer. 

(4) The presence or absence of any opposing party. 

(5) The place where the deposition was taken and 
the day and hour when the deposition began and end- 
ed. 


(6) The officer is not disqualified under §1.674. 
(b) If the ies waived any of the requirements of 
paragraph (a) of this section, the certificate shall so 
state 


(c) The officer shall note on the certificate the cir- 
cumstances under which a witness refuses to sign a tran- 
script. 

(d) Unless the parties agree otherwise in writing or on 
the record at the deposition, the officer shall securely 
seal the certified transcript in an envelope endorsed with 
the style of the interference (e.g., Smith v. Jones), the 
interference number, the name of the witness, and the 
date of sealing and shall promptly forward the envelope 
to BOX INTERFERENCE, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. Documents 
and things produced for inspection during the — 
tion of a witness, shall, upon request of a party, be 
marked for identification and annexed to the 
transcript, and may be inspected and copied by any par- 
ty, except that if the person producing the documents 
and things desires to retain them, the person may (1) of- 
fer copies to be marked for identification and annexed to 
the certified transcript and to serve thereafter as origi- 
nals if the person affords to all parties fair opportunity 
to verify the copies by com: with the originals or 
(2) offer the pac to be marked for identification, af- 
ter giving to each party an opportunity to inspect and 

copy them, in which event the documents and things 
may be used in the same manner as if annexed to the 
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certified transcript. The exhibits shall then be filed as 

oeceified in §1. 6530). If the weight or bulk of a docu- 

ment or thing shall ly prevent the document or 

from being annexed to certified transcript, it 

unless waived on the record at the deposition by 

all parties, be authenticated by the officer and forwarded 

to the Commissioner in a separate package marked and 
addressed as provided in this paragraph. 


§1.677 Form of a transcript of deposition. 


(a) A transcript of a deposition must be typewritten 
on Opaque, un, durable paper approximately 8-1/2 
by 11 inches (21.8 by 27.9 cm.) in size (letter size). Typ- 
ing shall be double-spaced on one side of the paper in 
not smaller than pica-type with a margin of 1-1/2 inches 
(3.8 cm.) on the left-hand side of the page. The pages 
must be consecutively numbered throughout the entire 
record of each party (§1.653(d)) and name of the 
witness must ‘be at the top of each page 
(§1.653(e)). The questions propounded to each witness 
must be consecutively numbered unless paper with num- 
bered lines is used and each question must be followed 
by its answer. 

(b) Exhibits must be numbered consecutively and each 
must be marked as required by §1.653(i). 


§1.678 Transcript of deposition must be filed. 


Unless otherwise ordered by an examiner-in-chief, a 
certified transcript of a ition must be filed in the 
Patent and Trademark ice within 45 days from the 
date of the deposition. If a party refuses to file a certi- 
fied transcript, the examiner-in-chief or the Board may 
take appropriate action under §1.616. If a party refuses 
to file a certified transcript, any opponent may move for 
leave to file the certified transcript and include a copy 
of the transcript as part of the opponent’s record. 


§1.679 Inspection of transcript. 


A certified transcript filed in the Patent and Trade- 
mark Office may be inspected by any party. The certi- 
fied transcript may not be removed from the Patent and 
Trademark Office. for printing (§1. 6531) unless autho- 
rized by an examiner-in-chief upon such terms as may be 


appropriate. 
§1.682 Official records and printed publications. 


(a) A ae may introduce into evidence, if otherwise 
admissible, any official record or printed publication not 
identified on the record during taking of testimony 
of a witness, by filing a notice offering the official 
record or publication into evidence. If the evidence re- 
lates to the party’s case-in-chief, the notice shall be filed 
prior to close of testimony of the party’s case-in-chief. If 
the evidence relates to rebuttal, the notice shall be filed 
prior to the close of testimony of the party’s case-in-re- 
buttal. The notice shall (1) identify the official record or 
printed publication, (2) identify the portion thereof to be 
introduced in evidence, (3) indicate generally the rele- 
vance of the portion sought to be introduced in evi- 
dence, and (4), i a be accompanied by a 

—— cial record or a copy of the 
printed publication “gL. 671(d)). 

(b) A copy of the notice, official record, and publica- 

ion be served. 


(c) Unless otherwise ordered by an examiner-in-chief, 
any written objection to the notice or to the admissibili- 
ty of the official record or printed publication shall be 
s16eh). 15 days of service of the notice. See also 


§1.683 Testimony in another interference, proceeding, or 
action. 


(a) Prior to close of a party’s appropriate testimony 
period or within such time as may be set by an examin- 
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er-in-chief, a party may file a motion (§1.635) for leave 
to use in an interference testimony of a witness from an- 
other interference, proceeding, or action involving the 
same parties, subject to such conditions as may be 
riate by an examiner-in-chief. The motion 
with particularity the exact testimony to be 
demonstrate its relevance. 
(b) Any objection to the admissibility of the testimony 
of the witness shall be made in an opposition to the mo- 
tion. See also §1.656(h). 


§1.684 Testimony in a foreign country. 


(a) An examiner-in-chief may authorize testimony of a 
witness to be taken in a foreign country. A party seek- 
ing to take testimony in a foreign country shall, prior to 
the close of the party’s appropriate testimony period or 
within such time as may be set by an examiner-in-chief, 
file a motion (§1.635): 


(1) Naming the witness. 

(2) Describing the particular facts to which it is 
expected that the witness will testify. 

(3) Stating the grounds on which we moving party 
believes that the witness will so 

(4) Demonstrating that the aad testimony is 
relevant. 

(5) Demonstrating that the testimony cannot be 
taken in this country at all or cannot be taken in this 
country without hardship to the moving party greatly 
exceeding the hardship to which all opposing parties 
will be exposed by the taking of the testimony in a 
foreign country. 

(6) Accompanied by an affidavit stating that the 
motion is made in good faith and not for the purpose 
of delay or harassing any party. 

(7) Accompanied by written interrogatories to be 
asked of the witness. 


(b) Any opposition under §1.638(a) shall state any ob- 
jection to the written interrogatories and shall include 
any cross-in' a to be asked of the witness. A 
reply under §1.638(b) may be filed and shall be limited 
to stating any objection to any cross-interrogatories pro- 
posed in the opposition. 

(c) If the motion is granted, the moving party shall be 
responsible for obtaining answers to the interrogatories 
and cross-interrogatories before an officer qualified to 
administer oaths in the foreign country end the laws 
of the United States or the foreign country. The officer 
shall prepare a transcript of the interrogatories, cross-in- 
terrogatories, and recorded answers to the interrogato- 
ries and cross-interrogatories and shall transmit the tran- 
script to BOX INTERFERENCE, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, with 
a certificate signed and sealed by the officer and show- 

ing: 

(1) The witness was duly sworn by the officer be- 
fore answering the interrogatories and cross-interroga- 
tories. 

(2) The recorded answers are a true record of the 
answers given by the witness to the interrogatories 
and cross-interrogatories. 

(3) The name of the person by whom the answers 
were recorded and, if not recorded by the officer, 
whether the answers were recorded in the presence of 
the officer. 

(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were 
recorded. 

(6) A copy of the recorded answers was read by or 
to the witness before the witness signed the recorded 
answers and that the witness signed the recorded an- 
swers in the presence of the o' . The officer shall 
state the circumstances under which a witness refuses 
to read or sign recorded answers. 

(7) The r is not disqualified under §1.674. 
(oT he predien genes writing, the testimony may 

be taken before the o' on oral ition. 

(e) A party taking testimony in a foreign country shall 
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have the burden of proving that false swearing in the 
giving of testimony is punishable as perjury under the 
laws of the foreign « country. Unless false swearing in the 
giving of testimony before the officer shall be punishable 
as perjury under the laws of the foreign country where 
testimony is taken, the testimony shall not be entitled to 
the same weight as testimony taken in the United States. 
The weight of the testimony shall be determined in each 
case. 


§1.685 Errors and irregularities in depositions. 


(a) An error in a notice for taking a deposition is 
waived unless a motion (§1.635) to td the notice is 
ie Oh CD an ER ge Pe Oe, See 
ered. 

(b) An objection to = eehtanticn of an officer taking 
a deposition is waived 

(1) The objection is made on the record of the de- 
position before a witness begins to testify. 
(2) If discovered after the deposition, a motion 

(§1. pred to suppress the deposition is filed as soon as 

the objection is, or could have been, discovered. 

(c) An error or irregularity in the manner in which 
testimony is transcribed, a certified transcript is signed 
by a witness, or a certified transcript is is peanerne. signed, 
certified, sealed, indorsed, forwarded, filed, or otherwise 
handled by the officer is waived unless a motion (§1.635) 
= ress the deposition is filed as soon as the error or 

— is, or could have been, discovered. 

otjeoticn S ihe CoMmenED & Sanne, at 
miseplity of evidence, manner of taking the deposition, 
the form of questions and answers, any oath or affirma- 
tion, or conduct of any party at the deposition is waived 
unless an objection is made on the record at the deposi- 
tion stating the specific ground of objection. Any objec- 
tion which a pany wishes considered by the Board at fi- 
nal hearin be included in a motion to suppress 
under §1.656(h). 

(e) Nothing in this section precludes taking notice of 
plain errors affecting substantial rights although they 
were not brought to the attention of an examiner-in- 
chief or the Board. 


§1.687 Additional Discovery. 


(a) A poe is not entitled to discovery except as au- 
thorized in this subpart. 

(b) Where appropriate, a party may obtain production 
of documents and things during cross-examination of an 
opponent’ 's witness or during the testimony period of the 
party’s case-in-rebuttal. 

(c) Upon a motion (§1.635) brought by a party within 
the time set by an examiner-in-chief under §1.651 or 
thereafter as authorized by §1.645 and upon a showing 
that the interest of justice so requires, an examiner-in- 
chief may order additional discovery, as to matters un- 
der the control of a party within the scope of the Feder- 
al Rules of Civil Procedure, specifying the terms and 
conditions of such additional discovery. 

(4) The parties may agree to discovery among them- 
selves at any time. In absence of an agreement, a 
motion for additional discovery shall not be filed except 
as authorized by this subpart. 


§1.688 Use of discovery. 


(a) If otherwise admissible a party may introduce into 
evidence, an answer to a written request for an admis- 
sion or an answer to a written interrogatory obtained by 
discovery under §1.687 by filing a copy of the request 
for admission or the written interrogatory and the an- 
swer. If the answer relates to a party’s case-in-chief, the 
answer shall be filed prior to the close of testimony of 
the party’s case-in-chief. If the answer relates to the par- 
ty’s rebuttal, the admission or answer shall be filed prior 
to the close of testimony of the party’s case-in-rebuttal. 
Unless otherwise ordered by an examiner-in-chief, any 
written obj to the admissibility of an answer shall 
be filed within 15 days of service of the answer. 
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(b) A party may not rely upon any other matter 
obtained. by discovery unless it is introduced into evi- 
dence under this subpart. 

DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[1050 OG 385] 


Nov. 8, 1984. 


(132) Department phy 
Patent and Trademark 
37 CFR Part 1 


[Docket No. 40104-4151] 
Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule; correction. 

: This document corrects clerical errors and 
adds material to the Analysis of Comments in the notice 
of final rule amending the Patent and Trademark rules 
of practice in patent interference cases, which were 

i in the Official Gazette of Jan. 29, 1985 (1050 


Further Information Contact: Fred E. McKelvey by 
telephone at (703) 557-4035 or by mail marked to his at- 
tention and addressed to Box Interference, Commission: 

er of Patents and Trademarks, Washington, D.C. 20231. 


Information: 
Clerical Correction to the Preamble 
The following corrections are made to the Official 
Gazette issue of Jan. 29, 1985: 


Page 386 


1. In the second column, line 32 eo fifth full para 
graph, the second sentence) the word “an” is inserted id af. 
ter the word “or” 


Page 387 


2. In the second column, line 48 (the fifth full para- 
graph), after the word “agent”, the following words “of 
record” are inserted. 


Page 388 


3. In the first column, line 29 (the first full paragraph, 
the third sentence), the words “of an interference” are 
removed and the words “in an interference” are inserted. 
in their place; in line 39 (the first full paragraph, the last 
sentence), the words “Federal Rule” are removed and 
the words “Federal Rules” are inserted in their place; in 
line 41 (the second full paragraph, the first sentence), the 
word “provide” is removed and the word “provides” is 
inserted in its place. 

4, In the second column, line 29 (the second full - 
graph, the second sentence), the word “defined” is re- 
moved and the word “defines” is inserted in its place; in 
line 45 (the second full paragraph, the last sentence), the 
spelling of the word “in” is corrected; in line 48 (the last 
paragraph, the first sentence), the words “one of ” are 
removed and the words “one or” are inserted in their 


place. 
Page 391 


5. In the second column, line 59 (the paragraph bridg- 
ing the third column, the second sentence), quotation 
marks are placed around the word “lead”. 

6. In the third column, line 44 (the second full para- 
graph, the fourth sentence), the article “a” is inserted 
before the word “sanction”. 


Page 392 


7. In the first column, line 12 (the second full sentence 
from the top of the page), the word “proposed” is re- 
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moved; in line 30 (the seventh full sentence from the top 
of the page), the words “and applicant” are removed 
and the words “an aj licant” are inserted in their place; 
in line 55 (the first paragraph, the second sentence), 
the colon appearing after the word * see is de- 
leted and a period is inserted in its place 

8. In the third column, line 5, the first letter of the 
word “while” is capitalized. 


Page 394 


9. In the second column, line 13 (the first full para- 
graph, the fourth sentence), the spelling of the word 
“Consultation” is corrected. 


Page 395 


10. In the first column, line 44 (the second full para- 

graph, the last sentence), the spelling of the word “nec- 

” is corrected; oe oe oe the 

first sentence), the ‘spelling of the word “specifies” is 
corrected. 

11. In the second column, line 1, the word “the” is in- 
serted after the word “and”; in line 14 (the first full 
paragraph, the third sentence), the words “is required” 
are removed and the words “are required” are inserted 
in their place 


Page 396 


12. In the first column, line 5, the word “of” is re- 
moved. 

13. In the second column, line 13 (the first full para- 
graph, the fourth sentence), the word “Claims” is re- 
moved and the word “Claim” inserted in its place. 


Page 397 


14. In the second column, line 2, the words “would 
be” are removed and the word “‘is” is inserted in its 
place; in line 6, the word “intended” is removed and the 
word “intends” is inserted in its place. 


Page 399 


15. In the second column, line 41 (the fifth full para- 

graph), the word “had” is removed and the word “has” 

is inserted in its place. 

16. In the third column, line 37 (the third full para- 
graph, the last sentence), the comma after the word 
“language” is removed; in line 38, the comma after the 
word “affidavit” is removed. 


Page 401 


17. In the first column, line 11 (the first full para- 
graph, the first sentence), the words “of sale” are re- 
moved and the words “or sale” are inserted in their 


place 
Page 402 


18. In the first column, line 4, the word “over” is re- 
moved and the word “of” is inserted in its place. 


Page 403 


19. In the first column, line 2, the spelling of the word 
“arguably” is corrected; in line 9, the spelling of the 
word “definitions” is corrected. 


Page 404 


20. In the first column, line 18 (the second full para- 
graph, the fourth sentence), the words “PTO was” are 
removed and the words “PTO were” are inserted in 
their place. 
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21. In the second column, line 26 (the first full para- 
graph, the fourth sentence), the spelling of the word 
“under” is corrected. 


Page 406 


22. In the third column, line 21 (the first full para- 
graph, the third sentence), a en quotation mark is 
placed after the word “opponents” 


Page 407 


23. In the first column, line 4 (the first full paragraph, 
the first sentence), the spelling of the word “suggested” 
is corrected. 


Page 409 


24. In the first column, line 21 (the first full para- 
graph, the third sentence), the words “do not” are in- 
serted after the word “rules”. 
os In the third column, line 33 (the first full para- 
graph, the first sentence), the word “is” is inserted 
fore the word “excluded”. 


Page 411 


26. In the third column, line 26 (the third full para- 
graph, the third sentence), the word “permitting ” is re- 
moved and the word “permitted” is inserted in its place. 


Page 413 


27. - Nr second column, line 47 (the second full 
para, the second sentence), the reference to 
‘L. Re should read “1.644(a)(2)”. 

28. In the third column, line 59 (the last 
the first sentence), the first letter of the word “In 
ence” is made lower case. 


Page 416 


29. In the first column, line 1, the word “opponent’s” 
is , SENOY and the word “opponents” is inserted in its 
place. 

30. In the second column, line 40 (the first full para- 
graph, the second sentence), the reference to “1662(a)” 
should read “1.662(a)”; in line 45 (the first full - 
graph, the third sentence), the reference to “1633(d)” 
should read “1.633(d)”. 


Page 417 


place; in ling 54 (Ohe first fll paragraph, the penultimate 
sentence), the spelling of the word “appropriate” is 
rected. 


Page 418 


33. In the second column, line 16 (the 
graph, the first sentence), the first letter 
“Commentator’s” is made lower case. 


Page 419 


34. In the table correlating the old rules 
through 1.288 to the new rules 37 CFR 
1.688, the following corrections are made to 
under the section, designated as new: 
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RULE CORRELATION TABLE 


Old New 


1.601(i) 


1.687(c) 
Additional Analysis of Comments 
Page 404 


1. In the second column after the last full paragraph, 
the following paragraph is added: 

An oral comment was received by telephone concern- 
ing the declaration of an interference §$§1.603 and 
1.606 with applications filed under the provisions of 35 
U.S.C. 157—Statutory Invention bo pg (SIR). Un- 
der 35 U.S.C. 157(c), a published SIR has ali of the hog 
butes specified for patents except those specified in 3 
U.S.C. 183 and 271 to 289. Consequently, eiectacseces 
will be declared between an application and either an 
application containing a nae for a SIR (37 CFR 
1.293) or a blished SIR. Until sufficient experience is 
gained by PTO, the interference will be conducted 
by procedure established on a case by case basis. 


Page 415 


In the second. column, after the first full paragraph, 
oe Sires i - 


gs 
o>. 1.658(c) with 
under 37 CFR papacy Bee to declare an “ 
ference” between an additional application not involved 
in tha inteaforence 4nd Swan bs party and an oppo- 
nent’s application or patent involved in the interference 
on a patentable invention. Generally a party 
will be for failure to move when the separate 
eg ag aoe or (subject matter) which could = 
subject of the “additional interference” 
camed (during the pendency of the interference) (1) in in 
the opponent’s involved pkg or so or (2) ina 
non-involved by the 
The following irate the ae applicability of 
interference estoppel in situations where a party 
fails to move under 37 CFR I. 1.633(e) to declare an “‘ad- 
ditional interference” on a separate patentable invention. 


Party’s non-involved Opponent’s involved Estoppel 
licati application or patent 
Claimed Yes 
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tence of §1.59, the spelling of the word “required” is 
perry Uy” the reference to “§1.21(1)” is corrected to 
“ 1 2 99 

3. On page 423, the third column, §1.324 is corrected 
by inserting in the second sentence the article “a” before 
the word “patent”. 

4. On page 424, the first column, in §1.565, in the first 
= paragraph (b), “in filed” should have read 
“is P. 

5. On page 425, the first column, the last sentence of § 
1.601(i) is corrected by removing the last occurrence of 
the word “patents” and inserting, in its place, the word 

“patent”. 

6. On page 425, the first column, §1.601(k) is correct- 
ed by removing the words “and interference” and insert- 
ing, in their place, the words “an interference”. 

7. On a 425, the second column the second sen- 
tence of 1.601(n) is corrected by removing the words 
“a invention” and inserting, in their place, the words 


8. On page 427, the first column, §1.611(d)(2) is cor- 
rected by inserting the word “in” after the word “pro- 
vided”. 


ge 427, the second column, the reference to 
)” in the first —— Hf §§1. 612(a), 1.612(b) 
and 1. 612(c) is corrected to read “1.608”. 

10. On page 427, the third column, the first sentence 
of §1. a? is corrected by placing in italics the words 
“ex 

11. On pa e 427, the third column, the second sen- 
tence of §1.616 is corrected by changing to upper case 
the first letter of the words “holding” “precluding” and 

“granting” in paragraphs (a) to (e). 

12. On page 428, the first column, the first sentence of 
§1.617(b) is corrected by removing the first occurrence 
of the word “any” and inserting, in its place, the word 
“may”. 

13. On page 428, the first column, the last sentence of 
§1.617(b) is corrected by inserting the words “on each 

t” after the it “shall serve”. 

4. On page 428, the first column, the last sentence of 
§1.617(d) is corrected by removing the words “an oral” 
and inserting, in their place, the article “a”. 

15. On page 428, the first column, the last sentence of 
§$1.617(g) is corrected by removing the word “part” and 
inserting, in its place, the word “subpart”. 

16. e 428, the second column, the second sen- 

1.621(a) is corrected by inserting the word 
“by” after the first occurrence of the word “or”. 

it On 428, the second column, the first sentence 
of §1.621(b) is corrected by inserting a comma after the 
first occurrence of word “statement”. 

18. On page 428, the third column, the first sentence 
of §1.624{a) is corrected by removing the semicolon ap- 
pearing after the word “count” and inserting, in its 
place, a colon. 

19. On 430, the first column, the last sentence of 
§1.631(a) is corrected by removing the words “a party 
shall serve copies of its preliminary statement on every 
opponent” and i ing, in their place, the words “a 
party shall serve a copy of its preliminary statement on 
each opponent”. 

. On page 430, the first column, the heading of § 
1.633 is corrected by changing to lower case the first 
letter of the word “Motions”. 

21. On page 430, the third column, in §1. Sm) Oe the 

eference to D6. 633(a), (b), or (g)” is corrected to read 
“$L. 65Xa), ), (I), or (g)”. 

the second column, in §§1.637(d)(2) 
Bm. 1637 OCiKi) ‘the reference to “§1.608(b)” is cor- 
rected to read “§1.608”. 


23. On page 431, the second column, §1. Soe Xv) 
is corrected by removing the words fae Claim” and in- 

serting, in their place, the words “any c 
24. On page 431, the third column, 16: 637(e\(2)(iii) is 
by removing the first occurrence of the word 


5. On page 431, i 
tence of §1.637(e)(2)(iv) is corrected by removing the 
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two occurrences of the word “claims” and inserting, in 
their place, the word “claim”. 

26. yg the third column, in the first sen- 
tence of ae OCs the reference to “§1.608(b)” is cor- 
rected to 

27. On = a2 th the first column, §1.637(h)(3) is cor- 
rected by removing the words “a Lave Na and inserting, 
in their place, the words “any proposed claim 

28. On page 432, the second column, §1. 640(b\2) is 
corrected by removing the words “entered or” and in- 
serting, in their place, the words “entered on”. 

29. On si 432, the third column, the penultimate 
sentence of §1.640(c) i is corrected by inserting the article 
“a” before the wo examiner-in-chief”. 

30. On page 432, the third column, §1.640(d)(1) is cor- 
rected by removing the words “all counts” and insert- 
ing, in their place, the words “any count”. 

31. On e 432, the third column, the first sentence 
of pat 640(e) is corrected by removin ony word “filed” 

and inserting, in its place, the word “ 

32. On page 433, the second column, §1.644{i) is cor- 
rected by removing the word “petition” and inserting, in 
its place, “petitions”. 

33. On page 433, the second column, the first sentence 
of §1.645(a) is corrected by inserting the word “or” af- 
ter Ve 302,” and after “§§1.303,”. 

e 433, the third column, in the first sen- 
tence or §1.646(a), the spelling of the word “every” is 

35. On page 433, the third column, §1.646(c) is cor- 
rected by removing the word “part” and inserting, in its 
place, the word “sub; 

36. On page 434, e third column, §$1.653(c)(5) is cor- 
rected by removing the word “an” and inserting, in its 
place, the word “and”. 

37. On page 434, the third column, the last sentence of 
§1. $538) is corrected by removing the word “found” 

d inserting, in its place, the word “bound”. 

38. On 435, the first column, the penultimate sen- 
tence of $1.653(i) is corrected by removing the words 
“and exhibit” and inserting, in their place, the words “an 
exhibit”. 

39. On e 436, the third column, the second sen- 
tence of f $1.64) is corrected by removing the word 
“part” and inserting, in its place, the word “subpart”. 

40. On page 437, the first column, the last sentence of 
§1.666(c) is corrected by removing the word “Commis- 
sion” and inserting, in its place, “Commissioner”. 

41. On 437, the second column, the first sentence 
of pe 671(b) is corrected by removing the word “part” 

and inserting, in its place, the word “subpart”. 

42. On e 437, the second column, in the first sen- 
tence of §1.671(e) the reference to “§1.608(b)” is cor- 
rected to read “§1.608”. 

43. On 437, the third column, the third sentence 
of §1.672(b) is corrected by removing the words “a par- 
ty shall file” and inserting, in their place, the words “a 

should file’. 

44. On page 438, the third column, in §1.676(a), the 
— of the third occurrence of the word “transcript” 


440, the first column, the second sentence 
pe ‘is eo is corrected by removing the words “a 
Ses eda otal the 

i “a witness refuses to read 
46. On page 440, the second column, §1.685(c) is cor- 
rected by inserting the word “or” after the first occur- 


rence of the word “error,” and by removing the word 
“indorsed” and inserting, in its place, the word “en- 
dorsed”. 

DONALD J. QUIGG, 


Acting Commissioner of 


May 21, 1985. 
Patents and Trademarks. 


[FR Doc. 85-13077 Filed 5-30-85; 8:45 am] 
Billing Code 3510-16-M 
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(133) 


Arbitration of Patent Interference Cases 


Agency: Patent and Trademark Office, Commerce 
Action: Advance Notice of proposed rulemaking 
Summary: Section 105 of Patent Law Amendments 
Act of 1984 provides for arbitration of patent interfer- 
ences cases. The Patent and Trademark Office plans to 
issue regulations to implement the arbitration provisions 
of the Patent Law Amendments Act of 1984. Interested 
individuals are invited to make suggestions and to com- 
ment on the proposed rules being considered. A notice 
of proposed rulemaking could be published as early as 
Apr. 1, 1985. 
Dates: Comments and suggestions should be received by 
Mar. 1, 1985. 
Address: Address written comments to Box 8, Commis- 
sioner of Patents and Trademarks, Washington, D.C. 
20231 marked to the attention of Fred E. McKelvey 
(703) 557-4025. 
For Further Information Contact: Fred E. McKelvey, by 
telephone at (703) 557-4025, or by mail marked to his 
attention and addressed to Box 8, Commissioner of Pa- 
tents and Trademarks, Washington, D.C. 20231. 
Information: Section 105 of the Patent 
Law Amendments Act of 1984, Public Law 98-622, 
enacted on Nov. 8, 1984, provides for arbitration of pa- 
tent interference cases. Section 105, codified as 35 
U.S.C. §135(d), provides: 


Arbitration of Interferences 


Parties to a patent interference, within such time as 
may be specified by the Commissioner by regulation, 
may determine such contest or any aspect thereof by 
arbitration. Such arbitration shall be governed by the 
provisions of title 9 to the extent such title is not in- 
consistent with this section. The parties shall give no- 
tice of any arbitration award to the Commissioner, 
and such award shall, as between the parties to the ar- 
bitration, be dispositive of the issues to which it re- 
lates. The arbitration award shall be unenforceable un- 
til such notice is given. Nothing in this subsection 
shall preclude the Commissioner from determining 
patentability of the invention involved in the interfer- 


ence. 

The Patent and Trademark Office (PTO) conducts in- 
terference cases to determine who as between two or 
more applicants for patent or one or more > er 
and one or more patentees is the first inventor of a pat- 
entable invention. Patent interference cases can be quite 
expensive. Arbitration may prove useful to minimize ex- 
penses in interference cases. 

Arbitration will be governed by title 9 of the U.S. 
Code to the extent that title 9 is not inconsistent with 
§105 of Public Law 98-622. Within the confines of title 
9 of the U.S. Code and §105 of Public Law 98-622, the 

ies can agree on the procedure to be used in arbitrat- 
ing a patent interference case. An example of rules 
which parties might adopt are the Patent Arbitration 
Rules of the American Arbitration Association (June 1, 
1983). 

The PTO favors settlement of interference cases, but 
has not had extensive experience in connection with ar- 
bitration of interferences. It has been suggested that pa- 
tent attorneys and agents likewise may have had little 
experience with arbitration of patent matters. Field, Pa- 
tent Arbitration: Past, Present, and Future, 24 Idea 235 
(1984). The following non-exhaustive list of articles may 
be helpful to familiarize readers with arbitration in pa- 
tent matters generally: (1) Field, supra; (2) Goldstein, Ar- 
bitrating Disputes Relating to Patent Validity and Infringe- 
ment, 72 Illinois Bar Journal 350 (Mar. 1984); (3) 
Carmichael, Arbitration of Patent Disputes, 38 The Arbi- 
tration Journal 3 (Mar. 1983); (4) Note, Arbitration and 
Intellectual Property: A Survey of Arbitration in Patent, 
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Trademark and Copyright cases, 48 Albany Law Journal 
797 (1984) (the entire Spring 1984 edition of the Albany 
Law Journal is directed to arbitration issues), (5) Devitt, 
International Arbitration of Patent Disputes, 65 J. Pat. Off. 
Soc’y 621 (1983); (6) PTC Research Report; Alternatives 
to Court Litigation in Intellectual Property Disputes: Bind- 
ing Arbitration and/or Mediation—Patent and Nonpatent 
Issues, 22 Idea 271 (1982); (7) Davis, Resolving Patent 
Disputes by Arbitration and Minitrial, 65 J. Pat. Off. 
Soc’y 275 (1983); (8) Davis, A New Approach to Resolving 
Costly Litigation, 61 J. Pat. Off. Soc’y 482 (1979); and (9) 
Janicke, Resolving Patent Disputes by Arbitration: An Al- 
ternative to Litigation, 62 J. Pat. Off. Soc’y 339 (1980). 

In order to provide some basis for comments and sug- 
gestions, a proposed §1.690 being considered is set out in 
this notice. 

Paragraph (a) of pro §1.690 being considered 
states, consistent with §105 of Public Law 98-622, that 
parties to an interference may determine the interference 
or any aspect thereof by arbitration. This paragraph 
would permit parties to arbitrate the issue of priority 
based on counts (and claims corresponding thereto) as 
determined by the PTO and set out in a notice declaring 
the interference. One issue which might arise in arbitra- 
tion is the extent to which parties may arbitrate other 
“aspects” of an interference, e.g., the scope of a count 
and claims corresponding thereto. Section 105 of Public 
Law 98-622 vests the PTO with final authority, subject 
to judicial review, to determine patentability. Hence, in- 
terested individuals may wish to consider and comment 
on the effect of an award which arbitrates the sco) 
count (or claims corresponding thereto) or the ultimate 
issue of priority based on that count where the PTO lat- 
er determines that the counts or claims corresponding 
thereto were Pe ps vehicles for deciding priority. 

Paragraph (b) of proposed §1.690 being considered 
states that an arbitration shall take place within such 
time as an examiner-in-chief may set. The examiner-in- 
chief would set a time for making an award on a case- 
by-case basis depending upon the status of the case. For 
example, if all the testimony had been taken and the 
only issue for the arbitrator was deciding priority based 
on that testimony, a relatively short time could be set. 
On the other hand, if the parties wanted witnesses to 
pear before the arbitrator, a longer period of time might 
be needed. Extensions of time for making an award 
could be obtained under 37 CFR §1.645 (49 F.R.48464 
(Dec. 12, 1984)). However, it should be ex) that 
the examiner-in-chief will make a reasonable effort to 
dispose of the interference within 24 months from the 
date it Siggene 37 CFR §1.610 (49 F.R. 48457 (Dec. 
12, 1984)). 

Paragraph (c) of proposed §1.690 being considered 
would provide that an award shall be in writing and 
shall be definite with respect to the issue or issues arbi- 
trated and to the disposition of each issue. The arbitra- 
tion award would have to be signed by the arbitrator or 
arbitrators and would have to be filed in the PTO with- 
in twenty (20) days from the date of the award. As be- 
tween the parties, the award would be dispositive of the 
issues arbitrated. 

——— (d) of proposed §1.690 being 
states an arbitration award does not preclude 
Office from determining patentability of any invention 
involved in an interference. Thus, the parties cannot es- 
— vis-a-vis the public that subject matter is patent- 
ab 


List of Subjects in 37 CFR Part 1 
Administrative practice and procedure, Authority del- 
egations, Conflicts of interest, Courts, Inventions and 
patents, Lawyers. 
The proposed rule under consideration would add 
§1.690 to Subpart E of 37 CFR Part 1 as follows: 


§1.690 Arbitration of Interferences. 


(a) Parties to a patent interference may determine the 
interference or any aspect thereof by arbitration. 
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(b) An interference or any aspect thereof shall be arbi- 
trated within such time as may be authorized on a case- 
by-case basis by an examiner-in-chief. 

(c) An arbitration award shall be in writing and shall 
state in a clear and definite manner (1) the issue or issues 
which were arbitrated and (2) the disposition of each is- 
sue. The parties shall give notice to Office of an ar- 
bitration award by filing within twenty days from the 
date of the award a copy of the-award si by the ar- 
bitrator or arbitrators. When an award is timely filed, 
the award shall, as to the ies to the arbitration, be 

ispositive of the issue to which it relates. 

d) An arbitration award shall not preclude the Office 
from determining patentability of any invention involved 
in the interference. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


Jan. 8, 1985. 
and Trademarks. 


[1051 OG 9] 


(134) Disclosure Document Program 

This notice consolidates and supersedes the notices of 
Mar. 26, 1969 (862 O.G. 1) and Aug. 11, 1970 (878 O.G. 
1) relating to the Patent Office Disclosure Document 
Program. Under this program the Patent Office accepts 
and preserves, for a period of two years, papers referred 
to as “Disclosure Documents.” These papers may be 
used as evidence of the dates of conception of inven- 
tions. 


The Program 


A paper disclosing an invention and signed by the in- 
ventor or inventors may be forwarded to the Patent Of- 
fice by the inventor (or by any one of the inventors 
when there are joint inventors), by the owner of the in- 
vention, or by the attorney or agent of the inventor(s) or 
owner. It will be retained for two years and then be 
destroyed unless it is referred to in a separate letter in a 
related patent application within said two years. 

A Disclosure Document is not a patent applicatior 
and the date of its receipt in the Patent Office will not 
become the effective filing date of any patent application 
subsequently filed. However, like patent applications, 
these documents will be kept in confidence by the Pa- 
tent Office. If patent protection is desired, a patent ap- 
plication should be filed as soon as possible. 

This program does not diminish the value of conven- 
tional witnessed and notarized records as evidence of 


Content of Disclosure Document 


Although there are no restrictions as to content and 
claims are not necessary, the benefits afforded by a Dis- 
closure Document will directly upon the ade- 

of the disclosure. ore, it is strongly urged 
the document contain a clear and complete explana- 
tion of the manner and process of making and using the 
invention in sufficient detail to enable a person having 
ordinary knowledge in the field of the invention to make 
and use the invention. When the nature of the invention 
permits, a drawing or sketch should be included. The 
use or utility of the invention should be described, espe- 
cially in chemical inventions. 


matter or drawings on paper or other thin, flexible mate- 
rial, such as linen or plastic drafting material, having di- 
mensions or being folded to dimensions not to exceed 
8 1/2 by 13 inches. Photographs also are acceptable. 
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Each page should be numbered. Text and drawings 
should be sufficiently dark to permit reproduction with 
commonly used office copying machines. 

A $10 fee is charged for filing a Disclosure Docu- 
ment. Payment must accompany the Disclosure Docu- 
ment when it is submitted to the Patent Office. 

In addition to the $10 fee, the Disclosure Document 
must be accompanied by a stamped, self-addressed enve- 
lope and a separate paper in duplicate, signed by the in- 
ween stating that he is the inventor and requesting 


ber and date of receipt, and the duplicate request will be 
returned in the self-addressed envelope together with a 
warning notice indicating that the Disclosure Document 
may be relied epee only as evidence and that a patent 
application should be diligently filed if patent protection 
. desired. The inventor’s request may take the following 
‘orm: 

“The undersigned, being the inventor of the disclosed in- 
vention, requests that the enclosed papers be accepted under 
the Disclosure Document Program, and that they be pre- 
served for a period of two years.” 


Retention 


The Disclosure Document will be preserved in the 
Patent Office for two years after its receipt and will 
then be destroyed unless it is referred to in a separate 
letter in a related aun application filed within the two- 
year period. The Disclosure Document must be referred 
to in the separate letter by title, number, and date of re- 
ceipt. Acknowledgment of receipt of such letters will be 
made in the next official communication or in separate 
letter from the Patent Office. Unless it is desired to have 
the Patent Office retain the Disclosure Document be- 
yond the two-year period, it is not required that it be re- 
ferred to in a patent application. 


Warning as to Limitations 


The two-year retention period should not be consid- 
ered to be eg period” during pear Pe — 
can wait to is patent ication without possible 
loss of benefits. It should be i that in 
establishing priority of invention an affidavit or testimo- 
ny referring to a Disclosure Document must usually also 
establish diligence in completing the invention or in fil- 
ing the patent application since the filing of the Disclo- 
sure Document. 


Inventors are also reminded that any public use or 
sale in the United States, or publication of the invention 
anywhere in the world, more than one year prior to the 
filing of a patent application on that invention will pro- 
hibit the granting of a patent on that invention. 

If the inventor is not familiar with what is considered 
to be “diligence in completing the invention” or “reduc- 
tion to practice” under the patent law, or if he has other 
questions about patent matters, the Patent Office advises 
him to consult an attorney or agent registered to prac- 
tice before the Patent Office. Patent attorneys and 
agents may be found in the directories of most 
major cities. Also, many large cities have associations of 
patent attorneys which may be consulted. 


RICHARD A. WAHL, 
Assistant Commissioner 
of Patents. 


Jan. 4, 1971. 
[883 O.G. 3] 


(135) Suspension of Action Under 37 CFR 1.103 
and Under 37 CFR 1.212 


The purpose of this notice is to clarify existing Office 
uspen- 


practice with respect to suspension of action. “S 
sion of action” under 37 CFR 1.103 applies only to the 
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situation where action is to be taken by the Examiner. In 
other words, action cannot be suspended in an applica- 
tion which contains an ou ing Office action 
awaiting response by the applicant. 

Under 37 CFR 1. % 12, upon declaration of an interfer- 
ence, ex parte prosecution of an application is suspended 
and any outstanding Office actions are considered as 
withdrawn by operation of the rule. Ex parte Peterson, 
USPQ 119 oie of Patents, 1941). Upon termi- 
nation of the interference, the Examiner reinstate 
the action treated as withdrawn by operation of 37 CFR 
1.212 and set a statutory period for . The for- 
mats set forth in MPEP 1109.01 and MPEP 1109.02 may 
be followed. 

Careful adherence to the distinction set forth above 
Ly: prevent any question of abandonment from arising 

in connection with cases in which suspension of prose- 
cution has occurred. 


WILLIAM FELDMAN, 
Mar. 7, 1978. Deputy Assistant Commissioner 
for Patents. 

[969 O.G. 8] 


POSTAL SERVICE EMERGENCY 
CONTINGENCY PLAN 


The U.S, Patent and Trademark Office is establishing 
the following contingency plan for filing any paper or 
paying any fee in the Office in the event of an emergen- 
cy caused by any major interruption in the mail service 
in the United States. Upon determination by the Com- 
missioner of Patents and Trademarks that such an emer- 
gency exists, a notice activating the plan will be issued 
by the Commissioner. The activating notice will be 
paced in the hit a Street Journal and made available 

telephone message at area code 


(136) 


special reco: 
703, 557-3158. pons certain publications, patent bar 
associated 


groups, and other organizations closely with 
the patent system, will be notified. Termination of the 
program will be similarly announced. Where the postal 
emergency is not nationwide, the Commissioner will 
designate the areas of the United States in which the 
procedures outlined below will be in effect. 

U.S. Department of Commerce District Offices (for- 
merly referred to as Department of Commerce Field Of- 
fices) will be designated on an emergency basis, as re- 
ceiving a filing ae ee paying fees in the 
US. Patent and 

Tints dosceinlbacdate tet nn aaeseilly iteek- thi ta 
lowing procedures may be followed: All papers and fees 
should be enclosed in a sealed envelope addressed to the 
Patent and Trademark Office and deposited in one of 
the District Offices. Such papers will be considered as 
received in the U.S. Patent and Trademark Office on the 
day of deposit. The District Office will date stamp each 
envelope and the accompanying receipt card which 
completely identifies the eapeeied, meen, The receipt 
card will be returned to the poech nay as ager Fed 
their representatives should assure the legibility of the 
date stamp. 

District Office deposits should be limited to checks in 

herein 


is about to expire, trademark oppositions, 
renewals, and to other papers for 


n regard to pending applications, if the time for tak- 
i or paying any fee expires during the 
declares to be an emer- 

will be extended until one month after 
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the end of the emergency period, provided that such ex- 
tension does not exceed the maximum period for re- 
sponse provided for in the statutes. 

Since this extension of time will be there 
will be no record in the individual files to indicate that a 
response filed during the extended period is in fact time- 
ly. In order to provide a complete record, applicants or 
their representatives should file a paper referring to this 
notice in each case in which a response is filed during 
the extended period. 

The addresses of the Department of Commerce Dis- 
trict Offices, subject to subsequent changes, are as fol- 


lows: 

ALBUQUERQUE, N.M., 87101, Room 316, U.S. 
Courthouse (505) 766-2386. 

ANCHORAGE, 99501, 632 Sixth Ave., Hill Bldg., Suite 
412 (907) 265-4597. 

ATLANTA, 30309, ‘Suite 523, 1401 Peachtree St., NE. 
(404) 526-6000. 

BALTIMORE, 21202, 415 U.S. Customhouse, Gay and 
Lombard Sts. (301) 962-3560. 

BIRMINGHAM, ALA., 35205, Suite 200-201, 908 S. 
20th St. (205) 325-3327. 

BOSTON, 02116, 10th Floor, 441 Stuart St. (617) 


-Y., 14202, Room 1312, Federal Bidg., 

111 W. Huron St. (716) 842-3208. 
CHARLESTON, W. VA., 25301, 3000 New Federal 
Office Bldg., 500 Quarrier St. ’(304) 343-6181, Ext. 


375. 

CHEYENNE, WYO., 82001, 6022 O’Mahoney Federal 
Center, 2120 Capito Ave. (307) 788-2151. 

Ss 60603, Room 1406, Mid-Continental Plaza 

, 55 E. Monroe St. (312) 353-4450. 

cING NNATI, 45202, 8028 Federal Office Bldg., 550 
Main St. (515) 684-2944. 

CLEVELAND, 44114, Room 600, 666 Euclid Ave. 
(216) 522-4750. 

COLUMBIA, S.C., 29204, Forest Center, 2611 Forest 
Dr. (803) 765-5345. 

oe 75202, Room 3E7, 1100 Commerce St. (214) 
749-1515. 

DENVER, 80202, Room 161, New Custom House, 19th 
and Stout Sts. (303) 837-3246. 

DES MOINES, IOWA, 50309, 609 Federal Bidg., 210 
Walnut St. (515) 284-4222. 

DETROIT, 48226, 445 Federal Bldg. (313) 226-3650. 
GREENSBORO, N.C., 27402, 203 Federal Bidg., W 
Market St., P.O. Box 1950. (919) 275-9111, Ext. 345. 
HARTFORD, CONN., 06103, Room 610-B, Federal 

.» 450 Main St. (203) 244-3539. 
” 96813, 286 Alexander Young Bldg., 1015 
St. (808) 546-8694. 
HOU IN, 77002, 201 Fannin, 1017 Federal Office 
Bldg. (713) 226-4231. 
INDIANAPOLIS, 46204, 355 Federal Office Bldg., 46 
E. Ohio St. (317) 269-6214. 
KANSAS CITY, MO., 64106, Room 1840, 601 E. 12th 
St. (816) 374-3142. 
LOS ANGELES, 90024, 11201 Federal Bidg., 11000 
Wilshire Blvd. (213) 824-7591. 
ae or rT 38103, Room 710, 147 Jefferson Ave. (901) 
534-3213. 
MIAMI, 33130, Rm. 821, City National Bank Bldg., 25 


Ww. St. (305) 350-5267. 
MILWAUKEE, 53203, Straus Bldg., 238 W. Wisconsin 


Ave. (414) 224-3473. 
MINNEAPO 306 Federal Bidg., 110 S. 


LIS, 55401, 
Fourth St. (612) 725-2133. 

NEW ORLEANS, 70130, Room 432, International 

Trade Mart, 2 Canal St. (504) 589-6546. 


LADELPHIA, 19106, 9448 Federal Bldg., 600 
Arch St. (215) 597-2850. 
PHOENIX, ARIZ., 85004, 508 Greater Arizona 
Bldg., 112 N. Central Ave. (602) 261-3285. 


Savings 
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PITTSBURGH, ee, 431 Federal Bidg., 1000 Liberty 
Ave. (412) 644-28 

PORTLAND, ORE. "97205, 921 SW. Washington St., 
Suite 521, Pittock Block. (503) 221-3001. 

RENO, NEV., 89502, 2028 Federal Bldg., 300 Booth St. 
(702) 784-5203. 

RICHMOND, VA., 23240, 8010 Federa!l Bidg., 400 N. 
8th St. (804) 782-2246. 

ST. LOUIS, 63105, Chromalloy Bldg., 120 S. Central 
Ave. (314) 622-4243. 

SALT LAKE CITY, 84111, 1201 Federal Bldg., 125 S. 
State St. (801) 524-5116. 

SAN FRANCISCO, 94102, Federal Bidg., Box 36013, 
450 Golden Gate Ave., (415) 556-5860. 

SAN JUAN, P.R., 00902, Room 100, Post Office Bldg., 
(809) 723-4640. 

SAVANNAH, 31402, 235 U.S. Courthouse and Post Of- 
fice Bldg., 125-29 Bull St. (912) 232-4204. 

SEATTLE, 98109, 706 Lake Union Bldg., 1700 West- 
lake Ave. North (206) 442-5615. 


C. MARSHALL DANN, 
Commissioner of Patents 


July 18, 1975. 
and Trademarks. 


[937 O.G. 386] 


(137) Examiner Testimony 

As stated in Section 1701 of the Manual of Patent Ex- 
amining Procedure, patent examiners are forbidden to 
testify as patent experts or to express opinions, in testi- 
mony or otherwise, as to the invalidity of any issued pa- 
tent. Patent examiners have, in connection with litiga- 
tion involving patent validity, been called to testify on 
factual matters. In those cases, the practice has been to 
permit the examiner to testify only upon the issuance of 
a subpoena. 

Henceforth, patent examiners will be permitted to tes- 
tify on deposition in patent suits, without the need for a 
ge provided the following conditions are satis- 
1. The party proposing to take the testimony will state 

in writing, that the questions to be asked of the ex- 

aminer will be phrased to comply with the permissi- 
ble scope of inquiry as outlined in the protective or- 
ders contained in the Court opinions in In re 

Mayewsky, 162 USPQ 86, 89 and Shaffer Tool Works 

v. Joy Manufacturing Co., 167 USPQ 170, 171: 

Sa the scope of the oral depositions of the patent 

examiners is hereby limited to matters of fact and 

must not go into hypothetical or speculative areas 
or the bases, reasons, mental processes, analyses, or 
conclusions of the patent examiners in acting upon 
the patent applications maturing into the patent 

[in suit].” 167 USPQ 171. 

2. That in addition to complying with the require- 
ments of Rule 30 of the F Rules of Civil Pro- 
cedure, the party taking the testimony will agree to 
give notice of the taking of the deposition of the pa- 
tent examiner to the Solicitor, at least thirty days 
prior to the date on which the taking of the deposi- 
tion is 

3. That the party taking the deposition arrange with 
the Solicitor to notice the deposition at a place con- 
venient to the Patent Office. 

per se dey res Dee cg hes onc ter eg ll 
aminer does not agree to the conditions enumerated, the 
Patent Office will not permit the examiner to be 
without a subpoena and compliance with the procedure 
set forth in Section 7.02, it of Commerce Ad- 
ministrative Order 205-12, June 29, 1967 as amended 
April 10, 1970. That section states: 

aa 
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“demand”) to require the production or disclosure 
of any record in the files of the Department of 
Commerce or other information acquired by an offi- 
cer or employee of the Department as a part of the 
performance of his official duties or because of his 
Official status, the matter shall be Bm veg re- 
ferred for determination to the appropriate official 
described in subsection 4.01 of thi E ader: If such 
official has discretion with respect to disclosure and 
he determines that it would be improper to comply 
with the demand, or if he has no discretion with re- 
spect to disclosure, the matter shall be promptly re- 
ferred to the Secretary of Commerce for final deter- 

mination. Unless and until the Secretary determines 
that the records or information should be produced, 
the officer or employee who appears in answer to 
the demand shall inform the court or other authori- 
ty (a) that the section 7 of this order prohibits the 
officer or employee from producing or disclosing 
the records or other information demanded without 
the prior approval of the Secretary of Commerce, 
and (5) that the demand has been, or is being, as the 
case may be, referred for the prompt consideration 
of the Secretary. The officer or employee shall also 
provide the court or other authority with a Ss of 
the regulations prescribed in this section 7 of thi 

order, and s respectfully request the court or 
other authority to stay the demand pending the re- 
ceipt of instructions or directions from the Secre- 
tary of Commerce concerning the demand. 


ROBERT GOTTSCHALK, 


Mar. 13, 1972. Commissioner of Patents. 


[897 O.G. 762] 


(138) 


No Change in Foreign Filing 
License Requirements 


It should be noted that the change to 37 CFR 5.19 de- 
leting the requirement to obtain an export license for 
filing a patent application in a fo: 
in any way alter the provisions of 35 U.S.C. 184. 35 
U.S.C. 184 requires t a foreign filing license be 
obtained from the Patent and Trademark Office before 
ony tt application, based on an invention made in 
nited States, is filed abroad unless a corresponding 
pod |e a has been on file in the USPTO for over six 
months. 

Further information may be obtained by contacting 
Mr. T. H. Tubbesing at 703-557-2897, or Mr. Edward 
Drazdowsky at 703-557-2167. 


WILLIAM FELDMAN, 
Acting Assistant Commissioner, 
Sor Patents. 


Nov. 24, 1980. 


[1001 0.G. 28] 


ee ee 
Patent and Trademark Office 


United States Adherence to the International Union for 
the Protection of New Varieties of Plants (UPOV) 


On Nov. 12, 1980, the United States deposited its in- 
strument of acceptance of the 1978 text of the UPOV 
Convention. The United States was the second State to 
adhere to this text, New Zealand having earlier done so. 

The UPOV Convention will take effect with respect 
to the United States and the other adherents to the 1978 
text upon a total of five adherences, three of which must 
be by present member States (States adhering to the 
1961 text of the Convention). We expect at least three 
present member States to adhere shortly and the 1978 
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text to take effect, therefore, tere 1981. 

The United States d ited its instrument of accep- 
tance on the basis of legal protection offered for 
asexually Ap roduced plants under the plant patent law 
(35 U.S.C. 161-164). Accordingly, the Convention will 
apply rom to a reproduced plants protected un- 
der this law. Steps are now being taken, however, by 
the Plant Variety Protection Office of the 
of Agriculture to conform the implementation of the 
Plant Variety Protection Act (7 U.S.C. 2321 et seq.) to 
the Convention’s requirements. When this is done, the 
United States will notify the UPOV Secretariat that the 
Convention is also applicable in the United States to sex- 
ually uced plants protected under that Act. 

Questions concerning the UPOV Convention may be 
directed Ao the Office of Legislation and International 
Affairs/of the Patent and Trademark Office. This Office 
may be addressed as follows: Box 4, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. The 
Office’s telephone number is (703) 557-3065. 


SIDNEY A. DIAMOND, 
Dec. 16, 1980. Commissioner of Patents 
and Trademarks. 
[1002 O.G. 102] 


(140) Taking Effect in the United States 

of the International Convention for 
the Protection of New Varieties of Plants 

The International Convention for the Protection. of 
New Varieties of Plants (the UPOV Convention) will 
take effect in the United States on Nov. 8, 1981. It will 
apply to all applications for the patenting of plants un- 
der the provisions of Title 35, United States Code, 
which are filed on or after Nov. 8, 1981. The actual fil- 
ing date will govern in whether the Con- 
vention will apply to an application, even though the 
application may be entitled to an earlier effective date 
under section 119 or 120 of Title 35, United States 


In addition to the United States, the UPOV Conven- 
tion will be in effect as of Nov. 8, 1981, in the following 
fourteen States: Belgium, Denmark, Federal Republic of 
Germany, France, Ireland, Israel, Italy, N lands, 
New Zealand, Republic of South Africa, Spain, Sweden, 
Switzerland, and the United Kingdom. 

No changes in the patent law are needed to implement 
the UPOV Convention in the United States. An appli- 
cant for a plant patent will be required, however, to sub- 
mit for registration a variety name for the plant to be 

. Registration is required by Article 13 of the 
'V Convention. 

Registrability shall be determined in accordance with 
the International Code of Nomenclature for Cultivated 
Plants (1980). As an interim procedure the pro- 
—« of an a rule, inclusion of the variety 

ee be accepted as a submission 
aavem . No plant patent as a result 
of an application ed on or after Nov. 8, 1981, shall be 
Se ea Ques- 
tions concerning this variety naming me. ampees or the 
UPOV Convention 4 be addressed to 
Mr. Michael K. geo Director 
Office of Legislation and 
International Affairs 
Box 4 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 
Mr. Kirk’s telephone number i is (703) 557-3065. 


GERALD J. MOSSINGHOFF, 


Oct. 15, 1981. Commissioner of Patents 
and Trademarks. 


[1011 O.G. 27] 
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Policy Regarding Exchange Agreements 
Under the Authority of 35 USC Section 6(a) 


Background 


The Patent and Trademark Office (PTO), by virtue of 
Section 6(a) of Title 35, United States Code, is empow- 
ered to enter into exchange agreements with other orga- 
nizations to further the use of patent and trademark in- 
formation, and to facilitate the use and availability of 
that information. In recognition of these objectives, the 
PTO establishes the following guidelines and principles 
which shall apply when evaluating and entering into ex- 
change agreements with other public, private, domestic 
and foreign agencies, firms and companies. 


Nature of Exchange Agreements 


Exchange agreements by the PTO will generally be 
for the of (1) acquiring goods and services 
which will assist the PTO in accomplishing its mission 
and a its goals; (2) reducing the cost to the gov- 
ernment of —_ activities associated with the ex- 
amination of applications for patent and trademark re, 

tration; (3) fostering the ion of information 
contained in patent and trademark documents; and (4) 
furthering the general goal of automating patent and 

endumeat examination processes. 

In exchange squat the PTO and the industrial 

or commercial concerns will share in the cost and risks 
of the endeavor. Terms and conditions of each agree- 
ment, including the business arrangements, are negotia- 
ble within the limits of prevailing statutes and regula- 
tions and will be commensurate with the risks, 
involvement, and investment of the parties to the agree- 
ments. The PTO’s intent is to offer as much latitude as 

agreement. 

Each agreement will be negotiated on a case-by-case 
basis. Agreements will vary in size, complexity, scope 
and the nature of the materials, services, and/or prod- 
ucts — exchanged by the parties. All exchange agree- 
ments be subject to the availability of funds. 


Incentives 


Incentives provided by the PTO for the purpose of 
entering into exchange agreements may include, but are 
not limited to (1) providing copies of PTO documents; 
(2) providing computer processable data obtained from 
patents, trademark applications, trademark registrations, 
ee 
viding government furnished equipment necessary for 
the other party to fll the agreement and (4) entering 
into joint programs where funds its own par- 
ticipation. 


Considerations 
The factors to be considered by the PTO prior to en- 
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Administration 

The Administrator for Automation is delegated the 
authority to enter into negotiations. The Commissioner 
of Patents and Trademarks will approve exchange 
agreements on behalf of the PTO. Before proceeding 
into comprehensive evaluation of a tt endeavor, a 

one kA arate eeeich the merits of the 
offer. Exc agreement pro which are too 
sketchy or panes to (1) establish the merit in the ba- 
sic idea, (2) establish that the proposal is in accordance 
with PTO program or cajesttess or °) parma that the 
proposing organization is willin make significant 
contribution to the endeavor, net be evaluated in 
depth and will be treated as correspondence or advertis- 
ing. This preliminary assessment will be conducted by 
the eer for Automation or his or her designee 
to determine if the proposal warrants further consider- 
ation. If this determination is positive and if the parties 
agree to proceed with a joint endeavor, the Administra- 
= for Automation will enter into detailed discussions 
and negotiations with the offeror regarding the technical 
and business aspects of the offer. Upon reaching a mutu- 
ally satisfactory arrangement, the agreement will be sub- 
mitted to the Commissioner of Patents and Trademarks 
for approval. Administration of the exchange agreement 
program will be performed by the Administrator for 
Automation. 

Due to resource limitations and the necessity for di- 
versity in the program, only one offer will normally be 
accepted for a given PTO incentive. If substantially sim- 
ilar offers are received within any 45-day period, they 
will be evaluated and/or ne; ted together. The offer 
which provides the best consideration for the Gov- 
ernment will be pecial consideration shall be 
given to small and + ae as appropriate. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


May 3, 1983. 
and Trademarks. 


[1030 OG 49] 
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Qualifications for Admission to the 
Examination for Registration to Practice Before 
the Patent and Trademark Office 


37 CFR 1.341(c) provides in pertinent part, “No per- 
son will be admitted to practice and registered unless he 
shall . . . establish to the satisfaction of the Commission- 
saul *0° peasiasel of tha hagal tat sclentilic and'ecceal 
=") ose of the legal and scientific and techni- 
necessary to enable him to render ap- 

pliant ‘ie patents valuable service ***. In order that 
the Commissioner may determine whether the person 
*** has the quliinatone specified, satisfactory proof of 
good moral character and repute, and of sufficient basic 
training in scientific and technical matters must be sub- 


forms are routinely 
i i i Remy a ti 
For Admission To The Examination For yee 
To Practice Before The Patent and Trademark Office’ 
The circular contains a list of the subjects in which a 
person must ue © acne Sane or the equivalency 
thereof in scientific and pre a ne ae 
tration qualifications. It is strongly recommended 
persons who do not have a bachelor’s degree in one of 
those subj comply with the instructions in the para- 
ae a i list to show their scientific and 
i spilcien..0 &. te asandde Jortee on 
courses in computer science, no more than 3 semester 
hours of courses in computer programming will be ac- 
ae aaa oe ar pti ga steady che 
and matters. Computer science 
pom BS tary er Se pao go 
gineering, ¢.g., toward accounting or business, will not 
ee es a ee eee 
ing in scientific and technical ma’ 
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Many applications for admission to an examination are 
filed on or just prior to the announced - date for 
so, and these applications requently 
disapproved because the person does not furnish » a satis- 
factory showing of his or her qualifications. For in- 
stance, persons with a bachelor’s degree in a subject oth- 
er than one of those listed in the circular frequently do 
not follow instructions in the circular and do not furnish 
both their transcripts and official course descriptions. 
Other persons list charges brought against them requir- 
ing further showings to overcome doubts raised by the 
pA about their character and reputation. Still others 
who failed one section of the examination three times do 
not furnish a satisfactory showing of sufficient additional 
training to the examination. 

Office of Enrollment and Discipline evaluates 
each application for admission to the examination on an 
individual basis as soon as practical after receipt in that 
office. Thereafter, notification is promptly mailed to 
each person whose application has been disapproved. 

The Office of Personnel Management (OPM — for- 

merly Civil Service Commission), which administers the 
examination, woes that it receive correct data from 
the Patent and Trademark Office identifying the locale 
of the examination and the number of persons to be test- 
ed well ahead of the examination date. To afford ade- 
quate time to present a satisfactory supplemental showing to 
gain admission to the examination for which application is 
being made, it is recommended that all persons file their 
app — early, preferably at least two months before the 
ing date. 

All supplemental showings of qualifications and all ap 
lications filed after the announced closing date to apply 
‘or admission to an examination will be considered only 

in connection with the person’s admission to the next 
succeeding examination. Admission to an examination 

given on a area date is available only to persons 
a have a completed application form, a $75.00 
admission fee, and a satisfactory showing of qualifica- 
tions on or before the closing date for applying for ad- 
mission to the examination. tions are given in 
Apr. and Oct. each year, and the respective closing 
- for applying for admission to the examinations are 

the preceding Jan. 31 and July 31. 


WILLIAM FELDMAN, 
Sept. 18, 1984. Director of Enrollment 
and Discipline. 


[1047 0.G. 35] 


BR once: se Commerce 

Patent and Trademark Office 

37 CFR Parts 1, 2, and 10 
Docket 407 88-4181 


Practice before the Patent and Trademark Office 


: The Patent and Trademark Office (PTO) is 
amending its rules governing practice before the PTO 
ts. These rules are needed to clari- 


in patent cases will be more easily 

ace hen before the PTO will 

pa ne: pense at ae mmeafat — -eamaanal 

ty, and that procedure in disciplinary cases will be more 

easily understood. The PTO expects that the conduct of 

under these rules will be more 
effective and less costly. 


Dates: The effective - of these rules (except §1. 21(a) 
(5) and (6)) is Mar. 8, 1985. Section 1.21(a) (5) and (6) is 
effective Apr. 8, 1985. 
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For Further Information Contact: Fred E. McKelvey by 

hone at (703) 557-4025 (if no answer, message may 
be left at 703-557-4103) or by maii marked to his atten- 
tion and addressed to Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: Attorneys and agents prac- 
tice before the Patent and Trademark Office (PTO) in 
patent cases. 35 U.S.C. 31. Attorneys also practice be- 
fore the PTO in trademark and other non-patent cases. 5 
U.S.C. 500(b). A few agents also practice before the 
Pa ee cases under rules in force prior to 
an. 


A notice of proposed rulemaking for attorney and 
agent conduct and disciplinary alg term was published 
on Aug. 11, 1983 in the’ Federal Register, 48 F.R. 36478, 

and on . 20, 1983 in the Official Gazette, 1034 O.G. 
39, 1034 OG 33. A notice extending the comment 
period and setting a second hearing was published on 
Oct. 5, 1983 in the Federal Register, 48 F.R. 45424, and 
on Oct. 18, 1983, in the Official Gazette, 1035 O.G. 19, 
1035 TMOG 17. The PTO decided to withdraw, and 
not adopt, the rules proposed in the Federal Register no- 
tice of Aug. 11, 1983. There were numerous objections 
to the p rules and the public indicated that a 
longer period for study and review of a code of conduct 
and disciplinary procedures was necessary. 

An advance notice of proposed rulemaking setting out 
revised rules being considered for standards of conduct 
and ay age proceedings was published on Mar. 16, 
1984, in Federal Register, 49 F.R. 10012, and on Apr. 
10, 1984, in the Official Gazette, 1041 O.G. 15, 1041 
TMOG 13. Numerous organizations and individuals filed 
comments in res; to the advance notice. 

On Aug. 24, 1984, the PTO pb oem in the Federal 
Register a notice of proposed rulemaking. 49 F.R. 33790. 
On Aug. 28, 1984, the notice was also published in the 
Official Gazette. 1045 O.G. 29; 1045 TMOG 25. The no- 
tice also aj in the Bureau of National Affairs, Pa- 
tents, Trademark & Copyright Journal, Vol. 28, No. 694, 
pp. 485-515 (Aug. 30, 1984). Twenty-two written com- 
ments were timely received in response to the notice of 
proposed rulemaking. The comments are analyzed here- 
in. A hearing was held on Oct. 10, 1984. Five individu- 
als a at the hearing. Oral comments made at the 
hearing are also analyzed herein. The twenty-two writ- 
ten comments and a copy of the transcript of the hear- 
ing are available for public inspection in Room 12B10, 
pr Gateway II, 1225 Jefferson Davis Hgw., Arling- 
ton, V: 

This natice of rulemaking mmnwet ecteitn Gees anne: 

(1) Practice of attorneys and agents before the PTO in 
patent, trademark, and other non-patent cases (§§10.2 
through 10.19); 


(2) A PTO Code of Professional Responsibility 
(§§10.20 through 10.112); and 

(3) Rules governing (a) avestigntion of ible viola- 
tions of the PTO Code of Professional 
and (b) disci 
or exclude 


pportunity 
are found to have violated a disciplinary the 
Code of Professional Responsibility (§§10.130 
through 10.170). 
Familiarity with the advance notice and notice of pro- 
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and other non-patent cases. 

Table 2 shows the principal sources of the rules for 
the new PTO Code of Professional Responsibility. 

Table 3 shows the principal sources of the new rules 
for disciplinary proceedings. 

Citar cond. ed. ahd tatlinale ib-eipeeit of, the pro- 
posed rules are discussed in the Supplementary Informa- 
tion of the advance notice, 49 F.R. 10012-10022, and the 
Supplementary Information of the notice of proposed 
rulemaking, 49 F.R. 33790-33803. 

In issuing these rules, the PTO has made every effort 
to minimize preemption of State control over the prac- 
tice of law. Thus, in §10.1, second sentence, the new 
rules provide: 

Nothing in . . . [these rules] shall be construed to pre- 

empt the authority of each State to maintain control 

over the oo ractice of law, except to the extent neces- 
sary for Patent and Trademark Office to accom- 
plish its federal objectives. 
This provision of §10.1 is based on languag a, 
Florida ex rel, Florida Bar, 373 U.S. 379, ray , 
makes clear the PTO’s intent to regulate only conduct 
related or relevant to practice before the PTO. 

In an effort to ascertain whether the proposed rules 
would have any adverse impact on the States, copies of 
both the advance notice of Mar. 16, 1984, and the notice 
of proposed rulemaking of Aug. 24, 1984, were sent to 
Bar Counsel in each State. The PTO received responses 
from Bar Counsel in Ala., Conn., Fla., Ga., Md., Miss., 
Nebr., Tex., and Vt. Comments were also received from 
> National Organization of Bar Counsel, the American 

Bar Association, and others. 

Alaska Bar Counsel, contrary to other bar counsel fil- 
ing comments, suggested that creation of a PTO Code 
of Professional Responsibility would be “inherently con- 
fusing” to any attorney practicing in a State and also be- 
fore the PTO. The new rules, however, do not establish 
for the first time a PTO Code of Professional Responsi- 
bility. The current PTO code appears in 37 CFR 
§§1.344 and 2.12. Sections 1.344 and 2.12 merely incor- 
porate by reference the Code of Professional Responsi- 
bility of the American Bar Association (1970). The new 
PTO code more appropriately sets out the standards of 
conduct relevant to the practice of law before the PTO. 
Alaska Bar Counsel also felt that it would be more ap- 
propriate if the -PTO brought alleged ethics violations 
by attorneys to local state enforcement authorities. This 
view was not shared by other bar counsel who filed 
comments. The statute 38 U.S.C. 32) authorizes the 
Commissioner to administer discipline. The PTO has 
taken action in instances where a State has 
declined to do so. Moreover, there are registered patent 
agents who are not subject to discipline by State en- 
forcement agencies. Finally, Alaska Bar counsel 
suggested that “adjudicative agencies” are too closely 
= in a disciplinary matter to be im . Con- 

has determined otherwise. 35 U.S.C. 32 and 5 
is S.C. 500(d). 


Comments were received from the Statewide Griev- 
ance Committee of Connecticut in response to the ad- 
vance notice. Many hel suggestions were made in 
the comments. Most of suggestions were adopted at 
the time the notice of proposed rulemaking was 


published. 
"The Florida Bar, through its Director of Lawyer Res. 
ulation, filed comments in response to the notice of pro- 
rulemaking. The ida Bar commented on 
§10.1(c) and 10.23(c) (5). tiger tans me, re 
reser later in this notice under a discussion 


An Assistant General Counsel of the State Bar of 
Georgia filed a response to the advance notice. The re- 
sponse stated, among other things: “Although due to the 
press of business at the present time I am unable to pro- 
vide a substantive response in this correspondence, I will 
a time limits after having 

to study enclosed . . . [advance no- 
tice)” No further response was received. 

Bar counsel for the Attorney Grievance Commission 
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of Maryland filed a response to the advance notice. In 
his response Bar Counsel states in part: 
It does not appear to me that any of the proposed 
Rules would present any difficulty in the administra: 
tion of discipline within Md. 
Complaint Counsel for Miss. responded to the ad- 
vance notice. He stated in part: 
I have not reviewed the proposed Code in comparison 


with the Code of Professional Responsiblity in great . 


detail. In general however I can state that adoption of 
the proposed-Code would not have an adverse effect 
upon the function of this office. 
Pn General. Counsel of the State Bar of Texas re- 
led to the advance notice and did “not perceive 
t any problem would be created by . . . [the proposed 
rules] in Tex.” The General Counsel did express the 
thought that the PTO’s use of the word “practitioner” 
instead of “lawyer” would not prevent reciprocal disci- 
line in Tex. based on disciplinary action by the PTO. 
The PTO sees no reason for disagreeing with the Gener- 
al Counsel. The word “practitioner” is used by the PTO 
to define registered attorneys, registered agents, and oth- 
er attorneys authorized to practice in trademark and 
other non-patent cases before the PTO under 5 U.S.C. 


). 
The Chairman of the Professional Conduct Board of 
Vermont responded to the advance notice. He states in 


part: 

I find nothing contained in the proposed rules which 

would present any difficulty in the administration of 

disciplinary matters within the State of Vermont. Fur- 
ther, I see no problems created vis-a-vis the Code of 

Professional Responsibility in this jurisdiction. 

The President of the National Organization of Bar 
Counsel responded to the notice of proposed 
rulemaking. He expressed a concern as to whether the 
PTO intended to eae for notice and information of 

. [each disciplinary violation by an attorney] to each 
jurisdiction where the attorney is licensed.”” Two provi- 
sions of the rules are designed to insure that States are 
notified of PTO disciplinary action. Section 10.158(b) (1) 
requires a disciplined attorney to notify all bars of which 
he or she is a member and to file a copy of the notice 
with the Director of Enrollment and Discipline of the 
PTO. Section 10.159(a) requires the Director to notify 
known state bars and appropriate bar associations of 
PTO disciplinary action. In addition, as a matter of poli- 
cy, the PTO intends to notify the National Discipline 
Data Bank of the American Bar Association. 

Comments were filed in response to the advance no- 
tice and the notice of pro rul by the 
Standing Committee on Professional Discipline of the 
American Bar Association. The comments filed in re- 
sponse to the advance notice were analyzed in the no- 
tice of proposed rulemaking and are not re-analyzed in 
this notice. In its comments responding to the notice of 
proposed rulemaking the Standing Committee made sev- 
eral helpful suggestions, some of which are being 
adopted. A full discussion of the PTO rationale for 
adopting or not adopting a particular suggestion appears 
under lysis of comments later in notice. The 
Standing Committee urged adoption of the 1983 ABA 
Model Rules. The PTO is not now adopting the Model 
Rules inter alia because most States have not adopted 
those rules. If a significant number of states adopt the 
Model Rules, the PTO will consider further amend- 
ments to its Code of Professional Responsibility. The 
Standing Committee suggested changes to fo §10. 23K) (12) 
which are being adopted in part. The Standing Commit- 
tee suggested that notice be given to a practitioner prior 
to any meeting of the Committee on Discipline. This 
suggestion is not being adopted. In most instances, a 

practitioner will be able to respond to a notice under 5 
Usc. 558(c). The Committee will have the practitio- 
ner’s response at the time of its deliberation. The Stand- 
ing Committee urged that hearings in disciplinary mat- 
ters should be open to the public. Others opposed this 
position. The PTO is not adopting this suggestion in 
view of 35 U.S.C. 122. Further rationale for not 
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adopting the Standi he oe nennaestion appears 
later in the notice. Committee urged a 
change in §10.149 to oa ty oe oe for proving a dis- 
ciplinary violation one of “clear and convincing evi- 
dence.” This suggestion is being adopted. The a 
Committee urged that more covey be apeaies 
was ened by §10.152 as su aoaoe 
is being aeeeene as explained er in this pn 5 The 
Standing Committee also thought §10.159 should pro- 
vide for notice to the ABA National Discipline Data 
Bank when the PTO administers discipline. While 
§10.159 will not specifically mention the Data Bank, a 
change has been made to permit the Director to notify 
appropriate bar associations. The Data Bank is an appro- 
priate bar association. 
Changes in Text: Several changes have been made in the 
text of the new rules from the text of the proposed rules 
which. were published for comment in the notice of pro- 
posed rulemaking. Those changes are discussed below. 

In §1.8, the new subparagraph will be (xiii). 
Subparagraph (xii) was added when the rules relating & 
patent interference proceedings were amended. See 4 
F.R. 48451 (Dec. 12, 1984). 

In the first sentence of §1.31, the term “agent” has 
been changed to “registered agent” to make clear that 
only registered agents are intended. 

Section 1.33(c) is being amended to delete a reference 
to former §§1.341 and 1.347 and to now refer to §§10.5 
and 10.11. 

Section 1.56(f) and (h) is being amended to delete a 
0 to former §1.346 and to now referred to 

m... the second sentence of $10.1, “subpart shall” has 

been changed to “part shall” and “maintain control 
over” has been changed to “regulate.” In the same sen- 
tence, “within its borders” has been deleted. 

In §10.2(b) (1), “maintain the register” has been 

changed to “maintain the register provided for in §10.5”. 

In the next-to-the-last sentence of §10.7(b), “examining 

oe = ” has been changed to “patent examining co’ 

¢ language “an lien” in §10.9(b) has been changed 
to read “a Tea resident alien” to make clear that aliens regis- 
tered under paragraphs (a) or (b) of §10.6 must be resi- 
dent aliens. 

In the first sentence of §10.14(c), “foreigner” has been 
changed to “foreign attorney or agent”, “registered and 
in good standing” has been changed to “registered or in 
good standing”, “applicants” has been changed to 

ies” and “trademark applications” has been 
changed to “trademark cases” 

In #10. 18(a) (1), “the paper has been read” has been 
changed to “the paper has been read by the practitio- 
ner”. 

Several changes have been made in §10.23. 

In $10. 23(c) (4) (iii), “improperly” has been added be- 
fore “ win, 

In §10.23(c) (5), “on ethical grounds” has been added 
after the first occurrence of “attorney or agent” and 
“suspension or disbarment as an attorney or agent” (af- 
ter “10.6(c)””) has been deleted. 

In §10.23(c) (7), “patent” has been added before “ap- 
plication of another” and the following has been added 
as a second sentence: “See §§1.604(b) and 1.607(c) of 
this Subchapter.” 

In §10.23(c) (8), “Failing to forward” has been 

ed to “Failing to inform a client or former client”; 
“inability to tna to” has been changed to “inability 
to notify”. “client correspondence” has been changed to 
“client of correspondence”; “is correspondence which” 
has been changed to “is correspondence of which”; and 
“under the circumstances should be forwarded to = 
client or former client” has been changed to “under the 
= meena the client or former client should be noti- 

Section 10.23(c) (12) has been changed to read: 
“Knowingly filing, or causing to be filed, a frivolous 
complaint alleging a violation by a practitioner of the 
Patent and Trademark Office Code of Professional Re- 


sponsibility.” 
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In §10. 23(c) (15), “including” has been changed to 
“making a” and “matter” has been changed to Si nate- 


In $10.36 36(b) (3), the language “in the locality” has 
been d 


The "following language has been deleted from 
§10.40(c): “, and may not withdraw in other matters,”. 

In §10.62(b), the language “contemplated or pending 
litigation or” has been deleted. 

In §10.63(a), the language “contemplated or pending 
litigation or” has been deleted. Both occurrences of “tri- 
al or” have been deleted from §10.63(a). The language 
“contemplated or pending litigation or” has been deleted 
from §10.63(b). 

The following sentence has been added to §10.64(b): 
“A practitioner may, however, advance any fee required 
to prevent or remedy an abandonment of a client’s appli- 
cation by reason of an act or omission attributable to the 
practitioner and not to the client, whether or not the cli- 
ent is ultimately liable for such fee.” 

In §10.84(a) (3), “§10.85” has been changed to “this 


The following sentence has been added to §10.87(a): 
“It is not improper, however, for a practitioner to en- 
courage a client to meet with an opposing party for set- 
tlement discussions.” 

mt py = (5) of §10.89(c) as it appeared in the no- 
tice of lemaking has been deleted. 
Subperagreph (6) of §10.89(c) as it appeared in the no- 
tice of proposed rulemaking has been changed to read: 
“(5) Engage in undignified * or discourteous conduct be- 
fore the Office (see §1.3 of this Subchapter).” 
pee og eS of §10.89(c) has been redesignated as 


sub; 
In in glo 11 ia), 7% language: 

(1) in the case of a practitioner whose of- 
fice i is womeehd in the United States, the State in which 
the practitioner’s office is situated or (2) in the case of 
a practitioner having an office in a foreign country or 
registered under §10.6(c) in the United States or the 
foreign country 

has been changed to read: 
maintained in the United States or, in the case of a 
practitioner having an office in a foreign country or 
ps ee §10.6(c), in the United States or the 


> §10. 131), 4" second sentence has been deleted as 
being unnecessary in view of §10.132(b). The second 
sentence of §10.131(a) in the notice of proposed 
rulemaking read: “The investigation shall be such as to 
determine whether there is probable cause to believe 
that a violation of a Disciplinary Rule by a practitioner 
has occurr 

In the first sentence of §10. ray the language “that 
there is probable cuase to believe” has been deleted. The 
Committee on Discipline, not the Director, shall deter- 
mine whether there is probable cause to believe that a 

ractitioner has violated a Disciplinary Rule. See 
§10.4(b) and 10.132(b). 

Several changes have been made in §10.133. In the 
first sentence of §10.133(b), the language “§§10. ne) 
and 10.134” has been replaced with “§10.134”. The ref- 
erence to $10.132(b) is not necessary. The language “his 
or her resignation by a in §10.133(b) has been de- 
leted as second sentence of §10. gee 
has been modified to a new (c) and 
(d). pesca Ge indicates the content of an affidavit of 
resignation prior to the date set by the administra- 
tive law judge (ALJ) for pooain Paragraph (d) indi- 
cates the content of an affidavit of filed on 
or after the date set by the ALJ for hearing. P 
(c) has been redesi 
tion, the language “ 
changed to “paragrap 
(e) have been redesignated as new paragraphs (f) and 


respectively. 
In §10.135(a) (2) @), “Committee on Enrollment” has 
been changed to “Director” 
In §10.149, “a preponderance o ” has been changed in 
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both instances to “clear and convincing”. 

Several changes have been made to §10.152 to expand 
discovery. Paragraphs (a) and (b) of §10.152 as set out in 
the notice of proposed rulemaking have been redesignat- 
ed as paragraphs (e) and (f), ee coy” and new para- 
graphs (a) through (d) have been added. New paragraph 
(a) sets forth discovery which is authorized. New para- 
graph (b) sets forth matter which cannot be discovered. 
Paragraph (c) sets forth factors which an ALJ can con- 
sider in d whether to authorize discovery. 
Paragraph (d) requires that a motion be filed which 
addresses specifically and separately each particular re- 
quest for discovery. In paragraph (e) (formerly para- 
graph (a)), a new subparagraph (3) has been added to 
specify that the ALJ may require the parties to set out 
in a pre-hearing statement information related to expert 
witnesses. Old subparagraphs (3) and (4) have been 
wnounes as new subparagraphs (4) and (5), respec- 
tively 
In §10.154(b), a new subparagraph (5) has been added 
which states: “(5) any extenuating circumstances.” 

In §10.155(a), both occurrences of “on the respon- 


dent” have been de 

Several oe geet have been made to §10.158. 
In §10.158(b) (1), after “all clients of the practitioner” 
the following has been added “for whom he or she is 
handling matters before the Office”. In §10.158(b) (2), 
“client’s active case files” has been changed to “client’s 
active Office case files”. In §10.158(c), changes have 
been made to make paragraph (c) applicable to corpo- 
rate patent departments and to prohibit a suspended or 
posed re practitioner from meeting in person or in the 
pene resence of another practitioner with an official of the 

in connection with the prosecution of a patent, 
trademark, or other case. 

The following has been added to the end of 
§10.159(a): “and any appropriate bar associations,” 

Several changes have been made in §10.160(c). “A 
practitioner has been sus led or excluded” has been 
changed to “An indivi ual who has resigned under 
§10. 133 or who has been suspended or excluded”. The 
language “ ‘if the Director is satisfied” has been changed 

to “when the individual makes a clear and convincing 
p chs ane ””. The lan; es or excluded practi- 
tioner” a been changed to “individual 
Response to and Analysis of Comments: Twenty-two (22) 
written comments where timely received in response to 
the notice of p rulemaking. The comments have 
been analyzed. —— made in comments 
have been adopted and have been rejected. A de- 
tailed analysis of the timely received comments follows. 
Several comments weze not timely received by July 9, 
1984, in response to the advance notice of proposed 
rulemaking of Mar. 16, 1984. These comments have now 
been considered and are analyzed herein. 

Several comments were received which suggested 
O8 Ee: RTE Ot Rees aay ee 
yond that weapon A roper for administration of fed- 
eral programs b: . It is not, and has never been, 
oo Le ae PES io cata emaniements 
the extent necessary for the accomplishment of federal 
objectives. Thus, only that conduct which is relevant to 
the practice of patent, pe ng be 8 cagh wy menrir 

is what the PTO seeks to The preamble 


of §10.1 indicates that Su ‘overns solely the 
corte of patent, trndemack, and Cher law before the 
Pro. pong Sapam yee Lh “[nJothing in 


fice to accomplish its federal objecti Sperry v. 
Florida ex rel. Florida Bar, 373 U.S. 379, 402 (1963). See 
Fo ade gel ge cet a be ig gh Agricultural 
and Board, 104 S. Ct. 2518, 2523 
(1984) (State Law & preempted when it sands as an.ob- 
stacle to to Ba one and execution of the full 


ives of Congress) and Fidelity Feder- 
al and Ass'n. v. de la» Cuesta, 102 S. Ct. 
3014, 3022 (1982) (federal regulations have no less pre- 
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emptive effect than federal statutes). 
eral comments were received concerning §10.1. 
The Florida Bar noted that in the notice of proposed 
ing the PTO indicated “that failure to pay State 


pay y 
duct.” See §10.23(c) (5), which has been changed to de- 
fine misconduct as suspension or disbarment on ethical 
grounds. If an attorney is suspended by his or her State 
bar for failure to pay bar dues, and for that reason is no 
longer in good standing before the State bar, that attor- 
ney is no longer an attorney within the meaning of 
§10.1(c). An attorney suspended from his or her State 
bar for failure to pay bar dues would no longer be eligi- 
ble to represent individuals before the PTO in trademark 
and other non-patent cases. 

One commentator suggested that the second sentence 
of §10.1 be changed to read: “Nothing in this subpart 
shall be construed to preempt the authority of each 
State to regulate the practice of law, except to the ex- 
tent necessary for the Patent and Trademark Office to 
accomplish its federal objectives.” The suggestion is be- 
ing adopted. The commentator noted that as originally 
proposed in the notice of proposed rulemaking, the 

“to maintain control over the practice of law 
within its borders” is unduly restrictive. The commenta- 
tor correctly pointed out that “[cJertainly, New York 
would have the authority to regulate the practice of law 
by a New York attorney residing in Fla.” 

Another commentator noted language “federal ob- 
jectives” in §10.1 and felt it would be appropriate for 
the PTO “to set forth what the federal objectives really 
are.” The PTO does not believe it is appropriate to set 
out in the re ions specific federal objectives. The 
PTO engages in the examination of applications for pa- 
tents, reexamination of-issued patents, examination of ap- 
plications for registrations of trademarks, and numerous 
inter partes patent and trademark proceedings. The fed- 
eral objectives of the PTO center around these activi- 
ties. 

With respect to §10.2(c), one commentator argued 
that “it is unfair to require the payment of a fee to re- 
view a final decision of the Director.” The PTO dis- 
agrees. The review ge by §10.2(c) is a service pre- 
formed by the PTO for which a fee may be charged. 
There is no compelling reason for not charging a fee. 

Several comments were received discussing §10.4. 
One commentator suggested “that a provision for no 
discovery or testimony from a member of the Commit- 
tee on Discipline is unfair and inappropriate.” The PTO 
does not believe that a “mini-trial” should be conducted 
in a subsequent disciplinary proceeding of how or why 
the Committee on Discipline reached its decision. The 
commentator also argued that 10.4(c) “would be in di- 
rect conflict with the Federal Rules of Civil Procedure” 
in any review in the U.S. District Court for the District 
of Columbia. in, the PTO disagrees. The Federal 
Rules of Civil a Oe ee ee 
cases in the PTO. Moreover, those rules do:not apply in 
cases seeking judicial reivew of a decision of the Com- 
missioner in a disciplinary matter. Applicable law (35 
U.S.C. 32 and Local Rule 1-26 of the district court) pro- 
vides for review on the record made in the PTO. See 
also Camp v." Pitts, 411 U.S. 138 (1973). Hence, there is 
no discovery in a proceeding under 35 U.S.C. 32. 

Comments were received which su; that the asso- 
ciate and assistant solicitors in the of the Solicitor 
cannot be isolated from the Solicitor and the Deputy 
Solicitor. The associate and assistant solicitors are to be 
pe ethyl ah Agen y etree ye a era 
may act as attorney for Director in prosecuting a 
disciplinary proceeding and (2) the Solicitor and Deputy 
Solicitor may act as legal advisor to the Commissioner 
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in deciding a disciplinary matter. In disciplinary matters, 
the associate and assistant solicitors will report directly 
to the Director. Associate and assistant solicitors will 
not have occasion to discuss disciplinary matters with 
the Solicitor or Deputy Solicitor. 
The following discussion in the Attorney General’s 
Manual on the Administrative Procedure Act, pp. 57-58 
(1947), commenting on original §5(c) (now 5 U.S.C. 
554(d)) is believed particularly relevant to the issues 
raised in the comments: 
Assuming that an agency will in many cases wish to 
consult with certain of its staff members, it may pro- 
ceed in one of two ways. It may in a icular case 
consult with staff members who in fact have not 
performed investigative or prosecuting functions in 
that or a factually related case. In the alternative, the 
agency may find it feasible soto organize its staff as- 
signments that the staff members whom it most fre- 
quently desires to consult will be free of all investiga- 
tive and prosecuting functions. 
see 


[I]f the agency so organizes its staff that the general 
counsel is not responsible for the investigative and 
prosecuting functions, he would be regularly available 
to the agency for consultation on the decision of 
cases. 


Several commentators suggested that members of the 
public or the PTO bar should be members of the Com- 
mittee on Discipline. This suggestion is not being 
ad . As noted in the notice of proposed rulemaking 
(49 F.R. 33793, column 2, last paragraph), there are two 
reasons for not adopting the suggestion. Use of individu- 
als outside the is made difficult by 35 U.S.C. 122. 
Administrative delays would take place because it would 
be more difficult to schedule meetings. 

One commentator suggested that the language “at 
least” in the phrase “at least three employees of the Of- 
fice” should be deleted from the second sentence of 
§10.4(a). This — is not being adopted. The“at 
least” language will permit the Commissioner to appoint 
alternate members to substitute for a member who may 
be disqualified or who may be unavailable for an extend- 


period. 

Section 10.10 provides that only practitioners who are 
registered under §10.6 or individuals given limited rec- 
ognition under §10.9 will be permi to prosecute pa- 
tent applications of others before the PTO. One com- 
ment was received which noted that the rules do not 
address the “status” of (a) “an individual in a training 
pro directed to the preparation and prosecution of 
applications for patent” or (b) “a long-time employee 
working within a patent organization in the area of 
fe ga egeere and prosecution of applications for patent, 

tt has never become registered to practice as either a 
Patent Agent or Patent Attorney.” The commentator 
suggested that the rules should state what such individu- 
als or employees may do. The suggestion is not being 
adopted. Only regi practitioners (attorneys and 
agents) may practice patent law before the PTO. The 
commentator also that the rules should pro- 
vide that long-time corporate or fey amr employees 
who have never been registered should be given limited 
rae ee ee ie ne 
adopted. Limited ition will given only on a 
case-by-case basis. See §10.9. 

One comment suggested that “applicants” and “trade- 
mark applications” in the first sentence of §10.14(c) ren- 
dered it unclear whether an individual authorized to 
practice before the PTO in trademark cases could prose- 
cute post-registration cases, such as a cancellation pro- 
ceeding. The rule has been clarified by changing “appli- 
cants” to “parties” and “trademark applications” to 
“trademark cases”. An individual authorized to repre- 
sent others under §10.14 is authorized to appear in any 
trademark case. 


°The jineral counsel's partidipilitid to tule sisking and ia comrt Sigation 
would be entirely compatible with his role in advising the agency in the de- 
cision of adjudicatory cases subject to section 5(c). 
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Several comments were received discussing §10.18. 
One comment made at the hearing suggested that the 
rule should specify who should read the paper being 
signed. The commentator stated; “I think it would be 
salutary if what you really mean is that the Rg evel 
who signs it has read it.” The sugges 
adopted and the language of §10. 18). 0) oa been 
changed from “the paper has been read” to “the paper 
has been read by the practitioner”. 

Two individuals commented that requiring the signa- 
ture of a practitioner would eliminate the “custom” of 
having an agar * nen ¢ the + oe principal attorney 
on a which the principal authorizes associate 
to file. Section 10.18 requires that the practitioner sign- 
ing the paper sign his or her own name. The rule would 
permit associate attorney John Smith to sign on behalf 
of principal attorney. David Jones by signing the paper 
as follows: “David Jones by John Smith.” The rule 
would not permit Smith to merely sign Jones’ name or 
to sign “David Jones by JS.” The rule does not autho- 
rize a non-practitioner (e.g., a para-legal or secretary) to 
sign a paper on behalf of a practitioner. 

One comment asked the following: 

Assume an inventor is under Final Rejection and the 

period for proper r ep Adeg Sy doy: The attor- 

ney is now instru to “keep the case alive” until a 

CIP [continuation-in-part] is prepared and filed. For 

reasons outside the control of the attorney, the CIP 

cannot be filed in time. Assume now the attorney files 

a Notice of Appeal, never intending to prosecute the 

appeal, intending only to buy time until the CIP can 

be filed. Would the filing of the Notice of Ap i 

late Ruie 10.18 and subject the attorney to PTO disci- 

plinary action? 

A notice of appeal is a p a 7 
jection. Accordingly, it wo 

circumstances outlined that the notice of appeal 
— for delay” within the meaning of $10. 18(a) (4). 
comments were received discussing §10.22 2. One 
ey that modifiers, such as “kno ly” 

” be inserted in paragraphs @)s and rs of 
$10. 22. The amenities is not being adopted. A “materi- 
ally false statement,” a failure “to disclose a material 
fact,” or furthering the application of another “known. . . 
to be unqualified” constitute acts which cannot be char- 
acterized as innocent. Accordingly, there is no need to 
insert the “modifiers” in the text of the rule. Another 
commentator ~~ ye that the provisions of §10.22 are 
not relevant to the federal objectives of the PTO. The 
pd Ey pes Practitioners who (1) fail to tell the 
truth, (2) fail to reveal material information or (3) know- 
ingly further the application of an unqualified individual 
to a bar, demonstrate that they are “disreputable” within 
the meaning of 35 U.S.C. 32. A third commentator 
suggested that §10.22(b) is too broad because a practitio- 
ner could recommend an individual for membership in a 
bar and the individual might fail to pass the bar exami- 
nation. Unless a practitioner has good reason to know 
that the individ will fail t0 pass a bar examinetion, i 
is not apparent how the practitioner’s recommendation 
could amount to a violation of the PTO Code of Profes- 
sional Responsibility. 

Numerous comments were received di $10.23. 


lient rather than requiring cor- 
respondence to be forwarded. This suggestion has been 
adousoniyy mebing sepreasnte mene en @). 


$5000 ra $10.23) | ‘int This ae is yy i 
See the discussion in the advance notice, 4 
F.R. 10016, column 1. 


par reer su 
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inches Gin qsntndgntema aeie 5, 
Another commentator noted that §10.23(a) (3) “ 
ap Se ey Ceres. . [a] set of on 
the various local jurisdictions.” Here ere again, the com- 
mentator’s concern is not believed warranted in view of 
the second sentence of §10.1. Another commentator not- 
ed that “moral turpitude” is hard to define. It was 
suggested that possession of marijuana is regarded as a 
crime involving moral turpitude in some states where a 
99-year sentence may be received. It was suggested that 
in other states possession of marijuana might result in “a 
slap on the wrist.” If a practitioner is incarcerated for a 
crime in a state, it follows that the practitioner is not ca- 
pable of representing individuals before the Office. This 
is true even if the same practitioner would not have 
been incarcerated in another state for the same act. 
The Florida Bar raised a question concerning 
§10.23(c) (5) which is answered under the discussion 
above of §10.1. Section mae ger me an 
make suspension or ethical 
basis for suspension or p= ely by the “Bthi- 
cal grounds” would include incompetence, but would 
not include failure to pay State bar dues. 
_ One comment suggested “disreputable” and 
misconduct” in §10.23(a) be defined. The terms 


ie 54 A.F.T.R. 2d ri 84-5536 (D.D.C. June 29, 
Several comments suggested that the Model Rules of 
Bar Associati 


ggested that “before the Office” be 

inserted after the word “conduct” in §10.23(b) (4), (5), 

and (6). This suggestion is not being adopted in view of 
the second sentence of $10.1. 

A suggestion was received that “improperly” be in- 

serted at the begi of §10.23(c) (4) ie Thneneene’ 


tion has been 
A was received that the word “patent” be 
fore “application” in §10.23(c) (7). This sug- 
ouhaintiegaae 
A suggestion was received that §10.23(c) (15) be 
changed so that a trademark practitioner could present 
apne ae pag tap gen pa iy ee 
a determination on the merits of registrabili nee ee 
In re McGinley, 660 F.2d 481, 211 USPQ (CCPA 
1981). Section 10.23(c) (15) has, been changed to refer 
only “making a scandalous or indecent statement in a 
filed in the Office.” 
eral individuals suggested that it may be difficult 
to determine the identity of tunder §10.23(c) i) @), postion: 
po cllangy = patent ae departments. will 
presume that know the identities of their 
<Hento snd Up Na D ReaD Seana ite 
ing conveyed in a manner the client. 
Ssction 10236) (1) has been changed in yo ney 
comments which that it would be for 


peneenen 2 ly with §10.23(c) (12) on the one 
aoa abode ed r 10.131 on the oe hand. The 
porate of $10.23(c) (12) is to eliminate a frivolous com- 

it against paper ann = $102He) (12) 
misconduct “knowningly 


Several individuals criticized §10.24. The provisions 
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§10.24 are derived from DR 1-103 of the Code of Pro- 
fessional Responsibility of the American Bar Association 
(1970)—the rule currently applicable to practitioners. 
See 37°CFR §§1.344 and-2.13. The PTO is not aware 
that the current rule causes any problems. Accordingly, 
the numerous suggestions to delete or amend §10.24 are 
not being adopted. 

One comment was received which suggested that 
charging another person with trademark infringement 
and requesting that the person withdraw a pending ap- 
lication “might be . . . interpreted as a violation” of 

10.31(a). The PTO disagrees. A reasonable interpreta- 
tion of the rule does not justify the unreasonable con- 
struction by the commentator. 

At the hearing, an individual discussed §10.32. The 
individual suggested that three “practices” should be 
sanctioned under any PTO Code of Professional Re- 
sponsibility and it was suggested that all three practices 
might be prohibited by §10.32. First, the individual 
suggested that “the giving of moderately priced presents 
. . . to established clients on appropriate occasions— 
Christmas, weddings of their daughters” should not con- 
stitute a violation of §10.32. The PTO agrees. The giv- 
ing of a gift to an “established client” on the occasions 
suggested is not a gift “to a person for recommending 
the practitioner’s services.” Second, the individual 
suggested that a practitioner should not be prohibited 
from “paying for ordinary client entertainment.” The 
PTO agrees. Again the “client” is not “a person recom- 
mending the practitioner’s services” in return for being 
entertained. Third, the individual ar that the rules 
should not preclude an “exchange of cases with foreign 
practitioners.” An “exc! e” was said to occur 
“[w]here a foreign patent practitioner in his country 
sends cases to an American patent or trademark practi- 
tioner to prosecute before the PTO, and you send the 
foreign firm cases to prosecute before the foreign patent 
office, on the more or less explicit basis that it’s some- 


thing in the nature of a trade.” According to the indi- 


vidual, the “exchange” ordinarily takes place without 
knowledge of the practitioner’s client. The individual 
expressed the opinion that “exchanges” without knowl- 
edge of the client presently occur routinely. The PTO 
believes that the suggested “exchange” may ethically 
take place only when the practitioner’s clients are fully 
advised of the exchange. Three other witnesses at the 
hearing expressed the view—correctly the PTO believes 
—that client knowledge is essential to an ethical ex- 
change of the type contemplated. No change in §10.32 is 
being made. 

A suggestion was received that “in matters before the 
Office” be inserted after “professional employment” in 
§10.33. The suggestion is not being adopted in view of 
the second sentence of §10.1. Another comment 
suggested that Rule 7.3 of the Model Rules of Profes- 
sional Conduct (1983) be adopted in place of §10.33. 
The suggestion is not being adopted. Section 10.33 is 
based partly on Rule 7.3, but contains the additional lan- 
guage “under circumstances evidencing undue influence, 
intimidation, or overreaching.” Section 10.33 is desi; 
to prohibit so-called “ambulance chasing.” In Ohralik v. 
Ohio State Bar Ass’n., 436 U.S. 447 (1978), the Supreme 
Court held that a state could lawfully regulate ambu- 
lance chasing. In its opinion, the Supreme Court said: 

We need not discuss or evaluate each of these inter- 

ests in detail as appellant has conceded that the State 

has a legitimate and indeed “compelling” interest in 
preventing those aspects of solicitation that involve 
fraud, undue influence, intimidation, overreaching, 
and other forms of ‘vexatious conduct.’ We that 
protection of the public from these aspects of solicita- 
tion is a legitimate and important state interest. 
436 U.S. at 462. The additional language appearing in 
§10.33 is designed to limit the application of §10.33 to 
those situations in which the PTO has a legitimate inter- 
est. See also 35 U.S.C. 32 and §10.31(a). 

A suggestion was received that §10.35(b) should be 
deleted. According to the suggestion, “[rjegulation of 
the practitioner’s business arrangements should be left to 
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state regulation.” While the PTO is in general agree- 
ment with the rationale suggested, there exist partner- 
ships of ts which are not subject to regulation by 
any state. Moreover, the commentator has not sugg 

or shown that §10.35(b) is inconsistent with the policy 
of any state. Practitioners should not be free to hold 
themselves out as being associated with a partnership or 
other organizations when an association does not in fact 
exist. 

One comment suggested that “in the locality” be de- 
leted from $10.360b\3). This suggestion is being 
adopted, because “in the locality” has no particular sig- 
nificance in the practice of patent and trademark law. 
Clients of patent and trademark practitioners are not 
necessarily located where counsel are located. More- 
over, the practice is national in scope. 

An individual at the hearing suggested that the PTO 
should delete subparagraphs (1) and (2) from §10.37(a). 
This suggestion is not veing adopted. The individual 
suggested that a client n not know that “employ- 
ment” has been referred to another practitioner or to a 
foreign practitioner. The PTO disagrees and so did three 
other individuals who expressed a view at the hearing. 
Moreover, the PTO believes that when “farming out” 
occurs with the consent of a client, that the fee division 
should be proportional to the services rendered. Under § 
10.37, “farming out” of work without knowledge and 
consent of a client will constitute a disciplinary rule vio- 
lation. 

Cne commentator suggested that §10.39 “may result 
in numerous claims to the effect that a practitioner 
brought a proceeding ‘merely for the purpose of 
—— or maliciously injuring another ang ” Sec- 
tion 10.39 continues existing policy (37 CFR §1.344 and 
DR 2-109 of the ABA Code (1970)). Under existing pol- 
icy, the PTO has not experienced “numerous claims.” 
Accordingly, there is no reason to expect such claims 
under §10.39. 

A suggestion was received that the first sentence of 
§10.40(a) be changed to read: “A practitioner may with- 
draw from employment in a proceeding before the Of- 
fice without permission from the Commissioner in those 
instances in which a substitute has been selected and is 
willing to serve.” This suggestion is not being adopted. 
If “a substitute has been selected and is willing to 
serve,” presumably with the consent of the client, a new 
power of attorney may be filed in the PTO. Another 
commentator suggested that §10.40 should not apply to 
corporate attorneys. This suggestion likewise is not be- 
ing adopted. If a corporate atorney changes jobs, the at- 
torney should withdraw from representing the “old” 
corporation or the old corporation should revoke any 
power of attorney. 

One comment suggested that the PTO should be un- 
der a burden of deciding requests for permission to 
withdraw within thirty (30) days. This suggestion is not 
being adopted, but it is and will continue to be PTO 
policy to promptly decide requests for permission to 
withdraw. 


One comment suggested that “, and may not with- 
draw in other matters,” be deleted from §10.40(c). This 
suggestion has been adopted. 

One comment asked whether a power of attorney giv- 
en during pee gen of a patent application continues 
to be viable after the patent is issued. The answer is 
“yes.” Communications received during reexamination 
proceedings are sent to the correspondence address es- 
tablished during prosecution of the application which 
matures into the patent being reexamined. See 37 CFR 
§1.525. Notices concerning maintenance fees likewise are 
mailed to correspondence address. See 37 CFR 
§1.363, 49 F.R. 34725 (Aug. 31, 1984). The commentator 

raised a question of who is the client when a case is 
filed on behalf of an individual, but the individual’s as- 
signee pays the practitioner’s bills. Practitioners are 
expected to know the identities of their clients. If a 
practitioner is hired by a corporation and wishes to 
make that fact plain on the record of a patent applica- 
tion, the practitioner may file an assignment and a pow- 
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er of attorney signed by the assignee. If a dispute should 
then occur between the individual and the assignee, the 
record would be clear that the assignee is the client. 

A comment suggested that §10.40(a) “would appear to 
be unreasonable” in view of the language “giving due 
notice to another practitioner.” Such language does not 
wee in §10.40(a). 

An oral comment was received by phone which 
questioned whether the use of para-le = or apprentices 
by a practitioner constitutes the unauthorized practice of 
law. If a para-legal or apprentice works under the direc- 
tion of a practitioner and the practitioner does not allow 
the para-legal or apprentice Ae hold themselves out as a 
practitioner, there is no unauthorized practice of law 
problem within the meaning of §10.47. 

One comment discussing §10.49 made the following 
statement: 


. .. if the intent of this section is to prohibit a practi- 
tioner from forming a partnership with a lawyer who, 
while in good standing with his State bar, does not 
qualify to practice before the Office (either because he 
has not cident the patent examination or is not quali- 
fied to handle trademark matters), then it should be 


stricken.” 

As explained in the notice of proposed rulemaking (49 
F.R. 33797, column 3), the PTO does not intend to pro- 
hibit formation of law firms by members of the Bar of 
any state. 

One comment suggested that “in matters before the 
Office” should be inserted after “employment” in 
§10.62(a). This suggestion is not being adopted in view 
of the second sentence of §10.1. 

Another comment suggested that §§10.62 and 10.63 be 
replaced with Rule 3.7(b) of the Model Rules of Profes- 
sional Conduct of the ABA (1983). For reasons already 
discussed, the PTO is not adopting the Model Rules, 
The comment went on to suggest that practitioners 
woe not be free testify concerning attorney diligence 

it interference cases. The PTO has made it plain 
prt a that it disagrees. See the advance notice (49 F.R. 
10016, column 3 (Mar. 16, 1984)) and the notice of pro- 
posed rulemaking (49 F.R. 33797, column 3, last para- 
graph (Aug. 24, 1984)). 

A comment suggested that language in §§10.62 and 
10.63 is not clear. Specifically, the commentator referred 
to “solely to an uncontested matter” or “solely to a mat- 
ter of formality.” This language occurs in the current 
rules and has not caused any known difficulty. 

Two comments were received which suggested that 
§10.64(b) should permit practitioners to pay fees which 
rightfully should be paid by a practitioner. This sugges- 
tion is being ad and the following sentence has 
been added to §10.64(b): “A practitioner may, however, 
advance any fee required to prevent or remedy an aban- 
donment of a client’s application by reason of an act or 
omission attributable to the ere > and not to the 
client, whether or not the client is ultimately liable for 
such fee.” One of the commentators supplied the follow- 
ing rationale with which the PTO agrees: 

It sometimes happens that payment of a fee is necessi- 
tated by some act or omission for which the practitio- 
ner and not the client is responsible. One example is a 
fee for an extension of time to to an Office 
Action (see 37 C.F.R. §1.17 and §1.136), where. the 
delay has resulted from the practitioner’s workload 
for other clients, or from the practitioner’s absence 
from his or her office for purposes unrelated to the 
client’s business. Another example is a petition fee for 
revival of an application unintentionally 

through some imedes oversight on the practitio- 

ner’s part. In these circumstances, it would seem un- 

just to require the client to bear the cost of the fee. 

One comment suggested that §10.65 should be 
amended to indicate that it relates only to matters before 
the PTO. This suggestion is not being adopted in view 
of the second sentence of §10.1. 

Another comment suggested that §10.65(a) “may limit 
a practitioner serving on the board of directors of a cli- 
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ent.” The commentator went on to say that practitioners 
eaneng on bonsinae Suartere © 0.semenen geaetns Je In- 
asmuc’ 


as the client consents to practitioner serving on 
the board, it is believed that §10.65 does not limit a 
practitioner as suggested by the commentator. 

One comment was received which suggested that 
§$10.66(d) be changed to exclude corporate patent de- 
partments. According to the comment, “why should an 
entire corporate patent department have to withdraw if 
one of its members has to withdraw for disciplinary rea- 
sons?” In situations where it would not be ropriate 
for an entire firm or department to withdraw, §10.66(d) 
permits the Commissioner or the Director to so order. 
See e.g., Sunkist Growers, Inc. v. The Benjamin Ansehl 
Co., 221 USPQ 1077 (Comm’r.Pat. 1984). Another com- 
ment su that §10.66 should be amended to indi- 
cate that it relates only to matters before the PTO. This 
suggestion is not being adopted in view of the second 
sentence of §10.1. 

One comment was received which suggested that 
$10.67 be amended to indicate that it relates only to mat- 
ters before the PTO. This suggestion is not being 
odegtel Sales <b Oe nese eee 

comment was received which suggested that 
g10. 68(c) might be construed to preclude a practitioner 
from joining a law firm where attorneys who are not 
my to practice before the PTO “are in control,” 
i.e., are the “ ‘senior” partners. The definition of practitio- 
ner (see §10.1(r)) precludes such a construction, because 
any attorney in good standing in any State is a practitio- 
ner. Another comment suggested that §10.68 be 
amended to indicate that it relates only to matters before 
the PTO. This suggestion is not being adopted in view 
of the second sentence of §10.1. 

One 7 was made at the hearing which 
suggested that modifiers, such as “knowingly, willfully, 
intentionally,” be inserted in §10.77. This suggestion is 
not being adopted. The PTO believes §10.77 states clear- 
ly the prohibited conduct. 

A comment was received which suggested that 
§§10.77, 10.78, and 10.84 be amended to indicate that 
they refer only to matters before the PTO. This sugges- 
ie ent ae 
of §10.1. 

One comment suggested that the term “unwarranted” 
in §10. ty (2) is “too vague as to its limits.” The PTO 

Contrary to the suggestion by the commenta- 
tor, it is believed that practitioners can readily determine 
whether be ear are ae a position that is 
unwarranted under existing law. 

A comment was received which suggested that 
§10.85(b) can place a difficult burden on patent counsel. 
In support of his position, the commentator 
examples and commented on both examples as fo! 

Example 1: A client engages a patent attorney i 

preparation of a patent application, and the patent at- 

torney goes through the usual routine of advising the 
client of statutory bars, duty to disclose, etc. The at- 
torney prepares and files the and during 
the course of the presecution, the client informs the 
attorney of some activities that occurred a couple of 

years before filing the i 

ait constinteces elie or sale. The attorney ad- 

vises that this must be disclosed to the Patent Examin- 

er, but the applicant refuses to follow this course of 
action and discharges the patent attorney. The client 
then engages another attorney to complete the prose- 

a ae 

tially damaging prior 

Comment: In aaitaes with my interpretation of 

§10.85(b), the first ——- would be required to dis- 

close this situation to the Office, unless the term 

“prepetrated a fraud” as it a in that rule does 

not include the deliberate failure to disclose relevant 

prior art. My concern is that this could make for some 
very poor with the client who might not 
understand the attorney’s duty of disclosure before the 

Office. 


Example 2: A rather poor inventor has managed to 
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drum up enough money for the filing fee for a = 4 

application and then proceeds to prepare and 
own patent application, without the assistance of ‘ pa- 
tent attorney. After a few months, the inventor ob- 
tains some financing from an investor, and the inven- 
tor and the investor consult the patent attorney to see 
if he would continue with the prosecution of the ap- 
plication. The attorney reviews the fact pattern and 
informs both the inventor and the investor that there 
is unquestionably some prior art, in the form of an 
earlier publication by the ad which must be dis- 
closed before the Office. When the inventor and the 
investor find that the attorney intends to disclose this 
prior art as soon as he is engaged as their attorney, 
the inventor and the investor tell the attorney that 
they would rather engage the services of some other 
patent attorney, and that they will not tell the second 
attorney of the po art. 

Comment: As I would interpret §10.85 (b), the first 

patent attorney would be obliged to inform the Office 

of the relevant prior art. The first patent attorney 
would likely have the serial number and filing date of 
the application, and it would ap to me that the 
patent attorney would have to disclose not only the 
prior art, but also disclose the intent of the inventor 
and the investor not to disclose the same. This is pret- 
ty harsh treatment, and I can see where the inventor 
and vant investor would have some very hard feelings 
against the patent attorney. 
The PTO that under the circumstances of Exam- 
ple 1, a “client . . . might not understand the attorney’s 
duty ‘of disclosure . . .” Likewise, the PTO can under- 
stand “where the inventor and the investor [in Example 
2] would have some very hard feelings against the pa- 
tent attorney.” Nevertheless, the commentator has cor- 
rectly noted in each case that the practitioner is required 
to advise the PTO. The practitioner’s obligation under 
§10.85(b) has not been henge by the rules and is —, 
dated by Kingsland v. Dorsey, 338 U.S. 318 (1949). See 
also Nahstoll, The Lawyer's Allegiance: Priorities Regard- 
. > Confidentiality, 41: Wash. & Lee L. Rev. 421 (1984). 
A comment was received which suggested that §10.85 
be amended to indicate that it pertains only to matters 
before the PTO. The suggestion is not being adopted in 
view of the second sentence of §10.1. 
Two comments were received which suggested that 
10.87(a) could be construed to prohibit a practitioner 
recommending that a client meet with an opposing 
party for settlement discussions. Both comments 
suggested that §10.87(a) be amended to a 
tioner to recommend that a client ——— in lement 
discussions directly with an o party. The sugges- 
tion is being ad at @ folowing. ‘sentence has 
agin oe Pa sa mt impor a 
lor a practitioner to a client to meet with an 
opposing party for settlement di 

A suggestion was made that §10.87 be amended to in- 
dicate that it pertains only to matters before the PTO. 
The suggestion is not being adopted in view of the sec- 
ond sentence of §10.1. 

One comment a pr that §10. 89%(c) (5) be “elimi- 
nated on the grounds of vagueness” because one cannot 
“be expected to ree ote with « 
customs of courtesy or 


Another comment discussing §10.89 asked “since 
when must counsel cite to the Examiner in ex parte pro- 
ceedings cases known to be directly adverse to the posi- 
tion being advocated?” Counsel are expected to advise 
patent and trademark examiners of known controlling 
authority which is contrary to a position being advocat- 
ed. It is important for counsel to do so in ex parte cases 
because there is no advocate taking a position contrary to 
the position being taken by an applicant. See also South- 
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ern Pacific Transportation Co. v. Public Utilities Commis- 
pit of the State of Calif., 716 F.2d 1285, 1291 (9th Cir. 
1983). 

A commentator contended that §10.89(a) “makes no 
sense” because a decision of the PTO may have been 
overruled by the Federal Circuit. Section 10.89(a) is lim- 
ited to “a decision of the Office made in the course of a 

roceeding.” Practitioners are expected to follow inter- 
loetiory orders entered in PTO proceedings. Obviously 
if such an order is ultimately overruled or reversed by a 
court, it no longer need be followed. The same com- 
mentator suggested that §10.89(c) (3) is not appropriate. 
Specifically, the commentator indicated that practitio- 
ners often rely on the specification of a patent applica- 
tion and prior art. The specification and prior art are ev- 
idence, not the “practitioner’s personal knowledge.” 

One commentator suggested that §§10.92 and 10.93 be 
amended to indicate that they relate solely to matters 
before the PTO. This suggestion is pot being adopted in 
view of the second sentence of §10.1 

A commentator at the hearing suggested that §10.93 
be changed to permit practitioners to discuss procedural 
matters with interlocutory examiners or members of the 
Board of Patent Interferences or the Trademark Trial 
and Appeal Board. In view of Public Law 98-622, No- 
vember 8, 1984, the Board of Patent Interferences will 
cease to exist on February 8, 1985. All patent interfer- 
ence cases will be transfered to the Board of Patent Ap- 

and Interferences and will be assigned to an exam- 
iner-in-chief. Practitioners may consult an examiner-in- 
chief orally upon adequate notice to opposing counsel. 
A telephone conference call may be arranged when op- 
posing oe counsel desires to participate in the oral consulta- 
¢ same is true of the interlocutory examiners or 
ssumtlecs of the Trdomatt Tviel and Apposl Bowe. 
Questions of a purely procedural nature may be asked. 
However, an examiner-in-chief or the interlocutory ex- 
aminer or member of the Trademark Trial and Appeal 
Board may nevertheless decline to answer procedural 
questions without opposin, opposing counsel being present or in- 
volved in a conference 

One commentator suggested that §§10.101, 10.102, 
10.103, and 10.111 be amended to indicate that they re- 
fer only to proceedings in the PTO. The suggestion is 
eee et 

One comment suggested that practitioners residing in 
the United States should be able to maintain trust funds 

in a bank in any State. This suggestion is being adopted 
pe §10.112(a) been changed to implement the sug- 

estion. However, if a State bar funds to be 
in a bank within the State, a practitioner would be 
prio gto funds in a bank in the State in order to 
comply with State rules. Another comment suggested 
that P sto. 112(c(2) is not practical. According to the 
commentator, “invention samples and invention disclo- 
sures and drawings usually are the client’s property, but 
them in a safe deposit box is totally impracti- 

cal. commentator overlooks that portion of 
§10.112(c)(2) which reads “in a safe deposit box or other 
place of safekeeping . . . .” A client may consent to a 
practitioner keeping invention samples, invention disclo- 
sures, and drawings in the practitioner's office. The 
practitioner, of course, should see to it that the office is 
maintained with security. 
at the hearing that §10.112 is 


An individual t 

nto the individual, {I think the rales 
Sees tens ah meme ibid Gee cok 
ent, whether it’s called a retainer, pre-payment, or what- 
ever . . . that money has to be put into a trust fund or a 
trust account . . . and that you can’t take the money out 
and spend it until you have performed the services and 
sent a bill to the client that says X dollars has come out 

your trust account in payment of Y services.” 
believes that § §10.112{0)2) specifies “that you can 
money t it until you have 
the er ald §10. 112(eX3 specifies 
ust send “a bill to the client.” Accordingly, 


the 
lormed 

you m 
change to §10.112 is necessary. 
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One commentator testified at the hearing that the 
PTO rules do not address “those individuals who, due 
to a mental or physical defect, are not able to bring 
themselves in conformity with the rules of conduct... .” 
On the contrary, §10.130 specifies that any practitioner 
shown to be “incompetent” may be suspended or exclud- 
ed. The commentator at the hearing referred to an indi- 
ae enkne Ss aneneey tena oe eens ee 
pe le of representing people before the . 

me po ear 32) and the rules address 
such an individual Peg pe: ag here dha 


PTO has deine’ ¢ to we whey ery 
Manson, H 2 apt th Help (But Won’ Ask 


for Iti), 25 ve Bar New News 27 (June 1977). See 49 F. 
10017, column 1 (Mar. 16, 1984), If an individual is sus. 
Rote due to a drinking problem, reinstatement (see 
i iGip-aney to-candiiiesed oma dies eat comsdames 
that the drinking problem has been overcome. 
One individual testified at the that a “statute 
of limitations” should be inserted in §10.131. This sug- 
gestion is not being adopted. As the individual noted 
} testimony, statues of limitations do not apply in 


proceedings. 
wagon was received that §10.132 be changed to 
provide that: 

No “disposition adverse to the t shall be 
recommended by the Director until the respondent 
— have team afforded the opportunity to be 

This suggestion is not being se ome ae Section 10.132(a) 

r shall com- 

ply with 5 U.S.C. 558(c) prior to ames a meeting of 

the Committee on Discipline. The relevant portion of 5 
U.S.C. 558(c) provides: 

Except in cases of willfulness or those in which 


tion of agency proceedings therefor, the license has 
been given; 
(1) notice by the agency in writing of the facts or 
conduct which may warrant the action; and 
(2) opportunity to demonstrate or achieve compli- 
ee 
a a notice under §588(c) will be issued 
pe the Director takes a case to the Com- 
mittee on Discipline. Any reply to the — (c) notice 
will be reviewed by the Director and the Committee on 
Discipline prior to deciding whether a complaint should 


be filed. 
Another suggestion was received which indicated that 
§10.132(c) should be changed so that the “accused prac- 
titioner . fy ne it to select an adminis- 
trative law judge from a such judges, such _ 
sf oa two aw di 
No rationale was given 


y comment or sug 
se 'S 10. 132(0) nad 10.134” in the 
fob ern has been 
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pan ee SONS enna 
fine the conditions under which a practitioner may re- 
sign prior to the date set by the ALJ for a hearing. Ex- 
perience has shown that practitioners do not readily 
resign prior to hearing if they are required to admit the 
charges against them and/or are required to admit that 
they could not have been defended against the charges 
or the subject of an investigation. Paragraph (c) does 
not require a practitioner to admit the charges or any 
lack of defense at the time of resignation. Rather, under 
§10.133(c)(5), any admission is ive at the time of a 


— a resignation without admission of the facts and a 
of defense. The admissions of paragraph (c)(5) are 
relevant in determining whether reinstatement should be 
granted and whether sufficient time has passed between 
resignation and any application for reinstatement. 


that there be some avenue so that 
Gein deeemnen hetien Uikimaaaah onaik monet 
the respondent and the Director. This suggestion is not 


bitration in 
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succeptable to a precise definition. The PTO, therefore, 
deems it appropriate to set forth its views on what con- 

stitutes “clear and convincing evidence.” “Clear and 
convincing evidence” falls somewhere between proof 
beyond a reasonable doubt and proof by a preponder- 
ance of evidence. 

A reasonable doubt is a doubt based upon reason and 
common sense—the kind of doubt that would make a 
reasonable person hesitate to act. Proof beyond a reason- 
able doubt must, therefore, be proof of such a convinc- 
ing character that a person would be willing to rely and 
act upon it unhesitatingly in the most important of his or 
her affairs. Devitt, Federal Jury Practice and Instructions 
§11.01 (2d ed. 1970). 

To establish a fact by a preponderance of evidence 
means to prove that fact is more likely so than not so. A 
) of evidence means such evidence as, 
when considered and compared with that opposed to it, 
has more convincing force, and produces in the mind of 
the trier of fact a belief that what is sought to be roved 
is more likely true than not true. Devitt, supra at §7.01. 

Clear and convincing evidence is that measure or de- 
gree of proof which will produce in the mind of the tri- 
er of fact a firm belief or conviction as to an —_ 
sought to be established; it is more than a prepo: 
of evidence, but less than that required to om gu 
beyond a reasonable doubt. Hobson v. Eaton, 399 F.2d 
781 (6th Cir. 1968). It does not mean clear and unequiv- 
ocal.” Fred C. Walker Agency, Inc. v. Lucas, 215 Va. 
535, 540-541, 211 S.E.2d 88, 92 (1975). 

Several comments were received which suggested 
that §10.150 be changed to make the Federal Rules of 
Evidence applicable to disciplinary a nme The 
suggestion is not being adopted. The PTO has explained, 
in both the advance notice (49 F.R. 10020, column 2) 
and the notice of proposed rulemaking (49 F.R. 338001, 
columns 1 and 2) why it cannot adopt the Federal Rules 
of Evidence in disciplinary cases. The “Federal Rules of 
Evidence . . . do not apply to administrative proceedings 

eg Davis, Administrative Law Treatise, §14.01 (Supp. 
1970). The controlling law is set out in 5 U.S.C. 556(d) 
which provides in part: “Any oral or documentary evi- 
dence may be received, but the agency as a matter of 
policy shall provide for the exclusion of irrelevant, im- 
material, or unduly repetitious evidence. A sanction may 
not be im or rule or order issued except on consid- 
eration of the whole record or those parts thereof cited 
by a party and supported by and in accordance with the 
reliable, probative, and substantial evidence.” It 
to be the concern of some of the comments that the Ad- 
ministrative Procedure Act does not articulate an appro- 
priate standard of evidence and that hearsay may be ad- 
mitted. Suffice it to say that many adjudications occur 
daily under the Administrative Procedure Act, including 
disciplinary proceedings. The following language 

in an oj of the Eleventh Circuit in TR 
United Greenfield Division v. National Labor Relations 
eee 716 F.2d 1391, 1394 (lith Cir. 1983), may be 

Pp 

At the hearing the ALJ refused to allow five addi- 
tional — to testify that other employees 
told them that such a statement had been made. 
TRW contends it was denied a full and fair hearing 
by the exclusion of this testimony. The general rule 

is that administrative tribunals are not bound by the 
ssiéd Weled 0b -enddiende queeming:tuny tials. Grp 
Cotton Mills, Inc. v. Administrator of Wage & Hour 
Div., 312 U.S. 126, 155, 61 S.Ct. 524, 537, 85 L.Ed. 
624 (4971). Thus, the admission of testimony which 
would be deemed incompetent in judicial proceed- 
ings would not invalidate the administrative order. 
Tagg Bros. & Moorhead v. United States, 280 U.S. 
420, 442, 50 S.Ct. 220, 225, 74 L.Ed. 524 (1930). oe 


rumor does not constitute substantial evidence. Con- 
solidated Edison Co. v. N.L.R.B., 905 U.S. 197, 230, 
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59 S.Ct. 206, 217, 83 L.Ed. 126 (1938). Therefore, 
the hearsay testimony of other employees would 
not have amounted to substantial evidence sufficient 
to support a ing for the company. We find that 
TRW was not denied a full and fair hearing by the 
judge’s refusal to admit hearsay testimony. 
See also Steadman v. Securities and Exchange Commis- 
sion, 450 U.S. 91, 98 n. 17 (1981); Richardson v. Perales, 
402 U.S. 389, 410-411 (1971); Brown v. Gamage, 377 
F.2d 154, 158 (D.C.Cir.), cert. denied, 389 US. 858 
(1967); Annotation, Hearsay Evidence In Proceedings Be- 
fore Federal Administrative Agencies, 6 ALR Fed 76 
(1971); and Davis, Hearsay in Administrative Proceedings, 
32 Geo. Wash. L. Rev. 689 (1964). 

A ome was received that §10.151 be changed to 
make deposition rules of the Federal Rules of Civil 
Procedure applicable to disciplinary proceedings. This 
suggestion is not being adopted. The discovery provi- 
sions of the Federal Rules of Civil Procedure are not be- 
ing adopted by the PTO in disciplinary cases. Except 
for discovery which the parties agree to make voluntari- 
ly, all discovery under these rules will require the prior 
permission of the ALJ. This prior permission is designed 
to insure that the ALJ retains control over the proceed- 
ing. By a wee prior approval of the ALJ to take a 
deposition, the rules insure that the deposition will relate 
to evidence the ALJ deems to be relevant and will af- 
ford the ALJ the option of determining whether he or 
she wishes to observe the witness. 

Several comments were received which suggested 
that §10.152 be changed to permit more discovery. 
Some commentators ur, — adoption of the discovery 
provisions of the Federal Rules of Civil Procedure relat- 
ing to requests for admissions, interrogatories, and re- 
quests for production of documents. Other commenta- 
tors felt that the discovery proposed in the notice of 
proposed rulemaking was not sufficient and that more 
discovery should be authorized. These latter commenta- 
tors, however, did not urge adoption of the discovery 
provisions of the Federal ules of Civil Procedure. As 


are not in the nature of 


the Federal Rules of Civil Procedure is probably 
not needed or desirable. 

The PTO agrees that more discovery is appropriate 
than would have been authorized under §10.152 as pro- 
posed. The PTO does not agree, however, that discov- 
ery should be commensurate in scope with the discovery 
provisions of the Federal Rules of Civil Procedure. 

One commentator at the hearing who urged adoption 
— discovery provisions of the Federal Rules of cvs 


ry—. : 
979 Ae er remarks made by Judge Pollack at 
the Fifth Circuit Judicial Conference on April 26, 1978 
at New Orleans). The same commentator at the hearing 
ee eae 


of a case and monitors a case very actively, no dis- 
cebwiheipnageneye they will be 


i \ dena eau discovery 
which the PTO believes will be effective. The scope of 
the discovery, however, will not be commensurate in 
scope with the Federal Rules of Civil Procedure. 

Paragraph (a) of §10.152 will permit limited discovery 
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after an answer is filed. Discovery is not authorized pri- 
or to the filing of an answer. A party seeking discovery 
will have to make out a clear and convincing case to the 
ALJ that discovery is necessary and relevant. If discov- 
ery is authorized, the ALJ may set conditions he or she 
deems eqocensete to accomplish the discovery. For ex- 
ample, the ALJ may set the place and time for inspec- 
tion of documents which are required to be produced or 
the ALJ can order a party to mail copies of the docu- 
ments to the other party. Under paragraph (a) of 
§10.152, discovery is limited to a reasonable number of 
requests for admissions, interrogatories, or requests for 
production of documents and things. Consideration was 
given to setting numerical maximums for requests for 
admission, interrogatories and requests for production of 
documents and things. See e.g., Local Rule 11.1 of the 
U.S. District Court for the Eastern District of Virginia. 
However, numerical maximums are not presently speci- 
fied. Should discovery become a problem, the PTO will 
give further consideration to limiting the number of dis- 
covery requests which a party may file. 

Paragraph (b) of §10.152 specified certain matters 
which cannot be discovered. Matter which will be used 
by another party solely for im hment or cross-exami- 
nation cannot be discovered. uments which will be 
used as part of the Director’ 's case-in-chief or the respon- 
dent’s case-in-rebuttal or affirmative defenses are subject 
to discovery. Patent Toe not available to a re- 
spondent under 35 U.S.C. §122 are not subject to dis- 
covery. Matter relating to disciplinary proceedings com- 
menced prior to the effective date of these rules is not 
available. For the most part, the reasons for a particular 
length of suspension or disbarment have not been stated 
= the ce ar Accordingly, disciplinary proceedings com- 

rior to these rules are not icularly relevant. 
Poole v. United States, 54 A.F.T.R. 2d (P-H) 84—- 
3536 (D.D.C. June 29, 1984). Prior disciplinary proceed- 
ings which resulted in public discipline being im 
will continue to be available in the Office of the 
tor of Enrollment and Discipline. Respondents will con- 
tinue to be free to inspect the files of those proceedings. 
Matters relating to experts, except as may be required 
by the ALJ under §10.152(e), likewise are not subject to 
discovery. Privileged matter and attorney work product 
are excluded from matter which can be discovered. 

Paragraph (c) sets forth some factors the ALJ can 
consider in determining whether to authorize discovery 
or to limit discovery Svhich is authorized. The factors 
include delay (which is a major consideration in disci- 
plinary matters), burden on the party required to pro- 
duce discovery, availability of the discovery sought to 
the public (in which case, discovery may not be neces- 
sary), the extent to which the matter sought to be dis- 
covered is equally available to both parties, and the ex- 
— to which discovery is available from another 


"hace (d) of §10.152 eee py desiring dis- 
covery to file a motion which explains, in detail, how 
each request is relevant to an issue raised in the com- 
plaint or the answer. 

Paragraph (e) of §10.152 sets out matter which the 
ALJ can require a party to produce in a pre- 
statement. Subparagraph (4) states the matter the A 
can require disclosed related to experts. 

The PTO has every reason to believe that the discov- 
ery authorized by §10.152 will be useful and that suffi- 
cient authority has been given to the ALJ to effectively 
control discovery and ent abuses. The PTO intends 

Pe ee ee 
sider amending these rules if abuses occu 

One comment suggested that §10.154(b) be modified 
Fs hans “any extenuating circumstances” as a matter 

in imposing a penalty. This suggestion 

is oo adopted. Another that 
§10.154° should address * ‘probation. 

a Nevertheless, the PTO has authority 

to place a practitioner on probation for all or a portion 

pA. and to revoke the probation upon a 

wing of a violation. See In re Dula, 1030 Official Ga- 
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— 20 (May 17, 1983). 

One comment es that §10.155 be modified to 
specify that the Director sh serve a copy of any ap- 
peal “on the respondent or on the attorney for respon- 
dent.” This su is not being adopted. However, 
in view of the suggestion the language “on the respon- 
dent” (both occurrences) in §10.155(a) is being deleted. 
Section 10.142(a) specifies how service is made on a re- 
spondent who is represented by an attorney 

A suggestion was received that §10. 157 be modified to 
provide that a stay would be entered in every case 
where a respondent seeks judicial review of a decision 
of the Commissioner. This suggestion was rejected at 
the time the notice of proposed rulemaking was 
| soe (49 F.R. 33802) and is not being adopted. 

ere are cases where a stay is not appropriate, e.g., 
when the disbarred practitioner is incarcerated. There 
are other times when a stay may be appropriate. Ac- 
en rahe arate oe 


Several comments were received discussing §10.158. 
Some commentators suggested that §10.158 was “too le- 
nient” and another suggested that it was “too hard” on 
suspended and excluded practitioners. Section 10.158 is 
designed to advise suspended practitioners as to what 
they can and cannot do during any period of suspension. 
The PTO believes that §10.158 a reasonable bal- 
ance in a difficult area. See the discussion concerning 
§10.158 in the advance notice (49 F.R. 10021, columns 2 
and 3). One comment suggested that §10.158 should be 
made applicable to corporations. This suggestion is be- 
ing adopted by a seg changes in §10.158(c) to re- 
fer to client-emp Another comment suggested 
that §10. 158(b)(1) po (2) be changed to refer to matters 
before the PTO. This suggestion is also being adopted. 

An oral comment was received asking whether the 
Director could conduct an investigation in connection 
with a determination under $10. 158(d). The Director 
may conduct whatever investigation is warranted to de- 
termine whether a suspended or excluded practitioner 
seeking reinstatement has complied with regulations re- 
lating to suspended and excluded practitioners. 

A comment was received regarding §10. rititg Fis bio 
suggested that the Director notify the American Bar 
sociation National Discipline Data Bank when a ma 
tioner is suspended or excluded. This sae is not 
being adopted as such. However, $10.159(a) has been 
cheaead to authorize the Director to notify “any appro- 
priate bar association.” The PTO is not inclined to men- 
tion any particular bar association by name in the rules. 
It will be the practice of the PTO to notify the National 
Discipline Data Bank, among others, when a practitio- 
ner is disciplined. Another comment suggested that the 
entire file of a disciplinary g should not be 
open to the public when only some, but not all, oa 
are sustained. This su 
most disciplinary matters, it would be hi 
nient to the relevant from 
Moreover, once discipline is imposed, the principal fa- 
tionale for keeping the file secret no longer exists. The 
disciplined practitioner will suffer whatever public 
embarassment results from discipline apart from whether 
part or all of the file is open to the public. 

With respect to Lege one commentator suggested 
that the burden on the suspended or excluded practitio- 
ner for reinstatment be stated in the rules. This su 
— is being adopted and a “clear and convincin; 

” requirement has been 
10 149 sets out the burden 


r 
Poishdxly 2 is b 
One we cn: A Rh 
§10. 160(b) should be 
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ee, Se anes Geena 
must be specified and there is no reason to change the 
5-year period proposed. A commentator suggested that a 
practitioner suspended for less than six months should 
“automatically” be reinstated. This suggestion is not be- 
ing adopted, because the Director, as a condition to any 
reinstatement, must find that the sus practitioner 
complied with  §10.158. An commentator 
questioned whether the rules should seovide for applica- 
tion for reinstatement during a period of probation. The 
PTO believes the rules need not make provision for ap- 
pam ie reinstatement during probation. For exam- 
itioner is suspended for a period of three 
it is ordered that the practitioner be actually 
Gevuitind tneseb Ase enn’ sent and: tun -thovintitne 
years the practitioner be placed on probation, the practi- 
tioner would be able to apply for reinstatement after 
serving one year of the three year suspension. 

The PTO with the following comment con- 
cerning$10.161(b). “This clause is ex ae facto legisla- 
tion as it seeks retroactively an increase of penalties re- 

conduct which occurred prior to the 
legislation.” No legislation is involved. stction 10.161(b) 
does not “increase penalties.” 


Table 1 
Principal Source of Sections 10.2 through 10.19 


35 USC 31; Sperry v. Florida, 373 
US. 379, 402 (1963) 

35 USC 25; 28 USC 1746 

5 USC 500(b) 


1 USC 1 

35 USC 100(c) 

New 

New, but see 37 CFR 1.341(i) (1983) 
New, but see 37 CFR 1.348(a) (1983) 


New, but see 37 CFR 1.341(i) (1983) 
BES CFR 1.341(i) (1983) 


New, but see 37 CFR 1.348(a) (1983) 


ecw 

37 CFR 1.341 (1983) 

37 CFR 1.341(a) (1983) 
37 CFR 1.341(b) (1983) 
37 CFR 1.341(e) (1983) 
37 CFR 1.341(6) (1983) 
37 CFR 1.341(g) (1983) 
37 CFR 1.341(c) (1983) 


37 CER 1.34 341(h) (1983) 
37 CFR 1.342 (1983) 


New 

37 CFR 1.343 (1983) 

37 CFR 1.347 (1983) 
reserved) 

reserved 

ee oe ae 


(1983) 

35 USC 32; 5 USC 500(d) (2); 37 
CFR 1. 343 (1983); and 37 CFR 
2.12(f) (1983) 

reserved 


Sec. 
10.1 (preamble) 
10.1 


10.10 
10.11 
10.12 
10.13 
10.14 


10.15 


10.16 
10.17 reserved 
10.18(a) 37 CFR 1.346 (1983) and 37 CFR 


2.15 (1983), see also Rule 11, 


FRCP 
35 USC 32 & Rule 11, FRCP 
[reserved] 


10.18(b) 
10.19 


Table 2 
Principle Source of Sections of 10.20 through 10.112, the 
PTO Code of Professional Responsibility 


Abbreviations: 

FRCP means Federal Rules of Civil Procedure 

MCPR means Model Code of Professional Responsi- 
bility of the ABA (1980) 
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MRPC means Model Rules of Professional Conduct 
of the ABA (1983) 
VCPR means the Virginia Code of Professional Re- 


sponsibility (1984) 


Sec. 

10.20 
10.21 
10.22 


10.23(a) 

10.23(b) (1) 
10.23(b) (2)+(6) 
10.23(c) (1)}-(14) 
10.23(c) (15) 
—— (16)}- 


(18) 
10.23(d) 


Preamble to MCPR (1980) 

MCPR Canon | (1980) 

MCPR DR 1-101 (1980) 

35 U.S.C. 32 

35 U.S.C. 32 and MCPR DR 1- 

102(A) (1) (1980) 

MCPR DR 1-102(A) (2)-(6) (1980) 

ted 


PTO crea 
Rule 11, FRCP 


PTO created 
U.S. v. Beecroft, 608 F.2d 753 (9th 


Cir. 1979) 

10.24 MCPR 1-103 (1980) 

10.25 through 
10.29 (reserved) 

10.30 MCPR Canon 2 (1980) 

10.31(a) 35 U.S.C. 32 

10.31(b) 5 U.S.C. 501 

10.31(c) 37 CFR 1.345(c) (1983) 

10.31(d) Newly created 

10.32 MRPC Rule 7.2 (1983) 

10.33 MRPC Rule 7.3 (1983) 

10.34 MRPC Rule 7.4 (1983) 

10.35(a) 5 U.S.C. 501 and MRPC Rule 7.5 
(1983) 

MRPC Rule 7.5 (1983) 

MCPR DR 2-106 (1980) 

MCPR DR 2-107 (1980) 

MCPR DR 2-108 (1980) 

MCPR DR 2-109 (1980) 

MCPR DR 2-110 (1980) 

10.41 through 
10.45 (reserved) 

10.46 MCPR Canon 3 (1980) 

10.47(a), (c) MCPR DR 3-101 (1980) 

0.47(b) New (but see e.g., Crawford v. State 
Bar of California, 7 Cai. Rptr. 746, 
355 P.2d 490 (Cal. 1960)) 

MCPR DR 3-102 (1980) 
MCPR DR 3-103 (1980) 


(reserved) 
MCPR Canon 4 (1980) 
MCPR DR 4-101 (1980) 


(reserved) 

MCPR Canon 5 (1980) 
MCPR DR 5-101 (1980) 
MCPR DR 5-102 (1980) 
MCPR DR 5-103 (1980) 
MCPR DR 5-104 (1980) 
MCPR DR 5-105 (1980) 
MCPR DR 5-106 (1980) 
MCPR DR 5-107 (1980) 


(reserved) 

MCPR Canon 6 (1980) 
MCPR DR 6-101 (1980) 
MCPR DR 6-102 (1980) 


(reserved) 

MCPR Canon 7 (1980) 
MCPR DR 7-101 (1980) 
MCPR DR 7-102 (1980) 


(reserved) 
MCPR DR 7-104 (1980) 
MCPR DR 7-105 (1980) 
MCPR DR 7-106 (1980) 
(reserved 


(reserved) 
MCPR DR 7-109 (1980) 
VCPR DR 7-109 (1984) 
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10.99 
10.100 
10.101(a) 
10.101(b) 


(reserved) 

MCPR Canon 8 (1980) 

MCPR DR 8-101 (1980) 

37 CFR 1.341(f) (1983) and 41 Cp. 
Att’y Gen. 21 (1949), reprinted in 
1949 Dec. Comm’r Pat. 1 

MCPR DR 8-102 (1980) 

MCPR DR 8-103 (1980) 


10.102 


(reserved) 

MCPR Canon 9 (1980) 
MCPR DR 9-101 (1980) 
MCPR DR 9-102 (1980) 


Table 3 
Principal Source of Sections 10.130 through 10.161 


Section Source 

10.130 35. U.S.C. 32 

10.131(a) New, but see 37 CFR 1.348(a) 
10.131(b) MCPR DR 1-103 (1980) 
10.131(c) New 

10.132(a), (c) New 

10.132(b) ~~ see 37 CFR 1.348(b) 


(1983) 

10.133 New 

10.134 37 CFR 1.348(b) (1983) 
10.135(a) (1) New 

10.135(a) (2) 37 CFR 1.348(b) (1983) 
10.135(a) (3) New 

10.135(b) New 

New 

5 USC S00(f) 

37 CFR 1.348(c) (1983) 
New 


37 CFR 1.348(c) (1983) 
37 CFR 1.348(c) (1983) 


New 
37 CFR 1.348(c) (1983) 
New 


5 USC 3105 
5 USC 556(c) 
New 


New 


New 
5 USC 500(b) 
New 


10.146-10.148 
10.149 
10.150(a) 
10.150(b) 
10.150(c) 
10.150(d) 
10.150(e) 
10.151 

10.152 


10.153 
10.154 
10.155 
10.156 
10.157 


10.158 
10.159 
10.160 
10.161 
10.162-10. 169 
10.170 


USC 556(d) 
37 CFR 1.348 (d) (3) (1983) 
New 
New 


New 
37 CFR 1.348(d) (3) (1983) 
New, see Silverman v. C. 
F.2d 28 (7th Cir. 1977) 
New, but see 5 USC 557(c) 
See 5 USC 557(b) and 35 USC 32 
New 


New 
35 USC 32, Local Rule 1-26 


eserved] 
New, but see 37 CFR 1.183 


Other Considerations: The rules will not have a signifi- 
cant impact on the quality of the human environment or 
the conservation of energy resources. 

The rules are in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354) and Ex- 
ecutive Order 12291. 
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The General Counsel of the Department of Com- 
merce ben cartifind 00 tas tela bcten fh Administration 
that the rules will not have a significant adverse eco- 
nomic impact on a substantial number of small entities 
(Regulatory Flexibility Act, Pub. L. 96-354). The rules 
regulate the conduct of attorneys and agents who repre- 
sent individuals and juristic entities before the Patent 
and Trademark Office and would not be expected to re- 
sult in an increase of fees charged by attorneys and 
agents to entities, including small entities. 

The Patent and Trademark Office has determined that 
the rules are not a major rule under Executive Order 
12291. The annual effect on the economy will be less 
than $100 million. There will be no major increase in 
costs or prices for consumers, individual industries, fed- 
eral, state, or local government agencies, or g hic 
regions. There will be no significant adverse effects on 
competition, employment, investment, productivity, in- 
novation, or on the ability of the United States-based en- 
terprises to compete with foreign-based enterprises in 
domestic or export markets. 

The information reporting requirements contained in 
the. raien Divs Ween tadoaved tas tae Gtlies of Melee 
ment and Bud OMB Control No. 0651-0012 and 
OMB Control No. 0651-0017. 


List of Subjects in 37 CFR Parts 1, 2 and 10. 


Administrative practice and procedure, Authority delega- 
tions, Conflict of interests, Courts, Inventions and patents, 
Trademarks, Lawyers. 


For the reasons given in the preamble and under the 
authority — to the Commissioner of Patents and 
Trademarks by 5 U.S.C. 500; 15 U.S.C. 1123; and 35 
U.S.C. 6, 31, 32, and 41, Parts 1, 2, and 10 of Title 37 of 
the Code of Federal Ri egulations are as set 
forth below: 


Part 1—Rules of Practice in Patent Cases 


1. Section 1.8 is amended by adding to 2 mae? (a) 
(12) a new subparagraph (xiii) to read as fo 


§1.8 Certificate of mailing. 
( ses 
(2) ses 
(xiii) Papers filed in connection with a disciplinary 
proceeding under Part 10 of this por 


2. Section 1.21 is amended by see oO 
two new subparagraphs (5) and Ow to oad follows: 


§1.21 Miscellaneous fees and charges. 


(a)*** 
(5) For review of a decision of the Director of En- 
rollment and Discipline under §10.2(c) 60.00 
(6) For requesting regrading of an examination un- 
der §10.7(c) 60.00 


se¢e2e08 
3. Section 1.31 is revised to read as follows: 


ee ee 
ney or agent. 


An applicant for patent may file and prosecute his or 
her own case, or he or she may be represented by a reg- 
istered attorney, registered agent, or other individual au- 
thorized to practice before the Patent and Trademark 
Office in patent cases. See §§10.6 and 10.9 of this 
Subchapter. The Patent and Trademark Office 


3 i para- 
(c) “1.341 and 1.347” and inserting in its place 
“10.5 and 10.11”. 
5. Section 1.34 is amended by revising paragraph (a) 
as follows: 
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§1.34 Recognition for representation. 


(a) When a registered attorney or agent acting in a 
representative capacity appears in person or signs a pa- 
in practice before the Patent and Trademark Office 
in a patent case, his or her personal ce or signa- 
ture shall constitute a representation to the Patent and 
Trademark Office that under the provisions of this 
Subchapter and the law, he or she is authorized to 
resent the particular party in whose behalf he or she 
acts. In filing such a paper, the registered attorney or 
agent should specify his or her registration number with 
his or her signature. Further proof of authority to act in 
a representative capacity may be required. 


see 


6. Section 1.56 is amended by removing from para- 
to onl (f) and (h) “1.346” and inserting in its place 
7. The center heading preceding §1.341 is removed. 

8. Sections 1.341 through 1.348 are removed. 

9. Section 1.455 is amended by removing from para- 
graph (a) “1.341” and inserting in its place “10.10”. 

Part 2—Rules of Practice in Trademark Cases 

10. Section 2.11 is revised to read as follows: 


§2.11 Applicants may be represented by an attorney. 


The owner of a trademark may file and prosecute his 
or her own application for registration of such trade- 
mark, or he or she may be represented by an attorney or 
other individual authorized to practice in trademark 


cases under §10.14 of this Subchapter. The Patent and 
Trademark Office cannot aid in the selection of an attor- 
ney or other a pre eon 

11. Sections 2. 


12 through 2.16 are removed. 
12. Section 2.17 is amended by revising paragraph (a) 
as follows: 


§2.17 Recognition for representation. 


(a) When an attorney as defined in §10.1(c) of this 
Subchapter acting in a representative capacity appears in 
ers or signs a paper in practice before the Patent and 

rademark Office in a trademark case, his or her per- 
sonal appearance or signature shall constitute a represen- 
tation to the Patent and Trademark Office that, under 
the provisions of §10.14 and the law he or she is autho- 
rized to represent the particular party in whose behalf 
he or she acts. Further proof of authority to act in a 
representative capacity may be required. 


see 


13. Section 2.19 is revised to read as follows: 


§2.19 Revocation of power of attorney or of other authori- 
zation to represent, withdrawal. 


(a) Authority to represent an applicant or a party to a 
proceeding may be revoked at any e in the proceed- 
ings of a case upon notification to the Commissioner; 
and when it is so revoked, the Office will communicate 
directly with the applicant or party to the proceeding or 
with such other qualified person as may be authorized. 
The Patent and Trademark Office will notify the person 
affected of the revocation of his or her authorization. 

(b) An individual authorized to represent an applicant 
or party in a case may withdraw upon appli- 
cation to and approval by the Commissioner. 

14. The following Part 10 is added: 


Part 10—Representation of others before the Patent and 
Trademark Office 


Sec. 
10.1 


; Definitions 
10.2 


Director of Enrollment and Disci- 
pline 
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10.3 Committee on Enrollment 
10.4 Committee on Discipline 


Individuals Entitled to Practice Before the Patent and 
Trademark Office 


Register of attorneys and agents in 
patent cases 
Registration of attorneys and agents 
Requirements for registration 
Oath and registration fee 
Limited recognition in patent cases 
Individuals not registered or recog- 
nized to practice in patent cases 
Removing names from the register 
[reserved 
Individuals who may practice before 
the Office in trademark and other 
non-patent cases 
R to recognize a practitioner 
10.16-10.17 [reserved] 
10.18 Signature and certificate of practitio- 
ner 
10.19 [reserved] 
Patent and Trademark Office Code of Professional 
Responsibility 


Canons and Disciplinary Rules 
Canon 1 


Maintaining integrity and compe- 
tence of the legal profession 

Misconduct 

Disclosure of information to authori- 


10.20 
10.21 
10.22 


10.23 
10.24 


10.25-10.29 
10.30 
10.31 


10.32 
10.33 


10.34 
10.35 
10.36 
10.37 
10.38 


10.39 


10.40 
10.41-10.45 
10.46 
10.47 
10.48 
10.49 


10.50-10.55 
10.56 


ties 

[reserved] 

Canon 2 

Communications concerning a 
practitioner’s services 

Advertising 

Direct contact with prospective cli- 
ents 

Communication of fields of practice 

Firm names and letterheads 

Fees for services 

Division of fees among practitioners 

Agreements restricting the practice 
of a practitioner 

Acceptance of employment 

Withdrawal from employment 

[reserved] 

Canon 3 

Aiding unauthorized practice of law 

Sharing legal fees 

Forming a partnership with a non- 
practitioner 

[reserved] 

Canon 4 

10.57 Preservation of confidences and se- 

crets of a client 

10.58-10.60 [reserved] 

10.61 Canon 5 

10.62 Refusing employment when the in- 
terest of the practitioner may im- 
pair the practitioner’s independent 
professional judgment 

Withdrawal when the practitioner 
becomes a witness 

Avoiding acquisition of interest in 
— or proceeding before the 


Limiting business relations with a 

client 

Refusing to accept or continue em- 
ployment if the interests of anoth- 
er client may base xe the indepen- 
dent professi judgment of the 
practitioner 


Settling similar claims of clients 
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10.68 
10.69-10.75 


Avoiding influence by others than 
the client 

[reserved] 

Canon 6 

Failing to act competently 

Limiting liability to client 

[reserved 

Canon 7 

Representing a client zealously 

Representing a client within the 
bounds of the law 

[reserved] 

Communicating with one of adverse 
interest 

Threatening criminal prosecution 

Conduct in proceedings 

[reserved] 

Contact with witnesses 

Contact with officials 

[reserved] 

Canon 8 

Action as a public ——e 

Statements concerning i 

Practitioner canbe for judicial of- 


ice 
[reserved] 

Canon 9 

Avoiding even the appearance of 
impropriety 

Preserving identity of funds and 


property of client 
[reserved] 


10.104-10.109 
10.110 
10.111 


10.112 
10.113-10.129 
Investigations and Disciplinary Procedures 


Reprimand, suspension or exclusion 

Investigations 

Initiating a disciplinary proceeding; 
reference to an administrative law 
judge 

Conference between Director and 
practitioner; resignation 

Complaint 

Service of complaint 

Answer to complaint 

Supplemental complaint 

Contested case 

Administrative law ae appoint- 
ment; responsibilities; review of in- 
terlocutory orders; stays 

Representative for Director or re- 
spondent 

Filing of 

pene fe) 


10.130 
10.131 
10.132 


10.133 


10.134 
10.135 
10.136 
10.137 
10.138 
10.139 


10.140 


10.141 
10.142 
10.143 
10.144 
10.145 


10.146-10.148 
10.149 
10.150 
10.151 
10.152 
10.153 


10.154 


Hearings 

Proof; variance; amendment of 
pleadin 

[reserved 

Burden of proof 

Evidence 


Discovery 

Proposed ~ ae and conclusions; 
post-hearing memorandum 

Initial decisions of administrative 


— of Commissioner’s final de- 


Suspended or excluded practitioner 
Notice of suspension or exclusion 
Petition for reinstatement 

10.161 Savings clause 

10.162-10.169 [reserved] 

10.170 Suspension of rules 

Authority: 5 U.S.C. 500: 15 U.S.C. 1123; 35 U.S.C. 6, 


31, 32, 41 
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Part 10—Representation of others before the Patent and 
Trademark Office 


§10.1 Definitions. 


This part governs solely the practice of patent, trade- 
mark, and other law before the Patent and Trademark 
poe Nothing in this part shall be construed to pre- 

t the authority of each State to regulate the practice 

of law, except to the extent necesary forthe Patent and 

lemark Office to accomplish its federal objectives. 

Unless oth otherwise clear from the context, the following 
definitions apply to this part: 

(a) “Affidavit” means affidavit, declaration under 35 
U.S.C. 25 (see §1.68 and §2.20 of this Subchapter), or 
statutory declaration under 28 U.S.C. 1746. 

(b) “Application” includes an application for a design, 
plant, or utility patent, an application to reissue any pa- 
tent, and an application to register a trademark. 

(c) “Attorney” or “lawyer” means an individual who 
is a member in good standing of the bar of any United 
States court or the highest court of any State. A “non- 
lawyer” is a who is not an attorney or lawyer. 

(d) “Canon” is defined in §10.20(a). 

(e) “Confidence” is defined in §10.57(a). 

(f) “Differing interests” include every interest that 
may adversely affect either the judgment or the loyalty 
of a practitioner to a client, whether it be a conflicting, 
inconsistent, diverse, or other interest. 

(g) “Director” means the Director of Enrollment and 
Discipline. 

) “Disciplinary Rule” is defined in §10.20(b). 

(i) “Employee of a tribunal” includes all employees of 
courts, the Office, and other adjudicatory bodies. 

j) “Giving information” within the meaning of 
§$10.23(c)(2) includes making (1) a written statement or 
representation or (2) an oral statement or representation. 

“) “Law firm” os 93 a professional legal corpora- 
tion or a partnershi 

(1) “Legal even, practitioner. 

(m) “Legal profession” fotedes the individuals who 
are lawfully engaged in practice of patent, trademark, 
and other law before the . 

(n) “Legal service” means any legal service which 
may lawfully be performed by a practitioner before the 


(o) “Legal System” includes the Office and courts and 
—— bodies which review matters on which the 


has acted. 

(p) “Office” means Patent and Trademark Office. 

(q) “Person” includes a corporation, an association, a 
trust, a partnership, and any other organization or legal 
entity. 

(s). “Practitioner” means (1) an attorney or agent reg- 
istered to practice before the Office in patent cases or 
(2) an individual authorized under 5 U.S.C. 500(b) or 
otherwise as provided by this Subchapter, to practice 
before the in trademark cases or other non-patent 
cases. A “ or excluded practitioner” is a prac- 
titioner who is or excluded under §10.156. A 
“non-practitioner” is an individual who is not a practi- 


tioner. 

(s) A “ before the Office” includes an ap- 
plication, a reexamination, a protest, a public use pro- 
ceeding, a patent interference, an inter partes trademark 
proceeding, or any other proceeding which is pending 
before the Office. 

(t) “Professional legal corporation” means a corpora- 
tion authorized by law to at meme law for profit. 

tenes = rg to practice be- 


ie defined i oom 34(a)(1). 
espondent t” is in 134(a 

(w) ” is defined in §10.57(a). 

(x) “Solicit” is defined in §10. 33. 

(y) “State” includes the District of Columbia, Puerto 
Rico, and other. federal territories and possessions. 

(z) “Tribunal” includes courts, the Office, and other 
adjudicatory bodies. 
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(aa) “United States” means the United States of 
America, its territories and possessions. 


§10.2 Director of Enrollment and Discipline. 


(a) gant The Commissioner shall appoint a 
Director of Enrollment and Discipline. In the event of 
Senedd Wieditenterihareteann-te aectheret 
the Director, the Commissioner may designate an em- 
ployee of the Office to serve as acting Director of En- 
roliment and Discipline. The Director and any acting 
Director shall be an active member in good standing of 
the bar of a State. 

(b) Duties. The Director shall: 

(1) Receive and act upon applications for re, 
tion, prepare and grade the examination provided for in 
§10.7(b), maintain the register provided for in §10.5, and 
perform such other duties in connection with enrollment 
and recognition of attorneys and agents as may be neces- 


istra- 


sary. 

(2) Conduct: sneienions into possible violations 

pF one sent of Disciplinary Rules, with the consent 

Committee on Discipline initiate disciplinary pro- 

ceedings under §10.132(b), and perform such other 

duties in connection with investigations and disciplinary 
proceedings as may be necessary. 

(c) Review of Director’s decision. Any final decision of 
the Director refusing to register an individual under 
$10.6, recognize an individual under §§10.9 or 10.14(c), 
or reinstate a suspended or excluded petitioner under 
§$10.160, may be reviewed by petition to the 
sioner sare wy gata of the fee set forth in §1. 21(a\(5). 
A petition filed more than 30 days after the date of the 
decision of the Director may be dismissed as untimely. 
Any petition shall contain (1) a statement of the facts in- 
volved and the points to be reviewed and (2) the action 
requested. Briefs or memoranda, if any, in ya of the 
petition shall accompany or be embodied The 
petition will be decided on the basis of the record made 
before the Director and no new evidence will be consid- 
ered by the Commissioner in deciding the petition. Cop- 
ies of documents already of record before the Director 
shall not be submitted with the petition. An oral hearing 
on the petition will not be granted except when consid- 
ered necessary by the Commissioner. 

(OMB Control No. 0651-0012). 


§10.3 Committee on Enrollment. 


(a) The Commissioner may establish a Committee on 
—" composed of one or more employees of the 


() The Committee on Enrollment shall, as necessary, 
advise the Director in connection with the Director’s 
duties under §10.2(b)(1). 


§10.4 Committee on Discipline. 


(a) The Commissioner shall appoint a Committee on 
Discipline. The Committee on Discipline shall consist of 
the at least three employees of the Office, none of 
whom reports directly or indirectly to the Director or 
the Solicitor. Each member of the Committee on Disci- 
ee eee ee 

tate. 

(b) The Committee on Discipline shall meet at the re- 
quest of the Director and after reviewing evidence pres- 
ented by the Director shall, by majority vote, determine 
whether there is probable cause to bring charges under 
§10.132 against a practitioner. When a ae are 
brought against a practitioner, no member of the Com 
mittee on Discipline, employee under the direction of 
the Director, or associate solicitor or assistant solicitor 
in the Office of the Solicitor shall participate in render- 
ing a decision on the charges. 

(c) No discovery shall be authorized of, and no mem- 
ber of the Committee on Discipline shall be required to 
testify about, deliberations of the Committee on Disci- 
pline. 
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Individuals Entitled to Practice 
Before the Patent and Trademark Office 


§10.5 Register of attorneys and agents in patent cases. 


A register of attorneys and agents is kept in the Office 
on which are entered the names of all individuals recog- 
nized as entitled to represent applicants before the Office 
in the preparation and prosecution of applications for 
patent. Registration in the Office under provisions of 
this part shall only entitle the individuals registered to 
practice before the Office in patent cases. 


§10.6 Registration of attorneys and agents. 


(a) Attorneys. Any citizen of the United States who is 
an attorney and who fulfills the requirements of this 
may be registered as a patent attorney to practice 
the Office. When appropriate, any alien who is an ter. 
ney, who lawfully resides in the United States, and who 
fulfills the requirements of this part may be registered as 
a Mh: re attorney to practice before the Office, provided: 

tion is not inconsistent with the terms upon 
ich the alien was admitted to, and resides in, the 
United States and further provided: the alien may remain 
registered only (1) if the te continues to lawfully re- 
side in the United States and registation does not be- 
come inconsistent with the terms upon which the alien 
continues to lawfully reside in the United States or (2) if 
the alien ceases to reside in the United States, the alien 
is qualified to be registered under paragraph (c) of this 
section. See also §10.9(b). 

(b) Agents. Any citizen of the United States who is not 
an attorney and who fulfills the requirements of this Foi 
may be registered as a patent agent to practice before 
the Office. When appropriate, any alien who is not an 
attorney, wag te la ly resides in the United States, and 
who the requirements of this part may be regis- 
tered as a patent agent to practice before the Office, pro- 
vided: registration is not inconsistent with the terms 
upon which the alien was admitted to, and resides in, 
the United States, and further provided: the alien may re- 
main registered only (1) if the alien continues to lawfully 
reside in the United States and registration does not be- 
come inconsistent with the terms wu: at which the alien 
continues to lawfully reside in the ited States or (2) if 
the alien ceases to reside in the United States, the alien 
is qualified to be regi under paragraph (c) of this 
section. See also §10.9(b). 

Note: All individuals registered prior to Nov. 15, 

1938, were registered as attorneys, whether they were 

attorneys or not, and such registrations have not been 

changed. 

(c) Foreigners. Any foreigner not a resident of the 
United States who shall file proof to the satisfaction of 
the Director that he or she is registered and in good 
standing before the patent office of the country in which 
he or she resides and practices and who is possessed of 
the qualifications stated in §10.7, may be registered as a 
_ agent to practice before the Office for the limited 

urpose of presenting and prosecuting patent applica- 
ee ae of applicant located in such country, provided: the 
patent o' of such country allows substantially recip- 
rocal privileges to’ those admitted to practice before the 
United States Patent and Trademark Office. Registration 
as a patent agent under this paragraph shall continue 
ee Et eT Or 


(d) Government employees. Any officer or employee of 
the United States who is disqualified by statute (18 
U.S.C. 203, 205) from practicing as an attorney or agent 
in proceedings or other matters before Government de- 
partments or agencies, may not be registered to practice 
before the Office. If an cay Suaineet ditebeey or egun >- 
comes an officer or employee of the United States who 
phe ne nyt tee  dy! ager by Dy 
or agent in proceedings and other matters before Gov- 
ernment departments or agencies, his or her name shall 
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be endorsed as inactive on the register during the period 
of any employment by the United States. An officer or 
employee of the United States whose official duties re- 
quire the perennation and prosecution of +p for 
patent and who fulfills the requirements of this part may 
be registered to practice before the Office to the extent 
necessary to carry out his or her official duties. A writ- 
ten statement describing the official duties of the officer 
or employee and signed on behalf of the agency 
employing the officer or employee may be required by 


the Director. 
yyees. No individual who has 
be registered after termination 
of his or her ner ath nor if registered before such ser- 
vice, be reinstated, unless he or she signs a written state- 
ment indicating that he or she has read 18 U.S.C. 207. 
No individual who has served in the patent examining 
or of the Office will be registered after termination 
or her services, nor if registered before such ser- 
vice, be reinstated, unless he or she signs a written un- 
dertaking (1) not to prosecute or aid in any manner in 
the prosecution of any patent application pending in any 
patent examining group during his or her period dae 
vice therein and (2) not to prepare or prosecute or to as- 
sist in any manner in the preparation or prosecution of 
any patent application of another (i) assigned to such 
grou for examination and (ii) filed within two years af- 
date he or she left such group, without written 
enthorization of the Director. Associated and related 
classes in other patent examining groups may be re- 
quired to be included in the undertaking or designated 
classes may be excluded from the undertaking. an 
application for registration or reinstatement is made after 
resignation from the Office, the applicant will not be 
registered or reinstated if he or = has prepared or 
prosecuted - assisted in the preparation or prosecution 
of any asogrention as indicated in this para, 
(OM trol No. 0651-0012) 


§10.7 Requirements for registration. 


(a) No individual will so ope to practice before 
the Office unless he or she 
(1) apply to the Commissioner in writing on a form 
supplied by the Director and furnish all requested infor- 
mation and material and 


(2) establish to the satisfaction of the Director that 
he or she is: 
(i) of good moral character and rep’ 
(ii) possessed of the legal, scientific, ~A technical 
to enable him or her to render 


~ em 


qualifications necessary 
applicants for patents valuable service; and 
(iii) is otherwise competent to advise and assist 
applicants for patents in the presentation and prosecu- 
tion of their applications before the Office. 
(b) In order that the Director may determine whether 
we deeuias tn aamaiiemeamamaal ties 
ualifications 


(of ts section, specified in para- 
graph (a) of (a) of this ion, satisfactory — of good mor- 


and repute and of sufficient basic training in 
sticatific and techaical matters must be submitted to the 
Director. Except as provided in this paragraph, each ap- 
plicant for registration must take and pass an examina- 
tion which is held from time to time. Each application 
for admission to take the examination for registration 
must be accompanied by the fee set forth in §1. oe 
of this Subchapter. The taking of an examination ma 
waived in the case of any individual who has a 
eee a oe ee 
corps of the Office. The examination will not be admin- 
istered as a mere academic exercise. 

(c) Within two months from the date an applicant is 
pe prego eapemy my  cmpenens the appli- 
cant may request regradin ~ + the examination upon 
payment of the fee set fi in §1.21(a)(6). Any appli- 
cant requesting regrading shall ly point out the 
errors which the applicant believed occurred in the 
grading of his or her examination. 

(OMB Control No. 0651-0012) 
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§10.8 Oath and registration fee. 


Before an individual may have his or her name 
tered on the register of attomeys and agents the in 
vidual must, after his or her application is 
subscribe and swear to an oath or make a dec 
rescribed by the Commissioner and pay the registration 
‘ee set forth in §1.21(a)(2) of this Subchapter. 

(OMB Control No. 0651-0012) 


§10.9 Limited recognition in patent cases. 


(a) Any individual not registered under §10.6 may, 
upon a showing of circumstances which render it neces- 
sary or justifiable, be given limited recognition by the 
Director to prosecute as attorney or agent a specified 
application or specified applications, but limited reco 
tion under this shall not extend further 
the application or applications specified. 

(b) en re; ion of a resident alien under 
graphs (a) or (b) of §10.6 is not appropriate, the resident 
alien may be given limited recognition as may be appro- 
priate ae paragraph (a) of this section. 


§10.10 Individuals not registered or recognized to practice 
in patent cases, 


Only practitioners who are registered under §10.6 or 

individuals given limited recognition under §10.9 will be 

itted to prosecute patent applications of others be- 
‘ore the Office. 


§10.11 Removing names from the register. 


(a) Registered <oomies and 1 sam shall notify the 
Director of any change of address. Any notification to 
} cpanel, B ge of address shall be separate 
from any notice o duane of address filed in individual 

lications. 

“Pfo) A letter may be addremed to any individual on the 
register, at the address of which separate notice was last 
received by the Director, for the purpose of ascertaining 
whether such individual desires to remain on the regis- 
ter. The name of a individual failing to a and give 
any information requested by the Director within 
limit specified will be removed from the re; 
names of individuals so removed will be published in the 
Official Gazette. The name of any ee so ware 
may be reinstated on the register as te: 
and upon payment of the fee set forth + Ya §1 Fan) of of 
this Subchapter. 

(OMB Control No. 0651-0012) 


§§10.12-10.13 [reserved] 


$10.14 Individuals who may practice before the Office in 
trademark and other non-patent cases. 


(a) Attorneys. Any individual who is an borne | may 
represent others before the Office in trademark and oth- 
er non- op eagaton to prance eto th OF 
for registration or recognition to practice before the 


cases. 
(c) Foreigners. Any foreign attorney or agent not a 
resident of the United States who shall prove to the sat- 


good standing before the patent or trademark office of 
the country in which he or she resides and practices, 
may be recognized for the limited purpose of represent- 
ine sosthen teoatad de> eullie eoniatnstinen dine tities te 

the presentation and prosecution of trademark cases, pro- 
vided: the patent or trademark office of such country al- 
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lows substantially reciprocal privileges to those permit- 
ted to practice in trademark cases before the United 
States Patent and Trademark Office. Recognition under 
this paragraph shall continue only during the period that 
the conditions specified in this paragraph obtain. 

(d) Recognition of any individual under this section 
shall not be construed as sanctioning or authorizing the 
performance of any act regarded in the jurisdiction 
where performed as the unauthorized practice of law. 

(e) No individual other than those specified in para- 
graphs (a), (b), and (c) of this section will be permitted 
to practice before the Office in trademark cases. Any in- 
dividual may a in a trademark or other non-patent 
case in his or own behalf. Any individual may ap- 
pear in a a trademark case for (1) a firm of which he or 
she is a member or (2) a corporation or association of 
which he or she is an officer and which he or she is au- 
thorized to represent, if such firm, corporation, or asso- 

roceeding pendin 


ciation is y to a trademark p g be- 
fore the Othe: 


§10.15 Refusal to recognize a practitioner. 


Any practitioner authorized to appear before the 
Office may be suspended or excluded in accordance 
with the provisions of this part. Any practitioner who is 
suspended or excluded under this subpart or removed 
ae shall not be entitled to practice before 
the ice. 


§§10.16-10.17 [reserved] 
§10.18 Signature and certificate of practitioner. 


(a) Every paper filed by a practitioner representing an 
applicant or party to a proceeding in the Office must 
bear the signature of, and be personally signed by, such 
practitioner except those papers which are required to 
be signed by the applicant or party. The signature of 
practitioner to a paper filed by him or her, constitutes a 
certificate that: 

(1) the paper has been read by the practitioner; 

(2) the paper’s filing is authorized; 

(3) to the best of his or her knowledge, information, 
and belief, there is good ground to support the paper, in- 
cluding any — of improper conduct contained 
or alleged therein; and 

(4) it is not interposed for delay. 

(b) Any practitioner knowingly violating the provi- 
sions of this section is subject to disciplinary action. See 
§10.23(c)(15). 


§10.19 [reserved] 


Patent and Trademark Office Code 
of Professional Responsibility 


§10.20 Canons and Disciplinary Rules. 


(a) Canons are set out in §§10.21, 10.30, 10.46, 10.56. 
10.61, 10.76, 10.83, 10.100, and 10.110. Canons are state- 
ments of axiomatic norms, expressing in general terms 
the standards of professional conduct expected of practi- 
tioners in their relationships with the public, with the le- 
gal system, and with the legal profession. 

(b) Disciplinary Rules are set out in §§10.22-10.24, 
10.31-10.40, 10.47-10.57, 10.62-10.68, 10.77, 10.78, 10.84, 
10.85, 10.87-10.89, 10.92, 10.93, 10.101-103, 10.111, and 
10.112. Disciplinary Rules are mandatory in character 
and state the minimum level of conduct below which no 
practitioner can fall without being subjected to disciplin- 
ary action. 


§10.21 Canon 1. 


A practitioner should assist in maintaining the integri- 
ty and competence of the legal profession. 
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§10.22 Maintaining integrity and competence of the legal 
profession. 


(a) A practitioner is subject to discipline if the practi- 
tioner has made a materially false statement in, or if the 
Pao has deliberately failed to disclose a material 
fact requested in connection with, the practitioner’s ap- 
plication for registration or membership in the bar of 
any United States court or any State court or his or her 
authority to otherwise practice before the Office in 
trademark and other non-patent cases. 

(b) A practitioner shall not further the a 2 5 cay for 
registration or membership in the bar of any United 
States court, State court, or administrative agency of an- 
other person known by the practitioner to be unqualified 
in respect to character, education, or other relevant at- 
tribute. 


§10.23 Misconduct. 


(a) A practitioner shall not engage in disreputable or 
gross misconduct. 
(b) A practitioner shall not: 
(1) Violate a eee ee 
@) Circumvent a = Aer Rule through actions 
of another. 
(3) Engage in illegal conduct involving moral turpi- 
tude. 
(4) Engage in conduct involving dishonesty, fraud, 
deceit, or misrepresentation. 
(5) Engage in conduct that is prejudicial to the ad- 
ministration of justice. 
(6) Engage in any other conduct that adversely re- 
flects on the practitioner’s fitness to practice before the 


(c) ‘Conduct which constitutes a violation of para- 
ee (a) and (b) of this section includes, but is not lim- 
ited to: 


(1) Conviction of a criminal offense involving moral 
turpitude, dishonesty, or breach of trust. 

(2) oe giving false or misleading informa- 
tion or knowin were me ina material way in giv- 
ing false or pading i information, to: 

(i) A client in connection with any immediate, 
egy or pending business before the Office. 
(ii) The Office or any employee of the Office. 

(3) Misappropriation of, or failure to properly or 
timely remit, funds received by a practitioner or the 
practitioner’s firm from a client to pay a fee which the 
client is required by law to pay to the Office. 

(4) Directly or indirectly improperly influencing, 
attempting to improperly influence, offering or agreeing 
to improperly influence, or attempting to offer or agree 
to improperly influence an official action of any employ- 
ee of the Office by: 

(i) use of threats, false accusations, duress, or co- 


n, 

(ii) an offer of any special inducement or promise 
of advantage, or 

(iii) improperly bestowing of any gift, favor, or 
thing of value. 

(5) Suspension or disbarment from practice as an at- 
torney or agent on ethical grounds by any duly consti- 
tuted authority of a State or the United States or, in the 
case of a practitioner who resides in a foreign country 
or is registered under §10.6(c), by any duly constituted 
authority of: 

(i) a State, 
(ii) the United States, or 
(iii) the country in which the practitioner resides. 

(6) Knowingly aiding or abetting a practitioner sus- 
pended or excluded from practice before the Office in 
engaging in unauthorized practice before the Office un- 
der §10.158. 

(7) Knowingly withholding from the Office infor- 
mation identifying a patent or patent application of an- 
other from which one or more claims have been copied. 
See §§1.604(b) and 1.607(c) of this Subchapter. 

(8) Failing to inform a client or former client or 
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failing to timely notify the Office of an inability to noti- 
fy to a client or former client of correspondence re- 
ceived from the Office or the client’s or former client’s 
Opponent in an inter partes proceeding before the Office 
when the correspondence @ could have a significant ef- 
fect on a matter pending before the Office, (ii) is re- 
ceived by the practitioner on behalf of a client or former 
client and (iii) is correspondence of which a reasonable 
practitioner would believe under the circumstances the 
client or former client should be notified. 

(9) Knowingly misusing a certificate of mailin, 
§1.8 of this Subchapter or a certificate of ‘ 
Mail” under §1.10 of this Subchapter. 

(10) Violating the duty of candor or good faith re- 
quirements of §1.56(a) of this Subchapter. 

(11) Knowingly filing, or causing to be filed, an appli- 
cation which is subject to being stricken under $1.3 
of this Subchapter. 

(12) arian | filing, or causing to be filed, a frivo- 
lous complaint alleging a violation by a practitioner of 
the Patent and Trademark Office Code of Professional 
Responsibility. 

(13) Knowingly preparing or prosecuting a patent ap- 

Oc in violation of an undertaking signed under 
e 

(14) Knowingly failing to advise the Director in writ- 
ing of any change which would preclude continued reg- 
istration under §10.6. 

(15) Knowingly signing a Pa r filed in the Office in 
violation of the provisions o t10. 0.18 or making a scan- 
dalous or indecent statement in a paper filed in the Of- 


— 


fice. 

(16) Willfully refusing to reveal or report knowledge 
or evidence to the Director contrary to §10.24 or para- 
graph (b) of §10.131. 

(17) Representing before the Office in a patent case ei- 
ther a joint venture comprising an inventor and an in- 
vention developer or an inventor referred to the 
registered practitioner by an invention developer when 
(i) the wt practitioner knows, or has been advised 
by the Office, that a formal complaint filed by a federal 
or state agency, based on any violation of any law relat- 
ing to securities, unfair methods of competition, unfair 
or deceptive acts or practices, mail fraud, or other civil 
or criminal conduct, is pending before a federal or state 
court or federal or state agency, or has been resolved 
unfavorably by such court or agency, against the inven- 
tion developer in connection with invention develop- 
ment services and (ii) the re eee practitioner fails to 
fully advise the inventor of existence of the pending 
complaint or unfavorable resolution thereof prior to un- 
dertaking or continuing representation of the joint ven- 
ture or inventor. “Invention developer” means any per- 
son, and any agent, employee, officer, partner, or 

t contractor thereof, who is not a registered 
practitioner and who advertises invention development 
services in media of general circulation or who enters 
into contracts for invention development services with 
customers as a result of such advertisement. “Invention 
development a means acts of invention pm 
ment required o: to be performed, or actual 
performed, or by an invention developer for a cus- 
preety “Invention devel t” means the evaluation, 

Hemp ere ys pg ing, or promotion of an in- 
— on behalf of a customer by an invention devel- 
oper, including a patent search, preparation of a patent 
application, or any other act done by an invention de- 

on for consideration toward the end of procuring 
or attempting to procure a license, buyer, or t for 
an invention. “Customer” means any individual who has 
made an invention and who enters into a contract for in- 
vention development services with an invention devel- 
oper with respect to the invention by which the inven- 
tor becomes obligated to pay the invention developer 
less than $5,000 (not to include any additional sums 
which the invention developer is to receive as a result of 
successful development of the invention). “Contract for 
invention development services” means a contract for 
invention development services with an invention devel- 
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oper with respect to an invention made by a customer 
by which the inventor becomes obligated to pay the in- 
vention developer less than $5,000 (not to include any 
additional sums which the invention developer is to re- 
iat as a result of successful development of the inven- 


ion). 
x) In the absence of information sufficient to estab- 
lish a reasonable belief that fraud or inequitable conduct 
has occurred, alleging before a tribunal ee anyone has 
committed a fraud on the Office or engaged in inequita- 
ble conduct in a proceeding before the 
(d) A practitioner who acts with reckless indifference 
to whether a representation is true or false is chargeable 
with knowledge of its falsity. Deceitful statements of 
half-truths or concealment of material facts shall be 
deemed actual fraud within the meaning of this part. 


§10.24 Disclosure of information to authorities 


(a) A practitioner possessing unprivileged knowledge 
of a violation of a Disciplinary Rule shall report such 
knowledge to the Director. 

(b) A practitioner possessing unprivileged knowledge 
or evidence concerning another practitioner, employee 
of the Office, or a judge shall reveal fully such knowl- 
edge or evidence upon proper request of a tribunal or 
other authority empowered to investigate or act upon 
joa ~ gps of practitioners, employees of the Office, or 


OMB Control No. 0651-0017) 
§§10.25-10.29 [reserved] 
§10.30 Canon 2. 


A practitioner should assist the legal profesion in ful- 
filling its duty to make legal counsel available. 


§10.31 Communications concerning a  practitioner’s 
services. 


(a) No practitioner shall with respect to any prospec- 
tive business before the Office, by word, circular, letter, 
or advertising, with intent to defraud in any manner, de- 
ceive, mislead, or threaten any prospective applicant or 
other person having immediate or prospective business 
before the Office. 

(b) A practitioner may not use the name of a Member 
of either House of Congress or of an individual in the 
service of the United States in advertising the practitio- 
ner’s practice before the Office. 

(c) Unless authorized under §10.14(b), a non-lawyer 
practitioner shall not hold himself or herself out as au- 
thorized to practice before the Office in trademark 
cases. 


(d) Unless a practitioner is an attorney, the practitio- 
ner shall not hold himself or herself out: 
(1) to be an attorney or lawyer or 
(2) as authorized to practice before the Office in 
non-patent and trademark cases. 


§10.32 Advertising. 


(a) Subject to oiblic 31, a practitioner may advertise 
blic’ media, including a telephone oa 


not involving solicitation as defined by §10.33. 

(b) A practitioner shall not give anything of value to a 
person for recommending the practitioner’s services, ex- 
cept that a practitioner may pay the reasonable cost of 
advertising or written communication permitted by this 
section and may pay the usual charges of a not-for-profit 
lawyer referreal service or other legal service organiza- 
tion. 

(c) Any communication made pursuant to this section 

include the name of at least one practitioner re- 
sponsible for its content. 
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§10.33 Direct contact with prospective clients. 


A practitioner may not solicit professional employ- 
ment from a prospective client with whom the practitio- 
ner has no family or prior professional relationship, by 
mail, in-person or otherwise, when a significant motive 
for the practitioner’s doing so is the practitioner’s pecu- 
niary gain under circumstances evidencing undue influ- 
ence, intimidation, or overreaching. The term “solicit” 
includes contact in person, by telephone or telegraph, by 
letter or other writing, or by other communication di- 
rected to a specific recipient, = does not include letters 
addressed or w epuciticelly ‘en ulars distributed generally 
to persons not y known to need legal services 
of the kind or ndes by the practitioner in a particular 
matter, but who are so situated that they might in gener- 
al find such services useful. 


§10.34 Communication of fields of practice. 


A registered practitioner —_ state or imply that the 
practitioner is a specialist as follows: 

en A registered practitioner who is an attorney ma 

the designation PPatents,” “Patent Attorney,” “Pa. 
tent Lawyer,” “Registered Patent Attorney,” or a sub- 
stantially similar designation. 

(ob) A practitioner who is not an attorney 
may use the designation “Patents,” “Patent Agent,” 
“Registered Patent Agent,” or a substantially similar 
designation, except that any practitioner who was regis- 
tered prior to November 15, 1938, may refer to himself 
or herself as a “patent attorney.” 


§10.35 Firm names and letterheads. 


(a) A practitioner shall not use a firm name, letter- 
head, or other professional designation that violates 
§10.31. A trade name may be used by a practitioner in 
private practice if it does not imply a current connection 
with a government agency or with a public or charitable 
legal services organzation and is not otherwise in viola- 
tion of §10.31. 

(b) Practitioners may state or imply that they practice 
= aad or other organization only when that is 

ie fact. 


§10.36 Fees for legal services. 


(a) A practitioner shall not enter into an agreement 
for, char, ec or collect an illegal or clearly excessive fee. 

(b) A fee is clearly excessive when, after a review of 
the facts, a practitioner of ordinary prudence would be 
left with a definite and firm conviction that the fee is in 
excess of a reasonable fee. Factors to be considered as 
guides in determining the reasonableness of a fee include 
the following: 

(1) The time and labor required, the novelty and 
difficulty of the questions involved, and the skill requi- 
site to perform the legal service properly. 

(2) The a a if apparent to the client, that the 
acceptance of the particular employment will preclude 
other emplo opent Oy She Baneernaee. 

GQ) lee customarily charged for similar legal 
services. 

(4) The amount involved and the results obtained. 

(5) The time limitations imposed by the client or by 

circumstances. 


6) The nature and length of the professional rela- 
tionship with the client. 

(7) The experience, reputation, and ability of the 
practitioner or practitioners performing the services. 

(8) Whether the fee is fixed or contingent. 


§10.37 Division of fees among practitioners. 


(a) A practitioner shall not divide a fee for legal 
services with another practitioner who is not a 
in or associate of the practitioner’s law firm or law of- 
fice, unless: 
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(1) The client consents to employment of the other 
practitioner after a full disclosure that a division of fees 
will be made. 

(2) The division is made in proportion to the 

pe om: formed and responsibility assumed by each 

(3) total fee of the practitioners does not clear- 
ly exceed reasonable compensation for all legal services 
rendered to the client. 

(b) This section does not prohibit payment to a former 
partner or associate pursuant to a separation or retire- 


ment agreement. 
§10.38 Agreements restricting the practice of a practitio- 


(a) A practitioner shall not be a party to or participate 
in a p or employment agreement with another 
practitioner that restricts the right of a practitioner to 
practice before the Office after the termination of a rela- 
tionship created by the agreement, except as a condition 
to payment of retivement benefits. 

6) In connection with the settlement of a controversy 
or suit, a practitioner shall not enter into an agreement 
} —" the practitioner’s right to practice before 

e Office. 


§10.39 Acceptance of employment. 


A practitioner shall not accept employment on behalf 
of a person if the practitioner knows or it is obvious that 
such person wishes to: 

(a) Bring a legal action, commence a proceeding be- 
fore the Office, conduct a defense, assert a position in 
any proceeding pending before the Office, or otherwise 
have steps me for the person, merely for the purpose 
of harassing or maliciously injuring any other person. 

(b) Present a claim or defense in litigation or any pro- 
ceeding before the Office that is not warranted under 
existing law, unless it can be supported by good faith ar- 
gument for an extension, modification, or reversal of 
existing law. 


§10.40 Withdrawal from employment. 


(a) A practitioner shall not withdraw from employ- 
pe eee before the Office without permis- 


sion the Office (see §§1.36, and 2.19 of this 
Subchapter). In any event, a practitioner shall not with- 
draw from sant) ue until the practitioner has taken 
reasonable to avoid foreseeable prejudice to the 
rights of the client, including giving due notice to his or 
her client, Bowing time for employment of another 

, delivering to the client all papers and prop- 
erty to which the client is entitled, and complying with 
applicable laws and rules. A practitioner who withdraws 
from employment shall refund promptly any part of a 
fee paid in advance that has not earned. 

(b) Mandatory withdrawal. Brad represent- 
ing a client before the Office withdraw from em- 
ployment if: 

eat sb ce knows or it is obvious that the 
client is ging a legal action, commencing a proceed- 
ing 4 the Office, conducting a defense, 
a & positon in litigation or a, proceeding i 
the Office, or is otherwise ha oy hen of en for the cli- 
ro g or maliciously 
injuring any 
(2) the practitioner knows or it is obvious thet the 
's continued en will result in viola- 
tion of a Disciplinary Ri 
(3) ~ practitioner’s i thea or physical condition 
it unreasonably difficult for the practitioner to 
t effectively; or 
itioner is discharged by the client. 
(c) Permissive withdrawal. If h (b) of this 
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(1) the petitioner’s client: 

(i) insists upon presenting a claim or defense that 
is not warranted under existing law and cannot be su 
ported by good faith argument for an extension, modifi- 
cation, or reversal of existing law; 

(ii) personally seeks to pursue an illegal course of 
conduct; 

(iii) insists that the practitioner pursue a course of 
conduct that is illegal or that is prohibited under a Dis- 
ciplinary Rule 

(iv) by ‘aan conduct renders it unreasonably dif- 
ficult for the practitioner to carry out the employment 
effectively; 

(v) insists, in a matter not pending before a tribunal, 
that the practitioner engage in conduct that is contrary 
to the judgment and advice of the = ecg but not 
prohibited under the Disciplinary R 

(vi) has failed to pay one or more bills rendered by 
the practitioner for an unreasonable period of time or 
has failed to honor an agreement to pay a retainer in ad- 
vance of the performance of legal services. 

(2) the practitioner’s continued onetennant is likely 
to result in a violation of a Disciplinary R 

(3) the practitioner’s inability to work with co-counsel 
indicates that the best interests of the client likely will 
be served by withdrawal; 

(4) the pees ractitioner’s mental or physical condition ren- 
ders it difficult for the practitioner to carry out the em- 
ployment effectively; 

(5) the practitioner’s client knowingly and freely as- 
sents to termination of the employment; or 

(6) the practitioner believes in good faith, in a 

proceeding pending before the Office, that the Office 
will pte the existence of other good cause for with- 
draw 


§§10.41-10.45 [reserved] 
§10.46 Canon 3. 


A practitioner should assist in preventing the unautho- 
rized practice of law 


§10.47 Aiding unauthorized practice of law. 


(a) A practitioner shall not aid a non-practitioner in 
the unauthorized practice of law before the Office. 

(b) A practitioner shall not aid a suspended or exclud- 
ed practitioner in the practice of law before the Office. 

(c) A practitioner shall not aid a non-lawyer in the 
unauthorized practice of law. 


§10.48 Sharing legal fees. 


A practitioner or a firm of practitioners shall not 
share legal fees with a non-practitioner except that: 

(a) An agreement by a practitioner with the practi- 
tioner’s firm, partner, or associate may provide for the 
payment of money, over a reasonable iod of time af- 
ter the practitioner’s death, to the practitioner’s estate or 
to one or more specified persons. 

(b) A practitioner who undertakes to complete unfin- 
ished legal business of a deceased practitioner may pay 
to the estate of the deceased practitioner that proportion 
of the total compensation which fairly represents the 
services rendered by the deceased practitioner. 

() A practitioner or firm of practitioners may in- 
clude non-practitioner employees in a compensation or 
retirement plan, even though the plan is based in whole 
or in part on a profit-sharing arrangement, providing 
such plan does not circumvent another Disciplinary 
Rule. 


§10.49 Forming a partnership with a non-practitioner. 


en eee 
non-practitioner if any of the activities of the 
consist of the sastinn ahasee andienad anadeentans 
before the Office. 
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§§10.50-10.55 [reserved] 
§10.56 Canon 4, 


A practitioner should preserve the confidences and se- 
crets of a client. 


§10.57 Preservation of confidences and secrets of a client. 


(a) “Confidence” refers to information protected by 
the attornery-client or agent-client privilege under appli- 
cable law. “Secret” refers to other information gained in 
the professional relationship that the client has requested 
be held inviolate or the disclosure of which would be 
a g or would be likely to be detrimental to the 
client 

(b) Except when permitted under paragraph (c) of this 
section, a practitioner shall not wingly: 

(1) Reveal a confidence or secret of a client. 

(2) Use a confidence or secret of a client to the dis- 
advantage of the client. 

(3) Use a confidence or secret of a client for the ad- 
vantage of the practitioner or of a third person, unless 
the client consents after full disclosure. 

(c) A practitioner may reveal: 

(1) Confidences or secrets with the consent of the 
client affected but only after a full disclosure to the cli- 


ent. 

(2) Confidences or secrets when permitted under 
Disciplinary Rules or required by law or court order. 

(3) The intention of a client to commit a crime and 
the information necessary to prevent the crime. 

4) Confidences or secrets necessary to establish or 
collect the practitioner’s fee or to defend the practitio- 
ner or the practitioner’s employees or associates against 
an accusation of wrongful conduct. 

(d) A practitioner shall exercise reasonable care to 
prevent the practitioner’s employees, associates, and oth- 
ers whose services are utilized by the practitioner from 
disclosing or using confidences or secrets of a client, ex- 
cept that a practitioner may reveal the information 
—— by parargraph (c) of this section through an em- 
ployee. 


§§10.58-10.60 [reserved] 
§10.61 Canon 5. 


A practitioner should exercise independent profession- 
al judgment on behalf of a client. 


§10.62 Refusing employment when the interest of the 
practitioner may impair the practitioner’s independent 


Sooa  Sesctiavans shed out senmnanaiaeanall 
employment if 


ety oF pereonl intrest 
(b) A practitioner shall not accept employment in a 
pg pe eg ye apa seo 
pee tenes er geen erage ema ne ractitio- 
it to sign an vit to 
be filed inthe Office or be as a witness, except 
the practitioner may undertake the employment and 
practitioner or another practitioner in the practitio- 
*s firm may testify: 
(1) If the testimony will relate solely to an uncon- 


matter. 
(2) If the testimony will relate solely to a matter of 
formality and there is no reason to believe that substan- 
fp enpriecetye ren er Fe nein <3 pipette ey — 


Osa i ae ential autete.ocichn.ootammeins 
and value of services rendered in the case by the 
itioner or ome ie er atin + pee 

(4) As to any matter, if refusal would work a sub- 
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stantial hardship on the client because of the distinctive 
value of the practitioner or the practitioner’s firm as 
counsel in the particular case. 


§10.63 Withdrawal when the practitioner becomes a wit- 
ness. 


Pi 2. If, after undertaking employment in a proceeding 
the Office, a practitioner learns or it is obvious that 
the practitioner or another practitioner in the practitio- 
ner’s firm ought to sign an affidavit to be filed in the Of- 
fice or be as a witness on behalf of a practitioner’s 
client, the practitioner shall withdraw from the conduct 
of the proceeding and the practitioner’s firm, if any, 
shall not continue representation in the proceeding, ex- 
cept that the practitioner may continue the representa- 
tion and the practitioner or another practitioner in the 
practitioner’s firm may testify in the circumstances enu- 
merated in senpanaien’ (1) through (4) of §10.62(b). 

(b) If, after undertaking employment in a proceeding 
before the Office, a practitioner learns or it is obvious 
that the practitioner or another practitioner in the prac- 
titioner’s firm may be asked to sign an affidavit to be 
filed in the Office or be called as a witness other than on 
behalf of the practitioner’s client, the practitioner may 
continue the tation until it is apparent that the 
practitioner’s vit or testimony is or may be prejudi- 


cial to the practitioner’s client. 
§10.64 Avoiding acquisition of interest in litigation or pro- 
ceeding before the Office. 


(a) A practitioner shall not acquire a proprietary inter- 
est in the subject matter of a proceeding before the 
Office which the practitioner is conducting for a client, 
except that the practitioner may: 

(1) Acquire a lien granted by law to secure the 
practitioner’s fee or expenses; or 

(2) Contract with a client for a reasonable contin- 
gent fee; or 

(3) Ina patent case, take an interest in the patent as 
part or all of his or her fee. 

(b) While representing a client in connection with a 
contemplated or pending proceeding before the Office, a 
practitioner shall not advance or guarantee financial as- 
sistance to a client, except that a pone yor may ad- 
vance or guarantee the expenses of going forward in a 

roceeding before the Office including fees required by 

w to be to the Office, expenses of investigation, 
expenses of medical examination, and costs of obtaining 
and presenting evidence, provided the client remains ul- 
timately liable for such expenses. A practitioner may, 
however, advance any fee required to prevent or reme- 
dy an abandonment of a client’s application by reason of 
an act or omission attributable to the practitioner and 
not to the client, whether or not the client is ultimately 
liable for such fee. 


§10.65 Limiting business relations with a client. 


A practitioner shall not enter into a business transac- 
tion with a client if they have differing interests therein 
and if the client expects the practitioner to exercise pro- 
fessional judgment therein for the protection of the cli- 
ent, unless the client has consented after full disclosure. 


a 
interests of 


__ (a) A practitioner shall decline ine goeeeet employment 

if the exercise of the practitioner’ it profes- 
sional judgment in behalf of a lieat be or is likel 
oo be aaeenaniyiadlected try dpecaocepeatoe of the post: 
fered employment, or if it would be likely to involve the 
practitioner in representing differing interests, except to 
the extent permitted under paragraph (c) of this section. 

(b) A practitioner shall not continue —, employ- 
ment if the exercise of the practitioner’s independent 
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rofessional judgment in behalf of a client will be or is 
likely to be sacnnaty affected by the practitioner’s rep- 
resentation of another client, or Hf it weus be likely to 
involve the practitioner in representing differing inter- 
ests, except to the extent permitted under paragraph (c) 
of this section. 
‘2 In the situations covered by paragraphs (a) and (b) 
of this section a practitioner may represent multiple cli- 
wis if it is obvious that the practitioner can adequately 
represent the interest of each and if each consents to the 
representation after full disclosure of the possible effect 
of such representation on the exercise of the —— 
pan independent professional judgment on behalf of 


“a If a practitioner is required to decline employment 
or to withdraw from employment under a Disciplinary 
Rule, no partner, or associate, or any other practitioner 
affiliated with the practitioner or the practitioner’s firm, 
may accept or continue such employment unless other- 
wise ordered by the Director or Commissioner. 


§10.67 Settling similar claims of clients. 


A practitioner who represents two or more clients 
shall not make or participate in the making of an aggre- 
gate settlement of the claims of or against the practitio- 
ner’s clients, unless each client has consented to the set- 
tlement after being advised of the existence and nature 
of all the claims involved in the proposed settlement, of 
the total amount of the settlement, and of the participa- 
tion of each person in the settlement. 


§10.68 Avoiding influence by others than the client. 


(a) Except with the consent of the practitioner’s client 
after full disclosure, a practitioner shall not: 

(1) Accept ng from one other than the 
practitioner’s client the practitioner’s legal services 
to or for the client. 

(2) Accept from one other than the practitioner’s 
client any thing of value related to the practitioner’s rep- 
— of or the practitioner’s employment by the 
client. 

(b) A practitioner shall not permit a person who rec- 
ommends, employs, or pays the practitioner to render le- 
gal services for another, to direct or regulate the practi- 
tioner’s professional judgment in rendering such legal 
services. 

(c) A practitioner shall not practice with or in the 
form of a professional corporation or association autho- 
rized to practice law for a profit, if a non-practioner has 
the right to direct or control the professional judgment 
of a practitioner. 


§§10.69-10.75 [reserved] 
§10.76 Canon 6. 

A practitioner should represent a client competently. 
§10.77 Failing to act competently. 


A practitioner shall not: 

(a) Handle a legal matter which the practitioner 
knows or should know that the practitioner is not com- 
petent to handle, without associating with the practitio- 
ner another practitioner who is competent to handle it. 

(b) Handle a legal matter without preparation ade- 
quate in the circumstances. 

_(©) Neglect a legal matter entrusted to the prac- 
titioner. 


§10.78 Limiting liability to client. 
A practitioner shall not attem 
or herself from, or limit his or 
for his or her personal malpractice. 
§§10.79-10.82 [reserved] 


to exonerate himself 
liability to, a client 
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§10.83 Canon 7. 


A practitioner should represent a client zealously 
within the bounds of the law. 


§10.84 Representing a client zealously. 


(a) A practitioner shall not intentionally: 

(1) Fail to seek the lawful objectives of a. client 
through reasonably available means permitted by law 
py tae p caper nace ea tem Bara 
graph (b) of section. A practitioner does not violate 
the provisions of this section, however, by acceding to 
reasonable requests of o opposing counsel which do not 

rejudice the rights of client, by being punctual in 
fulfilling all professional commitments, by avoiding of- 
fensive tactics, or by tr with courtesy and consid- 
eration all persons involved in the legal process. 

(2) Fail to carry out a contract of ‘employment en- 
tered into with a client for professional services, but a 
practitioner may withdraw as permitted under §§10.40, 
10.63, and 10.66. 

(3) Prejudice or damage a client during the course 
a a professional relationship, except as required under 


(b) In segepentetin’ of a client, a practitioner may: 

(1) Where permissible, exercise professional judg- 
—_ to waive or fail to assert a right or position of the 
client. 

(2) Refuse to aid or participate in conduct that the 
practitioner believes to be unlawful, even though there 
oal some support for an argument that the conduct is le- 


§10.85 Representing a client within the bounds of the law. 


(a) In representation of a client, a practitioner shall 
not: 

(1) Initiate or defend any proceeding before the Of- 
fice, assert a position, conduct a defense, delay a trial or 
megs ~ before the Office, or take other action on be- 

of the practitioner’s client when the practitioner 
knows or w it is obvious that such action would 
serve merely to harass or maliciously injure another. 

(2) ey advance a claim or defense that is 
unwarranted under law, except that a practitio- 
ner may advance such claim or defense if it can be sup- 
ported by good faith argument for an extension, 
cation, or reversal of existing law 

(3) Conceal or knowingly fail to disclose that which 

practitioner is required by law to reveal. 

(4) Knowingly use perjured testimony or false evi- 
dence. 

(5) Knowingly make a false statement of law or 


(6) Participate in the creation or preservation of evi- 
dence when the practitioner knows or it is obvious that 
the evidence is false. 

(7) Counsel or assist a client in conduct that the 
practitioner knows to be illegal or fraudulent. 

(8) Knowingly en, Briiimary in other illegal conduct or 
conduct contrary to a plinary Rule. 

(b) A practitioner who receives information clearly 


eat ten» Gece oan 
perpetrated a fraud upon a person or tribunal 
promptly call upon the client to rectify the same, and if 
the client refuses or is unable to do so the practitioner 
shall reveal the fraud to the affected person or tribunal. 

(2) A person other than a client has a 
Senne ren enED a the fraud to 
the tribunal 


§10.86 [reserved] 
§10.87 Communicating with one of adverse interest. 


During the course of representation of a client, a prac- 
titioner shall not: 
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(a) Communicate or cause another to communicate on 


practitioner representing such other 
party or is authorized by law to do so. It is not improp- 
er, however, for a practitioner to a a client to 
meet with an opposing party for settlement discussions. 
(b) Give advice to a person who is not represented by 
a practitioner other than the advice to secure counsel, if 
the interests of such person are or have a reasonable 
possibility of being in conflict with the interests of the 
practitioner’s client. 


§10.88 Threatening criminal prosecution. 


A practitioner shall not present, participate in present- 
ing, or threaten to present criminal charges pis to ob- 
tain an ne ee op in —~ prospective or pending pro- 
ceeding before 


§10.89 Conduct in proceedings. 


(a) A practitioner shall not disregard or advise a client 
to disregard provision of this Lense 97 or a deci- 
canes ha cale caus ak-deedaee a proceeding 
before the Office, but the practitioner may take appro- 
priate steps in good faith to test the validity of nike pro- 
vision or decision. 

(b) In — a matter to the Office, a practitioner 
shall disc 

(1) bry ee legal authority known to the practi- 
tioner to be directly adverse to the position of the client 
and which is not disclosed by opposing counsel or an 
employee of the Office. 

(2) Unless privileged or irrelevant, the identities of 
the client the practitioner represents and of the persons 
who — the practitioner. 

(c) In areeees 5 ina Pa weniger capacity before a tri- 

bunal, a } meng shall not: 
(1) State or oxaeld to any matter that the practitio- 
ner has no reasonable basis to believe is relevant to the 
case or that will not be supported by admissible evi- 
dence 


(2) Ask any question that the practitioner has no 
reasonable basis to believe is relevant to the case and 
that is intended to degrade a witness or other person. 

(3) Assert the practitioner’s personal knowledge of 
the facts in issue, except when testifying as a witness. 

(4) Assert the practitioner’s personal opinion as to 
the justness of a cause, as to the credibility of a witness, 
as 10 the culpability ofa civil tgant, of as t the gu 
or innocence of an accused; but the practitioner may ar- 
gue, on the practitioner's analysis of the evidence, for 
any position or conclusion with respect to the matters 


stated herein. 

(5) Engage in undignified or discourteous conduct 
before the (see §1.3 of the Subchapter). 

(© Intentionally or habitually violate any provision 
of this Subchapter or established rule of evidence. 


§10,90-10.91 [reserved] 
§10.92 Contact with witnesses. 


(a) A tena not suppress any evidence that 
the practitioner or the practitioner’s client has a legal 
obli, to reveal or produce. 

=A practitioner shall not advise or cause a person 

Pes a yet nie ny ne py i 
CneeT SG See 


“) A oe EE not pay, offer to pay, or acqui- 
esce in the payment of compensation to a witness con- 
tingent upon the content of the witness’ affidavit, 
leew eae Se 
may advance, guarantee, or acquiesce in the payment of: 

oe pees 
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ren testifying, or making an affidavit. 
(2) Reasonable compensation to a witness for the 
witness’ loss of time in attending, testifying, or making 
an affidavit. 

(3) A reasonable fee for the professional services of 


an expert witness. 
§10.93 Contact with officials. 


(a) A practitioner shall not give or lend anything of 
value to a judge, official, or employee of a tribunal un- 
der circumstances which might give the appearance that 
the or loan is made to influence official action. 

(b) In an adversary proceeding, including any inter 
partes proceeding before the Office, a practitioner shall 
not communicate, or cause another to communicate, as 
to the merits of the cause with a judge, official, or Of- 
fice employee before whom the proceeding is pending, 


cept: 
my In the course of official proceedings in the 


0) In writing if the practitioner promptly delivers a 
copy of the — to opposing counsel or to the ad- 
verse party if the adverse party is not represented by a 
practitioner. 

(3) Orally upon ee es notice to opposing counsel 
or to the adverse party adverse party is not repre- 
sented by a practitioner 

(4) As otherwise authorized by law. 


§§10.94-10.99 [reserved] 
§10.100 Canon 8. 


A practitioner should assist in improving the legal sys- 


§10.101 Action as a public official. 
(a) A : ractitioner who holds public office shall not: 
(1) Use the practitioner's public position to obtain, 
t to obtain, a s; advantage in legislative 
matters for the practitioner or for a client under circum- 
stances where the practitioner knows or it is obvious 
that such action is not in the public interest. 

(2) Use the practitioner’s public position to influ- 
ence, or to influence, a tribunal to act in favor 
of the practitioner or of a client. 

(3) Accept any thing of value from any person 
when the practitioner knows or it is obvious that the of- 
fer is for purpose of influencing the practitioner’s ac- 
tion as a public official. 

(b) A practitioner who is an officer or employee of 
the United States shall not practice before the Office in 
patent cases except as pebvisled i in §10.6(d). 


§10.102 Statements concerning officials. 


(a) A practitioner shal! not knowingly make false 
statements of fact concerning the qualifications of a can- 
didate for election or appointment to a judicial office or 
to a position in the Office. 

(b) A practitioner shall not knowingly make false ac- 
cusations against psa other adjudicatory officer, or 
employee of the 


§10.103 Practitioner candidate for judicial office. 


A practitioner who is a candidate for judicial office 
shall comply with applicable provisions of law. 


§10.104-10.109 [reserved] 
§10.110 Canon 9. . 


A practitioner should avoid even the appearance of 
professional impropriety. 
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§10.111 Avoiding even the appearance of impropriety. 


(a) A practitioner shall not accept private se er 
in a matter upon - merits of which he or she 
in a judicial cai 

(b) A statienes shall not accept private employment 
in a matter in which he or she had personal responsibili- 
ty while a public employee. 

(c) A practitioner shall not state or imply that the 
practitioner is able to influence improperly or upon irrel- 


evant grounds any tribunal, legislative body, or public 
official. 


§10.112 Preserving identity of funds and property of cli- 
ent. 


(a) All funds of clients paid to a practitioner or a 
practitioner’s firm, other than advances for costs and ex- 
penses, shall be deposited in one or more identifiable 
bank accounts maintained in the United States or, in the 
case of a practitioner having an office in a foreign coun- 
try or registered under §10.6(c), in the United States or 
the foreign country. 

(b) No funds belonging to the practitioner or the prac- 
titioner’s firm shall be deposited in the bank accounts re- 
quired by paragraph (a) of this section except as follows: 

(1) Funds reasonably sufficient to pay bank charges 
may be deposited therein. 

(2) Funds seals’ in part to a client and in part 
presently or poten to the practitioner or the practi- 
tioner’s firm must be ited therein, but the portion 
pve: g to the practitioner or the practitioner’s firm 

withdrawn when due unless the right of the 
ouedionn or the practitioner’s firm to receive it is dis- 
puted by the client, in which event the disputed portion 
shall not be withdrawn until the dispute is finally re- 
solved. 

(c)A cies shall: 

(1) ptly notify a client of the receipt of the cli- 
ent’s funds, securities, or other properties. 

(2) Identify and label securities and properties of a 
client promptly upon receipt and place them in a safe 
deposit box or other place of safekeeping as soon as 
practicable. 

(3) Maintain complete records of all funds, securi- 
ties, and other properties of a client coming into the pos- 
session of the practitioner and render appropriate ac- 
counts to the client regarding the funds, securities, or 


ther properties. 
(4) Promptly _ or deliver to the client as request- 
ed by a client the funds, securities, or other properties in 
the possession of the practitioner which the client is en- 
titled to receive. 

(OMB Control No. 0651-0017) 


§§10.113-10.129 [reserved] 
Investigations and Disciplinary Proceedings 
§10.130 Reprimand, suspension or exclusion. 


(a) The Commissioner may, after notice and opportu- 
pS ger eran (a) reprimand or (b) suspend or ex- 
clude, either generally or in any case, any 
individual, attorney, or agent shown to be incompetent 
or di table, who is guilty of gross misconduct, or 
who vi a Discipli Rule. 

ate tne caren tear poe 
inter partes cases in the Office are not governed by 
§§10.130 through 10.170 and will be handled on a case- 

by-case basis under such conditions as the Commissioner 
Somtammetan 


§10.131 Investigations. 


(a) The Director is authorized to investigate possible 
violations of Disciplinary Rules by practitioners. See 


$10.2(b) (2). 
(b) Practitioners shall report and reveal to the Direc- 
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tor any knowledge or evidence required by §10.24. A 
practitioner shall cooperate with the Director in connec- 
tion with any a under paragraph (a) of this 
section and with officials of the Office in connection 


(c) Any non-practitioner possessing knowledge or in- 
formation concerning a violation of a Disciplinary Rule 
a ee ee, ee en oe 

Director may require that the report be pres- 
ented in the form of an affidavit. 


§10.132 Initiating a disciplinary 
an administrative law judge. 


(a) If after conducting an investigation under 
§10.131(a) the Director is of the opinion that a practitio- 
ner has violated a Disciplinary Rule, the Director shall 
after —— where with the provisions of 
5 U.S.C S8(ch call a meeting o f the Committee on Dis- 
cipline. The Committee on line shall then no 
mine as specified in §10.4(b) a a disciplinary 
ceeding shall be instituted under paragraph (b) of this 


section. 

(b) If the Committee on Discipline determines that 
probable cause exists to believe that a practitioner has 
— a Disciplinary Rule, by filin Director et a 

a disciplinary proceedin ig a complaint under 
§10.134. The complaint stall be filed in the Office of the 
Director. A disciplinary proceeding may result in: 

(1) a reprimand or 
(2) sus ion or exclusion of a practitioner from 
practice before the 


proceeding; reference to 


(c) Upon the filing of a complaint under §10.134, the 
Commissioner will refer the disciplinary proceeding to 
an administrative law judge. 


§10.133 Conference between Director and practitioner; 


(a) General. The Director may confer with a practitio- 
ner concerning * ropa violations by the practitioner of 
a Disciplinary Rule whether or not a disciplinary pro- 
ceeding has been instituted. 

(b) Resignation. Any practitioner who is the subject of 
an investigation under $10.131 or against whom a com- 
plaint has been filed under §10.134 may resign from 
acme Dray able fig Fas ne Po cg 

r an affidavit stating his or her desire to resign. 

(c) If filed prior to the date set by the administrative 
law judge for a hearing, the affidavit shall state that: 

(1) the resignation is freely and voluntarily 

proferred; 

(2) the practitioner is not acting under duress or 

coersion from the Office; 

(3) the practitioner is fully aware of the implications 

of filing the resignation; 

_@ the itioner is aware (i) of a pending investi- 
Oe ne ee eee 
ig that he or she is ty of a hen 

tent as Trademark Code Professional 
Papen the nature of which call b be set forth by 
itioner to the satisfaction of the Director; 

ep ihe practitioner acknowledges that, if and when he 

she for reinstatement under §10.160, the Di- 


acknowledges 
which the complaint is based are true; and 
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(2) the resi ion is being submitted because the 
eer er ly defend himself or 

If against (i) changes poediontes am the violation un- 
der investigation or (ii) charges set out in the complaint. 

(e) When an affidavit under tay tyre Ha 
this section is received while an investigation is 
the Commissioner shall enter an order excluding the 
practitioner “on consent.” When an affidavit under para- 
graphs (b) or (c) of this section is received after a com- 
plaint under §10.134 has been filed, the Director shall 
notify the administrative law judge. The administrative 
law judge shall enter an order transferring the disciplin- 
ary to the Commissioner and the Commis- 
sioner shall enter an order excluding the practitioner 

“on consent.” 

(f) Any practitioner who resigns from practice before 
the Office under this section and who intends to reapply 
for admission to practice before the Office must comply 
with the provisions of §10.158. 

(g) Settlement. Before or after a complaint is filed un- 
der §10.134, a settlement erence may occur between 
the Director and a practitioner for the purpose of set- 
tling any ae matter. If an offer of settlement is 
made by the Di r or the practitioner and is not ac- 
cepted by the other, no reference to the offer of settle- 
ment or its refusal shall be admissible in evidence in the 
disciplinary proceeding unless both the Director and the 
practitioner agree in writing. 


§10.134 Complaint. 
an A complaint instituting a disciplinary proceeding 


(1) Name the practitioner, who may then be re- 
ferred to as the “respondent.” 

(2) Give a plain and concise description of the al- 
leged violations of the Disciplinary Rules by the practi- 
tion 


er. 
(3) State the place and time for filing an answer by 
the respondent. 
(4) State that a decision by default may be entered 
against the respondent if an answer is not timely filed. 
(5) Be signed by the Director 
(b) A complaint will be deemed sufficient if it fairly 
informs the respondent of any violation of the Disciplin- 
ary Rules which form the basis for the disciplinary pro- 
ceeding so that the respondent is able to adequately pre- 
pare a defense. 


§10.135 Service of complaint. 


(a) A complaint may be served on a respondent in any 
of the following methods: 

(1) By handing a copy of the complaint personally 
to the it, in which case the individual handing 
the complaint to the respondent shall file an affidavit 
ee ee ans eae oan 
plaint was handed to the 

(2) By mailing a copy of the comatehal by “Express 
wer @ « males pe the address f 

i) a re; practitioner at or 
which separate notice was last received by the Director 
or 

ii) a non-registered practitioner at the last ad- 
dress for the ttnowe t the Dieter 

tod the repens ny way g 
ey 


a complaint served by mail under paragraph (a) 
(2) of this section is returned vy the US. Postal Service, 
the Director 


rector may serve simultaneously 
letter under §10.11(b). The Director may require the re- 
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spondent to answer the §10.11(b) letter within a period 
of not less than 15 days. An answer to the §10.11(b) let- 
ter shall constitute proof of service. If the respondent 
fails to answer the §10.11(b) letter, his or her name will 
be removed from the register as provided by §10.11(b). 

(d) If the respondent is represented by an attorney un- 
der §10.140(a), a copy of the complaint shall also be 
served on the attorney. 


§10.136 Answer to complaint. 


—_ Time for answer. An answer to a complaint shall be 
within a time set in the complaint which shall be 
= ge than thirty days. 

(b) With whom Thled. The answer shall be filed in writ- 
ing with the administrative law judge. The time for fil- 
ing an answer may be extended once for a period of no 
more than thirty days by the administrative law judge 
upon a showing of good cause Se a motion re- 
questing an extension of time is filed within thirty days 
after the date the complaint is filed by the Director. A 
copy of the answer shall be served on the Director. 

(c) Content. The respondent shall include in the an- 
swer a statement of the facts which constitute the 
grounds of defense and shall specifically admit or deny 
each —— set forth in the complaint. The respon- 
dent not deny a material allegation in the com- 
plaint which the respondent knows to be true or state 
that respondent is without sufficient information to form 
a belief as to the truth of an allegation when in fact the 
respondent possesses that information. The respondent 
shall also state affirmatively special matters of defense 

(d) Failure to deny allegations in complaint. Every alle- 
gation in the complaint which is not denied by a respon- 
dent in the answer is deemed to be admitted and may be 
considered proven. No further evidence in respect of 
that allegation need be received by the administrative 
law judge at any hearing. Failure to timely file an an- 
swer will constitute an admission of the allegations in 
the complaint. 

(e) Reply by Director. No reply to an answer is re- 
quired by the Director and any affirmative defense in 
the answer shall be deemed to be denied. The Director 
may, however, file a reply if he or she chooses or if or- 
dered by the adminstrative law judge. 


§10.137 Supplemental complaint. 


False statements in an answer may be made the basis 
of a supplemental complaint. 


§10.138 Contested case. 


Upon the filing of an answer by the respondent, a dis- 
ciplinary proceeding shall be regarded as a contested 
case within the meaning of 35 U.S.C. 24. Evidence 
obtained by a subpoena issued under 35 U.S.C. 24 shall 
not be admitted into the record or considered unless 
leave to proceed under 35 U.S.C. 24 was previously au- 


thorized by the administrative law judge. 


§10.139 Administrative law judge; appointment; responsi- 
bilities; review of interlocutory orders; stays. 


(a) Appointment. An administrative law judge, 
pny a under 5 U.S.C. 3105, shall conduct disciplin- 
ary proceedings as provided by this part. 

(b) Responsibilities. The administrative law judge shall 
have authority to: 

(1) Administer oaths and affirmations; 

(2) Make rulings upon motions and other requests; 

(3) Rule upon offers of proof, receive relevant evi- 
dence, and examine witnesses; 

(4) Authorize the taking of a deposition of a witness 
in lieu of personal appearance of the witness before the 
adminstrative law judge; 

(5) Determine the time and place of any hearing 
and regulate its course and conduct; 

(6) Hold or provide for the holding of conferences 
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to settle or simplify the issues; 

(7) Receive and consider oral or written arguments 
on facts or law; 

(8) Adopt procedures and modify procedures from 
time to time as occasion requires for the orderly disposi- 
tion of proceedings; 

(9) Make initial decisions under §10.154; and 

(10) Perform acts and take measures as necessary to 
promote the efficient and timely conduct of any disci- 

plinary proceeding. 

(c) Time for making initial decision. The administrative 
law judge shall set times and exercise control over a dis- 

ciplinary proceeding such that an initial decision under 
$10. 154 is normally issued within six months of the date 
a complaint is filed. The administrative law judge may, 
however, issue an initial decision more than six months 
after a complaint is filed if in his or her opinion there 
exist unusual circumstances which preclude issuance of 
an initial decision within six months of the filing of the 
complaint. 

a Review of interlocutory orders. An interlocutory or- 
der of an administrative law judge will not be reviewed 
by the Commissioner except: 

(1) when the administrative law judge shall be of 
the opinion (i) that the interlocutory order involves a 
controlling question of procedure or law as to which 
there is a substantial ground for a difference of opinion 
and (ii) that an immediate decision by the Commissioner 
may materially advance the ultimate termination of the 
disciplinary proceeding or 

(2) in an cauedtiienry situation where justice re- 

quires review. 

(e) Stays pending review of interlocutory order. If the Di- 
rector or a respondent review of an interlocutory 
order of an administrative law judge under paragraph 
(b)(2) of this section, any time period set for taking ac- 
tion by the administrative law judge shall not be stayed 
unless ordered by the Commissioner or the administra- 
tive law judge. 


§10.140 Representative for Director or respondent. 


(a) A respondent may be represented —— the Office 
in connection with an investigation or disci 
ceeding by an attorney. The attorney shall 
declaration that he or she is an attorney within the 
meaning of §10.1(c) and shall state: 

(1) the address to which the attorney wants corre- 
spondence related to the investigation or disciplinary 
proceeding sent and 

(2) a telephone number where the attorney may be 
reached during normal business hours. 

(b) The Commissioner shall designate at least two as- 
sociate solicitors in the Office of Solicitor to act as 
representatives for the Director in disciplinary proceed- 
ings. In prosecuting disciplinary proceedings, the desig- 
nated associate solicitors shall not involve the Solicitor 
or the Deputy Solicitor. The Solicitor and the Deputy 
Solicitor shall remain insulated from the investigation 
and prosecution of all disciplinary proceedings in order 
that they shall be available as counsel to the Commis 
sioner in deciding disciplinary proceedings. 


§10.141 Filing of papers. 


(a) The provisions of §1.8 of this Subchapter do not 
oY el nents tied ones tae 
(b) All papers filed after the complaint and prior to 
entry of an initial decision by the administrative law 
judge shall be filed with the administrative law judge at 
an address or place designated by the administrative law 
judge. All ekalat cute of antolidl deskion 
by the administrative law judge shall be filed with the 
Director. The Director shall promptly forward to the 
Commissioner any paper which requires action under 
this part by the Commissioner. 


(c) The administrative law judge or the Director may 
provide for filing papers and other matter by hand or by 
“Express Mail.” 
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§10.142 Service of papers. 


(a) All papers other than a complaint shall be served 
on a respondent represented by an attorney by: 
(1) delivering a copy of the paper to the office of 
the 0) mall or 
2) mailing a copy of the paper by first-class mail or 
aoe Mail” to the attorney at the address provided 
by the ye under §10.140(a) (1); or 
) any other method mutually agreeable to the at- 
aw. and a representative for the Director. 
(b) All papers other than a complaint shall be served 
S a respondent who is not represented by an attorney 


* wD delivering a copy of the paper to the respon- 
dent; or 

(2) rs: a copy of the paper by first-class mail or 
“Express M: to the respondent at the address to 
which a complaint may be served or such other address 
as may be designated in writing by the respondent; or 

(3) any other method mutually agreeable to the re- 
spondent and a representative of the Director. 

(c) A respondent shall serve on the representative for 
the Director one copy of each paper filed with the ad- 
ministrative law judge or the Director. A paper may be 
served on the representative for the Director by: 

(1) delivering a copy of the paper to the representa- 
tive; or 

(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to an address designated in writing by 
the representative; or 

(3) any other method mutually agreeable to the re- 
spondent and the fm ngag ee 

(d) Each paper filed in a disciplinary proceeding shall 
contain therein a certificate of service indicating: 


(1) the date on which service was made and 

(2) the method by which service was made. 
(e) The administrative law judge or the Commissioner 
may wore that a paper be served by hand or by “Ex- 


press 

(f) Service by mail is completed when the paper 
mailed in the United States is placed into the custody of 
the U.S. Postal Service. 


§10.143 Motions. 


Motions may be filed with the administrative law 
judge. The adminstrative law judge will determine on a 
case-by-case basis the time period for response to a mo- 
tion and whether replies to responses will be authorized. 
No motion shall be filed with the administrative law 
judge unless such motion is supported by a written state- 
ment by the moving party that the moving party or at- 
—_ for the moving party has conferred with the op- 

g party or attorney for the opposing party in an 
erort in good faith to resolve by agreement the issues 
raised by the motion and has been unable to reach 
agreement. If issues raised by a motion are resolved by 
the parties prior to a decision on the motion by the ad- 
ministrative law judge, the parties shall promptly notify 
the administrative law judge. 


§10.144 Hearings. 


_ (a) The administrative law judge shall preside at hear- 
roceedings. Hearings will be steno- 


The administrative law judge shall conduct hearings i in 
accordance with 5 U.S.C. 556. heey 6 Ro sean 
of Goan Sek on aa ae 


it at 
(b) If the responden 
to appear at the hearing 
been given by the administrative law judge, the adminis- 
trative law judge may deem the it to have 
waived the right to a hearing and may proceed with the 
hearing in the absence of the respondent. 
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nd perve-cnde ie setion ih atbeinente 
the public except that the Director may grant a req 


and make the record of the disciplinary Pn 
available for public inspection, provided agreement is 
reached in advance to exclude from public disclosure in- 
formation which is privileged or confidential under ap- 
plicable laws or regulations. If a disciplinary proceeding 
results in disciplinary action a a practitioner, and 
= to §10. 159), the record of the entire disciplin- 

proceeding, including any settlement agreement, will 
rg available for public inspection. 


§10.145 Proof; variance; amendment of pleadings. 


In case of a variance between the evidence and the al- 
legations in a complaint, answer, or reply, if any, the ad- 
ministrative law judge may order or authorize amend- 
ment of the complaint, answer, or reply to conform to 
the evidence. Any party who would otherwise be preju- 
diced by the amendment will be given reasonable oppor- 
tunity to meet the allegations in the complaint, answer, 
or reply, as amended, and the administrative law judge 
shall make findings on any issue presented by the com- 
plaint, answer, or reply as amended. 


§§10.146-10.148 [reserved] 


§10.149 Burden of proof. 


In a disciplinary the Director shall have 
the burden of seein — or her case by clear and con- 
vincing evidence and a respondent shall have the burden 
of providing any affirmative defense by clear and con- 
vincing evidence. 


§10.150 Evidence. 


(a) Rules of evidence. The rules of evidence prevailing 
in courts of law and equity are not controlling in hear- 
ings in disciplinary proceedings. However, the adminis- 
trative law judge shall exclude evidence which is irrele- 
vant, as or unduly repetitious. 

(b) Deposi itions of witnesses taken 
pursuant to ps10.15: 151 may be admitted as evidence. 

(c) Government documents. Official documents, 
records, and papers of the Office are admissible without 
extrinsic evidence of authenticity. These documents, 
records and papers may be evidenced by a copy certi- 
fied as correct by an employee of the Office. 

(d) Exhibits. If any document, record, or other paper 
is introduced in evidence as an exhibit, the administra- 
tive law judge may authorize the withdrawal of the ex- 
hibit subject to any conditions the administrative law 
judge deems appropriate. 

(e) Objections. Objections to evidence will be in short 
form,- stating the grounds of objection. Objections and 
rulings on objections will be a part of the record. No ex- 
ception to the ruling is necessary to preserve the rights 
of the parties. 


§10.151 Depositions. 


(a) Depositions for use at the hearing in lieu of per- 
sonal of a witness before the administrative 
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upon the other party with the notice and copies of any 
written cross-questions will be served by hand or “Ex- 
press Mail” not less then five days before the date of the 
taking of the deposition unless the parties mutually agree 
otherwise. A party on whose behalf a deposition is taken 
poem predinlt. ts gpa? wptidnwesten, iy waren 
by a court reporter with the administrative law judge 
th sll eve one copy upon the opposing arty Ex 


for a court reparing, serving, and 
filing ‘deposi tion shall be borne ane ~ the party at whose 


instance the tapedtion is tak 

(b) When the Director oti the respondent agree in 
writing, a deposition of any witness who will appear 
voluntarily may be taken under such terms and condi- 
tions as may be mutually agreeable to the Director and 
the respondent. The deposition shall not be filed with 
the administrative law judge and may not be admitted in 
evidence before the administrative law judge unless he 
or she orders the deposition admitted in evidence. The 
admissibility of the ition shall lie within the barge 
tion of the administrative law judge who may rej 
deposition on any reasonable basis including the fact tha 
demeanor is involved and that the witness should ee 
been called to appear personally before the administra- 
tive law judge. 


§10.152 Discovery. 


Discovery shall not be authorized except as follows: 
(a) After an answer is filed under §10.136 and when a 
party establishes in a clear and convincing manner that 
discovery is necessary and relevant, the administrative 
law judge, under isa conditions as he = she deems ap- 
propriate, may order an g party 
(1) answer a en ber ee written requests 
for admission or interrogatories; 
(2) produce for inspection and copying a reasonable 
number of documents; and 
(3) produce for inspection a reasonable number of 
things other than documents. 
(b) Discovery shall not be authorized under paragraph 
(a) of this section of any matter which: 
(1) will be used by another party solely for im- 
peachment or cross-examination; 
(2) is not available to the party under 35 U.S.C. 


(3) relates to any disciplinary proceeding com- 
menced in the Rens and Trademark Office prior to 
Mar. 8, 1985; 

(4) relates to experts except as the administrative 
= judge may require under paragraph (e) of this sec- 


"® 2 clecmean or 
tes to mental impressions, conclusions, opin- 
ions, “ legal theories of any attorney or other represen- 
tative of a party. 
(c) the administrative law Ae x may deny discovery 
— oe this section if the dis- 


vil undaly delay the disciplinary proceeding; 
will place an undue burden on the party re- 
qui EE nF noobinge t; or 
(3) is available (i) ome to public, (ii) equal- 
ly to the parties; or (iii) to the party seeking the 
discovery another source. 

(d) Prior to authorizing discovery under h (a) 
of this section, the administrative law judge require 
the party seeking discovery to file a motion (§10.143) 
and explain in detail for each request made how the dis- 
covery sought is necessary and relevant to an issue actu- 
ally raised in the complaint or the answer. 

(e) The administrative law judge may require parties 
to file and serve, prior to any hearing, « pre-hearing 
statement which contains 


a ee eee proposed ex- 
hibits to be used in connection with a party’s case-in- 


(2) a list of proposed witnesses, 
(3) as to each proposed expert witness: 
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(i) an identification of the field in which the indi- 
vidual will be qualified as an expert; 
(ii) a statement as to the subject matter on which 
the expert is expected to ; and 
(iii) a statement of the substance of the facts and 
opinions to which the expert is expected to tesify, 
(4) the — of government employees who have 
investigated the case, and 
(5) copies of 7 memoranda reflecting respondent’s 
own statements to administrative representatives. 

(f) After a witness testifies for a party, if the opposing 
party requests, the party may be required to produce, 
prior to cross-examination, any written statement made 
by the witness. 


§10.153 Proposed findings and conclusions; post-hearing 
memorandum. 


Except in cases when the respondent has failed to an- 
swer the complaint, the administrative law judge, prior 
to making an initial decision, shall afford the parties a 
reasonable opportunity to age proposed findings and 
conclusions and a post- memorandum in support 
of the proposed findings and conclusions. 


§10.154 Initial decision of administrative law judge. 


(a) The administrative law Fa a shall make an initial 
decision in case. The decision will include (a) a 
statement of findings and syeee as well as the rea- 
sons or basis therefore with appropriate references to 
the record, upon all the ma issues of fact, law, or 
discretion presented on the record, and (b) an order of 
suspension or exclusion from practice, an order of repri- 
mand, or an order dismissing the complaint. The admin- 
istrative law judge shall file the decision with the Direc- 
tor and shall transmit a copy to the representative of the 
Director and to the respondent. In the absence of an ap- 
peal to the Commissioner, the decision of the administra- 
tive law judge will, without further proceedings, be- 
come the decision of the Commissioner of Patents and 
Trademarks thirty (30) days from the date of the deci- 
sion of the administrative law judge. 

(b) The initial decision of the administrative law judge 
shall explain the reason for any penalty of reprimand, 
sus or exclusion. In determining nh: penalty, the 
following should normally be considered 

(1) the public interest; 
(2) the seriousness of the violation of the Disciplin- 


ary Rule; 
(3) the deterrent effects deemed necessary; and 
(4) the integrity of the legal profession; and 
(5) any extenuating circumstances. 


§10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial 
decision of the administrative law judge under phy som 
either party may appeal to the Commissioner. An appeal 
by the respondent will be filed with the Director in du- 
plicate and will include exceptions to the decisions of 
the administrative law judge and supporting reasons for 

i If the Director files the aj , the Di- 
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§10.156 Decision of the Commissioner. 


(a) An appeal from an initial decision of the adminis- 
trative law judge shall be decided by the Commissioner. 
The Commissioner may affirm, reverse, or modify the 
initial decision or remand the matter to the administra- 
tive law judge for such further proceedings as the Com- 
missioner may deem a riate. Entry of a decision by 
the Commissioner is a final ency action in a disciplin- 
ary proceeding. In making a decision, the Commis- 
sioner shall review the record or those portions of the 
record as may be cited by the parties in order to limit 
the issues. The Comissioner shall tranmit a copy of the 
final decision to the Director and to the respondent. 

(b) A final decision of the Commissioner may dismiss 
a disciplinary proceeding, reprimand a practitioner, or 
may suspend or exclude “ays practitioner from practice 
before the Office. 


§10.157 Review of Commissioner’s final decision. 


(a) Review of the Commissioner’s final decision in a 
disciplinary case may be had by a petition filed in the 
United States District Court for the District of Colum- 
bia. See 35 U.S.C. 32 and Local Rule 1-26 of the United 
States District Court for the District of Columbia. 

(b) The Commissioner may stay a final decision pend- 
ing review of the Commissioner’s final decision. 


§10.158 Suspended or excluded practitioner. 


(a) A practitioner who is suspended or excluded from 
practice before the Office under §10.156(b) shall not en- 
gage in unauthorized practice of t, trademark and 
other non-patent law before the 

(b) Unless otherwise ordered by t the Commissioner, 
any practitioner who is suspended or excluded from 
practice before the Office under §10.156(b) shall: 

(1) Within 30 days of entry of the order of suspen- 

sion or exclusion, notify all bars of which he or she is a 
member and all clients of the practitioner for whom he 
or she is handling matters before the Office in te 
written communications of the suspension or exclusion 
and shall file a copy of each written communication 
with the Director. 
(2) Within 30 days of entry of the order of suspen- 
sion or exclusion, surrender a client’s active Office case 
files to (i) the client or (ii) another practitioner designat- 
ed by the client. 

(3) Not hold himself or herself out as authorized to 
practice law before the Office. 

(4) Promptly take any necessary and 7 
steps to remove from any telephone, legal, or other di- 
rectory any advertisement, statement, or representation 
which would reasonably suggest that the practitioner is 
authorized to practice patent, trademark or other non- 
patent law before the Office, and within 30 days of tak- 
ing those steps, file with the Director an affidavit de- 
scribing the precise nature of the steps taken. 

(5) Not advertise the practitioner’s availability or 
SS ee ee ee 
son having immediate, prospective, or pending business 
before the Office. 

Scdagstemeentioen goeapietion ongeutinaneietiod 
son having immediate, ive, or pending business 


(8) Within 30 days, return to any client any un- 
earned funds, including any unearned retainer fee, and 
any securities and property of the client. 

ene iindadiemiied suspended or excluded from 
lore the Office and who aides another practi- 

Gasrdn annevun ip Ge ciel Weanbtenttepeaeiates 
law before the Office, may, under the direct supervision 
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of the other practitioner, act as a para-legal for the other 
practitioner or perform other services for the other 
practitioner which are normally performed by lay-per- 
sons, provided: 

dj 1) the practitioner who is suspended or excluded is: 

(i) a salaried employee of: 

(A) the other practitioner; 

(B) the other practitioner’s law firm; or 

(C) a ees who employs the other 
practitioner as a salaried employee; 

(2) the other practitioner assumes full professional 
responsibility to any client and the Office for any work 
performed by the suspended or excluded practitioner for 
the other practitioner; 

(3) the suspended or excluded practitioner, in con- 
nection with any immediate, prospective, or pending 
business before the Office, does not: 

(ij) communicate directly in writing, orally, or 
otherwise with a client of the other practitioner; 

(ii) render any legal services to a client of the 
other practitioner; or 

(iii) meet in person or in the presence of the other 
practitioner with: 

(A) any Office official in connection with the 
prosecution of any patent, trademark, or other case; 

(B) any client of the other practitioner, the oth- 
er practioner’s law firm, or the client-employer of the 
other practitioner; 

(C) any witness or potential witness which the 
other practitioner, the other practitioner’s law firm, or 
the other practitioner’s client-employer may or intends 
to call as a witness in any proceeding before the Office. 
The term “witness” includes individuals who will testify 
orally in a proceeding before, or —— affidavit or any 
other document to be filed in, the x 

(d) When a suspended or excluded practitioner acts as 

-legal or performs services under paragraph (c) of 

this section, the suspended or excluded practitioner shall 

not thereafter be reinstated to practice before the Office 
unless: 

(1) the suspended or excluded practitioner shall 
have filed with the Director an affidavit which (i) ex- 
gilts tape pets ene ae ae 
er services performed by the suspended or excluded 
= and (ii) pind by clear and convincing evi- 
dence that the suspended or excluded practitioner has 
complied with the provisions of this section and all Dis- 

i Rules, and 


(2) the other practitioner shall have filed wita the 
Director a written statement which (i) shows that the 


other practitioner has read the affidavit required by 
subparagraph (d) (1) of this section and that the other 
practitioner believes every statement in the affidavit to 
be we and (ii) states why the other n> believes 
that the suspended or excluded practitioner has com- 
plied with paragraph (c) of this section. 


§10.159 Notice of suspension or exclusion. 


(a) Upon issuance of a final decision reprimanding a 
a or suspending ee 
rom practice before the Office, the Director shall give 


nctian af the ut ates te eee 


i authorities of any State in which a 
practioner Known to be a member ofthe ba and any 


te Dien association. 
Director shall cause to be published in the Of 
Gazette the name of any practitioner 


fica 
excluded from practice. U Unio pthorwiee oodered by the 


Commissioner, the Director shall publish in the Official 
Gazette the name of any practitioner reprimanded by the 
Commissioner. 


mi. ailable for public i maintain —— — inary 
av: or inspection, of every p 
reprimanded, sus- 
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§10.160 Petition for reinstatement. 


(a) pended for period for reinstatement of a practitioner sus- 
of less than five years will not be 
considered until fr the period of suspension has passed. 

(b) A petition for reinstatement of a practitioner ex- 
cluded from practice will not be considered until five 

years after the effective date of the exclusion. 

(c) An individual who has resigned under §10.133 or 
who has been suspended or excluded may file a petition 
for reinstatement. The Director may grant a petition for 
reinstatement when the individual makes a clear and 
convincing showing that the individual will conduct 
himself or herself in in accordance with the regulations of 
this part and that granting a petition for reinstatement is 
not contrary to the public interest. As a condition to re- 
instatement, the Director may require the individual to: 

(1) meet the requirements of §10.7, including taking 

passing an examination under §10.7(b) and 

(2) pay all or a portion of the costs and expenses, 
not to exceed $1,500, of the disciplinary proceeding 
which lead to suspension or exclusion. 

- Any suspended or excluded practitioner who has 

lated the provisions of §10.158 dias his or her peri- 
oe ae suspension or exclusion shall not be entitled to re- 
instatement until such time as the Director is satisfied 
that a period of suspension equal in time to that ordered 
by the Commissioner or exclusion for five years has 
passed during which the suspended or excluded practi- 
tioner has complied with the provisions of §10.158. 

(e) Proceedings on any ion for reinstatement shall 
be open to the public. Before reinstating any suspended 
or excluded practitioner, the Director shall publish in 
the Official Gazette a notice of the suspended or exclud- 
ed practitioner’s petition for reinstatement and shall per- 
mit the public a —— opportunity to comment or 
submit evidence with respect to the petition for rein- 
statement. 


§10.161 Savings clause. 


(a) A disciplinary proceeding based on conduct en- 
gaged in prior to the toffective date of these regulations 
may be instituted subsequent to such effective date, if 
such conduct would continue to justify suspension or ex- 
clusion under the provisions of this part. 

(b) No practitioner shall be subject to a disciplinary 
proceeding under this part based on conduct engaged in 
before the effective date hereof if such conduct would 
not have been subject to disciplinary action before such 
effective date. 


§10.162-10.169 [reserved] 


§10.170 Suspension of rules. 


(a) In an extraordinary situation, when justice re- 
quires, any requirement of the regulations of this part 
which is not a requirement of the statutes may be sus- 
pended or waived by the Commissioner or the Commis- 
sioner’s designee, sua sponte, or on petition of any party, 
including the Disaotor or or the Director’s representative, 
subject to such other requirements as may be imposed. 

(b) Any petition under this section will not stay a dis- 
ciplinary proceeding unless ordered by the Commission- 
er or an administrative law judge. 


GERALD J. MOSSINGHOFF 
Dec. 21, 1984. Commissioner of Patents 
and Trademarks 
[1052 OG 4] 


(144) Patent Cooperation Treaty (PCT) Update 


Change in International Fees effective Jan. 1, 1985, 
change in international search fee charged by European 
Patent Office, and Listing of PCT Countries 
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I. Change in International Fees, Effective Jan. 1, 1985 


On Sept. 28, 1984, the PCT Assembly in its twelfth 
session Ne po Extraordinary) held in Geneva, Switzer- 
land, fixed new amounts for the various international 
fees set in Swiss francs in the Schedule of Fees annexed 
to the PCT Re i effective Jan. 1, 1985. The new 
amounts in Swiss francs reflect a 5% increase over the 
previous amounts. The U.S. dollar amounts, however, 
reflect an overall decrease from the previous amounts. 

The PCT Assembly also fixed an upper limit on the 
number of designation fees which must be paid for a sin- 
gle PCT application at ten. Effective Jan. 1, 1985 desig- 
nation fees must be paid only for the first ten (10) coun- 
try or regional designations. There is no payment due 
for the eleventh and ke country or regional des- 
ignations. 

Effective Jan. 1, 1985, for the United States applicants 
filing PCT international applications in the United States 
Receiving Office, the amount of the International fees 
are as follows: 


Basic Fee (first eee 
Basic Supplemental Fee (each 
page over 30) 


$ 265.00 


No 
po comet countries or regions) . Charge 
II. Change in international search fee charged by 

European Patent Office 


A new amount of 690 U.S. dollars has been estab- 
lished for the search fee for an international search by 
the European Patent Office. The new amount is applica- 
ble as from Jan. 3, 1985. 


see228 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


[1050 OG 330] 


(145) Patent Cooperation Treaty (PCT) Update 


Accession to the Patent Cooperation Treaty (PCT) by 
Barbados, ratification of the PCT by Italy and listing of 
PCT Member Countries. 


The United States Patent and Trademark Office has 
received notification from the World Intellectual Prop- 
erty Organization (WIPO) that Barbados deposited its 
instrument of accession to the PCT on 12 Dec. 1984. 
— dbs to PCT Article 63(2), Barbados 
may be in international applications filed on 
and afer i? 12 . 1985. 

Office also received notification from WIPO that 
its instrument of ratification to the PCT 


by Gling single international 
a European patent for all 
same rights as would be con- 
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ferred by a national patent ted in each country. licants from the United States in European patent 
Currently, about 5000 accignstions of Italy are made by plications each year. 


Listing of PCT Member Countries 


Date of Date from 
Ratification Ratification which Country 
County: i or Accession may be Designated 
September 1971 . 
March 1972 .... 
March 1972 .... 
May 1972 
March 1973 .... 
February 1974 .. 
January 1975 ... 
xe as March 1975 .... 
United States of America i ion... November 1975 . 
Congo Federal Republic of** . . . i i 
ngo* 


November 1977 . 
December 1977 . 
January 1978 ... 
January 1978 ... 


Australia 

Hungary 

Democratic People’s Republic of 
Korea (North Korea) Rare i July 1980 
inland ificati ap October 1980 


: December 1981 
November 1981 . 26 February 1982 .. 
January 1983 ... 
January 1984 ... 


March 1985 . 


* Members of African Intellectual Property Organization (OAPI) regional patent system. Only regional ve 
protection is available for OAPI member countries. A designation of any country is an indication that all OAPI 
countries have been designated. Note: Only one designation fee is due regardless of the number of OAPI member 
countries designated. 

**Member of E European Patent Convention (EPC) regional patent system. Either national patents or pa- 
tents for member countries are available through PCT, one PCT France, Belgium and Italy, for which only Euro- 
pean patents are available if PCT is used. Note: Only one ceiguten. Homer European regional patent 
protection is sought for one, several or all EPC member countries 


DONALD J. QUIGG, 
Feb. 4, 1985. Acting Commissioner of 
Patents and Trademarks. 


[1052 OG 52] 


(146) Patent Cooperation Treaty (PCT) Information The Search fee of the European Patent Office has 
been c! 5 of Oct. 12, 1985 and is announced in 
For information concerning the PCT member _ the Officia Ganttte tt 1058 O.G. 26 on Sept. 24, 1985. 
countries see the notice ing in the Official Gazette International PCT fees have been changed effective 
at 1052 O.G. 52 on Mar. 26, 1985. Oct. 29, 1985 and were announced in the PCT Gazette 
For use of the European Patent Office as a Searching oe 1985 and in the Official Gazette at 1058 
Authority for PCT applications filed in the United on Sept. 24, 1985. 
Official Gasete x 1022 0.6, $2 on Sept 20198. The current schedule of PCT fees is as follows: 
Official Gazette at 1022 O.G. 52 on Sept. 28, 1982 
Certain domestic fees for international applica’ 
have been chan; effective Oct. 5, 1985 in the oo 
change notice ti “Revision of Patent Fees” published U.S. Patent and Trademark Office as 
at 1057 O.G. 24 on Aug. 20, 1985. Searching Authority 
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—No cosennponeng prior U.S. national 
application fil 
—cCorresponding ~al U.S. national 
application filed 
Patent Office as 
Searching Authority, all cases 
International fees 
Basic fee (first 30 pages): 
Basic Supplemental fee (for each 
page over 30): 6.00 
Designation fee for the first 10 
national or offices: 70.00 
Designation fee for 11th and No 
subsequent designations charge 
DONALD J. QUIGG, 


Assistant Secretary and 
Commissioner of Patents and Trademarks. 


[1058 OG 26] 


420.00 
250.00 
750.00 
280.00 


Oct. 21, 1985. 


(147) Reduction of European Search Fee 
for PCT Cases 


The following letter dated December 21, 1979 from 
Dr. J. B. Van them, the President of the Euro 
Patent Office, was received by the Commissioner of Pa- 
tents and. Trademarks and is being published to provide 
the information to —— using the Patent Coo; 
tion Treaty (PCT). The effect of the decision o 
Administration Council of the European Patent Or, 
zation is to reduce the search fee required by the Euro- 
pean Patent Office by 20% if the application was filed 
under the PCT and was searched by the United States 
Patent and Trademark Office acting as an International 
Searching Authority. 

The letter and accompanying annex are reproduced 
below. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 
“Dear Mr. Diamond: 

Pursuant to Article 157, paragraph 3, EPC, the Ad- 
ministrative Council of the European Patent organiza- 
tion is entitled to decide under what conditions and to 
what extent: 

a) the supplementary Euro search report under 
Article wf ph 2a, EPC is to be dispensed with 

b) the search fee as provided for in Article 157, para- 
graph 2b, EPC is to be reduced. 

Up to the present, the Administrative Council of the 
EPO has taken decisions in regard to the Article 157, 

—— 3, in respect of international applications for 
which international search report has been drawn up 
by the following Offices: the European Patent Office, 
the Swedish Patent Office, the Austrian patent Office, 
the United States Patent and Trademark Office, the Jap- 
anese Patent Office and USSR State Committee for In- 
ventions and Discoveries. 

The decisions concerning the Swedish and Austrian 
Patent Offices are based on the agreements concluded 
between these Offices and the EPO pursuant to Section 
III, paragraph 2 and Section IV, paragraph 2 of the Pro- 
tocol on the Centralisation of the European Patent Sys- 
tem, which is an integral part f the EPC. These agree- 
ments prescribe that the searches to be carried out by 

these Offices are to meet the same criteria and be of the 
same standard as applied at the EPO. 

For these reasons the Administrative Council has de- 
pn that in respect of Sweden and Austria the supple- 

European search report under Article 157, 

paragraph 2a, EPC isto be dnpensed with and search 

as provided for in Article 157, paragraph 2b, EPC 
shall not be charged. 

As far as those States are concerned which are not 
members of the European Patent Organization, the Ad- 
ministrative Council of the EPO decided on 14 Septem- 
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ber 1979, that the search fee provided for in Article 157, 
paragraph 2b, EPC, shall be reduced by one-fifth in the 
case of international applications on which an interna- 
tional search report has been drawn up by the United 
States patent and Trademark Office, the Japanese Patent 
Office or the USSR State Committee for Inventions and 
Discoveries. This reduction reflects the economy 
expected to te in comes up fe: RNAS 
Semngen 0 oe rt according to stan 
ca Gal fed a cows of tie Decision of 14 
sept 1979. 1979. it ag oe to all international applicatios filed 
since 1 June 19 
Yours sincerely, 
J. B. Van Benthem. 
(President)” 


ANNEX 
The Administrative Council of the European Patent Orga- 
nization 


Having regard to the European Patent Convention 

i t called “the Convention”), and in particular 

Article 157, paragraph 3, thereof, Has decided as fol- 
lows: 


Article 1 


The search fee provided for in Article 157, pera 
2(b), of the Convention shall be reduced by one fi 

the case of international applications on which an inter- 
national search onan has been drawn up by the United 
States Patent ad Trademark Office, the Japanese Patent 
Officer or the USSR State Committee for Inventions 
and Discoveries. 

Article 2 


This decision shall enter into force on 14 September 
1979. It shall apply to all international applications filed 
since 1 June 19 


Done at Berlin, 14, Sept. 1979. 


For the Administrative Council 
The Chairman 
G. VANES 


END OF ANNEX 
[992 0.G. 2] 


(148) Amendments to Patent Cooperation Treaty 


The 11th session of the PCT Union Assembly held in 
Geneva, Switzerland from 30 Jan. to 3 Feb. 1984 decid- 
ed to amend two time limits in the Treaty (Articles 
22(2) and 39(1)(a)) and to revise we one hun- 
dred provisions in the PCT re prec: 

The assembly decided that 1 amendments would en- 
ter into force on Jan. 1, 1985, subject to the following: 

(i) the —— to Rules 12.1(c) and (d), 34.1 and 

48.3(a) and (b) will become applicable at the same 

time that the PCT will enter into force in respect of 

the first Spanish speaking country to ratify or accede 


to the 

a the deletion of Rule 80.6(b) will become effective 
on Jan. 1, 1986; 

(iii) some countries may, under certain circumstances, 
delay, for a transitory period, the application, by 
them, of some Gann amendments. Delays required by 
U.S. law are noted below. 

The purpose and a brief description of the most im- 

portant amendments are indicated below. 


Making the ‘Procedure During the International Phase 
Under Chapter I of the PCT Safer and Simpler for the 


The Assembly ad 
giving the applicant t 


very important amendments 
means to ensure that his or her 
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international application will not be lost because the 
record y has not reached the International Bureau in 
due time (see Rules 20.5 and 22.1). The time limit at the 
expiration of which the international aj tion would 
be considered withdrawn under Article 12(3) if the 
record copy had not reached the International Bureau 
will start running only when a notification is sent by the 
International Bureau to the applicant (see Rule 22.3), 
and the new system as resulting from those various 
amendments will completely rep the “alternative” 
procedure previously provided by Rule 22.2. 

Other amendments will have the effect that the one- 
month grace period for the payment of the international 
fee and the search fee will be granted by all Receiving 
on subject to some transitional provisions, (see Rule 

Amendments were adopted which will expressly al- 
low the time limits fixed by the Receiving for the 
correction of defects to be extended and will ensure that 
no international application will be considered with- 
drawn by the Receiving Office for lack of compliance 
with physical requirements if it complies with those re- 
quirements to the extent necessary for the purpose of 
oe nably uniform international publication (see Rule 

The time limit within which the applicant may amend 
the claims during the international phase will be longer 
in certain cases. Furthermore, the applicant will have 
the possibility to state more in his or explanations of 
amendments and will be permitted to submit the amend- 
ments in the language of publication only. (See Rule 46). 

The amendments to Rules 32 and 32 bis, make it pos- 
sible to tr eae the international application, designa- 
tions, or the priority claim » Lp. filing a notice with the 
Receiving even has sent the 
record copy to the “hen od Bureau. The Assembly 
noted that the international application would not be 

blished if the withdrawal reached the International 
Beess before the completion of the technical prepara- 
tion for international publication, which is not earlier 
than 15 days before the expiration of 18 months from 
the priority date. 

e rules concerning the rectification, during the in- 
ternational phase, of obvious errors in documents were 
liberalized by allowing the rectification of obvious er- 
rors which are not errors of transcription (see Rule 91). 
Furthermore, the applicant may, if the rectification has 
been refused during the international phase, obtain publi- 
cation of the request for rectification in the pamphlet 
publishing the international application. Such publica- 
tion, however, will not relieve the applicant from the 
need to request, during the national phase, the Designat- 
ed Offices to authorize the rectification. 

New rules were adopted which deal with Designated 
States excusing delays in mr certain time limits, in 

ular, time limits ining to the international 

phase and the time limit for entering the national phase 
ps Rule 82bis). In that connection, it was understood 
by the Assembly that the excusing of the delay may take 
place only during the national phase and under the con- 
ditions set forth by the national law. 


Making the pee aes Se et eer 
More Attractive for the Applicant. 


A very emer reg eagpteray net he tere A 
consisted modifying the limit under Article 
39(1)(a) for entering the national phase before elected Of- 
fices. Subject to some transitory provisions, the 25 month 
time limit has been extended to 30 months. The Assembly 
also decided to extend the time limit to 28 months from 
the priority date to establish the international ——s 


rt: where preliminary examination has 
Soom demantell Uolese\tee ceploatien ef al 19th month 
inaeenene date. The said extensions give a ts 
more opportunities to present arguments to the Interna- 
donal Examining Authority and more time 
for thorough international examination. (See 
Article 39 and Rules 66.4 and 69.) 
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Note that Chapter II procedure is not currently avail- 
able to United States residents or nationals filing i 
United States Receiving Office or to international appli 
cations as to designations of the United States of Ameri- 
ca. 


Making it Safer and Simpler for the Applicant to Enter 
the National Phase. 


The Assembly modified the time limit under Article 
22(2) in order to harmonize it with the time limit under 
Article 22(1). This amendment means that, subject to 
some transitory provisions, the time limit for entering 
the national jm before the Designated Offices will be 
20 months from the priority date in all cases, even 
where the International Searching Authority declares 
that no international search report will be established. In 
the latter case, under the previous text, the time limit 
was shorter. 

The Assembly adopted new rules specifying the re- 
jae mares uirements for entering the national phase, in particular, 

contents of the translation of the international appli- 
cation to be furnished when entering the national phase. 
(see Rules 49.3 to 49.5, 51 bis and 74). It is now clear 
that the applicant must be given an oBesionated Office, after en- 
tering the national phase before the 
for furnishing evidence—where evidence is Preaunieen un- 
der the national law—as to the identity of the inventor if 
not the applicant, the applicant’s right to file when he or 
she is not the inventor or circumstances making an earli- 
er disclosure non-prejudicial. Also, if the applicant did 
not appoint a local agent when the national phase is en- 
tered, that he or she must be given an opportunity, after 
eng Se national phase, to appoint a local agent 
or she is, under the national law, obliged to be 
represented by such an agent. 


It is expected that the very important amendments 
adopted by the Assembly in that connection will make it 
easier for Spain and for Spanish-speaking countries of 
Latin America to join the PCT Union (see Rules 12.1(c) 
and (d), 34.1 and 48.3(a) and (b)). 


Simplifying the Tasks of the International Authorities In- 
volved in the PCT Procedure and Simplifying the PCT 
Regulations in General. 


The Assembly adopted a number of amendments in 
that connection, in particular, through the transfer of 
Rules or parts of Rules which are of no direct interest to 

licants to the Administrative Instructions under the 
and the deletion of some obsolete Rules. It is to be 
expected that after this very comprehensive revision of 
the Regulations, there will be a longer [Sracaate during 
which no, or only very few, changes wi 
in the PCT system. 
Comments on particular changes: 


Decisions Concerning Articles 22(2) and 39(1)(a) 


Decision concerning Article 22(2) 
ene ee ae 
applicable under paragraphs (1) and (2) of Article 22, 
decided as follows: 
Article 22(2) is modified as follows: 
“*Where the International Searching Authority makes 
a declaration, under —— 17(2\fa), -: no interna- 
tional search report will time limit 
for performin + eobimentrntine semen: he ar Ame 
this Article be the same as that provided for in 
ragraph (1). 
The atcadea ceaiten of cuhetnertidiane*eii 
pod a from the date of the notification sent to the 
applicant of the said declaration” by the underlined, it 
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also consists of deleting, before the word “Where,” 

the words “Notwithstanding the provisions of para- 

graph (1)”. 

The modification entered into force on Jan. 1, 1985. 
However, as long as that time limit is incompatible with 
the national law applied by the Designated Office, a 
time limit of two months from the date of the notifica- 
tion sent to the applicant of the said declaration shall, 
during that transitory period, apply with respect to that 
pe Office, provided that such Office has made a 
notification to that effect to tie International Bureau. 


Decision Concerning Article 39(1)(a) 


The Assembly, in order to extend the time limit under 
Article 39(1)(a) from 25 to 30 months from the priority 
date, decided as follows: 

Article 39(1)(a) is modified as follows: 

“if the selection of any Contracting State has been 

effected prior to the expiration of the 19th month 

from the priority date, the provisions of Article 22 

shall not apply to such State and the applicant shall 

furnish a copy of the international application (unless 
the communication under Article 20 already taken 
place) and a translation thereof (as preciie’, and 
pay the national fee (if any), to each elected Office 
not later than at the expiration of 30 months from the 
paaty date.” 

e modification consists of changing “25” to “30”. 

As noted above, Article 39 relates to procedures un- 
der Chapter II which are not currently available to ap- 
plicants filing in the United States Receiving Office or in 
international applications when entering the United 
States as a Designated Office. 

The modification of Article 39 entered into force on 
January 1, 1985. However as long as the said time limit 
of 30 months is incompatible in all cases with the nation- 
al law applied by the elected Office, a time limit of 25 
months from the priority date shall, during that transito- 
ry period, apply with respect to that elected Office, pro- 
vided that such Office has made a notification to that ef- 
fect to the International Bureau. 


Attention is Directed to Important Amendments to the 
Regulations Affecting United States Applicants. 
Rule 4 relates to the contents of the Request. The 


changes provide for correction of any obvious errors 
and correction of the application number of the priority 


Decisions of the Assembly 
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opphantion before the Receiving Office. 

ule 15.4: The amendment sets the period for pay- 
ment of the basic fee and the international search fee to 
all the Receiving Offices at one month from the date on 
which the international application was received; the 
same applies to the period for payment of designation 
fees when the application is filed on expiry of the priori- 
ty period. The provisions in paragraphs (a) and (b) are 
not yet in effect in the United States under the provi- 
sions of Rule 15.4(d). 

The amendment makes it clear that the amount to be 
paid when the fees or their equivalents are increased be- 
tween the date of filing of the application and the date 
of peyment: the amount to be paid is the lower amount. 

ules 22.1(b) and 22.3 together with Rule 20.5(c): 
These amendments provide for a system whereby the 
International Bureau monitors the receipt of the record 
copy of the international application, and the Receiving 
Office, and where appropriate the applicant, is notified 
so that the record copy can be produced if the Receiv- 
ing Office is late in sending it; at the same time, the 
amended version of Rule 22.3 introduces a new time 
limit under Article 12(3) of the Treaty, which begins 
when such notifications are sent out. 

Rule 26.2: Under certain circumstances, the rule now 
rovides that the Receiving Office can extend the time 
imit for the correction of certain elements in the inter- 

national Jo ag eges 

Rule 46: The amended Rule makes it easier to submit 
amended claims within the time limit during the interna- 
tional phase. . 

Rules 49.5 and 5lbis: The new Rules set out the con- 
ditions applying to entry into the national or regional 
phase and in particular those concerning the contents of 
and physical requirements for the translation under Arti- 
cle 22(1) or 39(1) of the Treaty and the national require- 
ments dealt with in Article 27. 

Rule 91: The main purpose of the amendments to this 
Rule is to enable the applicant, on payment of a fee, to 
request the publication, at the same time as the interna- 
tional application, of a request for rectification which 
has been rejected during the international phase. 

A copy of the amendments to the PCT Articles and 
Rules appears below. 


DONALD J. QUIGG, 
Acting Commissioner of 


Mar. 8, 1985. 
Patents and Trademarks. 


Concerning Articles 22(2) and 39(1)(a) of the Patent Cooperation Treaty (PCT) and Amend- 
ments to the Regulations Under the PCT as Adopted by the Assembly 


Decisions Concerning Articles 22(2) and 39(1)(a) 
Decision Concerning Article 22(2) 


The Assembly, in order to make the same time limit applicable under paragraphs (1) and (2) of Article 22, decides 


as follows: 
(1) Article 22(2) is modified as follows: 


“Where the International Searching Authority makes a declaration, under Article 17(2)(a), that no international 
rt will be established, the time limit for performing the acts referred to in paragraph (1) of this Article 


search _ 
shall be the same as that provided for in paragraph (1).” 


(2) The modification enters into force on Jan. 1, 1985. However, as long as that time limit is incompatible with the 
national law > grace by the designated Office, a time limit of two months from the date of the notification sent to the 


applicant of 


said declaration shall, during that transitory period, 


apply with respect to that designated Office, 


provided that such Office has made a notification to that effect to the International Bureau. 
(3) The notification referred to in paragraph (2) shall be addressed to the International Bureau before Oct. 1, 1984. 
It shall be promptly published by the International Bureau in the Gazette, and it shall become effective on Jan. 1, 


1985. 
promptly published by the International Bureau in the 


(4) Any notification effected under paragraph (3) may be withdrawn at any time. Such withdrawal shall be 
Gazette, and it shall be effective 2 months after its publication 


in the Gazette or at any later date as indicated in the notice of withdrawal. 


*The modification consists of replacing the words “two months from the date of the notification sent to the appli- 
cant of the said declaration” by the words underlined; it also consists of deleting, before the word “Where,” the 
words “Notwithstanding the provisions of paragraph (1),” 
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Decision Concerning Article 39(1)(a) 


The Assembly, in order to extend the time limit under Article 39(1)(a) from 25 to 30 months from the priority 
date, decides as follows: 

(1) Article 39(1)(a) is modified as follows: 

“If the election of any Contracting State has been effected prior to the expiration of the 19th month from the pri- 
ority date, the provisions of Article 22 shall not apply to such State and the applicant shall furnish a copy of the in- 
ternational application (unless the communication under Article 20 has already taken place) and a translation thereof 
(as prescribed), and pay the national fee (if any), to each elected Office not later than at the expiration of 30* months 
from the priority date.” 

(2) The modification enters into force on Jan. 1, 1985. However, as long as the said time limit of 30 months is in- 
compatible in all cases with the national law applied by the elected Office, a time limit of 25 months from the priori- 
ty date shall, during that transitory period, apply with respect to that elected Office, provided that such Office has 
made a notification to that effect to the International Bureau. 

(3) The notification referred to in paragraph (2) shall be addressed to the International Bureau before Oct. 1, 1984. 
4 ge be promptly published by the International Bureau in the Gazette, and it shall become effective on Jan. 1, 

(4) Any notification effected under paragraph (3) may be withdrawn at any time. Such withdrawal shall be 
promptly published by the International Bureau in the Gazette, and it shall be effective 2 months after its publication 
in the Gazette or at any later date as indicated in the notice of withdrawal. 


*The modification consists of changing “25” to “30.” 


Amendments to the Regulations* 
Rule 4 
The Request (Contents) 


4.1 to 4.9 [No change] 


4.10 Priority Claim 
(a) [No change] 
(b) If the request does not indicate both 
(i) When the earlier application is not a regional or an international a ey the country in which it was 
filed; when the earlier application is a regional or an international application, at least one country for which 
it was filed, and 
(ii) the date on which it was filed, 
the priority claim shall, for the purpose of the procedure under the Treaty, be considered not to have been made ex- 
cept where, resulting from an obvious error **, the indication of the said country or the said date is missing or is er- 
roneous; whenever the identity or correct identity of the said country, or the said date or the correct date, may be 
established on the basis of the copy of the earlier application which reaches the receiving Office before it transmits 
the record copy to the International Bureau, the error shall be considered as an obvious error. 

(c) If the application number of the earlier application is not indicated in the — but is furnished by the appli- 
cant to the International Bureau or to the receiving Office Lg ob to the expiration of the 16th month from the priority 
date, it shall be considered by all designated States to have been furnished in time.*** 

(d) If the filing date of the earlier application as indicated in the request does not fall within the period of one year 
preceding the international filing date, the receiving Office, or, if the receiving Office has failed to do so, the Inter- 
national Bureau, shall invite the applicant to ask either for the cancellation of the declaration made under Article 
8(1) or, if the date of the earlier application was indicated erroneously, for the correction of the date so indicated. If 
the applicant fails to act accordingly within 1 month from the date of the invitation, the declaration made under Ar- 
ticle 8(1) shall be cancelled ex o FiO. eese 

(e) [No change] 


4.11 to 4.16 [No change] 


*Where the amendment consists of one or more new words, it or they are underlined (the word or words which is 
or are replaced are not indicated). Where the amendment consists of deleting one or more words, without replacing 
it or them, this fact is indicated in footnotes. 

**The amendment consists of deleting, after the word “error,” the words “of transcription.” 

***The amendment also consists of deleting the last two sentences of this paragraph. 

****The amendment consists of deleting the last two sentences of the present text of this paragraph. 


4.17 Additional* Matter 
(a) The request shall contain no matter other than that specified in Rules 4.1 to 4.16, provided that the Administra- 
tive Instructions may permit, but cannot make mandatory, the inclusion in the request of any additional matter specified in 


the Administrative Instructions. 
(b) If the request contains matter other than that specified in Rules 4.1 to 4.16 or permitted under paragraph (a) by 
the Administrative Instructions, the receiving Office shall ex officio delete the additional matter. 


*The amendment consists of deleting the word “No” before the word “Additional.” 
Rule C 
The Claims 


6.1 to 6.3 [No change] 


6.4 Dependent Claims 
(a) Any claim which includes all the features of one or more other claims (claim in dependent form, hereinafter re- 
ferred to as “dependent claim”) shall do so by a reference, if possible at the beginning, to the other claim or claims 
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and shall then state the additional features claimed. Any dependent claim which refers to more than one other claim 
(“multiple dependent claim”) shall refer to such claims in the alternative only. ome orden po claims shall not 
serve as a basis for any other multiple dependent claim. Where the national law of the nati acting as Interna- 
tional Searching Authority does not allow multiple dependent claims to be drafted in a manner different from that provid- 
ed for in the preceding two sentences, failure to use that manner of claiming may result in an indication under Article 
17(2)(b) in the international search 2 pe Failure to use the said manner of claiming shall have no effect in a designated 
State if the manner of claiming actually used satisfies the national law of that State. 


(b) and (c) [No change] 
6.5 [No Change] 


8.1 [No change] 


8.2 Fi . 

(a) If the applicant fails to make the indication referred to in Rule 3.3(a)(iii), or if the International Searching Au- 
thority finds that a fi or figures other than that figure or those figures s by the applicant would, among 
all the figures of all the drawings, better characterize the invention, it shall, subject to pa (b), indicate the fig- 
ure or figures which should accompany the abstract when the latter is published by the International Bureau. In such 
case, the abstract shall be accompanied by the figure or figures so indicated by the International Searching Authority. 
Otherwise, the abstract shall, subject to paragraph (b), be accompanied by the figure or figures suggested by the appli- 


cant. 

(b) If the International Searching Authority finds that none of the figures of the drawings is useful for the understanding 
of the abstract, it shall notify the International Bureau eres In such case, the abstract, when published by the In- 
ternational Bureau, shall not be accompanied by any figure of the drawings even where the applicant has made a sugges- 
tion under Rule 3.3(a)(iii). 

8.3 [No change] 
Rule 11 
Physical Requirements of the International Application 
11.1 to 11.14 [No change] 


11.15 Translations 
[Deleted] 


Rule 12 
Language of the International Application 


12.1 Admitted Languages 

(a) Any international application shall be filed in the language, or one of the lan, specified in the agreement 
concluded between the International Bureau and the International Searching Au ity competent for the interna- 
tional searching of that application, provided that, if the agreement specifies several languages, the receiving Office 
may prescribe among the ified languages that language in which or those languages in one of which the interna- 
tonal application must be filed. 

(b) If the international application is filed in a language other than the language in which it is to be published, the re- 
quest may, notwithstanding paragraph (a), be filed in the language of publication. 

(c) eo to paragraph (d), where the official language of the receiving Office is one of the languages referred to in 
Rule 48.3(a) but is a language not specified in the agreement referred to in paragraph (a), the internationa ya 
may be filed in the said official language. If the international lication is filed in the said official la: the search 
copy transmitted to the International Searching Authority under Rule 23.1 shall be rays epee by a translation into the 
language, or one of the languages, specified in the agreement referred to in paragraph (a); such translation shall be pre- 
pared under the responsibility of the receiving Office. 

(d) Paragraph (c) shall epply only where the International Searc Authority has declared, in a notification addressed 
to the International Bureau, that it accepts to search international ications on the basis of the translation referred to in 


paragraph (c). 


12.2 Lan; of Changes in the International Application 
Any ci in the international application, such as amendments and corrections, shall, subject to Rules 46.3 and 
66.9, be in the same language as the said application.* 


*The amendment also consists of deleting, after the word “application,” the expression “(cf. Rule 66.5).” 
Rule 13bis 
Microbiological Inventions 
13bis.1 to 13bis.6 ([No change] 
13bis.7 National Requirements: Notification and Publication 
(a) [No change] 


ee ee ites ht acely Sa teeneiennl Ramon” ote depeiar ition wih whidite aetipn- 
al law permits deposits of microorganisms to be made for the purposes of patent procedure before that Office or, if 
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the national law does not provide for or permit such deposits, of that fact. 
(c) [No change] 


*The amendment consists of deleting, after the word “Bureau,” the following words: “a first time before entry into 
force of this Rule and then each time a change occurs.’ 


Rule 15 
The International Fee 


15.1 to 15.3 [No change] 


15.4 Time of Pa 

(a) The basic foe sha shall be paid within one month from the date of receipt of the international application. 

(b) The designation fee shall be paid: 

(i) where the international rh. ory does not contain a priority claim under Article 8, within one year from the date 
of receipt of the international 

(ii) where the international “pplication contains a priority claim under Article 8, within one year from the priority date 
or within one month from the date of receipt of the international application if that month expires after the expiration of 
one year the priority date. 

(c) re the basic fee or the designation fee is paid later than the date on which the international application was re- 
ceived per where the amount of that fee is, in the currency in which it is payable, higher on the date of payment (“the 
higher amount”) than it was on the date on which the international application was received (“the lower amount”), 

i the lower amount shall be due if the fee is paid within one month from the date of receipt of the international appli- 


cation. 
— the higher amount shall be due if the fee is paid later than one month from the date of receipt of the international 
ication. 
(d) If, on Feb. 3, 1984, paragraphs (a) and (b) are not compatible with the national law applied by the receiving Office 
and as as they continue to be not compatible with that law, the basic fee shall be paid on the date of receipt of the in- 
ternational application and the designation fee shall be paid within one year from the priority date. 


15.5 [No change: remains deleted] 
4.6 [No change] 


Rule 16bis 
Advancing Fees by the International Bureau 


16bis.1 Guarantee by the International B 

‘gb Stace, bethe tion hop aamdananden tale 14.1(b), Rule 15.4(a)* and Rule 16.1(f), the receiving Office finds 
that in respect of an international application no fees were paid to it by the applicant, or that the amount paid to it 
by the t is less than what is necessary to cover the transmittal fee, the basic fee and the search fee, the re- 

shall charge the amount required to cover those fees, or the missing thereof, to the International 
the said amount as if it had been paid by the applicant at the due time. 

(b) Where, by the time** they are due under Rule 15.4(b)*, the receiving Office finds that in respect of an interna- 
tional application the payment made by the applicant is insufficient to cover the designation fees necessary to cover 
the the receiving Office shall charge the amount required to cover those fees to the International Bu- 
reau shall consider that amount as if it had been paid by the applicant at the due time. 

(c) [No change] 

(d) [Deleted] 


16 bis .2 Obligations of the Applicant, Etc. 
(a) to (c) [No change] 
(d) to (g) [Deleted] 

16bis.3 Notifications 
[Deleted] 


*The amendment consists of deleting the reference to paragraph (c). 
**The amendment consists of deleting, after the word “time,” the words “it or.” 


Rule 17 
The Priority Document 


17.1 Ceiaasion to Sebenit Copy of Reeitte seed Sree, 
(a) Where the priority of an earlier national application is claimed under Article 8 in the international 
« Spy of tao weil warhead sgpicadion, certified’ Gy the authority with which ¢ was tied, Clee pihtvisy dovainant 
shall, unless already filed with the recei Office together with the international application, 
receiving Office not later than 16 months after the priority date 
Caney epee iret Ray boar Ag eh ere ag ew Radberpeay oot ps ne 
dp vena senses Presper > thy treba spe. dorsal adi no pee ee 
ority document, request the receiving Office to transmit the priority document to the A wamen adh enemy haw ad 
quest shall be made not later than the expi ee cal time limit referred to under paragraph (a) and may 
payment of a fee. 


17.2 [No change] 


*The amendment consists of deleting the last two sentences thes oe ga 
**The amendment consists of deleting the last sentence of this 
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Rule 20 
Receipt of the International Application 
20.1 to 20.4 [No change] 


20.5 Positive Determination 

(a) [No change 

(b) [No change 

(c) The receiving Office shall promptly notify the applicant of the international application number and the inter- 
national filing date. At the same time, it shall send to the International Bureau a copy of the notification sent to the appli- 
cant, except where it has already sent, or is sending at the same time, the record copy to the International Bureau under 


Rule 22.1(a). 
20.6 to 20.9 [No change] 


Rule 22 
Transmittal of the Record Copy 


22.1 Procedure 

(a) (No change] | vee aS 

(b) If the International Bureau has received a copy of the notification under Rule 20.5(c) but is not, by the expiration of 
13 months from the priority date, in possession of the record copy, it shall remind the receiving Office that it should trans- 
mit the record copy to the International Bureau promptly. 

(c) If the International Bureau has received a copy of the notification under Rule 20.5(c) but is not, by the expiration of 
14 — from the priority date, in possession of the record copy, it shall notify the applicant and the receiving Office ac- 
cordingly. 

(d) After the expiration of 14 months from the priority date, the applicant may request the receiving Office to certify a 
copy of his international application as being identical with the international application as filed and may transmit such 
certified copy to the International Bureau. 

— certification under paragraph (d) shall be free of charge and may be refused only on any of the following 
grounds. 


fil e. the copy which the receiving Office has been requested to certify is not identical with the international application as 
fled: 
(ii) prescriptions concerning national security prevent the international application from being treated as such; 

(iii) the receiving Office has already transmitted the record copy to the International Bureau and that Bureau has in- 
formed the receiving Office that it has received the record copy. 

(f) Unless the International Bureau has received the record copy, or until it receives the record copy, the copy certified 
under paragraph (e) and received by the International Bureau shall be considered to be the record a 

(g) If, by the expiration of the time limit applicable under Article 22, the applicant has performed the acts referred to in 
that Article but the designated Office has not been informed by the International Bureau of the receipt of the record copy, 
the designated Office shall inform the International Bureau. If the International Bureau is not in possession of the record 
ig it shall promptly notify the applicant and the receiving Office unless it has already notified them under paragraph 
c). 


22.2 Alternative Procedure 
[Deleted] 


22.3 Time Limit under Article 12(3) 
The time limit referred to in Article 12(3) shall be 3 months from the date of the notification sent by the International 
Bureau to the applicant under Rule 22.1(c) 21 or (g). 


22.4 Statistics Concerning Non-Compliance with Rules 22.1 and 22.2 
[Deleted] 


22.5 Documents Filed with the International Application 
[Deleted] 


Rule 23 
Transmittal of the Search Copy 


23.1 Procedure 

(a) The search copy shall be transmitted by the wey iy na to the International Searching Authority at the 
latest on the same day as the record copy is transmitted to In i Bureau.* 

(b) If the International Bureau has not received, within 10 days from the map of the record copy, information 
from the International Searching Authority that that Authority is in possession search copy, the International 
xO De — mptly transmit a copy of the international application to the International Searching Authority.** 

Cc 


*The amendment consists of deleting, at the end of the present text of this paragraph, the words “or, under Rule 
22.2(d), to the applicant.” 
**The amendment consists of deleting the second sentence of this paragraph. 
Rule 24 
Receipt of the Record Copy by the International Bureau 


24.1 Recording of Date of Receipt of the Record Copy 
[Deleted] 


24.2 [No change] 
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Rule 26 
Checking By,and Correcting Before, the Receiving Office of Certain Elements of the International Application 


26.1 [No change]26.2 Time Limit for Correction 

The time limit referred to in Article aXe) shall be reasonable under the circumstances* and shall be fixed in 
each case by the receiving Office. It shall not be less than 1 month** from the date of the invitation to correct. Jt 
may be stainted by the receiving Office at any time before a decision is taken. 


26.3 Checking of Physical Requirements under Article 14(1)(a)(v) 
The physical requirements referred to in Rule 11 shall be checked only to the extent that compliance therewith is 
necessary for the purpose of reasonably uniform international publication. 


26.3bis Invitation to Correct Defects under Article 14(1)(b) 

The receiving Office shall not be required to issue the invitation to correct a defect under Article 14(1)(a)(v) 
where the physical requirements referred to in Rule 11 are complied with to the extent necessary for the purpose of 
reasonably uniform international publication. 


26.4 Procedure 
(a) [No change] 
(b) to (d) [Deleted] 


26.5 Decision of the Receiving Office 

(a) The receiving Office shall decide whether the applicant has submitted the correction within the time limit un- 
der Rule 26.2 and, if the correction has been submitted within that time limit, whether the international application so 
corrected is or is not to be considered withdrawn provided that no international application shall be considered with- 
drawn for lack of compliance with the physical irements referred to in Rule 11 ft it complies with those requirements 
to the extent necessary for the purpose of reasonably uniform international publication. 


(b) [Deleted] 
26.6 [No change] 
*The amendment consists of deleting, after the word “circumstances,” the words “of the particular case.” 
**The amendment consists of deleting, after the word “month,” the words “and normally not more than 2 months.” 


Rule 28 
Defects Noted by the International Bureau* 


28.1 Note on Certain Defects 
(a) If, in the one of the International Bureau**, the international application contains any of the defects re- 


ferred to inher Artic 
receiving 


(b) [No cone 


*The amendment consists of deleting, after the word “Bureau,” the words “or the International Searching Authori- 


ty.” 
**The amendment consists of deleting, after the word “Bureau,” the words “or of the International Searching Au- 


thority.” 
***The amendment consists of deleting, after the word “Bureau,” the words “or the International Searching Author- 


ity, respectively.” 


le 14(1)(a){i), (ii) or (v), the International Bureau*** shall bring such defects to the attention of the 


Rule 29 
International Applications or Designations Considered Withdrawn under Article 14(1), (3) or (4) 


29.1 [No change] 
29.2 Finding by Designated Office 
[Deleted] 


29.3 and 29.4 [No change] 


Rule 32 
Withdrawal of the International Application or of Designations 


32.1 Withdrawals 


Goh) Oto shana : 
(c) Wi be effected by a signed notice from the licant to the International Bureau or* to the 


Ree on an renew ene ne signature of all the applicants. 
(d) [Dei 


leted) 
(e) There shall be no international publication of the international application or of the designation, as the case may be, 
if the notice effecting withdrawal reaches the International Bureau be the technical preparations for publication have 
been completed. 


Rule 32bis 
Withdrawal of the Priority Claim 
32bis.1 Withdrawals 
(a) and (b) = change] 
(c) Where the 


withdrawal of the priority claim, or, in the case of more than one such claim, the withdrawal of 
any of them, causes a change in the priority date of the international application, any time limit which is computed 
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from the original priority date and which has not already expired shall be computed from the priority date resulting 
from that change. In the case of the time limit of 18 months referred to in Article 21(2)(a), the International Bureau 
may nevertheless proceed with the international publication on the basis of the said time limit as computed from the 
original priority date if the notice effecting withdrawal reaches the International Bureau during the period of 15 days 


expiration of that time limit. : 1 
(d) For any withdrawal under paragraph (a), the provisions of Rule 32.1(c)** shall apply mutatis mutandis. 


*The amendment consists of deleting, after the word “or,” the following words: “, if the record copy has not yet 
been sent to the International Bureau.” 


**The amendment also consists of deleting, after the words “Rule 32.1(c),” the words “and (d) and Rule 74bis.1.” 


Rule 34 
Minimum Documentation 


34.1 Definition 

(a) and (b) [No change] ; 

(c) Subject IN oe (d) and (e), the “national patent documents” shall be the following: 

() to (v) [No change ; 

(vi) such patents issued by, and such patent applications published in, any other country after 1920 as are in the 

ish, French, German or Spanish languages and in which.no priority is claimed, provided that the national Office 
of the interested country sorts out these documents and places } se at the disposal of each International Searching 
Authority. 

(d) [No change] ' ' 

(e) Any International Searching Authority whose official language, or one of whose official languages is not Japa- 
nese, Russian or Spanish is entitled not to include in its documentation those patent documents of Japan and the 
viet Union as well as those patent documents in the Spanish language, respectively, for which no abstracts in the Eng- 
lish are generally available. English abstracts becoming generally available after the date of entry into force 
of these Regulations shall require the inclusion of the patent documents to which the abstracts refer no later than 6 
months after such abstracts become generally available. In case of the interruption of shatypating sarviont in English 
in technical fields in which English abstracts were formerly generally available, the Assembly l take appropriate 
measures to provide for the prompt restoration of such services in the said fields. 


(f) [No change] 


Rule 42 
Time Limit for International Search 


42.1 Time Limit for International Search 

The time limit for establishing the international search report or the declaration referred to in Article 17(2)(a) shall 
be 3 months from the receipt of the search copy by the International Searching Authority, or 9 months from the pri- 
ority date, whichever time limit expires later.* 


*The amendment also consists of deleting the last sentence of Rule 42.1. 


Rule 46 
Amendment of Claims Before the International Bureau 


46.1 Time Limit 

The time limit referred to in Article 19 shall be 2 months from the date of transmittal of the international search 
report to the International Bureau and to the applicant by the International Searching Authority or 16 months from 
the priority date, whichever time limit expires later, provided that any amendment made under Article 19 which is received 
by the International Bureau after the expiration of the applicable time limit shall be considered to have been received by 
the Bureau on the last day of that time limit if it reaches it before the technical preparations for international publication 
have been completed. 


46.2 Dating of Amendments 
[Delet 


46.3 Language of Amendments 
If the international application has been filed in a language other than the language in which it is published*, any 
amendment made under Article 19 shall be** in the language of publication. 


46.4 Statement 

(a) The statement referred to in Article 19(1) shall be in the lan in which the international application is 
published and shall not exceed 500 words if in the English language or if translated into that language. The statement 
shall be identified as such by a heading, preferably by using the words “Statement under Article 19(1)” or their equivalent 
in the language of the statement. 

(b) The statement shall contain no disparaging comments on the international search report or the relevance of*** 
citations contained in that report. Reference to citations, relevant to a given claim, contained in the international 
search report may be made only in connection with an amendment of that claim. 


46.5 Form of Amendments 
(a) [No change 
(b) and (c) [Deleted] 


*The amendment also consists of deleting, after the word “published,” the words “by the International Bureau.” 
**The amendment also consists of deleting, after the word “be,” the word “both.” 
***The amendment also consists of deleting, after the word “of,” the word “the.” 
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Rule 47 
Communication to Designated Offices 


47.1 Procedure 
(a) _ Aco 
(b) Such communication shall be effected . peony y after the international publication of the international applica- 

tion and, in any event, by the end of the 19th month after the priority date. Any amendment received by the y+ ora 

tional Bureau within the time limit under Rule 46.1 which was not included in the communication shall be communicated 

promptly to the designated Offices by the International Bureau, and the latter shall notify the applicant accordingly. * 


(c) to (e) [No change] 
47.2 and 47.3 [No change] 


*The amendment also consists of deleting the last sentence of Rule 47.1(b). 


Rule 48 
International Publication 
48.1 [No change] 


48.2 Contents 

(a) The pamphlet shall contain: 

(i) to (v) [No change] 

(vi) any statement filed under Article 19(1), unless the International Bureau finds that the statement does not com- 
ply with the provisions of Rule 46.4, 

(vii) any request for rectification referred to in the third sentence of Rule 91.1(f). 

(b) Subject to paragraph (c), the front page shall include: 

(i) [No change] 

or Ne change or Teeves where the international application contains drawings, unless Rule 8.2(b) applies, 

iii) [No chan, 

(c) to (f) [No ian ge] 

(g) If, at the time of the completion of the technical preparations for international publication, the international search 
report is not yet available (for exam — because of publication on the request of the applicant as provided in Articles 
210)0) 2 — rd OMSXCNG)), the pamp shall contain, in place of the international search report, an indication to the 

negeine was not available and that either the pamphlet (then also including the international search re- 
— will be r lished or the international search report (when it becomes available) will be separately published. 

(h) If, at the time of the completion of the technical preparations for international publication, the time limit for 
amending the claims under Article 19 has not expired, the pamphlet shall refer to that fact and indicate a 
the claims be amended under Article 19, then, promptly after such amendments, either the pam a 
claims as amended) will be republished or a statement reflecting all the amendments will be published. in the tomer 
case, at least the front page and the claims shall be republished and, if a statement under Article 19(1) has been filed, 
that statement shall be published as well, unless the International Bureau finds that the statement does not comply 
with the provisions of Rule 46.4. 


(i) [No change] 


48.3 Languages 

(a) If the international quieice is filed in English, French, German, Japanese, Russian or Spanish, that applica- 
tion shall be published in language in which it was filed. 

(b) If the international application is filed in a lang other than English, French, a fearon Russian or 
Spanish, that application shall be published in En; translation. The translation shall be prepared under the re- 
sponsibility of the International Searching yor which shall be obliged to have it ready in time to permit inter- 
national publication by the prescribed date, or, where Article 64(3)(b) applies, to permit the communication under Article 
20 by ara end of the 19th month after the priority date. Notwithstanding Rule 16.1(a), the International Searching Au- 
thority may charge a fee for the translation to the applicant. The International Searching Authority shall give the 
ne re ee ae ne The International Searching Authority shall fix a time 
limit reasonable under the circumstances of the case for such comments. If there is no time to take the comments of 
Ne ee ee ee 
applicant and the said Authority as to the correct translation, the applicant may send a copy of his comments, or 
what remains of them, to the International Bureau and each designated Office to fon the translation was commu- 
nicated. The International Bureau shall publish the essence of the comments with the translation of the In- 
ternational Searching Authority or subsequently to the publication of such t 

(c) If the international application is published in a — other than Enalish the international search report to 
the extent that it is published under Rule 48.2(a)(v), or declaration referred to in Article 17(2)(a), the title of = 
invention, the abstract and any text matter pertaining to the figure or figures accompanying the abstract shall be 
peated pee | in that language and in English. The The translations shall be prepared under the responsibility of the In- 

jureau. 


48.4 and 48.5 [No change] 


48.6 Announcing of Certain Facts 

(a) [No change] 

(b) [Deleted] 

(c) If the international application or the designation of any designated State is withdrawn under Rule 32.1, or if the 
priority claim is iilionet under Rule 32bis.1, after the technical preparations for international publication have been 
completed, this fact shall be published in the Gazette. 
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Rule 49 
Copy, Translation and Fee under Article 22 


49.1 Notification 

(a) [No change] 

(a-bis) Any Contracting State not requiring the furnishing, under Article 22, by the applicant of a copy of the interna- 
tional application (even though the communication of the copy of the international application by the International Bureau 
under Rule 47 has not taken place by the expiration of the time limit applicable under Article 22) shall notify the Interna- 
tional Bureau accordingly. 

(a-ter) Any Contracting State which, pursuant to Article 24(2), maintains, if it is a designated State, the effect provided 
for in Article 11(3) even though a copy of the international application is not furnished by the applicant by the expiration 
of the time limit applicable under Article 22 shall notify the International Bureau accordingly. 

(b) Any notification received by the International Bureau under paragraphs (a), (a-bis) or (a-ter) shall be promptly 
published by the International Bureau in the Gazette. 

(c) [No change] 


49.2 [No change] 


49.3 Statements under Article 19; Indications under Rule 13bis.4 
For the purpose of Article 22 and the present Rule, any statement made under Article 19(1) and any indication 
furnished under Rule 13bis.4 shall, subject to Rule 49.5(c) and (h), be considered part of the international application. 


49.4 Use of National Form 
No applicant shall be required to use a national form when performing the acts referred to in Article 22. 


49.5 Contents of and Physical Requirements for the Translation 

(a) For the purposes of Article 22, the translation of the international application shall contain the description, the 
claims, any text matter of the drawings and the abstract. If required by the designated Office, the translation shall also, 
subject to paragraphs (b) and (e), 

(i) contain the request, 
- (ii) if the claims have been amended under Article 19, contain both the claims as filed and the claims as amended, 
ai 
(iii) be accompanied by a copy of the drawings. 

(b) Any designated Office requiring the furnishing of a translation of the request shall furnish copies of the request form 
in the language of the translation free of charge to the applicants. The form and contents of the request form in the lan- 
guage of the translation shall not be different from those of the request under Rules 3 and 4; in particular, the request 
form in the language of the translation shall not ask for any information that is not in the request as filed. The use of the 
request form in the language of the translation shall be optiona: 


(c) Where the rian did not furnish a translation of any statement made under Article 19(1), the designated Office 


may disregard such statement. 
(d) If any drawing contains text matter, the translation of that text matter shall be furnished either in the form of a 


copy of the original drawing with the translation pasted on the original text matter or in the form of a drawing executed 
anew. 


(e) Any designated Office requiring under paragraph (a) the furnishing of a copy of the drawing shall, where the appli- 
cant failed to furnish such copy within the time limit applicable under Article 22, 

(i) invite the applicant to furnish such copy within a tine limit which shall be reasonable under the circumstances and 
shall be fixed in the invitation, or 

(ii) disregard the said drawing if such invitation, on Feb. 3, 1984, is not compatible with the national law applied by 
that Office and as long as it continues to be not compatible with that law. j 

(f) The expression “‘Fig.”’ does not require translation into any language. 

(g) Where any copy of the drawings or any drawing executed anew which has been furnished under paragraph (d) or (e) 
does not comply with the physical requirements referred to in Rule 11, the designated Office may invite the applicant to 
correct the defect within a time limit which shall be reasonable under the circumstances and shall be fixed in the invita- 
tion. 


(h) Where the applicant did not furnish a translation of any indication furnished under Rule 13bis.4, the designated Of- 
fice shall invite the applicant to furnish such translation, if it deems it to be necessary, within a time limit which shall be 
under the circumstances and shall be fixed in the invitation. 
(i) Information on any requirement and practice of designated Offices under the second sentence of paragraph (a) shall 
be ; —_ by —~ re Bureau nd — ante 
j) No desi Office require that the translation of the international application comply with physical require- 
ments other than those prescribed for the international application as filed. , 


Rule 51 
Review by Designated Offices 


51.1 to 51.3 [No change] 


51.4 Notification to the International Bureau 
[Deleted] 


Rule 5ibis 
Certain National Requirements Allowed under Article 27(1), (2), (6) and (7) 


51bis.1 Certain National Requirements Allowed 
(a) The documents referred to in Article 27(2)(ii), or the evidence referred to in Article 27(6), which the applicant may 
be required to furnish under the national law applicable by the designated Office include, in particular: 
(i) any document relating to the identity of the inventor, 
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(ii) any document relating to any transfer or assignment of the right to the application, 

(iii) any document containing an oath or declaration by the inventor alleging his inventorship, 

(iv) any document containing a declaration by the applicant designating the inventor or alleging the right to the appli- 
cation, 

(v) any document containing any proof of the right of the applicant to claim priority where he is different from the ap- 
plicant having filed the earlier application the priority of which is claimed, 

(vi) any evidence concerning non-prejudicial disclosures or exceptions to lack of novelty, such as disclosures resulting 
from abuse, disclosures at certain exhibitions and disclosures by the applicant during a certain period of time. 

(b) The national law applicable by the designated Office may, in accordance with Article 27(7), require that 

(i) the applicant be er ee by an agent having the right to represent applicants before that Office and/or have an 
address in the designated State for the purpose of receiving notifications, 
(ii) the agent, if any, ere my the applicant be duly appointed by the applicant. 

Pu The national law applicable by the designated Office may, in accordance with Article 27(1), require that the interna- 

aaa. the translation thereof or any document relating thereto be furnished in more than one copy. 

(d) The national law applicable by the designated Office may, in accordance with Article 27(2)(ii), require that the 
translation of the international application furnished by the applicant under Article 22 be verified by the applicant or the 
person having translated the international application in a statement to the effect that, to the best of rey cee ten the 
translation is complete and faithful. 


51bis.2 Opportunity to Comply with National Requirements 

(a) Where any of the ee referred to in Rule 51bis.1, or any other requirement of the national law applicable 
by the designated Office h that Office may apply under Article 27(1), (2), (6) or (7), is not already fulfilled during the 
same period within which the requirements under Article 22 must be complied with, the applicant shall have an opportunity 
to comply with the requirement after the expiration of that period. 

(b) national law _—— by the designated Office may, in accordance with Article 27(2)(ii), br oon the use 
cant, upon invitation by the designated furnish a certification of the translation of the international de ewes 
public authority or a sworn translator, if the designated deems such certification to be necessary under the aoe 
stances, within a time limit which shall be reasonable under the circumstances and shall be ' fixed in the invitation. 

(c) If on Feb. 3, 1984, | cm ge (a) is, with respect to the requirements referred to in Rule SIbis.1 (a)(iii) and (vi), 
(b)(i) and (d), not compatible with the national law applied by the designated Office and as long as it continues to be not 
compatible with that law, the applicant shall have no opportunity to comply with any of the requirements after the expira- 
~ of the — — applicable under Article 22. Information on such national laws shall be published by the iam 
al Bureau in the ette. 


Rule 53 
The Demand 


53.1 F 
(a) to 6) [No change] 
(d) [Deleted] 


53.2 to 53.8 [No change] 


Rule 54 
The Applicant Entitled to Make a Demand 
54.1 and 54.2 [No change] 


54.3 Several Applicants: Different for Different Elected States 
(a) [No change] 
(b) [Deleted] 


licant Not Entitled to Make a Demand or an Election 
the applicant does not have the right or, in the case of several ap, a camps if none of them has the right to make a 
demand under Article 31(2), the demand shall be considered not to have been submitted. 
(b) If the requirement under Rule 54.3(a) is not fulfilled in respect of any elected State, the election of that State shall 
be considered not to have been made. 


Rule 55 
Languages (International Preliminary Examination) 


55.1 The Demand 
The demand shall be in the language of the international application or, if the international application has been filed 


in a language other than the language in which it is published, D kolmenaee nae 


55.2 The International Application 
[Deleted] 


58.1 and 58.2 [No change] 


58.3 Refund 
The International Preliminary Examining Authorities shall inform the International Bureau of the extent, if any, to 
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which, and the conditions, if any, under which, they will refund any amount paid as a preliminary examination fee 
where the demand is considered as if it had not been submitted*, and the International Bureau shall promptly publish 


such information. 
t consists of deleting, after the word “submitted,” the words “under Rule 57.4(c), Rule 58.2(c) or 


*The amendmen’ 
Rule 60.1(c).” 


Rule 60 
Certain Defects in the Demand or Elections 
60.1 and 60.2 [No change] 


60.3 Attempted Elections 
[Deleted] 


Rule 61 
Notification of the Demand and Elections 


61.1 Notifications to the International Deel the Appli orang and the International Preliminary Examining Authority 

(a) The International Preliminary Examining Authority indicate on* the demand the date of receipt or, 
where applicable, the date referred to in Rule 60.1(b). 2 hag eee Preliminary Examining Authority shall 
—— send the demandto the International Bureau, and shall prepare and keep a copy in its files. 

(b) The International Examining Authority shall promptly inform the applicant in writing of the date 
of receipt of the demand. Where the demand has been considered under Rules 54.4(a), 57.4(c), 58.2(c) or 60.1(c) as if 
it had not been submitted or where an election has been considered under Rule 54.4(b) as if it had not been made, the 

it tNo ch Examining Authority shall notify the applicant and the International Bureau accordingly. 

c) [No change’ 


61.2 and 61.3 [No change] 
*The amendment consists of deleting, after the word “on,” the words “both copies of.” 


Rule 62 
Copy for the International Preliminary Examining stint 


62.1 The International Application 
[Deleted] 


62.2 [No change] 


Rule 66 
Procedure Before the International Preliminary Examining Authority 


66.1 [No change] 


66.2 First Written Opinion of the International Preliminary Examining Authority 
(a) If the International Preliminary Examining Authority 

(i) considers that the international application has any of the defects described in Article 34(4). 

(ii) considers that the international prsliminary examination report should be negative in respect of any of the 
claims because the invention claimed therein does not appear to be novel, does not a to involve an inventive 
step (does not a to be non-obvious), or does not to be industrially applicable, 

cai) notices there is some defect in the form of contents of the international application under the Treaty or 


Ge) considers that any amendment goes beyond the disclosure in the international application as filed, or 

(v) wishes to accompany the international preliminary examination report by observations on the clarity gs the 
claims, the description, and the drawing Reo 9s male lage eet towne by the descripti 
the said Authority shall notify the applicant accordingly in writing. ew the ‘iaslonel | w of the national i 
ing as International Preliminary Examining Authority does not allow multiple dependent claims to be drafted in a manner 
different from that provided for in the second and third sentences of Rule Way the fa the International Preliminary Examining 
Authority may, in case of failure to use that manner of claiming, apply Article 34(4)(b). In such case, it shall notify the 


bia 


I tion shall invite the applicant to submit a written reply together, where appropriate, with amend- 
ments*. 

(d) [No change] 
66.3 Formal Response to the International Preli Examining Authority 

a) The applicaat may respond to the invitation erred to in Rule 66.2(c) of the International Preliminary Exam- 
ining Authority by making amendments* or—if he disagrees with the opinion of that Authority—by submitting argu- 


ments, as the case may be, or do both. 
(b) [No change] 


66.4 Additional Opportunity for Submitting Amendments or Arguments 

(a) [No change] 

(b) On the request of the applicant, the International Preliminary Examining Authority may give him one or more 
additional opportunities to submit amendments or arguments. 


66.5 Amendment 
Any change, other than the rectification of obvious errors**, in the claims, the description, or the drawings, in- 
cluding cancellation of claims, omission of passages in the description, or omission of certain drawings, shall be con- 


sidered an amendment. 
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66.6 [No change] 


66.7 Priority Document 

(a) If the International Preliminary Examining Authority needs a copy of the application whose priority is claimed 
in the international application, the International Bureau shall, on request, promptly furnish such copy. If that copy is 
not furnished to the emaiea Preliminary Examining Authority be because the applicant failed to comply with the re- 
| ongerrsade Rule 17.1, the international preliminary examination report may be established as if the priority had not 

c 

(b) If the application whose priority is claimed in the international application is in a language other than the lan- 
guage or one of the languages of the International Preliminary Examining Authority, that Authority may invite the 
plicant to furnish a translation in the said language or one of the said languages within 2 months from the date of t the 
invitation. If the translation is not furnished within that time limit, the international preliminary examination report may 
be established as if the priority had not been claimed. 


(c) [Deleted] 


66.8 Form of*** Amendments 

(a) The applicant shall be required to submit a replacement sheet for every sheet of the international application 
which, on account of **** an amendment, differs from the sheet originally filed. The letter accompanying the re- 
placement sheets shall draw attention to the differences between the replaced sheets and the replacement sheets. To 
the extent that any amendment results in the cancellation of an entire sheet, that amendment shall be communicated 


in a letter. 
(b) [Deleted] 
66.9 Language of Amendments 


If the international application has been filed in a language other than the language in which it is published, any 
amendment, as well as any letter referred to in Rule 66.8(a), shall be submitted in the language of publication. 


*The amendment consists of deleting, after the word “amendments,” the words “or corrections.” 

**The amendment consists of deleting, after the word “errors,” the words “of transcription. a 

***The amendment consists of deleting, after the word “of,” the words “Corrections and.” 

****The amendment consists of replacing, after the word “of,” the words “a correction or” by the word “an.” 


Rule 69 
Time Limit for International Preliminary Examination 


69.1 Time Limit for International Preliminary Examination 
(a) The time limit for establishing the international preliminary examination report shall be: 
(i) 28 months from the priority date if the demand was filed prior to the expiration of 19 months from the priority 


te; 
(ii) 9 months from the start a the international preliminary examination if the demand was filed after the expiration 
of 19 months from the priority da 
(b) and (c) [No change] 


Rule 70 
The International Preliminary Examination Report 


70.1 [No change] 


70.2 Basis of the Report 


(a) [No change] 
(b) If, pursuant to Rule 66.7(a) or (b), the report is established as if the priority had not been claimed, the report 


shall so indicate. 
(c) [No change] 


70.3 to 70.10 [No change] 


70.11 Mention of Amendments* , 
If, before the International Preliminary Examining Authority, amendments* have been made, this fact shall be in- 
dicated in the report. Where any amendment has resulted in the cancellation of an entire sheet, this fact shall also be 


specified in the report. 
70.12 to 70.15 [No change] 


70.16 Annexes of the Report 

If the claims, the description, or the drawings, were amended** before the International Preliminary 
Authority, each replacement sheet under Rule $6.8(a) shall be annexed to the report. *** Replacement sheets super- 
seded by later replacement sheets and letters under Rule 66.8(a) shall not be annexed.**** 


70.17 Languages of the Report and the Annexes 
(a) The report and any annex shall be in the language in which the international application to which they relate is 


published. 
ar) [Deleted] 


*The amendment consists of deleting, in the title, after the word ‘ “Amendments,” the words “or Correction of Cer- 
tain Defects” and, in the Rule itself, after the word “amendments,” the words “or corrections.” 
**The amendment also consists of deleting, after the word “amended”, the words “or any part of the international 


was corrected.” 
cutamiment also comsiets of deleting, sites the wend “spans,” the waste ‘iss on annex. thereto,” 
ccttis Eeomieenel chee onaakas of aati dec as coon aff RI 
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Rule 74 
Translations of Annexes of the International Examination Report and Transmittal Thereof 


74.1 Contents of Translation and Time Limit for Transmittal Thereof 

Where the furnishing of a translation of the international applica tion is required by the elected Office under Arti- 
cle 39(1), the applicant shall, within the time limit applicable under Article 39(1), transmit a translation of any re- 
placement sheet referred to in Rule 70.16 which is annexed to the international preliminary examination report. The 
same time limit shall apply where the furnishing of a translation of the international application to the elected Office 
must, because of a declaration made under Article 64(2)(a)(i), be effected within the time limit applicable under Arti- 
cle 22. 


Rule 74bis 
Notification of Withdrawal under Rule 32 


74bis.1 Notification of the International Preliminary Examining Authority 
[Deleted] 


Rule 75 
Withdrawal of the Demand, or of Elections 


75.1 Withdrawals 
(a) Withdrawal of the demand or all the elections may be effected prior to the expiration of 30 months from the 


priority date except as to any elected State in which national processing or examination has already started. With- 
drawal of the election of any elected State may be effected prior to the date on which examination and processing 
may start in that State. 

(b) [No change] 


75.2 Notification of Elected Offices 
[Deleted] 


75.3 Notification of the International Preliminary Examining Authority 
[Deleted] 


75.4 [No change] 


Rule 76 
Copy, Translation and Fee under Article 39(1); Translation of Priority Document 


76.1 Notification 
[Deleted] 


76.2 Languages 
[Deleted] 


76.3 Statements under Article 19; Indications under Rule 13bis.4 
[Deleted] 


76.4 [No change] 


76.5 Application of Rules 22.1(g), 49 and Slbis 
Rules 22.1(g), 49 and 51bis shall apply, provided that: 
(i) any reference in the said Rules to the designated Office or to the designated State shall be construed as a reference 
to the elected or to the elected State, respectively; 
(ii) any reference in the said Rules to Article 22 shall be construed as a reference to Article 39(1); 
(iii) the words “international applications filed” in Rule 49.1(c) shall be replaced by the words “a demand submitted.” 


Rule 80 
Computation of Time Limits 
80.1 to 80.5 [No change] 
80.6 Date of Documents 
(a) [No change] 
(b) [Deleted] 


80.7 [No change] 


Rule 82 
Irregularities in the Mail Service 


82.1 Delay or Loss in Mail 

(a) and (b) [No change] ; ‘ 

(c) In the cases provided for in paragraph (b), evidence of mailing within the prescribed time limit, and, where the 
document or letter was lost, the substitute document or letter as well as the evidence concerning its identity with the 





JANUARY 7, 1986 U.S. PATENT AND TRADEMARK OFFICE 1062 TMOG 321 


document or letter lost shall be submitted within 1 month after the date on which the interested y noticed—or 
with due diligence should have noticed—the delay or the loss, and in no case later than 6 months the expiration 
of the time limit applicable in the given case. 


82.2 [No change] 


Rule 82bis 
Excuse by the Designated or Elected State of Delays in Meeting Certain Time Limits 


82bis.1 Meaning of “Time Limit” in Article 48(2) 
The reference to “any time limit” in Article 48(2) shall be construed as comprising a reference: 
(i) to any time limit fixed in the Treaty or these Regulations; 
(ii) to any time limit fixed by the receiving Office, the International Searching Authority, the International Prelimi- 
nary Examining Authority or the International Bureau or applicable by the receiving Office under its national law; 
(iii) to any time limit fixed by, or in the national law applicable by, the designated or elected Office, for the perfor- 
mance of any act by the applicant before that Office. 


82bis.2 Reinstatement of Rights and Other Provisions to which Article 48(2) Applies 

The provisions of the national law which is referred to in Article 48(2) concerning the excusing, by the designated 
or elected State, of any delay in meeting any time limit are those provisions which provide for reinstatement of 
rights, restoration, restitutio in integrum or further — in spite of non-compliance with a time limit, and any 
other provision providing for the extension of time limits or for excusing delays in meeting time limits. 


Rule 82ter 
Rectification of Errors Made by the Receiving Office or by the International Bureau 


82ter.1 Errors Concerning the International Filing Date and the Priority Claim 

If the applicant proves to the satisfaction of any designated or elected Office that the international filing date is in- 
correct due to an error made by the receiving Office or that the declaration made under Article 8(1) has been erro- 
neously cancelled or corrected by the receiving Office or the International Bureau, and if the error is an error such 
that, had it been made by the designated or elected Office itself, that Office would rectify it under the nz<ional law 
or national practice, the said Office shall rectify the error and shall treat the international application as if it had 
been accorded the rectified international filing date or as if the declaration under Article 8(1) had not been cancelled 
or corrected, as the case may be. 


Rule 88 
Amendment of the Regulations 
88.1 [No change] 


88.2 Requirement of Unanimity During a Transitional Period 
[Deleted] 


88.3 [No change] 


88.4 Procedure 

Any proposal for amending a provision referred to in Rules 88.1* or 88.3 shall, if the proposal is to be decided 
upon in the Assembly, be communicated to all Contracting States at least 2 months prior to the opening of that ses- 
sion of the Assembly which ieadiied epee to auhes Gisiden on-n.gunpenth 


*The amendment consists of deleting, after the expression “Rule 88.1,” the expression “88.2.” 


Rule 90 
Representation 


90.1 and 90.2 [No change] 


90.3 Appoin 

bn gm ma 0) YIN change] 

etta wen ont cae ge ee agen oo or if the required separate power of attorney is missing, or if 

pa Fare Ma the name or address of the appointed person does not comply with Rule 4.4, the power of attorney 
be considered non-existent unless the defect is corrected. 


“’) INo change] 
90.4 [No change] 
*The amendment consists of deleting, after the word “signed,” the words “as provided in paragraph (a).” 


Rule 91 
Obvious Errors in Documents 


91.1 Rectification 
(a) Subject to eras (b) to (g-quater), obvious errors* in the international application or other papers submit- 
ted by the applicant may be rectified. 


495-171 TMOG 86 - 11: QL 3 
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(b) Errors which are due to the fact that something other than what was aaa intended was written in the in- 
ternational application or other paper shall be regarded as obvious errors*. The rectification itself shall be obvious in 
the sense that anyone would immediately realize that nothing else could have been intended than what is offered as 
rectification. 

(c) [No change] 

(d) Rectification may be made on the request of the applicant. The authority having discovered what appears to 
be an obvious error** may invite the applicant to present a request for rectification as provided in paragraphs (e) to 
ar sy <4 td 26.4(a) shall apply mutatis mutandis to the manner in which rectifications shall be requested. 

e) [No ci 

(f) Any authoy which authorizes or refuses any rectification shall promptly notify the applicant of the authorization or 
refusal and, in the case of refusal, of the reasons therefor. The authority which authorizes a rectification shall promptly no- 
tify the International Bureau accordingly. Where the authorization of the rectification was refused, the International Bu- 
reau shall, upon request made by the applicant prior to the time relevant under paragraph (g-bis), (g-ter) or (g-quater) and 
subject to the payment of a special fee whose amount shall be fixed in the Administrative Instructions, publish the request 
for rectification together with the international application. A copy of the request for rectification shall be included in the 
communication under Article 20 where a copy of the hate is not used for that communication or where the interna- 
tional The suthe is not published by virtue of Article 

e authorization for rectification referred to in paragraph (e) shall, subject to paragraphs (g-bis), (g-ter) and 
Ph. Be be effective: 
(i) where it is given by the receiving Office or by the International Searching Authority, if its notification to the Inter- 
national Bureau reaches that Bureau before the expiration of 17 months from the priority date; 
(ii) where it is given by the International Preliminary Examining Authority, Pri it is given before the establishment of 
the international preliminary examination report; 
(iii) where it is given by the International Bureau, if it is given before the expiration of 17 months from the priority 


date. 

(g-bis) If the notification made under paragraph (g)(i) reaches the International Bureau, or if the rectification made 
under paragraph (g)(iii) is authorized by the International Bureau, after the expiration of 17 months from the priority 
date but before the technical preparations for international publication have been completed, the authorization shall 
be effective and the rectification shall be incorporated in the said publication. 

(g-ter) Where the applicant has asked the International Bureau to publish his international application before the 
expiration of 18 months from the priority date, any notification made under paragraph (g)(i) must reach, and any 
rectification made under paragraph (g)(iii) must be athérined by, the International Bureau, in order for the authori- 
— to be effective, not later than at the time of the completion of the technical preparations for international pub- 

ication. 

(g-quater) Where the international application is not published by virtue of Article 64(3), any notification made un- 
der ponerse (g)@) must reach, and any rectification made under paragraph (g)iii) must be authorized by, the 
International Bureau, in order for the authorization to be effective, not later than at the time of the communication 
of the international application under Article 20. 

(h) [Deleted] 


91.2 Manner of Carrying Out Rectifications 
[Deleted] 


*The amendment consists of deleting, after the word “errors,” the words “of transcription.” 
**The amendment consists of deleting, after the word “error,” the words “of transcription.” 


Rule 92 
Correspondence 


92.1 [No change] 


92.2 Languages 

(a) Subject to Rules 55.1 and 66.9 and to paragraph (b) of this Rule, any letter or document submitted by the appli- 
cant to the International Searching Authority or the International Preliminary Examining Authority shall be in the 
same language as the international application to which it relates. 

(b) 2 change] 


De 
@ and O INo change] 
92.3 and 92.4 [No change] 


Rule 92bis 
Recording of Changes in Certain Indications in the Request or the Demand 


92bis.1 Recording of a by the International Bureau 
(a) The International Bureau shall, on the request of the applicant or the receiving Office, record changes in the 
following indications appearing in the request or demand: 
(i) person, name, residence, nationality or address of the applicant, 
(ii) person, name or address of the agent, the common representative or the inventor. 
(b) The International Bureau shall not record the requested change if the request for recording is received by it after the 
iration: 
(i) of the time limit referred to in Article 22(1), where Article 39(1) is not applicable with respect to any Contracting 
State; 
(ii) of the time limit referred to in Article 39(1)(a), where Article 39(1) is applicable with respect to at least one Con- 
tracting State. 


92bis.2 Notifications 
[Deleted] 


[1053 OG 44] 
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(149) Patent Cooperation Treaty (PCT) Update 


Change in international search fee charged by the Eu- 
ropean Patent Office, effective Aug. 10, 1985 and guid- 
mee regarding requirements submitted under 35 U.S.C. 

The International Bureau of the World Intellectual 
Property Organization has informed the U.S. Patent and 
Trademark Office that due to a change in the exchange 
rate between the U.S. Dollar and the German 
Deutschmark, the dollar amount of the international 
search fee charged by the European Patent Office for 
performing a search on PCT applications filed in the 
United States Receiving Office will increase to $680.00, 
effective Aug. 10, 1985. 

On May 8, 1985, 35 U.S.C. 371 (c) was changed to re- 
move the requirement that a verification statement 
attesting to the true and accurate nature of the transla- 
tion be submitted when entering the U.S. Patent and 
Trademark Office as a Designated Office. Although the 
verification statement is no longer required at the time 
of entering the national phase, the translation must still 
be a true and accurate translation of the international ap- 
plication as filed. Any changes to the claims, for exam- 
ple, deletions of multiple dependencies or cancellations 
of claims to reduce the national fee, must be submitted 
in the form of a preliminary amendment separate from 
the translation of the application as filed. 

Translations of amendments to the claims made under 
PCT Article 19 also must be submitted as a separate pa- 
per. Applicants are reminded that both the Article 19 
amendments and the translation of those amendments 
into English must be filed by 20 months from any 
claimed priority date to avoid cancellation of the 
amendments to the claims made by the Article 19 
amendment. If applicant wishes such cancelled amend- 
ments under Article 19 to be considered by the examin- 
er, they may be introduced in the form of an amendment 
under 37 CFR 1.115. 


DONALD J. QUIGG, 
Acting Commissioner of 


July 22, 1985. 
Patents and Trademarks. 


[1057 OG 10] 


(150) | HELPFUL HINTS FROM THE PTO 

© Submission of Corrected Drawings in Allowed Patent 
Applications — When drawings need to be corrected 
in an allowed application, the applicant is required to 
submit acceptable corrected drawings within a three- 
month shortened statutory period. Within that three- 
month period, two weeks should be allowed for re- 
view of the correction by the Office. If a correction 
is determined to be unacceptable by the Office, the 
applicant must spe cy have an acceptable correc- 
tion re-submitted within the original three-month pe- 
riod to avoid the necessity of obtaining an extension 
of time and of paying the extension fee. 
the applicant should file corrected drawings as soon 
as possible following the setting of the three-month 
shortened statutory period. 


Requests for Allowed Patent Application Files — Appli- 
cants or attorneys requesting files from the Publish- 
ing Division, Office of Publications, should make 


their 

availability. Attention is especially direct- 
ed to out-of-town requesters who visit the Office, an- 
ticipating same day service. Although the Office is 
usually able to respond promptly, unexpected incon- 
venience can be avoided if ts are made in 
advance. Inquiries and requests be directed to 
the Correspondence Section at (703) 557-6397 or 
(703) 557-6398 between the hours of 8:30 a.m. 
through 5:00 p.m. on weekdays. 


U.S. PATENT AND TRADEMARK OFFICE 
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* PTO Special Boxes — The special box numbers have 
been established to allow forwarding of particular 
types of mail to the appropriate areas as quickly as 
possible. Such mail is forwarded directly to the ap- 
propriate area without being opened. Therefore, if 
any documents other than the specified type identi- 
fied for each box are addressed to that box, they will 
be delayed in reaching the appropriate area for 
which they were intended. 

We have been experiencing problems with Box 9 be- 
ing used for other coupon orders for copies of pa- 
tents and trademark registrations. 

The following special boxes should be used only for 
their specified purpose. 


— to: 

Mn — west tly Aaa sal 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Box 4 — Mail for the Office of Legislation 
and International Affairs. 

Box 5 — “No fee” mail related to trade- 
marks. 


Box 7 — Reissue applications for patents 
involved in ents and any 
subsequently filed papers for 
these applications. 

Box 8 — Pol 2 villa ead 
the Solicitor. 

Box 9 — Coupon orders for U.S. patent 
and trademark copies. 

Box 10 — Orders for certified copies of pa- 
tent and trademark applica- 


tions. 
Box 12 — Contributions to the Examiner 
Education Program. 

Box Interference — Communications relating to In- 
terferences and Applications 
and patents involved in Inter- 
ference. 

Box M. Fee — Correspondence related to a pa- 
tent that is subject to the pay- 
ment of a Maintenance Fee. 

Box. Pat. Ext. — Applications for patent term 


extension. 
Box PCT — Mail related to applications filed 
under the Patent Cooperation 
Treaty. 
Box Reexam — Mail related to reexamination ap- 
plications. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Feb. 4, 1985. 


(151) HELPFUL HINTS FROM THE PTO 


© Express Mail — Many applicants are losing the ad- 
vantage of receiving the date a paper or fee was de- 
posited at the Post Office when “Express Mail” is 
used, due to a failure of ——s Pp proce- 
dures. According to Chapter 37 gi.10, any such 
pa or fee must include a certificate of mailing by 

7 TE SENEe Oe UE eee 

per or fee. 

Often, the certificate is missing, illegible, inaccurate, 
incomplete, or difficult to locate. As a result, the paper 
or fee is considered to have been filed on the date of re- 
ee Sere 

‘o ensure papers and fees sent by “Express Mail” are 
accorded the proper i date, the following 
suggestions/reminders are offered: 


* Each document must have a certificate of mailing 
typed on or affixed to the document. 
* The certificate should be placed on the first page of 
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the document or the covering letter to ensure easy 
accessibility. 

© The certificate should be legible. 

® Dates on the certificate must correspond to dates on 
the Express Mail label. 

¢ Each certificate must have an original signature. 


The preferred wording and information to be included 
on this certificate is as follows: 

“Express Mail” Mailing Label No. (insert B no. from 
Express Mail label) 
Date of Deposit (insert date from Express Mail Label) 
I hereby certify that this paper or fee is being depos- 
ited with the United States Postal Service “Express 
Mail Post Office To Addressee” service under 37 
CFR 1.10 on the date indicated above and is ad- 
dressed to the Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 


(Typed or printed name of person mailing paper or 
fee 


(Signature of person mailing paper or fee ) By fol- 
lowing these procedures, problems concerning filing 


dates should be minimized. 


Extension of Time Policy — Where an extension of 
time is required to file a response in a timely manner, 
the response is not considered complete until the re- 
sponse, fee, and request or petition for an extension 
of time are received. The fee and request or petition 
must be filed before the expiration of the extended 
period requested. The fee cannot be paid outside the 
statutory six-month limit for the period of response. 

The extension of time policy for after final practice is 

set forth in MPEP §§706.07(f) and 1302.04. In essence, 
where applicants’ approval is not needed to amend the 
claims, no extension of time is required. However, if aj 
plicants’ approval is required and applicants did not file 
their response within two months of the FINAL RE- 
JECTION, the appropriate extension of time must be 
purchased. 
If applicants have a d it account, it is recommend- 
ed that corms file, in an individual application, a 
general authorization to charge any of the fees set forth 
in 37 CFR §§1.16 to 1.18 to a deposit account for the 
entire pendency of the application (1032 OG 32). 

Also, it should be noted that extensions of time may 
be purchased for extending the time ey to pay for 
the ont for an oral hearing before the Board of Ap- 

PEP §1209(1). The time for a request and fee 
for an oral hearing is one month from the date of the 
Examiner’s Answer or any supplemental Examiner’s An- 
swer. 


THERESA A. BRELSFORD, 
Assistant Commissioner 


Mar. 4, 1985. 
for Administration. 


(152) HELPFUL HINTS FROM THE PTO 


© Patent Applications — We are trying to expedite and 
improve preliminary processing of patent applica- 
tions. Please help by putting patent applications and 
associated pa (e.g. assignments) in separate enve- 
lopes from all other mail. Identify on the outside of 
the envelope “PATENT APPLICATION”. 
Application File Drawings — Application Branch per- 
sonnel are having some difficulty matching drawin 
with applications during pre-exam processing. It 
would be helpful if the applicant’s name, docket 
number and the title of the invention were put on the 
back of the drawings. This may be done by writing 
lightly on the drawings or by using gum labels. Iden- 
tification on the back of the drawings would be 
greatly appreciated. 
Certification Services — Expedited service requests 
for certification of copies that have been made by 
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the requester shall be limited to those files open for 
public inspection. If there is such a need for expedit- 
ed service, the request should be made to the Manag- 
er, Examination Services Division. All other requests 
for copies must be made to the Certifications Branch, 
which will fill your request within 7 days or less. 

New Application Filing Problems — Applications con- 

tinue to be filed incorrectly under both 37 CFR 1.60 

and 37 CFR 1.62. This causes problems not only for 

applicants but also for the Patent and Trademark Of- 
ce. Filing dates are not granted to applications 
which do not comply with the rules. As a result, pe- 
titions with fees are required to be filed in such ap- 
plications before a filing date will be granted. 
Most often, the problems that arise in this area can be 
characterized as the following: 

— Applicants continue to fail to comply with the re- 
quirements of 37 CFR 1.60 with regard to what 
must be submitted upon filing under the rule. 
This is true even after the clarifying amendments 
(effective Apr. 1, 1984) were made to the rule. 
This problem was also addressed in the Official 
Gazette Notice of May 8, 1984 entitled “Filing of 
Patent Applications Pursuant to 37 CFR 1.60.” 

A true copy of the prior application must be filed 
including the specification (including claims), 
drawings, oath or declaration showing the appli- 
cant’s signature or an indication it was signed, 
and any amendments referred to in the oath or 
declaration filed to complete the prior applica- 
tion. 
Applicants are using transmittal forms which re- 
quest filings under one rule when, in fact, they 
wish to file under another rule. For example, a 
transmittal form requesting filing under 37 CFR 
1.62 may be filed when it was really desired to 
file a divisional application under 37 CFR 1.60 
and not to abandon the parent application. 
See have also been filed with a transmit- 
form requesting filing under 37 CFR 1.60 
when it was intended to file under 37 CFR 1.62. 
The confusion in the record of such applications 
must be clarified by a decision on petition before 
the applications can be processed for examination. 
Some applicants fail to realize that the parent ap- 
plication is abandoned by the filing of a continu- 
ing application under 37 CFR 1.62. Paragraph (g) 
of 37 CFR 1.62 states: 
“The filing of a request for a continuing appli- 
cation under this section will be considered to 
be a request to expressly abandon the prior ap- 
plication as of the filing date granted the con- 
tinuing application.” 
Correction after such a mistaken filing under 37 
CFR 1.62 usually requires a revival of the parent 
application under 37 CFR 1.137(a) or (6) which 
expends resources of both the applicant and the 


Some applicants are attempting to file continuing 
applications under 37 CFR 1.62 after payment of 
the issue fee in the parent application. Such appli- 
cations are im and are not entitled to a fil- 
ing date. Additionally, such filings will not affect 
the prior application, i.e., the parent application 
may issue as a patent. Paragraph (a) of 37 CFR 
1.62 specifies that continuing applications may be 
filed under 37 CFR 1.62 “before the payment of 
the issue fee, abandonment of, or termination of 
proceedings on the prior application”. 
Some mo tees its are attempting to file continua- 
tion-in-part applications under 37 CFR 1.62 with 
a new specification rather than with the changes 
made by amendment to the prior application. As 
stated in 37 CFR 1.62(a) filings under 37 CFR 
1.62 use the ification of the prior application. 
P (c) of 37 CFR 1.62 also states: 

“In case of a continuation-in-part applica- 

tion which adds and claims additional disclosure 

by amendment, an oath or declaration as re- 
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”’ (emphasis 


quired by §1.63 must also be filed.... 
added) 


NOTICE 


The February 12, 1985, Official Gazette Notice on 


“Availability of a Patent and Trademark Publication” is 
rescinded. The new edition of “The Story of the U.S. 
Patent Office” is not yet available. 


Apr. 8, 1985. 


(153) 


May 3, 1985. 


(154) 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


HELPFUL HINTS FROM THE PTO 


Patent Applications — hee are eben to expedite and 
improve preli patent applica- 
tions. Please help by wattle on applications and 
i (e.g. assignments) in separate enve- 
1 other mail. Identify on the outside of 

the envelope “PATENT APPLICATION”. 


Application File Drawings thin «opens: Branch per- 
sonnel are having some difficulty matching drawings 
with applications during pre-examination processing. 

It would be helpful if the applicant’s name, docket 
number, and the title of the invention were put on 
the back of the drawings. This may be done by writ- 
ing lightly on the drawings or by using gum labels. 


When the Office receives formal or substitute draw- 
ings, a cover letter identifying the application by se- 
rial number should accompany them. It is extremely 
difficult to associate the drawings with the files when 
this information is missing. ie application serial 
number should be placed on the sheet of drawing in 
accordance with 37 CFR 1.84(1). 


Power of Attorney — The Office receives letters 
srenting power to inspect patent applications. These 

y be granted by the attorney of record or in- 
ventor. Sometimes the person signing the power is 
not authorized to do so, causing delay until proper 
authorization is received. 


Certification Services — Expedited service requests 
for certification of copies that have been made by 
the requester shall be limited to those files open for 
public inspection. If there is such a need for expedit- 
ed service, the request should be made to the Manag- 
er, Examination Services Division. All other requests 
for copies must be made to the Certification Branch, 
which will fill your request within 7 days or less. 


sees 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


HELPFUL HINTS FROM THE PTO 


In the May 28, 1985, Official Gazette “HELPFUL 
HINTS FROM THE PTO", conflicting direction was 
given on marking initial or substitute file drawings: 


— Application File Drawings — lication Branch 
personnel are having some ‘ethoalty matching 
drawings with applications during pre-examina- 
tion processing. It would be helpful if the li- 
cant’s name, docket number, and the title of the 
invention were put on the back of the drawings. 
This may be done by writing lightly on the draw- 
ings or by using gum labels. 


— When the Office receives formal or substitute 
drawings, a cover letter identifying the appli- 


U.S. PATENT AND TRADEMARK OFFICE 


June 3, 1985. 


(155) 
* Petitions to Revive Abandoned Applications — Fre- 
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cation by serial number should accompany them. 
It is extremely difficult to associate the drawings 
with the files when this information is missing. 
The application serial number should be siooed 
on the sheet of drawing in accordance with 37 
CFR 1.84(1). 


According to 37 CFR 1.84(1), identifying indicia 
(such as the attorney’s docket number, inventor’s 
name, number of sheets, etc.) not to exceed 23 
inches may be placed in a centered location be- 
tween the side — within three-fourths inch of 
the top edge. this marking technique on 
the front o hed drawing or the placement of this 
information on the back of the drawing is accept- 
able. However, for identification of the serial 
ee the PTO prefers that it be placed on the 
ront. 


Patent Applications — We are rete to expedite and 
improve preliminary processing of patent applica- 
tions. Please help by putting patent applications and 
associated papers (e.g. assignments) in a separate en- 
velope from all other mail. Identify on the outside of 
the envelope “PATENT APPLICATIONS”. For 
example, if you are submitting two patent applica- 
tions with associated assignment papers, they would 
all be placed in an envelope marked “PATENT AP- 
PLICATIONS”. Any other —- ae submitted, 
such as amendments to other applica appeals, 
and patent copy requests, would ade in another 
envelope. 


File Wrapper Continuation Applications — Many con- 
tinuation applications filed under 37 CFR. 1.62 
(FWC) contain no preliminary amendment to the 
claims which were ffnally rejected in the parent ap- 
plication. The result is a first action final rejection of 
these claims. Applicants should file any desired 
amendments at the time the application is filed under 
37 CFR 1.62, since the Office is treating these appli- 
cations as “Special” and an action on the merits will 
be rendered quite promptly. 


Surcharge for Filing a Patent Application — Filing 
dates are accorded to applications filed without the 
basic filing fee and without the oath or declaration. 
In such cases, a notice is mailed by Application Divi- 
sion requiring at least the basic filing fee and the 
oath or declaration, accompanied by a surcharge (37 
CFR 1.16(E)). In numerous instances, applicants fail 
to submit the surcharge causing the application to 
508 abandoned. See 37 CFR 1.53(D) and MPEP 


Small Entity Statements — Verified statements 
claiming small entity status, where appropriate, 
would best be signed and submitted at the time the 
application oath or declaration is signed to permit fil- 
ing of the statement with the applications. This 
would reduce correspondence between attorney and 
client, reduce handling by the PTO support 
staff and the Finance Branch, and greatly sim- 
plify the processing of subsequent pa —*: involving 

If small entity status is being claimed for the 
first time at the time of payment, a verified statement 
claiming small entity status should be submitted with 
the issue fee. See MPEP §509.03. 


THERESA A. BRELSFORD, 


Assistant Commissioner 
for Administration. 


HELPFUL HINTS 


ety ce a 
is accompanied by an unnecessary request and 
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‘or extension of time. Our policy is set forth in 
MPEP 711.03(c). Specifically, a response does not 
require a request and fee for extension of time as a 
condition of revival. 

Further, a petition to revive an abandoned applica- 
tion is often accompanied by an unnecessary terminal 
disclaimer. A terminal disclaimer is required only 
when a grantable petition based on unavoidable de- 
lay is not filed within six months of the date of aban- 
donment; cf. 37 CFR 1.137(a) and 1.137(c). A termi- 
nal disclaimer should not accompany a petition based 
on unintentional abandonment; i.e., 37 CFR 1. 137(b). 
In these respects, the reasonin; is analogous to peti- 
tions to accept late payment of the issue fee under 37 
CFR 1.155 or 1.316. 

Finally, when a terminal disclaimer is a necessary 
component of the petition, the period to be dis- 
claimed must equal the number of months between 
the date of aenieunet and the date a grantable pe- 
tition is filed. The date of abandonment is the date 
the period for response has expired; see MPEP 
711.04a). This is normally the end of the three 
month shortened statutory period. Moreover, the ter- 
minal disclaimer should employ the following for- 
mat: 


IN THE UNITED STATES PATENT AND 
TRADEMARK OFFICE 


iN re — of 


vial <i 
Filed: 
For: 


TERMINAL DISCLAIMER 


TO THE COMMISSIONER OF PATENTS AND 
TRADEMARKS: 


Your petitioner, residing at 


represents that he is the owner of the entire interest in 
the above-identified a ——— (by virtue of an assign- 
oa —and Frame —, filed on the 
day o 19.2!) 


Your petitioner, hereby disclaims the ter- 
minal___months of any patent granted on the above- 
identified application or on any application which is en- 
titled to the benefit of the filing date of this application 
under 35 U.S.C. 120. This agreement is to run with any 
patent so granted and to be binding upon the grantee, its 
successors or assigns. 


IN WITNESS WHEREOF, I hereunto set my hand and 
seal this _day of __, 19__. 


(Signature) 


THERESA A. BRELSFORD, 
Assistant Commissioner 


July 9, 1985. 
for Administration. 


(156) | HELPFUL HINTS FROM THE PTO 


© Returning Files to the File Information Unit (FIU) — 
Recently, files obtained through the FIU have been 
left in the Public Search Room at the close of busi- 
ness rather than being returned as required. 


All customers are reminded that files obtained 
through the FIU are official government records 
which must be returned to the FIU by 7:45 p.m. on 
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the same day they are obtained. Additionally, files 
obtained through the FIU shall not be removed from 
the confines of the Public Search Room at any time. 
Adherence to these regulations is requested. Contin- 
ued violations will result in cessation or suspension 
of individual privileges. 

Information Cited on Form PTO-1449 


The Public is encouraged to use Form ag 
“Information eclosere Citation,” when 
statement under 37 CFR 1.97-1.99 (see M E §609), 
This form provides the Office with a uniform way of 
listing the citations and vehicle from which the infor- 
mation thereon can be printed on the issued patent. 
Recently, citations are being presented on various 
forms prepared by the public rather than on Form 
PTO-1449. As a result, gy are a nap ig up in the 

rin process. Because the printer difficulty in 
ollowing. the various formats and is having to query 
the examiner each time a non-PTO-1449 form is 
used, you are encouraged to use the Form PTO- 
1449 with any submission udner 37 CFR 1.97-1.99. 
Note that listing citations on Form PTO-1449 does 
not raise an irrebuttable presumption that the citation 
is prior art. A holding by an examiner that any cita- 
tion on Form PTO-1449 is prior art to claimed sub- 
ject matter can be rebutted by procedures commonly 
used to rebut the prior art status of an examiner’s ci- 
Cited” on Form PTO-892, “Notice of References 

i Lad 

ong, the infocmanion that should be provided on 

Form 1449 is the date of the citation. In addi- 
tion, it is helpful if the class and subclass of each ci- 
tation is provided. It is proces that classification 
information may not be known at the time Form 
PTO-1449 is prepared. When classification informa- 
tion is not known, draw a line in the boxes under the 
class and subclass heading adjacent to the citation for 
which classification information is not known. 


THERESA A. BRELSFORD, 
Assistant Commissioner 


Aug. 5, 1985. 
for Administration. 


HELPFUL HINTS FROM THE PTO 
* Withdrawal of Attorney — To expedite the handling 


(157) 


of request for ion to withdraw as attorney un- 
der 37 CFR §1.36,.submit the request in triplicate 
(original and two copies) and indicate thereon the 
present mailing addresses of the attorney who is 
withdra and of the applicant. The examining 
group number should also appear on all such re- 
= uests. Because the Office does not recognize law 

each attorney of record must sign the notice of 
withdrawal, or the notice of withdrawal must con- 
tain a clear indication of one attorney signing on be- 
half of another. 


A request to withdraw is effective when eens 
rather than when received. This is particularly im- 
portant when such requests are submitted toward the 
end of the period for response. There should be at 
a thirty ont eee approval of withdrawal a 

expiration of a time response period so that 
the applicant will have sufficient time to obtain other 
representation or take other action. If less than thirty 


It would be helpful if a request and fee, prefera- 
bly an authorization to charge a deposit account, 
were included with a request to withdraw. Such 
would permit the Office to make sure, in most in- 
stances, that sufficient time remains in the period 
for response. 


THERESA A. BRELSFORD, 
Sept. 3, 1985. Assistant Commissioner 
for Administration. 
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(158) | HELPFUL HINTS FROM THE PTO 


needlessly postponed while formal irregularities are 
corrected. 


® Submission of Drawings — For your convenience and 


for more effective handling of any drawing correc- 
tions whch may be necessary, please DO NOT SUB- 
MIT ORIGINAL DRAWINGS WITH PATENT 
APPLICATIONS. DO SUBMIT THREE HIGH 
QUALITY COPIES. If the copies submitted pass 
the formality review and patent examination, no sub- 
stitute drawings will be necessary. If corrections are 
necessary, they should be made to the original draw- 
ings. Either a good copy of the corrected drawings 
or the corrected original can then be submitted after 
the Notice of Allowability is mailed. 


Reissue Amendments — In order to avoid unneces- 
sary delays in the issuance of reissue applications, ap- 
plicants and their attorneys are reminded to exercise 
caution and give sufficient attention to 37 CFR 
1.21(a) and ay in presenting reissue amendments to 
the PTO. The practices and procedures vary some- 
what from regular utility application amendments, 
and this frequently causes clerical problems and edi- 
torial revisions. MPEP Sec. 1455 provides guidance 
for proper entry of amendments and claim number- 
ing. Publication of the reissue application(s) may be 


Oct. 7, 1985. 


Returning Files to the File Information Unit (FIU) — 
As follow-up to a previously indentified problem in- 
volving FIU file histories being left in the Public 
Search Room rather than being returned as required, 
= as cards were monitored for a three week pe- 


OF the 2,011 files obtained, a total of 32 were not 
properly returned. Although the percentage of abuse 
is not great, customers are again reminded that files 
obtained through the FIU are official government 
records which must be returned by 7:45 p.m. on the 
same day they are obtained. Additionally, files 
obtained through the FIU shall not be removed from 
the confines of the Public Search Room at any time. 

personnel will continue to periodically monitor 
this problem. Should individual patterns of abuse be 
discerned, administrative sanctions up to termination 
of access privileges will be applied. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 








PATENT AND TRADEMARK OFFICE NOTICES 


Patent Cooperation Treaty (PCT) Information 


information concerning the PCT member 
g in the Official Gazette 


For 
countries see the notice ap 
at 1052 O.G. 52 on Mar. 26, 1985. 

For use of the European Patent Office as a Searching 
Authority for PCT applications filed in the United 
States Receiving Office, see the notice appearing in the 
Official Gazette 4 1022 O.G. 52 on Sept. 28, 1982. 

Certain domestic fees for international applications 
have been changed effective Oct. 5, 1985 in the rule 
change notice titled “Revision of Patent Fees” published 
at 1057 O.G. 24 on Aug. 20, 1985. 

The Search fee of the European Patent Office has 
been changed as of Oct. 12, 1985 and is announced in 
the Official Gazette at 1058 O.G. 26 on Sept. 24, 1985. 

International PCT fees have been changed effective 
Oct. 29, 1985 and were announced in the PCT Gazette 
on Aug. 29, 1985 and in the Official Gazette at 1058 
O.G. 26 on Sept. 24, 1985. 

The current schedule of PCT fees is as follows: 


U.S. Patent and Trademark Office as 
Searching Authority 


—No corresponding prior U.S. national 
application filed: 
—Corresponding prior U.S. national 
application 
European Patent Office as 
Searchin, Authority, all cases 
International fees 
Basic fee (first 30 pages): 
Basic Supplemental fee 
page over 30): 6.00 
Designation fee for the first 10 
national or regional offices: 70.00 
Designation fee for 11th and No 
subsequent designations charge 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents and Trademarks. 


250.00 
750.00 


280.00 
(for each 


Oct. 21, 1985. 


Notice of Maintenance Fees Payable 


Title 37, Code of Federal Regulations, Section 
1.362(d), effective Nov. 1, 1984, provides that mainte- 
nance fees may be paid without surcharge for a six- 
month period beginning 3, 7, and 11 years after the date 
of issue of patents based on applications filed on or ed 
Dec. 12, 1980. An additional and 31 CHR 1.36000) | 
provided by 35 U.S.C. 41(6) and 37 C 1.362(e) for 

yment of the maintenance fee with the surcharge set 
foxth i in 37 CFR 1.20(k) or (1), as amended effective Oct. 
2 1985. If the maintenance fee is not paid in a patent re- 

such payment, the patent will expire on the 4th, 
th or 12th anniversary of the grant. 

Attention is drawn to the patents which were issued 
on Jan. 4, 1983, for which maintenance fees due at 3 
years and six months may now be paid. The patents 
have patent numbers within the following ranges: 


bn Patents 4,366,579 through 4,367,560 
Reissue Patents based on the above identified patents. 


No maintenance fees are required for design or plant 
patents. 


Payments of maintenance fees in patents should be di- 
rected to “Commissioner of Patents and Trademarks, 
Box M. Fee, Washington, D.C. 20231.” 

The current amounts of the maintenance fees due at 3 

years and six months are set forth in 37 CFR 1.20(e) and 
th), as amended effective Oct. 5, 1985, which are repro- 
duced below: 


37 CFR §1.20 Post-issuance fees 


“(e) For maintaining an original or reissue patent, except 
a design or plant patent, based on an application filed 
on or after Dec. 12, 1980 and before Aug. 27, 1982, 
in force beyond 4 years; the fee is due by three years 
and six months after the original grant . . . $225.00” 


“(h) For maintaining an original or reissue patent, except 
a design or plant patent, based on an application filed 
on or after Aug. 27, 1982, in force beyond 4 years; 
the fee is due by three years and six months after the 
original grant: 

By a small entity (§1.9(f)) 

By other than a smaii entity 


The amounts of the surcharges, as amended effective 
Oct. 5, 1985, are set forth in 37 CFR 1.20 (k) and (J), 
which are reproduced below: 


“(k) Surcharge for paying a maintenance fee during the 
6-month grace period following the expiration of 
three years and six months, seven years and six 
months, and eleven years and six months after the 
date of the original grant of a patent based on an ap- 
plication filed on or after Dec. 12, 1980 and before 
Aug. 27, 1982 . 


“(1) Surcharge for paying a maintenance fee during the 
6-month grace period following the expiration of 
three years and six months, seven years and six 
months, and eleven years and six months after the 
date of the original grant of a patent based on an ap- 
plication filed on or after Aug. 27, 1982: 

By a small entity (§1.9(f)) 
“By other than a small entity 


Section 1.20 paragraph (m) as amended as a result of 
enactment of Public Law 98-622 effective Nov. 8, 1984, 
is reproduced below: 


“(m) Surcharge for accepting a maintenance fee after ex- 
piration of a patent for non-timely payment of a 
maintenance fee where the delay in payment is 
shown to the satisfaction of the Commissioner to 
have been unavoidable $ 


Notice of Expiration of Patents 
Due to Failure to Pay Maintenance Fees 


35 U.S.C. 41 and 37 CFR 1.362(g) provide that if the 
required maintenance fee and any applicable serchange 
are not in a patent requiring such payment, the pa 
tent will ex; af the end of the 4th, 8th; or 12th anni- 

fhe g grant of the patent depending on the first 
maintenance fee wh which was not paid. 

According to the records of the Office, NO PA- 
TENTS EXPIRED ON OCT. 20, 1985, DUE TO 
FAILURE TO PAY MAINTENANCE FEES. 
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REISSUE APPLICATIONS FILED 


Notice under 37 CFR 1.11(b). The reissue applications list- 
ed below are open to inspection by the general public in the 
indicated Examining Groups and copies may be obtained by 
paying the fee therefor (37 CFR 1.19(a)). 


4,462,720, Re. S.N. 791,539, Filed Oct. 25, 1985, Cl. 
406/84, AIR TABLE SYSTEM, Ronald A. Lenhart, 
Owner of Record: Precision Metal "Fabricators, Lakewoed, 
om ane or Agent: Gary D. Fields, et al., Ex. 
Gp.: 31 


REQUESTS FOR REEXAMINATION FILED 


Notice under 37 CFR 1.11(c). The requests for re- 
examination listed below are open to inspection by the gen- 
eral public in the indicated Examining Groups. Copies of the 
requests and related papers may be obtained by paying the 
fee therefor established in the Rules (37 CFR 1.19(a)). 

In the event correspondence to the patent owner is not re- 
ceived, this notice will be considered to be constructive no- 
tice to the patent owner and reexamination will proceed (37 
CFR 1.248(a)(5) and 1.525(b)). 


3,911,928, Reexam. No. 90/000,913, Requested: Nov. 
27, 1985, Cl. 128/418, ENDOCARDIAL ELEC- 
TRODE, Hans Lagergren, Owner of Record: Inventor, 
Attorney or Agent: Haseltine, Lake, et al., Ex. Gp.: 330, 
Requester: Medtronic, Inc., Minneapolis, Minn. 


3,935,864, Reexam. No. 90/000,914, Requested: Nov. 
27, 1985, Cl. 128/418, ENDOCARDIAL ELEC- 
TRODE, Hans Lagergren, Owner of Record: Inventor, 
Attorney or Agent: Haseltine, Lake, et al., Ex. Gp.: 330, 
Requester: Medtronic, Inc., Minneapolis, Minn. 


4,290,713, Reexam. No. 90/000,909, Requester: Nov. 
18, 1985, Cl. 404/69, EXPANSION JOINT SEALING 
STRUCTURES, Delmont R. Brown, et al., Owner of 
Record: D. S. Brown Co., Baltimore, Ohio, Attorney or 
Agent: None, Ex. Gp.: 350, Requester: Robert J 
Schaap, Los Angeles, Calif. 


4,494,365, Reexam. No. 90/000,912, Requested: Nov. 
25, 1985, Cl. 56/256, "Mower Cutting Unit, Lawrence > 
Lloyd, Owner of Record: Inventor, Attorney or A, 
Townsend & Townsend, Ex. Gp.: 330, Requester: 

Co., Minneapolis, Minn. 


4,515,153, Reexam. No. 90/000,915, Requested: Nov. 
27, 1985, Cl. 128/87B, STABILIZER FOR CERVI- 
CAL COLLAR, Anthony Calabrese, Owner of Record: 
Charles Greiner & Co., Inc., Westville, N.J., Attorney or 
Agent: Seidel, Gonda, et al., Ex. Gp.: 330, Requester: 
Owner 


Survey of Registered Practitioners 
in Patent Cases 


Pursuant to 37 CFR 10.11(b), a survey letter was 
mailed on Nov. 18, 1985 from the Office of Enrollment 
and Discipline (OED) to all practitioners in patent cases 
whose last names began with T through Z. Enclosed 
with the letter is a data sheet which must be completed 
and returned to OED as soon as possible. All data sheets 
returned to OED will be acknowledged. Failure by a 
practitioner to submit a completed data sheet within the 
time period specified in the survey letter will result in 
the practitioner removed from the register in ac- 
cordance with 37 CFR 10.11(b). 

If your last name begins with T through Z and you 
have not received a data sheet or if you returned the 
data sheet to OED and you did not receive an acknowl- 
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edgement within three (3) months after returning the 
data sheet to OED, please contact Patricia M. Jordan at 
(703) 557-1728. 


CAMERON WEIFFENBACH, 
Director, Office of 


Nov. 20, 1985. 
Enrollment & Discipline. 


Policy and Plans Regarding Exchange Agreements 
Entered into by the Patent and Trademark Office to 
Competitive Procurement Contracts 


Background 


Under the authority of section 6(a) of title 35, United 
States Code, the Patent and Trademark Office (PTO) 
entered into exchange agreements with non-Federal enti- 
ties to further the use of patent and trademark informa- 
tion and to facilitate the availability of that information. 
Some of these Fam will be converted to procure- 
ment contracts gh competitive solicitations or assis- 
tance instruments, as apetneee. Toward this objective, 
the PTO establishes following guidelines that shall 
apply to these conversions and to any subsequent busi- 
ness arrangements of a similar barter or exchange nature 
with private firms involving ADP resources. An inven- 

tory and description of the exchange agreements is also 
provided. Exchange agreements that will not be con- 
verted are identified and the reason for their exclusion 
explained. 


Guidelines 


From time to time the PTO needs goods and services 
to accomplish its goals for which it may offer other 
goods and services of comparable value as consideration 
rather than money. Such arrangements may be consid- 
ered for a particular goal that might otherwise not be 
reached, in gaining access to published information 
and/or electronic data and/or in fostering the dissemina- 
tion of intellectual property information. In return for 

goods and services it needs, the PTO may offer any or 
ail of the following as full or partial compensation to the 
provider: (1) copies of PTO documents, (2) electronic 
data developed by the PTO from patents, trademark ap- 
plications, trademark regi weary and other data 
sources, (3) Government- roy ipment, and (4) 
other data and information. resulting from special proj- 
ects that may be undertaken. The use of consideration 
other than money will be in accord with the objectives 
of the Exchange Agreement provisions of P.L. 97-247. 

Regardless of the barter or exchange nature and/or 
provisions of such arrangements, they will be developed 
as procurement contracts conforming to applicable pro- 
curement statutes and Federal Acquisition Re 
or assistance instruments as described in P.L. 95-224. 
Services which involve the delivery of ADP services 
will additionally conform to the Federal Information 
Resource Management Regulations. Agreements which 
have as ic will be pre purpose the delivery of services to 
the — be processed as assistance instruments un- 
der the provisions of the Grant and Cooperative Agree- 
ments Act of 1977, P.L. 95-224. 

In seeking competitive procurements to replace ex- 
change agreements, whenever possible, solicitation 
vse. lll will (1) describe PTO needs in functional 
terms, (2) set forth the method that will be used in eval- 
uating proposals, and (3) indicate the factors that will be 
considered and their relative weight or importance. Fac- 
tors and weights will be based on the needs of the PTO 
and the interests of the public. When solicitation docu- 
ments are ready for release, announcements will be 
published in the Commerce Business Daily (CBD) to in- 
form prospective offerors of the date of the release. The 
PTO will competitively acquire the services of an inde- 
pendent audit or accounting firm to assign a fair market 
value to non-monetary considerations received or pro- 
vided to assist in evaluating offers. 
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Contracts and assistance instruments will be awarded 
for one year with options for additional years, if re- 
quired. The number of option years will be sufficient to 
provide an incentive for competitors to investment in an 
offering, but not for such a long period that future com- 
petition would be unreasonably limited. 

Exclusive licenses will not be issued to any foreign 
owned firm or to any subsidiary or affiliate of a foreign 
owned firm. When feasible, competitive procurements 
will be structured to favor non-exclusive licenses. In any 
case, an exclusive license shall not impair the ability of 
the public to obtain data in a form historically provided 
b PTO or in some equivalent form not subject to li- 
cense restrictions. Licensees will not be entitled to ob- 
tain patent or trademark information not accessable by 
the public. 


Exchange Agreements to be Converted by Competitive 
Procurement 


Exchange agreements now in effect that are to be 
converted through competitive solicitations are listed be- 
low. The tentative date for issuance of the solicitation 
document is shown for each. 


Exchange of Trademark Data and Information with 
Thomson and Thomson 


Under an agreement with Thomson and Thomson 
(T&T), of 1 Monarch Dr., North Quincy, Mass. 02171, 
digitized i of the fi ive elements of active 
trademark registrations in effect in 1983 and to be regis- 
tered during the wre 10 year period were or are 
to be provided to the PTO. The same figurative ele- 
ments were or are to be coded for retrieval using a cod- 
ing system and manual developed jointly by T&T and 
pM PTO. The textual information contained in the 

lications and other trademark documents 
forthe pe from 1984 to 1992 were or are to be pro- 
vided. [Svan sata ox vo wteainas on &T 
were or are to be provided on magnetic tape in an 
agreed upon format and standard. In return for this elec- 
tronic data, the PTO furnished or will furnish paper 
— of sapiepration, application, and other Office doc- doc- 
oa Trademark Official Gazettes (OG), cer- 
equipment, reports from certain special 
seudien and analyses and electronic data representing up- 
dates to the text data base of active trademark registra- 
ie St Ge oatied Senet OS tn Oe 
t, from 1984 to 1992. 

It is oe ae that the provisions of this exchange 
agreement will be ended and the substance of it will be 
converted by one or more <a procurements for 
different types of data. The solicitations are planned to 
issue in Feb. or Mar., 1986. 


Exchange of Patent Data and Information with Derwent 


Under an agreement with Derwent, Inc., of 684 Elm 
St., Suite 500, McLean, Va. 22101, paper copies of 
copyrighted English Abstracts of Derwent’s vse gad 
eee vee ead Coens Se 
bibliographic data and alertin; en fo De 
a = WPI, and EPI) are provided to the 
PTO. In addition, a royalty credit of 300 hours connect 
time to Derwent data available on-line from time-sharing 
services is provided. The PTO furnishes Derwent paper 

of foreign patents it receives from 
for pick-up at those offices, OG 
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Exchange of Services and Patent Data with Mead Data 
Central 


Mead Data Central, of P.O. Box 933, Dayton, Ohio 
54401, provides services related to the use of its on-line 
data systems (LEXPAT, LEXIS, NEXIS) in the amount 
of service credits of $77,000 annually to the PTO. In re- 
turn, the PTO has or is furnishing to Mead Data Cen- 
tral, the a electronic oa the Patent Full Text 
File (backfile and updates), the Patent Assignment 
Transaction Data File, the Manual of Classification File, 
pe the file of ~ Index to U.S. Patent Classification 

pomedg copies of Certificates of Correction and No- 
Litigation. 

nthe agreement will be converted by competitive re- 
placement or, alternatively, will be terminated. If a com- 
petitive acquisition is to be undertaken, the solicitation is 
pyre Aes eyecare fear 1986; if it is to 
eee it is planned to be terminated by Oct., 


Exchange of Patent Data and Information with Research 
Publications, Inc. 


Under an exchange agreement with Research Publica- 
tions, Inc., of 12 Lunar Dr., Woodbridge, Conn. 06525, 
the PTO receives COM-generated 16mm microfilm of 
its classification data files in two sequences. The magnet- 
ic tape files are provided to Research Publications every 
six months in the record format in which it is normally 
produced through the PTO maintenance program. 

The PTO plans to terminate this exchange agreement 
in Sept. 1986. 


Exceptions to Conversion by Competitive Acquisitions 

Exchange agreements that are to be replaced by one 
than competitive procurements are listed below. 
reason for the exception is given. 


Exchange with Compu-Mark S.A. Related to Trademark 
Backfile Data 


Under the exchange t with N.V. COMPU- 
é 6. Box 61, B2510 Mortsel, Bel- 
vide 
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its in an amount of $10,000 annually applied to the use 
of Pergamon’s on-line data base, and training of 300 ae 
tent examiners in the use of the Infoline system. 
PTO furnishes Pergamon the following electronic data: 
the full text of the patent text backfile from 1975 to 
1983, annual issuances of patent assignment transaction 
data, annual updates of patent bibliographic data with 
exemplary claims, annual issuances of the Patent Master 
Classification File; the annual issuance of the Attorney 
Roster File, periodic issuances of the Special Index 
Term File 364-200, and periodic issuances of the Special 
Index Term file 364-900. 

The PTO plans to terminate this exchange agreement 
in Sept. 1986. 


Administration 


The PTO Administrator for Automation has been 
assigned responsiblity for administering all exchange 
agreements, their replacement, or their termination. Any 
requests for additional information about the agreements 
now in effect should be addressed to: 

J. Howard Bryant 
Administrator for Automation 
ent of Commerce 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 

Information on the competitive solicitations should be 
addressed to: 

Office of Procurement 
Patent and Trademark Office 
Box 6 

Washington, D.C. 20231 

At this time the PTO is seeking expressions of inter- 
est. Interested parties should write to the procurement 
office identified above citing the exchange agreement(s) 
for which subsequent receipt of a competitive solicita- 
tion is requested. Each competitive solicitation will be 
separately summarized in the CBD prior to issuance. 


DONALD J. QUIGG, 
Assistant of Secretary and 


Dec. 2, 1985. 
Commissioner of Patents and Trademarks. 


Industrial Property Organization for English-Speaking 
Africa (ESARIPO) 


On Jan. 25, 1985, the U.S. Patent and Trademark Of- 
fice and ESARIPO reached a general understanding on 
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cooperation in the field of industrial property, including 
information and document exchanges on a continuing 
basis. 


ESARIPO, headquartered in Harare, Zimbabwe, is a 
ee patent-granting organization which was estab- 
ished by an Agreement concluded in Lusaka, Zambia, 
on Dec. 9, 1976. The organization is empowered by a 
Protocol adopted on Dec. 10, 1982, in Harare, Zimbab- 
we, and in force since Apr. 25, 1985, to grant patents 
and to register industrial designs. There are currently 
seven Contracting States which are party to the Proto- 
col. They are: Botswana, Ghana, Kenya, Malawi, Sudan, 
Uganda and Zimbabwe. The first ESARIPO patent was 
granted on July 3, 1985. 

The system established by the Protocol enables appli- 
cants, by filing one application, to obtain patents and in- 
dustrial design registrations with effect in all designated 
Contracting States. Applications are filed at the national 
industrial property office of any Contracting State, 
which then transmits the applications to ESARIPO. 
Thereafter, they are examined by the ESARIPO OF- 
FICE for compliance with formal requirements and, in 
the case of patents, also regarding substantive conditions 
of patentability (the latter in cooperation with patent 
searching and examining authorities). If the examination 
shows that a patent may be granted or an industrial de- 
sign regi ESARIPO notifies the designated Con- 
tracting States of its intention to grant the patent or reg- 
ister the industrial design. Within six months, any 
designated State may object to the effect of such a grant 
or registration in its territory on grounds aoe in the 
Protocol. If no State objects, the ESARIPO Office will 
grant the patent or register the industrial design effec- 
tive in all designated States. If objections are communi- 
cated, it will grant the patent or register the industrial 
design effective only in those designated States which 
did not object. 

Further information regarding the law, implementing 
regulations and procedure applicable to ESARIPO may 
be obtained either from the ESARIPO Office, P.O. Box 
4228, Harare, Zimbabwe, or from the International Bu- 
reau of the World Intellectual Property Organization 
(WIPO), 34 chemin des Colombettes, 1211 Geneva 20, 
Switzerland. 


MICHAEL K. KIRK, 
Assistant Commissioner for 
External Affairs. 
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TRADEMARK NOTICES 


TRADEMARK RULES PROPOSALS 
AND COMMENTS 


(159) Trademark Rules, ees and Comments 
of Commerce 
Patent and Trademark Office 
37 CFR Part 2 
[Docket No. 2816-154] 


Trademark Applications, Filing Dates 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: This document amends the rules of practice in 
trademark cases. The amendments are needed to reduce 
both the special handling required to process and con- 
trol ps yee not entitled to a filing date and the de- 
lays such handlin ng imposes on other applications. The 
amendments clarify the requirements for an application 
and allow the Office to return applications that fail to 
meet these requirements. The amendments also define 
with greater specificity the nature of the drawing and 
specimens which must accompany an application in or- 
der for it to be entitled to a filing date. 

Effective Date: Oct. 4, 1982 

For Further Information Contact: Alan B. Davidson by 
telephone at (703) 557-3916, or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Supplementary Information: A notice of proposed 
rulemaking concerning the amendment of 37 CFR 2.21, 
2.52, 2.54, and 2.57 and the deletion of §2.55 was 
published in the Federal Register on Oct. 7, 1981 (46 FR 
49602). Interested parties were requested to submit writ- 
ten comments on or before Jan. 5, 1982. Comments were 
received from thirteen individuals and organizations and 
were given careful consideration. 

One commenter suggested that the final sentence of 
- .54, providing for correction of drawings by the Of- 
ice, should not be deleted. The individual reasoned that 
minor alterations are more expeditiously handled by 
sending the drawing to the Office draftsman rather than 
returning it to the applicant. The administrative over- 
head of such a procedure was thought to be more costly 
than the correction process. This suggestion has not 
been adopted. Under the existing practice, simple dele- 
tions from drawings are made by f emee-sea and clerical 

el using gummed labels and opaque correction 

uid. Due to tae lack lack of facilities, drawings have not 

been sent to the Drafting Branch for correction for two 
years. 

One commenter questioned whether the proposed re- 
vision of paragraph (d) of §2.52 required a date of first 
= for applications filed under the provisions of Section 

44 of the Act. The revision was not intended to 
extend the bees pe to such applications. 
P. h (d) been rewo: to eliminate any possi- 
ble confusion. 

Three commenters expressed unequivocal support for 
the p amendments. While two other commenters 
found to be beneficial both to the Office and to ap- 
plicants, they expressed some concern as to how the 
new practice will be implemented. One asked about the 
availability of proof of the initial date of filing should 
the papers be improperly returned by the The 
other directed attention to the possibility that a self-ad- 
dressed postcard, often submitted by an applicant, would 
be sent back bearing a mail date stamp and a serial num- 
ber, and the application papers would be returned subse- 
quently as incomplete. 

The procedures that have been re. oe to imple- 
ment the proposed changes should astitute a both of 


came 
papers are 


review of tir compen. i an app 
ond stamp will be added to indicate that 


informal. A notation will also be placed on the applica- 
tion to indicate the nature of the omission that resulted 
in denying a filing date. Should the initial determination 
prove to be erroneous, reinstating the filing date should 
be a simple matter. Only applications deemed to be suffi- 
cient to receive a filing date will reach the processing 
stage at which a serial number is assigned and the post- 
card returned. Hence, there should be no instances in 
which the papers are returned but the self-addressed 
postcard indicates they are accepted. 

One commenter recommended further revisions to 
§§2.21(a)(6) and 2.52(d). The individual thought an ap- 
plication based on Sections 44(d) or 44(e) of the Lanham 
Act should be required to include complete information 
on the foreign application or registration claimed. In ad- 
dition, the country of origin, the application or registra- 
tion number, and relevant dates were suggested as re- 
quired components of the heading of the drawing. These 
recommendations have not been adopted. Such informa- 
tion, while helpful, is not essential to the initial examina- 
tion of an application. Much of the information is avail- 
able from the certification or certified copy of the 
pra fe — that must accompany the application 

le placing Section 44 information on the 
Sant may be of some convenience, it is not needed in 
order to perform a normal search. The principal area of 
concern to commenters involved the revisions of §§ 
2.52(d) and 2.21(a)(6) which make the heading on the 
drawing a requirement for receiving a filing date. The 
six commenters who addressed themselves to this issue 
believed the changes placed form over substance and 
imposed a penalty too severe for a strictly administrative 
problem. They believed that the potential impact of the 
new procedure on applicants’ substantive rights far 
outweighed the current inconvenience to the Al- 
ternative proposals were advanced for eliminating the 
problem of clerks interrupting classification work to add 
or complete headings on drawings. One called for im- 
posing a penalty fee for applications with incomplete 
drawings. would require the Office to hold 
such applications for a reasonable time while the appli- 
cant corrected the deficiency. The original filing date 
would be awarded once compliance was achieved. One 
suggestion would allow an application to receive a filing 
date upon substantial compliance with the drawing re- 
quirements. 

A survey conducted by the Patent and Trademark Of- 
fice recently showed additional processing was required 
to add or complete the headings on the drawings in 
14% of all applicati This means remedial action is 
necessary for approximately 8500 applications annually. 
Each time an application clerk is required to add or 
complete the heading on a drawing, D epee. of other 
applications is slowed. As a result, the mailing of filing 
receipts and the filing of copies of the application draw- 
ings in the T: Search Library cannot be accom- 

plished in the most timely manner. 

Inadequate preparation of drawings affects the public 
as well as the Office. Users of the Trademark Search 
Room need certain basic information about each new 
mah to enter te ee ee 
with other pendin; es registered marks. Unless this in- 
formation is yed on the drawings, the searcher 
must attempt to the application files, the only al- 
ternative source of the information. 

The imposition of penalty fees or the establishment of 
a grace period for correcting deficiencies would not 

imi tial difficulties for Search Library 
users. If drawings without complete headings were held 
pending correction, the search copies of all application 
— received by the Office on a given day would 

be filed atthe same time in the Search Library. The 
ccumnail teidieb ole 4 tia tnditin Toeaie se- 
vere should a conflicting mark bearing a filing date a 
muanthver sneve- ait uanaer aier © comeh enone 
have revealed it has been conducted. For these reasons, 
the suggestions were not adopted. 
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One commenter explicitly stated, and others implied, a 
fear of overzealous enforcement of the amended rules. 
The Office will make every effort to interpret the rules 
sensibly. The Office will make every effort to interpret 
the rules sensibly. For instance, an application will not 
be denied a filing date because of the absence of a zip 
code or other non-critical part of an address. No letter- 
by-letter comparison of an applicant’s name argues 
on the drawing and in the application will be made. De- 

for the Office’s clerical 


approach. The implementation of the rules will be moni- 
tored carefully for the first several months. 


This rule c! will not have any significant impact 
on the quality of the human environment or the conser- 
vation of energy resources. 

These rule changes will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, 5 U.S.C. 601 et seg.) 
The rule changes will clarify application requirements, 

simplify existing procedures, and aguas procedings 
before the Patent at Trademark Offi 

The Patent and Trademark Office 4 determined that 
these rule changes do not constitute major rules as de- 
fined in Section 1(b) of Executive Order 12291 (45 FR 
13193), since they would benefit trademark applicants 
and reduce the burdens on the Office. 

These rule changes will not impose a burden under 
the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq., since no significant additional record keeping or 
reporting requirements are placed on the public. 


List of Subjects in 37 CFR Part 2 

Administrative practice and procedure, Trademarks. 
PART 2—RULES OF PRACTICE IN TRADEMARK 
CASES 


Amendment to Regulations 


In consideration of the comments received and pursu- 
ant to the authority of the Commissioner of Patents and 
Trademarks under 15 U.S.C. 1123, Part 2 of Title 37, 
ny of Federal Regulations is amended as set forth be- 


1. Section 2.21 is revised to read as follows: 
§2.21 Requirements for receiving a filling date. 


(a) Materials submitted as an application for registra- 
tion of a mark will not be accorded a filing date as an 
application until all of the following elements are re- 
ceived: 

(1) Name of the applicant; 
glen SNEED See +o WIR QEENERRREED Ce 


ir) 2> eaten, OF. Go: manth. songns. foe samtieces 
oa the information required by paragraph (d) of 
(4) An identification of goods or services; 
ad tes ce etane Or aeiee OF hi mak 


actually used; 

(6A date of first use ofthe mark in commerce, or a 
certification 0’ copy of a foreign registration if 
the pac ng nae pig ft aie pcb a 
suant to section 44(c) of the Trademark Act, or a clai 


of the benefit of a prior foreign application in accor- 
dance with section 44(d) of the Act: 

uired ; fee for at least one class of 

with one or more of the 


lee submitted as an application 
requirements specified in para- 
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graph (a) of this section, the papers will not be consid- 
ered to constitute an application and will not be given a 
filing date. The Patent end Trademark Office will return 
the papers and any fee submitted therewith to the per- 
son who submitted the papers. The Office will notify the 
to whom the papers are returned of the defect or 
defects which prevented their being considered to be an 
application 
. Section 2.52 is amended by revising paragraph (d) 
to read as follows: 


§2.52 Requirement for drawings. 


(d) Heading. Across the top of the drawing, beginning 
one inch (2.5 cm.) from the top edge and not exceeding 
one fourth of the sheet, there must be placed a headin, ne 
listing fe emer ates Cohaprare Satay a 
cant's post dffice the dates of first use 0! 
mark apd ft use ofthe mark in commerce (except for 

application filed under section 44 of the Trademark 
Act) a and the goods or services recited in the application 
or a typical item of the goods or services if a number of 
items are recited in the application. This heading should 


be typewritten. 


3. Section 2.54 is revised to read as follows: 
§2.54 Informal drawings. 
A ded 
pi. {) 
ted fe 


not in conformity with §2.51 or para- 
), Oe or (e) of §2.52 or §2.53 may be ac- 
of examination, but the drawing must 


be 
that mark can be published or the application allowed. 
§2.55 [Removed] 


4. Section 2.55 is removed. 
5. Section 2.57 is revised to read as follows: 


§2.57 Facsimiles. 


(a) When, due to the mode of applying or affixing the 
to the gpods, ar to the manner of using the 
monk. on So. goats Sais Sa seeee SS Be ed, ceek 
mens as above stated cannot be leaded. tte. cnnien of 
a suitable p or other acceptable reproduction, 
not to exceed 8-1/2 inches (21.6 cm.) wide and 13 inches 
(33.0 - long, and clearly and legibly showing the 
mark and all matter used in connection therewith, shall 
be furnished. 

(b)A facsimile which is merely a reproduc- 
tion of wing submitted to comply with §2.51 will 
not be considered to be a facsimile depicting the mark as 
actually used on or in connection with the goods or in 


GERALD J. MOSSINGHOFF, 
Aug. 13, 1982. Commissioner of Patents 
and Trademarks. 
[FR Doc. 82-24158 Filed 9-1-82; 8:45 am] 
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Summary: The Patent and Trademark Office is amending 
the rules of practice in trademark cases to eliminate the 
requirement for verification of oppositions and petitions 
to cancel; to require that additional requests for exten- 
sion of time to oppose be filed prior to the expiration of 
an extension; to require that affidavits or 
declarationsSection 8 of the Trademark Act show use of 
the mark in commerce; and to clarify and revise certain 
~~ procedures for oppositions ont petitions to cancel. 
© amendments are necessary to implement certain 
pn ae provisions of Pub. L. 97-241, enacted Aug. 
21, 1982, which provisions are effective six months after 
the date of enactment, and to revise and codify existing 
practices so as to assist the orderly and prompt resolu- 
tion of the issues. 
Effective Date: Feb. 27, 1983. 
For Further Information Contact: As to the rules relating 
to oppositions and petitions to cancel, Ms. Janet Rice by 
telephone at (703) 557-3551 or by mail addressed to the 
Commissioner of Patents and Trademarks. Attention: 
Ms. Janet Rice, Crystal Sq. 5, Suite 1008, Washington, 
D.C. 20231. As to the rules relating to affidavits or dec- 
larations under Section 8, contact Ms. Paula Hairston by 
telephone at (703) 557-3882 or by mail addressed to the 
Commissioner of Patents and Trademarks, Attention: 
Ms. Paula Hairston, Room CP2-3C-06, Washington, 


D.C. 20231 
Supplementary Information: Amendments to rules 2.101, 
2.102, Lae. 2.111, age a among others, sg 4 aan 
a rulemaking no tice published in the F 
_— June 29, 1982, at 47 FR 28324, the Patent 
and Trademark Office Official Gazette of July 27, 1982, 
at 1020 O.G. 25, and Vol. 24 of BNA’s Patent, Trade- 
mark & Copyright Journal (July 1, 1982) at p. 236. The 
purpose of these proposed am ts was to revise 
and codify existing practices. One of the pro 


amendments (not adopted 

rules 2.101 and 2.102. Interested parties 

to submit written comments on or before Oct. 4, 1982. 

An oral hearing was held on the same date. Written 
rules 2.101, 2.102, 2.103, 


comments relating ‘to proposed 
2.111, and 2,112 wore, Oe submitted by four organizations 


and one individual. Three persons testified at the oral 


Senten: 
Two of the individuals testified in behalf of organiza- 
ams which also submitted written comments. Each of 
© testified that the organization which he repre- 
roved of the proposed amendments except as 
in the organization’s written comments. The 
pocerae pe oe pent neay a aw 
amendments and expressed his ap- 


However, further changes to several of these pro- 
posed rules, as well as amendments to other trademark 
eoiany wane caquined in caine to Snalenns-coaee certain trade- 

ae een of intervening Pub. L. 97-247 enacted 
ae me The tant oe Oe be Deen ae 
Trademark Office Official 


Gazette of Oct. 

26, 1982, at 1023 0.0. 31. 
Provisions of Pub. L. 97-247 relating to trademark 
pees See eee 
Federal Register on July 30, 
33086 and ‘which took affect on Oct. 1; 


¥ public 
law in effect at that time, Pub. L. 96-517, and on H.R. 
6260, which was then i i 
pons eam Say ps pe month nm 
sequently 
eral Register on Sept. 17, 1982 at 47 FR 41272, further 
changes to rule 2.101 (identified in the June 29, 1982 no- 


tice as 2.102) were 

Additional changes to rules 2.101 (identified in the 
June 29, 1982 notice as 2.102), 2.103 and 2.111, as well 
as changes to rules 2.161 and 2.162, were required in or- 
der to implement the provisions of Sections 8 and 9 of 
Public Law 97-247. Section 8 of the new law amends 
Section 8 of the Trademark Act of 1946 (15 U.S.C. 
1058) to require that an affidavit or declaration filed un- 
der Section 8 show use of the mark in commerce. Sec- 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 335 


tion 9(a) amends Section 13 of the Trademark Act (15 
U.S.C. 1063) to eliminate the requirement for verifica- 
tion of oppositions (thus permitting a ary * $ attorney to 
sign an opposition before the Trademark Trial and Ap- 
peal Board), and to require that additional requests for 
extension of time to oppose be filed prior to the expira- 
tion of the extension. Section 9(b) amends Section 14 of 
the Trademark Act (15 U.S.C. 1064) to eliminate the re- 
quirement for verification of petitions to cancel (thus 
permitting a party’s attorney to sign petitions to cancel 
before the Trademark Trial and A Board). The 

rovisions of Sections 8 and 9 of the new law which are 
implemented by the rules amended in the present notice 
are effective Feb. 27, 1983. 

The proposed changes to rules 2.101 (identified in the 
June 29, 1982 notice as 2.102), 2.103, 2.111, 2.161, and 
2.162 required as a result of the enactment of Pub. L. 97 
-247 were published in the Federal Register on Nov. 24, 
1982 at 47 FR 53054. In that notice, as in the June 29, 
1982; notice, rules 2.101 and 2.102 were interchanged, 
and it was indicated in the notice that although rules 
2.102 (identified in the notice as 2.101) and 2.112, as pro- 
posed in the June 29, 1982, notice, already included the 
necessary changes called for by Pub. L. 97-247 and thus 
were not being republished, further comments on the 
two proposed rules would be entertained. Interested 

ies were requested to submit written comments on 
or before Jan. 7, 1983. Comments were received from 
one organization. 

Other provisions of Pub. L. 97-247 relevant to trade- 
mark cases either require no changes in Part 2 of Title 
ants or - require changes in Part 1 which were pro- 

te notice 

es 11, and 14(c) of the new law amend the 
Trademark Act but require no changes in the trademark 
rules of practice. Section 10 amends Section 15 of the 
Tedenek Act (15 U.S.C. 1065) relating to incontest- 
ability of registered marks. Under the amended section, 
a registered mark does not acquire incontestability if its 
use infringes a valid right acquired under the law of any 
gprte- ot taaiansy Da 200.55 Stags OF Se SURai ter 

~~ y= a date prior to the date of registration. Be- 
fore section was amended, the date was the date of 
Fa ublication. Section 11 amends Section 16 of the Act (15 

S.C. 1066) to co nd to the current practice relat- 
ing to interferences. The amended section states that an 
interference will be declared only mane eaten S9-Se 
Commissioner showing extraordinary umstances. 
Section 14(c) amends Section 11 of the Act vet (15 U.S.C. 
1061) relating to acknowledgements and verifications. 
An official authorized to administer oaths in a foreign 
country may prove such eee by a ame phe the for- 

like effect to apostilles of 


ts to the rules in 

apply to both patent and trademark case 

were p' a separate notice published in the Fed- 

eral Register on Oct. 27, 1982 at 47 47744. 

summary, this notice of Snel seiemating js. Rosas 
upon the notices of pi rulemaking published in 

Federal Register on June 29, 1982, at 47 FR 28324 
on Nov. 24 1982 at 47 FR 53054. 

of Specific Sections Changed 

rules which are being amended are discussed be- 

low. (The designation § is used in The Code of Federal 

Regulations to a rule; lettered subdivisions 

ey _“(b)”, etc.) are subsections of rules; numbered 

visions (“(1)”, “Oy”, etc. ) are paragraphs within 

ee iss 


It was in the notice of June 29, 1982, that 
former §§2.101 and 2.102 be in 


al has not been > amended rules. Porth 


adopted in the 
) a as amended, eliminates the requirement for veri- 


of oppositions. 
Section 2.101(a), as amended, states when an opposi- 
tion proceeding is commenced, which is important for 

the application of §2.135 


§2.135. 
Section 2.101(b), as amended, indicates that an opposi- 
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tion should be addressed to the Trademark Trial and 
Appeal Board, which helps to route mail within the 


PTO. 

Section 2.101(c), as amended, requires that an opposi- 
tion be filed within thirty days after publication of the 
application or prior to the expiration of a granted exten- 
sion of time for filing an opposition. 

Section 2.101(d)(1) requires the payment of the statu- 
tory fee for an opposition, and "os for the late pay- 
ment of opposition fee or fees, when a notice of 
opposition is not accompanied by at least one full fee to 
oppose one class by one person, if the required fee(s) is 
submitted to the Patent and Trademark Office within 
the time limit set in the notification of the defect by the 
Office. This section incorporates the substance of, and 
replaces, §2.101(c) which was adopted effective Oct. 1, 
1982, 47 FR 33086 at 33111. 

Section 2.101(d) (2) and (3) provide, where the fees 
that are submitted are insufficient for the number of 
classes being opposed and/or for the number of persons 
joined as party opposer, an opportunity for submission 
of the bess uired fees 7 specification of the roy or — 
ses op and/or of the party op and provides 
for the allocation of the insufficient fees if no such speci- 
fication is made. 

Sections 2.102(a) and (b), as amended, repeat, with re- 
visions to clarify the provisions, former §2.102(a). 

Section 2.102(c) requires that a notice of ee be 
filed within thirty days after publication of the applica- 
tion or prior to expiration of a granted extension of time 
for filing a notice opposition, and provides that exten- 
sions of time to file an opposition aggregating more than 
120 days will not be granted except upon (1) the written 
consent of applicant, or (2) a written request by the po- 
tential opposer which states that applicant has consented 
to the request and which includes proof of service upon 
applicant, or (3) a showing of extraordinary circum- 


stances. 

Section 2.102(d) provides that a request to extend the 
time for filing a notice of opposition should be submitted 
in triplicate. This section codifies an existing practice 
which expedites notification of the Board’s action on a 
— for an extension of time. 

ion 2.103 is removed. Since §2.101, as amended, 
eliminates the requirement for verification of an opposi- 
tion and allows the attorney to sign an Soap with- 
out need for subsequent confirmation, §2.103 is unneces- 


sary. 
Sections 2.111 and 2.112, as amended, eliminate the 
requirement for verification of petitions for cancellation. 
It was proposed in the notice of June 29, 1982 that the 
requirement for verification of a petition for cancellation 
be deleted from §2.112 and be p! in §2.111. The re- 
quirement is not included in either section, as amended. 
Section 2.111(a) states when a cancellation proceedin, 
is commenced, which is important for the pach ws ° 


2.134. 

Section 2.111(6) incorporates most of the provisions of 
former §2.111 and also indicates that a petition for can- 
cellation should be addressed to the TTAB, which helps 
to route mail within the PTO. 

Section 2.111(c) states the requirement for the pay- 
ment of the fee(s) due upon filing a petition for cancella- 
tion; provides, where the fees that are submitted are in- 
sufficient for the number of classes sought to be 
cancelled and/or for the number of persons joined as 
party petitioners, an opportunity for submission of the 
required fees (provided that the five-year period, if ap- 
plicable, has not expired) or specification of the class or 
classes sought to be cancelled and/or of the = peti- 
tioners; provides for the allocation of the ient 
fees if no such i ion is made; and states that the 
filing date of a petition for cancellation is the date of re- 
ceipt in the Patent and Trademark Office of the petition 
with the required fee, and that if the amount of the fee 
filed with the petition is sufficient for at least one named 
party petitioner and one class of goods or services but is 
less than the required amount because multiple party pe- 
titioners and/or multiple classes in the registration 
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for which cancellation is sought are involved, and the 


required additional amount of the fee is filed within the 


time limit set in the notification of the defect by the Of- 
fice, the filing date of the petition with respect to the 
additional petitioners and/or classes is the date of 
receipt in the Patent and Trademark Office of the addi- 
tional fees. 

Section 2.112(a) incorporates that part of former 
§2.112 which described the contents of a petition for 
cancellation, except that the requirement for verification 
has been removed. 

Section 2.112(b) states the conditions for filing a con- 
solidated petition for cancellation of different registra- 
tions owned by the same party. 

Section 2.161, as amended, requires that an affidavit 
or declaration filed under Section 8 of the Trademark 
Act of 1946 show that the mark is in use in commerce. 

Sections 2.162(e), (f) and (g), as amended, require that 
the affidavit or declaration filed under Section 8 of the 
Trademark Act of 1946 state that the mark is in use in 
commerce, and specify the nature of such commerce. 
The latter requirement is consistent with §2.33(viii) of 
the trademark rule which requires that the application 
for trademark st specify the nature of the com- 
merce in which the mark is : 

Response to Comments on the Rules 

All of the comments received in response to the no- 

tices of proj rulemaking published in the Federal 
Register on June 29, 1982, and Nov. 24, 1982, have been 
given careful consideration, and a number of the 
suggested modifications have been adopted. The com- 
ments and res appear below. 
Comment: One organization opposed the proposal to 
reverse the order of §§2.101 and 2.102, asserting that a 
change in the location of §2.101 would be likely to 
cause confusion, and that the more logical order is to 
first explain the substance of filing an opposition and 
then explain how to obtain an extension of time in 
which to act. 

Response: To minimize confusion in view of the nu- 
merous recent rule changes and pro rule changes, 
the proposal to reverse the order of §§2.101 and 2.102 
has been withdrawn. 

Comment: One prgpeeetion noted that in §§2.101 and 
2.102, as Pag tre e “opposition”, when used to 
refer to complaint in an opposition proceeding, has 
been changed to “notice of opposition”. The organiza- 
tion expressed its belief that there is no reason for 
reverting to the phrase “notice of opposition” except 
tradition, and that that phrase is couhaingly similar to 
the phrase “notification of opposition”. 

Response: The proposal to change “opposition” to 
ae of opposition” in certain instances has not been 


mment: Two organizations suggested that §2.101(d) 
(identified as §2.102(e) and as 2.102(d) in the notices of 
=, oe rulemaking of June 29, 1982, and Nov. 24, 
1982, respectively), which deals with insufficient opposi- 
tion fees and provides for the allocation of the fees sub- 
mitted, be revised to give op; s) an opportunity to 
select the opposer(s) and/or c’ to which the submit- 
ted fees apply. One of these organizations suggested that 
the opposer also be given an opportunity to submit the 

fee(s). Similar comments were made with respect 
to 2. 111(6) (identified in the June 29, 1982 notice as 
§2.111(d), which deals with insufficient cancellation 
ees. 


Response: Where the fees submitted are insufficient for 
each named party or petitioner for each class 
sciagfit to be eppetell er eh it is in fact the prac- 
ine of Se Bot ae Se eet or petitioner(s) 
aay: sagen toh rad submit proper fees or to se- 
lect 8) or petitioner(s) and/or classes to 
which the submitted fees apply. Accordingly, the sec- 
tions have been changed to reflect this practice. See 
ae ee Te ee noe 

e). 

Comment: One member of one of the organizations 

suggested that the subsections identified as §2.102 (e) 
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and (f) in the notice of proposed rulemaking of June 29, 
1982, and as §2.102 (d) and (e) in the notice of proposed 
rulemaking of Nov. 24; 1982, be consolidated into a sin- 
gle subsection so that all of the provisions concerning 
insufficient opposition fees will appear in the same a 
section. Another organization suggested that these and 
certain other portions of the rules dealing with fees be 
moved to §2.6 or a new §2.7. 

Response: The suggestion concerning consolidation has 
been adopted, and the two subsections in question have 
been consolidated into the single subsection now identi- 
fied as §2.101(d). Inasmuch as it is believed that the 
most logical and effective location for these provisions is 
§2.101, the suggestion that they be moved to §2.6 or a 
new §2. 7 has not been adopted. 

Comment: One individual suggested that §2.101(a) 
(identified as §2.102(a) in the notices of proposed 
rulemaking) and §2.111(a) be modified by inserting the 
word “properly” before the word “executed” in order 
to pe it clear that an opposition or cancellation pro- 

~ not commenced until a properly verified com- 
bo been filed. 

Response: In view of the elimination of the require- 
ment for verification of oppositions and petitions for 
cancellation, this suggestion is moot. 

Comment: One organization suggested, with respect to 
the phrase “or other person authorized to represent the 
potential opposer” which appears in §2.102(a) (identified 
as §2.101(a) in the June 29, 1982 notice of pro 
rulemaking), that the type of authorization intended here 
be explained by inserting a cross reference to §2.12 (b) 
and © and §2. 170), the sections entitled “Persons who 
may practice before the Patent and Trademark Office in 
trademark cases” and “Recognition for representation”, 


— 
‘sponse: The subsection has been modified as 
suggested. 
mment: One organization stated, with respect to 
§2.102(b) (identified in the June 29, 1982 notice of pro- 
rulemaking as §2.101(b)), that it agreed with “the 
'O’s p amendment in paragraph (b) regarding 
",” but believed that “the intent should be men- 
doned’ in the legislative history of the rules.” 

Response: The substance of §2.102(b), as amended, is 
identical to the latter portion of former §2.102(a). That 
is, the amendment is not substantive in nature but rather 
involves a slight improvement in the wording of the 
subsection. The provision concerning privity was added 
by an earlier amendment effective Feb. 1, 1976. The leg- 
notice of proposed tne eee 
notice in 
Register on Feb. 11, 1975 at 40 FR 6363 and in the no- 
tice of final rulemaking published in the Federal Register 
at 41 FR 756. 

Comment: One organization suggested that the phrase 
“under this section” be deleted from the subsection iden- 
tified as §2.101(c) in the June 29, 1982 —— of pro- 
posed rulemaking (§2.102(c), as amended) so that exten- 

ted without requiring a showing of 


respect to the subsection 
i i , 1982 notice as §2.101(c) 
(§2.102(c), as amended), that the requirement that a po- 


tential opposer seeking an extension of time beyond 120 
days based upon the consent of applicant must furnish 
applicant’s consent in writing is unduly harsh and that 
the potential opposer opposer should be permitted to rely upon 
licant’s oral consent. 
tet oppse: to el upon applicants oral content pro 
ee ee 
the request to extend is accompanied 
hes welt applicant or its authorized 
sentative. proof of service of papers 
connection with an inter partes g before 
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aa 
quired the proceeding commences, it is not normal 

ly required prior to that time. However, where a request 
for extension of time to oppose beyond 120 days is based 
upon potential opposer’s assertion that applicant has giv- 
en its oral consent thereto, the requirement for proof of 
service is in order to provide applicant written 
confirmation of its oral consent. 

Comment: Another portion of the “cognizant commit- 
tee” of the organization referred to in the comment 
above suggested, with respect to the same subsection, 
that either the language written stipulation be 
deleted or that the word “or” before the —— “upon a 
showing of extraordinary circumstances” be changed to 
“and”, thereby making a showing of extraordinary cir- 
cumstances an essential requirement for any extension of 
time to oppose beyond 120 days. 

Response: it is advanta both to the Office and to 
the parties to a poiential opposition if the conflict be- 
tween the parties can be settied without resort to an op- 
position proceeding. It is believed that the changes 
suggested by this portion of the committee are unduly 
restrictive and would cause oppositions to be filed in 
cases where they might otherwise be avoided. Accord- 
ingly, the proposed changes have not been made. It 
should be noted in this regard that even when a request 
for extension of time beyond 120 days is based upon the 
written or oral consent of the applicant, good cause 
must still be shown for the requested extension. Thus 
the potential for abuse of the extension of time 
which would exist if there were no requirement for a 
showing of good cause is avoided in §2.102(c) as 
amended. 

Comment: One organization questioned the provisions 
in §2.111 for the payment of late fees in connection with 

a petition for cancellation as being i 
with §14 of the Trademark Act o 
that the “petition * * * may, upon payment of the pre- 
scribed fee, be filed * * *”; noted that there is the possi- 
bility that the five-year period of $14 would pass be- 
tween the filing of the ition and the payment of the 
fee as to one or more c 


person until the fee for that class is paid and the filing is 
complete. 
Response: While it has been held, because of the pow- 
er granted to the Commissioner by §13 of the Trade- 


Marzall v. Libby, McNeill & Libby, 89 USPQ 


= (See: 
Palmolive Co. v. Bren- 


peg nag pene 
ner, 148 U sera tay se oer 1965}), the Court of Cus- 
toms and Patent Appeals has held, in The Williamson- 
a Manuf: Co. v. Mann Overall Co., 
USPQ hen (CCPA — that the payment 
reued for a petition for 
filed anally rt the 

in 

§9 of the Trademark Act of 1946 (which, like §14, con- 
, the Commissioner the 


no provision er 

extend the $2,183) of the Frade 
panne ty ma re Michaels Stern & 

USPQ 382 (Comr. 1978). Further, when seule 


gran 
time for 


there are effectively multiple separate 
of which must be determined 
dee der cumngeee dened Teeter 
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Howard Paper Co., 192 USPQ 24 (CCPA 1974), and In 
re Bombardier Limited, 204 USPQ 943 (Comr. 1979). 
Similarly, when multiple persons are named in a com- 
plaint as party opposers or petitioners, each must show 
that it would be damaged by the issuance or continued 
existence of the registration in question, so that if two 
different for example, are joined as party peti- 
tioners, are effectively two different cancellation 
i store of which must be determined on its 
own merits. It follows from the fore; that when a 
etition for cancellation involves multiple classes and/or 
party petitioners, the required fee is jurisdictional with 
respect to each class and/or party petitioner, that is, that 
the petition for cancellation is not effective as to any 
class or person until the fee for that class or person has 
been received by the Office; and that if the five-year pe- 
riod of §14 of the Trademark Act of 1946 expires be- 
tween the filing of the petition and the payment of the 
fee as to one or more classes or party petitioners, the pe- 
tition as those classes or party petitioners can be 
eS cam a ee + eg 
only to the extent that the 
provisions of §14 © @ or (e) or §24 of the ner or 
seeks cancellation of a registration issued under the Act 
of 1920. "Accordingly §2.111(a) has been revised to state 
that a llation proceeding is commenced by the 
timely filing ¢ of a petition for cancellation, together with 
the required fee, in the Patent and Trademark Office; 
the last sentence of subsection (b) has been revised to in- 
— that in those cases where the five-year limitation 
licable, both the petition and the required fee must 
ed within the five-year period; in subdivisions (1) 
— (2) of subsection (c) (identified in the notice of pro- 
posed rulemaking of June 29, 1982, as subsection (d)), 
the provision of an opportunity to submit additional fees 
is limited, if the five-year period is applicable, to those 
cases in which the period has not expired; and a new 
subdivision (3) has been added to subsection (c) stating 
that the filing date of a petition for cancellation is the 
date of receipt in the Patent and Trademark Office of 
the petition together with the required fee, and that if 
the amount of the fee filed with the petition is sufficient 
for at least one named party petitioner and one class of 
goods or services but is less than the required amount 
because multiple party petitioners and/or multiple clas- 
or which cancellation is sough 


t and Trade- 


ested that a cross ref- 
ocsess (identified in - 


esponse: A cross 
oo ae along with the reference to §2.85(e). 


ment: One organization objected to §2.162(e) to 
the extent that it requires that a statement of use in com- 
merce “must be supported by evidence which shows 


the quoted phrase. The organization indicated that while 
it did not object to the requirement of use in commerce, 
requirement of a showing that the mark is in 
id object to a requirement of a showing that the 
intents 
not be accomplished by a mere specimen but would also 
uire invoices or the like. 
sponse: The subsection has been modified as 


suggested. 
Environmental, Energy, and Other Considerations 

The rule change will not have a significant impact on 
the quality of the human environment or the conserva- 
tion of energy resources. 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). The 
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rule change includes no additional or increased fees. 
Substantive rights to use valuable trademarks are not ad- 
versely affected. The rule change serves to implement 
the required trademark provisions S of Pub. L. 97-247. 
The rule change does not impose a record keeping or 
reporting burden under the Paperwork Reduction Act 
of I 1980, 44 U.S.C. 3501 et seq. No additional informa- 
tion is required from the public. No additional records 
ot ay to be maintained by the Patent and Trade- 
mark because there are no additional fees or pro- 
ceedings to monitor. 

The Patent and Trademark Office has determined that 
this rule rep owe is not a major rule under Executive Or- 
der 12291 annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 
gate regions. There be no significant, adverse ef- 
ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States 
based enterprises to compete with foreign based enter- 

rises in domestic or export markets. 
of Subjects in 37 Part 2 
Administrative practice and procedure, Courts, Law- 
yers, Trademarks. 
oo of Regulations 
After consideration of the comments received and 
ew to the authority contained in 15 U.S.C. 1123, 
2 of Title 37 of the Code of Federal Regulations is 
amended as set forth below. 


PART 2—RULES OF PRACTICE IN TRADEMARK 
CASES 


1. Section 2.101 ‘is revised to read as follows: 


§2.101 Filing an opposition. 


(a) An opposition proceeding is commenced by the fil- 
ing of an opposition in the Patent and Trademark Office. 
(b) Any person who believes that he would be dam- 
aged by the registration of a mark on the Principle Reg- 
ister may oppose the same by filing an —— which 
should be addressed to the Trademark Trial and Appeal 


) ition must be filed within thirty days af- 
ter publication (§2.80) of the lication being opposed 
— — an extension of time (62. 102) for filing an op- 


P&(X1) The opposition must be accompanied by the re- 
quired fee for each party joined as opposer for each 
class in oe pany for which registration is opposed 
(see §2.6(1)). If no fee, or a fee insufficient to pay for 
one person to oppose the re; tion of a mark in at 

one eae tn submitted within thirty days after pub- 

i the mark to be opposed or within an exten- 

ime for filing an opposition, the opposition will 
if the required fee(s) is submitted to the 
rademark Office within the time limit set in 
the notification of this defect bythe Ofc. 
If the fees submitted are sufficient to pay for one 
in at least one class but are 


it to pay for one person to op- 
in at least one class but are insufficient 
, the Office will issue a 


written notice allowing named party opposers until a 
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set time in which to submit the required fee(s) or to 
ify the opposer(s) to which the submitted fees y. 
required fee(s) is not submitted, or the s - 

tion made, within the time set in the notice, the first 


opposer 
ional parties will be deemed to be party oppos- 

ers to the extent that the fees submitted are suffici 
pay the fee due for each party opposer. If persons are 
i as party opposers against the registration of a 
mark in more than one class, the fees submitted are in- 
sufficient, and no specification of opposers and classes is 
within the time set in the written notice issued by 
Office, the fees submitted will be applied first on be- 
half of the first-named opposer against as many of the 
lasses in the application as the submitted fees are suffi- 
cient to pay, and any excess will be applied on behalf of 
the second-named party to the opposition against the 

classes in the application in ascending order. 


2. Section 2.102 is revised to read as follows: 

§2.102 Extension of time for filing an opposition. 

(a) Any person who believes that he would be dam- 

pode Lp anceps of terest 

ister may file a written request to extend the time for fil- 
ing an opposition. The written request may be signed by 
the potential opposer or by an attorney at law or other 

Lite mlwacdaeeee 
: to represent the potential opposer. 

(b) The written request to extend the time for filing an 
opposition must identify the tial opposer with rea- 
sonable certainty. Any opposition filed during an exten- 
sion of time should be in the name of the person to 
whom the extension was granted, but an opposition may 
be accepted if the person in whose name extension 
was requested was misidentified through mistake or if 
pet neato onyiennnns er pdrped guerre p epeny 
with ee Se reese geen ae 
tension of time. 

(c) The written request to extend the time for filing an 
ition must be filed in the Patent and Trademark 
“sare dpi + sypealpadbnen der ~hoeegetiner Sows 

of publication or within any extension of time previously 
granted, should specify the period of extension desired, 
and should be addressed to the Trademark Trial and 
Appeal Board. A first extension of time for not more 
eee Se eee ae: ae 
extensions of time may be granted by Board for 
good cause. In addition, extensions of time to file an op- 
position aggregating more than 120 days from the date 
of publication of the application will not be granted ex- 
cept upon (1) a written consent or stipulation signed by 
the applicant or its authorized representative, or (2) a 
written request by the potential opposer or its autho- 
rized representative stating that the applicant or its au- 
thorized representative has consented to the request, and 
including proof of service on the applicant or its autho- 
rized representative, or (3) a showing of extraordinary 
circumstances, it being considered that a potential op- 
ee a ey Ae 
for cancellation. 


(d) Every request to extend the time for filing a notice 
of apposition could be submitted in triplicate (original 


plus two copies). 
§2.103 [Removed] 
3. Section 2.103 is removed. 


4. Section 2.111 is revised to read as follows: 
§2.111 Filing petition for cancellation. 


(a) A cancellation proceedin; 
timely filing of a petition for together 
the required fee, in the Patent and Trademark Office. 
(b) Any person who believes that he is or will be 
damaged by a registration may file a petition, which 
should be addressed to the Trademark Trial and Appeal 
Board, to cancel the registration in its entirety or for 
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each class in the istration specified in the petition. 
The potition may be fed at any tame in the cane of rap. 
istrations on the Supplemental Register or under the Act 
of 1920, or regi under the Act of 1881 or the 
Act of 1905, which have not been published under 
rye of the Act of 1946, or on any ground specified in 

14 (c) or (e) of the Act of 1946. In all other cases the 
petition and the required fee must be filed within five 
years from the date of registration of the mark under the 
Act of 1946 or from the date of publication under §12(c) 
of the Act of 1946. 

(cl) The petition must be accompanied by the re- 
quired fee for each class in the registration for which 
cancellation is sought (see §§2.6(1) and 2.85(e)). If the 
fees submitted are insufficient for a cancellation against 
all of the classes in the registration, and the particular 
class or classes against which the cancellation is filed are 
not ified, the Office will issue a written notice 
allowing petitioner until a set time in which to submit 
the required fee(s) (provided that the five-year period, if 
applicable, has not expired) or to specify the class or 
ps0 sought to be cancelled. If the required fee(s) is 
not submitted, or the specification made, within the time 
set in the notice, the cancellation will be presumed to be 
against the class or classes in ascending order, beginning 
with the lowest numbered class, and including the num- 
ber of classes in the registration for which the fees sub- 
mitted are sufficient to pay the fee due for each class. 

(2) If persons are joined as party itioners, each 
must submit a fee for each class for which cancellation 
is sought. If the fees submitted are insufficient for each 
named party petitioner, the Office will issue a written 
notice allowing the named party petitioners until a set 
time in which to submit the required fee(s) (provided 
that the five-year period, if applicable, has not expired) 
or to specify the petitioner(s) to which the submitted 
fees apply. If the required fee(s) is not submitted, or the 
specification made, within the time set in the notice, the 

named party will be presumed to be the party peti- 

i parties will be deemed to be my 

petitioners to the extent that the fees submitted are suffi- 
cient to pay the fee due for each party petitioner. If per- 
sons are joined as party petitioners against a registration 


ted fees are sufficient to pay, and any excess will be ap- 
plied on behalf of the second-named party to the peti- 
tion against the classes in the registration in ascending 


(3) The filing date of the petition is the date of receipt 
in the Patent and Trademark Office of the petition to- 
ether with the required fee. If the amount of the fee 

with the petition is sufficient to pay for at least one 


5. Section 2.112 is revised to read as follows: 
§2.112 Contents of petition for cancellation. 


(a) The petition to cancel must set forth a short and 
plain statement showing how the petitioner is or will be 
damaged by the registration, state the grounds for can- 
cellation, and indicate the it party to whom no- 
tification shall be sent. A duplicate copy of the petition, 
including exhibits, shall be filed with the petition. 

(b) Petitions to cancel different registrations owned by 
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the same party 0, be joined in a consolidated petition 
when appropriate, but the ired fee must be included 
for each party joined as petitioner for each class sought 
to be cancelled in each registration against which the 
petition to cancel is filed. 


6. Section 2.161 is revised to read as follows: 


§2.161 Cancellation for failure to file affidavit or declara- 
tion during sixth year. 


Any registration under the provisions of the Act of 
1946 and any registration published under the provisions 
of section 120) 0 of bes Act (§2.153) shall be cancelled as 
to any class in the tion at the end of six years fol- 
lowing the date of suploteation or the date of such publi- 
cation, unless within one year next preceding the expira- 
tion of such six years the registrant file in the 
Patent and Trademark Office an affidavit or declaration 
in accordance with §2.20 showing that said mark is in 
use in commerce as to such class or showing that its 
nonuse as to such class is due to special circumstances 
which excuse such nonuse and is not due to any inten- 
tion to abandon the mark. 


7. Section 2.162 is amended by revising paragraphs 
(e), (f) and (g) to read: 


§2.162 Requirements for affidavit or declaration during 
sixth year. 


esee228 


(e) State that the registered mark is in use in com- 
merce and specify the nature of such commerce (except 
under paragraph (f) of this section). The statement must 
be supported by evidence which shows that the mark is 
in use, and normally such evidence consists of a speci- 
men or a facsimile specimen which is currently in use, 
or a statement of facts concerning use. The supporting 
evidence should be submitted with the affidavit or decla- 
ration, but if it is not or if the evidence submitted is 
found to be deficient, the evidence, or further evidence, 
may be submitted and considered even though filed after 
the sixth year has expired; 

(f) If the registered mark is not in use in commerce, 
recite facts to show that nonuse is due to special circum- 
stances which excuse such nonuse and is not due to any 
intention to abandon the mark. If the facts recited are 
found not to be sufficient, further evidence or explana- 
tion may be submitted and considered even though filed 
after the sixth year has expired; and 

(g) Contain the statement of use in commerce or state- 
ment as to nonuse and appropriate evidence, as required 
in paragraphs (e) and (f) of this section, for each class to 
bones h the affidavit or delcaration pertains in this regis- 


(Secs. 8 and 9, Pub. L. 97-247 (96 Stat. 320)) 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patents and Trademarks. 
[FR Doc. 83-2550 Filed 1-27-83; 8:45 am] 
BILLING CODE 3510-16-M 
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Jan. 19, 1983. 


(161) 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 
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Summary: The Patent and Trademark Office is amending 
the rules of practice in trademark cases to clarify and re- 
vise procedures for the examination of applications; ap- 
peals from final refusals of registration; the institution 
and/or conduct of trademark interference, concurrent 
use, opposition and cancellation proceedings; the exami- 
nation of affidavits or declarations under section 8 of the 
Trademark Act of 1946; amendments to registrations un- 
der section 7 (d) of the Trademark Act; and petitions to 
the Commissioner. The procedures revise or codify 
existing practices, or er procedures, or establish 
periods of time, to assist the orderly and prompt resolu- 
tion of issues. 


Effective Date: June 22, 1983. 

For Further Information Contact: Miss Janet E. Rice by 

telephone at (703) 557-3551 or by mail addressed to the 
ioner of Patents and Trademarks, Attention: 

Miss Janet E. Rice, Crystal Square 5, Suite 1008, Wash- 


ington, D.C. 20231 
Information: Amendments to §§2.20, 2.27, 
2.63, 2.64, 2.65, 2.72, 2.81, 2.96, 2.98, 2.99, 2.101, 2.102, 
2.103, 2.104, 2.105, 2.106, 2.107, 2.111, 2.112, 2.113, 
2.115, 2.116, 2.117, 2.120, 2.121, 2.122, 2.123, 2.124, 
2.125, 2.127, 2.128, 2.129, 2.131, 2.132, 2.134, 2.135, 
2.142, 2.146, 2.165, 2.173, 2.184, and 2.186 and the re- 
moval of §§2.88, 2.94, 2.95, 2.97, 2.126, 2.147, and 2.148 
were proposed in a rulemaking notice published in the 
Federal Register on June 29, 1982, at 47 FR 28324, the 
Patent and Trademark Office Official Gazette of July 27, 
1982, at 1020 O.G. 25, and Vol. 24 of BNA’s Patent, 
Trademark & Cor right Journal (July 1, 1982) at p. 236. 
© proposed amendments was to re- 

i OF apnoea One of the proposed 
amendments heen y not adopted) was to inter- 
change§§2.101 and 2.102. Interested parties were re- 
quested to submit written comments on or before Oct. 4, 
1982. An oral hearing was held on the same date. Writ- 
ten comments were submitted by four organizations and 
four individuals. Three testified at the oral hear- 
ing. Two of the individuals testified in behalf of organi- 
zations which also submitted written comments. Each of 
= two testified that the organization which he repre- 

indicated tn te of the proposed amendments except as 

in the organization’s written comments. The 

ual testified concerning the history and pur- 

pose ae aan proposed amendments me expressed his ap- 
proval of them. 

However, further changes to several of these pro- 
posed rules, as well as amendments to other trademark 
—_ were required in order to implement certain trade- 

aoe or 1982 of intervening Pub. L. 97-247 enacted 

7, 1982. The text of the law is published in the 
ae and Trademark Office Official Gazette of Oct. 26, 
1982, at 1023 O.G. 31. 

Provisions of Pub. L. 97-247 relating to trademark 
fees were implemented by trademark fee rule changes 
which pent meyer in the Federal Register on July 30, 
1982 at 47 33086 and which took effect on Oct. 1, 
1982. That final rule document was based alternatively 
on the law in effect at that time, Pub. L. 96-517, and on 
H.R. 6260, which was then pending but is now Pub. L. 
97-247. As a result of the fee rule changes, which were 
based on Pub. L. 97-247 and subsequently confirmed in 

a document published in the Federal Register on Sept. 
17, 1982 at 47 FR 41282, further changes to §2.101 
[identified i in the June 29, 1982 notice as §2.102] were re- 


quired. 

Additional changes to §2.101 [identified in the June 
29, Se ee ee and §2.111, the removal of 
§2.103, and changes to §§2.161 and 2.162 were required 
in order to implement the provisions of Sections 8 and 9 
of Pub. L.97-247. Section 8 of the new law amends Sec- 
tion 8 of the Trademark Act of 1946 (15 U.S.C. 1058) to 
require that an affidavit or declaration filed under Sec- 
tion 8 show use of the mark in commerce. Section 9(a) 
amends Section 13 of the Trademark Act (15 U.S.C. 
1063) to eliminate the requirement for verification of op- 


anaes aden Ge" Genbena faa eae an 
rademark Trial and heval 
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Board), and to require that additional requests for exten- 
sion of time to oppose be filed prior to the expiration of 
the extension. Section 9(b) amends Section 14 of the 
Trademark Act (15 U.S.C. 1064) to eliminate the re- 
quirement for verification of petitions to cancel (thus 
permitting a party’s attorney to sign petitions to cancel 
before the Trademark Trial and Appeal Board). The 
provisions of Sections 8 and 9 of the new law became 
effective Feb. 27, 1983. 

The additional proposed changes to §1.101 (identified 
in the June 29, 1982 notice as §2.102) and §2.111, the 
changes to §§2.161 and 2.162, and the proposed removal 
of §2.103, all required as a result of the enactment of 
Pub. L. 97-247, were published in the Federal Register 
on Nov. 24, 1982 at 47 FR 53054. In that notice, as in 
= —— 29, 1982 notice, §§2.101 and 2.102 were in- 

ed, and it was indicated in the notice that al- 
thought? 1 102 [identified in the notice as §2.101] and 
sot 1c as —_ in the June 29, 1982 notice, already 
included the necessary changes called for by Pub. od 
97-247 and thus were not being republished, further 
comments on the two proposed rules would be 
entertained. Interested parties were requested to submit 
written comments on or before Jan. 7, 1983. Comments 
were received from one organization 

In a notice of final rulemaking published in the Feder- 

al Register on Jan. 28, 1983 at vt} FR 3972, and in the 
Official Gazette of Feb. 22, 1983 at 1027 O.G. 129, 
§2.103 was removed, and §§2.101, 2.102, 2.111, 2.112, 
2.161, and 2.162 were amended, to incorporate changes 
adoped both as a result of the notice of proposed 
rulemaking of June 29, 1982 (to revise and codify 
existing practices) and as a result of the notice of pro- 

of Nov. 24, 1982 (to implement the 
provisions of Sections 8 and 9 of Pub. L. 97.247). All of 
the comments relating to §§2.101, 2.102, 2.103, 2.111, 
2.112, 2.161, and 2.162 which were received in response 
to the two notices of proposed g were dis- 
cussed in that final rule notice and the rule changes 
adopted therein became effective on Feb. 27, 1983. 

Accordingly, this final rule notice does not include a 
discussion of the comments relating to §§2.101, 2.102, 
2.103, 2.111, and 2.112 which were received in a 
to the June 29, 1982 notice of proposed 

Discussion of S Sections Changed: 

The rules which are being amended are discussed be- 
low. (The designation § is used in The Code of Federal 
Regulations to denominate a rule. If internal division of 
a section is necessary, it is divided into paragraphs des- 
ignated as follows: “a”, “b”, etc. at the first level; “1”, 
“2”, etc. at the second level; “i”, “ii”, etc. at the third 
level; or “B”, etc. at the fourth level; “J”, “2”, etc. at 
the fifth evel; and “i”, “if”, etc. at the sixth level.) 


k 
“Trademark Trial and Appeal Board” is abbreviated as 
“TTAB”. 

Section 2.20 was proposed to be amended by the addi- 
tion of a new paragraph (b) to codify the practice 
whereby a nonofficer of a corporation or association 
who is authorized to sign a notice of oppositi 


Pub. L. 97-247, geet 27, 1982 and the final rule 


notice published in the Federal Register on Jan. 28, 1983 
at 48 FR 3972), this p’ is withdrawn as moot. 
Section 2.27(e) is added to permit the PTO to retain 
in oe not available for public inspection, any- 
thing filed under seal pursuant to a protective order [see 
amended §§2.120(f) and 2.125(e)]. Conforming amend- 
ments are made in (b) and (d) of §2.27. 
Section 2.63 is clari designated as paragraph 


Section 2.63(b) is added to codify the practice of 
i Commissioner 


the Commissioner or a final action which is limited to 
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subject matter —e is appropriate for petition to the 
Commissioner. The paragraph also requires that a peti- 
tion be timely and sets a time limit for action after denial 
of a petition. See amended §2. a for a description of 
nonpetitionable subject matter and amended §2.146(d) 
for the time limit Se ee on eee The final 
aes includes a that was not included in the pro- 
ay the phrase “and the subject 
eo of the requirement is appropriate for petition to 
the Commissioner” which now appears in the clause 
“(1) the eet ts et eae ana ac- 
tion is not made final, and the subject matter of the re- 
_ is euie bar teen for petition to the Commission- 
been added in order to further 
clarify the intent ofthe paragraph and not condered 
to result in a material alteration thereo 

Section 264 designated ss paragra (a) and revised 
to agree with the provision in §2. BO pemmitting pet 
tions to the Commissioner concerning some require- 
ments which have been made final. 

"elying 10 requ for recomieration afer foal 
of replying to requests for reconsideration after 
tion, and to permit entry of amendments accom Sen 
such requests if they comply with the Act of 1946 and 
the rules of practice in trademark cases. 

Section 2.65 is designated as paragraph (a) and 
amended by the addition of a sentence to provide that a 
ee oe ee 
abandonment of an application. A new paragraph (b) 
Se ee licant additional 
time xplain and supply an vertent omission 
winds on otherwise have onauieed in the application 
being held abandoned. The final text of (b) includes a 
phrase that was not included in the paragraph as pro- 
posed, namely, the phrase “filed within the six-month re- 
sponse ” which now a in the clause begin- 
ning * action by the icant filed within the six- 
month response period is a bona fide attempt to advance 
the examination of the application * * *.” The phrase 
has been added in order to further clarify the intent of 
the h and is not considered to result in a materi- 
al alteration thereof. 

Section 2.72 is revised so that the standard for amend- 
ment of a mark in an application now is the same in 
terms as the standard for amendment of a registered 
a et ee et ee 

Section 2.72 was proposed to be further revised to al- 

in the drawing to be support- 

were not necessarily in use at 

Fectiedion aanaien However, 

upon further consideration, it appears that the proposed 
revision might result in so many amendments to marks 
as to constitute a burden on the Patent and Trademark 
Office. Accordingly, this part of the proposal is with- 


drawn. 

ate 20 reese ey Se 
section. Proposed §2.81 has been slightly reworded here- 

in go as to further improve the clarity of the section 

Section 2.88 is deleted because eS 

applications are very rare and the procedure 

workable. See Official Gazette notice of July 29, “1981, 

1009 TMOG 17. 

Section 2.94 is deleted because interferences are de- 

ne only upon petition [see §2.91], which assumes 
SE ow is declared, and 

existing 2.94 is unnecessary 

Section 2.95 is deleted because the deletion of §2.94 

makes §2.95 unnecessary. 

Section 2.96 is amended to codify existin, 


ion in §2. 
Section 2.98 is amended to make the rule consistent 
with existing §2.91. 
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Section 2.99 is reorganized and amended to describe 
porns cr ures xe pplication procedure in greater de- 
h (a) of the amended rule provides that an 

pon or a concurrent use registration will be ex- 
amined in the same manner as other applications for reg- 


— 
hs (b) and (c) sy paragraph (d)(1) of §2.99 
describe procedure to be used to institute a concur- 


proceeding. 

per teenie (dX(2); and (3) of §2.99 codify existing 
practice on who must file an answer to a notice of inst 
tution of a concurrent use proceeding and the effect of 
not filing an answer. 

Section 2.99(e) codifies existing practice on the order 
of the parties and the burden of proof and states who is 
the junior party if two meso have the same filing 
date but different dates of execution. A person specified 
as an excepted user but who has not filed an application 
ie web ge nds aro a Ante Ao terete 
application involved in the g because a party 
without an application is seeking no reap be and therefore 
has no burden of proving entitlement to relief. 

Section 2.99(f) provides for the issuance of a concur- 
rent use re; tion upon the basis for a court’s determi- 
nation of the rights of the parties to use their marks in 
commerce, without the institution of a proceeding by 
the TTAB, when all of the conditions specified in the 
rule are fulfilled. The first clause in paragraph (f), 
which, as proposed, read “when a concurrent use regis- 
tration is sought on the basis of a court’s determination 
of the rights of the parties to use the marks in com- 
merce, * * *”, has been modified herein to read “When 
a concurrent use registration is sought on the basis that a 
court of competent jurisdiction has finally determined 
that the parties are entitled to use the same or similar 
marks in commerce, * * *.” The modified clause closely 
follows the language of that portion of section 2(d) of 
the Act of 1946 upon which the rule is based. The modi- 
fication has been made in order to clarify the subsection 
a not considered to result in a material alteration 


pf. 

Section 2.99(g) codifies existing law that registrations 
and applications to register on the Supplemental Regis- 
ter and registrations under the Act of 1920 are not sub- 
ject to concurrent use registration proceedings and im- 
plements section 26 of the Act of 1946, which provides, 
inter alia, that applications for and registrations on the 
Su ental shail not be subject to section 17 
of the Act, which is the statutory authority for a con- 
current use registration proceeding (cf. existing §2. —— 

Section 2.104 is amended to clarify existing §2.104 

Section 2.105 is amended to clarify existing §2.105 and 
codify the ice thereunder. 

Section 2.106(c) is amended to codify the practice un- 
der existing §2.106(c) that, after an answer is filed, an 
opposition may be withdrawn without prejudice only 
with the written consent of the — 

Section 2.107 is amended to codify a 
existing §2.107 whereby any senile: inc! ~— — an- 
swer, may be amended. 

Section 2.113 is amended to clarify existing §2.113, 
which described the procedure for notifying a he ee 
oon ta proper petition for can 
registration ¢ amended section includes ae 
ences to §§2. it and 2.112 (amended effective Feb. 27, 
1983), which to the “filing” of and p form 
for a petition or cancellation, and to §2.118 w per- 
tains to undelivered Office notices. 

Section 2.115 is amended to codify the practice under 
existing §2.115 whereby any toast, rat or ae the an- 
swer, may be amended. 

Section 2.116(b) is amended to clarify the language 
eae §2.116(b). 

Section 2.116(c) is amended to clarify existing 
§2.116(c). a complaint filed by a party in an interfer- 
ence or concurrent use proceeding would be a petition 
for cancellation, and the position of the parties in the 
consolidated proceeding will be set by the TTAB as re- 
quired. 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


oe 2.117 is amended by designating the present 
ph (a) and adding two new para- 

graphs, () anc (b) an and {c). Section 2.117 as proposed contained 
‘our subsections (b) is withdrawn 


Proposed paragrap: 
= pend paragraphs (c) and (d) are redesignated (b) 


(c). 

Section 2.117(b) codifies existing practice as to deter- 
mination of a potentially dispositive —e when the 
question of Bi) peed - of proceedings is raised 

Section 2 .117(c) permits a to move, or parties 
to sti for suspension, which usually occurs when 
negotiations for settlement are undertaken and the 
parties want proceedings suspended for that purpose. 

Section 2.120 is amended in several res com- 
mencing with a reorganization of the rule to state how 
discovery may be taken, then how discovery may be 
compelled, then how admissions may be requested and 
the sufficiency of admissions or objections to requests 
therefor may be tested, and then how the results of dis- 
covery may be used in a proceeding. 

Section 3. 120(a) clarifies the language of the introduc- 
tory paragraph of §2.120. 

Section 2.120(b) clarifies existing §2.120(a)(1) and 
codifies the practice thereunder, and is made applicable 
to domestic parties. 

Section 2.120(c)(1) restates in modified form the pro- 
visions of existing §2.120(a)(2), and in addition, permits 
oral discovery depositions in foreign countries on mo- 
tion for good cause or by stipulation of the parties. 

Section 2.120(c)(2) provides for oral discovery deposi- 
tions within the United States of foreign parties or their 
officers, etc. ne 
discovery period. 

Section 2.120(d) makes specific provision for requests 
for production and codifies the practice for this kind of 
discovery 

Section 2.120(e) clarifies existing §2. 120(c)(1) and 
codifies the practice on motions to compel discovery. 

Section 2. i200) adds provisions pertaining to protec- 
tive orders Ayo discovery. 

Section 2.120(g) clasiiien existing §2.120(c)(2) and fur- 
ther codifies the obey 


the practice on sanctions for failing to 
orSection 2-120h) adds to the 
Section 2.1 foe gos yee or eh dha pd 
pertaining to requests for admissions and codifies the 


practice uests for admissions. 

Mectiod SinOCE cGoditie the poection a0. the feu cf 
telephone and pre-trial conferences to resolve disputes. 

Section 2.120(j) clarifies existing §2.120(a)(3) relating 
to the use of discov: itions, and’ and re- 
vises the practice on with the TTAB of matter 
obtained during alia and the use thereof at trial. 

Section 2.121 clarifies existing §2.121 and codifies the 
practice thereunder. 

Section 2.122 consolidates in one section the rules 
governing the introduction and admission of certain 
—— aoe of evidence in inter partes proceedings before the 


Section 2.122(a) identifies the sources of the law of 
evidence to be applied in inter partes proceedings. 
it eae 


1 
ap () of §2.122 clarify 
the practice under that sec 


"Section 2.122(€X1) incorporates all of the substance of 
existing §2.122(b) relating to the introduction in evi- 
dence of a plaintiff’s pleaded registration with the com- 
plaint, except that the provision permitting the submis- 
sion of an order for status and title copies of a pleaded 
registration with the complaint has been eliminated. 

Section 2.122(d)(2) provides for the introduction in 
evidence of a owned by a party to a 


registration, to; i 
tat andl copies thereof, ding that pert te 


Section 2.122 22(e) [identified in the notice of proposed 
rulemaking as §2.122(c)(1)] clarifies and adds to the pro- 
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visions of existing §2. ne relating to printed publica- 
tions and official records. Section 2. 122¢e) b rogues = 
an Official record or copy thereof offered 
be an authentic record or copy pursuant to y= Federal 
Rules of Evidence and also requires that, when a copy 
of a relevant portion of a printed publication is offered, 
the copy include the title page and any other page need- 
ed to show the place and date of publication, name 
and address of the publisher, and the name of the author 
. the editor, which information is intended to enable 
the party against whom the evidence is offered to identi- 
fy what it is. In the proposed and final rules, a new 
phrase, namely, “among members of the public or that 
pp nnn of the public which is relevant under an issue in 

a proceeding”, been added to the opening clause of 
existing §2. 122(c), so that that clause now reads “Printed 
publications, such as books and available to 
the general public in libraries or of general circulation 
among members of the public or that segment of the 
sige which is relevant under an issue in a proceeding”. 

phrase was added so that it would be clear that a 
trade ones for example, is a printed publication of the 
Garces plated by the rule notwithstanding the fact 

it may — vege only among members of the 
trade rather than among members of the general public; 
the addition is not to be construed as an indication that 
an individual company’s promotional literature, product 
booklets, annual reports, etc., are admissible under this 
section. Cf. Glamorene Products Corporation v. Earl 
Grissmer Company, Inc., 203 USPQ 1090 (TTAB 1979); 
Litton Industries, Inc. v. Litronix, Inc., 188 USPQ 407 
(TTAB 1975); and Minnesota Mining and enna 
Company v. Stryker Corporation, 179 USPQ 43 
(TTAB 1973). 

Section 2.122(f) clarifies existing §2.122(d) and codifies 
the practice thereunder. 

Section 2.123 is amended by revising paragraphs (a), 
(eX(3), G), Sy (k) thereof. 

Section 2.123(a(1) provides that testimony may be 
taken by depositions upon oral questions or upon written 
questions and further provides that if a party serves a 
notice of taking a testimonial deposition upon written 
questions, any adverse party may move to have the de- 
position taken upon oral questions if the witness, even 
though he may be a foreign party or a person who usu- 
ally resides in a foreign country, is, or at the time of the 
deposition will be, in the United States or any territory 
under the control and jurisdiction of the United States. 

Section 2.123(a)(2) sound that testimony in a for- 
eign country is ordinarily to be taken by a deposition 
upon written questions but that the against whom 
a testimonial deposition will be taken may move for 

ood cause shown to have it taken by oral questions in a 
oreign country, and further provides that the 
may stipulate to have testimony taken by an oral deposi- 
tion in a KS country 

Section 212%eX3) codifies. the peactioe thet « pecty 
who did not receive a proper notice of the taking of a de- 
position with respect to any witness may cross-examine 
that witness under protest while his right to 
gra, gegen eae yg wage that witness. 

Section 2.123(j) is revised to 
32d). Q). ‘and Cy (A) and (B) of 

vil Procedure shall apply to errors and irregularities in 
pede we that notice will not be taken of merely for- 
a oe toreelety Caniians See aee 986 sages a 
have wrought a substantial injury to the party raising 
them; and in case of such injury it must be made to 

was raised at the time specified 


ity of 
the time required = Rule SADCXA) of the Federal 


Rules of Civil Procedure, and that such objections will 
not be considered until final hearing. 

Section 2.124 sets out the procedure to be followed in 
taking a discovery deposition or a testimonial deposition 
upon written questions. 
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Section 2.124(a) provides that a deposition upon writ- 
ten questions may be taken before any of the persons de- 
scribed in Rule 28 of the Federal Rules of Civil Proce- 
dure. 

Section 2.124(b)\(1) poten: for the kind of notice 
peta? must be served by a party desiring to take a testi- 

a re upon written questions and further 
aie a copy of the notice, without the ques- 
tions, must be filed with the TTAB. 

Section 2.124(b)(2) provides for the kind of notice 
which must be served by a party desiring to take a dis- 
covery ie 9 upon written questions and further 
provides that a copy of the notice, without the ques- 
tions, must be filed with the TTAB. This paragraph also 
provides that, if the name of the to be deposed is 
sot leven te tea naar an oe take the deposition, a 
general description sufficient to identify the class or 
group to whom the prospective witness belongs -— be 
stated in the notice and the party to be deposed shall 
designate one or more discovery witnesses. 

Section 2.124(c) requires that every notice of deposi- 
tion upon written questions name or describe by title the 
officer before whom the d ition will be taken. 

Section 2.124(d)(1) ifies the procedure and timeta- 
ble for serving the questions, ae and substitute 
questions for a ition upon got rp 

Section 2.124(d)(2) res that the TTAB may reset 
the times specified in §2.124(d)(1) and, when a testimoni- 

taken upon written questions, shall 
suspend or reschedule ihe ole in the matter to 
allow for the completion of 

Section 2.124(e) provides hag me rocedure for sending 
the notice and questions to the officer designated in the 
notice, the takin ere yl the deposition, and the certification 
and mailing of transcript to the party who took the 


d 
“Becton 2.124(f) provides for the service of copies of 
exhibits, states that the party who 
pal the deposition is responsible for the correctness of 
Co saan Sees Se ae 5 ee eee 
as provided b by § §2.120(), and provides for the filing with 
the TTAB i tostinesiel Gepeedion. a copy thereof, 
and the exhibits. 


Section 2.120(g) stptee Gast ejections to qpestions ane 
answers may be considered at final hearing. 

Section 2 125(a) provides for the service of a tran- 
script of an oral testimonial deposition and the exhibits, 
ee nee one 
existing §2.125(a). 

Section 2.125(b) makes the party who took a deposi- 
tion responsible for its correctness and for serving the 
adverse party with a corrected transcript or corrected 


ion 2.125(c) continues the requirement of existing 
2.125(a) that a certified transcript and the exhibits be 
tly with the TTAB and further provides that 
notice of be served on the adverse party and that a 
copy of the notice be filed with the TTAB. The require- 
ment for the filing of a copy of the transcript (in addi- 
tion to the certified which both in 
existing §2.125(a) and in Be rege §2.125(c), has not 

perme A wry the final rule 


since the TTAB does not 
realy need the opy and the eas eee 
sary expense for parties involved in proceedings before 
the TTAB 

ete continues the requirements of existing 

2.12. 

Section 2.125(e) provides that the TTAB, on motion, 
may ofder that any part of a deposition transcript or ex- 
hibits that directl 
dential research, development, or 
tion may be filed under seal and kept 
provides for sanctions for failure to comply with the 
order. 


Seanee ASS deine pocenm Se aivenen at Se 
existing section has been shifted to §2.122(b)(2) and ©. 

py hee yt (b), and (c) of §2. 127 clarify, and codi: 
pA Sergey under, existing paragraphs (a), (b), and 
c 
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Section 2.127(d) codifies the practice with respect to 

si all matters in a case not germane to a poten- 
y dispositive motion until the determination thereof. 

Section 2.128(a)(1) clarifies existing §2.128(a) a 
that the rule requiring copies of a brief is shifted to 
§2.128(b). 

Section 2.128(a)(2) codifies the practice of having the 
TTAB set the briefing schedule by order when proceed- 
ings are consolidated, or when there is a counterclaim, 
or when more than two parties are involved. 

Section 2.128(a)(3) contains a new provision enabling 
the TTAB to enter judgment against a Yay who fails 
to file a brief at final hearing and also fails to respond to 
an order to show cause why such judgment should not 
be entered against him or files a response indicating that 
he has lost interest in the case. 

Section 2.128(b) clarifies and codifies the practice un- 
der the last sentence of existing §2.128(a) and existing 
§2.128(b). 

Section 2.129(a) clarifies and codifies the practice un- 
der en Nm 9. 128(c) and existing §2.129(a). 

Section 2.129(b) clarifies existing §2.129(b). 

Section 2. 129%(c) clarifies existing §2.129(c), from 
which the language —— to a decision on a motion 
which is finally dispositive of a case has been deleted be- 
cause any requests for reconsideration or modification of 
a decision issued on a motion would be made under final 
§2.127(b). 

Section 2.131 clarifies and codifies the practice under 
existing §2.131. The effect is to eliminate the dichotomy 
between inter partes and ex partes issues and to provide 
for the determination by the TTAB of all issues that 
have been expressly pleaded by the parties or tried by 
their express or implied consent and to reserve for re- 
mand to the examiner for reexamination only issues nei- 
ther pleaded nor tried but which appear to make the 
— of a licant unregistrable. 

132(a) changes the practice under existing 
§2. 0 = eliminating the step of having the TTAB is- 
sue an order to the plaintiff to show cause why judg- 
ment should not be entered against him. Under amended 
§2.132(a), the plaintiff will have fifteen da: ee ee from the 
date of service of the defendant’s motion 
within which to ae! cause os judgment mapees not 
be rendered against th nifes exis 

Section 2.132(b) clarifies larfies existing §2.132(b). 

Section 2.134({a) codifies the practice under existing 
§2.134 that the written consent of the adverse party is 
required to avoid judgment against a cancellation re- 
spondent who applies to cancel his registration under 
section 7(d) of the Act of 1946 while the registration is 
involved in a proceeding. 

Section 2.134(b) provides that, after the commence- 
ment of a cancellation corde roceeding, if it comes to the at- 
tention of the TTAB are Seances eee es 
permitted his registration to be cancelled section 8 
of the Act of 1946 or has failed to renew his registration 
under section 9 of the Act, an order may be issued 
allowing respondent until a set time in which to show 
cause why the resulting demise of the registration 
should not be deemed to be the equivalent of a cancella- 
tion of the registration by request of the repondent with- 
out ee — t — the a pany and should 
not result in entry of j it against respondent; 
and that, in wo sean nd & showing of good end sufll- 
cient cause, igment may be entered against 
dent. Section. 2.134(b) is added to avoid situations w 
a respondent in a cancellation proceeding may moot the 
case and avoid judgment because of the fortuitous cir- 
cumstance that his registration happens to reach its sixth 

‘ anniversary or twentieth anniversary while a proceeding 
is pending and the respondent exploits this situation by 
simply failing to file an affidavit under section 8 of the 
Bed ter application under section 9 of the Act. 

Section 2.135 ‘Codifies the practice under 
§2.135, which is 1 to the under existing 
§2.134 and final §2.134(a), that the written consent of 
the adverse party is required to avoid judgment against 
an applicant who abandons his application or mark 
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while the application is involved in an o ition, con- 
current use or interference proceeding. It should be not- 
ed that existing §2.135 begins, “If, in a proceeding, an 
applicant * * *”, but that the section as proposed re- 
ferred only to “an opposition proceeding”. The narrow- 
ing of the application of the rule in the section as pro- 
posed was an inadvertent error. In order to correct the 
error, the proposal to revise the section to include only 
a reference to an opposition proceeding is withdrawn. 
The wording of the beginning of final §2.135, namely, 
“After commencement of an ition, concurrent use, 
or interference proceeding, if the applicant * * *”, is le- 
gally equivalent to the begi of en existing §2.135. 

Section 2.142(a) clarifies existing §2.142(a). 

Section 2.142(b) requires the examiner to file with the 
TTAB a brief answering the appellant’s brief and re- 
quien the examiner to file the brief within sixty days af- 

liant’s brief is sent to the examiner by the 
TTAB Section 2.142(b) as proposed required that the 
examiner’s brief (referred to therein as a “statement”’) 
answer “every t in” the appellant’s brief, whereas 
existing §2.142(b) requires only that the examiner furnish 
a written statement “In answer to” appellant’s brief. 
Upon further consideration, the proposal to modify 
§2.142(b) to require that the examiner’s brief answer 
“every point in” the appellant’s brief is withdrawn since 
it is likely to result in briefs which are unduly lengthy. 
= al —— brief may contain points which are so in- 

t, immaterial, etc. as to require no res 

Scene’ 2.142(c) codifies the practice that all require- 
ments made by the examiner and not the subject of ap- 
peal shall be complied with prior to the filing of an 


a , 
Eettion 2.142(d) provides that the record in the appli- 
cation should be eee prior to the filing of an ap- 
peal, states that the TTAB will ordinarily not consider 
additional evidence filed with the TTAB by the appel- 
lant or by the examiner after an appeal is filed, and pro- 
vides that either the appellant or the examiner may re- 
quest the TTAB to suspend the appeal and remand the 
iene for further examination if the appellant or 
examiner desires to introduce additional evidence. 
Section 2.142(e)(1) amends existing §2.142(c), and 
codifies the practice under the existing rule, by changing 
the due date for a request for an hearing on an ap- 
peal from the date when the appellant’s brief is filed to a 
date ten days after the due date for a reply brief. 
Section 2.142(¢)(2) requires the examiner to present an 
oral a if an oral argument is requested by the 


So 2.142(e)(3) allots twenty minutes to the appel- 
lant for oral argument and ten minutes to the examiner 
for oral argument. 

Section 2.142(f) provides for situations where, during 
an appeal, it appears to the TTAB that an issue not 
previously raised may render the mark of the appellant 

le, that is, when something on the face of the 


appeal 
plication on the TTAB’s own initiative. The paragraph 
as amended includes certain words, namely, “to be com- 
pleted”, appearing in the phrase “and remand the appli- 


cation to the examiner for further examination to be 
com, within thirty days”, which were not included 
in paragraph as as proposed. The words have been 
added in order to further clarify the intent of the para- 
graph and are not considered to result in a material al- 
teration thereof. Further, for the reason indicated in 
connection with §2.142(b), the words “every point in” 
ber cae oye from §2.142(f)(4). 

Section 2.146 collects in one section the rules on peti- 
Gem thle Camsndciasiee Crentaton 00h. 00h 2.147, and 
part of §2.148. en ee eee ee 
moved. In the notice proposed it was 
sso proposed that existing $2148 be deleted. The reason 
for proposal was a belief that the entire substance of 
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§2.148 was incorporated in proposed . 146(a)(5), which 
provides that petition may be taken to the Commissioner 

in any extraordinary situation, when justice requires and 
no other party is injured thereby, to request a suspension 
or waiver of any requirement of the rules not being a re- 
quirement of the Act of 1946. However, existing §2.148 
provides that in an extraordinary situation, when justice 
requires and no other party is injured thereby, any re- 
quirement of the rules not being a requirement of the 
statute may be suspended or waived by the Commission- 
er. That rule is not limited to waiver petition but rather 
also encompasses waiver upon the Commissioner’s own 
initiative. Inasmuch as the entire substance of existing 
§2.148 is not incorporated in proposed and _ final 
— -146(a)(5), the proposal to remove §2.148 is with- 


Section 2.146(a) reflects the change in §2.63(b) permit- 
ting petitions concerning some requirements which have 
been made final. 

Section 2.146(b) delineates classes of questions which 
are not considered to be meni ad subject matter for 
petitions to the Commissioner questions are sub- 
stantive issues of registrability of marks and are consid- 
ered to be appropriate for appeal to the TTAB. Section 
2.146(b) as proposed read “Questions arising under Sec- 
tions 2, 3, 4, 5, 6 and 23 of the Trademark Act during 
the ex ex parte prosecution of applications are not consid- 
ered to be appropriate subject matter for petitions to the 

we kg 1 eae cong weg 
in reads “ f substance 


gs 
oun prosecution ceclieatian including, but not limited 
of under Sections 2, 3, 4, 5, 6 and 


23 of the Act of 1946, are not considered to be appropr 
ate subject matter for petitions to the Commissioner.” 

The wording of the paragraph has been modified for 
purposes of clarification, and such modification is not 
pa. -aacgranthneneeriammn erence ovietinnr ate 


TSetion 2.146) specifies the contents ofa petition of 
the Commissioner, and 


clarifies require- 
ments previously Chcloded i in §2. eu ltea, 


Section 2.146(d) specifies the time limit for filing a pe- 
tition on any matter not otherwise s y provided 
for. ie poopened. §2.1464), om attemet wan ‘make to lst 
the matters otherwise specifically provided for. Howev- 
er, several matters were inadvertently omitted. In order 
to ensure that the rule is correct, the list has been omit- 
ted from the final rule. 
See e ents Saleenienteae 
procedure for a petition to the Commissioner from 
denial of a request for an extension of time to file an 
= Sree | 
2 146(eX1) contains a new requirement that a 
from the denial of a request for an extension of 
aK re 
provides for a response by the applicant to 


2.146(f) clarifies a provision previously in- 


see 
cluded in §2.146(c). 

Section 2.1 clarifies and codifies the practice 
previously under 2.146(d) and, in addition, makes §2.146 
ee ee as adopted herein. 

Section 2 ) codifies the practice previously under 
§2.146(e) ee authority to act on classes of peti- 
tions, in addition to any particular petition, may be dele- 


gated. 
Paragraphs (a), (b), and © of §2.165 — 
procedure when the affidavit or declaration 

section 8 of the Act of 1946 is refused. The steps to be 
a a ag et a I ne 
petition to the ee a perme 


such requests and petitions are 

Section 2.165(4) states that a petition to the Commis- 
sioner for review of the action the affidavit or 
declaration under section 8 of the Act of 1946 shall be a 
pee gd mag mg er = = agree er are 
by any court. This implements section 21 (a1) and 
(OXI) ofthe Act, which provides, intr alia, that a regis 
trant who has filed en cilidesis wnder-ccetion 0-4f ths 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 345 


Act who is dissatisfied with the decision of the Commis- 
sioner may appeal to the U.S. Court of Appeals for the 
Federal Circuit or may have remedy by a civil action. 

Section 2.173(b) clarifies the circumstances in which 
an amendment of the identification of goods or services 
of a registration is permitted. The rule states that an 
identification of goods or services can be restricted or 
can be otherwise changed in ways that would not re- 
quire republication of the mark. 

Paragraphs (a), (b), and (c) of §2.184 specify proce- 
dures and time limits for relief w an application for 
ee ae ee eae Cae enaee ee 
1946 is refused, in parallel with final §2.16 

Section 2.184(d) is ee to final §2. i6sa) and has 
the same statutory basis. 

Section 2.186 clarifies and codifies the practice under 
existing §2.186 that action with respect to an assigned 
application or registration may be taken by the assignee 
provided that the assignment has been recorded. 
Response to Comments on the Rules 

The written comments and oral testimony offered in 
response to the notice of proposed rulemaking published 
in the Federal Register on June 29, 1982 have been given 
careful consideration, and a substantial number of the 
suggested modifications have been adopted. The com- 
ments and (except those to §§2.101, 
2.102, 2.103, 2.111, and on 112, which were included in 
the final rule notice blished in the Federal Register on 
Jan. 28, 1983 at 48 3972) appear below: 

Comment: In response to the proposal to amend §2.20 
by adding a new paragraph aan andiie-o.nemiadion 
practice relating to the verification of oppositions and 
petitions for cancellation, one organization noted that 
the question of verification of oppositions and petitions 
for cancellation appeared to be moot in view of Pub. L. 
97-247; indicated its belief, with respect to the phrase 
“person who is authorized to sign” in proposed §2.20(b), 
that the rules pertaining to oppositions and petitions for 
cancellation should be i 
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which concerns requests for reconsideration after final 
action by the examiner, be to require that any 
request for reconsideration filed within three months of 
the final action be responded to by the examining attor- 


ney before the time for a 
Response: The six-mon' period for —— from a 
or for complying with a re- 


final refusal of 
uirement which been made final, or for petitioning 
¢ Commissioner [if permitted by §2. 63(b)] with respect 
to tech a requirement, is statutory, and the Patent and 
Trademark Office cannot guarantee that any request for 
reconsideration filed within three months of the final ac- 
tion will be led to by the examining attorney be- 
fore the time for appeal. However, the paragraph has 
been modified to provide that normally the examiner 
will reply to a request for reconsideration before the end 
of the six-month period if the request is filed within 
three months after the date of the final action. 

Comment: Two organizations expressed disapproval of 
the final sentence of §2.64(b), which reads: 
“Amendments accompanying requests for reconsidera- 
tion after final action will be entered if they place the 
application i in condition for publication or in better form 
for appeal.” The organizations criticized this provision 
as being unduly restrictive and vague, and suggested 
that the voheection be modified to permit any amend- 
ment that complies to the Trademark Act of 1946 and 
the Rules of Practice in Trademark Cases. 

Response: The paragraph has been modified as 
suggested. 

Comment: One organization suggested that proposed 
§2. 65(a), which includes a reference to proposed §2.63(b), 

be modified to include also a reference to proposed 
§2.146, for the asserted reason that if reference is made 
to other sections of the pee Be the reference should in- 
clude all the most pertinent rul 

oe The Paragraph ch been modified as 


su; 
ome Two oe Se urged with ms to 
proposed §2.65(b) (which concerns the filin, an in- 
complete response to an examiner’s action), “that the 
word “may” in the clause “opportunity to explain and 
supply the omission may be given before the question of 
abandonment is considered” be changed to “shall”. 
Response: The suggestion has not been adopted. A re- 
quirement that an opportunity to explain and supply an 
omission be given in every case would result in a signifi- 
‘ning increase in the work load of the Trademark Exam- 
and hence an undue burden 7 the 
Patent and Trademark Office. Accordingly, the word 
“may” has been retained in the final paragraph so as to 
leave the Trademark Examining Attorney with the 
descretion to determine wate such an wear 
— be ag tres en, depending upon the nature o' 
SLt: tase . paragraph parallels reaenntehern eaten 
c 


Comment: One member of one of the organizations 
commented that as a result of the proposed revision of 
§2.72 (which would allow non-material changes in the 
drawing of a mark to be supported by specimens which 
were not necessarily in use at the time the original appli- 
cation was filed), an applicant might amend its mark 
sought to be re; in order to overcome a reference 
under section 2(d) of the Trademark Act of 1946. 

Response: The proposed revision might well have the 
result suggested in the comment, and an amendment for 
such a purpose would not be wrong, in and of itself. 
However, upon further consideration it appears that the 

proposed revision might result in so many amendments 
to marks as to constitute a burden upon the Patent and 
Trademark Office. Accordingly, the proposal to revise 
§2.72 in the manner described above is withdrawn. A 
second to change the last sentence of §2.72 
from “Amendments may not be made if the nature of 
the mark is changed thereby.” to “Amendments may not 
be made if the character of the mark is materially al- 
tered.”, so that the standard for amendment will “4 the 
same as the standard for amendment of registered marks 
(see section 7(d) of the Act of 1946), is adopted. 
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Comment: One or; tion commented, with ~~ vA 
to proposed §2.81, suas i weppupraghiod cover 
the first line of the section, namely, that “with” should 

be “within.” Another yore noted certain erro’ 
in the corrections to §2. og sk and () 
published in the Federal at 47 FR 3 

Response: The noted errors were ae io ten 

They do not appear in the original text of the notice of 
proposed which was prepared and retained 
by the Patent and Trademark Office. 

Comment: One individual, one organization, and one 
member of another organization expressed their belief 
that the second sentence in proposed §2.99%a) (which 
states, “The examiner may require an applicant for regis- 
tration as a concurrent user to make a prima facie show- 
ing that the —; is entitled to a concurrent use reg- 
istration”) is too vague to be of help in drafting a 
concurrent use application, and oT that this por- 
tion Ad the paragraph either be deleted or made more 


Raper: Upon further consideration, it appears that 
the subject Sattar of this portion of the subsection 
should be devel either through decisional law or in 
the Trademark ual of Examining Procedure. Ac- 
cordingly, the sentence has been deleted. 

Comment: Proposed §2.99(f) lists the conditions which 
must be met when an applicant seeks to obtain a concur- 
rent use registration under the provisions of section 2(d) 
of the Act of 1946 based on a court decree, without the 
necessity of a a use proceeding in the Patent 
and Trademark Offi onl enim urged that the 
fifth condition (which states: “the excepted use specified 
in the concurrent use application fuene not involve a reg- 
istration”) be deleted for the reason that it is vague and, 
in any event, inappropriate where the registration in- 
volved was otherwise before the court. 

: When the excepted use specified in a con- 
current use application based on a court decree involves 
a re amg regi a concurrent use registration 

2 gk py instituted in order that the Trade- 
vot Trial and Appeal Board may restrict the registra- 
tion in accordance with the court decree. In such cases, 
the concurrent use registration proceeding does not go 
forward to trial but rather is terminated on the basis of 
the court decree immediately after institution of the pro- 
ceeding. However, if the registration has been restricted 
by the er in accordance with the court de- 
cree, and the other conditions listed in paragraph (f) 
have been met, there is ordinarily no need for a concur- 
rent use registration proceeding. Accordingly, paragraph 
(f) has been modified to read: “the excepted use 
fied in the concurrent use application does not involve a 
registration, or any involved registration has been re- 
stricted by the Commissioner in accordance with the 
court decree.” 

Comment: One 0: er ee noted that in §§2.104 - 
2. a - roposed, ‘opposition”, when used 

complaint i in an Opposition Proceeding, has 
= pret to “notice of opposition”. The organiza- 
tion expressed it belief that there is no reason for 
reverting to phrase “notice o position” except 
Gedidon: and that that phraso is confeiingly siauar to 
the phrase te ape of opposition 

Response: The proposal to change “opposition” to 
— of opposition” in certain instances has not been 


adi 

ment: One organization commented that proposed 
2.113 should be modified to indicate that the effective 
date of a petition for cancellation will be the date 
that the statutory requirements, including payment of 
the required fee(s), are satisfied. The organization indi- 
cated that it was concerned here and elsewhere (see 
— pertaining to §2.111 in the final 
notice publi in the Federal on Jan. 28, 
983 at 48 FR 3972) about cases in which an incomplete 
ing is made within five years of the date of registra- 
i ry wage oe until the five-year period of sec- 
ion 14(a) of the Act of 1946 has passed. The organiza- 

ion also suggested that the secti 





JANUARY 7, 1986 


clude a cross-reference to existing §2.118, which pertains 
to undelivered notifications. 

Response: The section has been modified to include a 
cross-reference to §2.118. Additionally, the first clause in 
the section, which as proposed read “When a petition 
atta odenaicte aaeaiaes 
correct fee(s) have been submitted,”, has been modified 
by the inclusion of a cross-reference to §§2.111 and 
2.112 and by the deletion of the words “and the correct 
fee(s) have been submitted,”, so that the modified clause 
reads “When a petition for cancellation has been filed in 
po form (see §§2.111 and 2.112),”. Section 2.111, as 

ended effective Feb. 27, 1983 (see the final rule notice 
published in the Rederal Register on Jan. 28, 1983 at 47 
3972) provides in effect that the filing date of a peti- 
tion for cancellation with respect to each named party 
petitioner and each class sought to be canceiled is the 
date of receipt in the Patent and Trademark Office of 
the petition together with the required fee for that party 
itioner and class, and that is those cases where the 
ve-year limitation of sections 14 (a) and (b) of the Acts 
of 1946 is applicable, the petition and uired fee(s) 
must be filed prior to the expiration of the five-year pe- 
riod. Section 2.112, as amended effective Feb. 2, 1983, 
pertains to the proper form for a petition for cancella- 
tion. 

Comment: One organization stated, with respect to 
proposed §2.117(b), that it failed to appreciate the neces- 
sity for Ahn mom that issue be joined in both the civil 
action and roceeding in the Patent and Trademark 
Office before the Trademark Trial and. Appeal: Board 
will consider suspension of the Board ont mem pend- 
ing the outcome of the civil action. organization 
also noted that the retained paragraph of §2.117 needs a 
paragraph reference, i.e., “(a)”. 

Response: The retained paragraph of §2.117 has desig- 
nated been “a”. Insofar as —- (b) is 
concerned, it is not in fact the practice of the Board to 
require that issue be joined in the civil action before sus- 
apne eaten yA araner gy, Satgmte— oe— oe 

okaido 179 USPQ (TTAB 
1973)]. Moreover, while it may not be possible in some 
cases to determine whether a civil action is likely to be 
determinative of a proceeding before the Board until an 
et 
er cases it is feasible and advantangeous to suspend prior 
to answer. pane eeupeane §2.117(b) has been 
withdrawn, and paragraphs: (c) and (d) have 
been redesignated Fo) and (c). 

Comment: One organization suggested that 
vo comeaenne unenlichoupen anteoduapenaDumme 
tion of a civil action between the parties provided that 
the party in the position of plaintiff in the Board pro- 
ceeding has neither commenced taking testimony nor 
filed any evidence in such proceeding. 

Response: It is the normal practice of the Board to sus- 

under the circumstances outlined in the comment if 
it appears that the civil action may be dispositive of the 
proceeding before the Board. However, even under 
these circumstances there are times when it may be de- 
sirable to go forward with the Board proceeding, as, for 
example, when the civil court has a large backlog or 
suspends its own action pending the final determination 
of the Board proceeding. peer it is believed that 
the matter of ne should be left to the discretion 
of the Board, and the suggested amendment has not 
beea adopted. 
Comment: With respect to §2.117(b) [identified in the 
rulemaking as §2.117(c)], which as 
there is the ti 


sab-ndh net ty clanutd ar denamierGie-eeiaee 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 347 


a for example, a similar motion is pending in the 
ci 

Response: The paragraph has been modified in accor- 
dance with this suggestion. 

Comment: Four members of one organization objected 
to proposed * me 120(c)(2) (which provides in effect that 
whenever a foreign party or its officers, etc., is or will 
be in the United States during discovery period, such 
party may be deposed in the United States by oral exam- 
ination upon notice by the party seeking discovery.) The 
reason given for the objection was that the foreign offi- 
cer could be seriously inconvenienced because of the 
proposed rule, which invites abuse. 

Response: While it is true that a foreign officer who is 
traveling in the United States on other business might 
find it inconvenient to have his oral discovery deposi- 
tion taken, it is equally true that there are instances in 
which it is inconvenient for a domestic officer to have 
his oral deposition taken. Further, there can be no doubt 
that the oral ition is a far better discovery device 
than the deposition upon written questions. It is believed 
that the advantages a by the oral deposition out- 
weigh the disadvan possible inconvenience. Ac- 


pore Awe proposed § any is being adopted herein 


“fener With respect to i, §2.120(d), which 

provides for the production o ts, in response to 

a request for production of documents, at the place 

where the documents are usually kept, or where the 

a agree, or wiere and in the manner which the 
ne ree 

ders, one individual suggested that the h 

modified to require that the party upon 

quat tb euveb piguabtedis eeruntey 

of all documents requested to the party 

Res 


othe equening piney eee eee H 
0 4 8 expense. Howev 
pr goer ete vty minha a 
of production is more appropriate or feasible, the 
net of production is matter which is better left to the 
discretion of the Board. Accordingly, the suggestion has 
not been adopted. 
Comment: Meer tere A proposed 
cp eet er po compel discovery, 
pede ont wm sea Rati oe te oe 
reach an agreement relating discovery mat- 
ous, Suneianwaety Gennes orce the agreement. 
Response: Inasmuch as it is not the function of the 
Board to enforce agreements between parties, this sug- 
gestion has not been adopted. However, a party may al- 
ways argue the existence of such an agreement as a fac- 
tor bearing on the merits of a motion to compel 


§2.120(/) (which 
may at its discretion 


noting that the paragraph provies fr pre-tralconfer 
ence at the Board’s option and discretion, 
modified to indicate 


. Fe%s 
33ees 


5 
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Response: The paragraph has been modified as 
suggested to include two paragraphs and to provide that 
the Board may utilize the telephone and pre-trial confer- 
ence procedures either upon its own initiative or upon 

made by one or both of the parties. Although 
neither of the new paragraphs contains the words “at its 
discretion,” both contain the words “the Board may,” 
which clearly indicate that the utilization of these proce- 
dures is a matter which is left to the discretion of the 


Comment: A number of comments were received with 
respect to proposed §2.120(j), which pertains to the use 
of discovery depositions, admissions, or answers to in- 
terrogatories. Two organizations noted that proposed 
§2. 12002) (which incorporates the “fairness exception” 
of Rule 32(a)(4) of the Federal Rules of Civil Procedure 
(“F.R.C.P.”) apparently limits the use of discovery de- 
positions only to the inquiring party, while F.. le 32(a)(4) 
F.R.C.P. allows the use of the deposition for any pur- 
pose by either party once the adverse party has relied 
upon any part of it. These organizations recommended 
that the paragraph be modified to follow Rule 
32(a)(4) F.R.C.P. One organization objected to proposed 
§2.120G)(3) (which permits the introduction into evi- 
dence on motion of the discovery deposition of a non- 
party under certain circumstances provided that the mo- 
tion is filed promptly after the circumstances claimed to 
justify use of the deposition become known) on the 
ground that the timing requirement for the motion is un- 
necessary and unduly restrictive and that the better 
practice would be to let the motion be filed at the time 
of the purported offer of the eee into evidence. 
Another organization recommended that consideration 
be given to permitting much greater use of non-party 
discovery depositions than permitted by proposed 
§2.120(j)(3), or at least that the burden imposed by the 
last of the listed instances in which such depositions may 
be introduced into evidence, namely, “upon a showing 
of extraordinary circumstances and necessity in the in- 
terest of justice”, should be lessened. Three members of 
one organization commented that any party, not just the 
deposing party, should be able to make a discovery de- 
position of record if its use at trial is permitted by Rule 
32 F.R.C.P. Finally, one individual noted that proposed 
§2.120(j), which permits only the inquiring party to in- 
troduce a discovery deposition into evidence (unless the 
“fairness exception” applies), conflicts with Rule 32(a)(2) 
F.R.C.P., which provides that a deposition of a party 
“may be ‘used by an adverse party for any purpose”, and 
with Rule 32(a)3) F.R.C.P., which provides that the de- 
position of ‘“‘a witness, whether or not a party, may be 
used by any party for any purpose” in the limited cir- 
cumstances corresponding to those set forth in proposed 
§2.120(j)(3) (except for the 100-mile exception, which is 
not applicable to proceedings before the Trademark Tri- 
al and Appeal Board). This individual submitted a 
suggested alternative text for §2.120(j) which conforms 
to Rule 32(a) F.R.C.P. by (a) eiiminating the restriction 
in proposed §2.120(j)(1) rood (2) that only the inquiring 
party may offer a discovery deposition in evidence, and 
(b) broadening proposed §2.120(j)(2) to cover any “wit- 
ness, whether or not a y”. In the suggested text, 
paragraphs (1)-(3) of plepered §2.120(j) are also re- 
organzied and rearranged for clarity. 

Response: The text suggested by the individual has 
been adopted with certain modifications in order to re- 
solve the conflicts and objections noted by this individu- 
al and others, as outlined above. In the final paragraph, 
the text of §2.120(j)(1) follows the text of Rule 32(a)(2) 
F.R.C.P. The text of the discovery deposition “fairness 
exception”, which appears in final §2.120(j)(4), is essen- 
tially the same as the text of Rule 32(a)(4) F.R.C.P. The 
provision relating to the introduction into evidence, by 
order of the Board upon motion, of the discovery depo- 
sition of a non-party under certain circumstances [which 
appears in final §2.120(j)(2)] has been broadened to per- 
mit the introduction, by order of the Board upon mo- 
tion, of the discovery deposition of a witness, whether 
or not a party, by any party under the stated circum- 
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stances. The final such circumstance, which in the pro- 
posed paragraph read “upon a showing of extraordinary 
circumstances and necessity in the interest of justice”, 

has been modified to read “upon a showing that such 
exceptional circumstances exist as to make it desirable, 
in the interest of justice, to allow the deposition to be 
used,” which closely follows the wording of Rule 
32(aX(3) F.R.C.P. The timing requirement for a motion 
filed under the paragraph has been changed from “filed 
promptly after the circumstances claimed to justify use 
of the deposition became known” to “filed at the time of 
the purported offer of the deposition in evidence” for all 
such motions except those based upon a claim of excep- 
tional circumstances. In the latter instance, the proposed 
timing requirement, namely, “filed promptly after the 
circumstances claimed to justify use of the deposition 
became known”, has been retained in the final rule for 
two reasons; first, to provide an adverse party with the 
best possible opportunity to investigate the claim of ex- 
ceptional circumstances, and second, so that in those 
cases where the circumstances become known prior to 
the taking of the deposition, the motion will be filed, 
and hence can be determined, before the deposition is 
taken. Finally, in order to make it clear that once a dis- 
covery deposition, or a part thereof, or an answer to an 
interrogatory, or an admission, has been properly made 
of record by one party, it may be referred to by 
any party for any purpose permitted by the Federal Rules 
of Evidence, a provision to that effect, identified as 
paragraph (j)(7), has been included in the final para- 


graph. 

- retin With respect to proposed §2.122(c)(2) 
(which provides that a registration owned by a party to 
a proceeding may be made of record by that party by 
filing a notice of reliance accompanied by a certified 
copy of the registration showing current status and ti- 
tle), two organizations and three members of another or- 

tion objected to the requirement for certification 
of the status and title copies as being unnecessary, ex- 
pensive, and unduly ms One of these organizations, 
noting that proposed §2.122 is modified to eliminate the 
practice set forth in existing §2.122(b) (which provides 
that a registration of an opposer or petitioner pleaded in 
an Opposition or petition to cancel will be received in 
evidence and made part of the record if two copies 
—— status and title of the registration or an order 
for such copies accompany the opposition or petition), 
expressed its belief that, accepting the Patent and Trade- 
mark Office’s position that the practice set forth in 
existing §2.122(b) has caused delays and problems for 
the Office, still there is no reason for requiring that the 
status and title copies of the registration be certified 
when made of record, pursuant to proposed §2.120(c)(2), 
by the filing of a notice of reliance during the testimony 
period of the party filing the notice. 

Response: The proposal to require that status and title 
copies of registrations also be certified has not been 
adopted herein. Further, since the only part of existing 
§2.122(6) which caused trouble was the provision 
involving the submission of an order for status and title 
copies with the complaint, the proposal to modify 
existing §2.122 by eliminating that provision is adopted 
herein, but the pro to eliminate the provision in- 
volving the submission of actual status and title 
copies with the complaint is withdrawn. Hence, final 
§2.122 provides, in paragraph (d){1), that a registration 
of the opposer or petitioner pleaded in an opposition or 
petition to cancel will be received in evidence and 
made part of the record if the opposition or petition is 
accompanied by two copies of the registration prepared 
and issued by the Patent and Trademark Office show- 
ing both the current status of and current title to the 
registration. 

Comment: One organization suggested that the word 
“competent” should be inserted before the word “evi- 
dence” in two (unspecified) places in proposed §2.122- 
(b)(2) and in one place in proposed §2.122(b)(3), and that 
the first clause in proposed §2.122(c)(2) be changed from 
“A registration owned by any party to a proceeding 
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may be made of record in the proceeding by that party 
by filing a notice of reliance,” to “A registration owned 
by any party to a proceeding may be made of record in 
the proceeding by that party by appropriate identifica- 
tion and introduction during the pr testimony peri- 
od or by filing a notice of reliance,”. same organiza- 
tion also submitted a suggested plan for reorganizing 
roposed §2.122 and for cone each paragraph a 
leading Three members of another organization 
expressed their agreement with these suggestions. 

Response: The suggested plan for reorganization and 
for headings has been adopted herein with certain minor 
modifications necessitated by the response to the forego- 
ing comment (e.g., the comment concerning the intro- 
duction of registrations in evidence). 

The word “competent” has been inserted before the 
word “evidence” only once in final §2.122(b)(2) and not 
at all in final §2.122(c) [identified in the notice of pro- 

rulemaking as §2.122(b)(3)]. The clauses in 
paragraphs were the word “competent” might have 
been, but was not, inserted before the word “evidence” 
read “The allegation in an ~ eee for registration, or 
in a registration, of a date of use is not evidence on be- 
nalf of the applicant or registrant;”; “Specimens in the 
file of an application for registration, or in the file of a 
registrant, are not evidence on behalf of the applicant or 
registrant * * *”; and “An exhibit attached to a pleading 
is not evidence on behalf of the party to whose leading 
the exhibit is attached * * *” The reason why the — 
“competent” was not inserted in these instances is that 
in each one the matter in question is not evidence on be- 
-— of the named party at all (although specimens, or the 

tion of a date of use, for example, may be used as 

ce against an applicant or registrant, ¢.g., as an 
siuiides a interest). 

Finally, first clause in —— §2.122(c)(2) oe 
tified Seoul as §2.122(d)(2)] has been modified to 
“A registration owned by any party to a ee 
may be made of record in the proceeding by that party 
by appropriate identification and introduction during 
the ‘aking of testimony or by filing a notice of re- 
liance.” There is a slight difference between the clause as 
adopted and the clause as suggested by the organization 
(the organization’s suggested wording “during the pro the 
er testimony period” has been changed to “during 
taking of testimony”). The change in the es oar 
made so that it would be clear that this portion re! 
identification and introduction during the taking of rood 
mony as distinguished from identification and introduc- 
tion by notice of reliance. This change is not to be con- 
strued as an indication that such identification and 
ee does not have to be made “during the 

riod”; with the deception of status 
oa title copies of a plaintiff's pleaded registration sub- 
mitted with the complaint, any evidence which a party 
offers on the case must be offered during the proper tes- 
timony period. 

Comment: With respect to poe §2.123(a)(1) 
(which provides, inter alia, that if a party serves notice 
of the taking of a testimonial deposition upon written 
questions of a witness within the United States, any ad- 
verse party may, within fifteen days from the date of 
service of the notice, file a motion with the Trademark 
Trial and Appeal Board, for good cause, for an order 
that the deposition be taken by oral examination), one 
individual, noting that the procedure for taking testimo- 
ny by written questions is unsatisfactory and often frus- 
trating, suggested that the paragraph be changed to re- 
quire that a party seeking to utilize this procedure (in 
lieu of an oral examination) file a motion requesting, for 
good cause shown, permission to by-pass the oral exami- 
nation of its witness, that is, that the burden of filing a 
motion and showing good cause be shifted to the party 
who wants to take testimony u| written questions. 

Response: If the burden of filing the motion were 
shifted in the manner suggested, the Trademark Trial 
and Appeal Board would have to rule on a motion in 
every case where a party desires to take testimony by 
written questions. Under the rule as proposed, the Board 
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party does 
FRCP. which provides for the use of depositions 
upon written questions in federal district courts, does 
SEES Cae eaeelaa 
le a motion requesting permission to do so. Ac- 
cordingly, this suggestion has not been adopted. 
Comment: Two organizations commented that pro- 
posed paragraphs (j) and (k) of §2.123, which relate to 
the raising of objections to testimony depositions taken 


tions suggested that the i 

upon the pertinent portion of the Federal Rules of Civil 
Procedure, namely, Rule 32(d)(3). Similarly, one individ- 
ual commented that paragraph (k) is — 
ous as to the timing of an objection to testimon 

upon lack of competency of the witness. 

Response: In order to improve their consistency and 
clarity, the have been modified as suggested. 
It should be noted that the result of the modification of 
ne Os he eee 
of a ition, he thereby waives any objection whic 
under Rule 324d)3)(A) ~ (B) F.R.C.P. is deemed to 
be waived if not made at the taking of the deposition. 
This is a significant change from existing §2. 1230), 
which permits the raising of formal or technical objec- 
Celie a0 cipanian ee geay Neagnee esiaae Seana in 
the case of a party who did not attend the taking of a 
deposition, at the time when such party receives a copy 
of a transcript of the deposition. 

Comment: With to the same paragraphs, one 
individual suggested that the Trademark Trial and Ap- 

Board entertain a determine, prior to the briefing 
period, motions to strike testimony, so that parties to a 
proceeding before the Board will know exactly what is 
in the record when they write their briefs. 

Response: The adoption of this suggestion would put 
an intolerable burden on the Board because the Board 
would have to read testimony depositions both at the 
time of determination of a motion to strike them and 
ce anonyme It is the longstanding policy of the 
Board not to read trial testimony taken in a p 
before it, or to examine other evidence offered by the 
= in support of their respective cases, until final 

See, for example: Curtice-Burns, Inc. v. North- 
west Sontation Products, Inc., 182 USPQ 572 (Comr. 
1974), and Clairol Inc. v. Holland Hall Products, Inc., 161 
USPQ 616 (TTAB 1969). Accordingly, the suggestion 
has not been adopted. 

Comment: With respect to proposed §2. 124(d)(2) 
(which provides in part that when one or more testimo- 
nial depositions are to be taken uw; written questions, 
the Trademark Trial and Appeal may suspend or 
reschedule other proceedings in the matter to allow for 
the orderly completion of the depositions upon written 
patent, on efeiteh eens SS See 

Board receives notice that a deposition is to be taken 
upon written questions, it should immediately suspend 
proceedings for a sixty-day period to allow for the com- 
pletion of the deposition, thereby avoiding unnecessary 
motions to extend the trial periods. 

Repepen Tis penpry nen tae nines 
that in such situations the Board “shall” qn ew al 
reschedule other gs in the ao to for 
Papen mg ion of the deposition. The length of 
been left to the discretion of the 
Sant ciaan dunsiew svedaeh toommagigin teaser 
a deposition upon written questions varies according to 
the place where the witness is located. 

Comment: One organization, noting that the words 
“the letter” in a §2.124(e) have no antecedent 
and hence create an unnecessary ambiguity, suggested 
poe A angen mds “the notice and of all of the quotion 
mailed” be substituted therefor. With respect to the 
statement in proposed §2.124(f) that it is the responsibili- 
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ty of the party who takes a deposition upon written 
questions to assure that the transcript is correct, the 
same organization suggested that the paragraph be modi- 
fied to include a cross-reference to proposed §2.125(b), 
which specifies procedures for correcting transcripts. 
Response: The paragraphs have been modified as 


suggested. 
Touuine With res to proposed §§2. 27(e), 
2.120(f), and 2.125(e), which relate to the provision, in 
inter partes proceedings before the Trademark Trial and 
Appeal Board, of certain types of discovery information, 
and the submission of certain types of trial evidence, un- 
der protective order, one individual commented that the 
proposed rules would to permit parties to keep 
virtually all relevant information confidential from the 
public at my 

Response: Under the rules as proposed and adopted, 
only trade secrets and confidential information are held 
under seal and kept confidential by the Board. Very lit- 
tle of the evidence offered in inter partes proceedings 
before the Trademark Trial and Appeal Board i is of this 
nature. 

Comment: Two organizations objected to proposed 
§2.128(a)(3) (which provides in essence that when a par- 
ty fails to file a brief on the case, the Trademark Trial 
and Appeal Board may treat such failure as a concession 
of the case) on the grounds that the proposed rule is un- 
duly harsh; that it constitutes an abrogation of the 
Board’s responsibility to decide cases on the record be- 
fore it, regardless of the absence of briefs; that the 
granting or denial of a registration with its evidentiary 
presumptions is too important an issue to be decided on 
the basis of a presumed concession; and that a party 
who fails to file a brief should at least be given an op- 
portunity to show cause why judgment should not be 
entered against him for such failure. Similarly, one mem- 
ber of another organization believes that the proposed 
rule would encourage the filing of spurious oppositions 
in cases where the opposer feels that the applicant may 
not be in a position to afford the legal fees required for 


opr am eo 
For the reasons indicated in the comments, 
propored §2.1 128(a\(3) has been modified to refer only to 
the party in the position of plaintiff, and proposed 
§2.128(a)(1) has been modified to make it clear that the 
filing of a brief on the case is not mandatory for the par- 
ty in the position of defendant. Further, the primary 
purpose of wos §2.128(a)(3) was to save the Board 
the burden of determining cases of the merits in in- 
stances where the parties have settled, but have failed to 
inform the Board thereof, or where one party, particu- 
larly the plaintiff, has lost interest in the case. It is not 
the intention of the Board to enter judgment against a 
plaintiff for failure to file a brief on ee 
tiff still desires to obtain a determination of the case on 
the merits. Accordingly, proposed §2. 128(a)(3) has been 
modified herein to provide an opportunity for the plain- 
Seeds daew Ore mania we-hoeme tothe 
cause why such failure should not be treated as a con- 
cession of the case. Additionally, the paragraph has been 
modified to indicate that judgment may be entered 
inst a plaintiff for failure to file a main brief only if 
Seidl didie-40 Ske t: dexpeute ‘9u-the ender to thew 
cause or files a response indicating that he has lost inter- 


est in the case. 

Comment: One or; tion, noting that proposed 
§2.128(b) permits briefs to be filed on legal or letter size 
paper, suggented that since the federal cours mow ger 
mit only the use of letter size paper, consideration 
should be given to requiring that briefs and all other for- 
mal papers filed in the Patent and Trademark Office by 
on letter size paper only. With respect to the same para- 

Ih, one individual recommended, because of the dif- 
cca) teamerh a9 argh ee eclger tena that the rule 
to specify the number of words that a brief 

can contain or, alternatively, to specify separately the 
number of pages for briefs written on each 
size of paper. The same individual suggested that it 
should be made clear that the permitted number of 
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pages in a brief does not include pages containing the in- 
dex and the alphabetical list of cases. 

Response: graph has been modified to require 
that briefs be submitted on letter size paper. As to what 
is included within the specified page limitations, the 
paragraph as proposed and adopted states in part that 
“no brief shall contain more that fifty pages of argument 
and, in the case of a reply brief, the entire brief shall not 
exceed twenty-five pages” (emphasis added). It is be- 
lieved that the ph as written clearly indicates 
that the or limitation for a main brief applies only 
to the length of the argument and does not include the 
index and case list pages, but that the twenty-five page 


limitation for a reply brief applies to the entire brief, 
e.g., argument, index, case list, and all. Accordingly, no 
further modifica’ 


tion has been made. 

Comment: With respect to proposed §2.134(b) (which 
provides that if the res; vo ayes in a cancellation pro- 
ceeding permits his involved registration to be cancelled 
under section 8 of the Act of 1946 or fails to renew the 
registration under section 9 of the Act of 1946, such 
cancellation or failure to renew shall be deemed to be 
the equivalent of a cancellation by request of respondent 
without the consent of the adverse party and shall result 
in entry of judgment t respondent), two organiza- 
tions commented that the judgment entered against a re- 
spondent under the ‘proposed paragraph would have a 
res judicata effect; that the entry of such a judgment 
would be unduly harsh where the cancellation or expira- 
tion was the result of an inadvertence or mistake; and 
that, at a minimum, a respondent should be owed to 
“show cause” why such a judgment should be entered. 
Similarly one individual commented that in such situa- 
tions, a respondent whose use of its registered mark has 
in fact been discontinued should be put in a ition 
whereby it can terminate the dispute with prejudice only 
as to the ground of abandonment. 

Response: The agraph has been modified to provide 
an opportunity for respondent in such situation to 
“show cause” why judgment should not be entered 
against it. If res lent submits a showing that the can- 
cellation or expiration was the result of an inadvertence 
or mistake, judgment will not be entered against it. If re- 
spondent submiits a showing that the cancellation or ex- 
Ppiration was occasioned by the fact that its registered 
mark had been abondoned and that such abandonment 
was not made for purposes of avoiding the proceeding 
but rather was the result, for example, of a two-year pe- 
riod of nonuse which commenced well before respon- 
dent learned of the existence of the proceeding, judg- 
ment will be entered against it only and specifically on 
* Coaneaines Appacealty atch 

ment: Apparently with respect to proposed §2.135 
(which provides that after the commencement of an 
Opposition proceeding, if applicant files a written aban- 
donment of the application or of the mark without the 
written consent of every adverse party, judgment shall 
be entered against the applicant), one individual 
expressed his belief that if an applicant involved in an 
opposition were allowed to abandon its mark or applica- 
tion without the consent of the opposer without incur- 
ring entry of judgment against itself, more applicants 
would abandon, thus saving money for the Patent and 
Trademark Office. 

Response: The purpose of §2.135 is to prevent an ap- 
plicant involved in an eager from abandoning its 
opposed application and refiling, thus putting op- 
poser (and the Patent and Trademark Offic) to to the ex- 
pense of multiple proceedings. A rule to the contrary 
would be —— ar §2.135 has not been 
modified in the y this comment. 

—- One individ oon ee necessity for 

the requirement in proposed 952. 142(e)(2) that if the > 
pellant in an ex parte 


from the same examining 
es canto cnene ae 
of, vee aes ors Amanda 
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R ; The purpose of the requirement is to ensure 
that the examining attorney will be present at the oral 
hearing to respond to any new arguments raised by ap- 
pellant and to answer any questions which the members 
of the panel assigned to hear the case may have. The ex- 
amining attorney’s oral argument need not be lengthy; if 
he (she) has nothing to add to what he (she) has already 
oe in his (her) appeal brief, he (she) may simply say 


ee With respect to the last sentence of pro- 
posed§2.165(a) (which states in essence that the certifi- 
cate of procedure provided by §1.8 does not ap- 
ply to affidavits or declarations filed under section 8 (a) 
or YO) of the Act), one organization expressed its belief 
= the sentence should be deleted in light of H.R. 


Response: H.R. 6260, which was enacted on Aug. 27, 
1982 as Pub. L.97-247, amended 35 U.S.C. 21 to include 
a provision that the Commissioner may by rule prescribe 
that any paper ss fee r ne eoupat to be filed in the Patent 
and Trademark l be considered filed in the Of- 
fice on the on on nage it was deposited with the 
United States Postal Service or would have been depos- 
ited with the United States Postal Service but for postal 
service interruptions or emergencies designated by the 
Commissioner. As a result thereof, a new section, §1.10, 
effective Feb. 27, 1983, has been added, by final rule no- 
tice published in the Federal Register on Jan. 20, 1983 at 
48 2696, to Part I of Title 37 CFR. The new section 
provides a procedure for assigning the date on which 
any paper or fee is deposited as ay Mail” with the 
United States Postal Service as the filing date of the pa- 
per or fee in the Patent and Trademark Office. Inas- 
much as this new section applies to “any paper or fee”, 
it applies to affidavits or declarations filed under section 
8 (a) or pats of the Act of 1946. However, the §1.8 certif- 
icate of mailin, ~ procedure has not been eliminated, and 
that section still specifically provides that the procedure 
outlined therein does not apply to affidavits filed under 
section 8 (a) or (b) of the Act. In view thereof, the last 
sentence of §2.165(a) has been by the addition 
of a final clause, namely, “but the certificate of mailing 
by ‘Express Mail’ procedure provided by §1.10 does ap- 
ply thereto.” 

Comment: One organization has submitted suggestions 
for changes to rules not involved herein. 

Response: The suggested changes cannot be adopted 
without affording members of the public an opportunity 
to comment thereon. However, these suggestions will be 
considered in connection with any future proposals to 
amend the rules in question. 

Environmental, energy and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). The 
rule change includes no additional or increased fees. 
Substantive rights to use valuable trademarks are not ad- 
versely affected. 

The rule change does not impose a record keeping or 
reporting burden under the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. No additional informa- 
tion is required from the public. No additional records 
are required to be maintained by the Patent and Trade- 
sok illic bnonetndieanamnonediiienal fees or pro- 
ceedings to monitor. 

The Patent and Trademark Office has determined that 
Fg epee ore apartment yl 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increases 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 
graphic regions. There willbe no significant, advere ef 

on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States 
based enterprises to compete with foreign based enter- 
prises in domestic or export markets. 
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List of Subjects in 37 CFR Part 2 


Administrative practice and procedures, Courts, Law- 
yers, Trademarks 
Amendments of Regulations 

After consideration of the comments received and 
pursuant to the authority contained in 15 U.S.C. 1123, 
Part 2 of Title 37 of the Code of Federal Regulations is 
amended as set forth below. 


PART 2-RULES OF PRACTICE IN TRADEMARK 
CASES 


1. Section 2.27 is amended by revising les (b) 
and (d) and adding paragraph (e) to read as follows: 


§2.27 Pending trademark application index; access to ap- 
plications. 


seee8 


(b) Except as provided in paragraph (e) of this sec- 
tion, access to the file of a particular pending a 
will be permitted prior to publication under $350 enon upon 
written request. 


see 


(d) Except as provided in paragraph (e) of this sec- 
tion, after a mark has been registered, or published for 
opposition, the file of the application and all proceedings 
relating thereto are available for public inspection and 
copies of the papers may be furnished upon paying the 
fee therefor. 

(e) Anything ordered to be filed under seal pursuant 
to a protective order issued or made by any court or by 
the Trademark Trial and Appeal Board in any proceed- 
ing involving an application or a registration shall be 
kept confidential and shall not be made available for 
= inspection or copying unless = er 

the court or the Board, or unless the part 
“ the order voluntarily discloses the eae sub 
thereto. When possible, only confidential portions o 
ing with the Board shall be filed under 

2. Section 2.63 is revised to read as follows: 


§2.63 Reexamination. 


- . Beye response by the —— the application 
be reexamined or reconsidered. If registration is 

a refused or any yo requirement(s) is repeated, 
but the examiner’s action is not stated to be final, the ap- 


may respond by 
for relict 


aap Asmar nga it tone 
the subject matter of the requirement is appropriate 
petition to the Commissioner (see §2.146(0); or (2) the 
pe pert a er such action is limited 
NS ee 
missioner. If the petition is denied, the sa amp 
have until six months from the date of the 

which the requirement or made it final or thir- 
ty days from the date of the decision on the petition, 
whichever date is later, to comply with the requirement. 
A formal t which is the subject of a petition 
ae Commissioner may not subsequently be 
Gov tahinenaben eggucd to tha Telemed: Tl oak fam 


peal Board. 
3. Section 2.64 is revised to read as follows: 
§2.64 Final Action. 
ilps sg ter jeer eg eye 


the refusal of the registration or the insis- 
tence upon a requirement may be stated 
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whereupon applicant’s response is limited to an appeal, 
or to a compliance with any requirement, or to a peti- 
tion to the Commissioner if permitted by §2.63(b). 

(b) During the period between a final action and expi- 
ration of the time for filing an appeal, the applicant may 
request the examiner to reconsider the final action. The 
filing of a request for reconsideration will not extend the 
time for filing an appeal or petitioning the Commission- 
er, but normally the examiner will reply to a request for 
reconsideration before the end of the six-month period if 
the request is filed within three months after the date of 
the final action. Amendments pooumpenring requests for 
reconsideration after final action will be entered if they 
comply with the rules of practice in trademark cases and 
the Act of 1946. 


4. Section 2.65 is revised to read as follows: 
§2.65 Abandonment. 


(a) If an applicant fails to respond, or to respond com- 
pletely, within six months after the date an action is 
mailed, the application shall be deemed to have been 
abandoned. A timely petition to the Commissioner pur- 
suant to §§2.63(b) and 2.146 is a response which avoids 
abandonment of an application. 

(b) When action by the applicant filed within the six- 
month response period is a bona fide attempt to advance 
the examination of the application and is substantially a 
complete response to the examiner’s action, but consid- 
eration of some matter or compliance with some re- 
quirement has been inadvertently omitted, opportunity 
to explain and supply the omission may be a before 
the question of abandonment is considered 


5. Section 2.72 is revised to read as follows: 
§2.72 Amendments to description or drawing of the mark. 

Amendments to the description or drawing of the 
mark may be permitted only if warranted by the speci- 
mens (or facsimilies) as originally filed, or supported by 
additional specimens (or facsimilies) and a supplemental 
affidavit or declaration in accordance with §2.20 alleg- 
ing that the mark shown in the amended drawing was in 
actual use prior to the filing date of the application. 
Amendments may not be made if the character of the 
mark is materially altered. 


6. Section 2.81 is revised to read as follows: 
§2.81 Allowance of application. 

If no opposition is filed within the time permitted or 

itions filed are dismissed, and if no interference 

is dec’ and no concurrent use proceeding is institut- 
ed, the application will be prepared for issuance of the 
certificate of registration as provided in §2.151. 
§2.88 [Removed] 

7. Section 2.88 is removed. 
§2.94 [Removed] 

8. Section 2.94 is removed. 
§2.95 [Removed] 

9. Section 2.95 is removed. 

10. Section 2.96 is revised to read as follows: 
§2.96 Issue; burden of proof. 

The issue in an interference between applications is 
ee 


registration may also be determined. The party whose 
application involved in the interference has the latest fil- 
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ae is the junior party and has the burden of proof. 
there are more than two parties to an interfer- 
ence, a party shall be a junior to and shall have the bur- 
den of proof as against every other —_ whose — 
tion involved in the interference an earlier filing 
date. If the involved applications of any parties have the 
same filing date, the application with the latest date of 
execution will be deemed to have the latest filing date 
and that applicant will be the junior party. The issue in 
an interference between an application and a registration 
shall be the same, but in the event the final decision is 
adverse to the registrant, a registration to the applicant 
will not be authorized so long as the interfering registra- 
tion remains on the register. 


§2.97 [Removed] 

11. Section 2.97 is removed. 

12. Section 2.98 is revised to read as follows: 
§2.98 Adding party to interference. 


A party may be added to an interference only upon 
petition to the Commissioner by that party. If an appli- 
cation which is or might be the subject of a petition for 
addition to an interference is not added, the examiner 
may suspend action on the application pending termina- 
tion of the interference proceeding. 


13. Section 2.99 is revised to read as follows: 
§2.99 Application to register as concurrent user. 


(a) An — for registration as a lawful concur- 
rent user wi xamined in the same manner as other 


applications for — 

(b) When it is that the mark is ready for 
publication, the applicant may be required to furnish as 
many copies of this application, specimens and drawing 
as may be necessary for the preparation of notices for 
each applicant, registrant or user specified as a concur- 
rent user in the application for registration. 

(c) Upon receipt of the copies 
(b) of this section, the examiner 
cation for concurrent use 


specified parties shall state 
dos cums ong cltious of ten Opgiauns uapret ts aqgh- 


cant’s attorney or other authorized representative, if 
om. with the serial number and filing date of 


NGI) The ctices chill be sent’ t0:cach applicant, ia 
care of his attorney or other authorized representative, if 
any, to each user, and to each registrant. A copy of the 
Pry send the a nthe ne 

in 


~ the 
‘ an answer, when required isnot id, judgment 
tered precluding the specified user from 

claiming an y right more extensive than that acknowl- 
the application(s) for concurrent use registra- 
ees 


proving enlmen fo 
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two or more applications for concurrent use registration 
involved in a proceeding, the party whose application 
has the latest filing date is the junior party. A party 
whose application has a filing date between the filing 
dates of earliest involved application and the latest 
involved application is a junior party to every party 
whose involved application has an earlier filing date. If 
any applications have the same filing date, the applica- 
tion with the latest date of execution will be deemed to 
have the latest filing date and that applicant will be the 
junior party. A person specified as an excepted user in a 
concurrent use application but who has not filed an ap- 
plication shall be considered a party senior to every par- 
ty that has an application involved in the proceeding. 

(f) When a concurrent use registration is sought on 
the basis that a court of com t jurisdiction has final- 
ly determined that the parties are entitled to use the 
pa A a ghar ar ee Dh dhe Mh 

tration proceeding will not be instituted if all of the 
follo lowing conditions are fulfilled: 


(1) The applicant is entitled to registration subject 
only to the mg lawful use of a party to the court 
proceeding; an 


(2) The court decree specifies the rights of the parties; 
and 


(3) A true copy of the court decree is submitted to the 
examiner; 


(4) The concurrent use application complies fully and 
exactly with the court decree; an 


(5) The excepted use specified in the concurrent use 

Sires ag does not involve a registration, or any in- 

ed registration has been restricted by the Commis- 
sioner in accordance with the court decree. 


If sisted, the conditions specified in this paragraph is — 
a concurrent use re, tion proceeding 


throught (e) of this section. 


(g) Registrations and applications to register on the 
Supplemental Register and registrations under the Act 
of 1920 are not subject to concurrent use registration 


proceedings. 


gistra 
throught (©) and instituted as provided in paragraphs (a) 


14. Section 2.104 is revised to read as follows: 


§2.104 Contents of opposition. 


The opposition must set forth a short and plai 
ment showing how the opposer would be damaged 
the registration of the opposed mark and state 


grounds for opposition. A duplicate rye 
on including exhibits, shall be filed wi 


15. Section 2.105 is revised to read as follows: 


495-171 TMOG 86 - 12: 
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16. Section 2.106 is amended by revising paragraph (c) 
to read as follows: 


§2.106 Answer. 


see 


(c) The opposition may be withdrawn without preju- 
dine belers the snower th fied. After the answer is filed, 
the opposition may not be withdrawn without prejudice 
except with the written consent of the applicant. 


17. Section 2.107 is revised to read as follows: 
Set eos hen ten ee 


Pleadings in an opposition proceeding may be 
amended in the same manner and to the same extent as 
in a civil action in a United States district court. 


18. Section 2.113 is revised to read as follows: 
§2.113 Notification of cancellation proceeding. 


(a) When a petition for cancellation has been filed in 
ig form (see §§2.111 and 2.112), a notification shall 
prepared by the Trademark Trial and Appeal Board, 
which shall identify the title and number of the proceed- 
ing and the registration or registrations involved and 
shall designate a time, not less thirty days from the 
mailing date of the notification, within which an answer 
must be filed. A copy of the notification shall be 
forwarded to the attorney or other authorized represen- 
tative of the petitioner, if any, or to the petitioner. The 
duplicate copy of the petition for cancellation and exhib- 
its shall be forwarded with a copy of the notification to 
the respondent (see §2.118). If the petition is found to be 
defective as to form, the party filing the petition shall be 
so advised and allowed a reasonable time for correcting 
the informality. 


19. Section 2.115 is revised to read as follows: 
— Amendment of pleadings in a cancellation proceed- 


Pleadings in a cancellation proceeding may be 
amended in the same manner and to the same extent as 
in a civil action in a United States district court. 


20. Section 2.116 is amended by revising paragraphs 
(b) and (c) to read as follows: 


§2.116 Rules of Procedure. 


see 


©) Be pee deere eae 
petitioner in a cancellation shall be in the po- 
ee See Coen eee 
ceeding or the respondent in a cancellation proceeding 
shall be in the position of defendant. A party that is a ju- 
nior party in an interference | 
rent use registration 
of plaintiff against every party that is senior, and the 
party that is a senior party in an interference proceeding 
or in a concurrent use registration proceeding shall be 
a am a ne ty re 

(c) The opposition or the petition for cancellation and 
the answer correspond to the complaint and answer in a 
court proceeding. 


21. Section 2.117 is revised to read as follows: 


§2.117 Suspension of proceedings. 


(a) Whenever it shall come to the attention of the 
Trademark Trial and Appeal Board that ies to a 
pending case are engaged in a civil action which may be 
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dispositive of the case, proceedings before the Board 
may be suspended until termination of the civil action. 
2 Wimnanthannin snddinnat Ge tas-aben te 
Se Se earns een is raised, a 
motion which is potentially dispositive of the case, the 
— Brom Fn be decided before the question of suspen- 


aa oe a may also be suspended, for good 
cause, upon motion or.a stipulation of the parties ap- 
proved by the Board. 


22. Section 2.120 is revised to read as follows: 
§2.120 Discovery. 


(a) In general. The provisions of the Federal Rules of 
Civil Procedure relating to discovery shall apply in op- 
position, cancellation, interference and concurrent use 

i cept as otherwise — in 


will specify the closing date for the taking —— 

(b) Discovery deposition within the United States. The 
deposition of a natural person shall be taken in the Fed- 
eral judicial district where the person resides or is regu- 
larly employed or at any place on which the parties 

tion. The responsibility rests wholly with 

ing discovery to secure the attendance of a 
proposed deponent other than a party or anyone who, at 
the time set for the taking of the peng Ly an offi- 
cer, director, or managing agent of a part a person 
designated under Rule 3O(0X6) oF or Rule 3 31¢a) of the Fed- 
eral Rules of Civil Procedure. See 35 U.S.C. 24. 

(c) Discovery deposition in foreign pb se (1) The dis- 
covery deposition of a natural person residing in a for- 
eign country who is a party or who, at the time set for 
the taking of oy eee is an oats Peri Bie 

ent of a party, or a person desi; under 

Rule Rule S000 or or Rule 31(a) of the Federal Rules of Civil 

shall, if taken in a foreign country, be taken 

in a atv prescribed by §2.124 unless the Trade- 

mark Trial and Appeal Board, upon motion for good 

cause, orders or the parties stipulate, that the deposition 
be taken by oral examination. 

(2) Whenever a foreign party is or will be, during a 
time set for discovery, present within the United States 
or any territory which is under the control and jurisdic- 
tion of the United States, such party may be d by 
oral examination upon notice by the party ig dis- 
covery. Whenever a foreign party has or will ae dur- 
ing a time set for discovery, an officer, director, manag- 
ing agent, or other person who consents to testify on its 
behalf present within the United States or any territory 
which is under the control and jurisdiction of the United 
States, such officer, director, managing agent, or other 

who consents to testify in its behalf may be de- 
posed by oral examination upon notice by the party 
seeking discovery. The party seeking discovery may 
have one or more o directors, managing agents, 
or other persons who consent to testify on behalf of the 
adverse party, designated under Rule 30(b)(6) of the 
Federal Rules of Civil Procedure. The ition of a 
person under this paragraph shall be taken in the Feder- 
al judicial district where the witness resides or is regu- 
larly employed, or, if the witness neither resides nor is 
regularly employed in a Federal judicial district, where 
the witness is at the time of the deposition. This para- 
graph does not preclude the taking of a discovery depo- 
sition of a foreign by any other procedure provid- 
ed by paragraph (x1) of this section. 

(d) Request for production. The production of docu- 
‘ments and things under the provisions of Rule 34 of the 
Federal Rules of Civil Procedure will be made at the 
place where the documents and things are usually kept, 
or where the parties agree, or where and in the manner 
which the Trademark Trial and Appeal Board, upon 
motion, orders. 

(e) Motion for an order to compel discovery. If a party 
fails to designate a person pursuant to Rule 30(b)(6) or 
Rule 31(a) of the Federal Rules of Civil Procedure, or if 
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a party, or such designated person, or an officer, direc- 
tor or managing agent of a party fails to attend a deposi- 
tion or fails to answer any question propounded in a dis- 
deposition, a any interrogatory, or fails to 
the inspection and copying of any 
party seeking discovery may file 
a motion before Trademark Trial and Appeal Board 
for an order to compel a designation, or attendance at a 
deposition, or an answer, or production and an opportu- 
nity to inspect and copy. motion shall include a 
copy of the request for designation or of the relevant 
portion of the discovery deposition; or a copy of the in- 
terrogatory with any answer or objection that was 
made; or a copy of the request for production, any prof- 
fer of production or objection to production in response 
to the request, and a list and brief description of the 
documents or things that were not produced for inspec- 
tion and copying. The motion must be supported by a 
written statement from the moving party that such party 
or the attorney therefor has made a good faith effort, by 
conference or correspondence, to resolve with the other 
party or the attorney therefor the issues presented in the 
motion and has been unable to reach agreement. If issues 
raised in the motion are subsequently resolved by agree- 
ment of the parties, the moving party should inform the 
Board in writing of the issues in the motion which no 
wa er require adjudication. 
Motion for a protective order. Upon motion by a par- 
y os whom discovery is sought, and for good cause, 
¢ Trademark Trial and Appeal Board may make any 
order which justice requires to protect a party from an- 
noyance, embarrassment, oppression, or undue burden or 
expense, including one or more of the types of orders 
provided by clauses (1) through (8), inclusive, of Rule 
26(c) of the Federal Rules of Civil Procedure. If the mo- 
tion for a protective order is denied in whole or in part, 
the Board may, on such conditions (other than an award 
of expenses to the party prevailing on the motion) as are 


‘just, order that any party provide or permit discovery. 


(g) Failure to comply with order. If a ck fails to 
comply with an order of the Trademark Trial and Ap- 
peal Board relating to discovery, including a protective 
order, the Board may make any appropriate order, in- 
cluding any of the orders wenn g pret 37(b)(2) of 
the Federal Rules of Civil Procedure, except that the 
Board does not have authority to hold any person in 
contempt or to award any expenses to any party. The 
Board may impose against a party any of the sanctions 
provided by this subsection in the event that said party 
or any attorney, agent, or designated witness of that par- 
ty fails to comply with a protective order made pursuant 
: Rule 26(c) of the Federal Rules of Civil Procedure. 

(h) Request for admissions. Requests for admissions 
shall be governed by Rule 36 of the Federal Rules of 
Civil Procedure except that the Trademark Trial and 
Appeal Board does not have authority to award any ex- 
penses to any party. A motion by a party to determine 
the sufficiency of an answer or objection to a request 
made by that party for an admission shall include a copy 
of the request for admission and any exhibits thereto and 
of the answer or objection. The motion must be support- 
ed by a written statement from the moving party that 
such party or the attorney therefor has made a good 
faith effort, by conference or correspondence, to resolve 
with the other party or the attorney therefor the issues 
presented in the motion and has been unable to reach 
agreement. If issues raised in the motion are subsequent- 
ly resolved by agreement of the parties, the moving par- 
ty should inform the Board in writing of the issues in 
the motion which no longer require adjudication. 

@ sg on and pre-trial conferences. (1) Whenever it 
appears to the Trademark Trial and Appeal Board that a 
motion filed in an inter partes proceeding is of such na- 
ture that its resolution by correspondence is not practi- 
cal, the Board may, upon its own initiative or upon re- 
quest made by one or both of the parties, resolve the 
motion by telephone conference. 

(2) Whenever it appears to the Trademark Trial and 
Appeal Board that questions or issues arising during the 
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interlocutory phase of an inter partes proceeding have 
become so complex that their resolution by correspon- 
dence or telephone conference is not practical and that 
resolution would be likely to be facilitated by a confer- 
ence in person of the parties or their attorneys with a 
Member or Attorney-Examiner of the Board, the Board 
may, upon its own initiative or upon motion made by 
one or both of the parties, request that the parties or 
their attorneys, under circumstances which will not re- 
sult in undue hardship for any party, meet with the 
Board at its offices for a pre-trial conference. 

(j) Use of discovery deposition, admission, or answer to 
interrogatory. (1) The discovery deposition of a party or 
of anyone who at the time of taking the deposition was 

oo alee. SES. ENS SEO SS 9 EON ora 
person desi y a party pursuant to iy 30(b)(6) 
or Rule 31(2) of the Federal ules of Civil Procedure, 
may be offered in evidence by an adverse party. 

_ 2) Except as provided in paragraph (j)(1) of this sec- 

tion, the discovery deposition of a witness, whether or 
ct 6 panty, cel aon be ailuced. is ovideoce enim the 
person whose deposition was taken is, during the testi- 
mony period of the party offering the deposition, dead; 
or out of the United States (ontaer it api an ae the ab- 
sence of the witness was procured by the party offering 
the deposition); or unable to testify because of age, ill- 
ness, infirmity, or imprisonment; or cannot be served 
with a subpoena to compel attendance at a testimonial 
deposition; or there is a stipulation by the parties; or 
upon a showing that such exceptional circumstances ex- 
ist as to make it desirable, in the interest of justice, to al- 
a= & enition to be used. The use of a discovery 

leposition party under paragrap 
allowed ed only A, y stipulation of the parties approved by 
the T: and Appeal Board, or by order of 
Spel acon cee ont 
the purported offer of the deposition in evidence, unless 
the motion is based upon a claim that such exceptional 
circumstances exist as to make it desirable, in the interest 
of justice, to allow the deposition to be used, in which 
case the motion shall be filed promptly after the circum- 
= claimed to justify use of the deposition became 
own 

(3) A discovery deposition, an answer to an interroga- 
tory, or an admission to a request for admisssion, which 
may be offered in evidence under the provisions of para- 
graph (j) of this section may be made of record in the 
case by filing the deposition or any part thereof with 
Gar aden te Gogh tn ode a chen a Gee 
terrogatory and answer thereto with any exhibit made 
Set St Se aivee, OF 9 Cane atte soqen Sot Stee 
sion and any exhibit thereto and the admission (or a 
statement that the party from whom an admission was 
requested failed to respond thereto), together with a no- 
tice of reliance. The notice of reliance and the material 
submitted thereunder should be filed during the testimo- 
ny period of the party who files the notice of reliance. 
An a cages Lay ai age meer ieeffe 
as a (ea subject to the objection will 


and? om ron act —_ = a - ie deposition is submitted 
made part of the record by a party, an adverse par- 
ei eee 
part of the deposition which should in fairness be con- 
sidered so as to make not misleading what was offered 
by the submitting party. 

(5) An answer to an interrogatory, or an admission to 
a request for admission, may be submitted and made part 
of the record by only the inquiring party except that, if 
fewer than all of the answers to interrogatories, or fewer 
than all of the admissions, are offered in evidence by the 
inquiring party, the responding party may introduce un- 
peek Ape high vnyer F any oth 


J so as to make not misleading what was of- 


inquiring party. 
Oe Peseta Goal tts ercciny wth cancdaneneead 
to preclude the reading or the use of a discovery deposi- 
tion, or answer to an interrogatory, or admission as part 
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of the examination or cross-examination of any witness 
bers, ooh the testimony period of any party. 

(7) When a discovery deposition, or a part thereof, or 
an answer to an interrogatory, or an admission, has been 
made of record by one party in accordance with the 
provisions of Cosma G3) of this section, it may be 
referred to by any pea for purpose permitted by the 
Federal Rules of Evidence 

fo era gpa requests for production, requests 

x admissions, and materials or itions obtained 
po rl nee epee pee 
Board except when submitted with a motion to compel 
discovery, or in support of or response to a motion for 
summary judgment, or under a notice of reliance during 


a party’s testimony period. 
23. Section 2.121 is revised to read as follow: 


§2.121 Assignment of times for taking testimony. 


(a)(1) The Trademark Trial and Appeal Board will is- 
sue a trial order assigning to each party the time for tak- 
ing testimony. No testimony shall be taken except dur- 
ing the times assigned, unless by stipulation of the 
parties approved by the Board, or, upon motion, by or- 
der of the Board. Testimony periods may be rescheduled 
by stipulation of the parties approved by the Board, or 
upon motion granted by the Board, or by order of the 
Board. The resetting of the closing date for discovery 
will result in the rescheduling of testimony periods 
without action by any party. 

(2) The initial trial order will be mailed by the Board 
after issue is joined. 

(b)(1) The Trademark Trial and A Board will 
schedule a testimony for the plaintiff to present 
its case in chief, a testimony period for the defendant to 
present its case and to meet case of the plaintiff, and 
a testimony period for the plaintiff to present evidence 
in rebuttal. 

(2) When there is a counterclaim, or when proceed- 
ings have been consolidated and one party is in the posi- 
tion of plaintiff in one of the involved proceedings and 
in the position of defendant in another of the involved 
POOeETNE: SF WHEE INNS See SONNENOD OF: 8 00h 
current use registration proceeding involving more than 
two parties, the Board will schedule testimony periods 
so that each party in the position of plaintiff will have a 
poled eee eae against each party 

the position of defendant, each party in the position 
of defendant will have a period for presenting its case 
and meeting the case of each plaintiff, and each party in 
the position of plaintiff will have a period for presenting 
evidence in rebuttal. 

(c) A testimony period which is solely for rebuttal 
will be set for fifteen days. All other testimony periods 
will be set for thirty days. The periods mey bs exended 
by stipulation of the parties approved by the Trademark 
Trial and Appeal Board, or upon motion granted by the 
Board, or by order of the Board. 

(d) When parties stipulate to the rescheduling of testi- 
mony periods or to the rescheduling of the closing date 
for discovery and the rescheduling of testimony periods, 
a stipulation presented in the form used in a trial order, 
8 Le ee 
one party incl a statement that every other 
party has agreed thereto, and submitted in one ori 
plus as many photocopies as there are parties, will, i 
proved, be s0 stamped, signed, and dated, and the copies 
will be promptly returned to the parties. 


24. Section 2.122 is revised to read as follows: 
§2.122 Matters in evidence. 


(a) Rules of evidence. The rules of evidence for pro- 
ceedings before the Trademark Trial and Appeal Board 
are the Federal Rules of Evidence, the relevant provi- 
sions of the Federal Rules of Civil Procedure, the rele- 
vant provisions of Title 28 of the United States Code, 
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rovisions of this Part of Title 37 of the Code of 
Federal Regulations: 

(b) Application files. (1) The file of each application or 
registration ified in a declaration of interference, of 
each application or registration specified in the notice of 
a concurrent use registration proceeding, of the applica- 
tion against which a notice of opposition is filed, or of 
each registration against which a petition or counter- 
claim for cancellation is filed forms part of the record of 
the proceeding without any action by the parties and 
reference may be made to the file for any relevant and 
competent purpose. 

(2) The allegation in an a for registration, or 
in a registration, of a date of use is not evidence on be- 
half of the applicant or registrant; a date of use of a 
mark must be established by competent evidence. Speci- 
mens in the file of an application for registration, or in 
the file of a registration, are not evidence on behalf of 
the applicant or registrant unless identified and intro- 
duced in evidence as exhibits during the period for the 
taking of testimony. 

(c) Exhibits to pleadings. Except as provided in para- 
graph (dX(1) of this section, an exhibit attached to a 
pleading is not evidence on behalf of the party to whose 
pleading the exhibit is attached unless identified and in- 
troduced in evidence as an exhibit during the period for 
the taking of testimony. 

(d) Registrations. (1) A registration of the opposer or 
petitioner pleaded in an opposition or petition to cancel 
will be received in evidence and made part of the record 
if the = gee ew or petition is accompanied by two cop- 
ies of the registration prepared and issued by the Patent 


and Trademark Office showing both the current status 

of and current title to the registration. For the cost of a 

ys - a registration showing status and title, see 
2.6(n). 

(2) A registration owned by any party to a proceeding 
may be made of record in the proceeding by that party 
by gh pee identification and introduction during the 

re) 


takin; testimony or by filing a notice of reliance, 
which shall be accompanied by a copy of the registra- 
tion = and issued by the Patent and Trademark 
Office showing both the current status of and current ti- 
tle to the re, tion. The notice of reliance shall be 
filed during the testimony period of the party that files 
the notice. 

(e) Printed publications and official records. Printed 
publications, such as books and periodicals, available to 
the general public in libraries or of general circulation 
among mem of the public or that segment of the 
public which is relevant under an issue in a proceeding, 
and official records, if the publication or official record 
is competent evidence and relevant to an issue, may be 
introduced in evidence by filing a notice of reliance on 
the material being offered, which notice shall specify the 
printed publication or the official record and the pages 
to be read, indicate generally the relevance of the mate- 
rial being offered, and be accompanied by the official 
record or a copy thereof whose authenticity is estab- 
lished under the Federal Rules of Evidence, or by the 
printed publication or a copy of the relevant portion 
thereof, including the title page and any other pa; 
needed to show the place and date of publication, the 
name and address of the publisher, and the name of the 
author or the editor. A copy of an official record of the 
Patent and Trademark ice need not be certified to be 
offered in evidence. The notice of reliance shall be filed 
during the testimony period of the party that files the 
notice. 

(f) Testimony from other proceedings. By order of the 
Trademark Trial and Appeal Board, on motion, testimo- 
ny taken in another proceeding, or testimony taken in a 
suit or action in a court, between the same parties or 
those in privity may be used in a proceeding, so far as 
relevant and material, subject, however, to the right of 
any adverse party to recall or demand the recall for ex- 
amination or cross-examination of any witness whose 
prior testimony has been offered and to rebut the testi- 
mony. 
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25. Section 2.123 is amended by revising paragraphs 
(a), (e)(3), Gj) and (k) to read as follows: 


§2.123 Trial testimony in inter partes cases. 


(a)(1) The testimony of witnesses in inter partes cases 
may be taken by depositions upon oral examination as 
provided by this section or by depositions upon written 
questions as provided by §2.124. If a party serves notice 
of the taking of a imonial deposition upon w ritten 
eer Ain ae edn Bett, etsy 

i deposition, present within the United States or any 
territory which is under the control and jurisdiction of 
the United States, any adverse y may, within fifteen 
days from the date of service of the notice, file a motion 
with the Trademark Trial and Appeal Board, for good 
cause, for an order that the deposition be taken by oral 
examination. 

(2) A testimonial deposition taken in a foreign country 
shall be taken by deposition upon written questions as 
provided by §2.124, unless the Board, upon motion for 
good cause, orders that the deposition be taken by oral 
examination, or the parties so stipulate. 


(e) Examination of witnesses. * * * 

(3) Every adverse party shall have full opportunity to 
cross-examine each witness. If the notice of examination 
of witnesses which is served pursuant to paragraph (c) 
of this section is improper or inadequate with respect to 
any witness, an adverse may cross-examine that 
witness under protest while reserving the right to object 
to the receipt of the testimony in evidence. Promptly af- 
ter the testimony is completed, the adverse party, if he 
wishes to preserve the objection, shall move to strike 
the testimony from the record, which motion will be de- 
cided on the basis of all of the relevant circumstances. A 
motion to strike the testimony of a witness for lack of 
proper or adequate notice of examination must request 
the exclusion of the entire testimony of that witness and 
not only a part of that testimony. 


see 


j) Effect of errors and irregularities in depositions: Rule 
32(d) (1), (2), and (3) (A) and (B) of the Federal Rules 
of Civil Procedure apply to errors and irregulari- 
ties in depositions. Notice will not be taken of merely 
formal or technical objections which shall not appear to 
have wrought a substantial injury to the party raising 
them; and in case of such injury it must be made to ap- 
scx = the objection was raised at the time specified 
in e. 


(k) Objections to admissibility. Subject to the provisions 
of paragraph (j) of this section, objection may be made 
to receiving in evidence any deposition, or part thereof, 
or any other evidence, for any reason which would re- 
— the exclusion of the evidence from consideration. 

yjections to the competency of a witness or to the 
competency, relevancy, or materiality of testimony must 
be raised at the time i in Rule 32(d)(3)(A) of the 
Federal Rules of Civil Procedure. Such objections will 
not be considered until final hearing. 


26. Section 2.124 is revised to read as follows: 
§2.124 Depositions upon written questions. 


(a) A deposition upon written questions may be taken 
before any person before whom depositions may be 
taken as provided by Rule 28 of the Federal Rules of 
Civil Procedure. 

(b)(1) A party desiring to take a testimonial deposition 
upon written questions shall serve notice thereof upon 
each adverse party within ten days from the opening 
date of the testimony period of the party who serves the 
notice. The notice shall 
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questions, shall be filed with the Trademark Trial and 


Appeal 

(2) A party desiring to take a discovery deposition 
upon written questions shall serve notice thereof upon 
each adverse party and shall file a copy of the notice, 
but not copies of the questions, with the Board. The no- 
tice shall state the name and address, if known, of the 
person whose deposition is to be taken. If the name of 
the person is not known, a general description sufficient 
to identify him or the particular class or group to which 
he belongs shall be stated in the notice, and the party 
from whom the discovery deposition is to be taken shall 
po er oneamgnenainna aes gh in the same 
manner as is provided by Rule 30(b)(6) of the Federal 
Rules of Civil Procedure. 

(c) Every notice given under the provisions of para- 
graph (b) of this section shall be ——— by the 
name or descriptive title of the officer whom the 
deposition is to be taken. 

(d\(1) Every notice served on any adverse party under 
the provisions of paragraph (b) of this section shall be 
accompanied by the written questions to be propounded 
on behalf of the party who proposes to take the 
tion. Within twenty days from the date of service o the 
notice, any adverse party may serve cross questions 
upon the party who proposes to take the deposition; any 
party who serves cross questions shall also serve every 
other adverse party. Within ten days from the date of 
service of the cross questions, the party who proposes to 
take the deposition may serve redirect questions on ev- 
ery adverse party. Within ten days from the date of ser- 
vice of the redirect questions, any party who served 
cross questions may serve recross questions upon the 
party who proposes to take the deposition; any party 
who serves recross questions shall also serve every other 
adverse party. Written objections to questions may be 
served on a party propounding questions; any party who 
objects shall serve a copy of the objections on every 
other adverse party. In response to objections, substitute 
questions may be served on the objecting party within 
ten days of the date of service of the objections; substi- 
= ~~ shall be served on every other adverse 


pay. ‘Upon motion for good cause by any ye or 
upon its own initiative, the Trademark Trial and Appeal 
Board may extend any of the time periods provided by 
paragraph (d)(1) of this section. err receipt of written 
notice that one or more testimonial depositions are to be 
taken upon written questions, the Trademark Trial and 
Appeal Board shall suspend or reschedule other pro- 
ceedings in the matter to allow for the orderly canes 
tion of the depositions -— written questions. 

ee Within ten days the last date when questions, 

objections, or substitute questions may be served, the 
party who proposes to take the deposition shall mail a 
festa ea Ya a en uestions to the 
oO designated in the notice; a 
of all the questions mailed to the o' 
on every adverse party. The 
notice shall take the testimony of the witness in response 
to the questions and shall record each answer immedi- 
ately after the corresponding question. The officer shall 
then certify the transcript and mail the transcript and ex- 
hibits to the party who took the deposition. 

(f) The party who took the deposition shall promptly 
serve a copy of the transcri; 
exhibits, and duplicates or p! 
hibits on every adverse party. It | 


discovery 
- vided by §2.120(). If the deposition is a 
position, nae anew Seems See 
tary exhibits and duplicates or of physical 
exhibits, shall be filed promptly with 
al and Appeal Board. 

(g) Objections to questions and answers in depositions 
upon written questions may be considered at final hear- 


ing. 
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27. Section 2.125 is revised to read as follows: 
§2.125 Filing and service of testimony. 


copy of the transcript of testimony taken in 
accordance with §2.123, together with copies of docu- 
mentary exhibits and duplicates or ee of physi- 
cal exhibits, shall be served on eac adverse party with- 
in thirty days after completion of the taking of that 


script corrected, on notice to each adverse party, 
to the filing of one certified transcript with the 

mark Trial and Appeal Board. The party who takes 
timony is responsible for serving on each adverse 

one copy of the corrected transcript or, if reasonably 
feasible, corrected pages to be inserted into the tran- 
script previously served. 

c) One certified transcript and exhibits shall be filed 
promptly with the Trademark Trial and Appeal Board. 
Notice of such filing shall be served on each adverse 
aw and a copy of each notice shall be filed with the 


“_. Each transcript shall wee oa —_ — 123(g) with 
respect to arrangement, indexing an 
(e) Upon motion by any party, “_ i cause, the 
Trademark Trial and Appeal Board may order that any 
rise of a deposition transcript or any exhibits that direct- 
disclose any trade secret or other confidential re- 
pte development, or commercial information may be 
filed under seal and kept confidential under the provi- 
sions of §2.27(e). If any party or any attorney or agent 
of a party fails to comply with an order made under this 
paragraph, the Board may impose any of the sanctions 
authorized by §2.120(g). 


§2.126 [Removed] 

28. Section 2.126 is removed. 

29. Section 2.127 is revised to read as follows: 
§2.127 Motions 


(a) Every motion shall be made in 
tain a full statement of the grounds, and bp Aare nade e or 
be accompanied by a brief. A brief in response to a mo- 
tion shall be filed within fifteen days from the date of 
service of the motion unless another time is specified by 
the Trademark Trial and A Board or the time is 
extended by order of the on motion for good 
cause. When a party fails to file a brief in response to a 
motion, the Board may treat the motion as conceded. 
An oral hearing will not be held on a motion except on 
order by the Board. 

(b) Any request for reconsideration or modification of 
an order or decision issued on a motion must be filed 
within thirty days from the date thereof. A brief in re- 
sponse must be within fifteen days from the date of 
service of the request. 

(c) Interlocutory motions, requests, and other matters 
not actually or potentially dispositive of a proceeding 
may be acted upon by a Member of the Trade- 
mark Trial and Appeal or by an Attorney-Exam- 
haat SP aS YO rE ee ee 


dele; 
Ch Wits ty party Ges 6 sinha te elias te io 
mi for judgment on the pleadings, or a motion for sum- 


y 8, 
pr aga 

respect to all matters not germane 
and no party should file any paper which is not germane 
to the motion. If the case is not disposed of as a result of 
the motion, proceedings will be resumed pursuant to an 
order of the Board when the motion is decided. 


30. Section 2.128 is revised to read as follows: 
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§2.128 Briefs at final hearing. 


(a\(1) The brief of the party in the position of plaintiff 
shall be due not later than sixty days after the date set 
for the close of rebuttal testimony. The brief of the par- 
ty in the position of defendant, if filed, shall be not later 
than thirty days after the due date of the first brief. A 
reply brief by the party in the position of plaintiff, if 
filed, shall be due not later than fifteen days after the 
due date of the defendant’s brief. 

(2) When there is a counterclaim, or when proceed- 
ings have been consolidated and one party is in the posi- 
tion of plaintiff in one of the involved proceedings and 
in the position of defendant in another of the involved 
proceedings, or when there is an interference or a con- 
current use registration proceeding involving more than 
two parties, the Trademark Trial and Ap Board will 
set the due dates for the filing of the main brief, and the 
answering brief, and the rebuttal brief by the parties. 

(3) When a party in the position of plaintiff fails to file 
a main brief, an order may be issued allowing plaintiff 
until a set time, not less than fifteen days, in which to 
show cause why the Board should not treat such failure 
as a concession of the case. If plaintiff fails to file a re- 
sponse to the order, or files a response indicating that he 
has lost interest in the case, judgment may be entered 
against plaintiff. 

(b) Briefs shall be submitted in typewritten or printed 
form, double spaced, on letter size paper. Without leave 
of the Trademark Trial and Appeal Board, no brief shall 
contain more than fifty pages of argument and, in the 
case of a reply brief, the entire brief shall not exceed 
twenty-five pases. Each brief shall contain an alphabeti- 
cal index o 


legible copies, on good quality paper, of each brief shall 
be filed. 


31. Section 2.129 is revised to read as follows: 
§2.129 Oral argument; reconsideration. 


(a) If a party desires to have an oral argument at final 
hearing, the party shall request such argument by a sep- 
arate notice filed not later than ten days after the due 
date for the filing of the last reply brief in the proceed- 
ing. Oral arguments will be heard by three Members of 
the Trademark Trial and Appeal Board at the time spec- 
ified in the notice of hearing. If any party ap; at the 
specified time, that party will be heard. If the Board is 
prevented from hearing the case at the specified time, a 
new hearing date will be set. Unless otherwise permit- 
ted, oral arguments in an inter partes case will be limited 
to thirty minutes for each party. A party in the position 
of plaintiff may reserve part of the time allowed for oral 
argument to present a rebuttal argument. 

(b) The date or time of a hearing may be reset, so far 
as is convenient and proper, to meet the wishes of the 
parties and their attorneys or other authorized represen- 
tatives. 

(c) Any request for rehearing or reconsideration or 
modification of a decision issued after final hearing must 
be filed within thirty days from the date of the decision. 
A. brief in response must be filed within fifteen days 
from the date of service of the request. The times 
fied may be extended by Snter of the Trademark rial 
and Appeal Board on motion for good cause. 


32. Section 2.131 is revised to read as follows: 
§2.131 Remand after decision in inter partes proceeding. 


If, during an inter partes proceeding, facts are dis- 
closed which appear to render the mark of an applicant 
unregistrable, but such matter has not been tried under 
the pleadings as filed by the parties or as they might be 
deemed to be amended under Rule 15(b) of the Federal 
Rules of Civil Procedure to conform to the evidence, 
the Trademark Trial and Appeal Board, in lieu of deter- 
mining the matter in the decision on the proceeding, 
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may refer the application to the examiner for reexam- 
ination in the event the applicant ultimately prevails in 
the inter partes proceeding. Upon receiving the applica- 
tion, the examiner shall withhold registration pending 
reexamination of the application in the light of the refer- 
ence by the Board. If, upon reexamination, the examiner 
finally refuses registration to the applicant, an appeal 
may be taken as provided by §§2.141 and 2.142. 


33. Section 2.132 is revised to read as follows: 
§2.132 Involuntary dismissal for failure to take testimony. 


(a) If the time for taking testimony by any party in 
the position of plaintiff has expired and that party has 
not taken testimony or offered any other evidence, any 
party in the position of defendant may, without waiving 
the right to offer evidence in the event the motion is de- 
nied, move for dismissal on the ground of the failure of 
the plaintiff to prosecute. The y in the position of 
plaintiff shall have fifteen days from the date of service 
of the motion to show cause why judgment should not 
be rendered a; ufheien him. In the absence of a showing of 
good and s it cause, judgment may be rendered 
against the party in the position of plaintiff. If the mo- 
tion is denied, testimony periods will be reset for the 
party in the position of defendant and for rebuttal. 

(b) If no evidence other than a copy or copies of Pa- 
tent and Trademark Office records is offered by any 
party in the position of plaintiff, any party in the posi- 
tion of defendant may, without waiving the right to of- 
fer evidence in the event the motion is denied, move for 
dismissal on the ground that upon the law and the facts 
the party in the position of plaintiff has shown no right 
to relief. The party in the position of plaintiff shall have 
fifteen days from the date of service of the motion to 
file a brief in response to the motion. The Trademark 
Trial and AP Board may render judgment against 
the party in the position of plaintiff, or the Board may 
decline to render judgment until all of the evidence is in 
the record. If judgment is not rendered, testimony peri- 
ods will be reset for the party in the position of defen- 
dant and for rebuttal. 

(c) Any motion filed under paragraph (a) or (b) of this 
section must be filed before the opening of the testimony 
period of the moving party. 


34. Section 2.134 is revised to read as follows: 
§2.134 Surrender or voluntary cancellation of registration. 


(a) yg a enn erga “~ a a 
ceeding, if the t applies for cancellation of the 
involved se ee gr section 7(d) of the Act of 
1946 without the written consent of every adverse party, 
judgment shall be entered against the respondent. 
(b) After the commencement of a cancellation pro- 
Ee een ee ae 
Trial and A Board that the respondent has permit- 
ted his inv ween 9 edhe ee re eae Aa 
tion 8 of the Act of 1946 or has failed to renew his in- 
volved registration under section 9 of the Act of 1946, 
an order may be issued allowing respondent until a set 
time, not less than fifteen days, in which to show cause 
why such cancellation or failure to renew should not be 
deemed to be the equivalent of a cancellation by request 
of it without the consent of the adverse party 
and not result in entry of judgment against re- 
pepe oe pepe dy Ae arly eagle erage 
absence of a showing of good and sufficient cause, 
judgment may be entered against respondent as provided 
meat fe poeta amg 


35. Section 2.135 is revised to read as follows: 
§2.135 Abandonment of application or mark. 


After the commencement of an opposition, concurrent 
use, or interference proceeding, if the applicant files a 
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written abandonment of the application or of the mark 
without the written consent of every adverse party, 
judgment shall be entered against the applicant. 


36. Section 2.142 is proposed to be revised to read as 
follows: 


§2.142 Time and manner of ex parte appeals. 


(a) Any appeal filed under the provisions of §2.141 
must be filed within six months from the date of final re- 
fusal or the date of the action from which the appeal is 
taken. ye ry ag by filing a notice of appeal and 


paying the appeal 

tb) The beet of ap copeal. 1 Gur beta within sixty 
days from the date o vem ite ae filed 
within the time pir ag ay the appeal may be dismissed. 
The examiner shall, within sixty da after the brief of 
appellant is sent to the examiner, file with the Trade- 
mark Trial and Appeal Board a written brief answering 
the brief of appellant and shall mail a copy of the brief 
to the appellant. The appellant may file a reply brief 
within twenty days from the date of mailing of the brief 
of the examiner. 

(c) All one made by the examiner and not 
oe subject of appeal shall be complied with prior to the 

cf an an appeal. 

“S The record in the application should be complete 
prior to the of an appeal. The Trademark Trial 
and Appeal will ordinarily not consider additional 
evidence filed with the Board by the appellant or by the 
examiner after the appeal is filed. After an appeal is 
filed, if the appellant or the examiner desires to intro- 
duce additional evidence, the appellant or the examiner 
may request the Board to suspend the appeal and to re- 
mand the application for further examination. 

appellant desires an oral hearing, a re- 
quest therefor should be made by a separate notice filed 
not later than ten days after the due date for a reply 
brief. Oral ar; it will be heard by three Members of 
the T: Trial and Appeal Board at the time s 
ified in the notice of hearing, which may be reset if the 
Board is prevented from hearing the argument at the 
specified time or, so far as is convenient and proper, to 
meet the wish of the appellant or his attorney or other 
authorized representative. 

(2) If the poe requests an oral argument, the ex- 
aminer who issued the refusal of ration or the re- 

uirement from which the appeal is taken, or in lieu 

f another examiner from the same examining divi- 
sion as by the supervisory attorney thereof, 
shall present an oral argument. If no request for an oral 
ee ee One eae 
cided on the record and 


argument to present a rebuttal argument. 
whe elegy ees SES eles cui 
tion, it appears to Trademark Trial and Appeal 
Board tha an ue not previously raised may render the 
see pew = yon: ‘Board may sus- 


application to the exam- 
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refusal of registration. If the supplemental brief is not 
filed by the appellant within the time allowed, the ap- 
peal may be dismissed. 

(4) If the supplemental brief of the appellant is filed, 
the examiner shall, within sixty days after the supple- 
mental brief of the appellant is sent to the examiner, file 
with the Board a written brief answering the supplemen- 
tal brief of appellant and shall mail.a copy of the brief to 
the appellant. The appellant may file a reply brief within 
twenty days from the date of mailing of the brief of the 


examiner. 

(5) If an oral hearing on the appeal had been request- 
ed prior to the remand of the application but not yet 
held, an oral hearing will be set and heard as provided 
incpaatigpapli Ge) 8 thle snetion/<Bt anions hentinet ed 
been held prior to the remand or had not been 
previously requested by the mee me 
may be requested by the tt by a separate notice 
Sied net haertlaeé-oundaee tiller Gardandinedene-o6 
ply brief on the additional ground for refusal of registra- 
tion. If the appellant files a request for an oral hearing, 
one will be set and heard as provided in paragraph (e) 
of this section. 

(g) An application which has been considered and de- 
cided on appeal will not be reopened except for the en- 
try of a disclaimer under section 6 of the Act of 1946 or 
upon order of the Commissioner, but a petition to the 

ioner to reopen an Ans sewers will be consid- 
ered only upon a showing of sufficient cause for consid- 
eration of any matter not already adjudicated. 


37. Section 2.146 is revised to read as follows: 
§2.146 Petitions to the Commissioner. 


From any 
ieee . . ication if 
permitted by §2.63(b); (2) in any case for which the Act 
of 1946, or Title 35 of the United States Code, or this 
Part of Title 37 of the Code of Federal Regulations 
that the matter is to be determined directly or 


cumstances; (4) in any case not y 

provided for by this part of Title 37 of the Code of Fed- 

eral Regulations; (5) in an extraordinary situation, when 

justice requires and no other party is injured thereby, to 

hs Sane eee requirement of the 

not being a requirement of the Act of 1946. 
substance d 


es = (see §2.6). Any brief in suppor ofthe 
——— be embodied in or accompany 
datisamsi ant enqpeudn anan eaieaaaiae 
ition to revive an abandoned application), the proof 
accordance 


Er tee doom of atiioran-deteeiaenie 
with §2.20, and any exhibits, shall accompany the peti- 


Pp kgetten ery nee aati 


specifically 
provided for shall be filed within sixty days from the 
date of mailing of the action from which relief is re- 


(eX) A from the denial of a for an 
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poe hg mae §2.119(a). No further paper relating to the petition 


(2) Ag petition from an interlocutory order of the 
Trademark Trial and Appeal Board shall be filed within 
thirty days after the date of mailin eee meme 
which relief is requested. Any brie: to the 
petition shall be filed, with any re exhibits, 
within fifteen days from the date of service of the peti- 
tion. Petitions and responses to petitions, and any papers 
accompanying a petition or response, under this subsec- 
sl na). be served on every adverse party pursuant to 

a 

(f) An oral hearing will not be held on a petition ex- 

cept when considered necessary by the Commissioner. 

(g) The mere filing of a petition to the Commissioner 

not act as a stay in any ap or inter partes pro- 
ceeding that is pending before the Trademark Trial and 
A Board nor stay the sonia for replying to an Of- 
fice action in an application except when a stay is specif- 
ically requested and is granted or when §§2.63(b) and 
2.65 are applicable to an ex parte application. 

(h) Authority to act on petitions, or on any petition, 
may be delegated by the Commissioner. 


§2.147 [Removed} 

38. Section 2.147 is removed. 

39. Section 2.165 is revised to read as follows: 
§2.165 Reconsideration of affidavit or declaration. 


(a1) If the affidavit or declaration filed pursuant to 
§2.162 is insufficient or defective, the affidavit or decla- 
ration will be refused and the re mgm will be notified 
of the reason. Reconsideration of the refusal may be re- 
quested within six months from the date of the mailing 
of the action. The request for reconsideration must state 
the grounds for the request. A supplemental or substi- 
tute affidavit or declaration required by section 8 of the 
Act of 1946 cannot be considered unless it is filed before 
the expiration of six years from the date of the registra- 
tion or from the date of publication under section 12(c) 
of the Act. The certificate of mailing procedure provid- 
ed by §1.8 does not apply to affidavits or declarations or 
to supplemental or substitute affidavits or declarations 
filed under section 8 (a) or (b) of the Act, but the certifi- 
cate of mailing by “Express Mail” procedure provided 
by §1.10 does apply thereto. 

(2) A request for reconsideration shall be a condition 
precedent to a petition to the Commissioner to review 
the refusal of the affidavit or declaration unless the first 
action refusing the affidavit or declaration directs the 
registrant to petition the Commissioner for relief, in 
which event the petition must be filed within six months 
from the date of mailing of the action. 

ge Nene rage Fa I 
hered to, the registrant may petition the Commissioner 
to review the action under vi 146(a)(2). The petition to 
the Commissioner review of the action adher- 
ing to the refusal of the vit or declaration must be 
filed within six months from the date of mailing of the 
action which denied reconsideration. 

(c) The decision of the Commissioner on the petition 
will constitute the final action of the Patent and Trade- 
mark Office. If there is no petition to the Commissioner, 
the Commissioner will the registrant of the refusal 
of the affidavit or declaration after the expiration of six 
years from the date of registration or from the date of 
publication under section 12(c) of the Act of 1946, and 
such notice will constitute the final action of the Office. 

(d) A petition to the Commissioner for review of the 
action shall be a condition precedent to an appeal to or 
action for review by any court. 


40. Section 2.173 is amended by revising paragraph 
(b) to read as follows: 


§2.173 Amendment; disclaimer in part. 
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see 


(b) No amendment in the identification of goods or 
services in a registration will be permitted except to re- 
strict the identification or otherwise to change it in ways 
that would not require republication of the mark. No 
amendment seeking the elimination of a disclaimer will 
be permitted. 


see2e#%8 
41. Section 2.184 is revised to read as follows: 


§2.184 Refusal of renewal. 


(a) If the application for renewal is incomplete or de- 
fective, the renewal will be refused. The application 
may be completed or vee F in response to a refusal, 
subject to the provisions of §2.183. If a response to a re- 
fusal of renewal is not filed within six months from the 
cote of mailing of the action, the application for renewal 

will be considered abandoned. A request to reconsider a 
refusal of renewal shall be a condition precedent to a pe- 
oe, to the Commissioner to review the refusal of re- 
newal. 

(b) If the refusal of renewal is adhered to, the regis- 
trant may petition the Commissioner to review 
action me §2.146(a)(2). The petition to the Commis- 
sioner requesting review of the action adhering to the 
refusal of the renewal must be filed within six months 
from the date of mailing of the action which adhered to 
the refusal. If a timely petition to the Commissioner is 
not filed, the application for renewal will be considered 
abandoned. 

(c) The decision of the Commissioner on the petition 
will constitute the final action of the Patent and Trade- 
mark Office. 

(d) A petition to the Commissioner for review of the 
action shall be a condition precedent to an appeal to or 
action for review by any court. 


42. Section 2.186 is revised to read as follows: 
§2.186 Action may be taken by assignee of record. 


Any action with respect to an assigned application or 
registration which may or must be taken by a registrant 
or applicant may be taken ath ~ aati provided that 
the assignment has been reco 
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understood, that those practicing before the PTO will 
have ready access to a code of professional responsibili- 
ty, and that procedure in disciplinary cases will be more 
easily understood. The PTO expects that the conduct of 
disciplinary proceedings under these rules will be more 
effective and less costly. 

Dates: The effective date of these rules (except §1.21(a) 
(5) and (6)) is Mar. 8, 1985. Section 1.21(a) (5) and (6) is 


effective Apr. 8, 1985. 

For Further Information Contact: Fred E. McKelvey by 
telephone at (703) 557-4025 (if no answer, message may 
be left at 703-557-4103) or by mail marked to his atten- 
tion and addressed to Box 8. fog of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: Attorneys and agents prac- 
tice before the Patent and Trademark Office (PTO) in 
patent cases. 35 U.S.C. 31. Attorneys also practice be- 
fore the PTO in trademark and other non-patent cases. 5 
U.S.C. 500(b). A few agents also practice before the 
PTO in trademark cases under rules in force prior to 
Jan. 1, 1957. 

A notice of proposed rulemaking for attorney and 
agent conduct and disciplinary pone was published 
on Aug. 11, 1983 in the Federal Register, 48 F.R. 36478, 
and on t. 20, 1983 in the Official Gazette, 1034 O.G. 
39, 1034 OG 33. A notice extending the comment 

iod and setting a second hearing was published on 
Oct. 5, 1983 in the Federal Register, 48 F.R. 45424, and 
on Oct. 18, 1983, in the Official Gazette, 1035 O.G. 19, 
1035 TMOG 17. The PTO decided to withdraw, and 
not adopt, the rules pro in the Federal Register no- 
tice of Aug. 11, 1983. There were numerous objections 
to the proposed rules and the public indicated that a 
longer period for study and review of a code of conduct 
and disciplinary procedures was necessary. 

An advance notice of proposed rulemaking setting out 
revised rules being niet for standards of conduct 
and disciplinary proceedings was published on Mar. 16, 
1984, in the Federal Register, 49 F.R. 10012, and on Apr. 
10, 1984, in the Official Gazette, 1041 O.G. 15, 1041 
TMOG 13. Numerous organizations and individuals filed 
comments in response to the advance notice. 

On Aug. 24, 1984, the PTO published in the Federal 
Register a notice of proposed rulemaking. 49 F.R. 33790. 
On Aug. 28, 1984, Soe untied wus eienantiiiied ine 
Official Gazette. 1045 O.G. 29; 1045 TMOG 25. The no- 
tice also in the Bureau of National Affairs, Pa- 
tents, Trademark & Copyright Journal, Vol. 28, No. 694, 
pp. 485-515 (Aug. 30, 1984). Twenty-two written com- 
ments were ti received in response to the notice of 
proposed rulemaking. The comments are analyzed here- 
in. A hearing was held on Oct. 10, 1984. Five individu- 
als a at the hearing. Oral comments made at the 
hearing are also analyzed herein. The twenty-two writ- 
ten comments and a copy of the transcript of the hear- 
ing are available for public inspection in Room 12B10, 
Crystal Gateway II, 1225 Jefferson Davis Hgw., Arling- 
ton, Va. 

This notice of rulemaking sets out rules in three areas: 

(1) Practice of attorneys and agents before the PTO in 
patent, and other non-patent cases (§§10.2 
through 10.19); 


2) A PTO Code of Professional Responsibility 
(§§10.20 through 10.112); and 
(3) —— i ores (a) veoion < of possible viola- 
tions of the PTO Code of Professional Responsibility 
and (b) disci: proceedings to reprimand, suspend, 
or exclude (disbar) ‘ndividuals from practicing before 
tho FTO etn, aher sotioe-end opposing or'8 haar: 
ee disciplinary rule of the 
Pio Code essional Responsibility (§§10.130 
through 10. 10. 170). 


Familiarity with the pana emis eae - 
in text 
ies peaahan tor comaumn tree avlen ab pagent 
rulemaking are discussed. Comments received in re- 
sponse to the notice of proposed rulemaking are dis- 
cussed. Comments not timely received in response to the 
advance notice are also discussed. 
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Le pty 2, and 3 are included in this notice to assist 
in correlating present rules with the new rules 
and to find the principal source for the new rules. An 
indication in Tables 1, 2, or 3 that a section is “new” 
means that a co ig section does not currently 
ai in Tile 37 of the Code of Federal Regulations. 
able 1 shows the principal sources of the new rules 
which relate to (1) admission to practice of attorneys 
and agents in patent cases and (2) practice in trademark 
and other non-patent cases. 

Table 2 shows the principal sources of the rules for 
the new PTO Code of Professional Responsibility. 

Table 3 shows the principal sources of the new rules 
for disciplinary proceedings. 

Other sources for, and rationale in support of, the pro- 
posed rules are discussed in the Supplementary Informa- 
tion of the advance notice, 49 F.R. 10012-10022, and the 
Supplementary Information of the notice of proposed 
rulemaking, 49 F.R. 33790-33803. 

In issuing these rules, the PTO has made every effort 
to minimize preemption of State control over the prac- 
tice of law. Thus, in §10.1, second sentence, the new 
tules provide: 

Nothing in . . . [these rules] shall be construed to pre- 

empt the authority of each State to maintain control 

pe et ice of law, except to the extent neces- 
sary for Patent and Trademark Office to accom- 

BE emer 

rovision of §10.1 is based on language in Sperry v 

ex rel, Florida Bar, 373 U.S. 379, 402 (1963), and 
pn clear the PTO’s intent to regulate only conduct 
related or relevant to practice before the PTO. 

In an effort to ascertain whether the proposed rules 
would have any adverse impact on the States, copies of 
both the advance notice of Mar. 16, 1984, and the notice 
of proposed rulemaking of Aug. 24, 1984, were sent to 
Bar Counsel in each State. The PTO received responses 
from Bar Counsel in Ala., Conn., Fla., Ga., Md., Miss., 
Nebr., Tex., and Vt. Comments were also received from 
the National Organization of Bar Counsel, the American 

Bar Association, and others. 

Alaska Bar Counsel, contrary to other bar counsel fil- 

ee suggested that creation of a PTO Code 
oF Prof ‘essional Responsibility would be “inherently con- 
cident et eon amenaer eammieanartna tabs ane 
fore the PTO. The new rules, however, do not establish 
for the first time a PTO Code of Professional Responsi- 
bility. The current PTO code appears in 37 CFR 
§§1.344 and 2.12. Sections 1.344 and 2.12 merely incor- 
porate by reference the Code of Professional Responsi- 
bility of the American Bar Association (1970). The new 
PTO code more riately sets out the standards of 
conduct relevant to the practice of law before the PTO. 
Alaska Bar Counsel also felt that it would be more ap- 
propriate if the PTO ethics violations 
by attorneys to local state enforcement authorities. This 
view was not shared by other bar counsel who filed 
comments. The statute 35 U.S.C. 32) authorizes the 
Commissioner to administer discipline. 


The PTO has 
taken disciplinary action in instances where a State has 
declined = do so. — there Siocipling 2 — 

ts who are not subject to ry en- 
Seovemens Fi Alaska Bar counsel 
su 
involved in a disciplinary matter to be im) . Con- 
has determined otherwise. 35 U.S.C. 32 and 5 
us SC. 500(6). 


ce Commies of Comer in apa te 


this notice under a discussion 


10.1(c) and 10830) (. The PTO’s response to the 


comment appears 
of §10.1. 
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An Assistant General Counsel of the State Bar of 
Georgia filed a response to the advance notice. The re- 
sponse stated, among other things: “Although due to the 
press of business at the present time I am unable to pro- 
vide a substantive response in this correspondence, I will 
respond within the me ay time limits after having 
an opportunity to study the enclosed . . . [advance no- 
tice].” No further response was received. 

Bar counsel for the Attorney Grievance Commission 
of Maryland filed a response to the advance notice. In 
his response Bar Counsel states in part: 

It doce sot appear'to me thet any of the proposed 

Rules would present any difficulty in the administra 

tion of discipline within Md. 

Complaint Counsel for Miss. responded to the ad- 
vance notice. He stated in part: 

I have not reviewed the proposed Code in comparison 

with the Code of Professional Responsiblity in ~— 

detail. In general however I can state that adoption of 
the proposed Code would not have an adverse effect 
upon the function of this office. 

The General-Counsel of the State Bar of Texas re- 
> to the advance notice and did “not perceive 

t any problem would be created by . . . [the proposed 
rules] in Tex.” The General Counsel did express the 
thought that the PTO’s use of the word “practitioner” 
instead of “lawyer” would not prevent reciprocal disci- 
pline in Tex. based on disciplinary action by the PTO. 
The PTO sees no reason for disagreeing with the Gener- 
al Counsel. The word “practitioner” is used by the PTO 
to define registered attorneys, registered agents, and oth- 
er attorneys authorized to practice in trademark and 
other non-patent cases before the PTO under 5 U.S.C. 


). 
The Chairman of the Professional Conduct Board of 
Vermont responded to the advance notice. He states in 


part: 
I find nothing contained in the proposed rules which 
would present any difficulty in the tion of 
disciplinary matters within the State of Vermont. Fur- 
ther, I see no problems created vis-a-vis the Code of 
Professional Responsibility in this jurisdiction. 
The President of the National Organization of Bar 
Counsel responded to the notice of proposed 
rulemaking. He expressed a concern as to whether the 
PTO intended to “provide for notice and information of 
. [each disciplinary violation by an attorney] to each 
jurisdiction where the attorney is licensed.” Two provi- 
sions of the rules are designed to insure that States are 
notified of PTO disciplinary action. Section 10.158(b) (1) 
requires a disciplined attorney to notify all bars of which 
he or she is a member and to file a copy of the notice 
with the Director of Enrollment and Discipline of the 
PTO. Section 10.159(a) requires the Director to notify 
and appropriate bar associations of 
PTO disciplinary action. In addition, as a matter of poli- 
cy, the PTO intends to mae the National Discipline 
Data Bank of the American Bar Association. 
Comments were filed in response to the advance no- 
tice and the notice of rulemaking by the 


Standing Committee on pesional Discipline of the 


i notice. 

Committee urged adoption of the 1983 ABA 

ules. The PTO is not now adopting the Model 
Rules inter alia because most States have not adopted 
those rules. If a significant number of states adopt the 
Model Rules, the PTO will consider further amend- 
ments to its Code of Professional Responsibility. The 
Standing Committee a changes to §10.23(c) (12) 
which are adopted in The Commit- 
tee suggested notice be given to a practitioner prior 
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to any meeting of the Committee on Discipline. This 

suggestion is not being adopted. In most instances, a 

itioner will be able to respond to a notice under 5 

U.S.C. 558(c). The Committee will have the practitio- 

ner’s response at the time of its deliberation. The Stand- 

toh chpulietee psa So-cis gable Ocews-appiened tis 
yo sn amtasies an Others opposed this 


ietleasde’ donate 
view of 35 U.S.C. 122. Panchen rati for not 
adopting the Standin, —,. suggestion appears 
later in the notice. Committee urged a 
Joe: in §10.149 to make oe en burden for proving a dis- 

violation one of “clear and convincing evi- 
dieod ” This suggestion is being adopted. The Standing 


Committee urged that more ees be ase than 
was authorized by §10.152 as suggestion 


is being adopted as explained mrther in this notice. The 
Standing Committee also tho 


t §10.159 should 
vide for notice to the ABA National Discipline Bata 
when the PTO 


Bank administers discipline. While 
§10.159 will not specifically mention the Data Bank, a 
change has been made to permit the Director to notify 
appropriate ber associations. The Data Bank is an appro- 
priate bar association. 

Changes in Text: Several changes have been made in the 
text of the new rules from the text of the proposed rules 
which were published for comment in the notice of pro- 

rulemaking. Those changes are discussed below. 

In §1.8, the new subparagrap! be (xiii 
pene mag oe eA (xii) a added when the rules relating to 
= interfe were amended. See 49 

R. 48451 (Dec. 1 iP 1984). 

In the first sentence of §1.31, the term “agent” has 
bet changed to “registered agent” to make clear that 
registered agents are intended. 

Section 1.33(c) is being amended to delete a reference 
poe oy §§1.341 and 1.347 and to now refer to §§10.5 

Section 1.56(f) and (h) is being amended to delete a 
Ole to former §1.346 and to now referred to 

In the second sentence of -§10.1, “subpart shall” has 
been changed to “part shall” and “maintain control 
over” has been changed to “regulate.” In the same sen- 

“within its borders” has been deleted. 
In §10. 2(b) (1), “maintain the re; ” has been 
to “maintain the register provided for in §10.5”. 
pe the next-to-the-last sentence of §10.7(b), “examining 
ea Byer oy ey ape al : 
language “, + ” in t changed 
to read “a resident alien” to make clear that aliens regis- 
tered under paragraphs (a) or (b) of §10.6 must be resi- 
dent aliens. 

In the first sentence of §10.14(c), “foreigner” has been 
changed to “foreign attorney or agent”, “regi 
in good standing” has been c'! 

standing”, “applicants” 

and “trademark applications” 
to “trademark cases”. 

In §10.18(a) (1), “the paper has been read” has been 
Sane gag Bee heey saad. Rp an gree: 


have been made in §10.23. 
In Ie S10: 23(c) (4 oo ) (iii), “improperly” has been added be- 
fore “‘bestowin, 


g.” 
wy oy “on ethical grounds” has been added 
after the first occurrence of “attorney or agent” and 
‘suspension or disbarment as an attorney or agent” (af- 
wat $0230) Cy patent he been added bef 

c added before “ap- 

A candid deeinenton tok te nai 
ts a socond sentence: “See §§1.6040) and 1-607() of 


inn $1025) 
In §10.23(c) (8), “Failing to forward” has been 
changed to to inform a client or former client”; 


+ . 


correspondence which 
has Sonn Ghingtd 40 “htaummeanpudense of whiel", and 
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“under the circumstances should be forwarded to the 
client or former client” has been changed to “under the 
circumstances the client or former client should be noti- 


Section 10.23(c) (12) has been changed to read: 
“Knowingly filing, or causing to be filed, a frivolous 
complaint alleging a violation by a practitioner of the 
Patent and ‘Trademark Office Code of Professional Re- 
sponsibility.’ 

In §10. 23(c) (15), “including” has been changed to 
“making a” and “matter” has been changed to “state- 
ment”. 

In I wer. 36(b) (3), the language “in the locality” has 


The ‘following language has been deleted from 
§10.40(c): “, and may not withdraw in other matters,”. 
In §10. 62(b), ), the language —— or pending 


litigation or” has been delet 

In $10.63(a), the rae ac “contemplated or pending 
litigation or” has been deleted. Both occurrences of “‘tri- 
al or” have been deleted from §10.63(a). The language 
“contemplated or pending litigation or” has been deleted 
from §10.63(b). 

The foilowing sentence has been added to §10.64(b): 
“A practitioner may, however, advance any fee required 
to prevent or remedy an abandonment of a client’s appli- 
cation by reason of an act or omission attributable to the 
practitioner and not to the client, whether or not the cli- 
ent is ultimately liable for such fee.” 

In $10. 84(a) %@), “§10.85” has been changed to “this 


The following sentence has been added to §10.87(a): 
“It is not improper, however, for a practitioner to en- 
courage a client a meet with an opposing party for set- 
tlement discussio 

saree (5) of §10.89(c) as it paspeomed in the no- 

proposed rulemaking been deleted. 
<= (6) of §10. ry as it it appeared in the no- 
tice of proposed concours been changed to read: 
“(5) Engage in a7 x discourteous conduct be- 
fore the Office §1 33 of this er ow yall , 
pase of ‘$10. 89(c) has been redesignated 


su 6) 
In §10.112(a), the language: 
maintained: (1) in the case of a practitioner whose of- 
fice is located in the United States, the State in which 
Rapuetnns nese canie or (2) in the case of 
a practitioner having an office in a foreign country or 
fami cone under §10.6(c) in the United States or the 
country 
has been been changed to read: 
maintained in the United States or, in the case of a 
practitioner having an office in a foreign country or 
registered under $10.6(0), in the United States or the 


foreign country. 

In §10.131(a), the second sentence has been deleted as 
being unnecessary in view of §10.132(b). The second 
sentence of §10.131(a) in the notice of proposed 
rulemaking read: 


that a violation of a Disciplinary Rule by a practitioner 
In the first sentence of $10.132(a), the “that 
there is probable cuase to believe” has been The 
Committee on Discipline, not the Director, shall deter- 

cause to believe that a 


has 
TOA) and 10. 13200) 
Several changes have been made in §10.133. In the 


ges 

first sentence of §10.133(b), the “§§10.132(b) 
and 10.134” has been replaced with —_ .134”. The ref- 
See oo etin tes Ging” to 418 13500 language “his 
her resignation by oe: 5 
loted as The second sentence of §10.133(b) 
has been modified to become new and 
(d). (c) indicates the content 

la iy ate eg hy » @ i ya 
tive law oo or 
cates the content of an affidavit of resignation filed 
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or after the date set by the ALJ for hearing. Paragraph 
(c) has been redesignated as new ph (e). In addi- 
tion, the language hh (b)” therein has been 
& or (c)”. a (d) and 

ted as new paragraphs (f) and 


(g), respectively. 
In ae A Le (i), une on Enrollment” has 
hanged 


In $10. 149, “a ten ea of” has been changed in 
both instances to “clear and convincin, 

Several changes have been made to §10. 152 to expand 
discovery. Paragraphs (a) and (b) of §10.152 as set out in 
the notice of rulemaking have been redesignat- 
ed as paragraphs (e) and (f), nee dort and new para- 

phs (a) through (d) have been added. New paragraph 
fa) sets forth discovery which is authorized. New para- 
graph (b) sets forth matter which cannot be discovered. 
aragraph (c) sets forth factors which an ALJ can con- 
sider in determining whether to authorize discovery. 
Paragraph (d) requires that a motion be filed which 
addresses specifically and separately each particular re- 
quest st for discovery. In paragraph ©. (formerly para- 
graph @), a new subparagraph (3) has been added to 
specify that the ALJ may require the parties to set out 
in a pre-hearing statement information related to expert 
witnesses. Old subparagraphs (3) and (4) have been 
ae as new subparagraphs (4) and (5), respec- 
tive 

In %j10. 154(b), a new subparagraph (5) has been added 
which states: “(5) any extenuating circumstances.” 

In §10.155(a), both occurrences of “on the respon- 
dent” have been deleted 

Several changes have been made to §10.158. 
In §10.158(b) (1), after “all clients of the practitioner” 
the following has been added “for whom or she is 
handling matters before the Office”. In §10.158(b) (2), 
“client’s active case files” has been changed to “client’s 
active Office case files”. In §10.158(c), changes have 
been made to make paragraph (c) applicable to corpo- 
rate patent departments and to prohibit a suspended or 
excluded practitioner from meeting in person or in the 

resence of another practitioner with an official of the 
PTO in connection with the prosecution of a patent, 
trademark, or other case. 

The following has been added to the end of 
§10.159(a): “and any appropriate bar associations,” 

Several changes have been made in §10.160{c). “A 
practitioner has been ane ye or excluded” has been 
changed to “An individual who has resi under 
§10.133 Ore eee tee The 
language “if the Director is satisfied” has been changed 
showing”. The language spended 4 of cndloded peat 

wing”. guage “si or exc’ practi- 
tioner” has been changed to “individual”. 
Response to and Analysis of Comments: Twenty-two (22) 
written comments where timely received in response to 
the notice of rulemaking. The comments have 
been analyzed. ——— made in comments 
have been adopted and have been rejected. A de- 
tailed analysis of the timely received comments follows. 
Several comments were not timely received 7” July 9, 
1984, in to the advance notice of 
of Mar. 16, 1984. These comments have now 
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fice to accomplish its federal objectives.” See Sperry v 
Florida ex rel. Florida Bar, 373 U.S. 379, 402 (1963). See 
also Michigan Canners and Freezers Ass’n. v. Agricultural 
Marketing and Bargaining Board, 104 S. Ct. 2518, 2523 
(1984) (State Law is preempted when it stands as an ob- 
stacle to the accomplishment and execution of the full 
. and chination of Congress) and Fidelity — 

vings and Loan Ass’n. v. de la Cuesta, 102 S. Ct. 
3014, 3022 (1982) (federal regulations have no less pre- 
emptive effect than federal statutes). 

Several comments were received concerning §10.1. 
The Florida Bar noted that in the notice of 
rulemaking the PTO indicated “that failure to pay State 
bar dues is not a basis for suspension or exclusion before 
the PTO because failure to pay the dues has no relation- 
ship to the federal objectives which the PTO seeks to 
accomplish.” 49 F.R. 33795, column 1, third full para- 
graph. The Florida Bar suggested that “‘the loss of 
standing [should] be of concern to the PTO.” The PTO 
agrees in part. Suspension from a State bar for failure to 

pay dues will not be viewed by the PTO as “miscon- 

duct.” See §10.23(c) (5), which has been changed to de- 
fine misconduct as suspension or disbarment on ethical 
grounds. If an attorney is suspended by his or her State 
bar for failure to pay bar dues, and for that reason is no 
ee; in good standing before the State bar, that attor- 

is no longer an attorney within the meanin mye ord of 
§10. 1(c). An attorney suspended from his or her 
bar for failure to pay bar dues would no longer be eligi 
ble to represent individuals before the PTO in trademark 
and other non-patent cases. 

One commentator suggested that the second sentence 
of _ be changed to read: “Nothing in this subpart 
shall be construed to preempt the authority of each 
State to regulate the practice of law, except to the ex- 
tent necessary for aa Patent and Trademark Office to 
accomplish its federal objectives.” The suggestion is be- 
ing adopted. The commentator noted that as originally 
proposed in the notice of proposed rulemaking, the 
phrase “to maintain control over the practice of law 
within its borders” is unduly restrictive. The commenta- 
tor correctly pointed out that “[c]ertainly, New York 
would have the authority to — the practice of law 
by a New York attorney residin > Fla.” 

er commentator noted the language “federal ob- 


Anoth 
jectives” in §10.1 and felt it would be appropriate for the 
PTO “to set forth what the federal objectives really are.” 
The PTO does not ape it is appropriate to set out in 


the re; federal objectives. The —s aay 
gages in the examination of applications for 

amination of issued patents, examination o soeiaaiens 
for registrations of trademarks, and numerous inter partes 
patent and trademark proceedings. The federal objectives 
of the PTO center around these activities. 

With respect to §10.2(c), one commentator argued 
that “it is unfair to require the payment of a fee to re- 
view a final decision of the Director.” The PTO dis- 
agrees. The review provided by §10.2(c) is a service pre- 
formed by the PTO for which a fee may be 1 a 
There is no compelling reason for not charging a fee. 

Several comments were received discussing §10.4. 
One commentator suggested “that a provision for no 
discovery or testimony from a member of the Commit- 
tee on Discipline is unfair and inappropriate.” The PTO 
does not believe that a “mini-trial” should be conducted 
in a ae disciplinary proceeding of how or why 
the Commi on Discipline reached its decision. The 
commentator a argued that 10.4(c) “would be in di- 
rect conflict with the Federal Rules of Civil Procedure” 


Rules of Civil Procedure do not apply to disciplinary 
cases in the PTO. Moreover, those rules do not apply in 
<apee. sning Seemegerrew = elercinan. a) OS See 
missioner a disciplinary matter. Applicable law (35 
U.S.C. 32 and. Local Rule 1-26 of the district court) pro- 
vides for review on the record made in the PTO. See 
also Camp v. Pitts, 411 U.S. 138 (1973). Hence, there is 
no discovery in a proceeding under 35 U.S.C. 32. 
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Comments were received which suggest that the asso- 
ciate and assistant solicitors in the ice of the Solicitor 
cannot be isolated from the Solicitor and the Deputy 
Solicitor. The associate and assistant solicitors are to be 
isolated so that (1) the associate and assistant solicitors 
may act as attorney for the Director in prosecuting a 
disciplinary proceeding and (2) the Solicitor and Deputy 
Solicitor may act as legal advisor to the Commissioner 
in deciding a disciplinary matter. In disciplinary matters, 
the associate and assistant solicitors will report directly 
to the Director. Associate and assistant solicitors will 
not have occasion to discuss disciplinary matters with 
the Solicitor or Deputy Solicitor. 

The following discussion in the Attorney General’s 
Manual on the Administrative Procedure Act, pp. 57-58 
(1947), commenting on original §5(c) (now 5 U.S.C. 
554(d)) is believed particularly relevant to the issues 
raised in the comments: 

Assuming that an agency will in many cases wish to 
consult with certain of its staff members, it may pro- 
ceed in one of two ways. It may in a icular case 
consult with staff members who in fact have not 
performed investigative or prosecuting functions in 
that or a factually related case. In the alternative, the 
agency may find it feasible so to organize its staff as- 
signments that the staff members whom it most fre- 
quently desires to consult will be free of all investiga- 
tive and prosecuting functions. 


see 


[I]f the agency so organizes its staff that the general 
counsel is not responsible for the investigative and 
prosecuting functions, he would be regularly available 
to the agency for consultation on the decision of 


cases. 

Several commentators suggested that members of the 
public or the PTO bar should be members of the Com- 
mittee on Discipline. This Sal pevnes is not be Eh 
adopted. As noted in the notice rulemaking 
(49 F.R. 33793, column 2, last wt ste there are two 
reasons for not adopting the suggestion. Use of individu- 
als outside the is made cult by 35 U.S.C. 122. 
Administrative delays would take —_ because it would 
be more difficult to schedule meetings 

One commentator suggested that ‘the language “at 
least” in the phrase “at least three employees of Of- 
fice” should be deleted from the second sentence of 
§10.4{a). This ga pent is not being adopted. The“‘at 
least” language will permit the Commissioner to appoint 
alternate members to substitute for a member who may 
be disqualified or who may be unavailable for an extend- 


period. 

Section 10.10 provides that only practitioners who are 
registered under ee = or individuals given limited rec- 
ognition under §10.9 will be permitted to prosecute pa- 
tent applications of others before the PTO. One com 
ment was received which noted that the rules Ay not 
address the “status” of (a) “an individual in a training 


directed to the preparation and prosecution of 

pa rere for patent” or (b) “a long-time employee 

working within a patent organization in the area of 

preparation and prosecution of applications for patent, 

but has never become to practice as either a 

Patent Agent or Patent Attorney.” The commentator 

that the rules should state what such individu- 

als or go" yr may do. The suggestion is not being 

practitioners (attorneys and 

ages) may practice patent law before the. PTO. The 

commentator also suggested that the rules should pro- 

vide that long-time corporate or government employees 

who have never been registered should be given limited 

recognition by the PTO. This su ion is not being 

adopted. Limited will be given only on a 
case-by-case basis. See 


8 The 
would 
cision of 


counsel's participation in rule making and in court litigati 
entirely compatible with his role in advising the in de- 
. by ion Xe). agency 
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One comment suggested that “applicants” and “trade- 
mark applications” in the first canes of §10.14(c) ren- 
dered it unclear whether an individual authorized to 
Pe pee a tnt ee oat ye 
cute post-registration cases, such as a cancellation p 
ceeding. The rule has pee clarified by changing “appli- 
cants” to “parties” and “trademark applications” to 
“trademark cases”. An individual authorized to repre- 
sent others under §10.14 is authorized to appear in any 
trademark case. 

Several comments were received discussing §10.18. 
One comment made at the hearing suggested that the 
- should specify who should read the paper being 

poe The commentator stated: “I think it would be 

tary if what you really mean is that the practitioner 

a ge signs it has read it.” The suggestion is being 

adopted and the language of §10. 18) (1) has been 

changed from “the paper has been read” to “the paper 
has been read by the practitioner”. 

Two individuals commented that requiring the signa- 
ture of a practitioner would eliminate the “custom” of 
having an associate sign the name of a principal attorney 
on a which the principal authorizes the associate 
to file. ion 10.18 requires that the qoondtlanas sign- 
ing the paper sign his or her own name. The rule would 
permit associate attorney John Smith to sign on behalf 
of principal attorney David Jones by signing the paper 
as follows: “David Jones by John Smith.” The rule 
would not permit Smith to merely sign Jones’ name or 
to sign “David Jones by JS.” The rule does not autho- 
rize a non-practitioner (e.g., a para-legal or secretary) to 
sign a paper on behalf of a practitioner. 

One comment asked the following: 

Assume an inventor is under Final Rejection and the 

period for proper response is near at hand. The attor- 

ney is now instructed to “keep the case alive” until a 

CIP [continuation-in-part] is prepared and filed. For 

reasons outside the control of the attorney, the CIP 

cannot be filed in time. Assume now the attorney files 

a Notice of Appeal, never intending to prosecute the 

appeal, intending only to buy time until the CIP — 

be filed. Would the filing of the Notice of Ap 

late Rule 10.18 and subject the attorney to disci- 

plinary action? 

A notice of appeal is a proper response to a final re- 
jection. Accordingly, it would not appear under the 
circumstances outlined that the notice of appeal was “in- 

for delay” within the meaning of Bio. 18(a) (4). 
ree comments were received discussing §10. 2. One 
comment s oe that modifiers, such as i ewer y” 
and ‘ ee ene ae of 
$10.22. The hoes is not being adopted. A 
ally false statement,” a failure “to disclose a prewneir 
fact,” or the application of another “known 
to be unqualified” constitute acts which cannot be char- 
acterized as innocent. Accordingly, there is no need to 
insert the “modifiers” in the text of the rule. Another 


‘disreputable’ 
the meaning of 35 U.S.C. 32. A third commentator 
suggested that §10.22(b) is too broad because a practitio- 
ner could recommend an individual for membership in a 
bar and the individual might fail to pass the bar exami 


nation. Unless a practitioner has good reason to know 
that the individual will fail to pass a bar examination, it 
is not apparent how the practitioner’s recommendation 
could amount to a violation of the PTO Code of Profes- 
sional Responsibility. 
Numerous comments were received discussing §10.23. 
One comment suggested that §10.23(c) (8) be changed to 
notification of a client rather than requiring cor- 
respondence to be forwarded. This suggestion has been 
FR eg ta enh 
suggestion was made to delete 
$5000 is §10.23(c) (17). Att ane 
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adopted. See the discussion in the advance notice, 49 
F.R. 10016, column 1. : 
A suggestion was made that §10.23(c) (5) has “a built- 
in inequity as regards different patent attorneys in differ- 
ent states.” According to the commentator, a practitio- 
ner suspended for an act by Ohio might not be suspend- 
ed for the same act by New York. The commentator 
reasons it would be unfair for the Office to suspend the 
Ohio practitioner, but not the New York practitioner. 
The commentator’s concern is not warranted in view of 
the second sentence of §10.1. 
Another commentator noted that §10.23(a) © “points 
up the difficulty of superimposing . . . [a] set of rules on 
the various local jurisdictions.” Here again, the com- 
mentator’s concern is not believed warranted in view of 
the second sentence of §10.1. Another commentator not- 
ed that “moral turpitude” is hard to define. It was 
suggested that possession of marijuana is regarded as a 
crime involving moral turpitude in some states where a 
99-year sentence may be received. It was suggested that 
in other states possession of marijuana might result in “a 
slap on the wrist.” If a practitioner is incarcerated for a 
crime in a state, it follows that the practitioner is not ca- 
le of representing individuals before the Office. This 
is true even if the same practitioner would not have 
been incarcerated in another state for the same act. 

The Florida Bar raised a question concerning 
§10.23(c) (5) which is answered under the discussion 
above of §10.1. Section 10.23(c) (5) has been changed to 
make suspension or ent “on ethical ” a 
basis for suspension or disbarment by the ice. “Ethi- 
cal grounds” would include incompetence, but would 
not include failure to pay State bar dues. 

One comment suggested that “disreputable” and 
“gross misconduct” in §10.23(a) be defined. The terms 
“disreputable” and “gross misconduct” appear in 35 
U.S.C. 32 and need no further definition in the rules. 
For a discussion of “disreputable,” see Poole v. United 
on 54 A.F.T.R. 2d (P-H) 84-5536 (D.D.C. June 29, 

Several comments suggested that the Model Rules of 
Professional Conduct of the American Bar Association 
(1983) be adopted in place of §10.23. Adoption of the 
Model Rules was given tion prior to publica- 
tion of the advance notice and the notice of Ly sere 
rulemaking. The matter has been considered 
However, it has not been demonstrated to the Office 
that a large number of states have adopted the Model 
Rules. As noted in the notice of p rulemaking, at 
least Va. has rejected the Model Rules. Accordingly, the 
PTO will not, at this time, adopt the Model Rules. If a 
large number of states adopt the Model Rules in the fu- 
Ss ie oe 


tion. 
“One comment suggested that “before the Office” 
i after ”” in §10.23(b) (4), (, 


the word “cond 
and (6). This suggestion is not being adopted in view of 
Se 

A suggestion was received perly” be in- 


a at the Kercher mg of §10. Ke) @ by te This sugges- 


x cane was received that the word “patent” be 
inserted before “application” in §10.23(c) (7). This sug- 
gestion has been 

A suggestion was received that §10.23(c) (15) be 
changed so that a trademark practi could present 


of registrability. 

In re McGinley, 660 F.2d 481, 211 USPQ 668 SCcHK 
1981). Section 10.23(c) (15) has been changed to refer 
only “making a scandalous or indecent statement in a 

filed in the Office.” 

eral individuals su that it may be difficult 
to determine the identity of tunder §10.23(c) dig er 
larly in —— patent departments. will 
presume that know the identities of their 
sc ensteiminwesdae 

a manner acceptable to the client. 

"“hocdon 1 10.250) (12) has been changed in response to 
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comments which suggested that it would be difficult for 
ractitioners to comply with §10.23(c) ru on the one 
hand and §§10.24 and 10.131 on the other hand. The 
one of §10.23(c) (12) is to eliminate a frivolous com- 
panes laint against practitioners. Accordingly, §10. 23(c) (12) 
been changed to define as misconduct “knowingly 
filing, or causing to be filed, a frivolous complaint alleg- 
ing a violation by a practitioner of the Patent and 
Trademark Office Code of Professional Responsibility.” 

Several individuals criticized §10.24. The provisions of 
§10.24 are derived from DR 1-103 of the Code of Pro- 
fessional Responsibility of the American Bar Association 
(1970)—the rule currently a Sg to practitioners. 
See 37 CFR §§1.344 and 2.13. The PTO is not aware 
that the current rule causes any problems. Accordingly, 
the numerous suggestions to delete or amend §10.24 are 
not being adopted. 

One comment was received which suggested that 
charging another person with trademark eaten 
and requesting that the rer withdraw a pending ap- 
lication “might be . reted as a violation” of 

10.31{a). The PTO A reasonable interpreta- 
tion of the rule does not justify the unreasonable con- 
struction by the commentator. 

At the hearing, an individual discussed §10.32. The 
individual suggested that three “practices” should be 
sanctioned under any PTO Code” of Professional Re- 
sponsibility and it was su: that all three practices 
might be prohibited by $10.32. First, the individual 
suggested that “the giving of moderately priced presents 

to established clients on appropriate occasions— 
Christmas, weddings of their daughters” should not con- 
stitute a violation of §10.32. The PTO agrees. The giv- 
ing of a gift to an “established client” on san occasions 
suggested is not a gift “to a person for recommending 
the practitioner’s services.” Second, the individual 
suggested that a practitioner should not be prohibited 
= “paying for ordinary client entertainment.” The 
agrees. Again the “client” is not * ‘a person recom- 
ractitioner’s services” in return for being 
ird, the individual ar that the rules 
aetabeee not ‘preclude an “exchange of cases with foreign 
practitioners.” An “exchange” was said to occur 
“[w]here a foreign patent practitioner in his country 
sends cases to an American patent or trademark practi- 
tioner to prosecute before the PTO, and you nF the 
foreign firm cases to prosecute before the foreign patent 
office, on the more or less explicit basis that it’s some- 
thing in the nature of a trade.” According to the indi- 
vidual, the “exchange” ordinarily takes place without 
knowledge of the practitioner’s client. The individual 
expressed the opinion that “exchanges” without knowl- 
of the client presently occur routinely. The PTO 
believes that the suggested “exchange” may ethically 
take place only when the vesye og clients are fully 
advised of the exchange. other witnesses at the 
ing expressed the view—correctly the PTO believes 
—that client knowledge is essential to an ethical ex- 
change of the type contemplated. No change in §10.32 is 
being made. 


mending os ae 


A ee was received that “in matters before the 
Office” be inserted after “professional employment” in 
$10.33. The suggestion is not being 


adopted in view of 

the second sentence of §10.1. Another comment 

suggested that Rule 7.3 of the Model Rules of Profes- 

sional Conduct ee Sas place of §10.33. 

The suggestion is not being adopted. Section 10.33 is 
based partly on Rule 7.3, but contains the additional 


” In “Onealik v. 


bulance 

Ohio State Bar Ass’n., 436 U.S. 447 a 8), the Supreme 
Court held that a state could lawfully regulate ambu- 
lance chasing. In its opinion, the Supreme Court said: 
We need not discuss or evaluate each of these inter- 
ests in detail as aS ee 
has a legitimate and indeed * ”” interest in 
preventing those aspects of tation that involve 
fraud, undue influence, sicinudation, overreaching, 
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that 


and other forms of ‘vexatious conduct.’ We 
solicita- 


protection of the public from these aspects o' 

tion is a legitimate and important state ora 
436 U.S. at 462. The additional language appearing in 
§10.33 is designed to limit the application of §10.33 to 
those situations in which the PTO has a legitimate inter- 
est. See also 35 U.S.C. 32 and §10.31(a). 

A suggestion was received that §10. 35(b) should be 
deleted. According to the suggestion, “[rjegulation of 
the practitioner’s business arrangements should be left to 
state re, .”” While the is in general agree- 
ment with the rationale suggested, there exist partner- 
ships of — which are not subject to regulation by 
any state. Moreover, the commentator has not suggested 
or shown that §10.35(b) is inconsistent with the policy 
of any state. Practitioners should not be free to hold 
themselves out as being associated with a partnership or 
other organizations when an association does not in fact 


exist. 

One comment su; that “in the locality” be de- 
leted from §10.36(b)(3). This suggestion is being 
adopted, because “in the locality” has no particular sig- 
nificance in the practice of patent and trademark law. 
Clients of patent and trademark practitioners are not 
necessarily located where counsel are located. More- 
_ the a is national in scope. 

ee oe suggested that the PTO 

should delete su’ hs (1) re (2) from §10.37(a). 
This suggestion is not being adopted. The individual 
suggested that a client need not know that “employ- 
ment” has been referred to another practitioner or to a 
foreign practitioner. The PTO disagrees and so did three 
other individuals who expressed a view at the hearing. 
Moreover, the PTO believes that when “farming out” 
occurs with the consent of a client, that the fee division 
should be proportional to the services rendered. Under § 
» “farming out” of work without knowledge and 
consent of a client will constitute a disciplinary rule vio- 


One commentator suggested that §10.39 “may result 
in numerous claims to the effect that a practitioner 
brought a proceeding ‘merely for the purpose 
harassing or maliciously injuring another 
tion 10.39 continues existing policy (37 C §1.344 and 
DR 2-109 of the ABA Code {1970)) Under existing pol- 
icy, the PTO has not experienced “numerous claims.” 
Accordingly, there is no reason to expect such claims 
under $10.39. 

A suggestion was received that the first sentence of 
gin -* be changed to read: “A practitioner may with- 

from employment in a proceeding before the Of- 
men without permission from th 


draw in other matters,” be deleted from §1040(e) This 
suggestion has been adopted. 

One comment asked whether a power of attorney giv- 
en during tion of a patent application continues 
to be after the patent is issued. The answer is 


address es- 
application which 
matures into the patent being reexamined. See 37 CFR 
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§1.525. Notices concerning maintenance fees likewise are 
mailed to the corres address. See 37 CFR 
§1.363, 49 F.R. 34725 (Aug. 31, 1984). The commentator 
also raised a question of who is the client when a case is 
filed on behalf of an individual, but the individual's as- 
signee pays the practitioner’s bills. Practitioners are 
expected to know the identities of their clients. If a 
practitioner is hired by a corporation and wishes to 
make that fact plain on the record of a patent applica- 
tion, the practitioner may file an assignment and a pow- 
er of attorney signed by the assignee. If a dispute should 
then occur between the individual and the assignee, the 
record would be clear that, the assignee is the client. 

A comment suggested that §10.40(a) “would appear to 
be unreasonable” in view of the language “giving due 
notice to another practitioner.” Such language does not 
— in §10.40(a). 

oral comment was received by phone which 

queniaad whether the use of para-l 3 or apprentices 

a a eh ee constitutes the unau practice of 

f a para-legal or apprentice works under the direc- 

tion of ractitioner and the practitioner does not allow 

para-legal or apprentice to hold themselves out as a 

conditions there is no unauthorized practice of law 
problem within the meaning of §10.47. 

One comment discussing §10.49 made the following 
statement: 

. if the intent of this section is to prohibit a practi- 
tioner from forming a partnership with a lawyer who, 
while in good standing with his State bar, does not 
a ice before the Office (either because he 

not 


ares examination or is not quali- 
re ae handle lemark matters), then it should be 
stricken.” 


As explained in the notice o Se pay reer wa 


F.R. 33797, column 3), the does not intend to p 
hibit formation of law firms by members of the Bar “of 
any state. 
One comment suggested that “in matters before the 
should be inserted 


after “employment” in 
§10.62(a). This suggestion is not being adopted in view 
of the second sentence of §10.1. 

Another comment suggested that §§10.62 and 10.63 be 
replaced with Rule 3.7(b) of the Model Rules of Profes- 
sional Conduct of the ABA (1983). For reasons already 
discussed, the PTO is not adopting the Model Rules. 
The comment went on to suggest that practitioners 
prey neve thee sr concerning attorney 

it interference cases. The PTO has made it plain 
tales Gette-Gameete; Sen Gbadametaatiendineah 

10016, column 3 (Mar. 16, 1984)) and the notice of pro- 
posed rulemaking (49 F.R. 33797, column 3, last para- 
graph (Aug. 24, 1984)). 

A comment suggested that language in §§10.62 and 
10.63 is not clear. Specifically, the commentator referred 
to “solely to an uncontested matter” or “solely to a mat- 
ter of formality.” This language occurs in the current 
rules and has not caused any known difficulty. 

Two comments were received which ties that 
Seeeae, coukd be paid'tn o punetiionte ibis lees which 
rightfull gr ar apm 8 nec sugges- 
vtackainn and the following sentence has 
been added to §10.64(b): “A practitioner may, however, 
advance any fee required to prevent or an aban- 
donment of a client’s application by reason of an act or 
omission attributable to the and not to the 
client, whether or not the client is ultimately liable for 
such fee.” One of the commentators supplied the follow- 
ig nn eer tera mn 

tt sometimes happens that payment of a fee is necessi- 

eae er tee eee pete re rae oe 

ner and not the client is responsible. One example is a 

fee for an extension of time to to an Office 

Action (see 37 C.F.R. §.i7 and 1.136), where the 

delay has resulted from the 's workload 

for other clients, or from the 's absence 
fom hs or her fice Tor purposes unrelated t the 
client’s business. Another example is a petition fee for 
revival of an application unintentionally abandoned 
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through some inadvertent oversight on the practitio- 

ner’s part. In these circumstances, it would.seem un- 

just to require the client to bear the cost of the fee. 

One comment suggested that §10.65 should be 
amended to indicate that it relates only to matters before 
the PTO. This suggestion is not being adopted in view 
of the second sentence of §10.1. 

Another comment suggested that §10.65(a) “may limit 
a practitioner serving on the board of directors of a cli- 
ent.” The commentator went on to say that practitioners 
eaarel en Donel of Geentne: S. acne Satine IP- 
asmuch as the client consents to practitioner serving on 
the board, it is believed that §10.65 does not limit a 
practitioner as suggested by the commentator. 

One comment was received which suggested that 
§$10.66(d) be changed to exclude corporate patent de- 
partments. According to the comment, “why should an 
entire corporate patent department have to withdraw if 
one of its members has to withdraw for disciplinary rea- 
sons?” In situations where it would not be ap 
for an entire firm or department to wide 
permits the Commissioner or the Director to so order. 
See e.g., Sunkist Growers, Inc. v. The Benjamin Ansehl 
Co., 221 USPQ 1077 (Comm’r.Pat. 1984). Another com- 
ment su that §10.66 should be amended to indi- 
cate that it relates only to matters before the PTO. This 
suggestion is not being adopted in view of the second 
sentence of §10.1. 

One comment was received which suggested that 
§10.67 be amended to indicate that it relates only to mat- 
ters before the PTO. This suggestion is not being 
adopted in view of the second sentence of §10.1. 

A comment was received which suggested that 
| .68(c) might be construed to preclude a 
a ne Oe a ee eee 
registered to practice before PTO “are in control,” 
i.e., are the “senior” The definition of practitio- 
ner (see §10.1(r)) precludes such a construction, because 

good standing in any State is a practitio- 
ner. Another comment suggested that §10.68 be 
amended to indicate that it relates only to matters before 
the PTO. This ion is not being adopted in view 
of the second sentence of §10.1. 

One comment was made at the hearing which 
suggested that modifiers, such as “knowingly, willfully, 
intentionally,” be inserted in §10.77. This suggestion is 
not being . The PTO believes §10.77 states clear- 
ly the prohibited conduct. 

A comment was received which suggested that 
§§10.77, 10.78, and 10.84 be amended to indicate that 
they refer only to matters before the PTO. This sugges- 
Fe Lee anna 
of §10.1. 

One comment suggested that the term “unwarranted” 
in $10.85(@) @ (2) is “too man as to its limits.” The PTO 

Contrary to the suggestion by the commenta- 
tor, it is believed that practitioners can readily determine 
whether they are advocating a position that is 
unwarranted under existing law. 

A comment was received which suggested that 
$OA9500 cam pinto 0 Sheps Santen 60 Sines eee 


rney prepares and files the 
ao mae 
attorney of some activities that occurred a 
years before filing the ion, which activities 
might constitute an offer for sale. The attorney ad- 
cba the applicant refuses to follow ths, course o 


with my interpretation of 
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§10.85(b), the first attorney would be required to dis- 
close this situation to the Office, unless the term 
“prepetrated a fraud” as it a) in that rule does 
not include the deliberate failure to disclose relevant 
prior art. My concern is that this could make for some 
very poor relationships with the client who might not 
—, the porn 's duty of disclosure before the 
Example 2: A rather poor inventor has managed to 
drum up enough money for the filing fee for a patent 
ipplsanek and then proceeds to prepare and file his 
. Own patent application, without the assistance of a pa- 
tent attorney. After a few months, the inventor ob- 
tains some cing from an investor, and the inven- 
tor and the investor consult the patent attorney to see 
if he would continue with the prosecution of the ap- 
plication. The attorney reviews the fact pattern and 
informs both the inventor and the investor that there 
is unquestionably some prior art, in the form of an 
earlier publication by the inventor, which must be dis- 
closed before the Office. When the inventor and the 
investor find that the attorney intends to disclose this 
prior art as soon as he is engaged as their attorney, 
the inventor and the investor tell the attorney that 
they would rather en; —— the services of some other 
patent attorney, and they will not tell the second 
attorney of the ‘gem art. 
Comment: As I would interpret §10.85 (b), the first 
patent attorney would be obliged to inform the Office 
of the relevant prior art. The first patent attorney 
would likely have the serial number and filing date of 
the application, and it would ap to me that the 
patent attorney would have to disclose not only the 
prior art, but also disclose the intent of the inventor 
and the investor not to disclose the same. This is pret- 
ty harsh treatment, and I can see where the inventor 
and the investor would have some very hard feelings 
against the patent attorney. 


The PTO agrees that under the circumstances of Exam- 


ple 1, a “client . . . might not understand the attorney’s 
duty of disclosure . . . ” Likewise, the PTO can under- 
stand “where the inventor and the investor [in Example 
2] would have some very hard feelings against the pa- 
tent attorney.” Nevertheless, the commentator has cor- 
rectly noted in each case that the practitioner is required 
to advise the PTO. The practitioner’s obligation under 
§10.85(b) has not been changed by the rules and is man- 
dated by Kingsland v. Dorsey, 338 U.S. 318 (1949). See 
also Nahstoll, The Lawyer's Allegiance: Priorities Regard- 
ing Confidentiality, 41 Wash. & ia L. Rev. 421 (1984), 

A comment was received which suggested that §10.85 
be amended to indicate that it pertains only to matters 
before the PTO. The suggestion is oo being adopted in 
view of the second sentence of §10. 

Two comments were received which suggested that 

10. 87(a) could be construed to prohibit a practitioner 

recommending that a client meet with an opposing 

party he thet §108%e ) sare woe Both Commas 
sugges a amended to permit a 

tioner to recommend that a client engage in cplloment 

ig party. The sugges- 

following sentence has 

10.87(a): “It is not improper, however, 

for a practitioner to encourage a client to meet with an 

opposing party for settlement discussions.” 

A suggestion was made that §10.87 be amended to in- 
dicate that it pertains only to matters before the PTO. 
The suggestion is not being adopted in view of the sec- 
ond sentence of §10.1. 

One comment oe that $10. oc) (5) be “elimi- 
nated on the grounds of vagueness” because one cannot 
“be expected to comply with tly unpublished 
customs of courtesy or practice.” ——— is be- 
ing adopted. Subparagraph ” Ay — se nt is being 
redesignated as subparagraph cee ta 
changed to read: “ a in undignified o discourteous 
conduct before the (see §1.3 of this acme i 
ow (7) has been redesignated as subparagraph 
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Another comment discussing §10.89 asked “since 
when must counsel cite to the Examiner in ex parte pro- 
ceedings cases known to be directly adverse to the posi- 
tion being advocated?” Counsel are expected to advise 
patent and trademark examiners of known controlling 
authority which is contrary to a position being advocat- 
ed. It is important for counsel to do so in ex parte cases 
because there is no advocate taking a position contrary to 
the position being taken by an applicant. See also South- 
ern Pacific Transportation Co. v. Public Utilities Commis- 
sion of the State of Calif, 716 F.2d 1285, 1291 (9th Cir. 
1983). 

A commentator contended that §10.89(a) “makes no 
sense” because a decision of the PTO may have been 
overruled by the Federal Circuit. Section 10.89(a) is lim- 
ited to “a decision of the Office made in the course of a 
res ” Practitioners are expected to follow inter- 

locutory orders entered in PTO proceedings. Obviously 
if such an order is ultimately overruled or reversed by a 
court, it no longer need be followed. The same com- 
mentator suggested that §10.89(c) (3) is not appropriate. 
Specifically, the commentator indicated that practitio- 
ners often rely on the specification of a patent applica- 
tion and prior art. The specification and prior art are ev- 
idence, not the “practitioner’s personal knowledge.” 

One commentator suggested that §§10.92 and 10.93 be 
amended to indicate that they relate solely to matters 
before the PTO. This suggestion is not being adopted in 
view of the second sentence of §10.1. 

A commentator at the hearing suggested that $10.93 
be changed to permit practitioners to discuss procedural 
matters with interlocutory examiners or members of the 
Board of Patent Interferences or the Trademark Trial 
and Appeal Board. In view of Public Law 98-622, No- 
vember 8, 1984, the Board of Patent Interferences will 
cease to exist on February 8, 1985. All patent interfer- 
ence cases will be transfered to the Board of Patent Ap- 

and Interferences and will be assigned to an exam- 
iner-in-chief. Practitioners may consult an examiner-in- 
chief orally upon adequate notice to opposing counsel. 
A es a conference call may be arranged when op- 
poses counsel desires to participate in the oral consulta- 
ie same is true of the interlocutory examiners or 
acne os of the Trademark Trial and Appeal Board. 
Questions of a purely procedural nature may be asked. 
However, an examiner-in-chief or the interlocutory ex- 
aminer or member of the Trademark Trial and Appeal 
Board may nevertheless decline to answer procedural 
questions without a ee counsel being present or in- 
volved in a conference 

One commentator suggested that §§10.101, 10.102, 
10.103, and 10.111 be amended to indicate that they re- 
fer only to proceedings in the PTO. The suggestion is 
etait ee a 

One comment suggested that practitioners residing in 
the United States should be able to maintain trust funds 

in a bank in any State. This suggestion is being adopted 
pat $10.112(a) es been changed to implement the sug- 

However, if a State bar requires funds to be 
Ee bank within the Sate, «pacer woud be 
funds in a bank in the State in order to 
on oo with tate rules. Another comment suggested 
that Pst0. 112(c)(2) is not practical. According to the 
commentator, “invention samples and invention disclo- 
sures and drawings usually are the client’s property, but 
them in a safe deposit box is totally impracti- 
cal.” commentator overlooks that portion of 
§10. 11242) which reads “in a safe deposit box or other 
place of safekeeping . . . .” A client may consent to a 
Conetitlenst keeping invention samples, invention disclo- 
sures, and drawings in the practitioner’s office. The 
practitioner, of course, should see to it that the office is 
maintained with now 
‘ An individual at the hearing that §10.112 is 
act-steus Aasesthag ts tos taihosiock “T think the rules 
should that if you get money up front from a cli- 
ent, whether it’s called a retainer, pre-payment, or what- 
ever . . . that money has to be put into a trust fund or a 
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trust account . . . and that you can’t take the money out 
and spend it until you have performed the services and 
pe tern parse eA ta a ec I 
of your trust account in payment of Y services.” The 
PTO believes thas | §10.112(b)(2) specifies “that you can’t 
take the money out and that it until you have 
performed the services” and that §10.112(c)(3) specifies 
that you must send “a bill to the client.” Accordingly, 
no change to §10.112 is necessary. 

One commentator testified at the hearing that the 
PTO rules do not address “those individuals who, due 
to a mental or physical defect, are not able to bring 
themselves in conformity with the rules of conduct... .” 
On the contrary, §10.130 specifies that any practitioner 
shown to be “incompetent” may be suspended or exclud- 
ed. The commentator at the hearing referred to an indi- 
vidual “who has a drinking problem or one who is men- 
tally le of representing people before the .. . 
Office.” statute (35 U.S.C. 32) and the rules address 
such an individual. As noted in the advance notice, -s 


PTO has declined to adopt the su n_ appearing 
Manson, Helping Lawyers Who Need Help (But Won't Mask 
for Itl), 25 Va. Bar News 27 (June 1977). See 49 F.R. 
10017, column 1 (Mar. 16, 1984). If an individual is sus- 
led due to a drinking problem, reinstatement (see 
10.160) _ be conidial on a clear and convincing 

showing that the drinking problem has been overcome. 
One individual testified at the hearing that a “statute 
of limitations” should be inserted in §10.131. This sug- 
gestion is not being As the individual noted 
— | testimony, omens of limitations do not apply in 


proceedings. 
ee aes was received that §10.132 be changed to 
y provide that: 
PYNO diaposton adverse to the respondent shall be 
recommended by the Director until the respondent 
oo have been afforded the opportunity to be 


This eaies is not being ado Section 10.132(a) 
provides that, where necessary, Director shall com- 
ply with 5 U.S.C. 558(c) prior to calling a meeting of 
the Committee on Discipline. The relevant portion of 5 
U.S.C. 558(c) provides: 
cept in cases of willfulness or those in which 
public health, interest, or safety required otherwise, 
the withdrawal, sus revocation, or annul- 
ment of a license is lawful only if, before the institu- 
tion of agency proceedings therefor, the license has 
been given; 
(1) yor by the agency in writing of the facts or 
conduct which may warrant the action; and 
(2) opportunity to demonstrate or achieve compli- 
eee, with all lawful requirements. 
ropriate, a notice under §588(c) will be issued 
po mo time the Director takes a case to the Com- 
mittee on Discipline. Any reply to the §558 (c) notice 
will be reviewed by the Director and the Committee on 
— prior to deciding whether a complaint should 
be 


Another su was received which indicated that 
§$10.132(c) should be — ee so that the “accused prac- 
titioner . . . [would } have the right to select an adminis- 
trative law judge from a — of such judges, such - 
el including the names of at least two law judges.” 

is not being adopted. No rationale was given 


it a responden 

ministrative law judge (ALJ) to be assigned to hear the 

practitioner’s case. 
Several changes have been made in §10.133 by the 
PTO which are not in response to any comment or sug- 
estion. The lan e “§§10.132(b) and 10.134” in the 
sentence of §10.133(b) has been changed to 
§10.134”. This change was made because a reference to 
§$10.132(b) is not necessary. The language “his or her 
resignation by filing” in the first sentence of §10.133(b) 
has also been deleted as unnecessary. The second sen- 
tence of h (b) of §10.133 has been replaced by 
new (c) and (d). New paragraph (c) specifies 
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vely 
(rope 
the conditions under which a practitioner may re- 
sign prior to the date set by the ALJ for a hearing. Ex- 
has shown that practitioners do not readily 
resign prior to hearing if they are required to admit the 
charges against them and/or are required to admit that 
they could not have been defended against the charges 
or the ee of an investigation. Paragraph (c) does 


Ne Oe ee 
it discussion, that there be some avenue so that 
there be, in essence, binding arbitration” on the part of 
the respondent and the Director. This suggestion is not 
being adopted. There is no reason to impose binding ar- 
bitration i in disciplinary matters. While settlements are to 
be encouraged, if the parties (the respondent and the Di- 
rector) cannot reach a mutually agreeable settlement, the 
proper recourse is to proceed with the disciplinary pro- 
ceeding. 

A suggestion was received that the second sentence of 
§10.138 be deleted. The suggestion is not being adopted. 
The second sentence of §10.138 provides that evidence 
obtained by a subpoena under 35 U.S.C. 24 will not be 

i i val was obtained from the 


isi to adopt the 
appears in the advance notice (49 F.R. 10019, 
1 and 2) and in the notice of proposed 
(49 F.R. 33800, column 1). 
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Numerous comments were received which su; 

that the burden of proof set forth in §10.149 should be 

from “preponderance of evidence” to “clear 
and convincing evidence.” As announced at the hearing, 
this suggestion is being adopted. The “clear and con- 
vincing evidence” brings §10.149 in confor- 
mance with §10.158(d)(1)@i) which also requires proof 
by clear and convincing evidence. 

The term “clear and convincin, evidence” is not 
succeptable to a precise definition. PTO, therefore, 
deems it to set forth its views on what con- 
stitutes “clear and convincing evidence.” “Clear and 
convincing evidence” falls somewhere between proof 
beyond a reasonable doubt and proof by a preponder- 
ance of evidence. 

‘A reasonable doubt is a doubt based upon reason sad 
common sense—the kind of doubt that would make a 
reasonable person hesitate to act. Proof beyond a reason- 
able doubt must, therefore, be proof of such a convinc- 
ing character that a p would be willing to rely and 
act upon it unhesita y in the most important of his or 
her affairs. Devitt, Ft | Jury Practice and Instructions 
§11.01 (2d ed. 1970). 

To establish a fact by a preponderance of evidence 
means to prove that fact is more likely so than not so. A 
preponderance of evidence means such evidence as, 
when considered and compared with that opposed to it, 
has more convincing force, and produces in the mind of 
the trier of fact a belief that what is sought to be roved 
is more likely true than not true. Devitt, supra at §7.01. 

Clear and convincing evidence is that measure or de- 
gree of proof which will produce in the mind of the tri- 
er of fact a firm belief or conviction as to an allegation 

established; it is more than a preponderance 

t 

bey doubt. Hobson v. Eaton, 399 F.2d 

781 (6th Cir. 1968). It does not mean clear and unequiv- 

ocal.” Fred C. Walker Agency, Inc. v. Lucas, 215 Va. 
535, 540-541, 211 S.E.2d 88, 92 (1975). 

Several comments were received which sagmested 

that §10.150 be changed to make the Federal R of 

i licable to disciplinary proceedings. The 
suggestion is not being adopted. The PTO has an 4 
in both the advance notice (49 F.R. 10020, column 2) 
and the notice of proposed rulemaking (49 F.R. 338001, 
columns 1 and 2) why it cannot adopt the Federal Rules 
of Evidence in disciplinary cases. The “Federal Rules of 
Evidence . . _ do not apply to administrative proceedings 
_. . 2” Davis, Administrative Law Treatise, §14.01 (Supp. 
1970). The controlling law is set out in 5 U.S.C. 3500) 
which provides in part: “Any oral or documentary evi- 
dence may be received, but the agency as a matter of 
policy shall provide for the exclusion of irrelevant, im- 
material, or unduly repetitious evidence. A sanction may 
not be im or rule or order issued except on consid- 

i the whole record or those parts thereof cited 


: - 
i standard of evidence and that hearsay may be ad- 
mitted. Suffice it to say that many adj icati 
, sc eeatiue BP “a 


roceedings. The following langyage 
inion of the Eleventh Circuit in TR 
United G Division v. National Labor Relations 
recurs 716 F.2d 1391, 1394 (llth Cir. 1983), may be 
‘At the hearing the ALJ refused to allow five addi- 
i loyees to testify that other 

told them that such a statement had been made. 
TRW contends it was denied a full and fair hearing 


is that 
strict rules of evidence governing jury 
Cotton Mills, Inc. v. Administrator of Wage 
+H 537, 85 L.Ed. 
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ings would not invalidate the administrative order. 
Tagg Bros. & Moorhead v. United States, 280 US. 
420, 442, 50 S.Ct. 220, 225, 74 L.Ed. 524 (1930). But 
this assurance of a desirable flexibility in administra- 


solidated Edison Co. v. N.L.R.B., 305 U.S. 197, 230, 

59 S.Ct. 206, 217, 83 L.Ed. 126 (1938). Therefore, 

testimony of other employees would 

to substantial evidence sufficient 

to su finding for the company. We find that 

TR ‘was not denied a full and fair hearing by the 

judge’s refusal to admit hearsay testimony. 

See also Steadman v. Securities and Exchange Commis- 

sion, 450 U.S. 91, 98 n. 17 (1981); Richardson v. Perales, 

402 U.S. 389, 410-411 (1971); Brown v. Gamage, 377 

F.2d 154, 158 (D.C.Cir.), cert. denied, 389 U.S. 858 

(1967); ion, Hearsay Evidence In Proceedings Be- 

encies, 6 ALR Fed 76 

(1971); and Davis, Hearsay in Administrative Proceedings, 
32 Geo. Wash. L. Rev. 689 (1964). 

A suggestion was received that §10.151 be changed to 

make the deposition rules of the Federal Rules of Civil 

Procedure applicable to disciplinary proceedings. This 

suggestion is not being me fe The discovery provi- 

i Federal Rules of Civil Procedure are not be- 

ing adopted by the PTO in disciplinary cases. Except 

for discovery which the ies agree to make voluntari- 

i rules will require the prior 

LJ. This prior permission is designed 

to insure that the ALJ retains control over the proceed- 

ing. By requiring prior approval of the ALJ to take a 

ition, the rules insure that the deposition will relate 

to evidence the ALJ deems to be relevant and will af- 

ford the ALJ the option of determining whether he or 
she wishes to observe the witness. 

Several comments were received which suggested 

that §10.152 be changed to permit more discovery. 

tators ur, adoption of the. discovery 

Rules of Civil Procedure relat- 

to requests for admissions, interrogatories, and re- 

quests for production of documents. Other commenta- 

tors felt that the discovery proposed in the notice of 

i ient and that more 


Disciplinary proceedings are not in the nature of 
civil actions and full discovery within the scope of 
the Federal Rules of Civil Procedure is probably 
not needed or desirable. 

agrees that more discovery is appropriate 
ve been authorized under §10.152 as pro- 
however, that discov- 
commensurate in with the discovery 

the Federal Rules of Civil Procedure. 
commentator at the hearing who urged adoption 
i ery provisions of the Federal Rules of Civil 
i the existence of “con- 


went on to note, however, that if the ALJ “gets on top 
of a case and monitors a case very actively, no dis- 
covery abuses will occur, and if they do, they will be 
dealt with swiftly and properly.” 

Advocates of discovery 


e.g. i 
tee for the Study of Discovery Abuse, 92 F.R.D. 137 
(1980). The PTO is not in a position to impose the most 
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effective sanction—costs. However, the PTO can invest 
the ALJ with control over discovery. It is because the 
PTO can invest the ALJ with control over discovery 
that the suggestion for more discovery is being adopted. 
Section 10.152 has been changed to permit’ discovery 
which the PTO believes will be effective. The scope of 
the discovery, however, will not be commensurate in 
scope with the Federal Rules of Civil Procedure. 

Paragraph (a) of §10.152 will permit limited discovery 
after an answer is filed. Discovery is not authorized pri- 
or to the filing of an answer. A party seeking discovery 
will have to make out a clear and convincing case to the 
ALJ that discovery is necessary and relevant. If discov- 
po tes is authorized, the ALJ may set conditions he or she 

a oe to accomplish the discovery. For ex- 
pm ¢ ALJ may set the place and time for inspec- 
tion of documents which are required to be produced or 
the ALJ can order a party to mail copies of the docu- 
ments to the other party. Under paragraph (a) of 
§10.152, discovery is limited to a reasonable number of 
requests for admissions, interrogatories, or requests for 
production of documents and things. Consideration was 
given to setting numerical maximums for requests for 
admission, interrogatories and requests for production of 
documents and —-. See e.g., Rule 11.1 of the 
U.S. District Court for the Eastern District of Virginia. 
However, numerical maximums are not presently speci- 
fied. Should discovery become a problem, the PTO will 
give further consideration to limiting the number of dis- 
covery requests which a party may file. 

Paragraph (b) of §10.152 specified certain matters 
which cannot be discovered. Matter which will be used 
by another party solely for im hment or cross-exami- 
nation cannot be discovered. ents which will be 
used as part of the Director’s case-in-chief or the respon- 
dent’s case-in-rebuttal or affirmative defenses are subject 
to discovery. Patent a weeny not available to a re- 
spondent under 35 U.S.C. §122 are not ee to dis- 
covery. Matter relating to "disciplinary proceedings com- 


menced prior to the effective date of these rules is not 
available. For the most part, the reasons for a particular 
length of suspension or disbarment have not been stated 
pide the ot ner Accordingly, disciplinary proceedings com- 

ee to these rules are not gy relevant. 


v. United States, 54 A.F.T.R. 2d (P-H) 84 
3536 (D.D.C. June 29, 1984). Prior disciplinary proceed- 
ings which resulted in public discipline being im 
will continue to be available in the Office of the 
tor of Enrollment and Discipline. Respondents will con- 
tinue to be free to inspect the files of those proceedings. 
Matters relating to experts, except as may be required 
by the ALJ under §10.152(e), likewise are not subject to 
discovery. Privileged matter and attorney work product 
are excluded from matter which can be discovered. 
Paragraph (c) sets forth some factors the ALJ can 
consider in determining whether to authorize discovery 
or to limit discovery which is authorized. The factors 
include delay (which is a saee yates consideration in disci- 
plinary matters), burden on required to pro- 
a discovery, availability of the di discovery sought to 
blic (in which case, discovery may not be neces- 
cuyh dhe cose wate dae Md ecught to bo 
covered is equally available to both parties, and the ex- 
pall to which discovery is available from another 


Paragraph (d) of §10.152 wires a party desiring dis- 
covery to file a motion w 2 seguirs « party desing di mo 
each request is relevant to an issue raised in the com- 
plaint or the answer. 

Paragraph (e) of §10.152 sets out matter which the 
Se Se cout 2 rae Seo eee 
statement. Subparagraph (4) states the matter the A 
can require disclosed related to experts. 

The PTO has every reason to believe that the discov- 
ery authorized by §10.152 will be useful and that suffi- 
cient authority has been given to the ALJ to effectively 
control discovery and prevent abuses. The PTO intends 
to monitor discovery c oa 5 
sider amending these rules 
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One comment suggested that §10.154(b) be modified 
by adding “any extenuating circumstances” as a matter 
to be considered in imposing a penalty. This suggestion 

is being adopted. Another comment suggested that 
$10. 154 should address “probation.” This suggestion is 
not being adopted. Nevertheless, the PTO has authority 
to place a practitioner on probation for all or a portion 
of any and to revoke the probation upon a 
showing of a violation. See Jn re Dula, 1030 Official Ga- 
zette 20% (May 17, 1983). 

One comment suggested that §10.155 be modified to 
specify that the Director should serve a copy of any ap- 
peal “‘on the respondent or on the attorney for respon- 
dent.” This suggestion is not being adopted. However, 
in view of the suggestion the language “on the respon- 
dent” (both occurrences) in §10.155(a) is being deleted. 
Section 10.142(a) specifies how service is made on a re- 
spondent who is represented by an attorney. 

A suggestion was received that §10.157 be modified to 
provide that a stay would be entered in every case 
where a respondent seeks judicial review of a decision 
of the Commissioner. This suggestion was rejected at 
the time the notice of proposed rulemaking was 

blished (49 F.R. 33802) and is not being b 


are other times when a stay may be appropriate. 
cordingly, stays will be granted in the ducretion of the 
Commissioner. 


Several comments were received discussing §10.158. 
Some commentators suggested that §10.158 was “too > 
nient” and another suggested that it was “too hard” 
suspended and excluded practitioners. Section 10. 158 is is 
designed to advise suspended Ee valied d as to what 
they can and cannot do durin; a yd of suspension. 
The PTO believes that §10.158 strikes a reasonable bal- 
ence ia 3 Galea enun, tee Gor Gaveaien cutee 
§10.158 in the advance notice (49 F.R. 10021, columns 
and 3). One comment suggested that §10. 158 should be 


ing adopted by ap sa 

fer to client-employers. Another comment suggested 

that §10.158(b)(1) oa (2) be an to refer to matters 
before the PTO. This suggestion is also being adopted. 

An oral comment was received es eres the 
Director could conduct an a = 
with a determination under §10.158(d) The Director Director 
may conduct whatever investigation is warranted to de- 
termine whether a suspended or op practitioner 
seeking reinstatement has complied with regulations re- 
lating to suspended and excluded practitioners. 

A comment was received — §10.159(a) which 
suggested that the Director notify the American Bar a 
sociation National Discipline Des Data Bank when a 
— is suspended or excluded. This su; 

g adopted as such. However, $10.1 
prone to authorize the Director to notify 
priate bar association.” The PTO is not inc: 
tion any particular bar association by name 
It will be the practice of the PTO to go 4 
Discipline Data Bank, among nef 

i . Another ine 


sick 


38 
al 
ay 


. 


ze 
if 


gé 
a 


part or all of the file is open to the public. 
With respect to = 160, one commentator suggested 
that the burden on the suspended or excluded practitio- 
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ving affirmative defenses. The showing required by 
Frais 158(d)(1) is by “clear and convincing evidence.” 


One commentator suggested that the 5-year period of 


§10.160(b) should be changed to a 3-year period. This 
suggestion is not being adopted. According to the com- 
mentator, the PTO has failed to state why a 5-year peri- 
od was proposed. The a a believes a 3-year 
period is more appropriate, although no reason is given 
in support of the commentator’s belief. The PTO, after 
considering the matter, has concluded that some period 
must be specified and there is no reason to change the 
5-year period proposed. A commentator suggested that a 
practitioner suspended for less than six months should 
“automatically” be reinstated. This suggestion is not be- 
ing adopted, because the Director, as a condition to any 
reinstatement, must find that the s ae practitioner 
complied with  §10.158. commentator 
questioned whether the rules should a= for applica- 
tion for reinstatement during a period of probation. The 
PTO believes the rules need not make provision for ap- 
plication for reinstatement during probation. For exam- 
ple, if a practitioner is suspended for a period of three 
years and it is ordered that the practitioner be actually 
suspended for at least one year and that the last two 
years the practitioner be placed on probation, the practi- 
tioner would be able to apply for reinstatement after 
serving one year of the three year suspension. 

e PTO with the following comment con- 
cerning§10. 161(b). “This clause is ex post facto legisla- 
tion as it seeks retroactively an increase of penalties a 

i conduct which occurred prior to 
islation.” No legislation is involved. Section 10. 161) 
does not “increase penalties.” 


TABLE 1 
Principal Source of Sections 10.2 through 10.19 


35 USC 31; Sperry v. Florida, 373 
U.S. 379, 402 (1963) 

35 USC 25; 28 USC 1746 

5 USC 500(b) 

1 USC 1 

—_ USC 100(c) 


New, but see 37 CFR 1.341(i) (1983) 
New, but see 37 CFR 1.348(a) (1983) 
New, but see 37 CFR 1.341(i) (1983) 
= CFR 1.341(i) (1983) 


ew 
New, but see 37 CFR 1.348(a) (1983) 
New 


37 CFR 1.341 (1983) 
37 CFR 1.341(a) (1983) 
37 CFR 1.341(b) (1983) 
37 CFR 1.341(e) (1983) 
37 CFR 1.341(f) (1983) 
37 CFR 1.341(g) (1983) 
37 CFR 1.341(c) (1983) 
New 


37 CFR 1.341(h) (1983) 
37 CFR 1.342 (1983) 
New 

37 CFR 1.343 (1983) 
37 CFR 1.347 (1983) 
reserved 


reserved 

5 USC 500(b) and 37 CFR 2.12 
(1983) 

35 USC 32; 5 USC 500(d) (2); 37 
CFR 1.343 (1983); and 37 CFR 
2.12(f) (1983) 

reserved 

reserved 

37 CFR 1.346 (1983) and 37 CFR 
2.15 (1983), see also Rule 11, 
FRCP 


35 USC 32 & Rule 11, FRCP 
[reserved] 


Sec. 
10.1 (preamble) 
10.1 


10.18(a) 


10.18(b) 
10.19 
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TABLE 2 
Sd ahs nor coreieery tentean J mada 
PTO Code of Professional Responsibility 


Abbreviations: 

FRCP means Federal Rules of Civil Procedure 

MCPR means Model Code of Professional Responsi- 
bility of the ABA (1980) 

MRPC means Model Rules of Professional Conduct 
of the ABA (1983) 

VCPR means the Virginia Code of Professional Re- 


sponsibility (1984) 


Sec. 

10.20 

10.21 

10.22 
10.23(a) 
10.23(b) (1) 


10.23(b) (2)-(6) 
10.23(c) (114) 
10.23(c) (15) 
10.23(¢) (16)}- 

1 


(18) PTO created 
10.23(d) US. v. Beecroft, 608 F.2d 753 (9th 
10.24 


Cir. 1979) 
MCPR 1-103 (1980) 
10.25 through 


10.29 (reserved) 
10.30 MCPR Canon 2 (1980) 
10.31(a) 35 U.S.C. = 
10.31(b) 5 U.S.C. 50 
10.31(c) 37 CFR 1. 345(c) (1983) 
10.31(d) Newly created 
10.32 MRPC Rule 7.2 (1983) 
10. MRPC Rule 7.3 (1983) 
10.34 MRPC Rule 7.4 (1983) 
10.35(a) 


Preamble to MCPR (1980) 

MCPR Canon 1 (1980) 

MCPR DR 1-10! (1980) 

35 U.S.C. 32 

35 U.S.C. 32 and MCPR DR I- 
102(A) (1) (1980) 

MCPR DR 1-102(A) (2)-(6) (1980) 

PTO created 


Rule 11, FRCP 


5 U.S.C. 501 and MRPC Rule 7.5 
(1983) 

MRPC Rule 7.5 (1983) 

MCPR DR 2-106 (1980) 

MCPR DR 2-107 (1980) 

MCPR DR 2-108 (1980) 

MCPR DR 2-109 (1980) 

MCPR DR 2-110 (1980) 

10.41 through 
10.45 


10.46 
10. 47K), (©) 
10.47(b) 


(reserved) 

MCPR Canon 3 (1980) 

MCPR DR 3-101 (1980) 

New (but see e.g., Crawford v. State 
Bar of California, 7 Cal. Rptr. 746, 
355 P.2d 490 (Cal. 1960)) 

MCPR DR 3-102 (1980) 

MCPR DR 3-103 (1980) 


(reserved) 
MCPR Canon 4 (1980) 
MCPR DR 4-101 (1980) 


(reserved) 

MCPR Canon 5 (1980) 
MCPR DR 5-101 (1980) 
MCPR DR 5-102 (1980) 
MCPR DR 5-103 (1980) 
MCPR DR 5-104 (1980) 
MCPR DR 5-105 (1980) 
MCPR DR 5-106 (1980) 
MCPR DR 5-107 (1980) 


(reserved) 

MCPR Canon 6 (1980) 
MCPR DR 6-101 (1980) 
MCPR DR 6-102 (1980) 


(reserved) 

MCPR Canon 7 (1980) 
MCPR DR 7-101 (1980) 
MCPR DR 7-102 (1980) 
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10.94 through 
10.99 
10.100 
10.101(a) 
10.101(b) 


10.102 

10.103 

10.104 through 
10.109 

10.110 

10.111 

10.112 


U.S. PATENT AND TRADEMARK OFFICE 


TABLE II (cont.) 


(reserved) 
MCPR DR 7-104 (1980) 
MCPR DR 7-105 (1980) 
MCPR DR 7-106 (1980) 
(reserved) 


(reserved) 
MCPR DR 7-109 (1980) 
VCPR DR 7-109 (1984) 


(reserved) 

MCPR Canon 8 (1980) 

MCPR DR 8-101 (1980) 

37 CFR 1.341(f) (1983) and 41 Cp. 
Att’y Gen. 21 (1949), reprinted in 
1949 Dec. Comm’r Pat. 1 

MCPR DR 8-102 (1980) 

MCPR DR 8-103 (1980) 


(reserved) 

MCPR Canon 9 (1980) 
MCPR DR 9-101 (1980) 
MCPR DR 9-102 (1980) 


TABLE 3 


Principal Source of Sections 10.130 through 10.161 


10. 132(b) 


10.133 
10.134 
10.135(a) (1) 
10.135(a) (2) 
10.135(a) (3) 
10.135(b) 
10.135(c) 
10.135(d) 
10.136(a) 
10.136(b) 
10.136(c) 
10.136(d) 
10.136(e) 
10.137 
10.138 
10.13%a) 
10.139%b) 
10.13%c) 
10.1394) 
10.13%e) 


10.145 
10. 146-10. 148 
10.149 


Source 

35 U.S.C. 32 

New, but see 37 CFR 1.348(a) 

MCPR DR 1-!03 (1980) 

New 

New 

New, but see 37 CFR 1.348(b) 
(1983) 


New 
37 CFR 1.348(b) (1983) 


New 
37 CFR 1.348(b) (1983) 
New 


New 
New 


5 USC 500(f) 

37 CFR 1.348(c) (1983) 
New 

37 CFR 1.348(c) (1983) 
37 CFR 1.348(c) (1983) 
New 

37 CFR 1.348(c) (1983) 
New 


5 USC 3105 
5 USC 556(c) 


5 USC 556(d) 
37 CFR 1.348 (d) (3) (1983) 
New 


New 


New 
37 CFR 1.348(d) (3) (1983) 
New, see Silverman v. C. 
F.2d 28 (7th Cir. 1977) 
New, but see 5 USC 557(c) 
See 5 USC 557(b) and 35 USC 32 
New 


New 
35 USC 32, Local Rule 1-26 
(D.D.C.) 
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10.158 


10.162-10.169 rved] 
10.170 New, but see 37 CFR 1.183 


Other Considerations: The rules will not have a signifi- 
cant impact on the quality of the human environment or 
the conservation of pee resources. 

T he rules are in ormity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354) and Ex- 
ecutive Order 12291. 

The General Counsel of the Department of Com- 
merce has certified to the Small Business Administration 
that the rules will not have a significant adverse eco- 
nomic impact on a substantial number of small entities 
(Regulatory Flexibility Act, Pub. L. 96-354). The rules 
regulate tie conduct of attorneys and agents who repre- 
sent individuals and juristic entities before the Patent 
and Trademark Office and would not be expected to re- 
sult in an increase of fees charged by attorneys and 
agents to entities, including small entities. 

The Patent and Trademark Office has determined that 
the rules are not a major rule under Executive Order 
12291. The annual effect on the economy will be less 
than $100 million. There will be no major increase in 
costs or prices for consumers, individual industries, ar 
eral, state, or local government agencies, or geographic 
regions. There will be no significant adverse effects on 
competition, employment, investment, productivity, in- 
novation, or on the ability of the United States-based en- 
terprises to compete with foreign-based enterprises in 
domestic or export markets. 

The information reporting requirements contained in 
the rules have been approved by the Office of Manage- 
ment and ayy OMB Control No. 0651-0012 and 
OMB Control No. 0651-0017. 


List of Subjects in 37 CFR Parts 1, 2 and 10. 


Administrative practice and a. Authority del- 
egations, Conflict of interests, Courts, Inventions and pa- 
tents, Trademarks, Lawyers. 

For the reasons given in the preamble and under the 
authority granted to the Commissioner of Patents and 
Trademarks by 5 U.S.C. 500; 15 U.S.C. 1123; and 35 
U.S.C. 6, 31, %, and 41. Parts 1, 2, and 10 of Title 37 of 
the Code of Federal Regulations are amended. as set 
forth below: 


Part 1—Rules of Practice in Patent Cases 


1. Section 1.8 is amended by adding oo eee (a) 
(12) a new subparagraph (xiii) to read as follows: 


§1.8 Certificate of mailing. 


@*** 
2 see 
(aii) Papers filed in connection with a disciplinary 
onder Part 10 of ths Subchapter. 
2. Section 1.21 is amended by adding to @) 
two new subparagraphs (5) and (6) to read as fo 


$1.21 Miscellaneous fees and charges. 


(a ees 

(5) For review of a decision of the Director of En- 
rollment and Discipline under §10.2(c) 60.00 

(6) For regrading of an examination un- 
der §10.7(c) 60.00 


3. Section 1.31 is revised to read as follows: 
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a ee eee 
ney or agent. 


An applicant for patent may file and prosecute his or 
her own case, or he or she may be represented by a reg- 
istered attorney, registered agent, or other individual au- 
thorized to practice before the Patent and Trademark 
Office in patent cases. See §§10.6 and 10.9 of this 
Su The Patent and Trademark Office cannot 
aid in selection of a registered attorney or agent. 

4. Section 1.33 is amended by removing from para- 

Ih (c) “1.341 and 1.347” and inserting in its place 
“10.5 and 10.11”. 

5. Section 1.34 is amended by revising paragraph (a) 

as follows: 


§1.34 Recognition for representation. 


(a) When a registered attorney or agent acting in a 

representative capacity appears in person or signs 
in practice before the Patent and Trademark nark Office 

in a patent case, his or her personal appearance or signa- 
ture shall constitute a representation to Pio the Patent and 
Trademark Office that under the provisions of this 
Subchapter and the law, he or she is authorized to r 
resent the particular party in whose behalf he or 
acts. In filing such a paper, the registered attorney a 
agent should specify his or her registration number with 
his or her signature. Further proof of authority to act in 
a representative capacity may be required. 


6. Section 1.56 is amended by removing from para- 
graphs | (f) and (h) “1.346” and inserting in its place 
7. The center heading preceding §1.341 is removed. 

8. Sections 1.341 through 1.348 are removed. 

9. Section 1.455 is amended by removing from para- 
graph (a) “1.341” and inserting in its place “10.10”. 

Part 2—Rules of Practice in Trademark Cases 

10. Section 2.11 is revised to read as follows: 


§2.11 Applicants may be represented by an attorney. 


The owner of a trademark may file and prosecute his 
or her own application for registration of such trade- 
mark, or he or she may be represented by an attorney or 
other individual authorized to practice in trademark 
cases under §10.14 of this Subchapter. The Patent and 
Trademark Office cannot aid in the selection of an attor- 
ney or other representative. 

11. Sections 2.12 through 2.16 are removed. 

12. Section 2.17 is amended by revising paragraph (a) 
as follows: 


§2.17 Recognition for representation. 


(a) When an attorney as defined in §10.1(c) of this 
Subchapter acting in a representative capacity appears in 
person or signs a paper in practice before the Patent and 

Trademark Office in a trademark case, his or her per- 


the provisions of §10.14 and the law he or she is autho- 
rized to represent the particular party in whose behalf 
he or she acts. Further proof of authority to act in a 
representative capacity may be required. 


eeee8 
13. Section 2.19 is revised to read as follows: 


§2.19 Revocation of power of attorney or of other authori- 
zation to represent, withdrawal. 


(a) Authority to represent an applicant or a party to a 
eran iy De «any Sage is ie geese 
ings of a case upon notification to Commissioner; 
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and when it is so revoked, the Office will communicate 
directly with the applicant or party to the proceeding or 
with such other qualified person as may be au 
The Patent and Trademark Office will notify the person 
affected of the revocation of his or her authorization. 

(b) An individual authorized to represent an applicant 


case may withdraw upon appli- 
approval by the Commissioner. 
14. The following Part. 10 is added: 


Part 10—Representation of others before the Patent and 
Trademark Office 


Sec. 
10.1 
10.2 


10.3 Committee on Enrollment 
10.4 Committee on Discipline 


Individuals Entitled to Practice Before the Patent and 
Trademark Office 


Definitions 
Director of Enrollment and Disci- 


10.5 


10.6 
10.7 
10.8 
10.9 
10.10 


Register of attorneys and agents in 
patent cases 
— ! attorneys and agents 
a for registration 
Oath and registration fee 
Limited recognition in patent cases 
Individuals not registered or recog- 
nized to practice in patent cases 
10.11 Removing names from the register 
10.12-10.13 [reserved 
10.14 Individuals who may practice before 
the Office in trademark and other 
non-patent cases 
10.15 Re to recognize a practitioner 
10.16-10.17 [reserved] 
10.18 Signature and certificate of practitio- 
ner 


10.19 


Patent and Trademark Office Code of Professional 
Responsibility 


Canons and Disciplinary Rules 
Canon 1 


[reserved] 


10.20 
10.21 
10.22 


10.23 


Maintaining integrity and compe- 
tence of the legal profession 

Misconduct 

10.24 Disclosure of information to authori- 
ties 

10.25-10.29 [reserved] 

10.30 Canon 2 

10.31 Communications concerning a 
practitioner’s services 

10.32 Advertising 

10.33 = contact with prospective cli- 

10.34 


P-: oe of fields of practice 
10.35 Firm names and letterheads 
10.36 Fees for legal services 
10.37 Division of fees among practitioners 
10.38 Agreements restricting the practice 
10.39 


of a practitioner 
Acceptance of employment 
10.40 
10.41-10.45 
10.46 
10.47 


Withdrawal from employment 
[reserved] 
Canon 3 

10.48 

10.49 


10.50-10.55 
10.56 
10.57 


10.58-10.60 
10.61 


Aiding unauthorized practice of law 
Sharing legal fees 
Forming a partnership with a non- 


[reserved] 
Canon 4 
Preservation of confidences and se- 


crets of a client 
[reserved] 
Canon 5 
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10.62 


10.67 
10.68 


10.69-10.75 
10.76 
10.77 
10.78 
10.79-10.82 
10.83 
10.84 
10.85 


10.86 
10.87 


10.88 
10.89 


10.104-10.109 
10.110 
10.111 
10.112 


10.113-10.129 
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Refusing employment when the in- 
terest of the practitioner may im- 
pair the practitioner’s independent 
professional judgment 

Withdrawal when the practitioner 
becomes a witness 

Avoiding acquisition of interest in 
— or proceeding before the 


Limiting business relations with a 
client 

Refusing to accept or continue em- 
ployment if the ro of ee 
er client may at 
dent profi tame fe) 
practitioner 

Settling similar claims of clients 

Avoiding influence by others than 
the client 

[reserved] 

Canon 6 

Failing to act competently 

Limiting liability to client 

[reserved] 

Canon 


Representing a client zealously 

Representing a client within the 
bounds of the law 

[reserved] 

Communicating with one of adverse 
interest 

Threatening criminal prosecution 

Conduct in proceedings 

reserved] 

Contact with witnesses 

Contact with officials 

[reserved] 

Canon 8 

Action as a public official 


’ Statements concerning officials 


Practitioner candidate for judicial of- 
ice 

[reserved] 

Canon 9 

Avoiding even the appearance of 
impropriety 

Preserving identity of funds and 
property of client 

[reserved] 


Investigations and Disciplinary Procedures 


10.130 
10.131 
10.132 


10.133 


10.134 
10.135 
10.136 
10.137 
10.138 
10.139 


10.140 


10.141 
10.142 
10.143 
10.144 
10.145 


10.146—10.148 
10.149 
10.150 
10.151 


Reprimand, suspension or exclusion 

Investigations 

Initiating a disciplinary proceeding; 
= to an administrative law 
Judge 

Conference between Director and 
practitioner; resignation 


Gerviee of complaint 
Answer to complaint 
Supplemental complaint 
Contested case ion 
Administrative law judge; appoint- 
ment; responsibilities; review of in- 
terlocutory orders; stays 
Representative for Director or re- 
it 


Filing pt i 
Motions 


Hearings 
Proof; variance; amendment of 
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10.152 
10.153 


Discovery 

Proposed findings and conclusions; 
post-hearing memorandum 

10.154 Initial decisions of administrative 

law judge 

10.155 A to the Commissioner 

10.156 Decision of the Commissioner 

10.157 y= = of Commissioner’s final de- 


10.158 Suspended or excluded practitioner 
10.159 Notice of suspension or exclusion 
10.160 Heri for reinstatement 

10.161 Savings clause 

cet ah resi ee 

oe Wf 5 U.S.C. 500: 15 U.S.C. 1123; 35 U.S.C. 6, 


Part 10—Representation of others before the Patent and 
Trademark Office 


§10.1 Definitions. 


This part governs solely the practice of patent, trade- 
mark, and other law before the Patent and Trademark 
Office. Nothing in this part shall be construed to pre- 
empt the authority of each State to re, the practice 
of law, except to the extent necessary for the Patent and 

Trademark Office to accomplish its federal objectives. 
Unless otherwise clear from the context, the following 
definitions apply to this part: 


(a) “Affidavit” means affidavit, declaration under 35 
U.S.C. 25 (see §1.68 and §2.20 of this Subchapter), or 
“OA declaration re bern 1746. : 

“Application” inc an ication for a design, 
plant, or utility tent, an application to reissue any pe- 
tent, and an application to register a trademark. 

(c) “Attorney” or “lawyer” means an individual who 
i teember in quod dheiaas of the Wer atu Mette 
States court or the hi court of any State. A “non- 
lawyer” is a person who is not an attorney or lawyer. 

d) “Canon” is defined in §10.20(a). 

(e) “Confidence” is defined in §10.57(a). 

(f) “Differing interests” include every interest that 
may adversely affect either the on a or the loyalty 
of a practitioner to a client, whether it be a conflicting, 
inconsistent, diverse, or other interest. 

(g) “Director” means the Director of Enrollment and 


ipline. 
) “Disciplinary Rule” is defined in §10.20(b). 
(i) “Employee of a tribunal” includes all employees of 
the Office, and other adjudicatory bodies. 
“Giving information” within the meaning of 
§10.23(c)(2) includes making (1) a written statement or 
representation or (2) an oral statement or representation. 
ps.» Bese firm” — a professional legal corpora- 


“on Lena counsel profession’ includes the individuals who 
are lawfully i i 


(n) “ service” means any 
may la y be pertoanned by © peadtitoner belies See 


Pe . ae System” includes the Office and courts and 
bodies which review matters on which the 


ean 
(p) “Office” means Patent and Trademark Office. 
(q) “Person” includes a corporation, an association, a 
Saeetl oir tic aanoeas oT oer eae oe 


“oO. “Practitioner” means (1) an attorney or agen 
before the 





1062 TMOG 376 


“non-practitioner” is an individual who is not a practi- 
tioner. 

(s) A “proceeding before the Office” includes an ap- 
plication, a reexamination, a protest, a public use pro- 
ceeding, a patent interference, an inter partes trademark 
proceeding, or any other proceeding which is pending 
before the Office. 

(t) “Professional legal corporation” means a corpora- 
tion authorized by law to practice law for profit. 

(u) “R ition” means registration to practice be- 
fore the ice in patent cases 

(v) “Res t” is defined in §10.134(a)(1). 

w) “Secret” is defined in §10.57(a). 

(x) “Solicit” is defined in §10.33. 

(y) “State” includes the District of Columbia, Puerto 
Rico, and other federal territories and possessions. 

(z) “Tribunal” includes courts, the Office, and other 
adjudicatory bodies. 

(aa) “United States” means the United States of 
America, its territories and possessions. 


§10.2 Director of Enrollment and Discipline. 


(a) Appointment. The Commissioner shall appoint a 
Director of Enrollment and Discipline. In the event of 
the absence of the Director or a vacancy in the office of 
the Director, the Commissioner may designate an em- 
ployee of the Office to serve as acting Director of En- 
rollment and Discipline. The Director and any acting 
Director shall be an active member in good standing of 
the bar of a State. 

(b) Duties. The Director shall: 

(1) Receive and act upon applications for re 
repare and grade the examination provided for in 

10, 10.700), mai maintain the register provided for in §10.5, and 
perform such other duties in connection with enrollment 
and recognition of attorneys and agents as may be neces- 


istra- 


sary. 

(2) Conduct investigations into possible violations 

pep aye ractitioners of Disciplinary Rules, with the consent 

Committee on Discipline initiate disciplinary pro- 

oe under §10.132(b), and perform such other 

duties in connection with investigations and disciplinary 
proceedings as may be necessary. 

(c) Review of Director's decision. Any final decision of 
the Director refusing to register an individual under 
§10.6, recognize an individual under §§10.9 or 10.14(c), 
or reinstate a suspended or excluded petitioner under 
§10.160, may be reviewed by petition to the 
sioner upon payment of the fee set forth in .§1.21(a)(5). 
A petition filed more than 30 days after the date of the 
decision of the Director may be dismissed as untimely. 
Any petition shall contain (1) a statement of the facts in- 
volved and the points to be reviewed and (2) the action 
requested. Briefs or memoranda, if any, in support of the 
a commer ethn caniie ade The 
petition will be decided on the basis of the record made 
before the Director and no new evidence will be consid- 
ered by the Commissioner in deciding the petition. Cop- 
ies of documents already of record before the Director 
shall not be submitted with the petition. An oral hearing 
on the petition will not be — aan when consid- 
ered necessary by the 
(OMB Control No. 0651-0012). 


§10.3 Committee on Enrollment. 


(a) The Commissioner may establish a Committee on 
Enrollment composed of one or more employees of the 


(b) The Committee on Enrollment shall, as necessary, 
advise the Director in connection with the Director’s 
duties under §10.2(b)(1). 

§10.4 Committee on Discipline. 
(a) The Commissioner shall appoint a Committee on 


Discipline. The Committee on Discipline shall consist of 
the at least three employees of the Office, none of 
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whom reports directly or indirectly to the Director or 
the Solicitor. Each member of the Committee on Disci- 
pline shall be a member in good standing of the bar of a 
State. 

(b) The Committee on Discipline shall meet at the re- 
quest of the Director and after reviewing evidence pres- 
ented by the Director shall, by majority vote, determine 
whether there is probable cause to bring charges under 
§10.132 against a practitioner. When charges are 
brought against a practitioner, no member of the Com- 
mittee on Discipline, employee under the direction of 
the Director, or associate solicitor or assistant solicitor 
in the Office of the Solicitor shall participate in render- 
ing a decision on the charges. 

(c) No discovery shall be authorized of, and no mem- 
ber of the Committee on Discipline shall be required to 
testify about, deliberations of the Committee on Disci- 
pline. 


Individuals Entitled to Practice 
Before the Patent and Trademark Office 


§10.5 Register of attorneys and agents in patent cases. 


A register of attorneys and agents is kept in the Office 
on which are entered the names of all individuals recog- 
nized as entitled to represent applicants before the Office 
in the preparation and prosecution of applications for 
patent. Registration in the Office under provisions of 
this part shall only entitle the individuals registered to 
practice before the Office in patent cases. 


§10.6 Registration of attorneys and agents. 


(a) Attorneys. Any citizen of the United States who is 
an attorney and who fulfills the requirements of t ot 
may be registered as a patent attorney to practice before 
the Office. When appropriate, any alien who is an attor- 
ney, who lawfully resides in the United States, and who 
fulfills the requirements of this part may be registered as 
. en attorney to practice before the Office, provided: 

tration is not inconsistent with the terms upon 

ich the alien was admitted to, and resides in, the 
United States and further provided: the alien may remain 
registered only (1) if the alien continues to lawfully re- 
side in the United States and registation does not be- 
come inconsistent with the terms u — which the alien 
continues to lawfully reside in the United States or (2) if 
the alien ceases to reside in the United States, the alien 
is qualified to be registered under paragraph (c) of this 
section. See also §10.9(b). 

(b) Agents. Any citizen of the United States who is not 
an attorney and who fulfills the requirements of this part 
may be registered as a patent agent to practice before 
the Office. Ne deni mtn ets Uniend tenon ond 
attorney, who la ly resides in the United States, and 
who fulfills the requirements of this part may be regis- 
tered as a patent agent to practice before the Office, pro- 
vided: registration is not inconsistent with the terms 
upon which the alien was admitted to, and resides in, 
the United States, and further provided: the alien may re- 
main registered only (1) if the alien continues to lawfully 
reside in the United States and registration does not be- 
come inconsistent with the terms u which the alien 
continues to lawfully reside in the United ited States or (2) if 
the alien ceases to reside in the United States, the alien 

under paragraph (c) of this 


Note: All individuals registered prior to Nov. 15, 

1938, were registered as attorneys, whether they were 

attorneys or not, and such registrations have not been 

changed. 

(c) Foreigners. Any foreigner not a resident of the 
United States who shall file proof to the satisfaction of 
the Director that he or she is registered and in good 
standing before the patent office of the country in which 
he or she resides and practices and who is possessed of 
the qualifications stated in §10.7, may be registered as a 
patent agent to practice before the Office for the limited 
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purpose of presenting and prosecuting patent applica- 
tions of aa pe located in such country, provided: the 
patent o of such country allows substantially recip- 
rocal privileges to those admitted to practice before the 
United States Patent and Trademark Office. Registration 
as a patent agent under this shall continue 


only during the period that the conditions specified in 
this obtain 


paragra) ’ 
(d) Government employees. Any officer or employee of 
the United States who is disqualified by statute (18 
U.S.C. 203, 205) from practicing as an attorney or agent 
in proceedings or other matters before Government de- 
partments or — may not be registered to practice 
before the Office. If any registered attorney or mmr be- 
comes an officer or pa a of the United States who 
is disqualified by statute ae practicing as an attorney 
or agent in proceedings and other matters before Gov- 
ernment departments or agencies, his or her name shall 
be endorsed as inactive on the register during the period 
of any employment by the United States. An officer or 
employee of the United States whose official duties re- 
quire the ye aye and prosecution of ae for 
patent and fulfills the requirements of this part may 
be registered to practice before the Office to the extent 
necessary to carry out his or her official duties. A writ- 
ten statement describing the official duties of the officer 
or employee and signed on behalf of the agency 
employing the officer or employee may be required by 
the Director. 


(e) Former ~o- No individual who has 
served in the ill be registered after termination 
of his or her services, nor if registered before such ser- 
vice, be reinstated, unless he or she signs a written state- 
ment indicating that he or she has read 18 U.S.C. 207. 
No individual who has served in the patent examining 
— of the Office will be registered after termination 
or her services, nor if registered before such ser- 
vice, be reinstated, unless he or she signs a written un- 
dertaking (1) not to prosecute or aid in any manner in 
the prosecution of any patent application g in any 
patent examining group during ois or her period of ser- 
vice therein and (2) not to prepare or prosecute or to as- 
sist in any manner in the p tion or prosecution of 
any patent application of another (i) assigned to such 
aang Say r examination and (ii) filed within two years af- 
date he or she left such group, without written 
authorization of the Director. Associated and related 
Se SS See a a ae 
quired to be included in the undertaking or desi 
classes may be excluded from the undertaking. = 
application for registration or reinstatement is made after 
resignation from the Office, the applicant will not be 
reghtered or reinstated if he or she has prepared or 
prosecuted or assisted in the pi or prosecution 
of any jee oman mitered ta this paragraph. 
(OMB Control No. 0651-0012) 


§10.7 Requirements for registration. 


(a) No individual will be to practice before 
the Office unless he or she 
(1) oy Gn: toe Cusmmianlanar in weltets oh.e foem 
supplied Seana 
mation and material and 


_ (2) establish to the satisfaction of the Director that 
he or she is: 

(i) of good moral character and repute; 

(ii) possessed of the legal, scientific, and technical 
qualifications necessary to enable him or her to render 
scpllennte ue gatebtn valeabie endian, Gait 

(iii) is otherwise competent to advise and assist 
applicants for patents in the presentation and prosecu- 
tion of their applications before the Office. 

(b) In order that the Director may determine whether 
eT ee a eee 
- 
open (a) of this Sis costs cineay pocketed on 
al character and repute and of sufficient basic training in 
scientific and technical matters must be submitted to the 
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Director. Except as provided in this paragraph, each ap- 
plicant for registration must take and pass an examina- 
tion which is held from time to time. Each application 
for admission to take the examination for registration 
must be accompanied by the fee set forth in §1. 2X1) 
of this Subchapter. The taking of an examination may be 
waived in the case of any individual who has actively 
served for at least four years in the patent examining 
corps of the Office. The examination will not be admin- 
istered as a mere academic exercise. 

(c) Within two months from the date an applicant is 

anette Nene pe men 
cant may request w+ the examination u 
payment of the fee set f in §$1.21(a)(6). Any os 
cant requesting regrading shall particularly point out the 
errors —_ a aveppenant believed occurred in the 


"(OMB Control No. 0651-0012) 
(O B Control No. 0651-0012) 
§10.8 Oath and registration fee. 


Before an individual may have his or her name en- 
tered on the register of attorneys and agents, the indi- 
vidual must, after his or her application is approved, 
pr a me ment am mp tion 

rescribed by the Commissioner and pay the registration 
‘ee set forth in §1.21(a)(2) of this Pdabaeen 
(OMB Control No. 0651-0012) 


§10.9 Limited recognition in patent cases. 


(a) Any individual not registered under §10.6 may, 
upon a won circumstances which render it neces- 
sary or j le, be given limited recognition by the 
Director to prosecute ss stiomey or agent 8 specified 
application or specified applications, but limited reco 
tion under this paragraph shall not extend further 
the application or applications 

(b) en registration of a resident alien under para- 

graphs (a) or (b) of $10.6 is not appropriate, the resident 
alien may be given limited recognition as may be appro- 
priate under paragraph (a) of this section. 


§10.10 Individuals not registered or recognized to practice 
in patent cases. 


Only practitioners who are registered under §10.6 or 
individuals given limited recognition under §10.9 will be 
a — patent applications of others be- 

the 


§10.11 Removing names from the register. 


(a) Registered — and agents shali notify the 
Director of an of address. Any notification to 
the Director of an any ¢ chases of thao Ha Oe Gina 
from any notice of change of address filed in individual 


lications. 

wT() A letter may be addressed to any individual on the 
register, at the address of which separate notice was last 
received by the Director, for the purpose of ascertaining 
whether such individual desires to remain on the regis- 
tar. Te Mee a ae SS Seen ae 

any information the Director w 
limit specified will be removed from the 

ss of individuals op aonenea ak ba Eada ae 
owt ae Dee er ndae ot aor 00 eatin 
may be reinstated on register as be epee 
and upon papell of ie feo ont fate ln OS (aX(3) of 
this Subchapter. 

(OMB Control No. 0651-0012) 


§§10.12-10.13 [reserved] 


§10.14 Individuals who may practice before the Office in 
trademark and other non-patent cases. 


individual who is an attorney may 


(a) Attorneys. An 
fore the Office in trademark and oth- 


represent others 
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er non-patent cases. An attorney is not required to apply 
for registration or recognition to practice before the Of- 
fice in trademark and other non-patent cases. 

(b) Non-lawyers. Individuals who are not attorneys are 
not recognized to practice before the Office in trade- 
mark and other non-patent cases, except that individuals 
not arrotneys who were recognized to practice before 
the Office in trademark cases under this chapter prior to 
Jan. 1, 1957, will be recognized as agents to continue 
practice before the Office in trademark cases. 

(c) Foreigners. Any foreign attorney or agent not a 
resident of the United States who shall prove to the sat- 
isfaction of the Director that he or she is registered or in 
good standing before the patent or trademark office of 
the country in which he or she resides and practices, 
may be recognized for the limited purpose of represent- 
ing parties located in such country before the Office in 
the presentation and prosecution of trademark cases, pro- 
vided: the patent or trademark office of such country al- 
lows substantially reciprocal ~~ to those permit- 
ted to practice in tra cases before the United 
States Patent and Thedemark Office. Recognition under 
this paragraph shall continue only during the — that 
the conditions specified in this paragraph ob 

(d) Recognition of any individual under this section 
shall not be construed as sanctioning or authorizing the 
performance of any act regarded in the jurisdiction 
where performed as the unauthorized practice of law. 

(e) No individual other than those specified in para- 
graphs (a), (b), and (c) of this section will be permitted 
to practice before the Office in trademark cases. Any in- 
dividual may a in a trademark or other non-patent 
case in his or her own behalf. Any individual may ap- 
pear in a trademark case for (1) a ‘firm of which he or 
she is a member or (2) a corporation or association of 
which he or she is an officer and which he or she is au- 
thorized to represent, if such firm, corporation, or asso- 
ciation is roo pews d to a trademark proceeding pending be- 
fore the 


§10.15 Refusal to recognize a practitioner. 


Any practitioner authorized to appear before the 
Office may be suspended or excluded in accordance 
with the provisions of this part. Any practitioner who is 

ded or excluded under this subpart or removed 


suspen 
under §10.11(b) shall not be entitled to practice before 
the Office. 


§§10.16-10.17 [reserved] 
§10.18 Signature and certificate of practitioner. 


(a) Every paper filed by a practitioner representing an 

ere cero 08 roceeding in the Office must 

the signature of, of be cereaneilty signed by, such 

poset ode except those papers which are required to 

be si; by the applicant or party. The signature of 

practitioner to a paper filed by him or her, constitutes a 
certificate that: 

(1) the paper has been read by the practitioner; 

(2) the *s filing is authorized; 

(3) to the best of his or her knowledge, information, 
and belief, there is good ground to support the paper, in- 
cluding any allegations of improper conduct contained 
or alleged therein; and 

(4) it is not interposed for delay. 

(b) Any practitioner knowingly violating the provi- 
sions of this section is subject to disciplinary action. See 
§10.23(c)(15). 


§10.19 [reserved] 


Patent and Trademark Office Code 
of Professional Responsibility 


§10.20 Canons and Disciplinary Rules. 


(a) Canons are set out in §§10.21, 10.30, 10.46, 10.56. 
10.61, 10.76, 10.83, 10.100, and 10.110. Canons are state- 
ments of axiomatic norms, expressing in general terms 
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the standards of professional conduct expected of practi- 
tioners in their relationships with the public, with the le- 
gal system, and with the legal profession. 

(b) Disciplinary Rules are set out in §§10.22-10.24, 
10.31-10.40, 10.47-10.57, 10.6 62-10.68, 10.77, 10.78, 10.84, 
10.85, 10.87-10.89, 10.92, 10:93, 10.101- 103, 10.111, and 
10.112. Disciplinary Rules are mandatory in character 
and state the minimum level of conduct below which no 
practitioner can fall without being subjected to disciplin- 
ary action. 


§10.21 Canon 1. 


A practitioner should assist in maintaining the integri- 
ty and competence of the legal profession. 


§10.22 Maintaining integrity and competence of the legal 
profession. 


(a) A practitioner is subject to discipline if the practi- 
tioner has made a materially false statement in, or if the 
Sa has deliberately failed to disclose a material 
fact requested in connection with, the practitioner’s ap- 
plication for registration or membership in the bar of 
any United States court or any State court or his or her 
authority to otherwise practice before the Office in 
trademark and other non-patent cases. 

(b) A practitioner shall not further the ai a pprveet for 
registration or membership in the bar of any United 
States court, State court, or administrative agency of an- 
other person known by the practitioner to be unqualified 
in — to character, education, or other relevant at- 
tribute. 


§10.23 Misconduct. 


(a) A practitioner shall not engage in disreputable or 
- veya 
ractitioner shall not: 
On iolate a Disci linary Rule. 
(2) Circumvent a iplinary Rule through actions 
of another. 
0) Engage in illegal conduct involving moral turpi- 


“) Engage in conduct involving dishonesty, fraud, 
deceit, or misrepresentation. 

(5) Engage in conduct that is prejudicial to the ad- 
ministration of justice. 

(6) Engage in any other conduct that adversely re- 
flects on the practitioner’s fitness to practice before the 


(c) ‘Conduct which constitutes a violation of para- 
a po (a) and (b) of this section includes, but is not lim- 
1 to: 


(1) Conviction of a criminal offense involving moral 
turpitude, dishonesty, or breach of trust. 

(2) mt es giving false or misleading informa- 
tion or knowin AF seam eet ina material way in giv- 
ing false or ormation, to: 

(i) A et in connection with any immediate, 
ane or ot pontine business before the Office. 
or any employee of the Office. 

oy haispgcapeleton of, or failure to properly or 

timely remit, funds received by a practitioner or the 
practitioner’s firm from a client to pay a fee which the 
tient j is required by law to pay to the Office. 

(4) Directly or indirectly impro oo influencing, 
attempting to im ly influence, offering or agreeing 

uence, or attempting to offer or agree 
Official action of any employ- 


y: 
(i) use of threats, false accusations, duress, or co- 


in) an offer of any special inducement or promise 
of advantage, or 
(iii) improperly bestowing of any gift, favor, or 
thing of value. 
(5) Suspension or disbarment from practice as an at- 
torney or agent on ethical grounds by any duly consti- 
tuted authority of a State or the United States or, in the 
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case of a practitioner who resides in a foreign country 
or is registered under §10.6(c), by any duly constituted 
authority of: 

(i) a State, 

(ii) the United States, or 

(iii) the country in which the practitioner resides. 

(6) Knowingly aiding or abetting a practitioner sus- 

pended or excluded from practice before the Office in 
en ig in unauthorized practice before the Office un- 
der 10.1 10.158. 


(7) Knowingly withholding from the Office infor- 
mati~n identifying a patent or patent application of an- 
other 10m which one or more claims have been copied. 
See §§1. ou and 1. or of this Subchapter. 

(8) to inform a client or former client or 
failing to fone 2 notify the Office of an inability to noti- 
fy to a client or former client of correspondence re- 
ceived from the Office or the client’s or former client’s 
opponent in an inter partes proceeding before the Office 
when the correspondence (i) could have a significant ef- 
fect on a matter ing before the (ii) is re- 
ceived by the practitioner on behalf of a client or former 
client and (iii) is correspondence of which a reasonable 
practitioner would believe under the circumstances the 
client or former client should be notified. 

(9) Knowingly misusing a certificate of mailing under 

§1.8 of this Subchapter or a certificate of “Express 
tare under §1.10 of this Subchapter. 

(10) Violating the duty of candor or good faith re- 
quirements of §1.56(a) of this Subchapter. 

(il wingly filing, or causing to be filed, an appli- 
cation which is subject to being stricken under §1. 3A 
of this Subchapter. 

(12) po tela filing, or causing to be filed, a frivo- 
lous complaint alleging a violation by a practitioner of 
the Patent a Trademark Office Code of Professional 


a yo 
(13) Knowingly preparing or prosecuting a patent ap- 

OcO in violation of an undertaking signed under 

10.6(e 

(14) Knowingly failin 4 to advise the Director in writ- 
ing of any oy + a would preclude continued reg- 
istration under §10 

(15) Knowingly signing a paper r filed in the Office in 
violation of the provisions of §10.18 or making a scan- 
dalous or indecent statement in a paper filed in the Of- 


ice. 

(16) Willfully refusing to reveal or report knowledge 
or evidence to the Director contrary to §10.24 or para- 

graph (b) of §10.131. 

(17) Representing before the Office in a patent case ei- 
ther a joint venture comprising an inventor and an in- 
vention devel or an inventor referred to the 
registered practitioner by an invention developer when 
(i) the regi practitioner knows, or has been advised 
by the ice, that a formal complaint filed by a federal 
or state agency, based on any ee of any law relat- 
ing to securities, unfair methods of competition, unfair 
or deceptive acts or practices, mail fraud, or other civil 
or criminal conduct, is pending before a federal or state 
court or federal or state agency, or has been resolved 
unfavorably by such court or agency, against the inven- 
tion developer in connection with invention develop- 
ment services and (ii) the practitioner fails to 
fully advise the inventor of the existence of the pending 
complaint or unfavorable resolution thereof prior to un- 
dertaking or continuing representation of the Lom ven- 
ture or inventor. “Invention developer” any per- 
son, and any agent, employee, officer, partner, or 

t contractor thereof, who is not a registered 
practitioner and who advertises invention development 
services in media of circulation or who enters 
into contracts for invention dev it services with 
customers as a result of such advertisement. “Invention 
development services” means acts of invention 
ment required or promised to be performed, or actually 
performed, or both, by an invention developer for a cus- 
tomer. “Invention wat om aot means the evaluation, 
perfection, marketin, g, OF promotion of an in- 
vention on behalf of a customer by an invention devel- 
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oper, Raatetmcandin eee 
pk ecg or any other act done by an invention de- 

eloper for consideration toward the end of procuring 
or attempting to procure a license, buyer, or it for 
an invention. “Customer” means any individual who has 


made an invention and who enters into a contract for in- 
vention development services with an invention devel- 
pe torent nt me rman ly fr ae me a at 


obligated to pay the invention developer 
pet than $5,000 (not to include any additional sums 
which the invention developer is to receive as a result of 
successful development of the invention). “Contract for 
invention development services” means a contract for 
invention development services with an invention devel- 
oper with respect to an invention made by a customer 
by which the inventor becomes obligated to pay the in- 
vention developer less than $5,000 (not to include any 
additional sums which the invention developer is to re- 
Son as a result of successful development of the inven- 
tion 

(18) In the absence of information sufficient to estab- 
lish a reasonable belief that fraud or inequitable conduct 
has occurred, alleging before a tribunal that anyone has 
committed a fraud on the Office or en, in inequita- 
ble conduct in a proceeding before the " 

(d) A practitioner who acts with reckless indifference 
to whether a representation is true or false is chargeable 
with knowledge of its falsity. Deceitful statements of 
half-truths or concealment of material facts shall be 
deemed actual fraud within the meaning of this part. 


§10.24 Disclosure of information to authorities 


(a) A practitioner possessing unprivileged knowl- 
edge of a violation of a Disciplinary Rule shall report 
such knowledge to the Director. 

(b) A practitioner possessing unprivileged knowledge 
or evidence concerning another practitioner, employee 
of the Office, or a judge shall psi full y such knowl- 
edge or evidence upon proper request of a tribunal or 
other aco empowered to investigate or act upon 
jk conduct of practitioners, employees of the Office, or 


“OMB Control No. 0651-0017) 
§§10.25-10.29 [reserved] 
§10.30 Canon 2. 


A practitioner should assist the legal profesion in 
fulfilling its duty to make legal counsel available. 


§10.31 Communications concerning a  practitioner’s 
services. 


(a) No practitioner shall with respect to any nh 
spective business before the Office, by word, circular 
letter, or advertising, with intent to defraud in any man- 
ner, deceive, mislead, or threaten any prospective appli- 
cant or other person having immediate or prospective 
business before the Office. 

(oe) A itioner may not use the name of a Member 
of either House of Congress or of an individual in the 
service of the United States in advertising the practitio- 
ner’s practice before the Office. 

(c) Unless authorized under §10.14(b), a non-lawyer 
practitioner shall not hold himself or herself out as au- 
thorized to practice before the Office in trademark 
cases. 


(d) Unless a practitioner is an attorney, the practitio- 
ner shall not hold himself or herself out: 
(1) to be an attorney or lawyer or 
(2) as authorized to practice before the Office in 
non-patent and trademark cases. 


§10.32 Advertising. 


(a) Subject to aay a practitioner may advertise 
services through public media, including a cdigihens di- 
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rectory, legal directory, newspaper, or other periodical, 
radio, or television, or through written communications 
not involving solicitation as defined by §10.33. 

(b) A practitioner shall not give anything of value to a 
person for recommending the practitioner’s services, ex- 
cept that a practitioner may pay the reasonable cost of 
advertising or written communication permitted by this 
section and may pay the usual charges of a not-for-profit 
lawyer referreal service or other legal service organiza- 
tion. 

(c) Any communication made pursuant to this section 
shall include the name of at least one practitioner re- 
sponsible for its content. 


§10.33 Direct contact with prospective clients. 


A practitioner may not solicit professional employ- 
ment from a prospective client with whom the practitio- 
ner has no family or prior professional relationship, by 
mail, in-person or otherwise, when a significant motive 
— the practitioner’s doing so is the practitioner’s pecu- 

niary gain under circumstances evidencing undue influ- 
ence, intimidation, or overreaching. The term “solicit” 
includes contact in person, by telep 1one oF telegraph, by 
letter or other writing, or by other communication di- 
rected to a specific recipient, but does not include letters 
addressed or a circulars distributed generally 
to persons not y known to need legal services 
of fhe kim kind pon ci by the practitioner in a particular 
matter, but who are so situated that they might in gener- 
al find such services useful. 


§10.34 Communication of fields of practice. 


A registered practitioner may state or imply that the 
practitioner is a specialist as follows: 

(a) A registered practitioner who is an attorney may 
use the designation “Patents,” “Patent Attorney,” “Pa- 
tent Lawyer,” “Registered Patent Attorney,” or a sub- 
er we similar designation. 

Sige ogy ee practitioner who is not an attorney 
ig use the designation “Patents,” “Patent Agent,” 
“Registered Patent Agent,” or a substantially similar 
designation, except that any practitioner who was regis- 
tered prior to November 15, 1938, may refer to himself 
or herself as a “patent attorney.” 


§10.35 Firm names and letterheads. 


(a) A practitioner shall not use a firm name, letter- 
head, or other professional designation that violates 
$10.31. A trade name may be used by a practitioner in 
private practice if it does not imply a current connection 
with a government agency or with a public or charitable 
legal services organzation and is not otherwise in viola- 
tion of §10.31. 

(b) Practitioners may state or imply that they practice 
yang a partnership or other organization only when that is 


§10.36 Fees for legal services. 


(a) A practitioner shall not enter into an agreement 
for, charge, or collect an ill or clearly excessive fee. 

(b) A fee is clearly excessive when, after a review of 
the facts, a practitioner of ordinary prudence would be 
left with a definite and firm conviction that the fee is in 
excess of a reasonable fee. Factors to be considered as 
guides in determining the reasonableness of a fee include 
the following: 

(1) The time and labor required, the novelty and 
difficulty of the questions involved, and the skill requi- 
site to perform the legal service properly. 

(2) The likelihood, if apparent to the client, that the 
acceptance of the particular employment will preclude 
other employment by the practitioner. 

(3) The fee customarily charged for similar legal 
services. 

(4) The amount involved and the results obtained. 
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(5) The time limitations imposed by the client or by 
the circumstances. 

(6) The nature and length of the professional rela- 
tionship with the client. 

(7) The experience, reputation, and ability of the 
practitioner or practitioners forming the services. 

(8) Whether the fee is fixed or contingent. 


§10.37 Division of fees among practitioners. 


(a) A practitioner shall not divide a fee for legal 
services with another practitioner who is not a partner 
in or associate of the practitioner’s law firm or law of- 
fice, unless: 

(1) The client consents to employment of the other 
practitioner after a full disclosure that a division of fees 
will be made. 

(2) The division is made in proportion to the 
services iormed and responsibility assumed by each. 

(3) The total fee of the practitioners does not clear- 
ly exceed reasonable compensation for all legal services 
rendered to the client. 

(b) This section does not prohibit payment to a former 
partner or associate pursuant to a separation or retire- 


ment agreement. 
eT ee ee ee 


(a) A practitioner shall not be a party to or participate 
in a partnership or employment agreement with another 
practitioner that restricts the right of a practitioner to 
practice before the Office after the termination of a rela- 
tionship created by the agreement, except as a condition 
to payment of retirement benefits. 

) In connection with the settlement of a controversy 
or suit, a practitioner shall not enter into an agreement 
og —™ the practitioner’s right to practice before 
the Office. 


§10.39 Acceptance of employment. 


A practitioner shall not accept employment on behalf 
of a person if the practitioner knows or it is obvious that 


such wishes to: 

(a) Bring a legal action, commence a proceeding be- 

an poe Office, conduct a defense, assert a position in 

pending before the Office, or otherwise 
have steps taken for the person, merely for the purpose 
of harassing or maliciously injuring any other person. 

(b) Present a claim or defense in litigation or any pro- 
ceeding before the Office that is not warranted under 
existing law, unless it can be supported by good faith ar- 
gument for an extension, modification, or reversal of 
existing law. 


§10.40 Withdrawal from employment. 


(a) A practitioner shall not withdraw from employ- 
ment in a proceeding before the Office without permis- 
sion from the Office (see §§1.36, and 2.19 of this 
Subchapter). In any event, a practitioner shall not with- 
— a employment until the practitioner has taken 

ape aed to avoid foreseeable prejudice to the 

rights of the it, inch giving due notice to his or 

allowing time for employment of another 

posh owe aed cde 

erty to which the client is entitled, and complying with 

applicable laws and rules. A practitioner who withdraws 

from employment shall refund promptly any part of a 
fee paid in advance that has not been earned. 

(b) Mandatory withdrawal. A practitioner represent- 
ing a client before the Office shall withdraw from em- 
ployment if: 

Ne ae oe ri dae A a genet 
client is bringing a legal action, commencing a proceed- 
ing tealonndetidlinny ditnbenthte o:dateena; of connecting 
a position in litigation or any proceeding pending before 
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the Office, or is otherwise having steps taken for the cli- 
ent, merely for the purpose of harassing or maliciously 
injuring any person; 

(2) the practitioner knows or it is obvious that the 
practitioner’s continued employment will result in viola- 
tion of a Disciplinary Rule; 

(3) the practitioner’s mental or physical condition 
renders it unreasonably difficult for the practitioner to 
carry out the employment effectively; or 

(4) the practitioner is discharged by the client. 

(c) Permissive withdrawal. If ph (b) of this 
section is not applicable, a practitioner may not request 
permission to withdraw in matters pending before the 
Office unless such request or such withdrawal is be- 


cause: 

(1) the petitioner’s client: 

(i) insists upon presenting a claim or defense that 
is not warranted under existing law and cannot be su 
ported by good faith argument for an extension, modifi 
cation, or reversal of existing law 

(ii) personally seeks to pursue an illegal course of 
conduct; 

(iii) insists that the practitioner pursue a course of 
conduct that is illegal or that is prohibited under a Dis- 
ciplinary Rule; 

(iv) by other conduct renders it unreasonably dif- 
ficult for the practitioner to carry out the employment 
effectively; 

(v) insists, in a matter not pending before a tribunal, 
that the practitioner engage in conduct that is contrary 
to the judgment and advice of the practitioner but not 
prohibited under the Disciplinary Rule; or 

(vi) has failed to pay one or more bills rendered by 

ba a for an unreasonable period of time or 

has failed to honor an agreement to pay a retainer in ad- 
vance of the performance of legal services. 

(2) the practitioner’s continued employment is likely 
to result in a violation of a Disciplinary Rule; 

(3) the practitioner’s inability to work with co-counsel 
indicates that the best interests of the client likely will 
be served by withdrawal; 

(4) wy eer weer be mental or physical condition ren- 
ders it for the practitioner to carry out the em- 
ployment effectively; 

(5) the practitioner’s client knowingly and freely as- 
sents to termination of the employment; or 

(6) the practitioner believes in good faith, in a 
proceeding pending before the Office, that the Office 
will find the existence of other good cause for with- 
drawal. 


§§10.41-10.45 [reserved] 
§10.46 Canon 3. 


A practitioner should assist in preventing the unautho- 
rized practice of law. 


§10.47 Aiding unauthorized practice of law. 


——— ractitioner shall not aid a non-practitioner in 
unauthorized practice of law before the Office. 
“gp eae not aid a suspended or jud- 
ed practitioner in the practice of law before the Office. 
(c) A practitioner shall not aid a non-lawyer in the 
unauthorized practice of law. 


§10.48 Sharing legal fees. 


A practitioner or a firm of practitioners shall not 
share legal fees with a non-practitioner except that: 
ee ae ne 

tioner’s firm, associate may provide or the 

pamenet Seen aay, over 0 reasonable period of time of 
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of the total compensation which fairly represents the 
services rendered by the deceased practitioner. 

(c) A practitioner or firm of practitioners may in- 
clude non-practitioner employees in a compensation or 
retirement plan, even though the plan is based in whole 
or in part on a profit-sharing arrangement, providing 
= plan does not circumvent another Disciplinary 

ule. 


§10.49 Forming a partnership with a non-practitioner. 


A practitioner shall not form a partnership with a 
non-practitioner if any of the activities of the partnership 
re sag Na ra of patent, trademark, or other law 

ore 


§§10.50-10.55 [reserved] 
§10.56 Canon 4. 


A practitioner should preserve the confidences and se- 
crets of a client. 


§10.57 Preservation of confidences and secrets of a client. 


(a) “Confidence” refers to information protected by 
the attornery-client or agent-client privilege under appli- 
cable law. “Secret” refers to other information gained in 
the professional relationship that the client has requested 
be held inviolate or the y emer of which would be 
aes or would be likely to be detrimental to the 


uo) Except when permitted under paragraph (c) of this 
section, a practitioner shall not knowingly: 

(1) Reveal a confidence or secret of a client. 

(2) Use a confidence or secret of a client to the dis- 
advantage of the client. 

(3) Use a confidence or secret of a client for the ad- 
vantage of the practitioner or of a third person, unless 
the client consents after full disclosure. 

(c) A practitioner may reveal: 

(1) Confidences or secrets with the consent of the 
client affected but only after a full disclosure to the cli- 
ent. 


(2) Confidences or secrets when permitted under 
Disciplinary Rules or required by law or court order. 

6) The intention of a client to commit a crime and 
the information necessary to prevent the crime. 

(4) Confidences or secrets necessary to establish or 
collect the practitioner’s fee or to defend the practitio- 
ner or the practitioner’s ree or associates against 
an accusation of wrongful cond: 

(a A-peunthdencs Uheib-aeedies wethagalin-tibe-te 
prevent the practitioner’s ns associates, and oth- 
ers whose services are utilized by the practitioner from 
disclosing or using confidences or secrets of a client, ex- 
cept that a practitioner may reveal the information 
eee Oe ee 
ployee. 


§§10.58-10.60 [reserved] 
§10.61 Canon 5. 


A practitioner should exercise independent profession- 
al judgment on behalf of a client. 


$10.62 Refusing employment when the interest of the 
practitioner may impair the practitioner’s independent 


(a) Except with the consent of a client after full dis- 


employment if 
the exercise of the practitioner’s fessional judgment 
arts ceinirom ie ee 


fected by the practitioner’s own financial, prop- 


an ee eee 
the practitioner knows 
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or it is obvious that the practitioner or another practitio- 
ner in the practitioner’s firm ought to sign an vit to 
be filed in the Office or be as a witness, except 
that the practitioner may undertake the employment and 
the practitioner or another practitioner in the practitio- 
ner’s firm may testify: 

(1) If the testimony will relate solely to an uncon- 
tested matter. 

(2) If the testimony will relate solely to a matter of 
formality and there is no reason to believe that substan- 
tial os tas will be offered in opposition to the testimo- 


ny. 

(3) If the testimony will relate solely to the nature 
and value of services rendered in the case by the 
practitioner or the practitioner’s firm to the client. 

(4) As to any matter, if refusal would work a sub- 
stantial hardship on the client because of the distinctive 
value of the practitioner or the practitioner’s firm as 
counsel in the particular case. 


§10.63 Withdrawal when the practitioner becomes a wit- 
ness. 


_ (a) If, after undertaking employment in a proceeding 

in the Office, a practitioner learns or it is obvious that 
the practitioner or another practitioner in the practitio- 
ner’s firm ought to sign an wit to be filed in the Of- 
fice or be called as a witness on behalf of a practitioner’s 
client, the practitioner shall withdraw from the conduct 
of the proceeding and the practitioner’s firm, if any, 
shall not continue representation in the proceeding, ex- 
cept that the practitioner may continue the representa- 
tion and the practitioner or another practitioner in the 
practitioner’s may testify in the circumstances enu- 
merated in Ae ate (1) through (4) of §10.62(b). 

(b) If, after undertaking employment in a proceeding 
before the Office, a practitioner learns or it is obvious 
that the practitioner or another practitioner in the prac- 
titioner’s firm may be asked to sign an affidavit to be 
filed in the Office or be called as a witness other than on 
behalf of the practitioner’s client, the practitioner may 
continue the ee until it is apparent that the 
practitioner’s affidavit or testimony is or may be prejudi- 
cial to the practitioner’s client. 


§10.64 Avoiding acquisition of interest in litigation or pro- 
ceeding before the Office. 


(a) A practitioner shall not acquire a proprietary inter- 
est in the subject matter of a proceeding before the 
Office which the practitioner is conducting for a client, 
except that the practitioner may: 

(1) Acquire a lien ume by law to secure the 
practitioner’s fee or ex: 

(2) Contract with a client for a reasonable contin- 
gent fee; or 

(3) In a patent case, take an interest in the patent as 
part or all of his or her fee. 

(b) While representing a client in connection with a 
contemplated or pending proceeding before the Office, a 
practitioner shall not advance or guarantee financial as- 
sistance to a client, — that a practitioner may ad- 
vance or guarantee the expenses of going forward in a 
poneies before = Office including fees required by 

w to be to the Office, expenses of investigation, 
expenses of medical examination, and costs of obtaining 
and presenting evidence, provided the client remains ul- 
timately liable for such expenses. A practitioner may, 
however, advance any fee required to prevent or reme- 
dy an abandonment of a client’s application by reason of 

_an act or omission attributable to the practitioner and 
not to the client, whether or not the client is ultimately 
liable for such fee. 


§10.65 Limiting business relations with a client. 

A practitioner shall not enter into a business transac- 
tion with a client if they have differing interests therein 
and if the client expects the practitioner to exercise pro- 
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fessional judgment therein for the protection of the cli- 
ent, unless the client has consented after full disclosure. 


$10.66 Refusing to accept or continue employment if the 
interests of another client may impair the independent 
professional judgment of the practitioner. 


(a) A practitioner shall decline proffered employment 
if the exercise of the practitioner's dent profes- 
sional judgment in behalf of a client will be or is Pikely 
to be adversely affected by the acceptance of the prof- 
fered employment, or if it would be likely to involve the 
practitioner in representing a interests, except to 
the extent permitted under (c) of this section. 

(b) A practitioner shall pays continue multiple employ- 
ment if the exercise of came independent 

rofessional judgment in be of a client will be or is 
ikely to be adversely affected by the practitioner’s rep- 
resentation of another client, or if it would be likely to 
involve the practitioner in representing differing inter- 
ests, except to the extent permitted under paragraph (c) 
of this section. 

(c) In the situations covered by paragraphs (a) and (b) 
of this section a practitioner may represent multiple cli- 
ents if it is obvious that the practitioner can adequately 
represent the interest of each and if each consents to the 

pe psn peat after full disclosure of the possible effect 
such representation on the exercise of the practitio- 
ner’s independent professional judgment on behalf of 


each. 
(d) If a practitioner is required to decline employment 
or to withdraw from employment under a Disciplinary 
Rule, no partner, or associate, or any other Practitioner 
affiliated with the practitioner or the practitioner’s firm, 
may accept or continue such employment unless other- 
wise ordered by the Director or Commissioner. 


§10.67 Settling similar claims of clients. 


A practitioner who represents two or more clients 
shall not make or participate in the making of an 
gate settlement of the claims of or against the practitio- 
ner’s clients, unless each client has consented to the set- 
tlement after being advised of the existence and nature 
of all the claims involved in the proposed settlement, of 
the total amount of the settlement, and of the participa- 
tion of each person in the settlement. 


§10.68 Avoiding influence by others than the client. 


ractitioner’s client 
not: 


(a) Except with the consent of the 
after full disclosure, a practitioner 
(1) Accept — from one other than the 


practitioner’s client the practitioner’s legal services 
to or for the client. 

(2) Accept from one other than the practitioner's 
client any thing of value related to the practitioner’s rep- 
ppennetien of or the practitioner’s employment by the 
client. 

(b) A practitioner shall not permit a person who rec- 

employs, or pays the practitioner to render le- 
gal services for another, to direct or regulate the p racti- 
tioner’s professional judgment in rendering ro legal 
services. 

(c) A practitioner shall not practice with or in the 
form of a professional corporation or association autho- 
rized to practice law for a profit, if a non-practioner has 
the right to direct or control the professional judgment 
of a practitioner. 


§§10.69-10.75 [reserved] 
§10.76 Canon 6. 

A practitioner should represent a client competently. 
§10.77 Failing to act competently. 

A practitioner shall not: 
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(a) Handle a legal matter which the practitioner 
knows or should know that the practitioner is not com- 
petent to handle, without associating with the practitio- 
ner another practitioner who is competent to handle it. 

(b) Handle a legal matter without preparation ade- 
quate in the circumstances. 

(c) Neglect a legal matter 
practitioner. 


§10.78 Limiting liability to client. 


A practitioner shall not attempt to exonerate himself 
or herself from, or limit his or her liability to, a client 
for his or her personal malpractice. 


§§10.79-10.82 [reserved] 
§10.83 Canon 7. 


A practitioner should represent a client zealously 
within the bounds of the law. 


§10.84 Representing a client zealously. 


(a) A ggtionse shall not intentionally: 

ail to seek the lawful objectives of a client 
‘reasonably available means permitted by law 
Disciplinary Rules, except as provided by para- 
graph ) of section. A practitioner does not violate 
the provisions of this section, however, by acceding to 
reasonable requests of o) agers ig counsel which do not 
pre 2) a the rights of client, by being punctual in 
illing all professional commitments, by avoiding of- 
fensive tactics, or by treating with courtesy and consid- 

eration all persons involved in the legal process. 

(2) Fail to out a contract of employment en- 
tered into with a client for professional services, but a 
practitioner may withdraw as permitted under §§10.40, 
10.63, and 10.66. 

(3) Prejudice or damage a client during the course 
es a Ts seems relationship, except as required under 


entrusted to the 


ar Aa In Tepresentation of a client, a practitioner may: 


(1) re permissible, exercise professional judg- 
ment to waive or fail to assert a right or position of the 
client. 

(2) Refuse to aid or participate in conduct that the 
practitioner believes to be unlawful, even though there 
is some support for an argument that the conduct is le- 


§10.85 Representing a client within the bounds of the law. 
& In representation of a client, a practitioner shall 


*w) Initiate or defend any proceeding before the Of- 
fice, assert a position, conduct a defense, delay a trial or 
roceeding before the Office, or take other action on be- 
half of the practitioner’s client when the practitioner 
knows or w it is obvious that such action would 
serve merely to harass or maliciously injure another. 

(2) Knowingly advance a claim or defense that is 
unwarranted under existing law, except that a practitio- 
nes inte avonce eae nen ox. denen 2 9 othe BF cap 
ported by good faith argument for an extension, ifi- 
cation, or reversal of existing law. 

(3) Conceal or knowingly fail to disclose that which 
the practitioner is required by law to reveal. 

o. Knowingly use perjured testimony or false evi- 


mes) Knowingly make a false statement of law or 


(6) Participate in the creation or preservation of evi- 
dence when the practitioner knows or it is obvious that 
the evidence is false. 

(7) Counsel or assist a client in conduct that the 
practitioner knows to be illegal or fraudulent. 

(8) Knowingly engage in other illegal conduct or 
conduct contrary to a Disciplinary Rule. 


U.S. PATENT AND TRADEMARK OFFICE 


1062 TMOG 383 


(b) A practitioner who receives information clearly 
establishing that: 
py: Pe eae nr a 
pe a fraud upon a person or tribunal shall 
promptly call upon the client to rectify the same, and if 
the client refuses or is unable to do so the practitioner 
cnet greet Da Rand to Sis Seca SONNE SNORE 
(2) A person other than a client has 
fraud upon a tribunal shall promptly reveal the fraud to 
the tribunal. 


§10.86 [reserved] 
§10.87 Communicating with one of adverse interest. 


During the course of representation of a client, a prac- 
titioner shall not: 

(a) Communicate or cause another to communicate on 
the subject of the representation with a party the practi- 
tioner knows to be the practi by another practitioner 
in that matter unless the practitioner has the prior con- 
sent of the other tt = representing such other 
party or is authorized by law to do so. It is not improp- 
er, however, for a practitioner to encourage a client to 
meet with an opposing party for settlement discussions. 

(b) Give advice to a person who is not represented by 
a practitioner other than the advice to secure counsel, if 
the interests of such person are or have a reasonable 
possibility of being in conflict with the interests of the 
practitioner’s client. 


§10.88 Threatening criminal prosecution. 


A practitioner shall not present, participate in present- 
ing, or threaten to present criminal charges solely to ob- 
tain an advantage in any prospective or pending pro- 
ceeding before the Office. 


§10.89 Conduct in proceedings. 


(a) A practitioner shall not disregard or advise a client 
to disregard one provision of this Subcha or a deci- 
sion of the made in the course of a proceeding 
before the Office, but the practitioner may take appro- 
priate steps in good faith to test the validity of such pro- 
vision or decision. 

(b) In presenting a matter to the Office, a practitioner 
shall disclose: 

() Fepctins legal authority known to the practi- 
tioner to be directly adverse to the position of the client 
and which is not disclosed by opposing counsel or an 
employee of the Office. 

(2) Unless privileged or irrelevant, the identities of 
the client the practitioner represents and of the persons 
who comupret the practitioner. 

(c) In appearing in a professional capacity before a tri- 
bunal, a a shall not: 

(1) State or allude to any matter that the practitio- 
ner has no reasonable basis to believe is relevant to the 
pes or that will not be supported by admissible evi- 

lence. 

(2) Ask any question that the practitioner has no 
reasonable basis to believe is relevant to the case and 
that is intended to degrade a witness or other person. 

(3) Assert the practitioner’s personal knowledge of 
the facts in issue, except when testifying as a witness. 

(4) Assert the practitioner’s as to 
the justness of a cause, as to the credibility of a witness, 
as to the culpability of a civil vay: equtiod. Dondiou 
or innocence of an accused; bu practitioner may ar- 
gue, on the practitioner’s analysis of the evidence, for 
any ~ fm or conclusion with respect to the matters 


undignified or discourteous conduct 


before ‘he yo Th 3 of the Subchapter). 
m vie anal or habitually violate any provision 
this Subchapter or established rule of evidence. 


§10.90-10.91 [reserved] 
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§10.92 Contact with witnesses. 


(a) A practitioner shall not suppress any evidence that 

practitioner or the practitioner’s client has a legal 
to reveal or produce. 

(b) A practitioner shall not advise or cause a person to 

be secreted or to leave the jurisdiction of a tribunal for 


Sn SAAS of Selling che Gerecn wnnvellitie’ vs « wit 
ness therein. 


“oO A practit ioner shall not pay, offer to pay, or ac- 
quiesce in the payment of compensation to a witness 
contingent upon the content of the witness’ affidavit, 
testimony or the outcome of the case. But a practitioner 
may advance, guarantee, or acquiesce in the payment of: 

(1) Expenses reasonably incurred by a witness in at- 

testifying, or making an affidavit. 

(2 pena compensation to a witness for the 
witness’ loss of time in attending, testifying, or making 
an affidavit. 

(3) A reasonable fee for the professional services of 
an expert witness. 


§10.93 Contact with officials. 


(a) A practitioner shall not give or lend anything of 
value to a judge, official, or employee of a tribunal un- 
der circumstances which might give the appearance that 
the or loan is made to influence official action. 

(b) In an adversary proceeding, including any inter 
partes proceeding before the Office, a practitioner shall 
not communicate, or cause another to communicate, as 
to the merits of the cause with a judge, official, or Of- 
fice employee before whom the proceeding is pending, 


xcept: 
(1) In the course of official proceedings in the 


cause. 

(2) In writing if the practitioner promptly delivers a 
copy of the writing to opposing counsel or to the ad- 
verse party if the adverse party is not represented by a 
practitioner. 

(3) Orally upon ——— notice to opposing counsel 
or to the adverse party if the adverse party is not repre- 
sented by a practitioner. 

(4) As otherwise authorized by law. 


§§10.94-10.99 [reserved] 
§10.100 Canon 8. 


A practitioner should assist in improving the legal sys- 
tem. 


§10.101 Action as a public official. 


(a) A Pr ractitioner who holds public office shall not: 

(1) Use the practitioner iM gee we position to obtain, 
or attempt to obtain, a special advantage in legislative 
matters for the practitioner or for a client under circum- 
stances where the practitioner knows or it is obvious 
that such action is not in the public interest. 

(2) Use the practitioner’s public position to influ- 
ence, or attempt to influence, a tribunal to act in favor 
of the practitioner or of a client. 

(3) Accept any thing of value from any person 
when the practitioner knows or it is obvious that the of- 
fer is for purpose of influencing the practitioner’s ac- 
tion as a public official. 

(b) A practitioner who is an officer or emplo poet 
the United States shall not practice before the 
patent cases except as provided in §10.6(d). 


§10.102 Statements concerning officials. 


(a) A practitioner shall not knowingly make false 
statements of fact concerning the qualifications of a can- 
didate for election or appointment to a judicial office or 
to a position in the Office. 

(b) A practitioner shall not knowingly make false ac- 
cusations a judge, other adjudicatory officer, or 
employee of the Office. 
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§10.103 Practitioner candidate for judicial office. 


A practitioner who is a candidate for — office 
shall comply with applicable provisions of law 


§10.104-10,109 [reserved] 
§10.110 Canon 9. 


A practitioner should avoid even the appearance of 
professional impropriety. 


§10.111 Avoiding even the appearance of impropriety. 


(a) A practitioner shall not accept private employment 
in a matter upon the merits of which he or she acted 
in a judicial capacity. 

(b) A practitioner shall not accept private employment 
in a matter in which he or she had personal responsibili- 
ty while a public employee. 

(c) A practitioner shall not state or imply that the 
practitioner is able to influence improperly or upon irrel- 
ts grounds any tribunal, | tive body, or public 
re) 


§10.112 Preserving identity of funds and property of cli- 
ent. 


(a) All funds of clients paid to a practitioner or a 

practitioner’s firm, other than advances for costs and ex- 

shall be deposited in one or more identifiable 

accounts maintained in the United States or, in the 

case of a practitioner having an office in a foreign coun- 

try or registered under §10.6(c), in the United States or 
the foreign country. 

(b) No funds eee to the practitioner or the prac- 
titioner’s firm shall be deposited in the bank accounts re- 
quired by ay (a) of this section except as follows: 

(1) Funds ay sufficient to pay bank charges 
may be deposited th 

(2) Funds belonging in part to a client and in part 
presently or poten sei to the practitioner or the practi- 
tioner’s firm must be ited therein, but the portion 
belonging to the pred moe or the practitioner’s firm 
may be withdrawn when due unless the right of the 
practitioner or the practitioner’s firm to receive it is dis- 
puted by the client, in which event the disputed portion 
shall not be withdrawn until the dispute is finally re- 
solved. 

(c) A practitioner shall: 

(1) Promptly notify a client of the receipt of the cli- 

securities, or other properties. 
(2) Identify and label securities and properties of a 
client promptly upon receipt ype them in a safe 
deposit box or other place of safekeeping as soon as 
practicable. 

(3) Maintain complete records of all funds, securi- 
ties, and other properties of a client coming into the pos- 
session of the practitioner and render appropriate ac- 
counts to the client regarding the funds, securities, or 


® Promptly or deliver to the client as request- 
ed by a client the s, securities, or other properties in 
the possession of the practitioner which the client is en- 
titled to receive. 
(OMB Control No. 0651-0017) 


§§10.113-10.129 [reserved] 
Investigations and Disciplinary Proceedings 
§10.130 Reprimand, suspension or exclusion. 


(a) The Commissioner may, after notice and opportu- 
nity for a hearing, (a) reprimand or (b) suspend or ex- 
clude, either ly or in any particular case, any 
individual, attorney, or agent shown to be incompetent 
(ranean ee 
who violates a Disciplinary R 


ent’s 
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(b) Petitions to disqualify a practitioner in ex parte or 
inter partes cases in the Office are not governed by 
§§10.130 through 10.170 and will be handled on a case- 
by-case basis under such conditions as the Commissioner 
deems appropriate. 


§10.131 Investigations. 


(a) The Director is authorized to investigate possible 
violations of Disciplinary Rules by practitioners. See 
§10.2(b) (2). ; 

(b) Practitioners shall report and reveal to the Direc- 
tor any knowledge or evidence required by §10.24. A 
practitioner shall cooperate with the Director in connec- 
tion with any ga aay under paragraph (a) of this 
section and with officials of the Office in connection 
with any disciplinary proceeding instituted under 
§10.132(b). 

(c) Any non-practitioner possessing knowledge or in- 
formation concerning a violation of a Disciplinary Rule 
by pds ay ractitioner may report the violation to the Direc- 

Director may require that the report be pres- 
cath a dane ate te: 


§10.132 Initiating a disciplinary proceeding; reference to 
an administrative law judge. 


(a) If after conducting an investigation under 
§10.131(a) the Director is of the opinion that a practitio- 
- has violated a Disciplinary Rule, the Director shall 

camel ying where anaeeeeny with the provisions of 
suse 58(c), call a meeting of the Committee on Dis- 
cipline. The Committee on sciplne shall then deter- 
pom help ar yroghnah nets phe a disciplinary pro- 
ceeding be instituted under paragraph (b) of his 
section. 

(®) If the Committee on. Discipline determines that 
probable cause exists to believe a practitioner has 
violated a eos an! Rule, the Director shall institute 
a ye gee a filing a complaint under 
§10.1 The complaint be filed in the Office of the 
Director. A disciplinary proceeding may result in: 

(1) a reprimand or 
(2) ion or exclusion of a practitioner from 
practice before the Office. 

(c) Upon the filing of a complaint under §10.134, the 
Commissioner will refer the disciplinary proceeding to 
an administrative law judge. 


§10.133 Conference between Director and practitioner; 
resignation. 


(a) General. The Director may confer with a practitio- 
ner concerning ible violations by the practitioner of 
a Disciplinary Rule whether or not a disciplinary pro- 
ceeding has been instituted. 

(b) Resignation. Any practitioner who is the subject of 
an investigation uader §10.131 or against whom a com- 
plaint has been filed under §10.134 may resign from 
| merdpeqne Fee mt fing Bay mae Ss gg 

an affidavit stating his or her desire to resign. 

(c) If filed prior to the date set by the administrative 
law judge for a hearing, the affidavit shall state that: 

(1) the resignation is freely and voluntarily 


(2) the practitioner is not acting under duress or 
coersion from the Office; 

(3) the practitioner is fully aware of the implications 
resignation; 


itioner is aware (i) of a pending investi- 


Responsibility, the nature of which shall be set forth by 
the practitioner to the satisfaction of the Director; 
(5) the practitioner acknowledges that, if and when he 
oe for reinstatement under §10.160, the Di- 
oon cee, Se eee 
oh deuemining the application for reinstatement, that: 
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or the facts upon which the complaint is based are 


o the practitioner could not have successfully 
defended himself or herself against (A) charges acaliemn 
ed on the violation under investigation or (B) charges 
set out in the complaint filed against the practitioner. 

(d) If filed on or after the date set by the administra- 
tive law judge for a hearing, the affidavit shall make the 
statements required by subparagraphs (1) through (4) of 
paragraph (b) of this section and shall state that: 

(1) the practitioner acknowledges the facts upon 
which the complaint is based are ture; and 

(2) the resi ion is being submitted because the 

id not successfully defend himself or 

Peecelf neal against (i) charges predicated on the violation un- 

der rg gem or (ii) charges set out in the complaint. 

(e) When an affidavit under ph (b) or me of 
this section is received while an investigation is pending, 
the Commissioner shall enter an order excluding the 
practitioner “on consent.” When an affidavit under para- 

graphs (b) or (c) of this section is received after a com- 
plaint under §10.134 has been filed, the Director shall 
notify the administrative law judge. The administrative 
law j Pov shall enter an order transferring the disciplin- 
ary proceeding to the Commissioner and the Commis- 
sioner shall enter an order excluding the practitioner 
“on consent.” 
(f) Any practitioner who resigns from practice before 
Office under this section and who intends to reapply 
for admission to practice before the Office must comply 
with the provisions of §10.158. 

(g) Settlement. Before or after a complaint is filed un- 
der §10.134, a settlement conference may occur between 
the Director and a practitioner for the purpose of set- 
tling any matter. If an offer of settlement is 
made by the r or the practitioner and is not ac- 
capied > the etann anredindaeeaa aie araiae 
ment or its refusal shall be admissible in evidence in the 
disciplinary proceeding unless both the Director and the 


practitioner agree in writing. 
§10.134 Complaint. 


nit) A complaint instituting a disciplinary proceeding 
s! 

(1) Name the are ro who may then be re- 
ferred to as the “ 

(2) Give a plain and cedieles description of the al- 
leged violations of the Disciplinary Rules by the practi- 
tioner. 


(3) State the place and time for filing an answer by 
the respondent. 
(4) State that a decision by default may be entered 
against the respondent if an answer is not timely filed. 
(5) Be signed by the Director. 

(b) A complaint will be deemed sufficient if it fairly 
informs the respondent of any violation of the Disciplin- 
ary Rules which form the basis for the disciplinary pro- 
ceeding so that the respondent is able to adequately pre- 
pare a defense. 


§10.135 Service of complaint. 
a ae 
the following methods: 


(1) By handing a y of the complaint personally 
to the in which case the individual handing 
the complaint to the it shall file an affidavit 
with the Director indicating the time and place the com- 

int was handed to the respondent. 

(2) a ee ee 
Mail” or 

(i) a registered practitioner at the address for 
which separate notice was last received by the Director 


at the last ad- 
the Director. 
Se Se CE oma eee ye 
and the respondent. 
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(b) If a complaint served by mail under paragraph (a) 
(2) of this section is returned by the U.S. Postal Service, 
the Director shall mail a second copy of the complaint 
to the respondent. If the second copy of the complaint is 
also returned by the U.S. Postal Service, the Director 
shall serve the respondent by publishing an a ppropriate 
notice in the Official Gazette for four consecutive weeks, 
in which case the time for answer shall be at least thirty 
days from the fourth publication of the notice. 

(c) If a respondent is a registered practitioner, the Di- 
rector may serve simultaneously with the complaint a 
letter under §10.11(b). The Director may require the re- 
spondent to aa the §10.11(b) letter within a period 
of not less than 15 days. An answer to the §10.11(b) let- 
ter shall constitute proof of service. If the respondent 
fails to answer the §10.11(b) letter, his or her name will 
be removed from the register as provided by §10.11(b). 

(d) If the respondent is represented by an attorney un- 
der §10.140(a), a copy of the complaint shall also be 
served on the attorney. 


§10.136 Answer to complaint. 


(a) Time for answer. An answer to a complaint shall be 

iled within a time a in the complaint which shall be 
not less than thirty 

(b) With whom ti fed. The answer shall be filed in writ- 
ing with the administrative law judge. The time for fil- 
ing an answer may be extended once for a period of no 
more than thirty days by the administrative law judge 
upon a showing of good cause apc a motion re- 

questing an extension of time is filed within thirty days 
after the date the complaint is filed by the Director. A 
copy of the answer shall be served on the Director. 

(c) Content. The respondent shall include in the an- 
swer a statement of the facts which constitute the 
grounds of defense and shall specifically admit or deny 
each allegation set forth in the complaint. The respon- 
dent not deny a material allegation in the com- 
plaint which the respondent knows to be true or state 
that respondent is without sufficient information to form 
a belief as to the truth of an allegation when in fact the 
respondent possesses that information. The respondent 
shall also state affirmatively special matters of defense. 

(d) Failure to deny allegations in complaint. Every alle- 
gation in the complaint which is not denied by a respon- 
dent in the answer is deemed to be admitted and may be 
considered proven. No further evidence in respect of 
that allegation need be received by the administrative 
law judge at any hearing. Failure to timely file an an- 
swer will constitute an admission of the allegations in 
the complaint. 

(e) Reply by Director. No reply to an answer is re- 
F pa by the Director and any affirmative defense in 

answer shall be deemed to be denied. The Director 


may, howewtts file a reply if he or she chooses or if or- 
dered by the adminstrative law judge. 


§10.137 Supplemental complaint. 


False statements in an answer may be made the basis 
of a supplemental complaint. 


§10.138 Contested case. 


Upon the filing of an gey by the respondent, a dis- 
ciplinary proceeding shall be regarded as a contested 
case within the meaning of 35 U.S.C. 24. Evidence 
obtained by a su issued under 35 U.S.C. 24 shall 
not be admitted into the record or considered unless 
leave to proceed under 35 U.S.C. 24 was previously au- 
thorized by the administrative law judge. 


§10.139 Administrative law judge; appointment; responsi- 
bilities; review of interlocutory orders; stays. 


(a) Appointment. An administrative law judge, 
ee under 5 U.S.C. 3105, shall conduct disciplin- 
igs as provided by this part. 

i A yee Responsibilities The administrative law judge shall 
have authority to: 
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(1) Administer oaths and affirmations; 

(2) Make rulings upon motions and other requests; 

(3) Rule upon offers of proof, receive relevant evi- 
dence, and examine witnesses; 

(4) Authorize the taking of a deposition of a witness 
in lieu of al appearance of the witness before the 
adminstrative law judge; 

(5) Determine the time and place of any hearing 
and regulate its course and conduct; 

(6) Hold or provide for the holding of conferences 
to settle or simplify the issues; 

(7) Receive “an consider oral or written arguments 
on facts or law; 

(8) Adopt procedures and modify procedures from 
time to time as occasion requires for the orderly disposi- 
tion of proceedings; 

(9) Make initial decisions under §10.154; and 

(10) Perform acts and take measures as necessary to 
promote the efficient and timely conduct of any disci- 
plinary g. coils 
(c) Time for making initial decision. The administrative 
law judge shall set times and exercise control over a dis- 
ciplinary proceeding such that an initial decision under 
§10.154 is normally issued within six months of the date 
a complaint is filed. The administrative law judge may, 
however, issue an initial decision more than six months 
after a complaint is filed if in his or her opinion there 
exist unusual circumstances which preclude issuance of 
an ood bape within six months of the filing of the 


ong) Ren Review of interlocutory orders. An interlocutory or- 
der of an administrative law judge will not be reviewed 
by the Commissioner except: 

(1) when the administrative law judge shall be of 
the opinion (i) that the interlocutory order involves a 
controlling ion of procedure or law as to which 
there is a subetantial co aes for a difference of opinion 
and (ii) that an immediate decision by the Commissioner 
may materially advance 45 ultimate termination of the 
disciplinary proceeding o 

by in. in an cxtPact inary situation where justice re- 
quires review. 

(e) Stays pending review of interlocutory order. If the Di- 
rector or a respondent seeks review of an interlocutory 
order of an administrative law judge under paragraph 
(b)(2) of this section, any time period set for taking ac- 
tion by the administrative law judge shall not be stayed 
unless ordered by the Commissioner or the administra- 
tive law judge. 


§10.140 Representative for Director or respondent. 


_ (a) A respondent may be represented before the Office 

in connection with an investigation or disci ape ro- 
cotta by an attorney. The attorney shall file a 2A le 
declaration that he or she is an attorney within the 
meaning of §10.1(c) and shall state: 

(1) the address to. which the attorney wants corre- 
spondence related to the investigation or disciplinary 
proceeding sent and 

(2) a telephone number where the attorney may be 


te at least two as- 
sociate solicitors in the Office of the Solicitor to A.A. as 
representatives for the Director in esiatianrs ‘Seaneet 
ings. In prosecuting disciplinary proceedings, the desig- 
nated associate solicitors shall not involve the Solicitor 
or the Deputy Solicitor. The Solicitor and the Deputy 
Solicitor shall remain insulated from the investigation 
and prosecution of all disciplinary proceedings in order 
that they shall be available as counsel to the Commis- 
sioner in deciding disciplinary proceedings. 


§10.141 Filing of papers. 


(a) The provisions of §1.8 a this Subchapter do not 
apply to disciplinary p 

(b) All papers filed after the complaint and prior to 
entry of an in initial decision by the administrative law 
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judge shall be filed with the administrative law judge at 
an address or place designated by the administrative law 
judge. All papers filed after entry of an initial decision 
by the administrative law judge shall be filed with the 
Director. The Director shall promptly forward to the 
Commissioner any paper which requires action under 
this part by the Commissioner. 

(c) The administrative law judge or the Director may 
provide for filing papers and other matter by hand or by 
“Express Mail.” 


§10.142 Service of papers. 


(a) All papers other than a complaint shall be served 
on a respondent represented by an attorney by: 
(1) delivering a copy of the paper to the office of 
the attorney; or 
(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to the attorney at the address provided 
by the attorney under §10.140(a) (1); or 
(3) any other method mutually agreeable to the at- 
torney and a representative for the Director. 
(b) All papers other than a complaint shall be served 
S. a respondent who is not represented by an attorney 


* wy delivering a copy of the paper to the respon- 
dent; or 

Q) mailing a ony, of the paper by first-class mail or 
“Express Mail” to the respondent at the address to 
which a complaint may be served or such other address 
as may be desi + mange in writing by the respondent; or 

(3) any o method mutually agreeable to the re- 
spondent and a representative of the Director. 

(c) A respondent shall serve on the representative for 
the Director one copy of each paper filed with the ad- 
ministrative law judge or the Director. A ay may be 
served on the representative for the Director 

(1) delivering a copy of the paper to the abet 
tive; or 
(2) mailing a copy of the paper by first-class mail or 
“Express Maik to an address designated in writing by 
the eye or 
(3) any other method mutually agreeable to the re- 
spondent and the representative. 

(d) Each paper filed in a disciplinary proceeding shall 
contain therein a certificate of service indicating: 

(1) the date on which service was made and 
(2) the method by which service was made. 

(e) The administrative law judge or the Commissioner 
may require that a paper be served by hand or by “Ex- 
press Mail.” 

(f) Service by mail is completed when the paper 
mailed in the United States is placed into.the custody of 
the U.S. Postal Service 


§10.143 Motions. 


Motions may be filed with the administrative law 
judge. The adminstrative law judge will determine on a 


case-by-case basis the time period mabe oy to a mo- 
authorized. 


jolos nati cuchaddic Wenebored tera teliee tare 
ment My Oe OO ee ee at- 
— for the moving party has conferred with the op- 

g party or attorney for the opposing party in an 
Port in good faith to resolve by a6) agreement the issues 
raised by the motion and has been unable to reach 
agreement. If issues raised by a motion are resolved by 
- the parties prior to a decision on the motion by the ad- 
ministrative law judge, the parties shall promptly notify 
the administrative law judge. 


§10.144 Hearings. 


(a) The administrative law judge shall preside at hear- 
ings in disciplinary proceedings. Hearings will be steno- 
ly recorded and transcribed and the testimony 

of witnesses will be received under oath or affirmation. 
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The administrative law judge shall conduct hearings in 
accordance with 5 U.S.C. 556. A copy of the transcript 
of the hearing shall become part of the record. A copy 
of the transcript shall be provided to the Director and 
the respondent at the expense of the Office. 

(b) If the respondent to a disciplinary proceeding fails 
to appear at the hearing after a notice of hearing has 
been given by the administrative law judge, the adminis- 
trative law judge may deem the respondent to have 
waived the right to a hearing and may proceed with the 
hearing in the absence of the respondent. 

(c) A hearing under this section will not be open to 
the public except that the Director may grant a request 
pc bee dent to open his or her hearing to the public 

the record of the disciplinary ee 
available “for public inspection, provided is 
reached in advance to exclude from public dclosure i in- 
formation which is privileged or confidential under ap- 
plicable laws or regulations. If a disciplinary proceeding 


results in disci action against a practitioner, and 


plinary 
on to §10.159(c), the record of the entire disciplin- 


zg; including any settlement agreement, will 
oe available for public inspection. 


§10.145 Proof; variance; amendment of pleadings. 


In case of a variance between the evidence and the al- 
legations in a complaint, answer, or reply, if any, the ad- 
ministrative law judge may order or authorize amend- 
ment of the complaint, answer, or reply to conform to 
the evidence. Any who would otherwise be preju- 
diced by the ment will be given reasonable oppor- 
tunity to meet the allegations in the complaint, answer, 
or reply, as amended, and the administrative law judge 
shall make findings on any issue presented by the com- 
plaint, answer, or reply as amended. 

§§10.146-10.148 [reserved] 
§10.149 Burden of proof. 

In a disciplinary proceeding, the Director shall have 
the burden of proving his or her case by clear and con- 
vincing evidence and a respondent shall have the burden 
of providing any affirmative defense by clear and con- 
vincing evidence. 
§10.150 Evidence. 


(a) Rules of evidence. The rules of ovbintien prevailing 
in courts of law and equity are not controlling in hear- 
ings in disciplinary proceedings. However, the adminis- 
trative law judge shall exclude evidence which is irrele- 
vant, immaterial, or unduly repetitious. 

(b) Depositions. Depositions of witnesses taken 
pursuant to §10.151 ~—= ergs po Br as evidence. 

(c) Government ments. Official documents, 
records, and papers of the Office are admissible without 
extrinsic evidence of authenticity. These documents, 
records and papers may be evidenced by a copy certi- 
fied as correct by an employee of the Office. 

(d) Exhibits. If any document, record, or other paper 
is introduced in evidence as an exhibit, the administra- 
tive law judge may authorize the withdrawal of the ex- 
hibit subject to any conditions the administrative law 


peelaeins Bas yjection. Objections 
rulings on objections will be a part of the record. No ex- 
ception to the ruling is necessary to preserve the rights 
of the parties. 


§10.151 Depositions. 


(a) Depositions for use at the hearing in lieu of per- 
sonal of a witness before the administrative 


upon a showing of good cause and with the approval of, 
and under such conditions as may be deemed appropri- 
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ate by, the administrative law judge. Depositions may be 
taken upon oral or written questions, upon not less than 
ten days written notice to the other party, before any of- 
ficer authorized to administer an oath or affirmation in 
the place where the deposition is to be taken. The re- 
quirement of ten days notice may be waived by the 
parties and depositions may then be taken of a witness 
and at a time and place mutually agreed to by the 
parties. When a deposition is taken upon written ques- 
tions, copies of the written questions will be served 
upon the other party with the notice and copies of any 
written cross-questions will be served by hand or “Ex- 
press Mail” not less then five days before the date of the 
king of the deposition unless the parties mutually agree 
‘otherwise. A party on whose behalf a deposition is taken 
shall file a copy of a transcript of the deposition signed 
by a court reporter with the administrative law judge 
and shall serve one copy upon the opposing party. Ex- 
for a court r can eer: and preparing, serving, and 
pa fog be borne by the party at whose 
instance the deposition is taken. 

(b) mb) When the Director and the respondent agree in 
writing, a deposition of any witness who will appear 
voluntarily may be taken under such terms and condi- 
tions as may be mutually ble to the Director and 
the respondent. The deposition shall not be filed with 
the administrative law judge and may not be admitted in 
evidence before the administrative law judge unless he 
or she orders the deposition admitted in evidence. The 
admissibility of the yen ition shall lie within the discre- 
tion of the administrative law judge who may reject the 
deposition on any reasonable basis including the fact that 
demeanor is involved and that the witness should | have 
been called to appear personally before the administra- 
tive law judge. 


§10.152 Discovery. 


Discovery shall not be authorized except as follows: 
(a) After an answer is filed under §10.136 and when a 
party establishes in a clear and convincing manner that 
discovery is necessary and relevant, the administrative 
law judge, under such conditions as = rat she deems ap- 
propriate, may order an appease yeah 
(1) answer a reasonable number a eae a requests 
for admission or interrogatories; 
(2) produce for oo and copying a reasonable 
number of documents; and 
_ (3) produce for inspection a reasonable number of 
other than documents. 
a Discovery shall not be authorized under paragraph 
(a) of _— section of any matter which: 
(1) will be used. by another party solely for im- 
peachment or cross-examination; 
g122” is not available to the party under 35 U.S.C. 
(3) relates to any disciplinary proceeding com- 
menced in the Patent and Trademark Office prior to 
Mar. 8, 1985; 
(4) relates to experts except as the administrative 
a judge may require under paragraph (e) of this sec- 


wei po ae vileged; or 
to mental impressions, conclusions, opin- 
wae os legal theories of any attorney or other represen- 
tative of a party. 

(c) the administrative law Le 7 may deny discovery 
ee Pee Os this section if the dis- 
covery sou; 

(1) eae delay the disciplinary proceeding; 
(2) will place an undue burden on the party re- 
quired to produce the discovery sou, 
Po. is available (i) generally to ‘public, (ii) equal- 
the parties; or (iii) to the party seeking the 
discovery through another source. 

(d) Prior to authorizing discovery under (a) 
of this section, the administrative law judge require 
the party seeking discovery to file a motion (§10.143) 
and explain in detail for each request made how the dis- 
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covery sought is necessary and relevant to an issue actu- 
ally raised in the complaint or the answer. 

(ce) The administrative law judge may require parties 
to file and serve, prior to any hearing, a pre-hearing 
statement which contains 

(1) A list (together with a copy) of all proposed ex- 
nee to be used in connection with a party’s case-in- 
c 

(2) a list of proposed witnesses, 

(3) as to each proposed expert witness 

(i) an identification of the field in which the indi- 
vidual will be qualified as an expert; 
(ii) a statement as to the subject matter on which 
the expert is expected to testify; and 
(iii) a statement of the substance of the facts and 
inions to which the expert is expected to tesify, 

(4) the — of government employees who have 
investigated the case, and 

(5) copies of memoranda reflecting respondent's 
own statements to administrative representatives. 

(f) After a witness testifies for a party, if the opposing 
party requests, the party may be required to produce, 
prior to cross-examination, any written statement made 
by the witness. 


§10.153 Proposed findings and conclusions; post-hearing 
memorandum. 


Except in cases when the respondent has failed to an- 
swer the complaint, the administrative law judge, ng 
to making an initial decision, shall afford the 
reasonable opportunity to submit proposed findings te 
conclusions and a post-hearing memorandum in support 
of the proposed findings and conclusions. 


§10.154 Initial decision of administrative law judge. 


(a) The administrative law judge shall make an initial 
decision in the case. The decision will include (a) a 
statement of findings and conclusions, as well as the rea- 
sons or basis therefore with appropriate references to 
the record, upon all the material issues of fact, law, or 
discretion presented on the record, and (b) an order of 
suspension or exclusion from practice, an order of repri- 
mand, or an order dismissing the complaint. The admin- 
istrative law judge shall file the decision with the Direc- 
tor and shall transmit a copy to the representative of the 
Director and to the respondent. In the absence of an ap- 
peal to the er, the decision of the administra- 
tive law judge will, without further proceedings, be- 
come the decision of the Commissioner of Patents and 
Trademarks thirty (30) days from the date of the deci- 
sion of the administrative law judge. 

(b) The initial decision of the administrative law judge 
= explain the reason for any penalty of deen, 
— iow uspension or exclusion. In determining any penalty, the 
te) 


should normally be considered: 
0 the seriousness of the violation of the Disciplin- 


public interest; 
ary Rule; 
(3) the deterrent effects deemed necessary; and 
(4) the integrity of the legal profession; and 
(5) any extenuating circumstances. 


§10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial 
decision of the administrative kaw Sate. nates SAOSSS, 
either party may appeal to the Commissioner. An appeal 
by the respondent will be filed with the Director in du- 
plicate and will include exceptions to the decisions of 
the vier wntag ted judge and supporting reasons - 


at Re Sisectes Gee Dopeaeh Oo Be 
i thirty 


. reply . 
tor shall serve a copy of the reply brief. Upon the filing 
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of an appeal and a reply brief, if any, the Director shall 
transmit the entire record to the Commissioner. 

(b) The appeal will be decided by the Commissioner 
on the record made before the administrative law judge. 

(c) The Commissioner may order reopening of a disci- 

plinary proceeding in accordance with the principles 

which govern the granting of new trials. Any request to 
reopen a disciplinary proceeding on the basis of newly 
discovered evidence must demonstrate that the newly 
discovered evidence could not have been discovered by 
due diligence. 


§10.156 Decision of the Commissioner. 


(a) An appeal from an initial decision of the adminis- 
trative law judge shall be decided by the Commissioner. 
The Commissioner may affirm, reverse, or modify the 
initial decision or remand the matter to the administra- 
tive law judge for such further proceedings as the Com- 
missioner may deem appropriate. Entry of a decision by 
the ency action in a disciplin- 
ary proceeding. In making a decision, the Commis- 
sioner shall review the record or those portions of the 
record as may be cited by the ies in order to limit 
the issues. The Comissioner tranmit a copy of the 
final decision to the Director and to the respondent. 

(b) A final decision of the Commissioner may dismiss 
a disciplinary proceeding, reprimand a practitioner, or 
may suspend or exclude the practitioner from practice 
before the Office. 


§10.157 Review of Commissioner’s final decision. 


(a) Review of the Commissioner’s final decision in a 
disciplinary case may be had by a petition filed in the 
United States District Court for the District of Colum- 
bia. See 35 U.S.C. 32 and Local Rule 1-26 of the United 
States District Court for the District of Columbia. 

(b) The Commissioner may stay a final decision pend- 
ing review of the Commissioner’s final decision. 


§10.158 Suspended or excluded practitioner. 


(a) A practitioner who is suspended or excluded from 
practice before the Office under §10. ay shall not en- 
gage in unauthorized practice of trademark and 
other non-patent law before the 

(b) Unless otherwise ordered by the Commissioner, 
any practitioner who is suspended or excluded from 
practice before the Office under onder §10. 156(b) shall: 

(1) Within 30 days of entry of the order of suspen- 
sion or exclusion, notify al! bars of which he or she is a 
member and all clients of the practitioner for whom he 
or she is handling matters before the Office in 
written communications of the suspension or exclusion 
and shall file a copy of each written communication 
with the Director. 

(2) Within 30 days of entry of the order of suspen- 
sion or exclusion, surrender a client’s active Office case 
files to (i) the client or (ii) another practitioner designat- 
ed by the client. 

(3) Not hold himself or herself out as authorized to 

law before the Office. ’ 

(4) Promptly take any necessary and appropriate 
steps to remove from any telephone, legal, or other di- 
rectory any advertisement, statement, or representation 
which would reasonably suggest that the practitioner is 
authorized to practice patent, trademark or other non- 
patent law before the Office, and within 30 days of tak- 
ing those steps, file with the Director an affidavit de- 
scribing the precise nature of the steps taken. 

Sy Not advertise the practitioner’s availability or 
ability to perform or render legal services for any per- 
son having immediate, prospective, or pending business 
before the Office. 

(6) Not render legal advice or services to any per- 
son having immediate, panes or pending business 
before the Office as to 
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(7) Promptly take steps to change any sign identify- 
ing a practitioner’s or the practitioner’s firm’s office and 
the practitioner’s or the nomena firm’s stationary to 
delete therefrom any advertisement, statement, or repre- 
sentation which fon A reasonably suggest that the prac- 
titioner is authorized to practice law before the Office. 

(8) Within 30 days, return to any client any un- 
earned funds, including any unearned retainer fee, and 
any securities and property of the client. 

(c) A practitioner who is suspended or excluded from 
practice before the Office and who aides another practi- 
tioner in any way in the other practitioner’s practice of 
law before the Office, may, under the direct supervision 
of the other practitioner, act as a para-legal for the other 
practitioner or perform other services for the other 
practitioner which are normally performed by lay-per- 
sons, provided: 

(1) the practitioner who is suspended or excluded is: 

(i) a salaried employee of: 

(A) the other practitioner; 

(B) the other practitioner’s law firm; or 

(C) a client-employer who employs the other 
practitioner as a salaried employee; 

(2) the other practitioner assumes full professional 
responsibility to any client and the Office for any work 
performed by the suspended or excluded practitioner for 
the other practitioner; 

(3) the suspended or excluded practitioner, in con- 
nection with any immediate, prospective, or pending 
business before the Office, does not: 

(i) communicate directly in writing, orally, or 
otherwise with a client of the other practitioner; 

(ii) render any legal services to a client of the 
other practitioner; or 

(iii) meet in person or in the presence of the other 
practitioner with: 

(A) any Office official in connection with the 
prosecution of any patent, trademark, or other case; 

(B) any client of the other itioner, the oth- 
er practioner’s law firm, or the client-employer of the 
other practitioner; 

(C) any witness or potential witness which the 

ractitioner, the other practitioner’s law firm, or 
= other practitioner’s client-employer may or intends 
to call as a witness in any proceeding before the Office. 
The term “witness” includes individuals who will testify 
orally in a proceeding before, or a“ affidavit or any 
other document to be filed in, the 

(d) When a suspended or excluded practitioner acts as 
a one or ——— services under ph (c) of 

the suspended or excluded practitioner shall 
not thereafter be reinstated to practice before the Office 
unless: 

(1) the suspended or excluded practitioner shall 
have filed with the Director an affidavit which (i) ex- 
plains in detail the precise nature of all para-legal or oth- 
er services performed by the suspended or excluded 
practitioner and (ii) shows by clear and convincing evi- 

the r excluded practitioner has 


the provisions of this section and all Dis 


ciplinary Rules, 

(2) the other practitioner shall have filed with the 
Director a written statement which (i) shows that the 
other practitioner has read the affidavit required by 
subparagraph (d) (1) of this section and that the other 
practitioner believes every statement in the affidavit to 
be true and (ii) states why the other practitioner believes 
that the suspended or excluded practitioner has com- 
plied with paragraph (c) of this section. 


§10.159 Notice of suspension or exclusion. 


(a) Upon issuance of a final decision reprimanding a 
practitioner or suspending or excluding a practitioner 
from practice before the the Director shall give 
notice of the final decision to appropriate employees of 
the Office and to interested departments, agencies, and 
courts of the United States. The Director shall also give 
notice to appropriate authorities of any State in which a 
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practitioner is known to be a member of the bar and any 
appropriate bar association. 

(b) The Director shall cause to be published in the Of- 
ficial Gazette the name of any practitioner suspended or 
excluded from practice. Unless otherwise ordered by the 
Commissioner, the Director shall publish in the Official 
Gazette the name of any practitioner reprimanded by the 
Commissioner. 

(c) The Director shall maintain records, which shall 
be available for public inspection, of every disciplinary 
proceeding where a practitioner is reprimanded, sus- 
pended, or excluded unless the Commissioner orders 
that the proceeding be kept confidential. 


§10.160 Petition for reinstatement. 


- A ae pene for Rg of a practitioner sus- 
ded for a period of less than five years will not be 
teed until the period of suspension has passed. 

(b) A petition for reinstatement of a practitioner ex- 
cluded from practice will not be considered until five 
years after the effective date of the exclusion. 

(c) An individual who has resigned under §10.133 or 
who has been suspended or excluded may file a petition 
for reinstatement. The Director may grant a petition for 
reinstatement when the individual makes a clear and 
convincing showing that the individual will conduct 
himself or herself in accordance with the regulations of 
this part and that granting a petition for reinstatement is 
not contrary to the public interest. As a condition to re- 
instatement, the Director may require the individual to: 

(1) meet the requirements o' fox including taking 
and passing an examination under §10.7(b) and 

(2) pay all or a portion of the costs and expenses, 
not to exceed $1,500, of the disciplinary proceeding 
which lead to suspension or exclusion. 

(d) Any suspended or excluded practitioner who has 
violated the provisions of §10.158 during his or her peri- 
od of suspension or exclusion shall not be entitled to re- 
instatement until ‘such time as the Director is satisfied 
that a period of suspension equal in time to that ordered 
by the Commissioner or exclusion for five years has 
passed during which the suspended or excluded practi- 
tioner has complied with the provisions of §10.158. 

(e) Proceedings on any tion for reinstatement shall 
be open to the public. Before reinstating any suspended 
or excluded practitioner, the Director shall publish in 
the Official Gazette a notice of the suspended or exclud- 
ed practitioner’s petition for reinstatement and shall per- 
mit ihe public a reasonable opportunity to comment or 
submit evidence with respect to the petition for rein- 
statement. 


§10.161 Savings clause. 


(a) A disciplinary proceeding based on conduct en- 
gaged in prior to the effective date of these regulations 
may be instituted subsequent to such effective date, if 
such conduct would continue to justify suspension or ex- 
clusion under the provisions of this part. 

(b) No practitioner shall be subject to a disciplinary 

under this part based on conduct engaged in 
before the effective date hereof if such conduct would 
not have been subject to disciplinary action before such 
effective date. 


§10.162-10.169 [reserved] 


§10.170 Suspension of rules. 


(a) In an extraordinary situation, when Be re- 
quires, any requirement of the of this part 
which is not a requirement of the statutes may be sus- 
pended or waived by the Commissioner or the Commis- 
sioner’s designee, sua sponte, or on petition of any party, 
including the Director or the Director’s representative, 
subject to such other requirements as may be imposed. 

(b) Any petition under this section will not stay a dis- 
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ciplinary proceeding unless ordered by the Commission- 
er or an administrative law judge. 


GERALD J. MOSSINGHOFF 
Dec. 21, 1984. Commissioner of Patents 
and Trademarks. 
[1052 TMOG 4] 


TRADEMARK APPLICATION 
EXAMINATION AND CONTENT 


TRADEMARK NOTICES 
(163) Interviews Involving Trademark Application 


Interviews fr wor art result in a better understanding 
of the issues involved, shorten the prosecution and facili- 
tate disposal of applications. 

Interviews for discussion of registrability of the mark 
of a pending epplication will not be had before the first 
official Office action thereon and ordinarily not before 
filing the first response. Arrangements for an interview 
should be made in advance: so that the Examiner may 
review the case and be familiar with the details in- 
volved. 

Interviews on Friday will no longer be prohibited as a 
matter of policy but all interviews should be set at a 
time satisfactory to all parties concerned. 

A memorandum summarizing the conclusions reached 
at the interview should be prepared by the Examiner 
and placed in the application file. The memorandum will 
be retained in the application file until the prosecution is 
completed. Such procedure will not, however, relieve 
the applicant of the responsibility of complying with the 
requirements of Trademark Rule 2.62. 


HORACE B. FAY, JR., 
July 6, 1964. Assistant Commissioner. 
nD supersedes the notice of Feb. 10, 1958. (728 O.G. 


[804 O.G. TM 147] 


(164) Trademark Examining Procedure for Amended 
Applications; 


Reporting Oldest Dates of 
Amended Trademark Applications 

Effective immediately, the order in which amend- 
ments to ea applications are examined is 
changed. Previously, Examiners have usually acted on 
enieitied canes in'codét of Wing dete Of Gil edplication 
which the amendment concerned, i.e., amended cases 
with the oldest filing date were examined first. Under 
the new procedure, amended cases will normally be ex- 
amined in the order in which the amendment or other 
ye ce eli ar i.e., amendments that are received 
first will normally be examined first. 

Effective with ‘this issue of the Official Gazette (Trade- 
mark Section) in order to reflect more accurately the 
condition of division dockets, the column reporting the 
ee ees eee 2 ee 

date of receipt of the 
oldest filed amendment. Under this new method of re- 
porting the oldest date of receipt of a filed amendment 
upon which no action has been taken by an Examiner 
will be indicated for each division of the Trademark Ex- 
amining ion. 
RENE D. TEGTMEYER, 
Assistant Commissioner. 


[889 O.G. TM 6] 


July 15, 1971. 


(165) Trademark Office Actions 


Effective immediately Applicants or their attorneys 
will be provided with only one carbon copy of any of- 
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fice action, and the mailing of an additional carbon copy 
will be discontinued. 

This change is consistent with the current practice in 
the patent examining operations and should result in 
| spat efficiency in the preparation and mailing of of- 


ice actions. 
ROBERT GOTTSCHALK, 
Commissioner of Patents. 


[895 O.G. TM 238 ] 


Feb. 7, 1972. 


(166) Petition to Make Trademark 
Applications Special 

The practice of expediting the prosecution of new 
trademark applications on request of the applicant (ac- 
celerated prosecution) was rescinded, effective Aug. 1, 
1971 (36 F.R. 13231, July 16, 1971; 825 O.G. 2). This ac- 
tion was taken after a careful study of the practice, in- 
cluding a recommendation of the Public Advisory Com- 
mittee for Trademark Affairs that the Patent Office 
terminate accelerated prosecution of trademark appli- 
cations. The study considered both the effect of the pro- 
cedure on the workload of the Trademark Operations 
and the broader interest of examining trademark applica- 
tions in an order which is equitable - all applicants. 

Since the termination of this practice, the Office has 
experienced some increase in the number of petitions re- 

uesting the Commissioner to invoke his supervisory au- 

jority pursuant to Rule 2.146 in order to advance the 
examination of applications out of their regular order. 
This was to be expected since applicants who might 
have been able to show special circumstances entitling 
them to advanced examination could previously achieve 
this special treatment without resorting to a petition. 
However, some of the petitions now being received are 
not considered sufficient to justify the extraordinary re- 
lief of invoking the supervisory authority of the Com- 
missioner for the purpose of advancing the applications 
be of their regular order. 

In particular, a number of such petitions have been 

based on the ground that the applicant is about to em- 


ing or promotional expenditures in which the mark ap- 
plied for is material. Such a ground is not considered to 
constitute sepereere. circumstances justifying the ad- 
vancement of the application out of its regular turn and 
the petitions based on such ground have been and will 
continue to be denied. The principal reason for the deni- 
al is that these circumstances are to a sub- 
Patent Office. The supervisory auth Sled im the 


and Wilputt v. Van Ackeren, 103 usPQ 235. Thus, the 


remedy of ne, Os Supervisory au- 
thority of the Commissioner is not appropri- 
ate under these pr pence 
uitable treatment of all applicants, 
Ofc in granting such petitions will 
those cases in which particular and very 
pay circumstances exist, such as a demonstrable pos- 
sibility of loss of substantial ts, rather than circum- 
stances which would be equally applicable to a large 
suntbeb-ol athe anaiieenia iaadainananieaanenele 
ROBERT GOTTSCHALK, 
Mar. 13, 1972. Commissioner of Patents. 


[897 O.G. TM 2] 
(167) Title 37—Patents, Trademarks, 
and Copyrights 


Chapter I—Patent Office, Department of Commerce 
Parts 2 and 6—Rules of Practice in Trademark Cases 
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International Trademark Classification 


A proposal was published at 37 F.R. 6404 to revise 
§6.1 of the Rules of Practice in Trademark Cases. The 
Patent Office proposed to establish the “International 
Classification of Goods and Services to Which Trade- 
marks Are Applied” (the subject of the “Nice Agree- 
ment Concerning the International Classification of 
Goods and Services for the Purposes of the Registration 
of Marks” of 1957, as revised at Stockholm on July 14, 
1967) as the primary classification of goods and services 
for registration of trademarks and service marks. Pursu- 
ant to the Notice, written comments have been received, 
and a public hearing was held on June 14, 1972. Full 
consideration has been given to all matter presented, and 
changes in the text of the original proposal have been 
made in view thereof. It has been determined that adop- 
tion of the international classification system is desirable. 

The Patent Office has studied the international classifi- 
cation and, since Mar. 5, 1968, has indicated the appro- 
priate international class in all publications and on all 
issued registrations and renewals as a subsidiary classifi- 
cation. Based on this experience and the comments re- 
ceived, it is now believed that adoption of the interna- 
tional schedule as the primary classification system is 
desirable. The international system is easier to administer 
because of fewer classes of goods and the availability of 
an alphabetical listing of goods and services. 

The Nice A a rovides for an International 
Committee of objective is to pane the 
classification current. mt. The classification of specific goods 
and services is set forth in the Alphabetical List entitled 
“International Classification of Goods and Services to 
Which Trademarks Are es (published by the 
World Intellectual Propert ganization). In addition, 
the Inter:ational Trademark Classification List contains 
the names of the classes setting forth the basic contents 
of each class. The Alphabetical List also comprises ex- 

planatory notes which serve as guidelines for determin- 
a the appropriate international class for a specific 
product or service. 

The alphabetical listing within the International 
Trademark Classification Manual is currently used by 
the Office as a line for determining the degree of 
particularity of identification of goods. See “Identifica- 
tion of Goods and Services in Trademark Applications,” 
36 F.R. 13232; July 16, 1971. 

Applications for registrations filed on or after Sept. 1, 
1973, and registrations issuing thereon, will be classified 
according to the international classification set forth in 
the new §6.1. Accordingly, the international classifica- 
tion is adopted under Section 30 of the Trademark Act 
of all purposes under the statute and rules; and, there- 
fore, will be the criterion for determining, inter alia, 


fees. 
Applications for the registration of marks filed on or 
before Aug. 31, 1973, appeals or petitions to revive or 
filed in connection with said applications, 

for cancellation 
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within the thirty-day opposition period, or any extension 
thereof in the case of the filing of an opposition. 

The mp Foe pre ses system will continue to be 
used for searching registered and pending marks until all 
documents in the search file are organized on the basis 
of the international system of classification. Until this 
changeover is effected, the U.S. class designation will 
continue to be printed on all published applications and 

registrations issued under the existing or the internation- 
al classification system to facilitate searching on the ba- 
sis of the existing U.S. system of classification. 

Until all applications filed on or before Aug. 31, 1973, 
have been disposed of, the trademark sections of the Of- 
ficial Gazette, which are organized by class, will include 
two sections: one for applications published or registra- 
tions issued on the basis of applications filed on or be- 
fore Aug. 31, 1973, organized by class according to the 
U.S. schedule of classes; the other section for applica- 
tions published or registrations issued on the basis of ap- 
plications filed on or after Sept. 1, 1973, organized by 
class according to the new international schedule. 

Certification marks and collective membership marks 
will continue to be classified as set forth in redesignated 
§§6.3 and 6.4. 

Efforts will be made to have the International Trade- 
mark Classification List printed by the Government 
Printing Office or otherwise assure the availability of the 
List from local sources. Notification will appear in the 
Official Gazette when the List is available from local 
sources of the Government Printing Office. 

The English edition of the “International Classifica- 
tion of Goods and Services to Which Trademarks Are 
Applied” can presently be ordered from: 


Sales Branch, The Patent Office, Block C 
Station Square House, St. Mary Cray 
Orpington, Kent, England 


Certain modifications and additions to the international 
trademark classification have been ae oe as supple- 
ments and are also available from the British Office. In 
addition, and inasmuch as the World Intellectual Proper- 
ty Organization (WIPO) has issued the List in several 
=—— it is anticipated that an English version will 

be ublished by that organization. 
e have been advised by the Patent Office of the 
United Kingdom that the only acceptable methods of 
yment for the International Trademark Classification 
ist are by International Postal Money Order or by 
banker’s draft — in sterling and drawn on a bank 

in the United 


see 


ROBERT GOTTSCHALK, 
Commissioner of Patents. 


BETSY ANCKER-JOHNSON, 
Assistant Secretary for 
Science and Technology. 


Published in 38 F.R. 41681, June 4, 1973 
[911 O.G. TM 210] 


(Note: Rule 2.85 (Classification schedules) was revised 
and Rule 6.1 (International schedule of classes of goods 
and services) was established as of ber 1, 1973 by 
this notice; prior U.S. schedule of c was 
nated as Rule 6.2.) 


May 14, 1973. 


(168) 


Wording In Verification or Declaration of 
Trademark Application 


Applicants and attorneys are requested to use the fol- 
lowing wording in the part of the verification or decla- 
ration of the trademark application which indicates the 
signer’s belief that the mark applied for does not resem- 
ble another person’s mark: 
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—that no other person, firm, corporation, or associ- 

ation, to the best of his knowledge and belief, has 

the right to use such mark in commerce either in 

the identical form thereof or in such near resem- 

blance thereto as to be likely, when applied to the 

goods of such other person, to cause confusion, or 
cause mistake, or to deceive: — 

The wording emp conforms to the language of 

pee | Sections Sa) and 2(d) of the Trademark Act of 


Some applicants and attorneys, instead of using the 
wording emphasized above, are still using the now obso- 
lete ~n “as might be calculated to deceive” which 
was promulgated in the forms under the Trademark Act 
of 1905 and inadvertently continued by the Act of 1946 
up to October 1962 in Section 1(a)(1) and in the forms 
connected with the Act. Section 1(a)(1) of the 1946 Act 
was amended by Act of October 9, 1962 (Public Law 
772, 87th Congress, 76 Stat. 769) to conform it to the 
language of Section 2(d) of the 1946 Act, since the lan- 
guage of Section 2(d) reflects the thinking at the time 
the 1946 Act was written. The wording of the trade- 
mark forms for the 1946 Act has also been amended ap- 
propriately. 

It is desirable that proper benmape be used. However, 
since the differences in wording referred to above are 
considered to be differences of form rather than of sub- 
stance. Examiners will not require new verifications or 
declarations. When the obsolete wording is observed 
and a letter is to be written for other reasons, Examiners 
will at that time call attention to the fact that the word- 
ing ~ obsolete and should be modified in applications in 
the future. 


RENE D. TEGTMEYER, 
Mar. 25, 1974. Assistant Commissioner 

for Trademarks. 
[921 O.G. TM 186] 


(169) Standardized Disclaimers 


Beginning with the Nov. 9, 1982 issue of the —— 
Gazette, disclaimers in marks published for op; 
and in those registered on the Supplemental naibeae 
will be printed in a standardized form, regardless of the 
text submitted. Certificates of registration for marks is- 
sued on the Supplemental Register will also contain the 
standardized disclaimer as of that date. Certificates of 
registration for marks issued on the Principal Register 
will contain the uniform statement beginning Feb. 1, 
1983. The disclaimed matter will be taken from the dis- 
claimer of record and inserted into a standardized dis- 
claimer for printing and data base purposes. The new 
disclaimer text will take the following form: 

No claim is made to the exclusive right to use ____, 
apart from the mark as shown. 


MARGARET M. LAURENCE, 
Aug. 30, 1982. Assistant Commissioner 
for Trademarks. 
[1022 TMOG 44] 


(170) Trademark “Revivals” and “Reinstatements” 


It would be of great assistance to the Office if the 
boning or caption of “Petitions to Revive” or “Re- 
or Reinstatement” of abandoned trademark appli- 
cations carried the following identifying data: 
1. Address Paper to the Attention of: 
Office of Director, Trademark Examining Opera- 


tion 
2. Serial Number 
3. Mark 
4. Applicant’s Name 
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5. A title indicating the nature of the paper 

Use of this heading for “Petitions to Revive” or “Re- 
quests for Reinstatement” of abandoned trademark appli- 
cations will help ensure that the papers are promptly 
routed to the proper Office, which will prevent needless 
delay in its consideration. 


MARK M. NEWMAN, 
Director, Trademark 


Aug. 13, 1984. 
Examining Operation. 


[1046 TMOG 13] 


TRADEMARK POST REGISTRATION 


Trademark Rule 2.165 Requirement 
Where A Section 8 Affidavit Or 
Declaration Is Held Insufficient 


(171) 


Several recent Petitions to the Commissioner have in- 
dicated a failure on the part of registrants and their at- 
torneys to follow the requirements of Trademark Rule 
2.165. Therefore, reviewing ‘certain basic elements of 
this rule is considered timely so as to alert registrants 
and attorneys to technical errors which might lead to 
the cancellation of a valuable trademark registration. 

Part (a) of Rule 2.165 indicates that the examiner will 
notify the registrant when an affidavit or declaration of 
use under Section 8 of the Statute is insufficient and the 
reasons therefor. When the registrant wishes the examin- 
er to reconsider the affidavit or declaration, or when the 
registrant has taken additional steps to rectify the defi- 
ciencies and desires to have the examiner er 4 
affidavit or declaration in light of those st 
quest for reconsideration must be submi within 6 6 
months of the date of mailing of the notice of insuffi- 
ciency. 

Note, however, that a supplemental or substitute affi- 
davit or declaration required by Section 8 cannot be 
considered unless it is received before the expiration of 
the six year anniversary of the registration. Consequent- 
ly, registrants should file their affidavits as early as pos- 
sible during the sixth year following registration. 

There are situations where correcting the deficiency 
in the affidavit or declaration requires recording an as- 
signment with the Assignment Division of this Office. If 
the recording cannot be completed within 6 months, the 
registrant must at least respond to the examiner’s notice 
of insufficiency within that period. The response must 
indicate the steps being taken to correct the deficiency. 
The examiner can then allow the registrant additional 
time or suspend action depending on the circumstances. 
Registrants must always observe the “six month re- 
sponse” period whenever responding to the examiner 
from an adverse action. 

Part (6) of Rule 2.165 permits a registrant to request 

Commissioner to review the action of the examiner 
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late (under the Rules of Practice) to request the Com 
missioner to review the action of the examiner. Review 
would only be proper if an affiant could show circum- 
stances sufficient to suspend the finality element of Rule 
2.165(b) pursuant to Rule 2.148. 

Registrants will be held to strict compliance with 
Rule 2.165 as it has been briefed above. Therefore, 
parties are urged to respond fully as soon as possible af- 
ter an action is received from the examiner. 


BERNARD A. MEANY, 
Dec. 12, 1977. Assistant Commissioner 
for Trademarks. 
[966 TMOG 80] 


Late-Filed Renewal Fees 


Sections 9 and 31 of the Lanham Act (15 U.S.C. 
§§1095 and 1113) require that an additional five dollar 
($5.00) fee be submitted by a registrant who files a re- 
newal application during the three-month period follow- 
ing expiration of its registration. The language of the 
statute requires that this additional fee be submitted 
within the three-month grace period. A number of regis- 
trants who have failed to submit the additional fee with- 
in the prescribed period have petitioned the Commis- 
sioner to allow their renewal applications. The Commis- 
sioner has granted petitions of this kind where the 
registrant or its attorney maintained a Patent and Trade- 
mark Office deposit account which contained, on the 
date the renewal application was filed, sufficient funds 
to cover the additional fee. Specifically, the Commis- 
sioner has exercised discretion under Trademark Rules 
2.146(a(3) and 2.147 to deem the authorizations to 
charge the deposit accounts to have taken place at the 
time the registrants filed their renewal applications, even 
though the authorizations were not confirmed until a lat- 
er date. This Office policy was established by the Com- 
missioner’s decision in Jn re Ralston Purina Co., 191 
USPQ 154 (Comr. Pats. 1976). 

The policy established by the Ralston Purina decision 
is being changed. Henceforth, the ner will no 
longer exercise discretion to charge deposit accounts 
nunc pro tunc for trademark renewal application fees. To 
allow an authorization to —- a deposit account to re- 
late back to a date on which no actual authorization 
existed is, in effect, to allow late payment. It is inequita- 
ble to permit those registrants who have deposit ac- 
counts (or those whose attorneys have such accounts) to 
make late payment of renewal fees, while those without 
deposit accounts may not. 

Petitions relying on Ralston Purina will, after the date 
of this notice, be denied, unless the events that gave rise 
to those petitions occurred before publication of this no- 
tice. 


(172) 


MARGARET M. LAURENCE, 
Feb. 20, 1981. Assistant Commissioner 
for Trademarks. 


[1004 0.G. 29] 


(173) Renewal Applications and 


Section 8 Affidavits 


eee oe et ae of 
itions requesting acceptance o} ective- 
ape Section 8 Affidavits and Renewal Applica- 
trons under 35 U.S.C. §26, the most common 
ey pret eety rey Pe 
Often, such petitions are necessitated by the failure of 
registration owners to file the documents early enough 
SO ates tite To han ae Miser 
fective. 

Gpetion 5 AGiandar ene We Se 
fifth anniversary of the registration. The period for filing 
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expires on the sixth anniversary of the registration. The 
period for filing Renewal Applications begins six months 
before the twentieth anniversary of the registration and 
extends three months beyond the expiration of the twen- 
ty year term. While the Post Registration Division may 
allow up to six months to respond to a notice of defect, 
it may not allow corrective action beyond the period for 
filing established by the Trademark Act. It is therefore 
in the registrant’s best interest to file such documents as 
close to the opening date as possible to allow time for 
correction, if necessary. Provisional acceptance under 35 
U.S.C. §26 has been, and will continue to be, os nar- 
row application. Registrants should not rely on 35 
U.S.C. §26 as a means of acquiring an extension of time. 

We have also become aware of many delays caused 
by defects in the chain of title. Registrants are encour- 
aged to keep Patent and Trademark Office assignment 
records current with regard to ownership of registra- 
tions. 

The filing of Post Registration documents at the earli- 
est date and maintenance of assignment records will help 
to avoid the cancellation or expiration of registrations of 
trademarks currently in use, and will result in a savings 
of time and expense for both the registrant and the Pa- 
tent and Trademark Office. 


MARGARET M. LAURENCE, 
Apr. 19, 1983. Assistant Commissioner 

for Trademarks. 
[1030 TMOG 37] 


(174) Trademark Examining Operation 


Effective Dec. 1, tes all requests es to the 
Patent and Trademark Office under the provisions of 
Section 7 of the trademark statute (15 U.S.C. amy will 
be considered by the Post Registration Section of the 
Trademark Examining Operation. 

Necessary telephone inquiries concerning procedure 
or status should be directed to 703-557-1986. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


[1038 TMOG 256] 


Dec. 2, 1983. 


TRADEMARK INFORMATION AND 
CORRESPONDENCE 


(175) Powers of Attorney in Registered 
Trademark Files 


On and after Feb. 1, 1967, communications advising of 
changes in the powers of attorney for registered trade- 
marks will be placed in the registration files, but will not 
be acknowledged by the Patent Office. The information 
will thus be available to those who inspect the files, but 
since these powers of attorney do not directly concern 
the Patent Office, acknowledgments are not believed to 


be necessary. 


C.M. WENDT, 
Jan. 30, 1967. 


[835 TMOG 95] 


(176) Initial Processing of Application 


On Feb. 1, 1972, the operations of the Trademark Ap- 
plication Section of the Patent Office will be reorga- 
nized. The purpose of the reorganization is to provide 
the public and applicants with more current information 
concerning newly filed applications. 

The prompt initial processing of trademark applica- 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


tions is necessary in order to fulfill one of the main Pa- 
tent Office functions, that of producing a record, acces- 
sible to the public, of new trademark activity to facili- 
tate the clearance of new marks for use, determine the 
registrability of ponpened marks, and avoid conflicts 
with the rights of others. In order to maintain a record 
of marks applied for which reflects the most current in- 
formation available to the Office concerning them, the 
early processing of drawings in order to have them 
placed in the search room is considered as a first priori- 
ty. The processing of these drawings includes the assign- 
ment of serial numbers, initial classification, duplication 
of the drawing and the forwarding of copies of the 
drawing to the search room. Other functions which are 
necessary in the processing of applications, such as the 
processing and mailing of filing receipts, are secondary 
to the processing of drawin; 

In past years, there have i delays in processing ap- 
plications and forwarding application drawings to the 
search room. These pe as ve varied from several 
weeks to several months. In view of the importance, 
both to applicants and the public, of recording essential 
information concerning newly filed applications as 
py od as possible, a reorganization of the workflow in 

Application Section is being effected. 

There is no change in the processing of cnpieations 
through the mail room and finance branch to the Appli- 
cation Section. However, under the new plan, upon re- 
ceipt in the Trademark > gape Section, all applica- 
tions will be stamped with a serial number, and the 
drawing of the mark will be reproduced immediately 
and placed in the search file. This processing will occur 
as soon as the application files reach the Application 
Section. Such procedures as determining whether or not 
an y ap ee will receive a filing date, preparation of 

le jackets, and mailing of the filing receipt will take 
place at a later time. 

Applicants who wish to be notified promptly of the 
date their papers were received in the office and their 
serial number, may send two self-addressed postcards 
= —s lication papers. The mail room will stamp 

with the date of receipt and return one 
a oe applicant; the second postcard will be stamped 
with the serial number and forwarded to the pen 
from the Application Section. The postcards should con- 
tain the a ican name and the trademark which is the 
subject o! lication. When more than one set of 
——— a are forwarded under one cover, post- 
cards should be attached to each set of papers for which 
a receipt is desired. 

Under the new system of processing application pa- 
pers, your particular attention is directed to the follow- 
ng  - as compared to the present procedure. 

Pied ye may drawings will be placed in the public 
prior to the mailing of the filing receipt. 

ye ap nang aes gaan tly tne oe op ap 

plicants will be notified sooner of the date of receipt of 
their papers and the serial number of their application. 
Applicants are encouraged to use the postcard system. 

3. Additional papers sent in by the applicant or attor- 
say: chasie bo. heathen, by serial nuaeey, thereby en- 
- the office to process these papers quickly. 

ceaamiiiaien da conaeenatel tert, cullen: 
Poe by ee mye yy the petition will not 
be considered until processing by the Application Sec- 


tion is complete. 
Effective date. The ppeatans cutlass in this notice 


will become effective 
RICHARD A. WAHL, 
Acting Commissioner of Patents. 
JAMES H. WAKELIN, Jr., 
Assistant Secretary for 
Science and Technology. 
Published in 37 F.R. 942; Jan. 21, 1972 


[895 O.G. TM 193] 


Jan. 11, 1972. 
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(177) Mail Delays and Petitions to Revive 
rademarks) 


Ti 


Since applications that become abandoned uninten- 
tionally present burdens to both the Patent office and 
the applicant, a simplified procedure has been devised to 
alleviate these burdens when the abandonment results 
from a delay in the mails. This ——— (which is simi- 
lar to the procedure adopted for patent applications at 
910 O.G. 402 and 910 O.G. TM 76) provides for an au- 
tomatic petition to revive. 

When a trademark communication which falls within 
the circumstances enumerated below is mailed to the Pa- 
tent Office more than three full days prior to the due 
date, a conditional petition may be attached to the com- 
munication. If the communication is received in the Pa- 
tent Office after the due date and the application be- 
comes abandoned, the conditional petition will become 
effective, subject to the following requirements. The pe- 
tition must include (1) an oo at to charge a de- 
posit account for any required fees, including the peti- 
tion fee, and (2) an oath or declaration signed by the 
person mailing the communication and also signed by 
the applicant or his attorney stating that the communica- 
- and ——— were either placed in the United States 

class or air mail or placed in the mail out- 
ade the United States as air mail. Since mail handled in 
this manner may reasonably be expected to reach the 
Patent Office by the due date, any mail delays beyond 
such time will be considered to constitute unavoidable 


delay and sufficient cause to tition to revive 
— 12(b) of the corte wt “of 1946) 


The circumstances under which this ne may 
be used are those where the communication, if timely 
Faye ee lete response to an 
action or request by the Patent Office, and (2) would 
stop a period for response from continuing to run. Ac- 
cordingly, this procedure would be appropriate for: 


1. A response to a non-final Office action. 

2. A response to-a final Office action which places the 
application in condition for publication or issue. 

3. A notice of appeal and requisite fee. 

4. An appeal brief. 


A suggested declaration form for the petition is shown 


Petition to Revive 


Patents, Washington, D.  eomeieieeeasnlibhcatiatiestie 
i is more than three full days prior to the due 
Wt adesiaudensiataemedions* 

(Location) 


ky Do oven Ort. sph ceemnniee eae aay 


filed in the Patent Office, it is requested that this a. 
be treated as a petition to revive and that the 


his own knowledge ae true, and tha al 
ts made on information and belief are believed 
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Date: (Signature of applicant or 


applicant’s attorney) 
And 
Date: (Signature of person mailing, 
if other than the above) 


Normal petition practices are not affected in those sit- 
uations where this procedure is either not elected or not 
appropriate, nor does this procedure bar the granting of 
a petition in different fact situations where justified. 


RENE D. TEGTMEYER, 
Assistant Commissioner 


Mar. 21, 1974. 
for Trademarks. 


[921 O.G. TM 126] 


(178) Dissemination Of Trademark Information 


In order to clarify the policy regarding Trademark 
Examiners giving out Trademark information to the gen- 
ay public, the following directive has been promulgat- 


trademark Examiners are reminded that they may 
only be responsive to questions regarding applications 
pending ore them. All other questions regarding 
Trademark matters must be directed to the Director of 
the Trademark Examining Operation, 703-557-3268. 


BERNARD A. MEANY, 
Assistant Commissioner 


Feb. 15, 1978. 
for Trademarks. 


[968 TMOG 9] 


(179) Requests for Information on Status 
of Trademark Registrations 


The purpose of this notice is to explain the circum- 
stances in which the Trademark Examining tion 
can respond to written and telephone requests for infor- 
mation about the status of trademark registrations. Only 
limited information can be provided by telephone. 


I. Orders for “Status” Copies 


The most reliable means of obtaining status informa- 
tion concerning a registration is a written order for a 
“status” y of the registration. Status copies show 
favits have been filed under Sections 8 and 


cis of regia fective OF. 1, 1982. The charge for 
payee od copy showing status and/or title is $10.00 ef- 
feotive Ge tome date 


Il. Telephone Information Available from the Search 
Library 


aug dene Osean Se ane Se 
ages Se 
teers: Goan Sam De ee The Search Li- 
brary a 
within one working day. Callers are asked to limit their 
"The Search Library staff not permit 
Search Library staff is not permitted to 
cach fies Nether the sala 0 
Office's seach fils. Neither isthe sf sble 1 
information as to the ownershi walang we 
trations, or to read over the 
tation, read over telephone engtiy 
services. 


Ill. T Ot a ee eae 
15 vits and Renewal Applications 
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The Post Registration Section can be reached by call- 
ing 703-557-2923. The staff of this section can advise 
only on whether an affidavit or a renewal application 
has or has not been received. Inquiries as to whether af- 
fidavits and renewals have been accepted should be di- 
rected to the Search Library. 


MARGARET M. LAURENCE, 
Sept. 15, 1982. Assistant Commissioner 
for Trademarks. 
[1023 TMOG 15] 


Transmittals for Use of 
Deposit Accounts 


When statutory fees are to be charged to a deposit ac- 
count, the i of the application can be 
facilitated by submitting the applicant’s transmittal letter 
or other correspondence seeing the account to be 
charged in triplicate. Submission of these documents in 
triplicate will eliminate the need for the Mail Room to 
photocopy the document and thereby reduce the pro- 
cessing time of incoming mail. 


THERESA A. BRELSFORD, 


Assistant Commissioner 
for Administration. 


[1037 TMOG 15] 


(180) 


Nov. 21, 1983. 


(181) Helpful Hints From The PTO 


e Data To Be Included on Patent and Trademark Pa; 
Filed In The PTO In Response To Office Actions— ~ 
haps the greatest cause of delay and wasted time in 
the support sections of the PTO is in trying to match 
papers bearing incorrect or incomplete data with ap- 
plications. Because some Trademark Papers are not 
clearly identified as pertaining to Trademark applica- 
tions, they are frequently misrouted to the Patent Ex- 
amining Groups. 

On all papers related to Patent applications, type the 
word “PATENT” in the upper right-hand corner of the 
document. Also, please include the correct serial num- 
ber, filing date, inventor’s name, and title of the inven- 
tion. Additionally, include the examiner’s name, and 
group art unit number or other identifying data found 
TG oy most recent letter from the PTO. (37 CFR 

-1(a)). 

However, please note that an organizational restruc- 
turing of the Patent Examining Corps has resulted in 
many lications being reassigned to new Groups and 
Art Units. Your attention is directed to the NOTICE 
OF CHANGES IN THE PATENT EXAMINING 
CORPS that appeared in the OFFICIAL GAZETTE 
on June 26, 1984, (1043 OG 23), which identifies the 
Group Art Unit of each examiner (1043 OG 40 through 
1043 OG 67). Letters mailed from the Groups after Apr. 
15, 1984, should reflect the current identifying data. 

For all pay related to Trademark applications, type 
the word “ IEMARK” in the upper right-hand 
corner of the document. Also, please set forth the 
applicatant’s name, correct serial number (including the 
series number which currently is 73”), filing date, law 
office, examining.attorney and mark. 

Documents for which no fee is required at the time of 

filing (€.g., amendments to applications and requests for 

extensions of time to file an opposition) continue to be 
addressed: 


Box 5 
Commissioner of — and Trademarks 
Washington, D.C. 202. 
Mail directed to the "Trademark Trial and Appeal 
Board should have mark “Attention: TTAB” on the en- 
velope in additon to “Box 5.” 


OFFICIAL GAZETTE 


July 10, 1984. 


(182) 
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Mailing Responses To The PTO—In general, it would 
eliminate or greatly reduce processing steps by the 
PTO ‘Support staff, and will avoid interruption of the 
examiner's work, if a few simple, general rules were 
followed in regard to mailing of the responses to the 


. After a Patent or Trademark application is filed, 
a avoid filing additional papers (other than 

ray oy omy ting a filing receipt or those required 
by the ice) until the filing receipt or return post 
card identifying the Serial Number and Patent Ex- 
amining Group Art Unit or Trademark Law Of- 
fice has been received. 

2.In Patent applications, requests for extensions of 
time, changes of address, proposed drawing cor- 
rections, and petitions are sometimes incorporated 
in the remarks section or at the beginning of pa- 
pers entitled “Amendment” or “R: ” In 
Trademark applications, change of address and 
powers of attorney are sometimes incorporated in 
the remarks section or at the beginning of papers 
entitled “Amendment” or “Response”. Please pres- 
ent such items in separate papers, appropriately ti- 
tled, since they are all handled by different person- 
nel (37 CFR 1.4(c)). However, please include a 
statement in the peepee describing 
the paper mone. Suenos 

3. Where a supp lemental or preliminary amendment 
is found necessary in Patent or Trademark applica- 
tions, please telephone the examiner and request 
that the examiner delay action for a certain time in 
order to avoid crossing in the mails of the amend- 
ment and the Office action. 

4. File Patent and Trademark documents which have 
no particular time or sequence requirement, with 
oe submitted in response to the statutory or 

age SP requirements. Examples are certified 

Saline of foreign documents to support priority 

and formal dra in Patent applications or 

changes in Power of Attorney or Mailing Address 
following first action. 

. If a disclosure statement is to be filed before an 
Office action, file it when the application is filed. 
Some Group Art Units have greatly reduced the 
pendency to first action. Hence, many examiners 
are taking up new ——- before an informa- 
tion statement is matched with the application. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


(1044 TMOG 44) 


Helpful Hints From The PTO 


Amendments After Final for Patent Applications— 
Amendments under 37 C.F.R. 1.116 would be great- 
ited if they were headlined with the title 
INDMENT after final rejection,” with that ti- 
tle underlined in red. This would facilitate ready 
identification of these amendments by the PTO sup- 
port staff and expedite docketing and i delivery to the 
examiner for treatment. In many cases this 
would avoid the necessity for extensions of time 
and/or filing unnecessary notices of a ! 
Extensions of Time for Patent Applications—An exten- 
sion of time under 37 C.F.R. 1.136(a) is not permit- 
ted in the following instances: 
1. Where an applicant is so notified in an Office ac- 
mie so Tee 


involving a litigated paten 
2. Where the a eemeution | is involved in an interfer- 
ence declared pursuant to 37 C.F.R. 1.207. See 37 
C.F.R. 1.245 for provisions governing extensions of 
time in interference 
3. In reexamination proceedings. See 37 C.F.R. 


ly ex, 
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1. = for crtencignn of time in reexamination pro- 
; ani 
4. In PCT international applications. In PCT applica- 
tions, the only extensions permitted are for correc- 
tions of PCT Article 14 Pdefects in international 
applications before the Receiving Office. 
Data To Be Included On Patent and Trademark Pa- 
pers Filed In The PTO In Response To Office Actions 
—Perhaps the greatest cause of delay and wasted 
time in the support sections of the PTO is in trying 
to match papers bearing incorrect or incomplete data 
with applications. Because some trademark papers 
are not clearly identified as pertaining to trademark 
applications, they are frequently misrouted to the pa- 
tent examining group. On all papers related to patent 
applications, type the word “PATENT” in the upper 
right-hand corner of the document. Also, please in- 
clude the correct serial number, filing date, inven- 
tor’s name, and title of the invention. Additionally, 
include the examiner’s name, and group art unit num- 
ber or other identifying data found on the most re- 
cent letter from the PTO. (37 CFR 1.1(a)). However, 
please note that an organizational [restructuring of 
the Patent Examining Corps has resulted in many ap- 
gg being reassigned to new Groups and Art 
nits. Your attention is directed to the NOTICE OF 
CHANGES IN THE PATENT EXAMINING 
CORPS that appeared in the OFFICIAL GA- 
ZETTE on June 26, 1984, (1043 OG 23), which 
identifies the Group Art Unit of each examiner (1043 
OG 40 throu 3 OG 67). Letters mailed from 
the Groups r Apr. 15, 1984, should reflect the 
current identifying data. 

For all a ee to trademark — type 
the word DEMARK” in the u t-hand 
corner of the document. Also, please set rth ¢ ‘om 
cant’s name, correct serial number (including series num- 
ber which currently is “73”), filing date, law office, ex- 


ae attorney and 

Trademark documents for which no fee is required at 
the time of filing (¢.g., amendments to applications and 
requests for extensions of time to file an opposition) 
should continue to be addressed: 


Box 5 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Mail directed to the Trademark Trial and —— 
Board should have “Attention TTAB” on the envelope 
in addition to “Box 5”. 
THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


(1046 TMOG 40) 


Sept. 4, 1984. 


(183) Published Trademark Applications 


Papers which are filed in the Patent and Trademark 
Cates is connects wee Cee eee 
tion files should be captioned to the attention of the 
Trademark Quality Review Clerk and addressed as fol- 
lows: 


Commissioner of Patents and Trademarks 
Attention Box 5, Trademark Quality Review Clerk 
Washington, D.C. 20231 


This mailing should be used 
publication but before issuance 


ouly bre popes Sind. ches 


could include corrections to information which 
to have been inadvertently or incorrectly published in 
rademark 


the T Gazette, as well as changes of 
attorney or address papers or notification of filing an as- 
Se Corrections to information published in the 

OG must be received in the Office before the regis- 
tration is issued. 
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Use of this mailing address for corrections will help 
ensure that such papers are properly routed within the 
Office. Telephone inquiries concerning corrections or 
other matters in relation to published trademark applica- 
tions should be directed to (703) 557-4249. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


[1050 TMOG 316] 


Dec. 10, 1984. 


TRADEMARK PUBLICATIONS 
(184) Change in Format for Publishing Trademarks 
for Opposition 


Section 30 of the Trademark Act of 1946 as amended 
by Public Law 772, 87th Congress, ved October 9, 
1962, 76 Stat. 769, provides for the g of a combined 
application for the registration of a trademark in more 


than one class. 
blishing the mark with per- 


The present practice of 
tinent data under each c in which registration is 
1964, 


— results in needless duplication. 

aan with the issue of November 3, 
Published for Opposition” will be divided into 

two sections. In Section 1, all marks presented in com- 

bined applications for registration in more than one class 

will be published with only one reproduction of each 


The reproduction of the mark will be followed by the 
ee ee 
pear description of the goods in connection wi 
which the trademark is used. If the date of first use 

plies to all classes, it will appear following the last 
Chass ctherdileli:the diten cf ane il eguens tiie ead 


class. 

Trademarks presented in applications for registration 
in single class wil be published, asin the pain clas 
order, in Section 2 

The same procedure will be followed in the notice of 


the issuance of registrations on the Supplemental Regis- 
ter. 


EDWIN L. REYNOLDS, 
First Assistant Commissioner. 


[807 O.G. TM 51] 


Sept. 18, 1964. 


Separation of the Patent and Trademark 
Sections of the Official Gazette 


Effective February 2, 1971, the Official Gazette will be 
separated into two parts to be known as the Patent Offi- 
cial Gazette and the Trademark Official Gazette. 


(185) 
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Trademark Section. Those notices of particular interest 

to Patent Office employees will be accumulated and 

published approximately every fourth week, and distrib- 

uted separately to employees. 

WILLIAM E. SCHUYLER, JR., 
Commissioner of Patents. 


[882 O.G. TM 33] 


Dec. 29, 1970. 


(186) 


Changes in Format for Publishing 
Trademarks for Opposition 


Because of the adoption of the International classifica- 
tion of goods and services by the United States as of 
September 1, 1973 (see Official Gazette of June 26, 1973, 
911 O.G. TM 210), it is necessary to change the ar- 
rangement in the Official Gazette of the marks published 
for —_ 

Beginning with the issue of May 7, 1974, the section 
of the Official Gazette entitled “Marks Published for Op- 
position” will be divided into four sections instead of the 
present two sections. (For the preceding change from 
one to two sections, see Official Gazette of October 13, 
1964, 807 O.G. TM 51.) Sections 1 and 2 will be accord- 
ing to international classification and will contain marks 
in applications filed on or after September 1, 1973, and 
Sections 3 and 4 will be according to prior United States 
classification and will contain marks in applications filed 
on or before August 31, 1973. 

In Section 1, all marks presented in combined applica- 
tions filed on or after September 1, 1973 for registration 
in more than one international class will be published 
with only one reproduction of each mark. The repro- 
duction of the mark will be followed by the internation- 
al class numbers, and under each class will appear the 

goods or services in connection with which the mark is 
or If the date of first use applies to all classes, it will 
appear following the last class; otherwise, the dates of 
use will appear after each class. 

In Section 2, all marks presented in applications filed 
on or after September 1, 1973 for registration in a single 
class will be published in international class order. 

In Section 3, all marks presented in combined applica- 
tions filed on or before August 31, 1973 for registration 
in more than one prior United States class will be 
published with only one reproduction of each mark. The 
reproduction of the mark will be followed by the prior 
United States class numbers and titles, and under each 
class will appear the goods or services in connection 
with which the mark is used. If the date of first use 
applies to all classes, it will appear following the last 
class; otherwise, the dates of use will appear after each 


class. 
In section 4, all marks presented in applications filed 
on or before August 31, 1973 for registration in a single 
— will be published in the prior United States class 
order. 
The following explanation wili appear under the head- 
ing “Marks Published for Opposition”: 
The following marks are published in compliance 
with section 12(a) of the Trademark Act of 1946. 
Applications for the registration of marks in more 
than one class have been filed as provided in section 
30 of said act as amended by Public Law 772, 87th 
Congress, approved Oct. 9, 1962, 76 Stat. 769. Op- 
position under Section 13 may be filed within thirty 
ye the date of this publication. See Rules 2.101 
to 2.105. 

A separate fee of twenty-five dollars for opposing 
each mark in each class must accompany the oppo- 
sition. 

Sections 1 through 4 will appear immediately after the 
— explanation, the sections being designated as fol- 


Section 1. International classification—Application in 
more than one class 
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Section 2. International classification—Application in 
one class 
Section 3. Prior United States classification—Applica- 
tion in more than one class 
Section 4. Prior United States classification—Applica- 
tion in one class 
The same procedure of dividing into four sections will 
be followed in the notice of the issuance of registrations 
on the Supplemental Register. 


RENE D. TEGTMEYER, 
Mar. 22, 1974. Assistant Commissioner 
for Trademarks. 


[921 O.G. TM 122] 


(187) Change in Official Gazette Entry to Show 
Cancellation of Fewer Than All Classes in a 
Multiple Class Registration 


Effective with the Official Gazette issue of December 
16, 1980, there will be a change in the Official Gazette 
listing entitled “Trademark Registrations Cancelled.” 

ginning with that issue, “Trademark Registrations 
Cancelled” will list: 


(1) single class registrations cancelled; 

(2) multiple class registrations cancelled in all classes; 

(3) —_— class registrations cancelled in fewer than 
classes. 


For every entry in the listing, the specific classes can- 
celled will be included in parentheses, next to the regis- 
tration number and mark. 

For a single class registration and for a multiple class 
registration in which every class has been cancelled, the 
class number(s) shown in parentheses will represent ev- 
ery class to which the registration applied. 

For a multiple class registration in which fewer than 
all classes have been cancelled, the Official Gazette entry 
will include the word “only” following the notation of 
classes in parentheses, for example: (Int. Cls. 12 and 20, 
only). In this example, the addition of the word “only” 
would indicate that there are classes in the registration 
in addition to Classes 12 and 20, but only Classes 12 and 
20 have been cancelled. 


MARGARET M. LAURENCE, 
Oct. 29, 1980. Assistant Commissioner, 
for Trademarks. 
[1000 TM 21] 


(188) Single Copies of the Trademark 
Official Gazette 

Members of the public ordering single copies of the 
Trademark Official Gazette from the Superintendent of 
Documents are reminded they must specify the date of 
the issue being ordered. 

The date of the issue in which a mark will be 
published for opposition is shown on The Notice of 
Publication form mailed to applicants approximately two 
weeks before the publication date. This date must be in- 
cluded on each single copy order. 

Orders received without an issue date may be filled 
from current weekly stock. The Superintendent of Doc- 
uments cannot check on whether a particular mark is 
published in the issue then in stock. If the stock is 
exhausted at the time the order is received, the order 
will be returned unfilled. 

MARGARET M. LAURENCE, 
Mar. 3, 1981. Assistant missioner 
for Trademarks. 


[1004 O.G. 36] 
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(189) Inadvertently Issued Registration Numbers 


Effective Jan. 3, 1984, a new sub-section identified as 
“Inadvertently Issued Registration Numbers” will exist 
as the last category of cancellations listed under the 
“Trademark Registrations Canceled” section of the Offi- 
cial Gazette. 

This new sub-section will provide public notice of the 
cancellation of registration numbers which have been in- 
advertently issued by the Patent and Trademark Office. 


MARGARET M. LAURENCE, 
Nov. 15, 1983. Assistant Commissioner 
for Trademarks. 
[1037 TMOG 16] 


(190) Availability of Patents and 
Trademarks 


Style Manual 


The latest edition of Patents and Trademarks Style 
Manual will be available to the patent and trademark 
community soon. This edition will be published as a sep- 
arate supplement to the GPO Style Manual. It is the 
first revision since 1973, and will be available in 
—— form. The cover of this supplement is illustrat- 

low: 


PATENTS AND TRADEMARKS 
STYLE MANUAL 


A Supplement to the 


UNITED STATES GOVERNMENT 
PRINTING OFFICE 


Style Manual 


1984 


SEX 
@ Co 
fs Bs ‘ 


| UNITED STATES PATENT AND TRADEMARK OFFICE 


ey 


SA 


Orders are now being accepted by the Superintendent 
of Documents. The stock number is 003-004-00606—4. 
Direct inquiries to: 


Superintendent of Documents 
U.S. Goverment Printing Office 
Washin; D.C. 20402 
Checks for orders should be made payable t o the Su- 
perintendent of Documents. If a Deposit Account with 
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the Superintendent of Documents is to be used, please 
include the Deposit Account Number with the order. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1045 TMOG 3] 


June 29, 1984. ° 


(191) USTA Publications of Looseleaf 
Rules 


of Practice 


The United States Trademark Association has 
published US Trademark Law; Rules of Practice, Forms 
and Federal Statutes. The book, in looseleaf format to al- 
low for supplements, includes the trademark Rules of 
Practice, sample forms, the Lanham Act and applicable 
provisions and cites of other statutes that deal with 
trademarks and the Patent and Trademark Office. In 
content and format, the USTA publication generally re- 
places the Government Printing Office looseleaf edition 
of the Rules of Practice which been discontinued. 

Information on ordering copies of US Trademark 
Law: Rules of Practice, Forms and Federal Statutes may 
be obtained from: 


The United States Trademark Association 

6 East 45th St. 

New York, N.Y. 10017 

(212) 986-5880 

The Government Printing Office continues to publish 

the Rules of Practice as Title 37, Code of Federal Regu- 
lations, every July. Effective July 1, 1983, however, the 
CFR edition no longer includes forms. 


MARGARET M. LAURENCE, 
Assistant Commissioner 


Apr. 30, 1984. 
for Trademark. 


[1042 TMOG 58] 


(192) Notice to Subscribers 


The Patent and Trademark Office announces a change 

in the point of contact for subscribers who have not 
been receiving all of their copies of the Official Gazette. 
Manual of Patent Examining Procedures Revisions, An- 
nual Indices, or other patent and trademark publications. 
All correspondence and inquiries concerning subscrip- 
tion services including requests for reinstatement or re- 
newal of subscriptions should be directed to: 


Mr. Michael F. DiMario 

Assistant Public Printer 

ba, tendent of Documents (SD) 
. Government Printing Office 

Washington D.C. 20401 


Furthermore, the Superintendent of Documents ad- 
vises that expiration notices are sent out approximately 
three months before the expiration date. However, sub- 
scribers should not rely on this schedule. If a notice is 
not received within two months of the expiration date, 
the subscriber should renew the subscription with the 
Superintendent of Documents. Attach a label from the 
envelope in which the publication is received, together 
with a check covering amount of the subscription. if 
a deposit account with the Superintendent of Docu- 
ments is to be used, include the deposit account number 
with the renewal. 

This notice is effective with the publication date and 

supersedes the notice published on this subject in 969 
OG. 2, dated Mar. 14, 1978. 

THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1045 TMOG 24] 


Aug. 3, 1984. 
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(193) Trademark Manual of Examining 
Procedure Revision 
The Patent and Trademark Office announces publica- 
tion of Revision 6 of the Trademark Manual of Examin- 
ing Procedure. It is a complete edition. Distribution to 


current subscribers began Sept. 10, 1984. The manual 
may be ordered, on a subscription basis, from: 


Mr. Michael DiMario 

Assistant Public Printer 

The Superintendent of Documents 

U.S. Government Printing Office 

Washington, D.C. 20401 

The. cost is $24.00. Charges may be made to deposit 

accounts if the requestor is an account holder in good 
standing at the time the request is received. The deposit 
account number should be included with the order. 
Checks or money orders should be made payable to the 
Commissioner of Patents and Trademarks. 


MARGARET M. LAURENCE 
Sept. 13, 1984. Assistant Commissioner 
for Trademarks. 


[0147 TMOG 23] 


(194) Notification of Errors in Trademark 
Official Gazette 


In view of the establishment of in-house photocompo- 
sition of the Trademark Official Gazette, it is important 
that errors noted by the public be directed to a single 
office within the Trademark Examining Operation for 
verification and correction. 

Written. notification of errors in the publication of 
marks in the Trademark Official Gazette should include 
the correspondent’s telephone number and should be ad- 
dressed to the Paralegal Specialist, Office of the Deputy 
Assista nt Commissioner for Trademarks, United States 
Department of Commerce, Patent and Trademark Of- 
fice, Washington, D.C. 20231. Error notification may 
also be done by telephone to the Paralegal Specialist in 
the Office of the Deputy Assistant Commissioner for 
Trademarks, at 202-557-3268. 

Applicants may use this procedure to notify the Office 
of errors in relation to marks published in the Official 
Gazette if the error is purely clerical (e.g. typographical 
error, drawing printed upside down, or incorrectly stat- 
ed data). This procedure should not be used to dispute 
information that is actually of record in the application 
file. The Paralegal Specialist will review the notification 
of error and verify the existence of the clerical error, 
determine whether the error can be corrected without 
jurisdiction being restored to the Examining Attorney or 

blication being required, and coordinate the appro- 
priate correction procedure. 

Notification must be received by the Office within 
one week after the Official Gazette publication date to 
permit processing by the Office. 


MARGARET M. LAURENCE 
Apr. 11, 1985. Assistant Commissioner 
for Trademarks. 
[1054 TMOG 4] 


TRADEMARK MISCELLANEOUS 
(195) Recording of Documents Affecting Title 


The Patent Office is liberalizing its policy concerning 
the recording of documents, other than assignments, 
which affect title to trademark registrations and applica- 
tions. Under Rule 2.185 of the T Trademark Rules of 
Practice, instruments affecting title to a trademark regis- 
tration or application, and licenses of trademarks which 
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are the subject of trademark registrations or applica- 


tions, will be recorded even though the recording there- 
of may not serve as constructive notice under Section 10 
ng Trademark Act of 1946, as amended (15 U.S.C. 
1060). 


WILLIAM E. SCHUYLER, JR., 
June 16, 1971. Commissioner of Patents. 
Published in 36 F.R. 13231; July 16,1971 


[889 O.G. TM 2] 


(196) International Protection of Government 
Emblems and Seals 


Change of Intent 


The Patent and Trademark Office, Department of 
Commerce, intends to forward only the 50 State seals 
plus one department seal for each department listed in 
the publication “Seals and Other Devices in Use at the 
Government Printing Office” (“Seals”) instead of the 
aie. eee as indicated on page 59366 of the 

Register of Dec. 23, 1975. 

Since the publication had been printed in 1975, it was 
assumed that few deletions and additions would be nec- 
essary. However, the response to the above notice, 
ote some necessary deletions, resulted in a large 

of seals in the publication requiring deletion. 
This rendered the. publication unacceptable for submis- 
sion to the World Intellectual Property Organization 


PO). 

Therefore, the Patent and Trademark Office now in- 
tends to forward only the 50 State seals along with the 
departmental seal denoted “No. 1” for each department 
listed in the “Seals” publication. If this is not the pre- 
ferred departmental or State seal, the department or 
State involved is requested to notify the Patent and 
Trademark Office by Sept. 21, 1976. This notification 
should either specify the number of the preferred seal, as 
it appears in the “Seals” publication, or provide a clear, 
black and white photograph, suitable for reproduction, 
of the preferred seal. seal must be no larger than 1 
1/2 inches in diameter. 

These seals will then be forwarded to WIPO for pro- 
tection under Article 6ter of the Paris Convention for 
the Protection of Industrial Property. 

Address all correspondence to: Commissioner of Pa- 
tents and Trademarks, Washington, D.C. 20231. 


C. MARSHALL DANN, 
Commissioner of Patents 


Aug. 18, 1976. 
and Trademarks. 


Published in 41 F.R. 35741 
[950 O.G. TM 114] 


(197) Recording of “Territorial Assignments” 
in the Assignment 


Division of the Patent 
Office 


it hes been the practice of the Assignment Division 
ae ee a net “territorial assi 
en ee pene eer a 
Snnianinandh-auiiaion tam pacieien eer eae 
cain Inala mcieetnabed dades daeaiier 
ter, such documents will be recorded as long as the re- 
quirements of the Rules of Practice are met by the 
documents submitted. 

The Office is not addressing the validity or effect of 
such documents by recording same, but is merely recog- 
nizing that such transfers may affect title to a registered 
mark and therefore ought to be recorded. At the time a 
Section 8 affidavit or declaration or an application for 
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renewal is filed, the Examiner of Trademarks will con- 
sider the effect of such a document. 
BERNARD A. MEANY, 
Oct. 7, 1977. Assistant Commissioner 
for Trademarks. 


[964 TMOG 8] 


(198) Flexible Working Hours 


On Jan. 4, 1979 the Patent and Trademark Office is 
beginning a 15 month experiment with flexible wanting 
hours for its employees. Under the “flexitime” ex; 
ment many of the Office’s employees will have flexibili- 
ty to begin their workdays as early as 6:30 a.m. or as 
late as 9:30 a.m., and end their workdays between 3:00 
p.m. and 6:30 p.m. Employees in every case shall of 
course work eight hours each day. All or most patent 
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and trademark examiners will have flexible hours. 

The public hours of the Patent and Trademark Office 
will continue to be 8:30 a.m. to 5:00 p.m. All units of the 
Office which deal directly with the public will be staffed 
to answer tel - calls and receive visitors during 
those hours. ne will be on duty from 9:30 
a.m. to 3:00 p.m. patent public search room will 
continue to operate from 8:00 a.m. until 8:00 p.m. and 
the trademark search room from 8:00 a.m. until 5:30 


p.m. 
With the advent of flexible hours, it will be advisable 
for members of the public to make appointments in ad- 
vance when they wish to interview examiners. 
DONALD W. BANNER, 
Dec. 13, 1978. Commissioner of Patents 
and Trademarks. 


[978 TMOG 141] 


THE RETENTION SCHEDULE FOR TRADEMARK RECORDS 


As with most Larvesoniae agencies, the Patent and Trademark Office disposes of old files, papers and records pur- 


suant to a specific 


schedule. In an effort to clarify any questions concerning the procedures for disposing of Trade- 


mark records and in response to public inquiries, the present Retention Schedule Mor Trademark Records and other 
records including trademark matters which may be of interest to the public is set forth as follows: 


International Intellectual Property Activities Case Files. Project case files 
Office activity relating to problems con- 
cerning the protection of intellectual property eo the world. In- 


showing Patent and Trademark 
cludes correspondence with private individuals, the 


PERMANENT. Transfer to FRC 5 
years after close of case. Offer to Na- 
tional Archives when 25 years old. 

ent of State 


and other countries; reports, records of international meetings concerning 


patents; trademarks and other matters 


g to the protection of in- 


pertainin 
tellectual property throughout the world; and other materials relating to 


international affairs. 


Proposed Intellectual Property Legislation Files. Documents accumulated in 
lation proposed by or in the inter- 
ice. Includes drafts of legislation, re- 


the preparation and processing of legi 
ests of the Patent and Trademark 


PERMANENT. Transfer to FRC after 
5 years. Offer to National Archives 
when 25 years old. 


ports to committees on introduced legislation, and comments on legisla- 


tive proposals. 


Trademark Adversary Proceedings Files. Consists of Trademark Opposi- 
tion, Cancellation, Interference, and Concurrent-Use proceedings files. 


Canceled Trademark Registration Files. Consists of original application 


and all related correspondence. 


Expired Trademark Registration Files. Consists of original application and 


all related correspondence. 


and all related corres; 


Abandoned Trademark Application Files. Consists of original application 
spondence. 


Trademark Renewal Index. Index to trademark registrations that are re- 


newed. 


The past schedule to destroy after 10 
years is in the process of being 
changed. At this time, these records 
are not being disposed of pending the 
new amendment to this section. 


Destroy 2 years after the date of can- 
cellation. 


Destroy 2 years after expiration of 
registration. 


Destroy 2 years after date of abandon- 
ment. 
PERMANENT. Offer to National Ar- 


chives when no longer needed for 
reference. 


Indexes to Trademark Applications. Index shows applicant’s name, serial 
number of application, filing date, name of mark description of goods, at- 


torney’s name, and final disposition of the application. 
A. Applicant’s Index. 


B. Serial Index. 


Proceedings Index to Trademark Adversary Proceedings. Index arranged by 
g- = a 2 7 cee acme 


of proceedin, 
aie wieethen ty tes 


Trademark Adversary Proceeding Records. Card file showing records of 
Proceedings. 


Trademark Adversary 


PERMANENT. Offer to National Ar- 
chives when no longer needed for ref- 


erence. 
PERMANENT. Offer to National 
Archives when no longer needed for 
reference. 


Destroy 3 years after termination of 
the proceeding. 


PERMANENT. Offer to National Ar- 
chives when no longer needed for ref- 
erence. 
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Trademarks Published in Official Gazette. Clippings of marks from Official 
Gazette. 


a. Those which have been opposed. 


b. All others. 


Trademark Registrant’s Index. Index to Trademark registrant’s name, in- 
cludes serial and registration numbers, date of registration, line of goods 
and other related information. 


Class of Goods Index. Card index used to indicate into what class any 
conceivable goods may fall. 


Index to Trademark Trial and Appeal Board Cases. Record of trademark 
trial and appeal board cases. 


Public Advisory Committee for Trademark Affairs Files. 


a. Agenda, minutes, correspondence, reports and related supporting 
files. 


b. papers and reference materials. 


Seminar in Trademark practice and Procedure Files. Record set of training 
materials used in training trademark examiners. 


Trademark Petitions Files. Petitions to the Commissioner relating to trade- 
marks with related materials. 


a. Original Petitions in trademark case file. 


b. Other copies. 


Trademark Protest Letters. Letters of protest to the Commissioner related 
to trademarks. 


International Patent and Trademark Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to international 
patent and trademark programs. 


a. Records that supplement the International Property Activities 
Case Files (Item 103). 


b. Other materials. 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems con- 
cerning the protection of intellectual property — out the world. In- 
cludes correspondence with private individuals, th t of State 
and other countries; reports; records of rercencer fe meetings concerning 
patents; trademarks and other matters pertaining to the protection of in- 
tellectual property throughout the world; and other materials relating to 
international affairs. 


Proposed Intellectual Property Legislation Files. Documents accumulated in 

tion and processing of legislation proposed by or in the inter- 

Patent and Trademark . Includes drafts or legislation, re- 

ports to committees on introduced legislation, and comments on legisla- 
tive proposals. 


Bulky Trademark Specimens. Trademark apptiontions specimens which do 
not strictly meet the basic requirements for physical form of specimens 
which state: 


1. That they be made of material suitable for being placed inside a 
manila file wrapper. 


JANUARY 7, 1986 


Retain in agency until no longer needed 
for reference. 


Destroy when mark is registered. 


PERMANENT. Offer to National Ar- 
chives when no longer needed for ref- 
erence. 


Destroy after information transferred 
to magnetic media. 


PERMANENT. Offer to National Ar- 
chives when no longer needed for ref- 
erence. 


PERMANENT. Transfer to Federal 
Records when 10 years old. Offer to 
National Archives when 25 years old. 


Destroy when 10 years old or no long- 
er needed for reference, whichever is 
sooner. 


PERMANENT. Transfer to Federal 
Records Center when 10 years old. 
Offer to National Archives when 25 
years old. 


Dispose of with related case file. 


Destroy when 2 years old. 


Destroy when no longer needed or 
when three years old, whichever is 
earlier. 


PERMANENT. Transfer to office re- 
sponsible for international affairs after 
case is closed. 


Destroy 5 years after close of case or 
sooner if no longer needed. 


PERMANENT. Transfer to FRC 5 
years after close of case. Offer to Na- 
tional Archives when 25 years old. 


PERMANENT. Transfer to FRC after 
5 years. Offer to National Archives 
when 25 years old. 


Destroy 30 days after applicant is noti- 
fied that the specimens are 

able, unless picked up sooner by the 
applicant. 
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2. That they be capable of being arranged flat, such as being folded. 
3. That they be of a size not to exceed 8!/2 inches wide by 13 


inches 
long. (Rule 2.56) 


These requirements provide for specimens which will fit inside the appli- 
cation file wrapper, which is 9 < 14 inches in size and which will conve- 


niently expand to about one inch thickness. 


Specimens which do not meet the above requirements are referred to as 
“bulky” specimens and the Examiner must require that they be replaced 


by specimens of acceptable size and shape. 


February 28, 1979. 


SAUL LEFKOWITZ, 
Acting Assistant Commissioner 
for Trademarks. February 28, 1979. 


[980 TMOG 16] 


Public Advisory Committee for 
Trademark Affairs 
Reestablishment 


In accordance with the provisions of the Federal Ad- 
visory Committee Act 5 U.S.C. App. (1976) and Office 
of Management and Budget Circular A-63 of Mar. 1974, 
and after consultation with GSA, it has been determined 
that the reestablishment of the Public Advisory Commit- 
tee for Trademark Affairs is in the public interest in con- 
nection with the performance of duties imposed on the 

ment by law. 

ie Committee was first established in Sept., 1970, 
and its present charter expired on Jan. 10, 1979. Since its 
inception the purpose of the Committee has been to ad- 
vise the Patent and Trademark Office concerning steps 
which can be taken to increase the efficiency effec- 
tiveness of administration of the Trademark Act and to 
provide a continuing flow of knowledge from the pri- 
vate sector to the government in the field of trademarks. 
Approximately seventy-five per cent of the over one 
hundred twenty-five specific recommendations have 
been implemented at least in part. There is no question 
that the Committee has contributed greatly to effi- 
ciency and effectiveness of the administration of the stat- 
ute. In reviewing the Committee, the Secretary has 
sought continued effort towards this objective. The 
Committee’s function cannot be accomplished by any 
organizational element or other committee of the De- 
partment. 

As it was initially established, the Committee will con- 
tinue to comprise the members of the Advisory Commit- 
tee for Trademark Affairs of the United States 
Trademark Association. The membership is balanced 
pony ny eke scalps tbe opm tog es od 
tion. The Committee will continue ite in compli- 
ance with the provisions of the Fede Advisory Com- 
mittee Act. 

Copies of the Committee’s revised charter will be 
filed with appropriate committees of Congress. 

Any inquiries or comments may be addressed to 
Patricia M. Davis, Committee Control Officer, Office of 
Trademark Program Control, U.S. Patent & Trademark 
Office; Washington, D.C. 20231; telephone (703) 557- 
3881. 


GUY W. CHAMBERLIN, 
Mar. 15, 1979. Assistant Secretary 
for Administration. 
[FR Doc. 79-8929; Filed 3-22-79; 8:45 am] 


[982 TMOG 14] 


(201) Compressed Work Week 


The Office of Personnel Management has completed a 
study on compressed work schedules and has recom- 


mended that Congress enact permanent legislation au- 
thorizing use of alternative work schedules in the Feder- 
al Government. The authority for the program expires 
on Mar. 28, 1982. 

The U.S. Patent and Trademark Office has been par- 
ticipating in this pro; , ON an experimental basis, for 
nearly two years. Most of the Office’s examiners and 
other employees are permitted to participate under one 
of two options: 


1. 4/10 plan-Work ten hours four days a week and 
choose M , Wednesday, or Friday as a day off 
each week. The day selected can be changed only 
with supervisory approval. 


2. 5/4-9 plan-Work nine hours for eight continuous 
days, eight hours on the ninth day, and choose Mon- 
day, Wednesday, or Friday as a day off once every 
two weeks. Again, the day off can only be changed 
with supervisory approval. 


Theredays employees must be on duty Tuesdays and 
ursda 

The Us S. Patent and Trademark Office is interested in 
considering any comments or recommendations you may 
have about the pro in order to make the proper de- 
cision concerning continuation, revision, or termina- 
tion of alternative work schedules should the Congress 
enact legislation authorizing its continuation. 

Please send any comments or recommendations you 
may have, no later than Mar. 2, 1982, to: 


Commissioner of Patents and Trademarks 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


Jan. 21, 1982. 
and Trademarks. 


[1015 TMOG 9] 


Certified Copies of Trademark 

Applications/Registrations 
Trademark i is in the process of 
ing i seco sacha this jiemmenie, Hagges 
i ies of and, eventually, regis- 
microfilmed records. 


Such certified copies will not contain copies of the file 
jacket. 


MARGARET M. LAURENCE, 
Jan. 17, 1984. Assistant Commissioner 
for Trademarks. 


[1039 TMOG 140] 
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TABLE OF OFFICIAL GAZETTE 
VOLUME NUMBERS: 1872-1990 


A table which relates volume numbers of the Official 
Gazette comprising collections of weekly issues of that 
publication to the month of their publication has found 

ood use in the Patent and Trademark Office and Patent 
itory Libraries in a variety of applications. The 
need for such a table arises, in part, from the fact that 


(203) 
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Official Gazette volumes have not been uniformly num- 
bered on a monthly basis over the 110 year history of 
that publication. From Jan. 1872 through June 1883, 
they were numbered on a semi-annual basis; from July 
1883 through Dec. 1902, quarterly; from Jan. 1902 
through Dec. 1908, bi-monthly; and since Jan. 1909, the 
volume of issues for each month has been separately 
numbered. To fulfill the interest which has been 
expressed in this table, it is published below: 


Calendar Table of Official Gazette Volume Numbers 
Month-by-Month Volume Numbers: Jan. 1872 to Present 


Feb. Mar. Apr. May 


June 


July Aug. 


SAen 


36 
40 40 
44 44 
48 48 
52 52 


BSITSs 
REISS 


ESS 
ESea 


‘© oo 
N oo 


88 


a 
—— 
~~ 
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Calendar Table of Official Gazette Volume Numbers 
Month-by-Month Volume Numbers: Jan. 1872 to Present—Continued 


July 


* SUMMARY OF CHANGES IN VOLUME NUMBER- 

ING: Semi-annual: Jan. 1872 through Jun. 1883 
Quarterly: Jul. 1883 through Dec. 1902 
Bi-monthly: Jan. 1903 through Dec. 1908 
Monthly: Jan. 1909 to the present 


The Official Gazette was published on successive Wednesdays from 3 Jan. 1872 through 17 Jan. 1872. From 23 
Jan. 1872 to the present, it has been published weekly on Tuesday. 
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(204) U.S. Department of Commerce Patent and 
Trademark Office Public Advisory Committee for 
Trademark Affairs Notice of Open Meeting 


In accordance with Section 10(a)(2) of the Federal 
Advisory Committee Act (Public Law 92-463), an- 
nouncement is made of the following Committee meet- 
ing: 

The Public Advisory Committee for Trademark Af- 
fairs will meet from 9:30 a.m. until 5:00 p.m. on Sept. 11, 
1985, at the U.S. Patent and Tademark Office in Rm. 
11C24 of Bldg. 3, Crystal Plz., located at 2021 Jefferson 
Davis Hwy., Arlington, Va. 


The agenda for the meeting is as follows: 


Quality of Trademark Examination 

Legislative changes to use requirements 
Reporting format of the finances of the Trade- 
mark Operation 

— of the Trademark Trial and Appeal 


Trademark Automated Systems — Practical en- 
hancements to Public Services 


The meeting will be open to public observation; ap- 
proaimately twelve (12) seats will be available for the 
public on a first-come first-served basis. 


If time permits, oral comments by the public of 
three (3) minutes on each topic within the above 
agenda will be allowed. Written comments and sug- 
gestions will be accepted before or after the meeting 
on any of the matters discussed. 


Copies of the minutes will be available upon request. 


For further formation, contact Ellen J. Seeherman, 
Office of the Assistant Commissioner for Trademarks, 
Rm. CP3-11C17, Patent and Trademark Office, Wash- 
ington, D.C. 20231. Telephone: 703-557-7464. 


DONALD J. QUIGG, 
Aug. 5, 1985. Acting Assistant Secretary 
and Commissioner of 
Patent and Trademarks. 


[1058 TMOG 3] 
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TELEPHONE DIRECTORY 


General Information 


OFFICE OF THE ASSISTANT SECRETARY 
AND COMMISSIONER OF PATENTS AND 
TRADEMARKS 


eee Secretary and Commissioner, Donald 


J. Quigg 
Special Assistant, Donald G. Kelly 
uty Assistant Secretary and Deputy 
ioner, 
Assistant Commissioner for Patents, 
Rene D. Tegtmeyer 
Assistant Commissioner for Trademarks, 
Margaret M. Laurence 
Assistant Commissioner for Administration, 
Theresa A. Brelsford 
Assistant Commissioner for Finance and 
Planning, Bradford R. Huther 
Assistant Commissioner for External Affairs, 
Michael K. Kirk 
Office of the Solicitor 
Solicitor, Joseph F. Nakamura 
Deputy Solicitor, Fred E. McKelvey 
Office of Enrollment and Discipline, C. 
Weiffenbach 
Board of Patent Appeals 
and Interferences, (Vacant) Chairman 
Ian A. Calvert Vice-Chairman 
Office of Quality Review, James D. Trammell . 


OFFICE OF ASSISTANT COMMISSIONER 
FOR PATENTS 


Assistant Commissioner, Rene D. Tegtmeyer .. 3811 
Special Assistant, R. Franklin Burnett 
Manual of Patent Examining Procedure, 

Editor, Louis O. Maassel 
Special Program Examination Unit 
Patent Examining Corps 
Deputy Assistant Commissioner, 
James E. Denny 
Patent Programs Administrator, Michael 
J. Lynch 
Petitions Examiner, Brad Garris 
Chemical Examining Groups 
Group 110, Siaries, Dennis E. Talbert, 
Jr 


Group 120, Director, Charles E. 
Van Horn 
Group 130, Director, Robert F. White ... 
Group 150, Director, James O. Thomas 
Electrical Examining Groups 

Group 210, Damier, Gerald Goldberg . 
Group 220, Director, Kenneth L. Cage ... 
Group 230, Director, Earl Levy 

240, Director, Edward Rviebtewice 


Group 260, Director, Stephen G. Kunin .. 
Mechanical Examining Groups 
Group 310, Director, Bobby R. Gray .... 
Group 320, Director, Samih N. Zaharna 
Group 330, Director, Richard Aegerter . . . 
pee 340, Director, Donley J. Stocking } 
350, Director, Al L. Smith 
Office of of Patent Program and Documentation 
Control, Director, Richard Rouck 
Patent Documentation Organizations, 
Administrator, William S. Lawson 


(703) 557-3080 


OFFICE OF ASSISTANT COMMISSIONER 
FOR TRADEMARKS 


Assistant Commissioner, Margaret M. Laurence 
Deesty Assistant Commissioner, Daniel L. 


3061 


Skole 3268 
Trademark Wo and aoe Board, 


3551 


Ope 
Administrator for Trademark Examining Oper- 
ations, Patricia M. Davis 
Law Office I, Managing Attorney, Joseph H. 
Webb (Acting) 
Law Office II, Managing Attorney, 
Demos 


John 
Law Office III, Managing Attorney, 
Myra Kurzbard 
Law Office IV, Managing Attorney, 
Thomas Lamone 
Law Office V, Managing Attorney, 
Paul Fahrenkopf 
Law Office VI, Managing Attorney, 
Ronald Wolfington 
Law Office VII, 
Lynne Beresford 
Law Office VIII, Managing Attorney, 
Sidney Moskowitz 
Petitions and Classification Attorney, 
Michael J. Hynak 
Procedures and Special Projects Attorney 
Carlisle E. Walters 
Trademark Services Division, Director, 
Doreane I. Poteat 


OFFICE OF ASSISTANT COMMISSIONER 
FOR ADMINISTRATION 


3268 
3273 
3277 
9560 


Assistant Commissioner, Theresa A. Brelsford . 
prey Assistant Commissioner, Wesley 


Office of General Services, Director, 
John D. Hassett ; 
Office of Patent and Trademark Services, 
Director, Frank V. Caesar 
Public Service Center, Mary Reed 
PCT International Services, Jane Corrigan . 
Examination Services Division, Pe Dubose 
Application Branch, Arthur —" pets 
Reexamination Pre-processing Uni 
Lucille Batchelor 
Assignment Branch, Emmanuel 
DeMesme 
Patent Search Room 
Office of pesaee Personnel Officer, 
Carolyn 
Office of | Poblcations Director, 
J. Bania 


Maintenance Fee Division, 
Manager, Clementine H. Griffen 
Office of ay . wen Programs, 
Director, R. 


Director, Sara E. Bjorge 


OFFICE OF ASSISTANT COMMISSIONER 
FOR FINANCE AND PLANNING 


Assistant Commissioner, Bradford R. Huther . . 
Office of Budget, Planning and Evaluation, 


1572 


0400 Director, James R. Lynch 
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Administrator for Automation, 
J. Howard Bryant 

Office of Automation Concepts Implementation, 
Director, Don LeCrone 

Office of Image and Information Systems, 
Director, L. Liddle 

Office of Systems Engineering and Telecommu- 
nications, Director, 
Jeff J. Cochran 


Office of ADP, Director, 
William Maykrantz 


baste” OF ASSISTANT COMMISSIONER 
OR EXTERNAL AFFAIRS 


Assistant Commissioner, Michael K. Kirk 
Office of Public Affairs, Director, 
William Crai, 
Office of Legi 
Director, 
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TRADEMARK OPERATION 
MARGARET M. LAURENCE, ASSISTANT COMMISSIONER 
DANIEL L. SKOLER, DEPUTY, ASSISTANT COMMISSIONER 


CONDITION OF TRADEMARK APPLICATIONS AS OF December 1, 1985. 


Law Office 


LAW OFFICE 1—JOSEPH WEBB, MANAGING ATTORNEY, (703)557-3273 
JAMES WALSH, LEAD ATTORNEY 
PAPER PRODUCTS, FURNITURE, & TOYS—INT. CLASSES 16, 20, 21, 28 10-11-85 
LAW OFFICE 2—JOHN C. DEMOS, MANAGING ATTORNEY, (703)557-3277 
DONALD J. FINGERET, LEAD ATTORNEY 
FOODS & BEVERAGES— INT. CLASSES 239, 30, 31, 32, 33 
LAW OFFICE 3—MYRA KURZBARD, MANAGING ATTORNEY, (703)557-9560 
ROBERT FEELEY, LEAD ATTORNEY 
VEHICLES & SCIENTIFIC EQUIPMENT—INT. CLASSES 9, 12, 15 10-23-85 
LAW OFFICE 4—THOMAS LAMONE, MANAGING ATTORNEY, (703)557-9550 
DAVID SOSOKA, LEAD ATTORNEY 
SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 
COLLECTIVE MARKS--CLASS 200 
CERTIFICATION MARKS--CLASSES A & B 
LAW OFFICE 5—PAUL E. FAHRENKOPF, MANAGING ATTORNEY, (703)557-5380 
JESSIE N. MARSHALL, ACTING LEAD ATTORNEY 
TEXTILES & FASHION ACCESSORIES—INT. CLASSES 14, 18, 22, 23, 24, 25, 26, 34 
LAW OFFICE 6—RONALD WOLFINGTON, MANAGING ATTORNEY, (703)557-2937 
CHRISTOPHER SIDOTI, LEAD ATTORNEY 
SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 
LAW OFFICE 7—LYNNE G. BERESFORD, MANAGING ATTORNEY, (703)557-5237 
DAVID SHALLANT, LEAD ATTORNEY 
CHEMICALS & COSMETICS-INT. CLASSES 1, 2, 3, 4, 5 
LAW OFFICE 8—SIDNEY MOSKOWITZ, MANAGING ATTORNEY, (703)557-5242 
MICHAEL BODSON, LEAD ATTORNEY 
INDUSTRIAL EQUIPMENT & MATERIALS—INT. CLASSES 6, 7, 8, 10, 11, 13, 17, 19 
TRADEMARK SERVICES DIVISION—DOREANE I. POTEAT, DIRECTOR, (703)557-5249 
POST REGISTRATION SECTION, (703)557-1986 
AFFIDAVITS UNDER SECTIONS 8 & 15(ALL CLASSES) 
SECTION 12(C) PUBLICATIONS (ALL CLASSES) 
SECTION 12(C) PUBLICATIONS (ALL CLASSES) 


APPLICANTS ARE URGED NOT TO FILE UNNECESSARY INQUIRIES CONCERNING THE STATUS OF 
THEIR APPLICATIONS. 

SEE SECTION 411 OF THE Trademark Manual of Examining Procedure. 

*THESE DATES IDENTIFY THE OLDEST UNASSIGNED NEW CASE IN EACH LAW OFFICE. ALL CASES 
WITH EARLIER DATES HAVE EITHER BEEN EXAMINED AND MADE THE SUBJECT OF AN ACTION OR 
ARE CURRENTLY BEING WORKED ON BY THE ASSIGNED EXAMINER. 
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Reference Collections of U.S. Patents Available for Public Use in Patent Depository Libraries 


following libraries, designated as Patent Depository Libraries, receive current issues of U.S. Patents and maintain collections of 
issued patents. The scope of these collections varies from library to library, ranging from patents of only recent years to all or 

at Pie gidastwnd doe 1750 
Posent Clamsfication Synem (ele, The Menual of Clawification, laden to the U.S. Petsat' in addition, offers the publications of 
s System (e.g. The Manual of Classification, Index to the U.S. Patent ition Defini- 
etc.) and provides technical assistance in their use to aid the public in effective access to information contained in 

one exception, as noted in the table following, the collections are in patent number sequence. 

i : ing paper copies from either microfilm in reader-printers or from the bound volumes in paper-to-paper copies are 
Owing to variations in the scope of patent collections among the Patent Depository Libraries and in their hours of service to the 


public, anyone contemplating use of the patents at a particular library is advised to contact that library, in advance, about its collec- 
tion and hours, so as to avert possible inconvenience. 


Name of Library Te Contact 


State 
826-4500 Ext.21 


All of the above-listed libraries offer CASSIS (Classification And Search Support Information System), which 
provides direct, on-line access to Patent and Trademark Office data. 
*Collection organized by subject matter. 
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Auburn University Libraries 

Birmingham Public Library 

Anchorage Municipal Libraries 

Tempe: Science Library, Arizona State University 

Little Rock: Arkansas State Library 

Los Angeles Public Library 

Sacramento: California State Library 

San Diego Public Library 

Sunnyvale: Patent Information Clearinghouse* 

Denver Public Library 

Newark: University of Delaware Library 

Fort Lauderdale: Broward County Main Library 

Miami-Dade Public Library 

Atlanta: Price Gilbert Memorial Library, Georgia Institute of 
Technology 

Moscow: University of Idaho Library 

Chicago Public Library 

Springfield: Illinois State Library 

Indianapolis—-Marion County Public Library 

Baton Rouge: Troy H. Middleton Library, Louisiana State 
University 

College Park: En, 
University of 

Amherst: Physical *Stiences Library, University of 
Massachusetts 

Boston Public Library 

= ieee Engineering Transportation Library, University of 

ic 

Detroit 

Minneapolis Public Library & Information Center 

Kansas City: Linda Hall Library 

St. Louis Public Library 

= Montana College of Mineral Science and Technology 

ibrary 

Lincoln: University of Nebraska-Lincoln, Engineering Library 

Reno: University of Nevada Library 

Durham: University of New Hampshire Library 

Newark Public Library 

Al ue: University of New Mexico Library 

Albany: New York State Library 

Buffalo and Erie County Public Library 

New York Public Library (The Research Libraries) 

Raleigh: D. H. Hill Library, N.C. State University 

Cincinnati & Hamilton County, Public Library of 

Cleveland Public Library 

Columbus: Ohio State University Libraries 

Toledo/Lucas County Public Library 

Stillwater: Oklahoma State University Library .. . 

Salem: Oregon State Library 

Cambridge Springs: Alliance College Library 

Philadelphia: Franklin Institute Library 

Pittsburgh: Carnegie Library of ee. 


University Park: Pattee Library, Pennsylvania State University . 


Providence Public Library 

Charleston: Medical University of South Carolina Library 

— & Shelby County Public Library and Information 

iter 

Nashville: Vanderbilt University Li 

Austin: McKinney 

College Station: Sterling C. Evans Library, Texas A & M 
University 

Dallas Public Library 

Houston: The Fondren Library, Rice University 

Salt Lake City: Marriott Library, University of Utah 

Richmond: Virginia Commonwealth University Library 

Seattle: Engineering Library, University of Washington 

— Kurt F. Wendt Engineering Library, University of 


Engineering Library, University of Texas. . . . 


(205 
(205) 226-3680 
(907) 264-4481 
(602) 965-7607 
(501) 371-2090 
(213) 612-3273 
(916) 322-4572 
(619) 236-5813 
(408) 730-7290 
(303) 571-2122 
(302) 451-2238 
(305) 357-7444 
(305) 375-2665 


(404) 894-4508 
(208) 885-6235 
312) 269-2865 
217) 782-5430 
317) 269-1706 
(504) 388-2570 
(301) 454-3037 


(413) 545-1370 


(617) 536-5400 Ext. 265 


(313) 764-7494 
313) 833-1450 
612) 372-6570 

16) 363-4600 


314) 241-2288 Ext. 390 


406) 496-4283 
402) 472-3411 


) 784-6579 
(603) 862-1777 
(201) 733-7815 
(505) 277-5441 
(518) 474-5125 


(716) 856-7525 Ext. 267 


(212) 714-8529 
(919) 737-3280 
(513) 369-6936 
(216) 623-2870 
(614) 422-6286 


(419) 255-7055 Ext. 212 
624-6546 


(405) 

(503) 378-4239 
(814) 398-2098 
(215) 448-1227 
(412) 622-3138 
(814) 865-4861 


. (401) 521-8726 


(803) 792-2372 


(901) 725-8876 
(615) 322-2775 
(512) 471-1610 


(409) 845-2551 
(214) 749-4176 


(713) 527-8101 Ext. 2587 


(608) 262-6845 
(414) 278-3247 





MARKS PUBLISHED FOR OPPOSITION 


The following marks are published in compliance with section 12(a) of the Trademark Act of 1946. Applications for the 
registration of marks in more than one class have been filed as provided in section 30 of said act as amended by Public Law 
772, 87th Congress, approved Oct. 9, 1962, 76 Stat. 769. Opposition under section 13 may be filed within thirty days of the date 
of this publication. See rules 2.101 to 2.105. 


A separate fee of two hundred dollars for opposing each mark in each class must accompany the opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 
trademark rules of practice. 

The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


SN 299,073. MEASUREMENT CONCEPT CORPORATION, SN 411,779. TONY GREEN ORGANIZATION RECORDS 


ROME, NY. FILED 2-27-1981. 


THE TRADEMARK IS A FANCIFUL DESIGN INCLUD- 
ING THE ALPHABETIC CHARACTERS “M” AND “C” 
AND THE NUMERAL “2”. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTERS, CENTRAL PROCESSING UNIT 
AND PERIPHERALS, NAMELY, ONE OR MORE OF 
VIDEO TERMINAL(S), PRINTER(S), DISK(S), OR 
DISKETTES(S), DRIVES(S); COMPUTER PROGRAMS RE- 
CORDED ON DISK OR DISKETTE EXCEPT PROGRAMS 
FOR THE BUILDING AND CONSTRUCTION FIELDS OR 
IN CONNECTION WITH CONSTRUCTION COST ESTI- 
MATING (U.S. CLS. 26 AND 38). 

FIRST USE 0-3-1978; INCOMMERCE 0-3-1978. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED MATERIAL, NAMELY, INSTRUCTIONS 
AND DOCUMENTATION DESCRIBING AND EXPLAIN- 
ING COMPUTER SOFTWARE EXCEPT IN THE BUILD- 
ING AND CONSTRUCTION FIELDS OR IN CONNEC- 
TION WITH CONSTRUCTION COST ESTIMATING (U.S. 
CL. 38). 

FIRST USE 0-3-1978; IN COMMERCE 0-3-1978. 


LTD., MONTREAL, PROV. OF QUEBEC, CANADA, 
FILED 2-1-1983. 


© 


OWNER OF CANADA REG. NO. 299649, DATED 


1-2-1985, EXPIRES 1-2-2000. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR VIDEO TAPES, AUDIO TAPES AND PHONO- 
GRAPH RECORDS (U.S. CLS. 21 AND 36). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES, NAMELY LIVE 
PERFORMANCES BY A MUSICAL GROUP (U.S. CL. 107). 


T™ 1 





T™ 2 


SN 481,168. MARKET SQUARE FOOD COMPANY, INC., 
HIGHLAND PARK, IL. FILED 5-21-1984. 


MARKET 
SQUARE 
VFOODY 
COMPANY: 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOODS COMPANY INC.”, APART FROM THE 
MARK AS SHOWN. 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR PRE-PACKAGED PROCESSED NUTS, SALAD 


OILS AND SMOKED SALMON (U.S. CL. 46). 
FIRST USE 9-15-1981; IN COMMERCE 10-1-1981. 


CLASS 30—STAPLE FOODS 

FOR BISCUIT BASED SNACK MIXES, BREAD OR 
CRACKER BASED SALAD AND SOUP TOPPINGS, 
COOKIES, CANDY, SAUCES EXCLUDING APPLESAUCE 
AND CRANBERRY SAUCE, MARINADES, VINEGAR, 
FLOUR AND RICE (U.S. CL. 46). 

FIRST USE 9-15-1981; IN COMMERCE 10-1-1981. 


SN 483,420. ALTA VERDE INDUSTRIES, INC., EAGLE 
PASS, TX. FILED 6-4-1984. 


ALTA VERDE 


THE ENGLISH TRANSLATION OF THE MARK “ALTA 
VERDE” AS “HIGH GREEN”. 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR BEEF PARTS, BEEF CUTS AND PIECES OF 
MEAT, BEEF CARCASSES AND BOXED BEEF CUTS 


(US. CL. 46). 
FIRST USE 10-17-1983; IN COMMERCE 10-25-1983. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 

FOR LIVE BEEF CATTLE, CATTLE FEED, FRESH 
VEGETABLES, UNPROCESSED GRAINS AND DEHY- 
DRATED ALFALFA PELLETS AND MEAL ANIMALS 
(U.S. CLS. 1 AND 46). 

FIRST USE 1-1-1966; IN COMMERCE 1-1-1966. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONTRACT FARMING, CONTRACT AND 
CUSTOM CATTLE FEEDING (U.S. CL. 100). 

FIRST USE 8-22-1967; IN COMMERCE 9-15-1967. 
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SN 490,365. GRAZIOLI S.P.A.. MOSIO DI ACQUANEGRA 
(MANTOVA), ITALY, FILED 7-18-1984. 


«© GRAZIOLI 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 17729C/84, FILED 2-20-1984, REG. NO. 
338057, DATED 12-6-1984, EXPIRES 2-20-2004. 


CLASS 8—HAND TOOLS 

FOR ACCESSORIES AND TOOLS FOR GARDENING 
AND CAMPING- NAMELY, KNIVES, FORKS AND 
SPOONS; ALL PURPOSE KNIVES; SHOVELS, TROWELS, 
HAMMERS AND RAKES (U.S. CL. 23). 


CLASS 12—VEHICLES 
FOR CAMPING VANS (U.S. CL. 19). 


CLASS 18—LEATHER GOODS 
FOR UMBRELLAS (U.S. CL. 41). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR GARDEN AND CAMPING  FURNITURE- 
NAMELY, CHAIRS, STOOLS, DECK CHAIRS, ARM- 
CHAIRS AND TABLES; PILLOWS AND MATTRESSES 
(US. CL. 32). 


CLASS 22—CORDAGE AND FIBERS 
FOR SUN AND CAMPING TENTS (U.S. CL. 22). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR TOYS AND GAMES FOR CHILDREN, NAMELY, 
EQUIPMENT SOLD AS A UNIT FOR PLAYING A BOARD 
GAME, DOLLS, PUPPETS, STUFFED ANIMALS; DOLL 
FURNITURE, NAMELY, CHAIRS, TABLES, FOLDING 
CHAIRS, FOLDING TABLES, ARMCHAIRS, FOLDING 
ARMCHAIRS, HIGHCHAIRS, STOOLS, CAR SEATS, BAS- 
SINETS, DIAPER CHANGING TABLES, BEDS, CRIBS, 
CRADLES, PLAYPENS, MATTRESSES AND PILLOWS 
FOR THE DOLL BEDS, BATH TUBS, SWINGS, VANITY 
TABLES, WALKERS, IRONING BOARDS, DOLL CARRI- 
ERS, BASKETS FOR CARRYING DOLLS; VEHICLES 
FOR DOLLS, NAMELY, STROLLERS, CARRIAGES; 
SWADDLE BAGS, KNAP-SACKS FOR CARRYING 
DOLLS; KNIVES, FORKS, SPOONS, DISHES, PLATES, 
CUPS, SAUCERS, POTS, AND PANS (U.S. CL. 22). 
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SN 491,535. SEASTROM MANUFACTURING CO., INC., 
GLENDALE, CA. FILED 7-25-1984. 


| 


Seastrom 


CLASS 6—METAL GOODS 

FOR METAL HARDWARE PARTS COMPRISING 
SPRING CLIP FASTENERS, WASHERS, EXPANSION 
PLUGS, CLAMP FASTENERS, BRACKETS, GASKETS, 
TERMINAL LUGS, CAPS, SHIMS, HOOKS, BANDS, 
STRAPS, SHEET METAL NUTS, SHEET METAL STRIPS, 
STAMPINGS, AND [DENTIFICATION TAGS FOR COM- 
PONENTS IN ELECTRICAL SYSTEMS (U.S. CLS. 13, 14 
AND 50). 

FIRST USE 6-22-1984; IN COMMERCE 6-22-1984. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ELECTRICAL COMPONENTS COMPRISING BUS 
BARS, SOLDER LUGS, GROUNDING STRAPS AND TER- 


MINAL BLOCKS (U.S. CL. 21). 
FIRST USE 6-22-1984; IN COMMERCE 6-22-1984. 


CLASS 17—RUBBER GOODS 
FOR INSULATION STRIPS AND SOLID STATE INSU- 


LATORS (U.S. CLS. 12 AND 21). 
FIRST USE 6-22-1984; IN COMMERCE 6-22-1984. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR NON-METALLIC HARDWARE PARTS COMPRIS- 
ING WASHERS, GASKETS, SHIMS, AND STAMPINGS 
(U.S. CL. 13). 

FIRST USE 6-22-1984; IN COMMERCE 6-22-1984. 


SN 493,443. KARMAN/ROSS PRODUCTIONS, INC., BEV- 
ERLY HILLS, CA. FILED 8-6-1984. 


THE CHIPETTES 


CLASS 21—HOUSEWARES AND GLASS 


FOR PAPER CUPS (U.S. CL. 2). 
FIRST USE 5-0-1984; INCOMMERCE 5-0-1984. 


CLASS 25—-CLOTHING 

FOR CHILDREN’S CLOTHING—NAMELY, SLEEP- 
WEAR AND FOOTWEAR (U.S. CL. 39). 

FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


495-171 TMOG 86 - 14: QOL 3 
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SN 497,996. AMSOIL, INC., FILED 


9-5-1984. 


SUPERIOR, WI. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR SQLID AND LIQUID LAUNDRY DETERGENT 
FOR HOUSEHOLD AND INDUSTRIAL USE; HOUSE- 
HOLD BLEACH; ALL PURPOSE LIQUID CLEANING 
CONCENTRATE FOR HOUSEHOLD AND INDUSTRIAL 
USE; DISHWASHER DETERGENT; HAIR SHAMPOO, 
CONDITIONING RINSE; SKIN MOISTURIZING LOTION 
AND CREAM, AND HAIR SPRAY (U.S. CLS. 51 AND 52). 

FIRST USE 8-28-1984; IN COMMERCE 9-5-1984. 


CLASS 5—PHARMACEUTICALS 

FOR VITAMINS IN TABLET AND CHEWABLE FORM, 
MINERAL SUPPLEMENTS, CALCIUM SUPPLEMENTS, 
LECETHIN TABLETS, AND PROTEIN SUPPLEMENTS 
(U.S. CL. 18). 

FIRST USE 8-28-1984; IN COMMERCE 9-5-1984. 


CLASS 28—TOYS AND SPORTING GOODS 
FOR TRAMPOLINES AND ACCESSORIES, THEREFOR, 
NAMELY, CARRY CASES AND HANDRAILS (U.S. CL. 
22). 
FIRST USE 8-28-1984; IN COMMERCE 9-5-1984. 


SN 504,487. POTTERY CRAFT, COMPTON, CA. FILED 
10-18-1984. 


NEW AVENUES 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR SPICE RACKS AND SPICE CABINETS WITH BOT- 


TLES (U.S. CL. 32). 
FIRST USE 9-10-1984; IN COMMERCE 9-10-1984. 


CLASS 21—HOUSEWARES AND GLASS 

FOR PORCELAIN ON STEEL COOKWARE SETS - 
NAMELY, SAUCE PANS, DUTCH OVENS, FRYING 
PANS, TEA KETTLES, AND BURNER COVERS; CERAM- 
IC KITCHENWARE, NAMELY, PITCHERS, SALT AND 
PEPPER SHAKERS, SPOON RESTS, SOUP BOWLS, CAS- 
SEROLES, COFFEE POT AND MUGS, SUGAR BOWLS, 
CREAMERS, QUICHE DISHES, UTENSIL HOLDERS, 
SOUFFLE DISHES, CANISTER SETS, TEA POTS, 
COOKIE JARS AND CERAMIC TILE/IRON TRIVETS; 
WOODEN KITCHENWARE - NAMELY, CHEESE 
BOARDS, COASTERS WITH CERAMIC TILE, RECIPE 
BOXES, AND NAPKIN HOLDERS NOT MADE OF PRE- 
CIOUS METAL (U.S. CLS. 2, 13 AND 30). 

FIRST USE 9-10-1984; IN COMMERCE 9-10-1984. 
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SN 508,871. POST OFFICE, THE, LONDON, ENGLAND, 


FILED 11-15-1984. 


SWIFTAIR 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR WRITING PAPER AND ENVELOPES (U.S. CL. 37). 
FIRST USE 10-13-1980; IN COMMERCE 10-13-1980. 


CLASS 38—COMMUNICATION 


FOR TELECOMMUNICATION SERVICE (U.S. CL. 104). 
FIRST USE 10-13-1980; IN COMMERCE 10-13-1980. 


CLASS 39—TRANSPORTATION AND 
STORAGE 
FOR TRANSPORTATION SERVICE NAMELY, TRANS- 
PORTING PACKAGES AND LETTERS FOR OTHERS BY 
MEANS OF AIR, RAIL, AND TRUCKS (U.S. CL. 105). 
FIRST USE 10-13-1980; IN COMMERCE 10-13-1980. 


SN 511,890. SIERRA PACIFIC RESOURCES, RENO, NV. 
FILED 12-4-1984. 


f J 


THE MARK CONSISTS OF “S” AND DESIGN. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE MANAGEMENT SERVICES (U.S. 
CLS. 101 AND 102). 
FIRST USE 7-9-1984; IN COMMERCE 7-9-1984. 


CLASS 39—TRANSPORTATION AND 
STORAGE 
FOR ELECTRIC, GAS AND WATER UTILITY SERV- 


ICES FOR OTHERS (U.S. CLS. 100 AND 105). 
FIRST USE 7-9-1984; IN COMMERCE 7-9-1984. 


SN 512,079. RACOR INDUSTRIES, INC., MODESTO, CA. 
FILED 12-5-1984. 


AQUABLOC 


OFFICIAL GAZETTE 
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CLASS 7—MACHINERY 
FOR FUEL/WATER SEPARATOR FILTER ELEMENTS 
FOR INDUSTRIAL ENGINES (U.S. CLS. 23 AND 31). 
FIRST USE 11-1-1984; INCOMMERCE 1 1-1-1984. 


CLASS 12—VEHICLES , 

FOR FUEL/WATER SEPARATOR FILTER ELEMENTS 
FOR LAND VEHICLES (U.S. CLS. 19 AND 31). 

FIRST USE 11-1-1984; INCOMMERCE 11-1-1984. 


SN 513,452. DILLON/QUALITY PLUS, INC., VAN NUYS, 
CA. FILED 12-13-1984. 


a 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REPAIR AND RECALIBRATION OF INSTRUMEN- 
TATION AND DYNAMOMETERS USED FOR MEASUR- 
ING FORCE, TENSION, WEIGHT AND COMPRESSION 
(U.S. CL. 103). 

FIRST USE 12-5-1983; IN COMMERCE 12-22-1983. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
INSTRUMENTATION AND DYNAMOMETERS USED 
FOR MEASURING FORCE, TENSION, WEIGHT, AND 
COMPRESSION (U.S. CL. 101). 

FIRST USE 12-5-1983; IN COMMERCE 12-22-1983. 


SN 513,735. HUMAN COMPUTING RESOURCES CORPO- 
RATION, TORONTO, ONTARIO, CANADA, FILED 
12-17-1984. 


UNITY 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 523856, FILED 6-19-1984, REG. NO. 
306923, DATED 9-13-1985, EXPIRES 9-13-2000. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER PROGRAMS RECORDED ON A RE- 
CORDING MEDIUM FOR CO-ORDINATING AND CON- 
TROLLING THE OPERATION OF A COMPUTER AND 
ASSOCIATED GENERAL PURPOSE APPLICATIONS 
PROGRAMS AND MANUALS FOR USE THEREWITH 
(US. CL. 38). 

FIRST USE 7-5-1982; IN COMMERCE 7-5-1982. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SOFTWARE DESIGN AND DEVEL- 
OPMENT SERVICES, COMPUTER PROGRAMING SERV- 
ICES, COMPUTER CONSULTING SERVICES (U.S. CLS. 
100 AND 101). 

FIRST USE 6-28-1982; IN COMMERCE 6-28-1982. 


SN 518,347. FIAT S.P.A., TURIN, ITALY, FILED 1-22-1985. 


FIATAGRI 


OWNER OF ITALY REG. NO. 335572, DATED 6-29-1983, 
EXPIRES 3-7-2003. 


CLASS 7—MACHINERY 

FOR AGRICULTURAL MACHINES, NAMELY COM- 
BINE HARVESTERS, FODDER-COLLECTING MA- 
CHINES, STRUCTURAL PARTS AND ACCESSORIES 
THEREFOR, NAMELY CABS, CUTTING TABLES, GRAIN 
TANK EXTENSIONS, CUTTING TABLE TRAILERS, AN 
D CORN HEADS (USS. CL. 23). 


CLASS 12—VEHICLES 

FOR AGRICULTURAL TRACTORS BOTH WHEELED 
AND TRACKED TYPES, STRUCTURAL PARTS AND AC- 
CESSORIES THEREFOR, NAMELY CABS, SAFETY 
FRAMES, RUBBER PROTECTORS FOR REAR FENDERS, 
AND PLATES FOR FRONT BALLAST (U.S. CLS. 19 AND 
23). 


SN 519,424. N.V. MEDICOPHARMA, ZAANDAM, NETH- 
ERLANDS, FILED 1-28-1985. 


pharbita 


OWNER OF BENELUX CONV REG. NO. 341423, DATED 
9-27-1976, EXPIRES 9-27-1986. 


CLASS 1—CHEMICALS 
FOR HOUSE MARK FOR FULL LINE OF CHEMICALS 
(US. CL. 6). 


CLASS 5—PHARMACEUTICALS 


FOR HOUSE MARK FOR FULL LINE OF PHARMA- 
CEUTICAL PRODUCTS USED BY CONSUMERS FOR 
MEDICAL TREATMENT (US. CL. 18). 


SN 519,868. MICRO MO ELECTRONICS, INC., ST. PE- 
TERSBURG, FL. FILED 1-29-1985. 


MICRO MO 
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CLASS 7—MACHINERY 

FOR ELECTROMECHANICAL COMPONENTS, 
NAMELY, DC MOTORS AND GEARHEADS (U.S. CLS. 21 
AND 23). 

FIRST USE 0-0-1960; IN COMMERCE 0-0-1960. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ELECTRICAL PARTS, NAMELY, ENCODERS, 
COUPLINGS AND CONTROLLERS (U.S. CL. 21). 

FIRST USE 0-0-1960; IN COMMERCE 0-0-1960. 


SN 519,996. STORED INFORMATION SYSTEMS, INC., 
HAZLET, NJ. FILED 1-30-1985. 


SIS/CLASS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER PROGRAMS DIRECTED TO INFOR- 
MATION MANAGEMENT FOR LIBRARY SUPPORT 
SERVICES (U.S. CL. 38). 

FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES NAMELY CONDUCT- 
ING INSTRUCTIONAL PROGRAMS AND SEMINARS ON 
THE USE OF COMPUTER PROGRAMS DIRECTED TO 
INFORMATION MANAGEMENT FOR LIBRARY SUP- 
PORT SERVICES (U.S. CL. 107). 

FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 


SN 520,227. LS.C. - INSTITUTIONAL SERVICE CENTER, 
INC., NEW YORK, NY. FILED 2-1-1985. 


LS.C, 


CLASS 35—ADVERTISING AND BUSINESS 

FOR MARKET RESEARCH AND CONSULTING SERV- 
ICES IN THE FIELDS OF DISTRIBUTION STRATEGIES, 
JOINT VENTURES AND SUPPLY AGREEMENTS, GOV- 
ERNMENT REGULATION COMPLIANCES, COMMER- 
CIAL REAL ESTATE, THE SELECTION OF IMPORTERS, 
AGENTS AND REPRESENTATIVES, AND ADVERTIS- 
ING, PROMOTION AND PUBLIC RELATIONS (U.S. CL. 
101). 

FIRST USE 2-1-1982; IN COMMERCE 2-1-1982. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FINANCIAL SERVICES, NAMELY CORRESPOND- 
ENT BANKING SERVICES, FINANCIAL INTERMEDIA- 
TION, CASH MANAGEMENT, CREDIT REVIEWS, 
CREDIT INVESTIGATIONS AND COLLECTION SERV- 
ICES (U.S. CL. 102). 

FIRST USE 2-1-1982; IN COMMERCE 2-1-1982. 


SN 520,304. 471199 ONTARIO LIMITED, DBA DOUGLAS 
REEVE & ASSOCIATES, TORONTO, ONTARIO, 
CANADA, FILED 2-1-1985. 


PPIN 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR INFORMATIONAL AND EDUCATIONAL MATE- 
RIALS FOR THE PULP AND PAPER INDUSTRY -- 
NAMELY, BOOKLETS, BROCHURES, INFORMATION 
SHEETS, PRESENTATION OUTLINES AND TRAN- 
SCRIPTS, AND PRE-RECORDED AUDIO AND VIDEO 
TAPES WITH RESPECT TO THE DESIGN, CONSTRUC- 
TION, MAINTENANCE AND OPERATION OF PULP 
MILLS AND PAPER MILLS, ALL SOLD AS A UNIT (U.S. 
CLS. 21, 36 AND 38). 

FIRST USE 9-25-1984; IN COMMERCE 9-25-1984. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES IN THE NATURE OF 
SEMINARS AND AUDIO-VISUAL PRESENTATIONS 
CONCERNED WITH THE DESIGN, CONSTRUCTION, 
MAINTENANCE AND OPERATION OF PULP MILLS 
AND PAPER MILLS (U.S. CL. 107). 

FIRST USE 9-25-1984; IN COMMERCE 9-25-1984. 


SN 520,438. NORAND CORPORATION, CEDAR RAPIDS, 
IA. FILED 2-4-1985. 


NORAND 


OWNER OF USS. REG. NO. 1,006,042. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR MANAGEMENT AND BUSINESS ADVISORY 
SERVICES COMPRISING PROVIDING BUSINESS 
SYSTEM ANALYSIS (U.S. CL. 101). 
FIRST USE 10-0-1968; IN COMMERCE 10-0-1968. 


CLASS 41—EDUCATION AND 
ENTERT. 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING TRAINING CLASSES IN THE USE OF COM- 
PUTER HARDWARE AND SOFTWARE (U.S. CL. 107). 

FIRST USE 10-0-1968; IN COMMERCE 10-0-1968. 


SN 520,507. FRANKIE CARR CORPORATION, DBA THE 
FRANKIE CARR BAND, ELMONT, NY. FILED 
2-4-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAND”, APART FROM THE MARK AS SHOWN. 

THE NAME “FRANKIE CARR” IDENTIFIES A LIVING 
INDIVIDUAL WHOSE CONSENT IS OF RECORD. 

THE MARK INCLUDES A FANCIFUL DESIGN CRE- 
ATED BY THE REPRESENTATION OF A GUITAR 
SHAPED LIKE A MACHINE GUN. 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 
FOR BUMPER STICKERS, PHOTOGRAPHS AND POST- 


ERS (U.S. CL. 38). 
FIRST USE 6-6-1984; IN COMMERCE 6-6-1984. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES, NAMELY, LIVE 
PERFORMANCES BY A VOCAL AND INSTRUMENTAL 
GROUP (U.S. CL. 107). 

FIRST USE 6-6-1984; IN COMMERCE 6-6-1984. 


SN 522,537. GRGICH HILLS CELLAR, RUTHERFORD, CA. 
FILED 2-15-1985. 


OWNER OF U.S. REG. NO. 1,362,311. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF GRAPES, APART 
FROM THE MARK AS SHOWN. 

THE STIPPLING IS A FEATURE OF THE MARK. 


CLASS 21—HOUSEWARES AND GLASS 


FOR WINE GLASSES (U.S. CLS. 2 AND 33). 
FIRST USE 11-11-1984; IN COMMERCE 1-10-1985. 


CLASS 25—CLOTHING 


FOR T-SHIRTS AND GOLF SHIRTS (U.S. CL. 39). 
FIRST USE 6-12-1983; IN COMMERCE 1-10-1985. 


CLASS 33—WINES AND SPIRITS 


FOR WINE (U.S. CL. 47). 
FIRST USE 11-30-1977; IN COMMERCE 6-21-1978. 


SN 523,687. AMETEK, INC., NEW YORK, NY. FILED 
2-25-1985. 


AMETEK 


OWNER OF U.S. REG. NOS. 744,348, 744,391 AND 


OTHERS. 
THE MARK IS LINED FOR THE COLOR RED. 
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CLASS 37—CONSTRUCTION AND REPAIR 
FOR CUSTOM COMPOUNDING OF PLASTIC MATERI- 
ALS; CUSTOM FABRICATION OF PRECISION METAL 
PRODUCTS (U.S. CL. 103). 
FIRST USE 1-2-1969; INCOMMERCE 1-2-1969. 


CLASS 40—MATERIAL TREATMENT 

FOR MATERIAL TREATMENT OF PLASTIC PROD- 
UCTS INCLUDING THE CHEMICAL COMPOUNDING 
THEREOF (U.S. CL. 106). 

FIRST USE 4-22-1968; IN COMMERCE 4-22-1968. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ENGINEERING AND DESIGN SERVICES REN- 
DERED TO MANUFACTURERS OF PRECISION METAL 
PRODUCTS (U.S. CL. 100). 

FIRST USE 4-22-1968; IN COMMERCE 4-22-1968. 


SN 523,973. NAIL ART INTERNATIONAL LIMITED, IN- 
CORPORATED, FT. LAUDERDALE, FL. ASSIGNEE OF 
MOR-BRY SALES, INC., FT. LAUDERDALE, FL. 
FILED 2-25-1985. 


TEN PLUS TWO 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR COSMETICS, NAMELY DECALS, RHINESTONES, 
TAPE AND POLISH FOR APPLICATION ONTO FINGER 
NAILS (U.S. CLS. 44 AND 51). 

FIRST USE 9-15-1984; IN COMMERCE 9-15-1984. 


CLASS 14—JEWELRY 


FOR EARRINGS (U.S. CL. 28). 
FIRST USE 9-15-1984; IN COMMERCE 9-15-1984. 


SN 527,106. ATLANTA CUTLERY CORPORATION, CON- 
YERS, GA. FILED 3-15-1985. 


THE MARK CONSISTS OF A STYLIZED REPRESEN- 
TATION OF THE LETTERS “A” AND “C”. 


CLASS 6—METAL GOODS 

FOR PINS FOR KNIFE HANDLES, RIVETS FOR KNIFE 
HANDLES, POMMELS FOR KNIFE HANDLES AND ME- 
TALLIC KNIFE HANDLES (U.S. CL. 13). 

FIRST USE 3-15-1985; IN COMMERCE 3-15-1985. 
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CLASS 8—HAND TOOLS 

FOR POCKET KNIVES, HUNTING KNIVES, MILITARY 
KNIVES, AXES, DAGGERS, SWORDS, MACHETES, 
BLADES FOR POCKET KNIVES, HUNTING KNIVES 
AND MILITARY KNIVES, BLADES FOR DAGGERS, 
BLADES FOR SWORDS, GUARDS FOR HUNTING 
KNIVES AND MILITARY KNIVES, AND KNIFE 
SHEATHS (U.S. CL. 23). 

FIRST USE 2-2-1984; IN COMMERCE 2-2-1984. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR NONMETALLIC KNIFE HANDLES (U.S. CL. 50). 
FIRST USE 3-15-1985; IN COMMERCE 3-15-1985. 


SN 527,567. AMERICAN INTERIORS LTD., SPRING- 
FIELD, MA. FILED 3-18-1985. 


AMERICAN INTERIORS 
COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERIORS COLLECTION”, APART FROM THE 
MARK AS SHOWN. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR LAMPS (U.S. CL. 21). 
FIRST USE 4-25-1984; IN COMMERCE 4-27-1984. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR FURNITURE NAMELY SOFAS, CHAIRS, TABLES, 
BEDS, BUREAUS, MATTRESSES AND BOX SPRINGS 
(U.S. CL. 32). 

FIRST USE 4-25-1984; IN COMMERCE 4-27-1984. 


SN 529,338. TUTOR TIME DAYCARE, INC., SALT LAKE 
CITY, UT. FILED 3-28-1985. 


TUTOR TIME. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TUTOR”, APART FROM THE MARK AS SHOWN. 

THE TRADEMARK CONSISTS OF THE WORDS 
“TUTOR TIME” WITH THE LETTER “O” OF THE WORD 
“TUTOR” IN THE DESIGN OF A SCREEN WITH A KEY- 
BOARD THEREBENEATH. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR WORKBOOKS, PAPER LESSON PLANS AND CUR- 
RICULUM, AND CHILDREN’S EDUCATIONAL PRINTS 


(U.S. CL. 38). 
FIRST USE 12-1-1984; INCOMMERCE 3-1-1985. 
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CLASS 18—LEATHER GOODS 


FOR TOTE BAGS AND DUFFLE BAGS (US. CL. 3). 


FIRST USE 3-1-1985; IN COMMERCE 3-1-1985. 


CLASS 25—CLOTHING 


FOR APRONS (U.S. CL. 39). 
FIRST USE 3-1-1985; IN COMMERCE 3-1-1985. 


SN 534,327. ERMANNO DAELLI S.R.L., FIRENZE, ITALY, 
FILED 4-26-1985. 


ERMANNO DAELLI 


OWNER OF ITALY REG. NO. 334025, DATED 9-7-1982, 
EXPIRES 5-26-2002. 

THE NAME “ERMANNO DAELLI” IS THE NAME OF A 
LIVING INDIVIDUAL WHOSE CONSENT IS OF 
RECORD. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 
FOR PERFUMES (U.S. CL. 51). 


CLASS 14—JEWELRY 
FOR JEWELRY (US. CL. 28). 


CLASS 18—LEATHER GOODS 

FOR LEATHER AND IMITATION LEATHER WAL- 
LETS, POCKETBOOKS, SUITCASES, PURSES AND LUG- 
GAGE AND UMBRELLAS (U.S. CLS. 3 AND 41). 


CLASS 24—FABRICS 

FOR FABRICS FOR USE IN THE MANUFACTURING 
OF CLOTHING, NAMELY COTTON FABRICS, WOOL 
FABRICS, ARTIFICIAL FABRICS, LINSEY-WOOLSEY, 
JERSEY CLOTH, OVERCOATING (U.S. CL. 42). 


CLASS 25—CLOTHING 

FOR SCARVES, BELTS, SHOES AND BOOTS; KNIT- 
TED, FABRIC, AND LEATHER PANTS FOR MEN, 
WOMEN AND CHILDREN; KNITTED, FABRIC, AND 
LEATHER SHIRTS FOR MEN, WOMEN AND CHILDREN 
(US. CL. 39). 
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SN 534,838. TOM SYNDER PRODUCTIONS, INC., CAM- 
BRIDGE, MA. FILED 4-29-1985. 


THE STIPPLING ON THE DRAWING IS FOR SHAD- 
ING PURPOSFS ONLY AND DOES NOT INDICATE 
COLOR. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 9-0-1984; IN COMMERCE 9-0-1984. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR COMPUTER GAME PROGRAMS (U.S. CL. 22). 
FIRST USE 9-0-1984; IN COMMERCE 9-0-1984. 


SN 537,052. ST. LOUIS UNIVERSITY, ST. LOUIS, MO. 
FILED 5-13-1985. 


HEALTHLINE 


CLASS 35—ADVERTISING AND BUSINESS 
FOR CONSULTING SERVICES NAMELY, PROVIDING 
HEALTH CARE COST CONTAINMENT INFORMATION 
(U.S. CLS. 101 AND 102). 
FIRST USE 11-1-1981; INCOMMERCE 11-1-1981. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR MEDICAL SERVICES, INCLUDING CORPORATE 
AND OCCUPATIONAL HEALTH SERVICES AND 
HEALTH RESOURCE CENTERS (U.S. CL. 100). 

FIRST USE 11-1-1981; INCOMMERCE 11-1-1981. 
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SN 539,367. KONINKLIJKE MOSA B.V., AL MAAS- 
TRICHT, NETHERLANDS, FILED 3-20-1985. 


| ROYAL | 


OWNER OF BENELUX CONV REG. NO. 396440, DATED 
1-3-1984, EXPIRES 1-3-1994. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 
FOR FLOOR AND WALL TILES (U.S. CLS. 12 AND 20). 


CLASS 21—HOUSEWARES AND GLASS 


FOR PORCELAIN AND EARTHENWARE DISHES FOR 
KITCHEN AND HOUSEHOLD USE (U.S. CL. 33). 


SN 539,606. TELECOMFORT, INC., LODI, NJ. FILED 
5-23-1985. 


DATABUK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DATABOX”, APART FROM THE MARK AS 


SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER TERMINAL FOR THE ELECTRONIC 
TRANSMISSION OF DATA ACTIVATED BY A MAGNET- 
ICALLY-ENCODED CARD (U.S. CL. 26). 

FIRST USE 9-26-1982; IN COMMERCE 5-23-1982. 


CLASS 38—COMMUNICATION 
FOR COMMUNICATION SERVICES—NAMELY, THE 
ELECTRONIC TRANSMISSION OF DATA ACTIVATED 
BY A MAGNETICALLY-ENCODED CARD (U.S. CL. 104). 
FIRST USE 5-23-1983; IN COMMERCE 6-26-1983. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 541,186. OLIN CORPORATION, STAMFORD, CT. 


FILED 6-3-1985. 


SUPER X 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR WOODEN BOXES (U.S. CL. 2). 
FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 


CLASS 26—FANCY GOODS 


FOR BELT BUCKLES AND TIE TACKS (U.S. CL. 40). 
FIRST USE 0-0-1968; IN COMMERCE 0-0-1968. 


SN 543,867. AGRITECH SYSTEMS, INCORPORATED, 


PORTLAND, ME. FILED 6-19-1985. 


FLOCKCHEK 


CLASS 1—CHEMICALS 


FOR POULTRY DISEASE IN VITRO DIAGNOSIS TEST 
KITS COMPRISING ASSAYS (U.S. CL. 6). 
FIRST USE 1-21-1985; INCOMMERCE 1-21-1985. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER SOFTWARE, NAMELY, PRERE- 
CORDED PROGRAMS SPECIALLY DESIGNED TO IN- 
TERPRET POULTRY DISEASE IN VITRO TEST RE- 


SULTS (U.S. CL. 38). 
FIRST USE 2-14-1985; IN COMMERCE 2-14-1985. 


SN 543,964. LIBERTY DIVERSIFIED INDUSTRIES, MIN- 
NEAPOLIS, MN. FILED 6-20-1985. 


Diversi-Plast 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR PORTABLE PLASTIC CONTAINERS FOR COM- 


MERCIAL USE (U.S. CL. 2). 
FIRST USE 1-0-1985; IN COMMERCE 1-0-1985. 


CLASS 21—HOUSEWARES AND GLASS 
FOR PORTABLE PLASTIC CONTAINERS FOR HOUSE- 


HOLD USE (US. CL. 2). 
FIRST USE 1-0-1985; INCOMMERCE 1-0-1985. 
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SN 544,977. GRAND CENTRAL STATION MARKETING 
DBA GRAND CENTRAL STATION, 


co., INC., 
MYRTLE BEACH, SC. FILED 6-25-1985. 


pnp CENTS 


Az 


” STATIO} N 


CLASS 35—ADVERTISING AND BUSINESS 
FOR TELEPHONE ANSWERING SERVICES (U.S. CL. 
101). 
FIRST USE 2-20-1985; INCOMMERCE 2-20-1985. 


CLASS 39—TRANSPORTATION AND 
STORAGE 
FOR MAIL BOX RENTAL SERVICES (U.S. CLS. 100 


AND 105). 
FIRST USE 2-13-1985; IN COMMERCE 2-13-1985. 


CLASS 42—MISCELLANEOUS SERVICES 
FOR PRINTING SERVICES AND RETAIL OFFICE 
EQUIPMENT AND SUPPLY STORE SERVICES, INCLU- 
DING SALE OF MAIL BOXES (U.S. CLS. 100 AND 101). 
FIRST USE 4-29-1985; IN COMMERCE 4-29-1985. 


SN 545,259. NORCON ELECTRONIC LABORATORIES, 
INC., ROUND LAKE, IL. FILED 6-27-1985. 


nell 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR CUSTOM MANUFACTURING SERVICES FOR 
ELECTRONIC AND ELECTRO-MECHANICAL EQUIP- 


MENT (U.S. CL. 103). 
FIRST USE 7-12-1983; IN COMMERCE 7-12-1983. 


CLASS 42—MISCELLANEOUS SERVICES 
FOR DESIGNING ELECTRONIC AND ELECTRO-ME- 
CHANICAL EQUIPMENT FOR OTHERS (U.S. CL. 100). 
FIRST USE 7-12-1983; IN COMMERCE 7-12-1983. 


OFFICIAL GAZETTE 
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SN 545,468. CERRUTI 1881, SOCIETE ANONYME, PARIS, 
FRANCE, FILED 6-28-1985. 


33 aR ‘ 


eis . AM WH Ss 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 729372, FILED 1-28-1985, REG. NO. 
1297259, DATED 1-28-1985, EXPIRES 1-28-1995. 

OWNER OF U.S. REG. NOS. 1,043,896, 1,327,082 AND 
OTHERS. 

APPLICANT CLAIMS COLOR AS A FEATURE OF THE 
MARK AND THE DRAWING IS LINED FOR THE 
COLOR RED. 

THE MARK COMPRISES THE WORDS “SPORTING 
EVENTS CERRUTI 1881” AND TWO “R’S” AND SIX- 
POINTED STARS. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR GLASSES, SUNGLASSES (U.S. CL. 26). 


CLASS 14—JEWELRY 
FOR JEWELRY- NAMELY, CUFF-LINKS (U.S. CL. 28). 


CLASS 18—LEATHER GOODS 


FOR HANDBAGS AND UMBRELLAS (U.S. CLS. 3 AND 
41). 


CLASS 25—CLOTHING 

FOR ARTICLES OF CLOTHING- NAMELY, OVER- 
COATS, TOPCOATS, RAINCOATS, ONE- AND TWO- 
PIECE SUITS, BLAZERS, JACKETS OF VARIOUS 
LENGTHS, SLACKS, PANTS, VESTS, WAISTCOATS, 
SHORTS, SWEATERS, GLOVES, SWIMSUITS, SHOES 
AND BOOTS, BELTS, AND HATS (U.S. CL. 39). 


SN 545,916. SILVERSTONE, ROBERT, DBA THE MES- 
SAGE IN A BOTTLE COMPANY, MARINA DEL REY, 
CA. FILED 6-28-1985. 


BOTTLEGRAM 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR GREETINGS CARDS (U.S. CL. 38). 
FIRST USE 5-24-1983; IN COMMERCE 5-24-1983. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR MESSAGE DELIVERY SERVICES (U.S. CLS. 105 
AND 107). 

FIRST USE 5-24-1983; IN COMMERCE 5-24-1983. 
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SN 546,327. PEET’S FEEDS, INC., COUNCIL BLUFFS, IA. 
FILED 7-3-1985. 


Greets 


OWNER OF U.S. REG. NOS. 601,552 AND 1,013,380. 


CLASS 5—PHARMACEUTICALS 


FOR VITAMIN, MINERAL AND MEDICATED FEED 
SUPPLEMENTS FOR LIVESTOCK (U.S. CL. 18). 
FIRST USE 5-1-1985; IN COMMERCE 5-1-1985. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR LIVESTOCK FEED (US. CL. 46). 
FIRST USE 5-1-1985; IN COMMERCE 5-1-1985. 


SN 548,576. ERIC C. BAUM AND ASSOCIATES, INC., CHI- 
CAGO, IL. FILED 7-17-1985. 


VSCS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER PROGRAMS RECORDED ON TAPES, 
DISKS AND OTHER RECORD STORAGE MEDIA AND 
RELATED DOCUMENTATION (U.S. CL. 38). 

FIRST USE 5-31-1984; IN COMMERCE 5-31-1984. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MANAGEMENT CONSULTING SERVICES CON- 
CERNING PRODUCTIVITY OF TRUCK DELIVERY 
FLEETS (U.S. CL. 101). 

FIRST USE 5-31-1984; IN COMMERCE 5-31-1984. 


SN 548,988. INC., MADISON, IL. FILED 


7-19-1985. 


TAURUS, 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR POSTERS (U.S. CL. 38). 
FIRST USE 3-22-1985; IN COMMERCE 3-22-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 
FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF CUSTOMIZED TRUCK STUNT SHOWS (US. CL. 107). 
FIRST USE 1-0-1985; INCOMMERCE 1-0-1985. 


SN 549,133. FALSOFT, INC., PROSPECT, KY. FILED 
7-22-1985. 


PCMFEST 


OWNER OF U.S. REG. NO. 1,319,321. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR ORGANIZING TRADESHOWS IN THE FIELD OF 
COMPUTERS, FOR OTHERS (U.S. CL. 101). 
FIRST USE 6-28-1985; IN COMMERCE 6-28-1985. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES; NAMELY ORGANIZ- 
ING SEMINARS IN THE FIELD OF COMPUTERS (U.S. 
CL. 107). 

FIRST USE 6-28-1985; IN COMMERCE 6-28-1985. 


SN 551,358. ROUNDY’S, INC., WAUWATOSA, WI. FILED 
8-2-1985. 


PICK ’N SAVE 


OWNER OF U.S. REG. NOS. 1,049,869 AND 1,303,015. 


CLASS 29—MEATS AND PROCESSED FOODS 

FOR FRESH MEATS, NAMELY--BEEF, VEAL AND 
PORK AND PROCESSED MEATS AND POULTRY, 
NAMELY--SAUSAGE, PORK, BEEF, BRATWURST AND 


CHICKEN (U.S. CL. 46). 
FIRST USE 7-0-1984; IN COMMERCE 7-0-1984. 


CLASS 30—STAPLE FOODS 
FOR BREAD, ROLLS, BUNS, DONUTS AND PIZZA 


(U.S. CL. 46). 
FIRST USE 3-7-1983; IN COMMERCE 3-7-1983. 
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SN 552,524. HEXCEL CORPORATION, SAN FRANCISCO, 
CA. FILED 8-8-1985. 


OWNER OF U.S. REG. NOS. 920,514 AND 975,300. 


CLASS 1—CHEMICALS 

FOR CHEMICAL PRODUCTS FOR USE BY INDUSTRY, 
NAMELY RESINS, PLASTICS IN THE FORM OF POW- 
DERS, LIQUIDS AND PASTES, ADHESIVES, AND 
CHEMICALS FOR USE IN THE MANUFACTURE OF IN- 
DUSTRIAL CLEANERS AND PHARMACEUTICAL AND 


COSMETIC PRODUCTS (U.S. CLS. 1 AND 6). 
FIRST USE 12-0-1971; INCOMMERCE 12-0-1971. 


CLASS 17—RUBBER GOODS 
FOR CAULKING, JOINT SEALING AND ENCAPSU- 
LATING COMPOUNDS FOR USE AS A SEALANT (US. 


CL. 12). 
FIRST USE 12-0-1971; IN COMMERCE 12-0-1971. 


SN 552,597. UEITEH ENTERPRISE CO., LTD., TAICHUNG, 
TAIWAN, FILED 8-9-1985. 


ec 


CLASS 8—HAND TOOLS 
FOR HAND TOOLS, NAMELY PVC PIPE CUTTER AND 


HAND RIVETER (U.S. CL. 23). 
FIRST USE 5-10-1981; IN COMMERCE 6-20-1982. 


CLASS 12—VEHICLES 
FOR VEHICLE ACCESSORIES, NAMELY, 


LOUVERS (USS. CL. 19). 
FIRST USE 4-13-1982; IN COMMERCE 5-30-1983. 


SUN 


OFFICIAL GAZETTE 
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SN 553,556. NATIONAL EDUCATION CORPORATION, 
NEWPORT BEACH, CA. FILED 8-15-1985. 


ICS-INTEXT 


OWNER OF U.S. REG. NOS. 44,202, 1,082,049 AND 


OTHERS. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR INSTRUCTIONAL MATERIALS, NAMELY 
BOOKS, TRAINING MANUALS, COURSE OUTLINES, 
ANSWERSHEETS AND PRINTED CERTIFICATES (U.S. 


CL. 38). 
FIRST USE 3-0-1981; INCOMMERCE 3-0-1981. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES, NAMELY PROVID- 
ING TRAINING CLASSES AND SEMINARS IN ELECTRI- 
CAL MAINTENANCE, BASIC AND ADVANCED ELEC- 
TRONICS, MACHINE REPAIR AND COMPUTER LITER- 


ACY (U.S. CL. 107). 
FIRST USE 3-0-1981; IN COMMERCE 3-0-1981. 


SN 553,593. INDEPENDENT DIGITAL CONSULTING, 
INC., AKRON, OH. FILED 8-15-1985. 


SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR ELECTRONIC CONTROLLERS FOR CONTROL- 


LING MACHINE FUNCTIONS (U.S. CL. 26). 
FIRST USE 6-14-1984; IN COMMERCE 6-14-1984. 


CLASS 42—MISCELLANEOUS SERVICES 
FOR ENGINEERING AND CONSULTING SERVICES IN 


ELECTRONICS (U.S. CL. 100). 
FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 


SN 554,217. GENSTAR CORPORATION, VANCOUVER, 
BRITISH COLUMBIA, CANADA, FILED 8-19-1985. 


GSX 
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CLASS 37—CONSTRUCTION AND REPAIR 
FOR WASTE COLLECTION AND DISPOSAL SERV- 
ICES FOR SOLID, CHEMICAL, AND HAZARDOUS 
WASTES (U.S. CL. 103). 
FIRST USE 10-24-1984; IN COMMERCE 10-24-1984. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR TRANSPORTING SOLID, CHEMICAL, AND HAZ- 
ARDOUS WASTES TO LANDFILLS FOR OTHERS (U.S. 
CL. 105). 

FIRST USE 10-24-1984; IN COMMERCE 10-24-1984. 


CLASS 40—MATERIAL TREATMENT 

FOR TREATING SOLID, CHEMICAL, AND HAZARD- 
OUS WASTES FOR CTHERS (U.S. CL. 106). 

FIRST USE 10-24-1984; IN COMMERCE 10-24-1984. 


SN 554,638. WAUSAU METALS CORPORATION, 
WAUSAU, WI. FILED 8-21-1985. 


NANIK 


OWNER OF U.S. REG. NOS. 1,135,159, 1,286,828 AND 
OTHERS. 


CLASS 6—METAL GOODS 


FOR METAL WINDOWS (U.S. CL. 12). 
FIRST USE 9-0-1982; IN COMMERCE 9-0-1982. 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR CUSTOM MANUFACTURE OF WINDOWS AND 
WINDOW COVERINGS (U.S. CL. 103). 
FIRST USE 9-12-1977; IN COMMERCE 9-12-1977. 


SN 554,788. BOSTON TRADING LTD., INC., LYNN, MA. 
FILED 8-22-1985. 


TRADERS CONNECTION 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, MEN’S, WOMEN’S AND 
CHILDREN’S CLOTHING, NAMELY, SWEATERS, 
PANTS, SLACKS, JEANS, SKIRTS, DRESSES, SHORTS, 
SHIRTS, BLOUSES, JACKETS, BLAZERS, COATS, RAIN- 
COATS, RUNNING SUITS, CAPS, HATS, BERETS, 
SCARFS, GLOVES, MITTENS, SHOES, BOOTS, SLIPPERS, 
RUNNING SHOES, SNEAKERS, UNDERWEAR, SOCKS, 
TIES, HOSIERY, BELTS, BATHING SUITS, SLEEPWEAR 
(US. CL. 39). 

FIRST USE 5-15-1985; IN COMMERCE 5-15-1985. 


CLASS 42—MISCELLANEOUS SERVICES 
FOR RETAIL STORE SERVICES IN THE FIELD OF 


CLOTHING AND ACCESSORIES (U.S. CL. 101). 
FIRST USE 2-15-1985; IN COMMERCE 2-15-1985. 


SN 555,065. ALL AMERICAN GOURMET COMPANY, 
THE, ORANGE, CA. FILED 8-23-1985. 


THE ALL AMERICAN 
GOURMET 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 29—MEATS AND PROCESSED FOODS 


FOR FROZEN ENTREES COMPOSED PRIMARILY OF 
MEAT, POULTRY, FISH OR VEGETABLES (U.S. CL. 46). 
FIRST USE 7-19-1985; IN COMMERCE 7-19-1985. 


CLASS 30—STAPLE FOODS 

FOR FROZEN ENTREES COMPOSED PRIMARILY OF 
PASTA OR RICE (U.S. CL. 46). 

FIRST USE 7-19-1985; IN COMMERCE 7-19-1985. 


SN 555,306. TI REYNOLDS LIMITED, TYSELEY, WEST 
MIDLANDS, UNITED KINGDOM, FILED 8-26-1985. 


TRU-FORM 


CLASS 6—METAL GOODS 


FOR RINGS OF COMMON METAL (U.S. CL. 13). 
FIRST USE 4-25-1985; IN COMMERCE 4-25-1985. 


CLASS 7—MACHINERY 
FOR METAL RINGS BEING PARTS OF GAS TURBINE 


ENGINES (U.S. CLS. 13 AND 23). 
FIRST USE 4-25-1985; IN COMMERCE 4-25-1985. 


SN 555,514. BAILEY, COVERT, SOUTH LAKE TAHOE, 
CA. FILED 8-26-1985. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR EDUCATIONAL BOOKS (U.S. CL. 38). 
FIRST USE 5-22-1983; INCOMMERCE 5-22-1983. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES IN THE NATURE OF 
CLASSES IN NUTRITION AND PHYSICAL FITNESS (U.S. 


CL. 107). 
FIRST USE 5-22-1983; IN COMMERCE 5-22-1983. 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification sée notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G..TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


SN 379,145. TERRA CHEMICALS INTERNATIONAL, INC., 
SIOUX CITY, IA. ASSIGNEE OF GRAND FORKS SEED 


CO., GRAND FORKS, ND. FILED 8-9-1982. 


(FERT | 


FLOW / 


OWNER OF U.S. REG. NOS. 843,951 AND 1,327,455. 
FOR LIQUID FERTILIZER SOLD IN BULK (US. CL. 
10). 
FIRST USE 0-0-1963; IN COMMERCE 0-0-1963. 


SN 465,444. INTEGRATED GENETICS, INC., FRAMING- 
HAM, MA. FILED 2-13-1984. 


GENE-TRAK 


FOR IN VITRO KITS FOR DIAGNOSING DISEASES 
AND DETECTING BACTERIA AND VIRUSES, COM- 
PRISED ESSENTIALLY OF REAGENTS AND FILTERS 
(US. CL. 6). 

FIRST USE 12-21-1983; IN COMMERCE 12-21-1983. 


SN 500,234. CHEMTRONICS INC., HAUPPAUGE, NY. 
FILED 9-20-1984. 


KONFORM 


FOR PROTECTIVE COATINGS FOR PRINTED CIR- 
CUIT BOARDS (U.S. CLS. 6, 16 AND 21). 
FIRST USE 9-0-1980; IN COMMERCE 9-0-1980. 
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CLASS 1—(Continued). 


SN 517,259. SPOT SHOT CHEMICALS, INCORPORATED, 
OVERLAND PARK, KS. FILED 1-14-1985. 


SPOT GARD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPOT”, APART FROM THE MARK AS SHOWN. 

FOR STAIN REPELLANT PREPARATION FOR USE ON 
APPAREL, UPHOLSTERY, HOME FURNISHINGS AND 
SYNTHETIC CARPETS (U.S. CL. 6). 

FIRST USE 1-2-1985; IN COMMERCE 1-2-1985. 


SN 521,003. EASTMAN KODAK COMPANY, ROCHESTER, 
NY. FILED 2-6-1985. 


OWNER OF U.S. REG. NOS. 928,095, 
OTHERS. 

FOR HOUSE MARK FOR A FULL LINE OF CHEMICAL 
PRODUCTS FOR USE IN INDUSTRY, SCIENCE, PHO- 
TOGRAPHY AND AGRICULTURE (U.S. CL. 6). 

FIRST USE 4-5-1971; IN COMMERCE 4-5-1971. 


1,314,154 AND 
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CLASS 1—(Continued). 


SN 523,539. NATIONAL GRAPHICS, INC., ST. LOUIS, MO. 
FILED 2-22-1985. 


CTS 


FOR CAMERA TRANSFER NEGATIVES AND 
CAMERA TRANSFER POSITIVE RECEIVER SHEETS; 
AND PHOTOGRAPHIC CHEMICALS, NAMELY, 
CAMERA TRANSFER NEGATIVE AND POSITIVE DE- 
VELOPERS (U.S. CLS. 6 AND 26). 

FIRST USE 1-9-1985; IN COMMERCE 1-9-1985. 


SN 526,119. KENRICH PETROCHEMICALS, 
YONNE, NJ. FILED 3-11-1985. 


INC., BA- 


LZ 


FOR CHEMICAL COUPLING AGENTS USED IN THE 
RUBBER, COATINGS AND PLASTICS INDUSTRIES (U.S. 
CLS. 1, 6 AND 16). 

FIRST USE 5-23-1984; IN COMMERCE 5-23-1984. 


SN 526,265. NATIONAL DISTILLERS AND CHEMICAL 
CORPORATION, NEW YORK, NY. FILED 3-11-1985. 


OWNER OF U.S. REG. NOS. 410,809, 796,090 AND 
OTHERS. 

FOR ETHYL ALCOHOL, ETHYL ETHER, ACETIC 
ACID, VINYL ACETATE AND POLYOLEFIN RESINS 
FOR GENERAL INDUSTRIAL USE (U.S. CL. 6). 

FIRST USE 4-0-1955; IN COMMERCE 4-0-1955. 
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SN 529,028. BRITISH PETROLEUM COMPANY P.L.C., 
THE, LONDON, ENGLAND, FILED 3-27-1985. 


ULTRAVIS 


FOR CHEMICALS - NAMELY, POLYBUTENES FOR 
USE IN THE MANUFACTURE OF ENGINE LUBRICAT- 
ING OIL ADDITIVES, PETROL ADDITIVES, ENGINE 
LUBRICANTS, TWO STROKE LUBRICANTS, METAL 
WORKING LUBRICANTS, SEALANTS AND PUTTY, AD- 
HESIVES, RUBBERS, RESINS, LEATHER TREATMENT, 
TEXTILES AND PAPER, PRINTING INKS, WAXES, 
PAINTS, BITUMENS, PLASTICS, ELECTRICAL APPARA- 
TUS, MACHINERY AND VEHICULAR HYDRAULIC/ 
TRANSMISSION FLUIDS, AND AGRICULTURAL SPRAY 
FORMULATIONS (U.S. CLS. 1, 5, 6, 12, 15, 16 AND 21). 

FIRST USE 3-31-1984; INCOMMERCE 5-31-1984. 


SN 529,460. POTASH CORPORATION OF SASKATCHE- 
WAN, EAST SASKATOON, SASKATCHEWAN, 
CANADA, FILED 3-29-1985. 


Y Potash WR 
Corporation 
of Saskatchewan 


OWNER OF U.S. REG. NO. 1,184,301. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POTASH CORPORATION OF SASKATCHEWAN”, 
APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF A STYLIZED DESIGN OF 
THE LETTERS “PPP”. 

FOR POTASH (U.S. CL. 6). 

FIRST USE 10-29-1976; IN COMMERCE 10-29-1976. 


SN 532,852. POLYPHARMA, ILE SAINT-DENIS, SEINE 
SAINT-DENIS, FRANCE, FILED 4-18-1985. 


POLYARTITRE 


OWNER OF FRANCE REG. NO. 1045402, DATED 
6-13-1978, EXPIRES 6-13-1988. 

OWNER OF U.S. REG. NO. 856,832. 

FOR REAGENTS FOR IN VITRO USE IN THE DIAG- 
NOSIS OF THE RHEUMATOID FACTOR BY IMMUNOLO- 
GICAL REACTION ON RED BLOOD CORPUSCLES (U.S. 


CL. 6). 
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CLASS 1—(Continued). 


SN 533,406. ASHLAND OIL, INC., RUSSELL, KY. FILED 
4-22-1985. 


ARIMAX 


FOR CHEMICALS, NAMELY, SYNTHETIC RESINS 
AND ISOCYANATES FOR MOLDING WITH FIBER REIN- 
FORCEMENT TO FORM LARGE STRONG REINFORCED 
STRUCTURAL COMPOSITE PARTS FOR CARS, TRUCKS, 
AIRPLANES, AGRICULTURAL AND AEROSPACE 
EQUIPMENT, COMMUNICATIONS AND CONSTRUC- 
TION EQUIPMENT AND OFFICE EQUIPMENT (U.S. CL. 
6). 

FIRST USE 12-20-1984; IN COMMERCE 12-20-1984. 


SN 537,801. KIRKEGAARD & PERRY LABORATORIES, 
INC., GAITHERSBURG, MD. FILED 5-15-1985. 


BAC TRACE 


FOR SPECIFIC ANTIBODIES TO BACTERIA FOR USE 
IN IN VITRO DIAGNOSTIC AND BIOLOGICAL RE- 
SEARCH (USS. CL. 6). 

FIRST USE 8-24-1984; IN COMMERCE 10-31-1984. 


SN 546,646. MIDWEST POWER CONCEPTS, LTD., RAD- 
CLIFFE, IA. FILED 7-5-1985. 


100+ 


FOR MOTOR FUEL ADDITIVES (U.S. CLS. 6 AND 15). 
FIRST USE 9-5-1984; IN COMMERCE 9-5-1984. 


SN 546,664. TACC INTERNATIONAL CORPORATION, 
ROCKLAND, MA. BY CHANGE OF NAME FROM 
TRANSWORLD ADHESIVE AND CHEMICAL CORPO- 
RATION, ROCKLAND, MA. FILED 7-1-1985. 


DYNA-GRIP 


OWNER OF U.S. REG. NO. 1,007,529. 
FOR INDUSTRIAL ADHESIVES (U.S. CL. 5). 
FIRST USE 12-7-1984; IN COMMERCE 12-7-1984. 


SN 549,449. FMC CORPORATION, PHILADELPHIA, PA. 
FILED 7-22-1985. 


MICROQUICK 


OWNER OF U.S. REG. NO. 1,263,316. 
FOR FOOD STABILIZER (U.S. CLS. 1, 6 AND 46). 
FIRST USE 6-13-1985; IN COMMERCE 6-13-1985. 


OFFICIAL GAZETTE 
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CLASS 1—(Continued). 


SN 552,423. LESLIE’S POOL MART, INC., CHATSWORTH, 
CA. FILED 8-8-1985. 


ALGI-KILL 


FOR CHEMICALS USED FOR THE CONTROL OF 
ALGAE IN SWIMMING POOLS INCLUDING CHLORINE 
OXIDIZING AGENTS USED TO CONTROL BLACK 
ALGAE IN SWIMMING POOLS (US. CL. 6). 

FIRST USE 11-20-1979; IN COMMERCE 11-20-1979. 


SN 553,378. IDEMITSU KOSAN KABUSHIKI KAISHA, 
CHIYODA-KU, TOKYO, JAPAN, FILED 8-14-1985. 


TOUGHLON 


OWNER OF JAPAN REG. NO. 1718024, DATED 
9-26-1984, EXPIRES 9-26-1994. 
FOR PLASTIC RAW MATERIALS IN THE FORM OF 


POWDERS OR PELLETS (U.S. CL. 1). 


SN 553,500. SUN CHEMICAL CORPORATION, NEW 
YORK, NY. FILED 8-15-1985. 


SUNKEM 


OWNER OF U.S. REG. NOS. 813,254, 843,933 AND 858,496. 

FOR CHEMICAL COMPOSITIONS USED IN THE MAN- 
UFACTURE OF PRINTED CIRCUIT BOARDS (U.S. CLS. 6 
AND 21). 

FIRST USE 7-23-1985; INCOMMERCE 7-23-1985. 


SN 553,936. EXXON CORPORATION, FLEMINGTON, NJ. 
FILED 8-16-1985. 


EXXTRAFLEX 


OWNER OF U.S. REG. NO. 1,313,425. 

FOR COMPOUND OF ELASTOMERIC AND POLYOLE- 
FIN CHEMICALS USED IN THE MANUFACTURE OF 
PLASTIC FILM AND MOLDED PLASTIC PARTS AND 
THE LIKE (US. CL. 6). 

FIRST USE 5-10-1985; IN COMMERCE 5-10-1985. 


CLASS 2—PAINTS 


SN 508,835. NEGLEY PAINT COMPANY, SAN ANTONIO, 
TX. FILED 11-14-1984. 


MASTERGLO 


FOR PAINTS AND ENAMELS FOR COMMERCIAL 
AND RESIDENTIAL BUILDINGS (U.S. CL. 16). 
FIRST USE 6-0-1982; IN COMMERCE 6-0-1982. 
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SN 508,840. NEGLEY PAINT COMPANY, SAN ANTONIO, 
TX. FILED 11-14-1984. 


MASTERFLO 


FOR PAINTS AND ENAMELS FOR COMMERCIAL 
AND RESIDENTIAL BUILDINGS (U.S. CL. 16). 
FIRST USE 6-0-1982; IN COMMERCE 6-0-1982. 


SN 517,572. CALIFORNIA PRODUCTS CORPORATION, 
CAMBRIDGE, MA. FILED 1-14-1985. 


LAG-KOTE 


FOR HIGH SOLIDS COATING COMPOSITION IN THE 
NATURE OF PAINT FOR FIBER ENCAPSULATING, 
COATING AND REPAIRING ASBESTOS OR OTHER MA- 
TERIALS (U.S. CL. 16). 

FIRST USE 8-0-1984; IN COMMERCE 8-0-1984. 


SN 546,432. SUN CHEMICAL CORPORATION, NEW 
YORK, NY. FILED 7-5-1985. 


ULTRAFINE 


FOR PRINTING INKS (U.S. CL. 11). 
FIRST USE 11-20-1984; IN COMMERCE 5-29-1985. 


SN 547,774. INTERNATIONAL DESIGN CORPORATION, 
CHICAGO, IL. FILED 7-15-1985. 


DECRATHANE 


FOR POLYURETHANE COATING FOR WOOD, METAL 
AND CONCRETE (U.S. CL. 16). 
FIRST USE 6-15-1985; IN COMMERCE 6-25-1985. 


SN 550,519. VIP ENTERPRISES, INC., MIAMI, FL. FILED 
7-29-1985. 


VIP-THE UNIT OF 
MEASURE 


OWNER OF U.S. REG. NOS. 870,340, 1,139,129 AND 
1,139,338. 

FOR RESINOUS WATER-PROOFING, SEALING COAT- 
INGS FOR ALL TYPES OF STRUCTURES (U.S. CLS. 1 
AND 16). 

FIRST USE 1-0-1985; IN COMMERCE 1-0-1985. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


SN 260,789. KANNIKE-MARTINS ASSOCIATES, INC., 
AKA SA-HAR-A SPRINGS COSMETICS, LOS ANGE- 
LES, CA. FILED 5-5-1980. 


HOw 


YY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CURL”, APART FROM THE MARK AS SHOWN. 

FOR HAIR CARE PRODUCTS, NAMELY, COLD WAVE 
CREAM, NEUTRALIZER, REVITALIZER, STIMULATOR, 
SHEEN, AND SHAMPOO (U.S. CLS. 51 AND 52). 

FIRST USE 2-14-1980; IN COMMERCE 2-14-1980. 


SN 279,317. INTEROX AMERICA, HOUSTON, TX. FILED 
9-25-1980. 


FB 


SEC. 2(F). 

FOR LAUNDRY PRODUCTS, NAMELY, DRY BLEACH, 
DETERGENTS AND PRESOAKS (U.S. CLS. 6 AND 52). 

FIRST USE 3-7-1980; IN COMMERCE 3-7-1980. 


SN 474,169. L'OREAL, PARIS CEDEX, FRANCE, FILED 
4-6-1984. 


BUOYANCE 


FOR HAIR CONDITIONING MOUSSE (U.S. CL. 51). 
FIRST USE 2-27-1984; IN COMMERCE 2-27-1984. 
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SN 492,740. MAIELLARO, PHILLIPPE, BOURG-EN- 
BRESSE (AIN), FRANCE, FILED 7-31-1984. 


We) 
iD 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 693426, FILED 2-28-1984, REG. NO. 
1267157, DATED 2-28-1984, EXPIRES 2-28-1994. 

THE LINING AND STIPPLING IN THE MARK ARE 
FOR SHADING PURPOSES ONLY AND ARE NOT IN- 
TENDED TO INDICATE COLOR. 

THE NAME “PHILIPPE MAIELLARO” IS THE NAME 
OF A LIVING INDIVIDUAL WHOSE CONSENT IS OF 
RECORD. 

FOR PERFUME, TOILET WATER, TANNING PREPAR- 
ATIIONS WITH SUN AND WITHOUT SUN, HAND 
CREAMS AND MILKS, BODY CREAMS AND MILKS, 
FACE CREAMS AND MILKS, TOLIET SOAPS, BEAUTY 
MASKS, BATH AND TOILET LOTIONS, BEARD AND 
SKIN LOTIONS, TOILET AND BATH SALTS, OILS AND 
GELS FOR THE BODY, FACE POWDERS, NAIL-POLISH, 
LIPSTICK, TOLIET TALC, SHAMPOOS, HAIR LOTIONS, 
DEDORANTS FOR PERSONAL USE (U.S. CL. 51). 


SN 493,269. ULTRA LIFE LABORATORIES, INC., OCALA, 
FL. FILED 8-3-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRONZE”, APART FROM THE MARK AS SHOWN. 
FOR SUNTAN AND SUNSCREEN PREPARATIONS, 
HAIR SHAMPOO AND SKIN MOISTURIZING CREAM 


(U.S. CL. 51). 
FIRST USE 6-15-1984; IN COMMERCE 7-2-1984. 
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CLASS 3—(Continued). 


SN 493,995. APOTHEKER WALTER BOUHON GMBH, 


NURNBERG, FED REP GERMANY, FILED 8-21-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OL”, APART FROM THE MARK AS SHOWN. 

THE WORDS “FREI OL” MAY BE TRANSLATED AS 
“RELEASED OIL”. 

FOR MASSAGE OIL, BODY AND SKIN OIL (U.S. CL. 
51). 
FIRST USE 0-0-1982; IN COMMERCE 7-5-1985. 


SN 500,619. SANI-FRESH INTERNATIONAL, INC., SAN 
ANTONIO, TX. FILED 9-24-1984. 


SANI-QWIK 


FOR CLEANING, DEODORIZING AND/OR DISIN- 
FECTING SOLUTION FOR USE IN A COMBINATION AP- 
PLICATOR AND SCRUBBING OR SWABBING DEVICE 
FOR TOILET BOWL CLEANING, DEODORIZING AND/ 
OR DISINFECTING (U.S. CL. 52). 

FIRST USE 4-3-1984; IN COMMERCE 4-3-1984. 


SN 503,787. B&B COSMETICS INC., TORONTO, ONTARIO, 
CANADA, FILED 10-15-1984. 


PEARLS OF THE SEA 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 519892, FILED 4-13-1984, REG. NO. 
305580, DATED 8-2-1985, EXPIRES 8-2-2000. 

FOR TOILET PREPARATIONS, NAMELY, FOAMING 
BATH SOLUTION AND BATH SOAP (US. CL. 51). 
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SN 517,907. TORBERG, VIRGINIA H., DBA COUNTRY 
WOODCRAFT, MAPLE PLAIN, MN. FILED 1-17-1985. 


FORMULA 142 FOR 
FISHERMEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FORMULA” OR “FISHERMEN”, APART FROM 
THE MARK AS SHOWN. 

FOR HAND SOAP (U.S. CL. 52). 

FIRST USE 2-1-1974; IN COMMERCE 2-1-1974. 


SN 517,919. AQUASCUTUM, LIMITED, LONDON, ENG- 
LAND, FILED 1-17-1985. 


OWNER OF UNITED KINGDOM REG. NO. 1152708, 
DATED 4-16-1981, EXPIRES 4-16-1988. 

OWNER OF U.S. REG. NOS. 564,983, 
1,184,764. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OF LONDON”, APART FROM THE MARK AS 
SHOWN. 

FOR ANTI-PERSPIRANTS, DEODORANTS FOR PER- 
SONAL USE, PERFUMES, DENTIFRICES, HAIR SHAM- 
POOS, TOILET SOAPS, EAU DE TOILETTE, AFTER- 
SHAVE BALM, EAU DE TOILETTE VAPORIZERS, AF- 
TERSHAVE LOTION, SHAVING FOAM, DEODORANT 
SPRAYS AND DEODORANT STICKS (U.S. CLS. 51 AND 
52). 


1,089,755 AND 


SN 521,805. DUGAY, FRANCIS, SAINT-OUEN, FRANCE, 
FILED 2-11-1985. 


PATE DUGAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PATE”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR WAXES FOR FLOORS, FURNITURE AND OTHER 
WOOD ARTICLES; FURNITURE CLEANING PREPARA- 
TIONS (U.S. CLS. 4 AND 52). 

FIRST USE 1-0-1970; IN COMMERCE 6-0-1975. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 3—(Continued). 


SN 529,720. CAMP BEVERLY HILLS, INC., BEVERLY 
HILLS, CA. FILED 4-1-1985. 


CAMP 
BEVERLY 
HILLS 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEVERLY HILLS”, APART FROM THE MARK AS 
SHOWN. 

FOR FRAGRANCES FOR PERSONAL USE (U.S. CL. 51). 

FIRST USE 2-20-1983; IN COMMERCE 2-20-1983. 


1,117,934, 1,237,034 AND 


SN 529,867. GERDA SPILLMANN AG, ZURICH, SWIT- 
ZERLAND, FILED 4-1-1985. 


GERDA SPILLMANN 


“GERDA SPILLMAN” IDENTIFIES A 
IS OF 


THE NAME 
LIVING INDIVIDUAL WHOSE CONSENT 
RECORD. 

FOR COSMETIC PREPARATIONS, NAMELY CLEANS- 
ING CREAMS, CLEANSING MILK AND CLEANSING 
OILS, SKIN CREAMS, SKIN TONICS, SKIN LOTIONS, 
SKIN EMOLLIENTS, BODY LOTIONS, SKIN MASKS, 
MASSAGE OIL, PROTECTIVE CREAMS, MAKE-UP BASE 
AND FOUNDATIONS, FACE POWDERS, EYE REGION 
CREAMS AND LOTIONS, NAIL PROTECTIVE PREP- 
ARATIONS, LIP STICKS, BATH AND SHOWER PREP- 
ARATIONS, SUN MILK AND SUN CREAMS (U.S. CLS. 51 
AND 52). 

FIRST USE 7-0-1944; INCOMMERCE 5-23-1984. 
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CLASS 3—(Continued). 


SN 533,612. REVLON-REALISTIC PROFESSIONAL PROD- 
UCTS, INC., NEW YORK, NY. FILED 4-22-1985. 


ha S0bMMEW 


THE SPANISH WARDS “LA. SOLUCION” MAY BE 
TRANSLATED AS “THE SOLUTION”. 

FOR HAIR RELAXER, SHAMPOO, MOISTURIZER AND 
CONDITIONER (U.S. CLS. 51 AND 52). 


FIRST USE 10-19-1984; IN COMMERCE 10-19-1984. 


SN 535,157. WHITE LABORATORIES, INC., ORLANDO, 
FL. FILED 5-1-1985. 


a 
vA 


re 
by 
[~~ 


OWNER OF U.S. REG. NO. 1,277,686. 

NO CLAIM 1S MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHAVE”, APART FROM THE MARK AS SHOWN. 

FOR SKIN CARE PRODUCTS, NAMELY, A MOISTUR- 
IZING SHAVE CREAM (USS. CL. 51). 

FIRST USE 3-4-1985; IN COMMERCE 3-11-1985. 


SN 537,863. CLAIROL INCORPORATED, NEW YORK, NY. 
FILED 5-14-1985. 


PRIME TIME 


FOR HAIR TINTING, DYEING AND COLORING PREP- 
ARATIONS FOR USE BY THE PROFESSIONAL TRADE 
ONLY (U.S. CL. 51). 

FIRST USE 4-26-1985; IN COMMERCE 4-26-1985. 
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SN 543,326. CARTER-WALLACE, INC., NEW YORK, NY. 
FILED 6-17-1985. 


DRI-GLIDE 


FOR SOLID AND LIQUID ANTI-PERSPIRANT DE- 
ODORANTS (U.S. CL. 51). 
FIRST USE 6-10-1985; IN COMMERCE 6-10-1985. 


SN 546,496. PUREX CORPORATION, PHOENIX, AZ. 
FILED 7-5-1985. 


5 IN 1 PLUS 


FOR LAUNDRY DETERGENT (U.S. CL. 52). 
FIRST USE 3-14-1985; IN COMMERCE 3-14-1985. 


SN 546,746. HENKEL KOMMANDITGESELLSCHAFT AUF 
AKTIEN (HENKEL KGAA), DUSSELDORF, FED REP 
GERMANY, FILED 7-8-1985. 


Perla 


OWNER OF FED REP GERMANY REG. NO. 646593, 
DATED 10-23-1953, EXPIRES 3-16-1991. 
FOR STARCH FOR LAUNDRY PURPOSES (U.S. CL. 6). 


SN 546,905. JOHNSON PRODUCTS CO., INC., CHICAGO, 
IL. FILED 7-8-1985. 


PRV 


FOR HAIR CARE PREPARATIONS, NAMELY, SHAM- 
POO, CONDITIONER, PERMANENT WAVE KITS, PER- 
MANENT WAVING SOLUTION, COLD WAVE CREME, 
COLD WAVE SOLUTION, NEUTRALIZER, CURL ACTI- 
VATOR, OIL SHEEN, MOISTURIZERS, SETTING 
LOTION, CREME RINSES, HAIRSPRAY, GELS, AND 
HAIRDRESSING (U.S. CLS. 51 AND 52). 

FIRST USE 4-30-1985; IN COMMERCE 4-30-1985. 
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CLASS 3—(Continued). 
SN_ 546,963. AVON PRODUCTS, INC, NEW YORK, NY. 
FILED 7-8-1985. 


AUREsS 


FOR COLOGNE (U.S. CL. 51). 
FIRST USE 7-2-1985; IN COMMERCE 7-2-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 3—(Continued). 
SN 551,249. MINNEE COSMETICS INC., BIRMINGHAM, 
AL. FILED 8-1-1985. 


MINNEE 


FOR FACE AND SKIN CREAMS AND LOTIONS (U.S. 


CL. 51). 


SN 549,083. CLAIROL INCORPORATED, NEW YORK, NY. 
FILED 7-19-1985. 


CLAIROL PROFESSIONAL 


OWNER OF U.S. REG. NO. 1,258,176 AND OTHERS. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROFRESSIONAL”, APART FROM THE MARK AS 


SHOWN. 
FOR HAIR STYLING LOTION (U.S. CL. 51). 
FIRST USE 7-3-1985; IN COMMERCE 7-3-1985. 


SN 549,087. CLAIROL INCORPORATED, NEW YORK, NY. 
FILED 7-19-1985. 


JELLY TONES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JELLY”, APART FROM THE MARK AS SHOWN. 

FOR HAIR TINTING, DYEING AND COLORING PREP- 
ARATIONS AND HAIR STYLING LOTION (U.S. CL. 51). 
FIRST USE 6-18-1985; IN COMMERCE 6-18-1985. 


SN 549,715. CHEMTECH, INC., SOUTH WEYMOUTH, MA. 


FILED 7-24-1985. 


SPIN-SORB 


FIRST USE 5-1-1980; IN COMMERCE 6-16-1984. 


SN 551,888. RECKITT & COLMAN LEISURE LIMITED, 


WEALDSTONE, HARROW, MIDDLESEX, ENGLAND, 
FILED 8-5-1985. 


SANSODOR 


FOR ODORLESS TURPENTINE SUBSTITUTE FOR USE 
BY ARTISTS IN CLEANING BRUSHES, GENERAL 
CLEANING OF PAINT AND FOR DILUTING ARTISTS 


PAINTS (U.S. CLS. 6 AND 52). 
FIRST USE 9-0-1984; IN COMMERCE 4-27-1985. 


SN 552,710. COSCELEBRE, INC., NEW YORK, NY. FILED 
8-9-1985. 


BARYNIA 


THE TERM “BARYNIA” MEANS “LITTLE PRINCESS” 
IN RUSSIAN. 
FOR FRAGRANCES, NAMELY, PERFUME, COLOGNE, 
AND TOILET WATER (U.S. CL. 51). 
FIRST USE 6-26-1985; IN COMMERCE 6-26-1985. 


FOR CARPET CLEANING MATERIALS, NAMELY, 


PRESPOTTING PREPARATIONS, SHAMPOO AND 
SCRUBBING PADS, SOLD AS A UNIT (U.S. CLS. 4 AND 


52). 
FIRST USE 1-0-1983; INCOMMERCE 1-0-1983. 


SN 550,114. REDMOND PRODUCTS, INC., EDEN PRAI- 


RIE, MN. FILED 7-26-1985. 
ZAPSET 


FOR NON-AEROSOL HAIR SPRAY (U.S. CL. 51). 
FIRST USE 7-9-1985; IN COMMERCE 7-9-1985. 





SN 553,231. WELLA CORPORATION, THE, ENGLEWOOD, 
NJ. FILED 8-12-1985. 


EFFECTON 


FOR HAIR CARE PRODUCTS, NAMELY, TEMPORARY 
HAIR COLOR FOR PROFESSIONAL USE ONLY (U.S. CL. 


51). 
FIRST USE 6-18-1985; IN COMMERCE 6-18-1985. 
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SN 553,797. GROW GROUP, INC., NEW YORK, NY. FILED 
8-16-1985. 


TRE BIEN 


OWNER OF U.S. REG. NO. 798,213. 

THE MARK “TRE BIEN” IS THE PHONETIC EQUIVA- 
LENT OF THE FRENCH TERMS “TRES BIEN” WHICH 
MEAN “VERY GOOD” OR “VERY WELL”. 

SEC. 2(F). 

FOR FURNITURE CREME POLISH (U.S. CL. 4). 

FIRST USE 2-3-1964; IN COMMERCE 2-3-1964. 


SN 554,277. WORLD WIDE CHEMICALS, INC., INDIAN- 
APOLIS, IN. FILED 8-19-1985. 


SUPER-CUT 


FOR BUFFING COMPOUND FOR AUTOMOBILES (U.S. 


CL. 4). 
FIRST USE 6-0-1979; IN COMMERCE 6-0-1979. 


SN 554,278. WORLD WIDE CHEMICALS, INC., INDIAN- 
APOLIS, IN. FILED 8-19-1985. 


KWIK-BUFF 


FOR BUFFING COMPOUND FOR AUTOMOBILES (U.S. 


CL. 4). 
FIRST USE 6-0-1979; IN COMMERCE 6-0-1979. 


SN 554,307. F.D.C. WHOLESALE CORP., MIAMI BEACH, 
FL. FILED 8-19-1985. 


LOVE YOUR BABY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BABY”, APART FROM THE MARK AS SHOWN. 

FOR SKIN LOTIONS (U.S. CL. 51). 

FIRST USE 7-19-1985; IN COMMERCE 7-19-1985. 


SN 554,589. NAILITE, INC., SUNRISE, FL. FILED 


8-21-1985. 


NAILITE 


FOR COSMETIC ACRYLIC NAIL COATING FOR PRO- 


FESSIONAL USE ONLY (U.S. CL. 51). 
FIRST USE 3-15-1985; IN COMMERCE 3-15-1985. 
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SN 554,600. ANNICK GOUTAL, PARIS (SEINE), FRANCE, 
FILED 8-21-1985. 


EAU DE CHARLOTTE 


OWNER OF FRANCE REG. NO. 1247932, DATED 
10-13-1983, EXPIRES 10-13-1993. 

THE PHRASE “EAU DE CHARLOTTE” MAY BE 
TRANSLATED INTO ENGLISH AS “CHARLOTTE’S 
WATER”. 

FOR TOILET WATERS, PERFUMES, TOILET SOAPS 


(U.S. CLS. 51 AND 52). 


SN 554,601. ANNICK GOUTAL, PARIS (SEINE), FRANCE, 
FILED 8-21-1985. 


CE SOIR OU JAMAIS 


OWNER OF FRANCE REG. NO. 1247935, DATED 
10-13-1983, EXPIRES 10-13-1993. 
THE PHRASE “CE SOIR OU JAMAIS” MAY BE TRANS- 
LATED INTO ENGLISH AS “TONIGHT OR NEVER”. 
FOR TOILET WATERS, TOILET SOAPS (U.S. CLS. 51 


AND 52). 


SN 554,602. ANNICK GOUTAL, PARIS (SEINE), FRANCE, 
FILED 8-21-1985. 


FOLAVRIL 


OWNER OF FRANCE REG. NO. 
4-29-1982, EXPIRES 4-29-1992. 

THE TERM “FOLAVRIL” MAY BE TRANSLATED 
INTO ENGLISH AS “FANCY APRIL”. 

FOR TOILET WATERS, TOILET SOAPS (U.S. CLS. 51 
AND 52). 


1202901, DATED 


SN 554,605. ANNICK GOUTAL, PARIS (SEINE), FRANCE, 
FILED 8-21-1985. 


EAU DU CIEL 


OWNER OF FRANCE REG. NO. 1284838, DATED 
9-25-1984, EXPIRES 9-25-1994. 

THE PHRASE “EAU DU CIEL” MAY BE TRANSLATED 
INTO ENGLISH AS “SKY WATER”. 

FOR TOILET WATERS, PERFUMES, TOILET SOAPS 


(U.S. CLS. 51 AND 52). 


SN 555,283. BENJAMIN ANSEHL COMPANY, THE, ST. 
LOUIS, MO. FILED 8-26-1985. 


HONEYKINS 


FOR BUBBLE BATH (U.S. CL. 52). 
FIRST USE 8-8-1985; IN COMMERCE 8-8-1985. 
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SN 555,288. BENJAMIN ANSEHL COMPANY, THE, ST. 
LOUIS, MO. FILED 8-26-1985. 


LIQUI GLOVE 


OWNER OF U.S. REG. NO. 193,852. 
FOR HAND AND BODY LOTION (U.S. CL. 51). 
FIRST USE 3-15-1924; IN COMMERCE 3-15-1924. 


SN 555,340. TALSOL CORPORATION, CINCINNATI, OH. 
FILED 8-26-1985. 


FLAKE-OFF 


FOR PAINT AND COATING REMOVER (U.S. CL. 52). 
FIRST USE 8-12-1985; IN COMMERCE 8-12-1985. 


SN 555,452. BARRY EVAN LTD., GREAT NECK, NY. 
FILED 8-26-1985. 


BRIEF & BARE 


FOR COSMETICS, NAMELY, DEPILATORY MOISTUR- 
IZER (U.S. CL. 51). 
FIRST USE 8-14-1985; INCOMMERCE 8-14-1985. 


SN 555,599. MAYBELLINE COMPANY, NORTH LITTLE 
ROCK, AR. FILED 8-26-1985. 


EXPERT EFFECTS 


OWNER OF U.S. REG. NOS. 1,308,540 AND 1,332,918. 

FOR COSMETICS FOR THE BEAUTIFICATION OF 
THE EYES (U.S. CL. 51). 

FIRST USE 7-31-1985; IN COMMERCE 7-31-1985. 


SN 555,662. S. C. JOHNSON & SON, INC., RACINE, WI. 
FILED 8-26-1985. 


DUST AWAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DUST”, APART FROM THE MARK AS SHOWN. 

FOR DUSTING SPRAY (U.S. CL. 6). 

FIRST USE 12-19-1962; IN COMMERCE 12-19-1962. 


SN 555,979. HELENE CURTIS INC., CHICAGO, IL. FILED 
8-29-1985. 


ELIMINIZER 


FOR COLD PERMANENT HAIR WAVING LOTIONS 


(U.S. CL. 51). 
FIRST USE 6-26-1985; IN COMMERCE 6-26-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 4—LUBRICANTS AND FUELS 


SN 548,526. INTERNATIONAL WAXES LIMITED, AGIN- 
COURT, ONTARIO, CANADA, FILED 7-17-1985. 


NOCHEK 


OWNER OF CANADA REG. NO. 
4-25-1969, EXPIRES 4-25-1994. 

FOR WAX BASE ADDITIVE FOR USE IN THE MANU- 
FACTURE OF RUBBER (U.S. CLS. 1 AND 15). 


162380, DATED 


SN 555,289. AMOCO OIL COMPANY, CHICAGO, IL. 
FILED 8-26-1985. 


Ultmate 


OWNER OF U.S. REG. NO. 1,252,679. 
FOR GASOLINE (USS. CL. 15). 
FIRST USE 8-7-1985; IN COMMERCE 8-7-1985. 


SN 556,512. LUBRICATION ENGINEERS, 
WORTH, TX. FILED 9-3-1985. 


ALMAGEAR 


FOR OPEN GEAR LUBRICANT, EXTREME PRESSURE 
TYPE (US. CL. 15). 
FIRST USE 8-8-1985; IN COMMERCE 8-8-1985. 


INC., FORT 


SN 556,513. LUBRICATION ENGINEERS, INC., FORT 
WORTH, TX. FILED 9-3-1985. 


CAMGEAR 


FOR WALKING CAM AND OPEN GEAR GREASE (U.S. 
CL. 15). 
FIRST USE 8-8-1985; IN COMMERCE 8-8-1985. 


CLASS 5—PHARMACEUTICALS 


SN 495,393. BAYER AKTIENGESELLSCHAFT, LEVERKU- 
SEN-BAYERWERK, FED REP GERMANY, FILED 
8-17-1984. 


BAYO-N-OX 


OWNER OF FED REP GERMANY REG. NO. 919227, 
DATED 6-6-1974, EXPIRES 3-14-1994. 

OWNER OF U.S. REG. NO. 1,146,012. 

FOR MEDICATED ADDITIVES TO ANIMAL FOOD- 
STUFFS (U.S. CL. 18). 
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SN 499,996. CEDERROTH NORDIC AKTIEBOLAG, S-194 
27 UPPLANDS VASBY, SWEDEN, FILED 9-19-1984. 


SELTIN 


OWNER OF SWEDEN REG. 
11-19-1982, EXPIRES 11-19-1992. 

FOR DIETETIC FOODSTUFFS-NAMELY-FRUIT SALT 
(U.S. CLS. 18 AND 46). 


NO. 184035, DATED 


SN 515,214. CIBA-GEIGY CORPORATION, ARDSLEY, NY. 
FILED 12-24-1984. 


BRETHANCER 


OWNER OF U.S. REG. NOS. 1,033,587 AND 1,166,051. 

FOR ORAL SPACER-AINHALATION DEVICES CON- 
TAINING A BRONCHODILATOR (U.S. CLS. 18 AND 44). 

FIRST USE 10-30-1984; IN COMMERCE 10-30-1984. 


SN 517,203. A. H. ROBINS COMPANY, INCORPORATED, 
GAINESVILLE, GA. FILED 1-11-1985. 


BOVICON-PM 


FOR VETERINARY VACCINE (USS. CL. 18). 
FIRST USE 12-5-1984; IN COMMERCE 12-5-1984. 


SN 517,204. A. H. ROBINS COMPANY, INCORPORATED, 
GAINESVILLE, GA. FILED 1-11-1985. 


MULCON-PM 


FOR VETERINARY VACCINE (US. CL. 18). 
FIRST USE 12-5-1984; INCOMMERCE 12-5-1984. 


SN 518,516. VITA-FRESH VITAMIN CO., INC., GARDEN 
GROVE, CA. FILED 1-22-1985. 


ATHLETE’S CHOICE 


FOR DIETARY SUPPLEMENTS; NAMELY, VITAMIN 


TABLET (U.S. CL. 18). 
FIRST USE 8-0-1984; IN COMMERCE 8-0-1984. 


SN 518,517. VITA-FRESH VITAMIN CO., INC., GARDEN 
GROVE, CA. FILED 1-22-1985. 


WOMAN’S CHOICE 


FOR DIETARY SUPPLEMENTS; NAMELY, VITAMIN 


TABLET (U.S. CL. 18). 
FIRST USE 8-0-1984; INCOMMERCE 8-0-1984. 
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SN 518,519. VITA-FRESH VITAMIN CO., INC., GARDEN 
GROVE, CA. FILED 1-22-1985. 


MAN’S CHOICE 


FOR DIETARY SUPPLEMENTS; NAMELY, VITAMIN 
TABLET (U.S. CL. 18). 
FIRST USE 8-0-1984; IN COMMERCE 8-0-1984. 


SN 518,658. JOHNSON & JOHNSON, NEW BRUNSWICK, 
NJ. FILED 1-22-1985. 


PESTISOL-R 


FOR FLEA AND TICK REPELLENT FOR VETERI- 
NARY USE (USS. CL. 6). 
FIRST USE 5-16-1983; IN COMMERCE 5-16-1983. 


SN 524,236. REHAB MEDICAL SPECIALTIES, INC., GAR- 
LAND, TX. FILED 2-27-1985. 


BIO-ASSIST 


FOR VITAMINS, MINERALS AND FOOD SUPPLE- 


MENTS (U.S. CL. 18). 
FIRST USE 7-9-1984; IN COMMERCE 1-16-1985. 


SN 526,628. CONNAUGHT LABORATORIES LIMITED, 
WILLOWDALE, ONTARIO, CANADA, FILED 
3-13-1985. 


TRIPLE-E T 


FOR VETERINARY VACCINE FOR ADMINISTRATION 
TO HORSES FOR THE PREVENTION OF ENCEPHALO- 
MYELITIS AND TETANUS-TYPE DISEASES (U.S. CL. 18). 

FIRST USE 11-2-1984; IN COMMERCE 11-2-1984. 


SN 526,629. CONNAUGHT LABORATORIES LIMITED, 
WILLOWDALE, ONTARIO, CANADA, FILED 
3-13-1985. 


TRIPLE-E 


FOR VETERINARY VACCINE FOR ADMINISTRATION 
TO HORSES FOR THE PREVENTION OF ENCEPHALO- 
MYELITIS-TYPE DISEASES (U.S. CL. 18). 

FIRST USE 11-2-1984; IN COMMERCE 11-2-1984. 
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SN 536,697. RSP LABORATORIES, INC., STAMFORD, CT. 
FILED 5-9-1985. 


OVABLOC 


FOR CONTRACEPTIVE DEVICES, NAMELY KITS FOR 
A SILICONE TUBAL OCCLUSION PROCEDURE FOR RE- 
VERSIBLE FEMALE STERILIZATION (U.S. CL. 18). 

FIRST USE 9-20-1982; IN COMMERCE 9-20-1982. 


SN 541,833. AKTIEBOLAGET FERROSAN, MALMO, 
SWEDEN, FILED 6-7-1985. 


REHIPLAX 


OWNER OF SWITZERLAND REG. NO. 182960, DATED 
9-3-1982, EXPIRES 9-3-1992. 

FOR PHARMACEUTICAL PREPARATION FOR THE 
TREATMENT OF DENTAL PLAQUE (U.S. CL. 18). 


SN 545,924. AMERICAN HOME PRODUCTS CORPORA- 
TION, NEW YORK CITY, NY. FILED 7-1-1985. 


MEADOW FRESH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “FRESH”, APART FROM THE MARK AS SHOWN. 
FOR RUG AND ROOM DEODORIZERS (U.S. CL. 6). 
FIRST USE 6-14-1985; IN COMMERCE 6-14-1985. 


SN 546,860. SPORTSCARE INTERNATIONAL, INC., FORT 
WORTH, TX. FILED 7-8-1985. 


SPORTSCARE 


FOR PHARMACEUTICAL CREAMS AND LOTIONS 
FOR TOPICAL APPLICATION FOR INJURIES (U.S. CL. 
18). 

FIRST USE 1-16-1985; INCOMMERCE 1-16-1985. 
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SN 548,464. E. R. SQUIBB & SONS, INC., PRINCETON, NJ. 
FILED 7-17-1985. 


PREHESIVE 


FOR PREMOISTENED TISSUES AND WIPES FOR THE 
PROTECTIVE PREPARATION OF SKIN PRIOR TO AP- 
PLICATION OF TAPES, ADHESIVES DRESSINGS, AND 
SKIN BARRIER APPLIANCES (U.S. CLS. 18 AND 44). 

FIRST USE 6-20-1985; IN COMMERCE 6-20-1985. 


SN 548,492. E. R. SQUIBB & SONS, INC., PRINCETON, NJ. 
FILED 7-17-1985. 


DERMASSIST 


FOR PRE-MOISTENED TISSUES AND WIPES FOR THE 
PROTECTIVE PREPARATION OF THE SKIN PRIOR TO 
APPLICATION OF TAPES, ADHESIVE DRESSINGS AND 
SKIN BARRIER APPLIANCES (US. CL. 44). 

FIRST USE 6-20-1985; IN COMMERCE 6-20-1985. 


SN 548,493. E. R. SQUIBB & SONS, INC., PRINCETON, NJ. 
FILED 7-17-1985. 


CONVAWIPE 


OWNER OF U.S. REG. NOS. 1,139,439, 1,335,447 AND 
OTHERS. 

FOR PRE-MOISTENED TISSUES AND WIPES FOR THE 
PROTECTIVE PREPARATION OF THE SKIN PRIOR TO 
APPLICATION OF TAPES, ADHESIVE DRESSINGS AND 
SKIN BARRIER APPLIANCES (U.S. CL. 44). 

FIRST USE 6-20-1985; INCOMMERCE 6-20-1985. 


SN 548,512. NATURE’S SECRETS, INC., JENKINTOWN, 
PA. FILED 7-17-1985. 


NATURAL 100 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATURAL”, APART FROM THE MARK AS 
SHOWN. 

FOR DIETARY SUPPLEMENTS (U.S. CL. 18). 

FIRST USE 6-20-1985; IN COMMERCE 6-20-1985. 


SN 549,468. COLGATE-PALMOLIVE COMPANY, NEW 
YORK, NY. FILED 7-18-1985. 


ORTHO FLUR 


FOR ANTI-CAVITY DENTAL RINSE (U.S. CL. 18). 
FIRST USE 2-4-1985; IN COMMERCE 2-4-1985. 
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SN 549,714. INTERNATIONAL TRENDS IN THOROUGH- 
BRED CARE, INC., ROCHESTER, NH. FILED 7-24-1985. 


Poult - ££ 


FOR VETERINARY MEDICATED MUD POULTICES 
TO REDUCE HEAT AND SWELLING (U.S. CL. 18). 
FIRST USE 10-0-1983; IN COMMERCE 11-0-1983. 


SN 549,960. AFFIRMED MEDICAL PRODUCTS, PALM 
SPRINGS, CA. FILED 7-25-1985. 


PAIN-BUSTER 


FOR OVER THE COUNTER PAIN RELIEVERS FOR 
ORAL USAGE (U.S. CL. 18). 
FIRST USE 3-23-1985; IN COMMERCE 3-23-1985. 


SN 551,057. SYNTHELABO, PARIS, FRANCE, FILED 
7-31-1985. 


XATRAL 


OWNER OF FRANCE REG. NO. 1277448, DATED 
6-29-1984, EXPIRES 6-29-1994. 

FOR PHARMACEUTICAL PREPARATION FOR THE 
TREATMENT OF THE CARDIOVASCULAR AND URO- 


LOGICAL SYSTEMS (U.S. CL. 18). 


SN 551,801. FERNDALE LABORATORIES, INC., FERN- 
DALE, MI. FILED 8-5-1985. 


DETACHOL 


FOR PREPARATION FOR THE REMOVAL OF ADHE- 
SIVE PLASTER FROM HUMAN SKIN (US. CL. 18). 
FIRST USE 2-1-1937; IN COMMERCE 2-1-1937. 


SN 552,216. VLI CORPORATION, IRVINE, CA. FILED 
8-7-1985. 


TODAY 


OWNER OF U.S. REG. NO. 1,309,605. 
FOR PERSONAL LUBRICANT (U.S. CLS. 18 AND 52). 
FIRST USE 7-21-1985; IN COMMERCE 8-1-1985. 
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SN 553,391. GROW COMPANY, INC., HACKENSACK, NJ. 
FILED S.R. 8-14-1985; AM. S.R. 10-23-1985. 


RE-NATURED 


FOR VITAMINS (U.S. CL. 18). 
FIRST USE 8-18-1980; IN COMMERCE 8-18-1980. 


SN 553,784. SCHROER MANUFACTURING CO., 
KANSAS CITY, MO. FILED 8-16-1985. 


INC., 


QUINTICIDE 


FOR DISINFECTANT/CLEANER MAINLY FOR USE IN 
VETERINARY CLINICS, LABORATORIES AND KEN- 
NELS (U.S. CL. 6). 

FIRST USE 7-26-1985; IN COMMERCE 7-26-1985. 


SN 554,676. TWIN LABORATORIES, 
KOMA, NY. FILED 8-22-1985. 


INC., RONKON- 


CARBO FUEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CARBO”, APART FROM THE MARK AS SHOWN. 

FOR DiETARY SUPPLEMENT, NAMELY-A CARBOHY- 
DRATE ENERGY DRINK (U.S. CLS. 18 AND 46). 

FIRST USE 8-13-1985; IN COMMERCE 8-13-1985. 


SN 554,939. KEYSTONE LABORATORIES, INC., MEM- 


PHIS, TN. FILED 8-22-1985. 


PANODYNES 


FOR ANALGESIC TABLETS (U.S. CL. 18). 
FIRST USE 10-5-1949; IN COMMERCE 10-5-1949. 


SN 555,186. KIMBERLY-CLARK 
NEENAH, WI. FILED 8-23-1985. 


CORPORATION, 


ORI-GYN 


OWNER OF U.S. REG. NO. 1,361,364. 
FOR FEMININE PROTECTION PADS (U.S. CL. 44). 
FIRST USE 8-1-1985; IN COMMERCE 8-1-1985. 
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SN 555,187. KIMBERLY-CLARK 
NEENAH, WI. FILED 8-23-1985. 


Cibicoe 


OWNER OF U.S. REG. NO. 1,356,203. 
FOR FEMININE PROTECTION PADS (U.S. CL. 44). 
FIRST USE 8-1-1985; IN COMMERCE 8-1-1985. 


CORPORATION, 


SN 555,421. STERLING DRUG INC., NEW YORK, NY. 
FILED 8-26-1985. 


QUANTUM 


FOR ANALGESIC (U.S. CL. 18). 
FIRST USE 12-19-1984; IN COMMERCE 12-19-1984. 


SN 555,454. STERLING DRUG INC., NEW YORK, NY. 
FILED 8-26-1985. 


CALCITREL 


FOR ANTACID PREPARATION (U.S. CL. 18). 
FIRST USE 3-25-1985; IN COMMERCE 3-25-1985. 


SN 555,609. MEDI-PHYSICS, INC., RICHMOND, CA. FILED 
8-26-1985. 


PERFUSAMINE 


FOR RADIOISOTOPIC DIAGNOSTIC PREPARATION 
FOR THE IMAGING AND FUNCTION OF ORGAN PER- 
FUSION (U.S. CL. 18). 

FIRST USE 5-7-1985; IN COMMERCE 5-7-1985. 


SN 555,856. VAPCO, INC., ALLSTON, MA. FILED 


8-28-1985. 


SHRINK-IT 


FOR VETERINARY PRODUCT, NAMELY ASTRIN- 
GENT MINERAL SOLUTION FOR USE ON HORSES (U.S. 


CL. 18). 
FIRST USE 1-2-1979; INCOMMERCE 1-2-1979. 
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SN 555,939. CERNITIN AMERICA, 
SPRINGS, OH. FILED 8-29-1985. 


INC., YELLOW 


DAILY SUPREME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DAILY”, APART FROM THE MARK AS SHOWN. 

FOR MULTIPLE VITAMIN AND MINERAL SUPPLE- 
MENTS (U.S. CL. 18). 

FIRST USE 8-25-1984; IN COMMERCE 8-25-1984. 


SN 556,313. AMERICAN CYANAMID COMPANY, WAYNE, 
NJ. FILED 8-30-1985. 


RHEUMEX 


FOR PHARMACEUTICAL PREPARATION FOR 
TREATMENT OF RHEUMATOID ARTHRITIS (U.S. CL. 
18). 

FIRST USE 6-24-1985; IN COMMERCE 6-24-1985. 


SN 556,610. SANDOZ, INC., E. HANOVER, NJ. FILED 
9-3-1985. 


AMBULON 


FOR PHARMACEUTICAL PREPARATION USEFUL IN 
THE MANAGEMENT OF PARKINSON’S DISEASE, 
ACROMEGALY AND HYPERPROLACTINEMIC DYS- 
FUNCTIONS, INCLUDING INFERTILITY (USS. CL. 18). 

FIRST USE 5-24-1985; IN COMMERCE 5-24-1985. 


CLASS 6—METAL GOODS 


SN 489,689. QUIKDUC OF CALIFORNIA, INC., LOS AN- 
GELES, CA. FILED 7-13-1984. 


QUIKDUC 


FOR METAL PARTS FOR JOINING SECTIONS OF 
DUCTS, NAMELY, DUCT EDGE-RECEIVING ANGLES, 
CORNERS, CLEATS, AND CONNECTOR CLIPS (U.S. CL. 
13). 

FIRST USE 5-10-1983; IN COMMERCE 8-25-1983. 
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SN 513,456. NATIONAL BULLET PROOF, INC., HICKORY 
HILLS, IL. FILED 12-13-1984. 


BALISTEX 


FOR BULLET RESISTANT STEEL BUILDING COMPO- 
NENTS, NAMELY, BULLET RESISTANT WINDOWS, FI- 
NANCIAL WINDOW SYSTEMS, BULLET-FORCED 
ENTRY RESISTANT DOORS AND DOOR FRAMES, 
BULLET RESISTANT MODULAR WALL SYSTEMS, 
BULLET RESISTANT PACKAGE PASSER UNITS, AND 
THE LIKE COMPONENTS (U.S. CL. 12). 

FIRST USE 2-13-1984; INCOMMERCE 2-13-1984. 


SN 516,988. STOUT INDUSTRIES, INC., ST. LOUIS, MO. 
FILED 1-10-1985. 


STREET THLKER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STREET”, APART FROM THE MARK AS SHOWN. 


FOR METAL SIGNS (US. CL. 50). 
FIRST USE 8-10-1984; INCOMMERCE 8-10-1984. 


SN 518,402. KAWASAKI JUKOGYO KABUSHIKI KAISHA, 
KAWASAKI HEAVY INDUSTRIES, LTD., CHUO-KU, 
KOBE, JAPAN, FILED 1-22-1985. 


TFJ 


FOR METALS NAMELY, METAL PIPES AND TUBES 


(US. CL. 13). 
FIRST USE 8-31-1982; IN COMMERCE 2-25-1983. 


SN 519,449. AZTECH ENGINEERING INC., OAK FOREST, 
IL. FILED 1-28-1985. 


TECH LOCK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LOCK”, APART FROM THE MARK AS SHOWN. 

FOR LOCK NUTS (U.S. CL. 13). 

FIRST USE 2-24-1984; IN COMMERCE 2-24-1984. 
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SN 527,597. DALMINE SIDERCA SOCIEDAD ANONIMA 
INDUSTRIAL, COMMERCIAL, BUENOS AIRES, AR- 
GENTINA, FILED 3-18-1985. 


PRIORITY CLAIMED UNDER SEC. 44D) ON ARGEN- 
TINA APPLICATION NO. 1406772, FILED 10-24-1983, 
REG. NO. 1105301, DATED 12-14-1984, EXPIRES 
12-14-1994. 

THE MARK CONSISTS OF THE HIGHLY STYLIZED 
REPRESENTATION OF TWO CROSSED CYLINDERS. 

FOR STEEL TUBES FOR THE OIL AND GAS INDUS- 
TRY—NAMELY, CASING, TUBING, DRILL PIPE, AND 
LINE PIPE (U.S. CL. 13). 


SN 529,957. DAVIS WALKER CORPORATION, LOS AN- 
GELES, CA. FILED 4-1-1985. 


DURABOND 


FOR STEEL WIRE USED TO MAKE CHAIN LINK 
FENCING MATERIAL (U.S. CL. 14). 


FIRST USE 2-27-1985; IN COMMERCE 3-12-1985. 


SN 530,016. W. C. HERAEUS GMBH, HANAU/MAIN, FED 
REP GERMANY, FILED 4-1-1985. 


TIFERAL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. H53243/6WZ, FILED 
10-5-1984, REG. NO. 1078318, DATED 6-18-1985, EXPIRES 
10-5-1994. 

FOR NON-PRECIOUS METAL ALLOYS IN THE FORM 
OF BARS AND PLATES FOR GENERAL USE IN THE 
INDUSTRIAL ARTS; NON-PRECIOUS METAL ALLOYS 
IN SEMI-FINISHED FORM FOR USE IN ENDOPROSTHE- 
TIC SURGERY, IMPLANTS, CARDIAC-PACEMAKER 
HOUSINGS, LEADS AND CONNECTORS FOR CARDIAC 
PACEMAKERS, CARDIAC-PACEMAKER ELECTRODES, 
AND ARTIFICIAL CARDIAC VALVES (U.S. CLS. 14 AND 
44). 
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SN 533,883. LUCAS INDUSTRIES, BIRMINGHAM, ENG- 
LAND, FILED 4-24-1985. 


FOR PIPE JOINTS, PIPE COUPLINGS, HYDRAULIC 
TANKS, HYDRAULIC RESERVOIRS, END COVERS FOR 
HYDRAULIC TANKS AND RESERVOIRS, FLANGES, 
BRACKETS, CLAMPS, MOUNTING PLATES, FILLER 
CAPS FOR TANKS AND RESERVOIRS, BREATHER 
CAPS FOR TANKS AND RESERVOIRS, NUTS, BOLTS, 
WASHERS, MOUNTING PLUGS (U.S. CLS. 2, 13 AND 50). 

FIRST USE 10-31-1982; INCOMMERCE 10-31-1982. 


SN 536,499. INTERSTATE MARKETING SYSTEM, INC., 
DALY CITY, CA. FILED 5-8-1985. 


ULTRABEAM 


FOR METAL TUBING AND SUPPORTING FRAME- 
WORK FOR USE IN THE CONSTRUCTION OF CANO- 
PIES, LIGHTING FIXTURES AND MERCHANDISE 


RACKS (U.S. CL. 13). 
FIRST USE 9-0-1983; IN COMMERCE 1-0-1984. 


SN 544,054. BETHLEHEM STEEL CORPORATION, BETH- 
LEHEM, PA. FILED 6-19-1985. 


EG 


FOR STEEL SHEET AND STRIP (U.S. CL. 14). 
FIRST USE 12-31-1984; INCOMMERCE 12-31-1984. 


SN 548,615. ALLIED CORPORATION, MORRISTOWN, NJ. 
FILED 7-17-1985. 


SAFE TIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TIN”, APART FROM THE MARK AS SHOWN. 

FOR METAL CONTAINERS FOR THE STORAGE OF 
FLAMMABLE AND HAZARDOUS REAGENTS (U.S. CL. 


2). 
FIRST USE 1-0-1974; IN COMMERCE 1-0-1974. 
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SN _ 549,516. WHAM-O, INC., SAN GABRIEL, CA. FILED 
7-22-1985. 


HACKY SACK 


OWNER OF U.S. REG. NO. 1,183,855. 
FOR KEY CHAINS (U.S. CL. 13). 
FIRST USE 2-11-1985; IN COMMERCE 2-11-1985. 


SN 550,113. PLIFKA, JOHN W., MINNEAPOLIS, MN. 
FILED 7-26-1985. 


ULTIMATE 


FOR LOCKING DEVICES, NAMELY, LOCKS FOR SKIS 
(US. CL. 25). 
FIRST USE 4-4-1985; IN COMMERCE 4-8-1985. 


SN 552,000. NAPCO, INC., VALENCIA, PA. FILED 


8-5-1985. 


DOUBLE-GARD 


OWNER OF U.S. REG. NO. 1,332,171. 
FOR ALUMINUM WINDOWS (U.S. CL. 12). 
FIRST USE 1-8-1985; IN COMMERCE 1-8-1985. 


SN 553,188. SEAMAN CORPORATION, MILLERSBURG, 
OH. FILED 8-12-1985. 


FIBERCLAD 


FOR POLYMERCOATED SHEET METAL FOR USE AS 
A COMPONENT IN ROOF CONSTRUCTION (U.S. CLS. 12 


AND 14). 
FIRST USE 4-11-1985; IN COMMERCE 4-11-1985. 


SN 554,683. ROLL FORM PRODUCTS, INC., BOSTON, MA. 
FILED 8-22-1985. 


PERMA FORM 


FOR METAL FLOOR DECKING CONTAINING DUCTS 
FOR ELECTRICAL AND TELEPHONE WIRING AND 
OUTLETS THEREFOR (U.S. CL. 12). 

FIRST USE 3-15-1978; IN COMMERCE 3-15-1978. 
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SN 554,940. TEXTRON INC., PROVIDENCE, RI. FILED SN 555,459. HOLMES-HALLY INDUSTRIES, INC., LOS 
8-22-1985. ANGELES, CA. FILED 8-26-1985. 


PUNCH-IT 


FOR BRANCH PIPE FITTING WITH PIPE-TAPPING 


MEANS (USS. CL. 13). 
FIRST USE 3-3-1959; IN COMMERCE 3-25-1959. 


SN 554,975. DURAMETALLIC CORPORATION, KALAMA- 
ZOO, MI. FILED 8-21-1985. 


FOR GARAGE DOOR SPRINGS (U.S. CL. 13). 


METAL FAB FIRST USE 7-25-1985; IN COMMERCE 7-25-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “METAL”, APART FROM THE MARK AS SHOWN. 


FOR WELDED METAL BELLOWS (U.S. CL. 13). 
FIRST USE 0-0-1968; IN COMMERCE 0-0-1968. SN 555,650. SECURE-IT, INC., EAST LONGMEADOW, MA. 


FILED 8-26-1985. 


SN 555,171. ANVIL FENCE & SUPPLY CO., INC., CLIF- — ¢ 
TON PARK, NY. FILED 8-23-1985. 


FORTRESS GATE 


FOR CABLE AND LOCK FASTENERS DESIGNED FOR 
SECURING OFFICE, HOUSEHOLD AND LABORATORY 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO ae gg gent 4 re 
USE “GATE”, APART FROM THE MARK AS SHOWN. 
FOR ALUMINUM CANTILEVER SLIDE GATE (US. CL. 
12). 
FIRST USE 4-15-1985; IN COMMERCE 4-15-1985. 


SN 556,628. S & S HINGE COMPANY, SCHILLER PARK, 
IL. FILED 9-3-1985. 


SN 555,295. QUALITY TUBING, INC., HOUSTON, TX. 
FILED 8-26-1985. 


QTI 


FOR METALLIC, DOWNHOLE, COILED TUBING (U.S. 
CL. 13). FOR METAL HINGES (U.S. CL. 13). 


FIRST USE 2-0-1984; IN COMMERCE 2-0-1984. FIRST USE 6-0-1971; IN COMMERCE 6-0-1971. 





JANUARY 7, 1986 


CLASS 6—(Continued). 


SN 556,631. S & S HINGE COMPANY, SCHILLER PARK, 
IL. FILED 9-3-1985. 


S&S 


FOR METAL HINGES (USS. CL. 13). 
FIRST USE 6-0-1971; INCOMMERCE 6-0-1971. 


CLASS 7—MACHINERY 


SN 463,366. DOMINO PRINTING SCIENCES LIMITED, 
BAR HILL, CAMBRIDGE, ENGLAND, FILED 1-31-1984. 


DOMINO 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 1201082, FILED 8-4-1983, 
REG. NO. 1201082, DATED 4-8-1983, EXPIRES 8-4-1990. 

FOR PRINTING MACHINES AND PARTS THEREFORE 
(U.S. CL. 23). 


SN 470,691. ALFA-LAVAL LICENS AB, TUMBA, 
SWEDEN, FILED 3-16-1984. 


MOVAL 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWEDEN 
APPLICATION NO. 83-5878, FILED 9-30-1983, REG. NO. 
194433, DATED 1-25-1985, EXPIRES 1-25-1995. 

FOR INDUSTRIAL ROBOTS AND PARTS THEREFOR 
(U.S. CL. 23). 


SN 482,376. HANNA, DANIEL C., DBA HANNA INDUS- 
TRIES AND HANNA CAR WASH SYSTEMS, PORT- 
LAND, OR. FILED 5-29-1984. 


WASH ROBOT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WASH”, APART FROM THE MARK AS SHOWN. 

FOR CAR WASHES (U.S. CL. 23). 

FIRST USE 9-24-1983; IN COMMERCE 9-24-1983. 


SN 501,265. STEFFENS, BERT, ANDERNACH, FED REP 
GERMANY, FILED 9-25-1984. 


BESTOMATIC- 
FLUFFSEPARATOR 


OWNER OF FED REP GERMANY REG. NO. 1045686, 
DATED 2-3-1983, EXPIRES 2-3-1993. 

FOR MACHINES USED IN THE MANUFACTURE OF 
DISPOSABLE DIAPERS AND ABSORBENT PADS FOR 
RECYCLING WASTE MATERIALS BY SEPARATING 
USABLE ABSORBENT FLUFF FROM NONABSORBENT 
WASTE PARTICLES (U.S. CL. 23). 
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SN 512,667. HARRY C. OAKES, INC., PERRY, NY. FILED 
12-10-1984. 


PUNCH PULLER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PUNCH”, APART FROM THE MARK AS SHOWN. 

FOR DRILL ATTACHMENT USING DIES FOR FORM- 
ING HOLES IN SHEET METAL (U.S. CL. 23). 

FIRST USE 7-2-1984; IN COMMERCE 7-2-1984. 


SN 525,511. HURRICORP, INC., NORMAN, OK. FILED 
3-6-1985. 


HURRI 


FOR HOT WATER CLEANING MACHINES USED TO 
CLEAN INDUSTRIAL MACHINES AND EQUIPMENT BY 
DIRECTING HOT WATER THERE-AGAINST (U.S. CL. 
23). 

FIRST USE 12-28-1984; IN COMMERCE 12-28-1984. 


SN 528,676. LANDI RENZO, S.R.L., REGGIO EMILIA, 
ITALY, FILED 3-25-1985. 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 32064-C/84, FILED 12-6-1984, REG. 
NO. 350613, DATED 5-6-1985, EXPIRES 12-6-2004. 

FOR EQUIPMENT FOR CONVERTING ENGINES TO 
RUN ON ALTERNATE GAS FUEL SOURCES, SUCH AS 
METHANE, LIQUEFIED PETROLEUM GAS AND/OR 
BIOGAS, NAMELY; PRESSURE REDUCERS, GAS 
MIXERS, PRESSURE REDUCING VALVES, ELECTRO- 
VALVES, CONTAINERS FOR VALVES, ELECTRONIC 
CONTROLS, TANKS, GAS BOTTLES, AND GAS LEVEL 
GAUGES ALL SOLD AS A UNIT, AND PARTS THERE- 
FOR (U.S. CL. 23). 
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SN 528,680. LANDI RENZO, S.R.L., REGGIO EMILIA, 
ITALY, FILED 3-25-1985. 


LANDI RENZO 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 32052C/84, FILED 11-12-1984, REG. 
NO. 350612, DATED 11-12-1984, EXPIRES 11-12-2004. 

FOR EQUIPMENT FOR CONVERTING ENGINES TO 
RUN ON ALTERNATE GAS FUEL SOURCES, SUCH AS 
METHANE, LIQUEFIED PETROLEUM GAS AND/OR 
BIOGAS, NAMELY; PRESSURE REDUCERS, GAS 
MIXERS, PRESSURE REDUCING VALVES, ELECTRO- 
VALVES, CONTAINERS FOR VALVES, ELECTRONIC 
CONTROLS, TANKS, GAS BOTTLES AND GAS LEVEL 
GAUGES ALL SOLD AS A UNIT, AND PARTS THERE- 
FOR (U.S. CL. 23). 


SN 528,872. ALGAE BLASTER, INCORPORATED, HOUS- 
TON, TX. FILED 3-25-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ALGAE BLASTER”, APART FROM THE MARK AS 
SHOWN. 

THE LINING AND STIPPLING SHOWN IN THE MARK 
ON THE DRAWING DOES NOT INDICATE COLOR. 

FOR SPRAYING APPARATUS FOR REMOVAL AND 
CONTROL OF UNDESIRABLE BIOLOGICAL SURFACE 
DEPOSITS AND GROWTHS (U.S. CL. 23). 

FIRST USE 3-11-1985; IN COMMERCE 3-11-1985. 
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SN 546,638. DOUGHTON MANUFACTURING COMPANY, 
COUNTY OF MECKLENBURG, CHARLOTTE, NC. 
FILED 7-5-1985. 


THE MARK CONSISTS OF THE STYLIZED REPRE- 
SENTATION OF THE LETTERS, “DMC”. 

FOR HYDRAULIC MACHINERY, NAMELY, CHASSIS 
PUMPS, AIR OPERATED OIL STUB PUMPS, AIR OPER- 
ATED DRUM OIL PUMPS, PUMPS WITH HOLD-DOWN 
ASSEMBLY, SPRING-DRIVEN HOSE REELS, GEAR OIL 
PUMPS, AND MOBILE PIT DRAINS (U.S. CL. 23). 

FIRST USE 2-0-1984; IN COMMERCE 5-1-1985. 


SN 549,659. SCANGRAPHIC DR. BOGER GMBH, WEDEL/ 
HAMBURG, FED REP GERMANY, FILED 7-23-1985. 


OWNER OF FED REP GERMANY REG. NO. 1031689, 
DATED 4-1-1982, EXPIRES 6-19-1991. 
FOR TYPESETTING MACHINES (US. CL. 23). 
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SN 550,029. KING PRESS CORPORATION, JOPLIN, MO. 
FILED 7-25-1985. 


OWNER OF U.S. REG. NO. 782,050. 

FOR PRINTING PRESSES AND STRUCTURAL PARTS 
THEREFOR (U.S. CL. 23). 

FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 


SN 550,335. RADIAC ABRASIVES, 
FILED 7-26-1985. 


INC., SALEM, IL. 


V.LP. 


FOR GRINDING AND CUTTING WHEELS FOR MA- 
CHINERY (U.S. CLS. 4 AND 23). 
FIRST USE 6-19-1984; INCOMMERCE 6-19-1984. 


SN 550,820. UNITED TECHNOLOGIES CORPORATION, 
HARTFORD, CT. FILED 7-29-1985. 


P&W 


OWNER OF U.S. REG. NOS. 399,516, 1,274,850 AND 
OTHERS. 

FOR ENGINES FOR POWERING AIRCRAFT AND RE- 
PLACEMENT PARTS THEREFOR (U.S. CL. 23). 

FIRST USE 12-0-1984; IN COMMERCE 12-0-1984. 
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SN 550,866. UNITED TECHNOLOGIES CORPORATION, 
HARTFORD, CT. FILED 7-29-1985. 


PW 


OWNER OF U.S. REG. NOS. 399,516, 
OTHERS. 

FOR ENGINES FOR POWERING AIRCRAFT AND RE- 
PLACEMENT PARTS THEREFOR (U.S. CL. 23). 

FIRST USE 12-0-1984; INCOMMERCE 12-0-1984. 


1,274,850 AND 


SN 551,539. REED TOOL COMPANY, HOUSTON, TX. 
FILED 8-2-1985. 


renndinick_ 


FOR POWER-OPERATED EARTH BORING TOOLS 
AND PARTS THEREOF (U.S. CL. 23). 
FIRST USE 4-18-1985; IN COMMERCE 4-18-1985. 


SN 551,543. REED TOOL COMPANY, HOUSTON, TX. 
FILED 8-2-1985. 


rendipick_ 


FOR COMPLETE DRILLING BITS FOR EARTH 
BORING MACHINES (U.S. CL. 23). 
FIRST USE 4-18-1985; IN COMMERCE 4-18-1985. 


SN 551,601. CHALLENGE-COOK BROS., INC., CITY OF 
INDUSTRY, CA. FILED 8-5-1985. 


LODE-STAR 


FOR CONCRETE MIXERS (U.S. CL. 23). 
FIRST USE 4-15-1985; IN COMMERCE 4-15-1985. 
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SN 552,086. AUGERSCOPE, INC., SYLMAR, CA. FILED 
8-5-1985. 


ADD-A-PAK 


FOR POWER OPERATED SEWER CLEAN OUT TOOLS 
(US. CL. 23). 
FIRST USE 11-0-1972; IN COMMERCE 11-0-1972. 


SN 556,208. VERMONT AMERICAN CORPORATION, 


LOUISVILLE, KY. FILED 8-30-1985. 


FOR ELECTRICALLY POWERED MULTIPLE SAW 
BLADE ADJUSTABLE DADO CUTTER (U.S. CL. 23). 
FIRST USE 8-2-1985; INCOMMERCE 8-2-1985. 


SN 556,997. ADAMS ELEVATOR EQUIPMENT COMPANY, 
SKOKIE, IL. FILED 9-5-1985. 


MARATHON 


\ 


FOR ESCALATOR PARTS, NAMELY, ESCALATOR 


HANDRAILS (U.S. CLS. 23 AND 35). 
FIRST USE 4-0-1984; IN COMMERCE 4-0-1984. 


CLASS 8—HAND TOOLS 


SN 462,911. CONNECTICUT VALLEY ARMS, _INC., 


HADDAM, CT. FILED 1-27-1984. 


CONNECTICUT VALLEY ARMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ARMS”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR SPORTS KNIVES AND SHEATHS THEREFOR 
AND KITS INCLUDING SAME (U.S. CLS. 3 AND 23). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 
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SN 517,895. WALLACE INTERNATIONAL SILVER- 
SMITHS, INC., WALLINGFORD, CT. FILED 1-17-1985. 


GRANDE ANTIQUE 


OWNER OF U.S. REG. NOS. 438,337 AND 999,573. 

FOR SILVERPLATED STAINLESS STEEL FLATWARE 
(U.S. CLS. 23 AND 28). 

FIRST USE 12-5-1984; IN COMMERCE 12-5-1984. 


SN 535,594. ADAMS COMPANY, THE, DUBUQUE, IA. 
FILED 5-3-1985. 


Finishin 
Tene es 


FOR FIREPLACE TOOL SETS COMPRISING POKERS, 
SHOVELS AND TONGS AND RACKS THEREFOR SOLD 
AS A UNIT; AND FIREPLACE BELLOWS (U.S. CL. 23). 

FIRST USE 4-16-1985; IN COMMERCE 4-16-1985. 


SN 550,284. CHICAGO CUTLERY COMPANY, MINNEAPO- 
LIS, MN. FILED 7-26-1985. 


OWNER OF U.S. REG. NOS. 1,076,835 AND 1,220,606. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHICAGO CUTLERY”, APART FROM THE MARK 
AS SHOWN. 

THE MARK CONSISTS OF THE WORDS “CHICAGO” 
AND “CUTLERY” AND A DESIGN OF KNIFE POINTS. 

FOR KITCHEN, BUTCHER, AND SPORTSMAN’S 
KNIVES; STEELS; CERAMIC HONES; CLEAVERS; AND 
CARRYING CASES AND SHEATHS FOR KNIVES, KNIFE 
SHARPENERS, AND CLEAVERS (U.S. CL. 23). 

FIRST USE 7-0-1982; IN COMMERCE 7-0-1982. 
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SN 550,425. WINDMERE CORPORATION, HIALEAH, FL. 
FILED 7-29-1985. 


PROTOUCH 


FOR ELECTRIC MUSTACHE AND BEARD TRIMMERS 
(U.S. CL. 23). 
FIRST USE 6-18-1985; IN COMMERCE 6-18-1985. 


SN 553,779. CRAIN, JACK W., WEATHERFORD, TX. 
FILED 8-16-1985. 


LIFE SUPPORT SYSTEM I 


FOR SURVIVAL KNIFE (U.S. CL. 23). 
FIRST USE 1-1-1982; INCOMMERCE 1-1-1982. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


SN 327,658. SHIMIZU, TOKUZO, SETAGAYA-KU, TOKYO, 
JAPAN, FILED 9-11-1981. 


A-M-L 


FOR BLANK AUDIO MAGNETIC TAPE CASSETTES 


(U.S. CL. 36). 
FIRST USE 7-20-1981; IN COMMERCE 7-20-1981. 


SN 392,270. QUADRAM CORPORATION, NORCROSS, GA. 
FILED 9-29-1982. 


MICROFAZER 


FOR BUFFERS FOR STORING DATA TO ALLOW 
MICROCOMPUTERS, ON THE ONE HAND, AND ASSO- 
CIATED PRINTERS AND/OR MODEMS, ON THE OTHER 
HAND, TO OPERATE INDEPENDENTLY OF EACH 
OTHER (U.S. CL. 26). 

FIRST USE 2-15-1982; IN COMMERCE 2-15-1982. 
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SN 409,383. M. J. MCLEAN AND ASSOCIATES, BROOK- 
FIELD, QUEENSLAND, AUSTRALIA, FILED 1-14-1983. 


PALETTE 


FOR COMPUTER PROGRAMS RECORDED ON MAG- 
NETIC MEDIA FOR USE IN THE FIELD OF TECHNICAL 
DESIGN WITH DRAFTING AND INFORMATION PROC- 
ESSING CAPABILITY RELATING THERETO AND IN- 
STRUCTION MANUALS SOLD THEREWITH (U.S. CL. 38). 

FIRST USE 2-21-1982; IN COMMERCE 2-21-1982. 


SN 425,454. PT COMPONENTS, INC., INDIANAPOLIS, IN. 
FILED 5-4-1983. 


PT COMPONENTS, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPONENTS, INC.”, APART FROM THE MARK 
AS SHOWN. 

FOR ELECTRONIC CURRENT RECTIFIERS, CON- 
TROLLERS, SOLENOIDS AND MICROELECTRONIC 
CIRCUITRY THEREFOR (U.S. CLS. 21 AND 26). 

FIRST USE 10-19-1981; IN COMMERCE 10-19-1981. 


SN 451,807. LEONARD FASHION, PARIS, FRANCE, 
FILED 11-7-1983. 


LEONARD 


OWNER OF FRANCE REG. NO. 1214064, DATED 
9-27-1982, EXPIRES 9-27-1992. 


FOR SPECTACLES (U.S. CL. 26). 
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SN 462,001. CELAYA EMPARANZA Y GALDOS, S.A., AR- 
TAPADURA, SPAIN, FILED 1-20-1984. 


a 


OWNER OF SPAIN REG. NO. DATED 
7-22-1983, EXPIRES 3-5-2004. 

THE LINING IN THE MARK ON THE DRAWING IS 
AN INTEGRAL PART OF THE MARK AND DOES NOT 
INDICATE COLOR. 


FOR ELECTRIC BATTERIES (U.S. CL. 21). 


1043333, 


SN 488,191. SAEHAN MEDIA CORPORATION, INCHON, 
REPUBLIC OF KOREA, FILED 7-2-1984. 


ESMEDIA 


PRIORITY CLAIMED UNDER SEC. 44D) ON DEM REP 
OF KOREA APPLICATION NO. 6975/1984, FILED 
5-4-1984, REG. NO. 115858, DATED 8-26-1985, EXPIRES 
8-26-1995. 

FOR VIDEO TAPE, CASSETTE TAPE, TAPE FOR 
TAPE RECORDER, TAPE RECORDER, VIDEO TAPE RE- 
CORDER (U.S. CLS. 21 AND 36). 
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SN 503,164. SOURCE CASSETTE LEARNING SYSTEMS, 
INC., MENLO PARK, CA. FILED 10-9-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOFTWARE”, APART FROM THE MARK AS 
SHOWN. 

FOR PRERECORDED AUDIO TAPES DEALING WITH 
HEALTH EDUCATION (U.S. CL. 36). 

FIRST USE 10-0-1982; INCOMMERCE 10-0-1982. 


SN 518,641. MACMILLAN BOOK CLUBS, INC., NEW 


YORK, NY. FILED 1-22-1985. 


THE MARK IS LINED FOR THE COLOR BLUE, BUT 
NO CLAIM IS MADE AS TO COLOR. 

FOR PRERECORDED AUDIO CASSETTE TAPES (U.S. 
CL. 36). 

FIRST USE 12-20-1984; INCOMMERCE 12-20-1984. 


SN 519,444. DANAVOX, INC., MINNEAPOLIS, MN. FILED 
“1-28-1985. 


DANAJACK 


FOR ACOUSTICAL TRANSDUCERS; MINIATURE 
EARPHONES; AND AUDIO HEADSETS (U.S. CL. 21). 
FIRST USE 11-27-1984; IN COMMERCE 11-27-1984. 
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SN 520,171. SCHLEICHER & SCHUELL GMBH, EINBECK, 
FED REP GERMANY, FILED 1-31-1985. 


WHITE RIM 


OWNER OF U.S. REG. NO. 1,304,365. 

SEC. 2(F). 

FOR LABORATORY AND CLINICAL EQUIPMENT— 
NAMELY, FILTERS, FILTRATION APPARATUS IN THE 
NATURE OF GRAVITATIONAL AND PRESSURE FIL- 
TRATION APPARATUS AND DISPOSABLE FILTRA- 
TION APPARATUS IN THE NATURE OF DISPOSABLE 
FILTER HOLDERS (U.S. CL. 26). 

FIRST USE 6-0-1979; IN COMMERCE 6-0-1979. 


SN 520,293. SSK ENTERPRISES, INC., WESTLAKE VIL- 
LAGE, CA. FILED 2-1-1985. 


THE DRAWING iS LINED, FROM THE UPPER LEFT 
TO THE LOWER RIGHT, TO INDICATE THE COLORS 
ORANGE, MAGENTA, RED AND YELLOW. 

THE MARK COMPRISES A FANCIFUL COLOR STRIPE 
DESIGN. 

FOR VIDEO RECORDER HEAD CLEANING CAS- 
SETTES; AUDIO RECORDER HEAD CLEANING CAS- 
SETTES AND CLEANING FLUID; COMPUTER DISK 
DRIVE HEAD CLEANERS; AND VIDEO RECORDER 
STARTER KITS COMPRISED OF A BLANK VIDEO TAPE 
CASSETTE, HEAD CLEANER CASSETTE AND RE- 
PLACEMENT FLUID THEREFOR, ANTI-STATIC 
CLEANING CLOTH, CONNECTING CABLES, CRT 
SCREEN CLEANING SPRAY, AND DUST BRUSH, ALL 
SOLD AS A UNIT (U.S. CLS. 21, 26, 36 AND 50). 

FIRST USE 12-12-1984; IN COMMERCE 12-12-1984. 
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SN 520,533. MEDICAL VIDEO PRODUCTIONS, ST. LOUIS, 
MO. FILED 2-4-1985. 


THE MARK INCLUDES A STYLIZED DESIGN OF THE 
LETTERS “MVP”. 

FOR PRERECORDED VIDEO TAPES RELATING TO 
VARIOUS FIELDS OF MEDICAL PRACTICE (U.S. CL. 21). 

FIRST USE 12-14-1984; IN COMMERCE 12-14-1984. 


SN 521,456. CREMEANS, JOHN E., DBA BUSINESS-ECO- 
NOMIC SOFTWARE SYSTEMS, CHEVY CHASE, MD. 
FILED 2-11-1985. 


ELKA 


FOR COMPUTER PROGRAMS, INSTRUCTIONAL MAN- 
UALS SOLD AS A UNIT THEREWITH, AND DISKETTES 
(U.S. CL. 38). 

FIRST USE 1-29-1985; IN COMMERCE 1-29-1985. 


SN 521,459. CREMEANS, JOHN E., DBA BUSINESS-ECO- 
NOMIC SOFTWARE SYSTEMS, CHEVY CHASE, MD. 
FILED 2-11-1985. 


FOR COMPUTER PROGRAMS, INSTRUCTIONAL 
MANUALS SOLD AS A UNIT THEREWITH, AND DIS- 
KETTES (U.S. CL. 38). 

FIRST USE 1-29-1985; IN COMMERCE 1-29-1985. 
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SN 521,558. TELXON CORPORATION, AKRON, OH. 
FILED 2-11-1985. 


TELX(|/)N 


OWNER OF U.S. REG. NOS. 1,049,958 AND 1,238,081. 

THE LINING IN THE DRAWING DOES NOT INDI- 
CATE ANY PARTICULAR COLOR. 

THE MARK CONSISTS OF THE WORD “TELXON” 
WITH A STYLIZED “O”. 

FOR PORTABLE COMPUTER HARDWARE, NAMELY 
-- PORTABLE TELECOMMUNICATION TERMINALS; 
COMPUTER PROGRAMS, PROGRAMMING MEDIA AND 
INSTRUCTION MANUALS SOLD THEREWITH; OPTI- 
CAL READING ASSEMBLIES COMPRISING OPTICAL 
WANDS AND LASER SCANNERS; TELECOMMUNICA- 
TION CONNECTORS FOR USE IN CONNECTING PORT- 
ABLE TELECOMMUNICATION TERMINALS TO CEN- 
TRAL PROCESSING UNITS; TELEPHONE MODEMS; 
INTERFACE CABLES; TELECOMMUNICATION RECEIV- 
ERS; PROTOCOL CONVERTERS; PRINTERS; AND BAT- 
TERY CHARGERS (U.S. CLS. 21, 26 AND 38). 

FIRST USE 9-0-1981; INCOMMERCE 9-0-1981. 


SN 522,331. RONAN ENGINEERING COMPANY, WOOD- 
LAND HILLS, CA. FILED 2-14-1985. 


RONAN 


SEC. 2(F). 

FOR PROCESS MONITORING APPARATUS, NAMELY, 
ANNUNCIATORS, TEMPERATURE MONITORS, TRANS- 
MITTERS AND ALARM TRIPS; SEQUENTIAL EVENTS 
RECORDERS FOR DATA ACQUISITION; AND NUCLE- 
AR MEASUREMENT INSTRUMENTATION, NAMELY, 
POINT LEVEL GAUGES, DENSITY GAUGES, CONTINU- 
OUS LEVEL GAUGES, CONTINUOUS WEIGH SCALES, 
AND MASS FLOW APPARATUS (U.S. CL. 26). 

FIRST USE 7-6-1959; IN COMMERCE 7-6-1959. 


SN 522,717. OMNI RESOURCES CORPORATION, MILL- 
BURY, MA. FILED 2-19-1985. 


INTELLIGENT DISKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISKS”, APART FROM THE MARK AS SHOWN. 

FOR PLASTIC BLANK MAGNETIC MEMORY DISKS 
(U.S. CL. 26). 

FIRST USE 8-3-1983; IN COMMERCE 8-3-1983. 
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SN 523,496. BOLT TECHNOLOGY CORPORATION, NOR- 
WALK, CT. FILED 2-22-1985. 


OMNIPULSE 


FOR SCIENTIFIC SEISMIC ENERGY SOURCE FOR 
TRANSMITTING SEISMIC ENERGY WAVES INTO THE 
EARTH COMPRISING -A GROUND-CONTACTING 
PLATE AND APPARATUS FOR GENERATING SEISMIC 
ENERGY WAVES INCLUDING SHEAR WAVES FOR USE 
IN SEISMIC SURVEYING OF THE EARTH (U.S. CLS. 21 


AND 26). 
FIRST USE 10-17-1984; IN COMMERCE 11-26-1984. 


SN 525,799. WORLD CONTAINER CORP., MINNEAPOLIS, 
MN. FILED 3-8-1985. 


KEEPER 


FOR REFRIGERANT GEL UNIT FOR DISPENSING 
AND METERING AMOUNTS OF REFRIGERANT GEL 
INTO CONTAINERS WHICH ARE THEN USED FOR RE- 
FRIGERATING PERISHABLE PRODUCTS (U.S. CLS. 26 
AND 31). 

FIRST USE 11-1-1984; INCOMMERCE 11-1-1984. 


SN 526,678. GASTROSOFT INC., CHICAGO, IL. FILED 
3-13-1985. 


GASTROGRAM 


FOR COMPUTER PROGRAM FOR USE IN THE MEDI- 
CAL FIELD (U.S. CL. 38). 
FIRST USE 3-11-1985; IN COMMERCE 3-11-1985. 


SN 526,919. EMULEX CORPORATION, COSTA MESA, CA. 
FILED 3-14-1985. 


TIME SPECTRUM 


FOR PRINTED CIRCUIT BOARDS FOR COMPUTERS 


(U.S. CLS. 21 AND 26). 
FIRST USE 11-18-1983; INCOMMERCE 11-18-1983. 
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SN 528,257. NUGENT, TERRANCE L., NASHVILLE, TN. 
FILED 3-22-1985. 


FOR MICROCOMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 9-4-1984; IN COMMERCE 3-19-1985. 


SN 536,057. SALTON, INC., NORTH CHICAGO, IL. FILED 
5-6-1985. 


SECRET STASH 


FOR RADIO COMPARTMENT USED AS A COMPO- 
NENT OF AN OVERALL RADIO UNIT (U.S. CL. 21). 
FIRST USE 3-25-1985; IN COMMERCE 3-25-1985. 


SN 536,696. C.J. SR. & C.J. IR. & C.EJ. RECORD PRODUC- 
TION CO., DBA APOLLO-S RECORDS, LOS ANGELES, 
CA. FILED 5-9-1985. 


APOLLO-S RECORDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS”, APART FROM THE MARK AS 


SHOWN. 
FOR PHONOGRAPH RECORDS, FEATURING GOSPEL 


MUSIC (U.S. CL. 36). 
FIRST USE 5-2-1985; IN COMMERCE 5-2-1985. 


SN 537,840. AMARAY INTERNATIONAL CORPORATION, 
REDMOND, WA. FILED 5-14-1985. 


AMARAY 


FOR STORAGE AND FILING CONTAINERS FOR COM- 
PUTER DISCS AND VIDEO CASSETTE STORAGE 
CASES (U.S. CLS. 2 AND 26). 

FIRST USE 11-30-1982; INCOMMERCE 11-30-1982. 
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SN 537,867. AMERICAN TELEPHONE AND TELEGRAPH 
COMPANY, NEW YORK, NY. FILED 5-15-1985. 


FASTECH 


FOR PACKAGING SYSTEM SOLD AS A UNIT FOR 
TELECOMMUNICATIONS EQUIPMENT COMPRISING 
INTEGRATED CIRCUIT PACKS, ELECTRICAL CON- 
NECTORS, SHELF HARDWARE, BACK PLANES, 
MOUNTING PLATES AND HOUSINGS (U.S. CL. 21). 

FIRST USE 10-31-1984; IN COMMERCE 10-31-1985. 


SN 539,691. FERRO CORPORATION, CLEVELAND, OH. 
FILED 5-28-1985. 


DELTA 


FOR REPLACEABLE, CONSUMABLE COMPONENTS 
FOR OPTICAL FINISHING APPARATUS, NAMELY, OPH- 
THALMIC GRINDING OR POLISHING PADS, EITHER 
IMPREGNATED WITH GRINDING OR POLISHING 
MEDIA, OR FOR USE IN CONJUNCTION WITH SLURRY- 
SUSPENDED MEDIA (USS. CLS. 4 AND 26). 

FIRST USE 5-7-1985; INCOMMERCE 5-7-1985. 


SN 539,804. DATRAN CORPORATION, LOS ANGELES, 
CA. FILED 5-28-1985. 


THE MARK COMPRISES “DATRAN”, THE LETTERS 
“A” BEING IN FANCIFUL FORM, AND THERE BEING A 
STRIPE OVER “DA” AND A STRIPE BENEATH “TRAN”. 

FOR COMPUTER PERIPHERALS, NAMELY, PRINTED 
CIRCUIT BOARDS FOR ENHANCING TRANSMISSION 
SPEED (U.S. CLS. 21 AND 26). 

FIRST USE 10-9-1984; IN COMMERCE 5-6-1985. 
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SN 540,472. JB SYSTEMS, INC., WOBURN, MA. FILED 


5-30-1985. 


IRIS @ 


FOR FLAME MONITORS FOR DETECTING THE PRES- 
ENCE, ABSENCE, AND/OR QUALITY OF A FLAME AS 
PART OF A BURNER MANAGEMENT SYSTEM FOR IN- 
DUSTRIAL BOILERS, HEATING FURNACES, REAC- 
TORS, AND THE LIKE (U.S. CL. 26). 

FIRST USE 1-8-1981; IN COMMERCE 1-8-1981. 


SN 541,686. TRACKING SYSTEMS CORPORATION, 
MCLEAN, VA. FILED 6-6-1985. 


AS-BUILT 


FOR COMPUTER PROGRAMS (USS. CL. 38). 
FIRST USE 6-15-1984; IN COMMERCE 6-15-1984. 


SN 541,968. NORTHERN TELECOM LIMITED, MONTRE- 
AL, QUEBEC, CANADA, FILED 6-10-1985. 


FOR ADD-ON DATA MODULES AND PRINTED CIR- 
CUIT BOARDS FOR ATTACHMENT TO TERMINALS OR 
COMPUTERS FOR TRANSMISSION OF DATA TO 
OTHER TERMINALS, COMPUTERS, OR TO TELEPHONE 
SYSTEMS (U.S. CLS. 21 AND 26). 

FIRST USE 2-14-1985; IN COMMERCE 2-14-1985. 


SN 542,928. MID-AMERICAN DENTAL SPECIALTIES, 
INC., HICKORY HILLS, IL. FILED 6-10-1985. 


ULTRA CEPH 


FOR CEPHALOMETER (U.S. CLS. 26 AND 44). 
FIRST USE 2-21-1985; IN COMMERCE 2-21-1985. 
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SN 543,688. BUSINESS INFORMATION SYSTEMS, INC., 
FORT WAYNE, IN. FILED 6-18-1985. 


SME 


FOR COMPUTER SOFTWARE PROGRAM (U.S. CL. 38). 
FIRST USE 8-1-1982; IN COMMERCE 8-1-1982. 


SN 544,861. KIGRE, INC., TOLEDO, OH. FILED 6-24-1985. 


THE MARK CONSISTS OF A DESIGN OF A UNI- 
CORN. 

FOR LASER APPARATUS COMPRISING LASER GEN- 
ERATING UNITS AND CAVITIES FOR MEDICAL AND 
SCIENTIFIC USE AND LASER RODS, DISCS AND FIL- 
TERS THEREFOR (U.S. CLS. 21 AND 26). 

FIRST USE 2-27-1985; IN COMMERCE 2-27-1985. 


SN 546,266. MICROTEMPO, INC., ARLINGTON, VA. 


FILED 7-3-1985. 


BONDSMART 


FOR COMPUTER PROGRAMS AND PROGRAM MANU- 
ALS ALL SOLD AS A UNIT FOR USE IN FINANCIAL 
APPLICATION (U.S. CL. 38). 

FIRST USE 7-1-1985; IN COMMERCE 7-1-1985. 
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SN 547,656. BROFEEL RECORDS INCORPORATED, 
COVINA, CA. FILED 7-12-1985. 


FOR PHONOGRAPH RECORDS (U.S. CL. 36). 
FIRST USE 1-15-1985; INCOMMERCE 1-15-1985. 


SN 547,864. CAMERA WORLD, INC., CHARLOTTE, NC. 
FILED 7-15-1985. 


SAILWIND 


FOR CAMERA ACCESSORIES, NAMELY, BELLOWS 
LENS SHADES, LENS CAPS, FILTERS, MAGNETIZED 
MONTAGE PRODUCING BOARDS, TRIPODS, NEGA- 
TIVE PRESERVERS, STRAPS, CAMERA BAGS AND 
CASES; AND BINOCULARS (U.S. CLS. 3 AND 26). 

FIRST USE 8-29-1983; IN COMMERCE 8-29-1983. 


SN 550,139. MIRACLE CLEAN CORPORATION, DENVER, 
CO. FILED 7-26-1985. 


Miracle Clean 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLEAN”, APART FROM THE MARK AS SHOWN. 
FOR ELECTRO-MECHANICAL CARPET CLEANING 


APPARATUS (U.S. CL. 23). 
FIRST USE 7-1-1957; IN COMMERCE 4-1-1965. 
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SN 550,697. ROSSEN, JOEL S., HONOLULU, HI. FILED 
7-29-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DATA” AND THE YIN-YANG SYMBOL, APART 
FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF THE WORD “ACU-DATA” 
WITH A STYLIZED ACUPUNCTURE NEEDLE DRAWN 
THROUGH EACH WORD AND A FACSIMILE OF THE 
CHINESE YIN-YANG SYMBOL. 

FOR COMPUTER PROGRAMS (U.S. CL. 38). 

FIRST USE 3-0-1984; IN COMMERCE 5-0-1984. 


SN 550,734. GEOGRAPHIX, INC., DENVER, CO. FILED 
7-29-1985. 


ISOMAP 


FOR COMPUTER PROGRAMS FOR MAPPING OF 
TOPOGRAPHIC SURFACES (U.S. CL. 38). 
FIRST USE 3-12-1985; IN COMMERCE 3-12-1985. 


SN 550,920. SCHOLASTIC INC., NEW YORK, NY. FILED 
7-30-1985. 


SURVEY TAKER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SURVEY”, APART FROM THE MARK AS SHOWN. 

FOR PRE-RECORDED COMPUTER PROGRAMS WITH 
INSTRUCTION BOOK, SOLD AS A UNIT FOR USE IN 
CHILDREN’S EDUCATION IN THE USE OF A COMPUT- 
ER (U.S. CL. 38). 

FIRST USE 11-16-1984; IN COMMERCE 11-16-1984. 





T™ 42 


CLASS 9—(Continued). 


SN 550,991. SCHOLASTIC INC., NEW YORK, NY. FILED 
7-30-1985. 


KIDS AT WORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KIDS”, APART FROM THE MARK AS SHOWN. 

FOR PRE-RECORDED COMPUTER PROGRAMS WITH 
INSTRUCTION BOOK, SOLD AS A UNIT, FOR USE IN 
CHILDREN’S EDUCATION (U.S. CL. 38). 

FIRST USE 9-28-1984; IN COMMERCE 9-28-1984. 


SN 550,992. SCHOLASTIC INC., NEW YORK, NY. FILED 
7-30-1985. 


OPERATION: FROG 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FROG”, APART FROM THE MARK AS SHOWN. 

FOR PRE-RECORDED COMPUTER PROGRAMS WITH 
INSTRUCTION BOOK, SOLD AS A UNIT, FOR USE IN 
CHILDREN’S SCIENCE EDUCATION (U.S. CL. 38). 

FIRST USE 11-6-1984; IN COMMERCE 11-6-1984. 


SN 550,993. SCHOLASTIC INC., NEW YORK, NY. FILED 
7-30-1985. 


MATH MAN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MATH”, APART FROM THE MARK AS SHOWN. 

FOR PRE-RECORDED COMPUTER PROGRAMS WITH 
INSTRUCTION BOOK, SOLD AS A UNIT, FOR USE IN 
CHILDREN’S MATHEMATICAL EDUCATION (U.S. CL. 
38). 

FIRST USE 10-15-1984; IN COMMERCE 10-15-1984. 
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SN 551,510. VESTRON INC., DBA VESTRON VIDEO, 
STAMFORD, CT. FILED 8-2-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLASSICS”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS OF THE WORDS “STORYTIME 
CLASSICS” TOGETHER WITH DESIGNS OF A BANDE- 
ROL, THE MOON, A COW AND STARS. 

FOR PRERECORDED VIDEO CASSETTES AND 
VIDEO DISCS (U.S. CL. 21). 

FIRST USE 3-25-1985; IN COMMERCE 3-25-1985. 


SN 551,636. DWIGHT’S ENERGYDATA, INC., DALLAS, 
TX. FILED 8-5-1985. 


DECON 


FOR COMPUTER PROGRAMS PARTICULARLY USED 
FOR FINANCIALLY EVALUATING AND REPORTING 
OIL AND GAS RESERVES (U.S. CL. 38). 

FIRST USE 6-0-1985; IN COMMERCE 6-0-1985. 


SN 551,689. BESKIN AND ASSOCIATES, INC., VIRGINIA 
BEACH, VA. FILED 8-5-1985. 


“MASTER APP 


FOR COMPUTER DISKETTES CONTAINING COMPUT- 
ER PROGRAMS, PRERECORDED VIDEO AND AUDIO 
TAPES AND ASSOCIATED PRINTED INSTRUCTION 
MANUALS, ALL TOGETHER CONTAINING MARKET- 
ING AND INSURANCE APPLICATION AIDS AND TECH- 
NIQUES FOR USE BY THE INSURANCE INDUSTRY (U.S. 
CLS. 21, 26, 36 AND 38). 

FIRST USE 7-22-1985; IN COMMERCE 7-22-1985. 
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SN 551,904. SRW COMPUTER COMPONENTS, 
FOUNTAIN VALLEY, CA. FILED 8-5-1985. 


INC., 


MICRODEX/25 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “25”, APART FROM THE MARK AS SHOWN. 

FOR CASES FOR MAGNETIC RECORDING MEDIA IN 
THE FORM OF COMPUTER DISKS AND DISKETTES 
(U.S. CLS. 2 AND 26). 

FIRST USE 10-19-1984; IN COMMERCE 10-19-1984. 


SN 552,257. RADOWSKY, PETER, JR., DBA RAINBOW 
SAFETY PRODUCTS CO., NIAGARA FALLS, NY. 
FILED 8-7-1985. 


LIFE LITE 


FOR REFLECTIVE SAFETY HARNESSES (U.S. CLS. 26 
AND 339). 
FIRST USE 7-19-1985; IN COMMERCE 7-19-1985. 


SN 552,258. RADOWSKY, PETER, JR., DBA RAINBOW 
SAFETY PRODUCTS CO., NIAGARA FALLS, NY. 
FILED 8-7-1985. 


[LAS 
Wyis 


FOR REFLECTIVE SAFETY HARNESSES (U.S. CLS. 26 


AND 339). 
FIRST USE 7-19-1985; IN COMMERCE 7-19-1985. 


SN 552,286. TOPTEX A.G.. LIECHTENSTEIN, BALZERS, 
FILED 8-7-1985. 


TOPTEX 


PRIORITY CLAIMED UNDER SEC. 44(D) ON LIECH- 
TENSTEIN APPLICATION NO. 6788, FILED 2-11-1985, 
REG. NO. 6788, DATED 8-17-1985, EXPIRES 2-11-2005. 

FOR COMPUTER PROGRAMS RECORDED ON PAPER, 


TAPES, CARDS, DISKS (U.S. CL. 38). 
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SN 552,311. TRI-TRONICS COMPANY, INC., TAMPA, FL. 
FILED 8-7-1985. 


ECONO-EYE 


FOR PHOTOELECTRIC SENSORS (U.S. CL. 26). 
FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 


SN 552,394. GLOBAL INSTRUMENTS, LTD., AMES, IA. 
FILED 8-8-1985. 


E“RAT”ICATOR 


FOR ELECTRONIC RODENT CONTROL DEVICE (U.S. 
CL. 21). 
FIRST USE 3-25-1985; IN COMMERCE 3-25-1985. 


SN 552,439. BEASLEY, THOMAS T., DBA REGISTRIP, 
CARMICHAEL, CA. FILED 8-8-1985. 


OWNER OF USS. REG. NO. 1,256,713. 

THE MARK COMPRISES “REGISTRIP” IN FANCIFUL 
FORM. 

FOR BOARD APPARATUS FOR MEASURING AND 
ALIGNING OFFSET MASTERS (U.S. CL. 26). 

FIRST USE 4-9-1985; IN COMMERCE 4-9-1985. 


SN 552,481. ALL THAT VIDEO, INC., VISALIA, CA. 
FILED 8-8-1985. 


ALL THAT VIDEO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIDEO”, APART FROM THE MARK AS SHOWN. 

FOR PRERECORDED VIDEO CASSETTES; VIDEO RE- 
CORDER ACCESSORIES, NAMELY, BATTERIES AND 
ELECTRICAL WIRES; VIDEO CASSETTE RECORDER 
EQUIPMENT, NAMELY, VIDEO TAPE AND CASSETTE 
RECORDERS, ELECTRICAL CONNECTORS, LOUD- 
SPEAKERS, MICROPHONES, STEREO RECEIVERS, 
TUNERS AND AMPLIFIERS; BLANK VIDEO TAPES 
AND VIDEO CASSETTE TAPE CASES (U.S. CLS. 2 AND 
21). 

FIRST USE 8-0-1980; IN COMMERCE 7-0-1983. 
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SN 552,492. AES DATA INC., MONTREAL, QUEBEC, 
CANADA, FILED 8-8-1985. 


AESGATE 


FOR COMPUTERS AND COMPUTER PROGRAMS FOR 
WIDE AREA NETWORK (U.S. CLS. 26 AND 38). 
FIRST USE 6-25-1985; IN COMMERCE 6-25-1985. 


SN 552,529. ACCESS ENTERTAINMENT GROUP, STUDIO 
CITY, CA. FILED 8-8-1985. 


ENTERTAINNIENT GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENTERTAINMENT GROUP”, APART FROM THE 
MARK AS SHOWN. 

FOR VIDEO CASSETTE TAPES FOR USE IN THE EN- 
TERTAINMENT FIELD (U.S. CL. 21). 

FIRST USE 5-1-1985; IN COMMERCE 5-1-1985. 


SN 552,554. CRAIN ENTERPRISES, INC., MOUND CITY, 
IL. FILED 8-9-1985. 


MOUND CITY 


OWNER OF U.S. REG. NO. 1,254,056. 


SEC. 2(F). 
FOR SURVEYORS’ FIBERGLASS MEASURING RODS 


(US. CL. 26). 
FIRST USE 3-19-1980; IN COMMERCE 3-19-1980. 


SN 552,562. CRAIN ENTERPRISES, INC., MOUND CITY, 
IL. FILED 8-9-1985. 


CRAIN 


OWNER OF U.S. REG. NO. 1,221,287. 

SEC. 2(F). 

FOR FIBERGLASS MEASURING RODS FOR USE BY 
SURVEYORS AND ARCHITECTS (US. CL. 26). 

FIRST USE 3-19-1980; IN COMMERCE 3-19-1980. 
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SN 552,895. POWER SOLUTIONS, INC., KENNEBUNK, ME. 
FILED 8-12-1985. 


FOR CURRENT INPUT/OUTPUT MEASUREMENT 
AND CONTROL UNITS (U.S. CL. 26). 
FIRST USE 10-22-1984; IN COMMERCE 10-22-1984. 


SN 552,896. POWER SOLUTIONS, INC., KENNEBUNK, ME. 
FILED 8-12-1985. 


ARCUS 


FOR CURRENT INPUT/OUTPUT MEASUREMENT 
AND CONTROL UNITS (U.S. CL. 26). 
FIRST USE 10-22-1984; IN COMMERCE 10-22-1984. 


SN 553,055. GALLIEN-KRUEGER, INC., CAMPBELL, CA. 
FILED 8-12-1985. 


FOR MUSICAL INSTRUMENT AMPLIFIERS, A CABI- 
NET THEREFOR, ALL SOLD AS A UNIT; AND PARTS 
THEREFOR (U.S. CLS. 21 AND 32). 

FIRST USE 1-1-1976; IN COMMERCE 1-1-1976. 


SN 553,139. TARADAY IMPORTS, INC., DBA DOVICO OR 
TOTE VISION, SEATTLE, WA. FILED 8-12-1985. 


TOTE VISION 


FOR TELEPHONE ANSWERING MACHINES AND 
VIDEO CASSETTE PLAYERS (U.S. CL. 21). 
FIRST USE 6-6-1985; IN COMMERCE 6-6-1985. 
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SN 553,157. PEGASYSTEMS INC., CAMBRIDGE, MA. 
FILED 8-12-1985. 


PEGASYSTEMS 


OWNER OF U.S. REG. NO. 1,348,464. 

FOR COMPUTER PROGRAMS PRERECORDED ON 
DISKS, TAPES, AND ELECTRONIC MEDIA (U.S. CL. 38). 

FIRST USE 4-6-1983; IN COMMERCE 2-6-1984. 


SN 553,351. HUTCHINS, DONALD C., SPRINGFIELD, MA. 
FILED 8-14-1985. 


CPR PROMPT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CPR”, APART FROM THE MARK AS SHOWN. 

FOR RESCUE AID; NAMELY, AN ELECTRONIC UNIT 
HAVING A MICROPROCESSOR AND VOICE SYNTHE- 
SIZER FOR LEADING A CERTIFIED RESCUER 
THROUGH CARDIOPULMONARY RESUSCITATION 
PROCEDURES (U.S. CL. 26). 

FIRST USE 6-20-1984; IN COMMERCE 6-20-1984. 


SN 553,384. OPEN SYSTEMS, INC., EDEN PRAIRIE, MN. 
FILED 8-14-1985. 


OPEN FOR BUSINESS 


FOR COMPUTER PROGRAMS RECORDED ON MAG- 
NETIC DISKETTES AND INSTRUCTION MANUALS RE- 
LATING THERETO (U.S. CL. 38). 

FIRST USE 6-27-1985; IN COMMERCE 6-27-1985. 


SN 553,394. NORWICH DATA SERVICES, LTD., EAST 
NORWICH, NY. FILED 8-14-1985. 


PLUS-WORKS 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 5-4-1985; IN COMMERCE 5-4-1985. 


SN 553,479. CORDES ENGINEERING, INC., COLUMBUS, 
OH. FILED 8-15-1985. 


RETROCON 


FOR ELECTRONIC CONTROL FOR WELDING APPA- 
RATUS (U.S. CLS. 21 AND 26). 
FIRST USE 5-14-1985; IN COMMERCE 6-25-1985. 
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SN 553,535. CULLER SCIENTIFIC SYSTEMS, INC., 
GOLETA, CA. FILED 8-15-1985. 


cullez 


FOR ELECTRONIC PRINTED CIRCUIT BOARD AS- 
SEMBLIES FOR USE IN SCIENTIFIC COMPUTERS (U.S. 
CLS. 21 AND 26). 

FIRST USE 7-17-1985; IN COMMERCE 7-17-1985. 


SN 553,542. OERLIKON WELDING INDUSTRIES, INC., 
HOUSTON, TX. FILED 8-15-1985. 


SPRAYARC 


FOR WELDING ELECTRODES (U.S. CL. 21). 
FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 


SN 553,588. MODUTEC INC., NORWALK, CT. FILED 
8-15-1985. 


BIG-LITTLE 


FOR DIGITAL PANEL METERS (U.S. CL. 26). 
FIRST USE 1-29-1985; IN COMMERCE 1-29-1985. 


SN 553,591. ELECTRO-MATIC PRODUCTS CO., CHICAGO, 
IL. FILED 8-15-1985. 


DEGAUSSATRON 


FOR APPARATUS FOR DEMAGNETIZING, AND PAR- 
TICULARLY DEGAUSSING MAGNETIC TAPES (U.S. 
CLS. 21 AND 26). 

FIRST USE 6-0-1985; IN COMMERCE 7-3-1985. 


SN 553,624. BRAND REX COMPANY, WILLIMANTIC, CT. 
FILED 8-15-1985. 


DUO/CON 


FOR WIRING SYSTEM COMPRISING ELECTRONIC 
AND COMMUNICATIONS CABLE, WALL OUTLET 
BOXES, WALL OUTLET ADAPTERS, AND TESTING 
UNITS FOR VERIFYING CIRCUIT INTEGRITY (U.S. CLS. 
21 AND 26). 

FIRST USE 3-30-1984; INCOMMERCE 3-30-1984. 
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SN 553,702. ADVANCED COMPUTER SYSTEMS, INC., 
DAYTON, OH. FILED 8-15-1985. 


FOR COMPUTER PROGRAMS ON MAGNETIC MEDIA 
AND FOR PRINTED INSTRUCTIONAL MATERIALS 
THEREFORE, SOLD AS A UNIT (US. CL. 38). 

FIRST USE 1-0-1968; IN COMMERCE 1-0-1968. 


SN 553,854. YINGST, RUTH A., DBA SUNNYHILL SOFT- 
WARE, SEATTLE, WA. FILED 8-16-1985. 


TURBO PROFESSIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROFESSIONAL”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER PROGRAM AND INSTRUCTION 
MANUAL SOLD AS A UNIT WITH THE PROGRAM (U.S. 


CL. 38). 
FIRST USE 7-30-1985; IN COMMERCE 8-12-1985. 


SN 553,922. HARBEN DEVELOPMENT, INC., GARLAND, 
TX. FILED 8-16-1985. 


HOSTESS 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 8-5-1985; INCOMMERCE 8-5-1985. 


SN 553,953. ADAMS ELEVATOR EQUIPMENT COMPANY, 
SKOKIE, IL. FILED 8-16-1985. 


SURVIVOR 


FOR ELEVATOR CONTROL BUTTONS (U.S. CLS. 2 
AND 6). 
FIRST USE 10-0-1982; IN COMMERCE 10-0-1982. 
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SN 554,064. SHURON INC., ROCHESTER, NY. FILED 


8-19-1985. 


SHURLITE 


FOR OPTHALMIC MOUNTINGS AND PARTS THERE- 
OF, NAMELY SPECTACLE FRAMES (U.S. CL. 26). 
FIRST USE 4-29-1983; IN COMMERCE 4-29-1983. 


SN 554,113. VIDEX, INC., CORVALLIS, OR. FILED 


8-19-1985. 


MAIL CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAIL”, APART FROM THE MARK AS SHOWN. 

FOR PRERECORDED COMPUTER PROGRAMS (U.S. 
CL. 38). 

FIRST USE 6-21-1985; IN COMMERCE 6-21-1985. 


SN 554,187. CORNUCOPIA SOFTWARE INC., BERKELEY, 
CA. FILED 8-19-1985. 


WHOOPS! 


FOR MICROCOMPUTER PROGRAMS FOR ELECTRON- 
ICALLY PROOF-READING WORD PROCESSED DOCU- 
MENTS AND INSTRUCTION MANUALS SOLD THERE- 
WITH (U.S. CL. 38). 

FIRST USE 6-18-1985; IN COMMERCE 7-8-1985. 


SN 554,215. ELECTRONIC RESEARCH AND SERVICE 
ORGANIZATION, INDUSTRIAL TECHNOLOGY RE- 
SEARCH INSTITUTE, HSING-CHU HSIEN, TAIWAN, 
FILED 8-19-1985. 


ERSO 


FOR COMPUTER PROGRAMS AND INTEGRATED 
CIRCUITS (U.S. CLS. 21 AND 38). 
FIRST USE 9-4-1984; IN COMMERCE 9-4-1984. 
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SN 554,730. HOBART BROTHERS COMPANY, TROY, OH. 
FILED 8-22-1985. 


MIG-MAN 


OWNER OF U.S. REG. NO. 1,220,678. 

FOR ELECTRIC ARC AND ELECTRIC RESISTANCE 
WELDING UNITS COMPRISING WELDERS, WELD 
WIRE FEEDERS, WELDING POWER SOURCES, WELD- 
ING GUNS, POWER CABLES AND CLAMPS (U.S. CLS. 21 
AND 34). 

FIRST USE 6-0-1983; IN COMMERCE 6-0-1983. 


SN 554,797. HALKEY-ROBERTS CORPORATION, ST. PE- 
TERSBURG, FL. FILED 8-22-1985. 


M.O.M. 


FOR SELF-CONTAINED MARINE EMERGENCY LIFE- 
SAVING SYSTEM COMPRISING A PYLON, INFLATA- 
BLE HORSESHOE, RAFT, LIFE JACKET, EMERGENCY 
BLANKET, CYALUME LIGHTSTICK, WHISTLE, MINI- 
AIR HORN, SMOKE SIGNAL, FLARES, DYE MARKER, 
WATER-ACTIVATED LIGHT, STROBE LIGHT, CREW 
LIGHT, AND SIGNAL MIRROR (U.S. CLS. 21, 26, 39 AND 
42). 

FIRST USE 9-0-1984; IN COMMERCE 9-0-1984. 


SN 555,037. KUBOTA TRACTOR CORP., COMPTON, CA. 
FILED 8-23-1985. 


EASY CHECKER 


FOR WARNING LIGHT PANELS FOR TRACTORS, 
COMPRISING VISUAL INDICATORS FOR FLUID LEVEL 
AND MECHANICAL MALFUNCTION (USS. CLS. 19, 21, 23 
AND 26). 

FIRST USE 2-1-1983; IN COMMERCE 2-1-1983. 


SN 555,049. CONSUMERS SOFTWARE INCORPORATED, 
VANCOUVER, B.C., CANADA, FILED 8-23-1985. 


THE SPREADSHEET 
AUDITOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPREADSHEET”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SOFTWARE PROGRAM STORED ON 
MAGNETIC MEDIA THAT DISPLAYS THE CONTENTS 
OF CERTAIN COMPUTER FILES IN SPECIAL FORMATS 
(U.S. CL. 38). 

FIRST USE 12-0-1983; INCOMMERCE 12-0-1983. 
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SN 555,088. THERMALLOY INCORPORATED, DALLAS, 
TX. FILED 8-23-1985. 


CONDUCTA-PAD 


FOR ELECTRICAL CONDUCTIVE MOUNTING PAD 
FOR USE IN ELECTRONIC SEMICONDUCTOR DEVICE 
PACKAGES (U.S. CL. 21). 

FIRST USE 1-31-1985; INCOMMERCE 1-31-1985. 


SN 555,602. CITIZEN TOKEI KABUSHIKI KAISHA, DBA 
CITIZEN WATCH CO., LTD., SHINJUKU-KU, TOKYO, 
JAPAN, FILED 8-26-1985. 


BOOKVISION 


FOR LCD (LIQUID CRYSTAL DISPLAY) TELEVISION 
APPARATUS (U.S. CL. 21). 
FIRST USE 1-5-1985; IN COMMERCE 7-4-1985. 


SN 555,615. PAPERBACK SOFTWARE INTERNATIONAL, 
BERKELEY, CA. FILED 8-26-1985. 


THE MARK COMPRISES A CONCENTRIC CIRCLES 
DESIGN. 

FOR COMPUTER PROGRAMS (U.S. CL. 38). 

FIRST USE 10-12-1984; INCOMMERCE 10-12-1984. 


SN 555,826. SIECOR CORPORATION, HICKORY, NC. 
FILED 8-28-1985. 


FIC 


FOR METAL RACKS FOR ARRANGING AND CON- 
NECTING SPLICES OF OPTICAL FIBERS (U.S. CL. 26). 
FIRST USE 3-25-1985; INCOMMERCE 3-25-1985. 
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SN 556,081. COMMISSION ON PROFESSIONAL AND HOS- 
PITAL ACTIVITIES, ANN ARBOR, MI. FILED 
8-29-1985. 


ACCUCODE 


FOR PRE-RECORDED COMPUTER PROGRAMS IN 
THE FIELD OF HEALTH CARE (U.S. CL. 38). 
FIRST USE 12-19-1984; IN COMMERCE 12-19-1984. 


SN 556,368. CC STUDIOS INC., WESTON, CT. FILED 
8-3-1985. 


cyissren's Cire e 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHILDREN’S”, APART FROM THE MARK AS 
SHOWN. 

FOR PRERECORDED AUDIO AND VIDEO TAPES 
AND CASSETTES, AND CINEMATOGRAPHIC FILM 
(U.S. CLS. 21, 36 AND 38). 

FIRST USE 7-31-1985; INCOMMERCE 7-31-1985. 


SN 556,481. SPACE SAVER SYSTEMS, INC., NORWALK, 
CT. FILED 9-3-1985. 


DATASECURE 


FOR DISKETTE FILING SYSTEMS CONSISTING OF 
DISKETTE HOLDERS, RACKS AND CARRYING CASES 


(US. CL. 26). 
FIRST USE 8-8-1985; IN COMMERCE 8-8-1985. 


SN 556,530. PROPHECY DEVELOPMENT CORPORATION, 
BOSTON, MA. FILED 9-3-1985. 


PROFIT TOOL 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 2-19-1985; IN COMMERCE 2-19-1985. 


SN 556,532. PROPHECY DEVELOPMENT CORPORATION, 
BOSTON, MA. FILED 9-3-1985. 


PROPHECY 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 11-0-1984; IN COMMERCE 11-0-1984. 
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SN 556,692. APPLIED COLOR SYSTEMS, INC., PRINCE- 
TON, NJ. FILED 9-3-1985. 


SPECTRO-SENSOR 


OWNER OF U.S. REG. NO. 1,145,553. 

SEC. 2(F). 

FOR COMPUTER CONTROLLED 
TOMERS (U.S. CL. 26). 

FIRST USE 8-1-1978; INCOMMERCE 8-1-1978. 


SPECTROPHO- 


SN 556,740. HEATH CONSULTANTS INCORPORATED, 
STOUGHTON, MA. FILED 9-3-1985. 


ODORATOR 


FOR INSTRUMENTS FOR DETECTING ODORANT 
LEVELS IN GAS TRANSMISSION SYSTEMS (U.S. CL. 26). 
FIRST USE 3-4-1984; IN COMMERCE 3-4-1984. 


SN 556,822. H.W. WILSON COMPANY, INC., THE, BRONX, 
NY. FILED 9-4-1985. 


WILSEARCHI 


OWNER OF U.S. REG. NOS. 1,320,037 AND 1,332,602. 

THE MARK CONSISTS OF THE WORD “WILSEARCH” 
IN STYLIZED FORM. 

FOR COMPUTER PROGRAM RECORDED ON A DIS- 
KETTE PROVIDING DIRECT ACCESS TO A VARIETY 
OF DATABASES, FOR USE WITH PERSONAL COMPUT- 
ERS (U.S. CL. 38). 

FIRST USE 2-1-1985; IN COMMERCE 7-7-1985. 


SN 557,078. MEGAHAUS CORPORATION, SAN DIEGO, 
CA. FILED 9-6-1985. 


REPORTWORKS 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 8-1-1985; IN COMMERCE 8-31-1985. 


SN 557,169. WST POWERELECTRONICS, INC., PROVI- 
DENCE, RI. FILED 9-6-1985. 


ACCU-NEAL 


FOR ELECTRONIC CONTROLLERS FOR WIRE AN- 


NEALERS (U.S. CL. 26). 
FIRST USE 6-26-1985; IN COMMERCE 6-26-1985. 
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SN 557,289. GATEWAY MICROSYSTEMS INC., AUSTIN, 
TX. FILED 9-9-1985. 


SYNCLINK 


FOR PRINTED CIRCUITS BOARDS FOR USE IN PER- 
SONAL COMPUTERS (U.S. CLS. 21 AND 26). 
FIRST USE 8-30-1985; IN COMMERCE 8-30-1985. 


SN 557,364. BENTLY NEVADA CORPORATION, MINDEN, 
NV. FILED 9-9-1985. 


ADRE 


OWNER OF U.S. REG. NO. 1,153,787. 

FOR AUTOMATED DIAGNOSTIC SYSTEMS FOR ANA- 
LYZING MACHINERY BEHAVIOR IN THE FIELD OF 
ROTATING MACHINERY (U.S. CL. 26). 

FIRST USE 10-4-1979; IN COMMERCE 10-4-1979. 


SN 557,432. GREAT LAKES INSTRUMENTS, INC., MIL- 
WAUKEE, WI. FILED 9-9-1985. 


VERSALYZER 


FOR MEASUREMENT SIGNAL RECEIVER AND ANA- 
LYZER (U.S. CLS. 21 AND 26). 
FIRST USE 6-7-1985; IN COMMERCE 6-10-1985. 


SN 557,624. INNOVATIVE CONCEPTS, INC., SAN JOSE, 
CA. FILED 9-10-1985. 


PROVIEW 


FOR CONTAINERS SPECIFICALLY DESIGNED FOR 
STORAGE OF MAGNETIC TAPE CASSETTES AND 
LASER DISCS (U.S. CLS. 2, 21 AND 36). 

FIRST USE 4-16-1984; IN COMMERCE 4-16-1984. 


SN 557,823. NEC HOME ELECTRONICS (U.S.A.) INC., ELK 
GROVE VILLAGE, IL. FILED 9-11-1985. 


RENAISSANCE 


FOR AUDIO AND VIDEO SYSTEMS, NAMELY, INTE- 
GRATED AMPLIFIERS, STEREO TURNERS, COMPACT 
DISC PLAYERS, SPEAKERS, AUDIO RACKS, STEREO 
TV MONITORS AND CASSETTE RECORDERS (U.S. CLS. 
21 AND 36). 

FIRST USE 5-1-1985; IN COMMERCE 5-1-1985. 
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SN 557,855. NORTH SUPPLY COMPANY, INDUSTRIAL 
AIRPORT, KS. FILED 9-12-1985. 


PREMIER 


OWNER OF USS. REG. NO. 1,329,316. 
FOR SINGLE LINE TELEPHONE SETS (U.S. CL. 21). 
FIRST USE 10-22-1984; INCOMMERCE 10-22-1984. 


SN 557,868. SOFTSEL COMPUTER PRODUCTS, 
INGLEWOOD, CA. FILED 9-12-1985. 


INC., 


SOFTSEL 


OWNER OF U.S. REG. NO. 1,195,939. 

FOR COMPUTER PROGRAMS AND COMPUTER 
HARDWARE, NAMELY, COMPUTER PERIPHERALS 
AND PARTS THEREFOR (U.S. CLS. 26 AND 38). 

FIRST USE 6-1-1981; INCOMMERCE 6-1-1981. 


SN 557,897. ART TEMPLE, INC., SAN FRANCISCO, CA. 
FILED 9-12-1985. 


SHOWER & SING 


FOR RADIOS WITH CLOCK AND THERMOMETER 
(U.S. CLS. 21, 26 AND 27). 
FIRST USE 2-1-1985; IN COMMERCE 2-1-1985. 


SN 558,010. SYSTEMS MODELING CORPORATION, 
STATE COLLEGE, PA. FILED 9-13-1985. 


CINEMA 


FOR COMPUTER PROGRAM FOR SIMULATION AND 
GRAPHICAL ANIMATION OF DISCRETE AND CONTIN- 
UOUS SYSTEMS (U.S. CL. 38). 

FIRST USE 6-5-1985; IN COMMERCE 6-5-1985. 


SN 558,021. DAZEY PRODUCTS COMPANY, INDUSTRIAL 
AIRPORT, KS. FILED 9-13-1985. 


DAZEY 


OWNER OF U.S. REG. NOS. 539,274, 1,084,505 AND 
OTHERS. 
FOR VACUUM CLEANERS (U.S. CLS. 21 AND 23). 


FIRST USE 1-9-1985; IN COMMERCE 1-24-1985. 
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SN 558,070. PHASE TECHNOLOGY CORPORATION, 
JACKSONVILLE, FL. FILED 9-13-1985. 


RPF 


FOR TRANSDUCERS FOR SPEAKER SYSTEMS (U.S. 
CL. 21). 
FIRST USE 4-17-1985; IN COMMERCE 4-17-1985. 


SN 558,090. VOXTRON SYSTEMS, INC., NEW BRAUN- 
FELS, TX. FILED 9-13-1985. 


VOXTRON 


FOR ACCESS CONTROL DEVICES AND SYSTEMS, 
PARTICULARLY BIOMETRIC OR VOICE ACTUATED 
DEVICES FOR GAINING ACCESS TO LOCKED OR SE- 
CURED PREMISES OR EQUIPMENT (U.S. CL. 26). 

FIRST USE 8-7-1985; IN COMMERCE 8-7-1985. 


SN 558,188. PERSOFT, FILED 


9-13-1985. 


INC., MADISON, WI. 


SMARTMOVE 


FOR COMPUTER PROGRAM AND ACCOMPANYING 
DOCUMENTATION SOLD AS A UNIT (U.S. CL. 38). 
FIRST USE 8-0-1985; IN COMMERCE 8-0-1985. 


SN 558,189. PERSOFT, INC., MADISON, WI. FILED 


9-13-1985. 


SMARTYM 


FOR COMPUTER PROGRAM AND ACCOMPANYING 
DOCUMENTATION SOLD AS A UNIT (U.S. CL. 38). 
FIRST USE 6-0-1985; IN COMMERCE 6-0-1985. 


SN 558,214. ROBINTON PRODUCTS, INC., SUNNYVALE, 
CA. FILED 9-13-1985. 


INTELLIMETER 


FOR ELECTRICAL POWER MEASURING APPARATUS 


(U.S. CLS. 21 AND 26). 
FIRST USE 8-9-1985; IN COMMERCE 8-9-1985. 
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SN 558,225. XEBRON CORPORATION, ANN ARBOR, MI. 
FILED 9-13-1985. 


XEBRON 


FOR ELECTRIC EDGE-LIGHTED INFORMATION 
BOARDS (U.S. CLS. 21 AND 50). 


FIRST USE 4-19-1985; IN COMMERCE 4-19-1985. 


SN 558,339. MARBLE COMPUTER, INCORPORATED, 
MARTINSBURG, WV. FILED 9-16-1985. 


MARBLE 


FOR UTILITY COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 5-0-1985; IN COMMERCE 5-0-1985. 


SN 558,436. KEY TRONIC CORPORATION, SPOKANE, 
WA. FILED 9-16-1985. 


KB 5151 


FOR COMPUTER KEYBOARDS (U.S. CL. 26). 
FIRST USE 12-24-1983; INCOMMERCE 12-24-1983. 


SN 558,551. AUDICHRON COMPANY, THE, ATLANTA, 
GA. FILED 9-16-1985. 


CHRONOS 


FOR AUTOMATIC TELEPHONE MESSAGE APPARA- 
TUS FOR DELIVERING TIME, TEMPERATURE, AND 
OTHER MESSAGES (U.S. CL. 21). 

FIRST USE 6-27-1985; IN COMMERCE 6-27-1985. 


SN 559,059. IDEAL CONCEPTS, LTD., SAN DIEGO, CA. 
FILED 9-19-1985. 


RHYTHM IN THE RAIN 


FOR WATERPROOF BATTERY POWERED TRANSIS- 
TORIZED RADIO RECEIVER SUITABLE FOR INSTAL- 
LATION IN SHOWER STALLS (U.S. CL. 21). 

FIRST USE 8-30-1985; IN COMMERCE 8-30-1985. 





JANUARY 7, 1986 


CLASS 9—(Continued). 


SN 559,138. CORNING GLASS WORKS, CORNING, NY. 
FILED 9-19-1985. 


SOLAR BARRIERS 


FOR SUNGLASSES (U.S. CL. 26). 
FIRST USE 8-30-1985; IN COMMERCE 8-30-1985. 


SN 559,148. MICRON INDUSTRIES CORPORATION, 
STONE PARK, IL. FILED 9-19-1985. 


VALUTRAN 


FOR TRANSFORMERS (U.S. CL. 21). 
FIRST USE 8-23-1984; IN COMMERCE 8-23-1984. 


SN 559,176. AMERICAN OPTICAL CORPORATION, 
SOUTHBRIDGE, MA. FILED 9-19-1985. 


SKYMASTER 


FOR SUNGLASSES (U.S. CL. 26). 
FIRST USE 0-0-1966; IN COMMERCE 0-0-1966. 


CLASS 10—MEDICAL APPARATUS 


SN 366,067. BAXA CORPORATION, DENVER, CO. FILED 
5-24-1982. 


BAXA 


FOR SYRINGES FOR DISPENSING MEDICINES AND 
STRUCTURAL PARTS THEREFOR; INTRAVENOUS AD- 
MINISTRATION SEALS, CAPS, AND NEEDLES; NASO- 
GASTRIC TUBE ADAPTORS (U.S. CL. 44). 

FIRST USE 7-31-1981; IN COMMERCE 7-31-1981. 


SN 449,793. MICRO-MEGA S.A., BESANCON, FRANCE, 
FILED 10-26-1983. 


atic 


NO. 1222718, DATED 


OWNER OF FRANCE REG. 
12-23-1982, EXPIRES 12-23-1992. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROPHY”, APART FROM THE MARK AS SHOWN. 

FOR DENTAL HAND-PIECE AND ATTACHMENTS 
THEREFOR, NAMELY BRUSHES AND MASSAGE CUPS 
FOR CLEANING TEETH (U.S. CL. 44). 

FIRST USE 9-0-1983; IN COMMERCE 9-0-1983. 
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SN 451,546. REMINGTON PRODUCTS, INC., BRIDGE- 
PORT, CT. FILED 11-7-1983. 


HI-TECH 


FOR ELECTRIC MASSAGERS (U.S. CL. 44). 
FIRST USE 10-5-1983; IN COMMERCE 10-5-1983. 


SN 488,705. ACCURAY SURGICALS LIMITED, KARACHI, 
PAKISTAN, FILED 7-6-1984. 


ACCURAY 


FOR SURGICAL, DENTAL AND VETERINARY IN- 
STRUMENTS, NAMELY, SCISSORS, FORCEPS, PROBES 
AND DIRECTORS (U.S. CL. 44). 

FIRST USE 12-28-1980; INCOMMERCE 2-10-1981. 


SN 494,841. STI-GRUPPEN AB, UPPLANDS VASBY, 
SWEDEN, FILED 8-14-1984. 


GRIP-TRAY 


PRIORITY CLAIMED UNDER SEC. 44(D) ON SWEDEN 
APPLICATION NO. 841224, FILED 2-14-1984, REG. NO. 
192417, DATED 8-10-1984, EXPIRES 8-10-1994. 

FOR IMPRESSION SPOON FOR DENTAL PURPOSES 
(U.S. CL. 44). 


SN 499,997. BRUKER MEDIZINTECHNIK GMBH, RHEIN- 
STETTEN-FORCHHEIM, FED REP GERMANY, FILED 
9-19-1984. 


PHYSIOGARD 


FOR BEDSIDE-PATIENT MONITORS, CENTRAL MON- 
ITORS FOR INTENSIVE CARE UNITS, MONITORS FOR 
OPERATING THEATRES, INSTRUMENTS FOR MEASUR- 
ING, DISPLAYING, RECORDING AND MONITORING OF 
PHYSIOLOGICAL PARAMETERS SUCH AS ELECTRO- 
CARDIOGRAM, ELECTROENCEPHALOGRAM, BLOOD 
PRESSURE, RESPIRATION, AND TEMPERATURE; 
PACEMAKERS, DEFIBRILLATORS, MOBILE EMERGEN- 
CY CARDIAC CARE AND REANIMATION INSTRU- 
MENTS; INSTALLATION CUPBOARDS FOR INTENSIVE 
CARE UNITS (U.S. CL. 44). 

FIRST USE 3-25-1984; IN COMMERCE 3-25-1984. 
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SN 507,643. MYOCURE, INC., LOS ANGELES, CA. FILED 
11-7-1984. 


MYOCURE 


FOR MEDICAL AND SURGICAL INSTRUMENTS FOR 
PERFORMING EYE SURGERY, BLADE DEPTH GAUGE 
BLOCKS, AND ACCOMPANYING INSTRUCTIONAL MA-. 


TERIALS (U.S. CL. 44). 
FIRST USE 10-1-1983; INCOMMERCE 10-1-1983. 


SN 508,318. ABBOTT LABORATORIES, NORTH CHICA- 
GO, IL. FILED 11-13-1984. 


TRANSFER-LOK 


FOR CLAMP FOR CONTAINERS USED IN PARENTER- 
AL ADMINISTRATION OF FLUIDS (U.S. CL. 44). 
FIRST USE 10-15-1984; INCOMMERCE 10-15-1984. 


SN 513,521. EDWARD WECK & COMPANY, INC., RE- 
SEARCH TRIANGLE PARK, NC. FILED 12-14-1984. 


WECK 


OWNER OF U.S. REG. NOS. 401,893 AND 434,777. 

SEC. 2(F). 

FOR MEDICAL AND SURGICAL INSTRUMENTS AND 
APPLIANCES; AND DEVICES FOR USE DURING SUR- 


GERY (USS. CL. 44). 
FIRST USE 0-0-1934; IN COMMERCE 0-0-1934. 


SN 514,715. ELDREDGE RESOURCES, INC., MURRAY, 
UT. FILED 12-21-1984. 


ENERGY POINTS 
STIMULATOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STIMULATOR”, APART FROM THE MARK AS 
SHOWN. 

FOR HAND-HELD NON-INVASIVE MEDICAL ELEC- 
TRODE STIMULATOR DEVICE USED FOR THE RELIEF 
OF PAIN (U.S. CL. 44). 

FIRST USE 11-26-1984; IN COMMERCE 11-26-1984. 
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SN 517,194. PROTEK AG, BERN, SWITZERLAND, FILED 


UAS 


OWNER OF SWITZERLAND REG. NO. 332641, DATED 
2-20-1984, EXPIRES 2-20-2004. 

FOR ENDO JOINT PROSTHESIS, IN PARTICULAR HIP 
JOINT PROSTHESIS, NAMELY JOINT SOCKETS AND 
FEMORAL STEMS; INSTRUMENTS FOR IMPLANTING 
SAME (U.S. CL. 44). 


SN 517,195. PROTEK AG, BERN, SWITZERLAND, FILED 
1-11-1985. 


TICTIN 


OWNER OF SWITZERLAND REG. NO. 333427, DATED 
3-10-1984, EXPIRES 3-10-2004. 

FOR ENDO JOINT PROSTHESIS, IN PARTICULAR HIP 
JOINT PROSTHESIS, NAMELY JOINT SOCKETS AND 
FEMORAL STEMS; INSTRUMENTS FOR IMPLANTING 
SAME (U.S. CL. 44). 


SN 521,593. MEDICAL ENGINEERING CORPORATION, 
INCORPORATED, RACINE, WI. FILED 2-11-1985. 


T-SPAN 


FOR TISSUE EXPANDER (U.S. CL. 44). 
FIRST USE 11-7-1984; IN COMMERCE 11-7-1984. 


SN 531,381. NUCLETRON HOLDING BV, LEERSUM, 
NETHERLANDS, FILED 4-9-1985. 


| nucletron 


FOR APPARATUS FOR RADIATION THERAPY AND 
CONTROLS FOR USE THEREWITH, SOLD AS A UNIT 


(U.S. CL. 44). 
FIRST USE 0-0-1978; IN COMMERCE 9-0-1983. 
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SN 531,997. PHARMA-PLAST A/S, VAERLOESE, DEN- 
MARK, FILED 4-12-1985. 


FOR MEDICAL DISPOSABLE PLASTIC ARTICLES, 
NAMELY DISPOSABLE SYRINGES, CATHETERS, 
TUBES, AND URINARY DRAINAGE SYSTEMS (US. CL. 
44). 

FIRST USE 11-30-1972; INCOMMERCE 1-1-1984. 


SN 536,840. RESPIRATORY SYSTEMS, INCORPORATED, 
IRVINE, CA. FILED 5-10-1985. 


LIFEAIR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AIR”, APART FROM THE MARK AS SHOWN. 

FOR EMERGENCY ESCAPE BREATHING SYSTEM 
COMPRISED ESSENTIALLY OF HOOD FOR COVERING 
HEAD, REGULATOR VALVE AND AIR CYLINDER IN 
POUCH (U.S. CLS. 26 AND 44). 

FIRST USE 9-10-1984; IN COMMERCE 9-10-1984. 


SN 538,004. MODCOM, INC., CANBY, OR. FILED 5-16-1985. 


CLOSE-CHAIN 


FOR ORTHODONTIC CHAIN MATERIAL (U.S. CL. 44). 
FIRST USE 1-11-1985; IN COMMERCE 1-11-1985. 
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SN 539,646. EDWARD WECK & COMPANY, INC., RE- 
SEARCH TRIANGLE PARK, NC. FILED 5-28-1985. 


WECKSTAT 


OWNER OF °U.S. REG. NOS. 401,893, 1,297,315 AND 
OTHERS. 

FOR SURGICAL CLOSURE PRODUCTS NAMELY STA- 
PLERS AND STAPLES (U.S. CL. 44). 

FIRST USE 2-6-1985; IN COMMERCE 2-6-1985. 


SN 543,700. BIOTHERM LTD. INC., NORTH MIAMI 
BEACH, FL. FILED 6-18-1985. 


MICROTHERM CRYSTAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CRYSTAL”, APART FROM THE MARK AS SHOWN. 

FOR FLEXIBLE IMPREGNATED MEMBRANE CON- 
SISTING OF MICROENCAPSULATED LIQUID CRYSTAL 
SENSORS FOR THE PURPOSE OF DETECTING THER- 
MAL PATTERNS AS PART OF A THERMOGRAPHIC IM- 
AGING SYSTEM (U.S. CL. 44). 

FIRST USE 5-0-1984; IN COMMERCE 5-0-1984. 


SN 545,185. CASSOU, ROBERT, L’AIGLE, FRANCE, AND 
CASSOU, MAURICE, L’AIGLE, FRANCE, AND 
CASSOU, BERTRAND, L’AIGLE, FRANCE, FILED 
6-26-1985. 


OSIRIS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 726231, FILED 12-28-1984, REG. NO. 
1293831, DATED 12-28-1984, EXPIRES 12-28-1994. 

FOR VETERINARY INSTRUMENTS AND APPARATUS, 
NOTABLY FOR TREATMENT OF ANIMALS AND IN 
PARTICULAR FOR COLLECTING AND TRANSFER- 
RING OF EMBRYOS (U.S. CL. 44). 
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SN 548,950. ISOTECHNOLOGIES, INC., CARRBORO, NC. 


FILED 7-19-1985. 


FOR MEASUREMENT AND REHABILITATIVE EXER- 
CISE APPARATUS COMPRISED PRIMARILY OF HY- 
DRAULIC RESISTANCE APPARATUS, BODY SEGMENT 
POSITIONERS AND RESTRAINTS FOR EVALUATING 
MAJOR JOINT MOVEMENT (U.S. CL. 44). 

FIRST USE 11-0-1984; IN COMMERCE 11-0-1984. 


SN 548,999. ISOTECHNOLOGIES, INC., CARRBORO, NC. 
FILED 7-19-1985. 


ISOSTATION 


FOR MEASUREMENT AND REHABILITATIVE EXER- 
CISE APPARATUS COMPRISED PRIMARILY OF HY- 
DRAULIC RESISTANCE APPARATUS, BODY SEGMENT 
POSITIONERS AND RESTRAINTS FOR EVALUATING 
MAJOR JOINT MOVEMENT (U.S. CL. 44). 

FIRST USE 11-0-1984; IN COMMERCE 11-0-1984. 


SN 551,940. VISTECH CONSULTANTS, INC., DAYTON, 
OH. FILED 8-5-1985. 


vcTsS 


FOR OPTICAL EQUIPMENT FOR VISION TESTING 
COMPRISED ESSENTIALLY OF CHARTS, CARDS, CARD 
HOLDERS AND EYE CHARTS IMPRINTED ON SLIDES 
FOR USE IN SLIDE PROJECTORS (U.S. CLS. 26 AND 44). 

FIRST USE 10-13-1983; INCOMMERCE 10-13-1983. 


SN 552,211. LYPHOMED, INC., MELROSE PARK, IL. 
FILED 8-7-1985. 


MAXIFILL 


FOR FLUID TRANSER APPARATUS FOR TRANSFER- 
RING INTRAVENOUS ADDITIVES AND MICRONU- 
TRIENTS FROM BULK SUPPLY CONTAINERS TO IN- 
TRAVENOUS FEEDING APPARATUS (U.S. CL. 44). 

FIRST USE 5-23-1985; IN COMMERCE 5-23-1985. 
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SN 554,953. PARKE, DAVIS & COMPANY, MORRIS 
PLAINS, NJ. FILED 8-22-1985. 


INSYTE-W 


FOR INTRAVENOUS CATHETER PLACEMENT UNIT 
(US. CL. 44). 
FIRST USE 8-6-1985; IN COMMERCE 8-6-1985. 


SN 557,303. DENTAURUM, INC., NEWTOWN, PA. FILED 
9-9-1985. 


ORTHO-CAST 


FOR ORTHODONTIC APPLIANCES (U.S. CL. 44). 
FIRST USE 8-20-1985; IN COMMERCE 8-20-1985. 


SN 559,553. SNYDER LABORATORIES, INC., DOVER, OH. 
FILED 9-23-1985. 


PULSAVAC 


OWNER OF U.S. REG. NO. 1,316,805. 

FOR SURGICAL PULSATILE, LAVAGE/DEBRIDE- 
MENT SYSTEM, COMPRISED OF A CONSOLE, A 
MOBILE FLOOR STAND POLE WITH BASE AND CAST- 
ERS AND A STANDARD HOLDING BRACKET FOR 
MOST SUCTION COLLECTION CANISTERS (U.S. CL. 44). 

FIRST USE 4-27-1983; IN COMMERCE 4-27-1983. 


SN 559,664. DEVON INDUSTRIES, INC., CHATSWORTH, 
CA. FILED 9-23-1985. 


SHARPS-A-GATOR 


FOR DISPOSABLE CONTAINER FOR HOSPITAL DIS- 
CARDS SUCH AS SYRINGES, NEEDLES, SHARPS AND 
THE LIKE (U.S. CLS. 2 AND 44). 

FIRST USE 9-15-1985; IN COMMERCE 9-15-1985. 


SN 560,110. LINTRONICS INDUSTRIES, INC., FT. LAU- 
DERDALE, FL. FILED 9-25-1985. 


LINTRO-SCAN 


FOR MEDICAL DIAGNOSTIC EQUIPMENT, NAMELY; 
COMPUTERIZED LIGHT SCANNING, VIDEO IMAGING 
APPARATUS, FOR DETECTION OF BREAST CANCER 
(U.S. CL. 44). 

FIRST USE 10-0-1983; IN COMMERCE 3-1-1984. 
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SN 562,161. LINTRONICS INDUSTRIES, INC., FT. LAU- SN 519,421. SCOTT MANUFACTURING CO. INC., MIAMI 
DERDALE, FL. FILED 10-8-1985. SPRINGS, FL. FILED 1-28-1985. 


LINTROWVES ‘Busy’ Burner @ 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
FOR MEDICAL DIAGNOSTIC EQUIPMENT, NAMELY: USE “BURNER”, APART FROM THE MARK AS SHOWN. 
A THE MARK COMPRISES THE WORDS “BUSY 
COMPUTERIZED LIGHT SCANNING, VIDEO IMAGING a 
APPARATUS, FOR DETECTION OF BREAST CANCER BURNER” AND A FANCIFUL DESIGN REPRESENTA- 
ew TION OF AN ELECTRIC RANGE SURFACE ELEMENT. 
S. CL. 44). FOR ELECTRIC RANGE SURFACE ELEMENTS IN 
FIRST USE 10-0-1983; IN COMMERCE 3-1-1984. THMENATORE OF Beatens Git Ce 36 
FIRST USE 11-1-1984; IN COMMERCE 11-21-1984. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


SN 519,847. PRESCOTT SUPPLY COMPANY INC, TALLA- 
SN 449,519. KCS LIGHTING INC., UNION, NJ. ASSIGNEE HASSEE, FL. FILED 1-29-1985. 
OF KEENE CORPORATION, UNION, NJ. FILED 
10-24-1983. 


HAZARD LINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LINE”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR ELECTRIC LIGHTING FIXTURES FOR COMMER- 
CIAL AND INDUSTRIAL WORK PLACES (U.S. CL. 21). 

FIRST USE 10-0-1975; INCOMMERCE 10-0-1975. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARTS”, APART FROM THE MARK AS SHOWN. 
FOR PLUMBING HARDWARE, NAMELY, FAUCETS 
AND PARTS THEREOF; SHOWERHEADS, VALVES, 
NTRA NNECT 5 KET STRAINERS, AND 
SN 499,162. WING HOP ELECTRICAL MANUFACTURING Sana, po PARTS poner he (U.S. CL. = - 
COMPANY, LIMITED, KWUN TONG, KOWLOON, FIRST USE 5-1-1984; INCOMMERCE 5-1-1984. 
HONG KONG, FILED 9-13-1984. 


4 


SN 520,206. RESTAURANT EQUIPMENT MANUFACTUR- 
ING CO., INC., DOUGLASVILLE, GA. FILED 2-1-1985. 


TURBO-FRY 


OWNER OF HONG KONG REG. NO. 459, DATED 
1-10-1961, EXPIRES 10-1-1996. 
FOR EXHAUST FANS, CEILING FANS, TABLE FANS, FOR GAS OPERATED FOOD FRYING UNITS FOR 


PEDESTAL FANS AND ARC LAMPS (U.S. CLS. 21 AND COMMERCIAL USE (U.S. CL. 34). 
34). FIRST USE 9-6-1984; IN COMMERCE 1-23-1985. 
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SN 521,554. VISTA MANUFACTURING, INC., ELKHART, 
IN. FILED 2-11-1985. 


HHNIEL — 
ITE 


“CHANDEL” IS THE PHONETIC EQUIVALENT OF 
THE FRENCH WORD FOR “CANDLE”. 

FOR ELECTRIC LIGHTING FIXTURES, 
CHANDELIERS (U.S. CL. 21). 

FIRST USE 5-15-1983; IN COMMERCE 5-15-1983. 


NAMELY 


SN 537,834. KOREA INFRA-RED CORPORATION, KANG- 
NAM-KU, SEOUL, REPUBLIC OF KOREA, FILED 
5-15-1985. 


HEALTH MATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 

FOR SAUNAS USING INFRA-RED RAYS FOR HEAT- 
ING PURPOSES (U.S. CLS. 21 AND 44). 

FIRST USE 7-30-1984; IN COMMERCE 7-30-1984. 


SN 538,823. AMERICAN STANDARD INC., NEW YORK, 
NY. FILED 5-20-1985. 


KIA 


THE MARK COMPRISES AN ACRONYM “KIA” NEXT 
TO A DRAWN BOW AND ARROW DEVICE WITHIN A 
CIRCLE. 

FOR SANITARYWARE, NAMELY, TOILETS, LAVA- 
TORIES, TOILET TANKS, TOILET TANK COVERS, 
TOILET BOWLS, URINALS, BIDETS, SINKS (U.S. CL. 13). 

FIRST USE 4-27-1984; IN COMMERCE 4-27-1984. 
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SN 544,657. ENERGY RECOVERY INC.,; LINCOLN, NE. 
FILED 6-24-1985. 


=000——1) 


THE DESIGN PORTION OF THE MARK REPRESENTS 
A BOILER TUBE WITH FINS PROTRUDING THERE- 
FROM. HOWEVER, SAID TUBE WITH THE FINS PRO- 
TRUDING THEREFROM IS ARRANGED IN A FANCI- 
FUL CONFIGURATION AND IS NOT USED IN THE 
TRADE IN THAT CONFIGURATION. 

FOR STEAM GENERATING BOILER (U.S. CL. 34). 

FIRST USE 3-21-1984; IN COMMERCE 3-21-1984. 


SN 544,757. PORTER MANUFACTURING COMPANY, 
PORTLAND, OR. FILED 6-24-1985. 


FOR OIL FURNACES FOR HEATING RESIDENTIAL 
OR COMMERCIAL BUILDINGS (U.S. CL. 34). 
FIRST USE 4-1-1954; IN COMMERCE 11-13-1954. 
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SN 547,525. HUNTER FAN COMPANY, MEMPHIS, TN. 
FILED 7-12-1985. 


HE ORIN 


SINCE 1886 


OWNER OF U.S. REG. NO. 786,814. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE ORIGINAL SINCE 1886”, APART FROM THE 
MARK AS SHOWN. 

SEC. 2(F). 

FOR ELECTRIC CIRCULATING FANS FOR DOMESTIC 
AND COMMERCIAL USE (U.S. CL. 34). 

FIRST USE 7-0-1981; IN COMMERCE 2-0-1982. 


SN 547,566. HUNTER FAN COMPANY, MEMPHIS, TN. 
FILED 7-12-1985. 


SINCE 1886 


OWNER OF U.S. REG. NO. 786,814. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SINCE 1886”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR ELECTRIC CIRCULATING FANS FOR DOMESTIC 
AND COMMERCIAL USE (U.S. CL. 34). 

FIRST USE 1-0-1985; IN COMMERCE 3-0-1985. 
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SN 547,568. HUNTER FAN COMPANY, MEMPHIS, TN. 
FILED 7-12-1985. 


OWNER OF U.S. REG. NO. 786,814. 

SEC. 2(F). 

FOR ELECTRIC CIRCULATING FANS FOR DOMES- 
TIC AND COMMERCIAL USE (U.S. CL. 34). 

FIRST USE 7-0-1981; IN COMMERCE 2-0-1982. 


SN 549,126. ELECTROHOME LIMITED, KITCHENER, ON- 
TARIO, CANADA, FILED 7-22-1985. 


ELECTROHOME 


OWNER OF CANADA REG. 
12-30-1944, EXPIRES 12-30-1989. 

OWNER OF U.S. REG. NOS. 815,737, 
OTHERS. 

FOR RANGE HOODS (U.S. CL. 34). 


NO. 79/20671, DATED 


1,117,140 AND 


SN 554,249. GARBANI, PETER, DBA VANTAGE MARINE, 
COSTA MESA, CA. FILED 8-19-1985. 


AQUA CUBE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “AQUA”, APART FROM THE MARK AS SHOWN. 
FOR WATER DESALINATION UNITS (U.S. CL. 31). 
FIRST USE 10-27-1984; IN COMMERCE 1-22-1985. 
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SN 558,017. CONTINENTAL INDUSTRIES, INC., ELK- 
HART, IN. FILED 9-13-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRILLE CO.” OR THE REPRESENTATION OF THE 
WORLD, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF “AMERICAN GRILLE CO.” 
AND THE REPRESENTATION OF AN EAGLE AND THE 
WORLD WITHIN THE LETTER “C”. 

FOR AIR REGISTERS, DIFFUSERS AND GRILLS (U.S. 
CL. 34). 

FIRST USE 2-20-1985; IN COMMERCE 2-20-1985. 


CLASS 12—VEHICLES 


SN 463,899. METZELER KAUTSCHUK GMBH, MUNCHEN, 
FED REP GERMANY, FILED 10-28-1985. 


METZELER ME 33 LASER 


OWNER OF U.S. REG. NOS. 1,223,839, 1,244,164 AND 
1,255,005. 

FOR MOTORCYCLE TIRES (U.S. CL. 35). 

FIRST USE 8-0-1983; IN COMMERCE 9-15-1983. 
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SN 487,184. DILLON ENTERPRISES, INC., NORTH LIBER- 
TY, IN. FILED 6-27-1984. 


Le 


FOR AUTOMOTIVE RACING PRODUCTS; NAMELY, 
CHASSIS, FRONT SUSPENSION PARTS, NAMELY 
AXLES, COIL SPRINGS, SHOCKS, CONTROL ARMS, 
MOTOR MOUNTS, BRAKE PARTS, ROLL CAGE KITS, 
COMPRISING ROLL CAGE HOOPS, DOOR BARS AND 
GUSSETS, RADIATORS, FRAMES, HUBS AND ROTORS, 
BEARINGS, RACE WHEELS, BODY PANELS AND BODY 
ACCESSORIES, NAMELY BATTERYBOXES, FAN 
SHROUDS, HOOD PINS, HOOD PIN CLIPS, HOOD 
HINGES, AIR CLEANER BOXES, WINDOW NETS AND 
WINDSHIELDS (U.S. CL. 19). 

FIRST USE 0-0-1981; IN COMMERCE 0-0-1981. 


SN 495,768. HONDA GIKEN KOGYO KABUSHIKI 
KAISHA, DBA HONDA MOTOR CO., LTD., SHIBUYA- 
KU, TOKYO, JAPAN, FILED 8-2-1985. 


INTEGRA 


OWNER OF JAPAN REG. NO. DATED 
6-21-1984, EXPIRES 6-21-1994. 

FOR LAND MOTOR VEHICLES, NAMELY AUTOMO- 
BILES, MOTORCYCLES, MOTOR SCOOTERS, MOTOR- 
IZED ALL-TERRAIN VEHICLES AND STRUCTURAL 


PARTS THEREOF (U.S. CL. 19). 


1691073, 


SN 514,917. HOUDAILLE INDUSTRIES, INC., FT. LAU- 
DERDALE, FL. FILED 12-24-1984. 


LulbriSystem 


FOR LUBRICATORS FOR VEHICLES, CONSISTING OF 
PUMPS, SOLENOIDS, TIMERS, AIR SUPPLIES, IGNI- 
TIONS, LUBRICATING RESERVOIR, VALUES AND DI- 
VIDERS, SOLD AS A UNIT (U.S. CL. 19). 

FIRST USE 10-11-1984; IN COMMERCE 10-11-1984. 
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SN 515,206. KELSEY-HAYES COMPANY, ROMULUS, MI. 


FILED 12-24-1984. 


KELSEY-HAYES 


OWNER OF U.S. REG. NOS. 800,213, 814,337 AND 845,788. 

FOR VEHICLE COMPONENTS, NAMELY WHEELS; 
WHEEL SUBASSEMBLIES; WHEEL HUB COVERS, LUG 
NUTS AND DECORATION KITS; BRAKE SUBASSEM- 
BLIES; BRAKE HARDWARE KITS AND BRAKE 
VALVES (U.S. CLS. 19 AND 23). 

FIRST USE 0-0-1966; IN COMMERCE 0-0-1966. 


SN 520,278. GERCO CORPORATION, GOSHEN, IN. FILED 
2-1-1985. 


MONTCLAIRE 


FOR MOTOR VEHICLES, NAMELY: CONVERTED 
VANS (U.S. CL. 19). 
FIRST USE 8-0-1984; IN COMMERCE 8-0-1984. 


SN 537,287. CASARINI, ANNA, GROSSETO, ITALY, 


FILED 5-12-1985. 


Tommasini 


THE MARK CONSISTS IN PART OF THE STYLIZED 
LETTER “T.” 

FOR BICYCLES; BICYCLE FRAMES AND STRUCTUR- 
AL PARTS FOR BICYCLES (U.S. CL. 19). 

FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 
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SN 554,524. PANTHER CAR COMPANY LIMITED, THE, 
BYFLEET, SURREY, ENGLAND, FILED 8-20-1985. 


KALLISTA 


OWNER OF UNITED KINGDOM REG. NO. 
DATED 11-25-1982, EXPIRES 11-25-1989. 

FOR AUTOMOBILES AND STRUCTURAL PARTS 
THEREOF (U.S. CL. 19). 


1185993, 


SN 557,016. PERFORMANCE MARKETING, SANTA ANA, 
CA. FILED 9-6-1985. 


OWNER OF U.S. REG. NOS. 1,131,248, 1,133,490 AND 
1,241,073. 

FOR AUTOMOTIVE PARTS AND ACCESSORIES, 
NAMELY TONNEAU COVERS AND DRIVING SEATS 
(U.S. CL. 19). 

FIRST USE 11-0-1983; IN COMMERCE 11-0-1983. 


SN 558,067. NORTHROP CORPORATION, CENTURY 
CITY, LOS ANGELES, CA. FILED 9-13-1985. 


TIGERSHARK 


FOR AIRCRAFT, NAMELY FIGHTER AIRPLANES 
(U.S. CL. 19). 
FIRST USE 5-0-1981; IN COMMERCE 6-0-1981. 
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SN 558,338. KIDDE, INC., SADDLE BROOK, NJ. FILED 
9-16-1985. 


GROVE 


OWNER OF U.S. REG. NOS. 792,129, 1,279,868 AND 


OTHERS. 
FOR FORK LIFT TRUCKS (U.S. CLS. 19 AND 23). 
FIRST USE 9-0-1982; IN COMMERCE 1-28-1985. 


CLASS 13—FIREARMS 


SN 524,192. ALPHIN, ARTHUR B., DBA A SQUARE, 
CORNWALL-ON-HUDSON, NY. FILED 2-26-1985. 


DEAD TOUGH 


FOR AMMUNITION (U.S. CL. 9). 
FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


SN 548,004. MP ASSOCIATES, INC., OAKLAND, CA. 
FILED 7-15-1985. 


DSC 


FOR EXPLOSIVE DEVICES WHICH EMIT SPARKS 
FOR SPECIAL EFFECTS PRODUCTION (U.S. CL. 9). 
FIRST USE 3-1-1979; IN COMMERCE 3-1-1979. 
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SN 548,297. MP ASSOCIATES, INC., OAKLAND, CA. 
FILED 7-16-1985. 


OSC 


FOR EXPLOSIVE DEVICES WHICH EMIT SPARKS 
FOR SPECIAL EFFECTS PRODUCTION (U.S. CL. 9). 
FIRST USE 3-1-1979; IN COMMERCE 3-1-1979. 


CLASS 14—JEWELRY 


SN 485,819. PIONEER KABUSHIKI KAISHA, DBA PIO- 
NEER ELECTRONIC CORPORATION, MEGURO-KU, 
TOKYO, 153, JAPAN, FILED 6-18-1984. 


PIONEER 


OWNER OF U.S. REG. NOS. 69,668, 1,233,274 AND 
OTHERS. 

FOR CLOCKS AND DIGITAL CLOCKS ADAPTED TO 
BE RADIOS AND TAPE DECKS SO THAT THE SAME 
MAY BE TURNED ON AND OFF AT PREDETERMINED 
TIMES (U.S. CL. 27). 

FIRST USE 1-27-1979; IN COMMERCE 1-27-1979. 


SN 508,546. CHAUMET & CIE, PARIS, FRANCE, FILED 
11-13-1984. 


L’ARCADE CHAUMET 


OWNER OF FRANCE REG. NO. 1159756, DATED 

1-15-1981, EXPIRES 1-15-1991. 

THE ENGLISH TRANSLATION OF THE WORDS 
“L’ARCADE CHAUMET” IS “THE LONG ARCHED 
BUILDING OF CHAUMET”. 

FOR NECKLACES, RINGS, BRACELETS, WATCHES, 
WATCH BANDS, CLIP-EARRINGS AND PIERCED EAR- 
RINGS, BROACHES, CUFF LINKS AND CIGARETTE 
LIGHTERS ALL MADE OF PRECIOUS METALS; ORNA- 
MENTAL SCULPTURES OF GLASS OR STONE INLAID 
WITH SEMI-PRECIOUS STONES, GEMS, GILDED 
SILVER, GOLD AND/OR BRONZE (US. CLS. 27, 28, 33 
AND 50). 


SN 551,568. VICTORIA CREATIONS, INC., WARWICK, RI. 
FILED 8-5-1985. . 


IRIDELLE 


FOR JEWELRY (U.S. CL. 28). 
FIRST USE 7-1-1985; IN COMMERCE 7-1-1985. 
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SN 554,309. MITCHELL IMPORT COMPANY, SHAWNEE 
MISSION, KS. FILED 8-19-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TC 
USE “WATCH”, APART FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS FOR SHADING 
PURPOSES ONLY AND DOES NOT DENOTE COLOR. 

FOR WATCHES (U.S. CL. 27). 

FIRST USE 7-1-1985; IN COMMERCE 7-1-1985. 


CLASS 15—MUSICAL INSTRUMENTS 


SN 551,648. MARIAN E. OLIVER, DBA DE WOLFF CRE- 
ATIONS, SAN DIEGO, CA. FILED 8-5-1985. 


FOR MUSIC BOXES CONTAINED WITHIN STUFFED 


TOYS (U.S. CLS. 22 AND 36). 
FIRST USE 9-11-1985; IN COMMERCE 9-15-1985. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


SN 466,927. NATIONAL CENTER FOR HEALTH PROMO- 
TION, THE, ANN ARBOR, MI. FILED 2-23-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE NO SMOKING SYMBOL, APART FROM THE 
MARK AS SHOWN. 

FOR INFORMATIONAL BROCHURES DEALING WITH 
SMOKING (U.S. CL. 38). 

FIRST USE 6-1-1979; IN COMMERCE 6-1-1979. 


SN 472,232. MARATHON OFFICE SUPPLY, INC., LOS AN- 
GELES, CA. FILED 3-26-1984. 


C 


FOR PAPER PADS, FAN-FOLDED PAPER FOR COM- 
PUTER AND WORD PROCESSOR PRINTERS, FILE 
FOLDERS, PENCILS AND CORRECTION FLUID (U.S. 
CL. 37). 

FIRST USE 1-30-1984; INCOMMERCE 1-30-1984. 


SN 490,354. Q.N.S. PAPER COMPANY LIMITED, DBA ON- 
TARIO PAPER COMPANY, ST. CATHARINES, ONTAR- 
10, CANADA, FILED 7-18-1984. 


TRILLIUM 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 515393, FILED 1-19-1984, REG. NO. 
307081, DATED 9-20-1985, EXPIRES 9-20-2000. 

FOR PAPER, NAMELY GROUNDWOOD SPECIALTIES 
AND NEWSPRINT (U.S. CL. 37). 

FIRST USE 4-20-1984; IN COMMERCE 4-20-1984. 
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SN 490,587. SCHLESAK, DON, PALATINE, IL. FILED 
7-19-1984. 


V dist ty | 
| im 


is il 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHRISTIAN BUSINESS TELEPHONE DIRECTO- 
RIES” AND THE DESIGNS OF CRUCIFIX AND DOVE, 
APART FROM THE MARK AS SHOWN. 

THE LINING IN THE MARK SHOWN IN THE DRAW- 
ING IS A FEATURE OF THE MARK AND DOES NOT 
INDICATE COLOR. 

FOR CHRISTIAN BUSINESS TELEPHONE DIRECTO- 
RIES (U.S. CL. 38). 

FIRST USE 3-1-1983; IN COMMERCE 3-1-1983. 


SN 508,272. PUFF PAC PEOPLE, LODI, CA. FILED 


11-13-1984. 


PUFF PAC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PAC”, APART FROM THE MARK AS SHOWN. 

FOR INFLATABLE WRAPPING MATERIAL FOR AR- 
TICLES, IN THE NATURE OF A BALLOON (U.S. CLS. 37 
AND 50). 

FIRST USE 11-7-1983; INCOMMERCE 5-13-1984. 


SN 510,121. OMAHA CHILDREN’S CLINIC, P.C., OMAHA, 
NE. FILED 11-23-1984. 


HEALTH THROUGH 
GUIDED GROWTH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 

FOR PEDIATRIC NEWSLETTER (USS. CL. 38). 

FIRST USE 0-0-1981; IN COMMERCE 9-0-1984. 
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SN 511,740. PHOTO PLASTIC PRODUCTS, INC., ORLAN- 
DO, FL. FILED 12-3-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FILE”, APART FROM THE MARK AS SHOWN. 


SEC. 2(F). 
FOR PHOTOGRAPHIC NEGATIVE AND SLIDE PRE- 


SERVERS AND BINDERS THEREFOR (U.S. CL. 37). 
FIRST USE 0-0-1967; IN COMMERCE 0-0-1967. 


SN 512,607. E.C. PUBLICATIONS, INC., NEW YORK, NY. 
FILED 12-7-1984. 


SPY VS SPY 


SEC. 2(F). 
FOR FEATURED COLUMN IN A MAGAZINE (U.S. CL. 
38). 
FIRST USE 0-0-1960; IN COMMERCE 0-0-1960. 


SN 519,376. NPL, INC., HOUSTON, TX. FILED 1-25-1985. 


WORKING WITH PEOPLE 


FOR EDUCATIONAL MATERIALS, NAMELY, WORK- 
BOOKS AND INSTRUCTIONAL FILMS SOLD AS A UNIT 
FOR MANAGEMENT AND SUPERVISORY TRAINING 
PROGRAMS AND SEMINARS (U.S. CL. 38). 

FIRST USE 12-22-1977; INCOMMERCE 12-22-1977. 
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SN 522,707. FRANKEL MANUFACTURING COMPANY, SN 524,191. LAPEYRE, ELISE, DBA CRIMSON ENTER- 
DENVER, CO. FILED 2-19-1985. PRISES, TUSCALOOSA, AL. FILED 2-26-1985. 


CRIMSON CUISINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CUISINE”, APART FROM THE MARK AS SHOWN. 

FOR COOKBOOKS (U.S. CL. 38). 

FIRST USE 10-0-1984; IN COMMERCE 10-0-1984. 


SN 526,155. EURO HOSPITAL PRODUCTION AB, OR- 
KELLJUNGA, SWEDEN, FILED 3-11-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MANUFACTURING CO.”, APART FROM THE 


MARK AS SHOWN. 
THE MARK CONSISTS OF THE WORDS “FRANKEL © 
MANUFACTURING CO.” AND THE STYLIZED LETTER WZ 
LEE NOE ISSA 


-, 
SEC. 2(F). 
FOR INKING RIBBONS AND RIBBON CARTRIDGE AS- 
SEMBLIES, CORRECTION TAPES AND CORRECTION 
TABS, AND CARBON PAPER (U.S. CLS. 11 AND 37). 
FIRST USE 1-2-1977; IN COMMERCE 1-2-1977. 
FOR PAPER USED FOR THE MANUFACTURE OF 
SANITARY NAPKINS, SANITARY DIAPERS, AND 
OTHER MEDICAL PRODUCTS; AND PAPER FOR USE 
IN THE MANUFACTURE OF TABLE NAPKINS, HAND- 
KERCHIEFS, TOWELS AND SIMILAR PRODUCTS (U.S. 


CL. 37). 
FIRST USE 12-6-1984; INCOMMERCE 12-6-1984. 


SN 523,374. HOME CHURCH, INC., THE, CAMPBELL, CA. 
FILED 2-20-1985. 


SN 528,934. COLORADO WOMAN DIGEST CORPORA- 
TION, DBA B&B PUBLISHING, DENVER, CO. FILED 
(@bsive be 
THE PRESS MAGAZINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
APART FROM THE MARK AS 


USE “HOME CHURCH” AND THE DESIGN OF THE USE “MAGAZINE”, 


CROSS, APART FROM THE MARK AS SHOWN. SHOWN. 


FOR RELIGIOUS BOOKS, TRAINING MANUALS, AND SEC. 2(F). 
FOR FASHION MAGAZINE (U.S. CL. 38). 


BROCHURES (U.S. CL. 38). 
FIRST USE 9-15-1984; IN COMMERCE 9-15-1984. FIRST USE 10-1-1979; INCOMMERCE 10-1-1979. 
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CLASS 16—(Continued). 


SN 531,751. UNIVERSAL CITY STUDIOS, INC., UNIVER- 
SAL CITY, CA. FILED 4-11-1985. 


AIRWOLF 


FOR PAPER GOODS AND PRINTED MATERIAL; 
NAMELY, POSTERS, MEMO PADS, PENS, CRAYONS, 
PENCILS, PENCIL CASES, PENCIL SHARPENERS, ERAS- 
ERS, DRAWING RULERS, PICTURE CARDS, IRON-ON 
TRANSFERS, VINYL STICKERS, ADHESIVE STICKERS, 
PAPER STICKERS, FOIL STICKERS, BUMPER STICK- 
ERS; RUBBER STAMPS; BUBBLEGUM CARDS; PAPER 
NAPKINS, GREETING CARDS, SCHOOL KIT CONSIST- 
ING OF PENCIL CASE, ERASER AND PENCIL SHARP- 
ENERS; CHILDREN’S PAINTING KITS CONSISTING OF 
PAINTS AND PAINT BRUSHES; STATIONERY; 
NAMELY, LETTER PAPER AND ENVELOPES; AND 
STENCIL SETS CONSISTING OF STENCILS, PENS, AND 
PENCILS (U.S. CLS. 22, 23, 37 AND 38). 

FIRST USE 1-7-1985; INCOMMERCE 1-7-1985. 


SN 532,520. MATHIAS BAUERLE GMBH, ST. GEORGEN, 
FED REP GERMANY, FILED 4-16-1985. 


—e 
MB Eiv-na-) leery tee 
SS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. B75523/7, FILED 
10-16-1984, REG. NO. 1070803, DATED 11-26-1984, EX- 
PIRES 10-16-1994. 

FOR PAPER FOLDING MACHINES FOR OFFICE USE 
(U.S. CL. 23). 


SN 537,408. OUTREACH PUBLICATIONS, INC., SILOAM 
SPRINGS, AR. FILED 6-10-1985. 


FOR GREETING CARDS, NOTE PAPER, AND ENVE- 


LOPES (U.S. CLS. 37 AND 38). 
FIRST USE 1-1-1985; IN COMMERCE 1-1-1985. 
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SN 538,795. NORTH AMERICAN MORTGAGE COMPANY, 
HOUSTON, TX. FILED 5-20-1985. 











ik Gace 
wuuniunint eae Mi \ 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE TEXAS REPORT”, APART FROM THE MARK 
AS SHOWN. 

THE DRAWING IS LINED FOR COLOR TO INDICATE 
A BLUE UPPER BACKGROUND AND RED LOWER 
BACKGROUND COLORS. 

FOR NEWSLETTER (U.S. CL. 38). 

FIRST USE 4-0-1984; IN COMMERCE 4-0-1984. 


SN 543,195. PREDICASTS, CLEVELAND, OH. FILED 
6-17-1985. 


PREDICASTS BASEBOOK 


FOR BUSINESS INDEX (U.S. CL. 38). 
FIRST USE 11-0-1973; INCOMMERCE 11-0-1973. 


SN 543,667. HERVIER, BERNARD, BOUGIVAL, FRANCE, 
FILED 6-18-1985. 


Aurascope, 


[Pemard. Pervier 


OWNER OF FRANCE REG. NO. 1301002, DATED 
12-20-1984, EXPIRES 12-20-1994. 

FOR REPRESENTATIONS OF ASTROLOGICAL 
THEMES ON PAPER AND CARDBOARD, POSTERS, 
CHARTS, BOOKLETS, MAGAZINES, NEWSPAPERS AND 
JOURNALS DEALING WITH ASTROLOGICAL THEMES 


(U.S. CLS. 37 AND 38). 
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SN 544,834. SOVRAN FINANCIAL CORPORATION, NOR-_ SN 547,689. TLC PATTERN, INC., DBA THE MCCALL 
FOLK, VA. FILED 6-24-1985. PATTERN COMPANY, NEW YORK, NY. FILED 
7-12-1985. 


SOVRAN UPDATE 


OWNER OF U.S. REG. NOS. 1,313,858, 1,319,830 AND 


OTHERS. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO —_—_—_—_—_—_————.. 


USE “UPDATE”, APART FROM THE MARK AS SHOWN. 
FOR NEWSLETTERS RELATED TO FINANCIAL 
PLANNING AND INVESTMENT (U.S. CL. 38). 
FIRST USE 8-0-1984; IN COMMERCE 8-0-1984. 


OWNER OF U.S. REG. NO. 1,223,375. 
FOR CLOTHING PATTERNS (U.S. CL. 26). 
FIRST USE 6-4-1985; IN COMMERCE 6-4-1985. 


SN 545,236. AMOS R. KANAGA AND STEPHEN R. 
KANAGA, SAN MATEO, CA. FILED 6-27-1985. 


SN 547,906. AMERIKAL PAPER COMPANY, INC., NORTH- 
FIELD, IL. FILED 7-15-1985. 


STA-HOT — son 


FOR PAPER FOR PRINTING AND DUPLICATING (U.S. 


CL. 37). 
FIRST USE 10-1-1984; IN COMMERCE 10-1-1984. 


SEC. 2(F). 
FOR INSULATED PAPER BAGS AND BOXES AND 
FILM FOR WRAPPING AND PACKAGING IN ROLLS 
(U.S. CLS. 2 AND 37). 
FIRST USE 9-7-1959; IN COMMERCE 9-7-1959. 
SN 549,078. DUCAM MARKETING (U.K.) LIMITED, DBA 
STROKE SPORTS & LEISURE PRODUCTS, GLASGOW, 
SCOTLAND, FILED 7-19-1985. 


SN 545,606. PERI-COMP, INC., LAKE GENEVA, WI. 
FILED 7-1-1985. STROKESAVER 


PORTER FOR PRINTED PUBLICATIONS, NAMELY- COURSE 
GUIDES FOR GOLF COURSES (U.S. CL. 38). 
FIRST USE 6-0-1980; IN COMMERCE 9-0-1982. 


FOR DEVICES FOR STORING AND FEEDING BLANK 
PAPER TO A COMPUTER PRINTER AND DISPLAYING 
AND STORING PRINTOUTS (US. CL. 26). 
FIRST USE 6-6-1985; IN COMMERCE 6-6-1985. 
SN 550,877. PALMER, PAUL M., MINNEAPOLIS, MN. 


FILED 7-29-1985. 


SN 547,297. RANDOM HOUSE, INC., NEW YORK, NY. 
FILED 7-10-1985. 
a @ * * 


PANTHEON 


FOR PRINTED INSTRUCTIONAL MATERIAL RELAT- 


FOR FICTION AND NON-FICTION BOOKS ON A VARI- ING TO REAL ESTATE INVESTMENTS, CONSTRUC- 
ETY OF SUBJECTS (U.S. CL. 38). TION, AND CONSUMER PRODUCTS (U.S. CL. 38). 
FIRST USE 0-0-1942; IN COMMERCE 0-0-1942. FIRST USE 1-5-1984; IN COMMERCE 5-1-1985. 
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SN 552,078. JACSU ENTERPRISES INCORPORATED, BEA- 
VERTON, OR. FILED 8-5-1985. 


ROADRUNNER PRINTING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRINTING”, APART FROM THE MARK AS 
SHOWN. 

FOR ARTICLES OF PAPER OR OF CARDBOARD AND 
PRINTED MATTER, NAMELY, WRITING PAPER, AN- 
NOUNCEMENTS, INVOICES, BUSINESS CARDS, ENVE- 
LOPES, MANUALS, POSTERS, AND CARBONLESS BUSI- 
NESS FORMS (U.S. CLS. 37 AND 38). 

FIRST USE 6-10-1985; IN COMMERCE 6-10-1985. 


SN 552,204. AVERY ETIKETTEN B.V., AK UTRECHT, 
NETHERLANDS, FILED 8-6-1985. 


STYXON 


OWNER OF BENELUX CONV REG. NO. 404131, DATED 
11-9-1984, EXPIRES 11-9-1994. 
FOR LABELS, NON TEXTILE (U.S. CL. 37). 


SN 552,949. HARCOURT BRACE JOVANOVICH, INC., 
NEW YORK, NY. FILED 8-12-1985. 


HBJ LEARNING BOARD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOARD”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL MATERIALS, NAMELY, PEG 
BOARDS CONTAINING MATERIALS TO TEACH MATH- 
EMATICAL CONCEPTS (U.S. CLS. 38 AND 50). 

FIRST USE 4-17-1985; IN COMMERCE 4-17-1985. 


SN 553,019. EMPLOYEE BENEFIT COMMUNICATIONS, 
INC., SNELLVILLE, GA. FILED 8-12-1985. 


POSITIVE HEALTH & 
WELLNESS! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH & WELLNESS”, APART FROM THE 
MARK AS SHOWN. 

FOR NEWSLETTER PUBLISHED PERIODICALLY (U.S. 


CL. 38). 
FIRST USE 7-5-1985; IN COMMERCE 8-1-1985. 
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SN 553,390. MCLAUGHLIN, MCNALLY & CARLIN, 
YOUNGSTOWN, OH. FILED 8-14-1985. 


™LEGAL PAD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LEGAL”, APART FROM THE MARK AS SHOWN. 

FOR LEGAL NEWSLETTER (U.S. CL. 38). 

FIRST USE 8-1-1985; IN COMMERCE 8-1-1985. 


SN 553,961. LIGHT IMPRESSIONS, INC., BEN LOMOND, 
CA. FILED 8-16-1985. 


KISSES BY THE ROLL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROLL”, APART FROM THE MARK AS SHOWN. 
FOR DECORATIVE HOLOGRAPHIC STICKERS (U.S. 


CL. 38). 
FIRST USE 7-12-1985; IN COMMERCE 7-12-1985. 


SN 554,067. EXPRESS YOURSELF, INC., CHARLOTTE, 
NC. FILED 8-19-1985. 


THE LOOK 


FOR PRINTED RUB-ON TRANSFERS (U.S. CL. 38). 
FIRST USE 6-24-1985; IN COMMERCE 6-24-1985. 


SN 554,232. P-T TEMPLET COMPANY, GOLDEN, CO. 
FILED 8-19-1985. 


FOR ALPHANUMERIC AND SYMBOLIC PAINTING 
AND LETTERING STENCILS AND GUIDES (U.S. CL. 37). 
FIRST USE 12-0-1964; IN COMMERCE 9-0-1976. 
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SN 554,464. LONGVIEW FIBRE COMPANY, LONGVIEW, 
WA. FILED 8-20-1985. 


FIBREPLEX 


FOR MULTIPLE PLY PAPERBOARD (U.S. CL. 37). 
FIRST USE 4-27-1984; IN COMMERCE 4-27-1984. 


SN 554,670. WOOD-LOEHR CREATIONS, SPOKANE, WA. 
FILED 8-22-1985. 


THE SWAN 


FOR NEWSLETTER DIRECTED TO THE GAY COM- 
MUNITY (U.S. CL. 38). 
FIRST USE 7-18-1985; IN COMMERCE 7-18-1985. 


SN 554,844. DUNN & HARGITT, INC., LAFAYETTE, IN. 
FILED 8-22-1985. 


GROWING TOGETHER 


FOR NEWSLETTERS FOR PARENTS OF PRESCHOOL 
CHILDREN (U.S. CL. 38). 
FIRST USE 8-15-1985; IN COMMERCE 8-15-1985. 


SN 555,172. BARNETT, WILLIAM E., SOUTHAMPTON, 
PA. FILED 8-23-1985. 


RAGGS ’N MUFFIN 


FOR PRINTED SYNDICATED CARTOON FEATURE 
(U.S. CL. 38). 
FIRST USE 5-17-1985; IN COMMERCE 6-7-1985. 


SN 555,611. KIMBERLY-CLARK CORPORATION, WIL- 
MINGTON, DE. FILED 8-26-1985. 


KLEENEX 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR DISPOSABLE DIAPERS AND DISPOSABLE BIBS 
(U.S. CL. 39). 

FIRST USE 8-29-1977; INCOMMERCE 8-29-1977. 


191,941, 1,189,423 AND 


SN 555,793. FLYERS CONSULTING, DBA FLYERS CON- 
SULTING, WHITE PLAINS, NY. FILED 8-28-1985. 


F.L.Y.E.R.S. 


FOR PAPER PRODUCTS NAMELY, NOTEBOOKS (U.S. 


CL. 37). 
FIRST USE 8-26-1985; IN COMMERCE 8-26-1985. 
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SN 556,237. PRICE/STERN/SLOAN PUBLISHERS, INC., 
LOS ANGELES, CA. FILED 8-30-1985. 


TAGALONG TEDDIES 


FOR SERIES OF BOOKS (U.S. CL. 38). 
FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 


SN 556,322. CONTROL DATA CORPORATION, MINNE- 
APOLIS, MN. FILED 8-30-1985. 


(a= 


FOR PERIODICALLY PUBLISHED DIRECTORY OF IN- 
FORMATION ON COMPUTER HARDWARE, SOFTWARE 
AND RELATED SERVICES, AND SUPPLIERS OF COM- 
PUTER HARDWARE, SOFTWARE AND RELATED 
SERVICES (U.S. CL. 38). 

FIRST USE 1-0-1985; INCOMMERCE 1-0-1985. 


SN 556,345. RE USE’IT POSTER BOARD INC., NORCROSS, 
GA. FILED 9-3-1985. 


THE STIPPLING IS A FEATURE OF THE MARK. 
FOR ERASABLE POSTER BOARD (U.S. CL. 37). 
FIRST USE 5-8-1985; IN COMMERCE 5-8-1985. 
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SN 556,401. NEW YORK BOARD OF TRADE, NEW YORK, 
NY. FILED 9-3-1985. 


New 


OWNER OF U.S. REG. NO. 1,255,307. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW YORK BUSINESS”, APART FROM THE 
MARK AS SHOWN. 

FOR MAGAZINE (U.S. CL. 38). 

FIRST USE 2-15-1985; IN COMMERCE 2-15-1985. 


SN 556,471. FARM JOURNAL, INC., PHILADELPHIA, PA. 
FILED 9-3-1985. 


WORKING CAPITAL 


FOR FINANCIAL NEWSLETTER (U.S. CL. 38). 
FIRST USE 6-30-1985; IN COMMERCE 6-30-1985. 


SN 556,534. INSTRUMENT SOCIETY OF AMERICA, RE- 
SEARCH TRIANGLE PARK, NC. FILED 9-3-1985. 


CONTROL WORLD 


FOR TECHNICAL JOURNAL (US. CL. 38). 
FIRST USE 8-9-1985; IN COMMERCE 8-9-1985. 


SN 556,547. TRANSKRIT CORPORATION, BREWSTER, 
NY. FILED 9-3-1985. 


PAYMATIC 


FOR PRINTED BUSINESS FORMS (U.S. CL. 37). 
FIRST USE 5-0-1985; IN COMMERCE 5-0-1985. 
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SN 556,573. KANZAKI PAPER MFG. CO., LTD., CHUO-KU, 
TOKYO, JAPAN, FILED 9-3-1985. 


OWNER OF JAPAN REG. NO. 1594549, DATED 
6-30-1983, EXPIRES 6-30-1993. 

FOR PAPER AND STATIONERY GOODS, NAMELY 
PRINTING PAPER, ART PAPER, WRITING PAPER, CAR- 
BONLESS COPY PAPER, ADHESIVE PAPER, ELECTRO- 
STATIC PAPER, THERMAL PAPER, GRAPHIC PRINTER 
PAPER, AND INDUSTRIAL AND WRAPPING PAPER 


(U.S. CL. 37). 


SN 556,576. KANZAKI PAPER MFG. CO., LTD., CHUO-KU, 
TOKYO, JAPAN, FILED 9-3-1985. 


KSFINEKOTE 


OWNER OF JAPAN REG. NO. 1585426, DATED 
4-27-1983, EXPIRES 4-27-1993. 
FOR PAPER GOODS, NAMELY ON-MACHINE CLAY- 


COATED PRINTING PAPER (U.S. CL. 37). 


SN 556,617. ZANDERS AND ASSOCIATES, INC., NEW OR- 
LEANS, LA. FILED 9-3-1985. 


CLOUDANIMALS 


FOR POSTERS, PHOTOGRAPHS, AND PAINTINGS IN- 
CORPORATING FANCIFUL CLOUD IMAGES (U.S. CL. 
38). 

FIRST USE 4-30-1983; IN COMMERCE 4-30-1983. 


SN 556,962. LITTON INDUSTRIAL AUTOMATION SYS- 
TEMS, INC., BELLEVILLE, NJ. FILED 9-5-1985. 


BYTE SIZE 


FOR PRESSURE-SENSITIVE LABELS (U.S. CL. 37). 
FIRST USE 5-17-1985; IN COMMERCE 5-17-1985. 
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SN 557,131. UNIJAX, INC., JACKSONVILLE, FL. FILED 
9-6-1985. 


KM KEEL MASTER 


FOR COATED PAPER USED IN COMMERCIAL AND 
BOOK PRINTING (U.S. CL. 37). 
FIRST USE 7-17-1984; IN COMMERCE 7-17-1984. 


SN 557,132. UNIJAX, INC., JACKSONVILLE, FL. FILED 
9-6-1985. 


MAIN SAIL 


FOR COATED PAPER USED IN COMMERCIAL AND 
BOOK PRINTING (U.S. CL. 37). 
FIRST USE 11-30-1984; INCOMMERCE 12-4-1984. 


SN 557,234. CONTROL SYSTEMS, LIMITED, DBA BELL 
PUNCH CORPORATION, UXBRIDGE, MIDDLESEX, 
GREAT BRITAIN, FILED 9-9-1985. 


BELL PUNCH 


FOR PAPER OR CARDBOARD TICKETS AND TICKET 
WEBS FOR TICKET ISSUING MACHINES (U.S. CL. 37). 
FIRST USE 0-0-1970; INCOMMERCE 0-0-1970. 


CLASS 17—RUBBER GOODS 


SN 469,261. SCHLEGEL CORPORATION, ROCHESTER, 
NY. FILED 3-8-1984. 


Q-LON 


FOR WEATHERSTRIPPING (U.S. CL. 12). 
FIRST USE 7-0-1982; IN COMMERCE 7-0-1982. 


SN 501,186. PERMATHENE PLASTICS LTD., TAMPA, FL. 
FILED 9-26-1984. 


MUDSTOP 


FOR SOIL STABILIZATION MEMBRANE OF WOVEN 
POLYPROPYLENE HAVING APPLICATIONS SUCH AS 
FARM GATEWAYS AND YARDS, CONSTRUCTION SITE 
ACCESS, CARPORTS, PARKS RECLAMATION AND 
DRAINAGE (U.S. CL. 35). 

FIRST USE 10-3-1983; INCOMMERCE 10-3-1983. 
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SN 501,652. GEMINI LAMINATING CORPORATION, BEV- 
ERLY, MA. FILED 10-1-1984. 


GEMTRON-CXPE 


FOR PLASTIC MATERIAL, NAMELY A CONDUCTIVE 
CROSSLINKED POLYETHYLENE FOAM (U.S. CL. 35). 
FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 


SN 517,271. BEEMER ENGINEERING COMPANY, FORT 
WASHINGTON, PA. FILED 1-14-1985. 


PACK-O-RINGS 


FOR RUBBER SEALING RINGS (U.S. CL. 35). 
FIRST USE 6-1-1981; IN COMMERCE 6-1-1981. 


SN 521,701. CHEMICAL FABRICS CORPORATION, MER- 
RIMACK, NH. FILED 2-11-1985. 


CHEMSTIK 


FOR .TAPE, NAMELY, INSULATING AND ELECTRI- 
CAL TAPES, AND ADHESIVE TAPES FOR INDUSTRIAL 
USE OTHER THAN STATIONERY AND MEDICAL 
TAPES (U.S. CLS. 5, 12 AND 21). 

FIRST USE 6-0-1980; IN COMMERCE 6-0-1980. 


SN 534,216. PAPIERFABRIK SCHOELLER & HOESCH 
GMBH, GERNSBACH, FED REP GERMANY, FILED 
4-25-1985. 


GEFOLUX 


FOR PLASTIC FILM WITH ALUMINUM COATING 
FOR USE ALONE OR AS A LAMINATE WITH OTHER 
NON-METALLIC FILMS FOR USE IN THE FURTHER 
MANUFACTURE OF GIFT WRAPPING, DECORATIONS 
AND PACKAGING FOR GOODS (U.S. CL. 1). 

FIRST USE 9-21-1981; IN COMMERCE 9-0-1984. 


SN 539,855. INSULATION SYSTEMS OF INDIANA INCOR- 
PORATED, INDIANAPOLIS, IN. FILED 5-28-1985. 


SURE-SLOPE 


FOR POLYSTYRENE BUILDING INSULATION (U.S. 


CL. 12). 
FIRST USE 10-1-1984; INCOMMERCE 11-1-1984. 
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SN 547,771. DARE PRODUCTS, INC., BATTLE CREEK, MI. 
FILED 7-15-1985. 


T-POST TOP’R 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “T-POST”, APART FROM THE MARK AS SHOWN. 
FOR ELECTRIC FENCE INSULATORS (U.S. CLS. 21 


AND 35). 
FIRST USE 5-2-1985; IN COMMERCE 5-2-1985. 


SN 552,003. MANVILLE CORPORATION, DENVER, CO. 
FILED 8-5-1985. 


ULTRAGARD GOLD 


FOR ROOF INSULATION BOARD (U.S. CL. 12). 
FIRST USE 6-24-1985; IN COMMERCE 6-24-1985. 


SN 553,400. ELKHART PRODUCTS CORPORATION, ELK- 
HART, IN. FILED 8-14-1985. 


DURATEMP 


FOR PLASTIC WATER PIPING FOR USE IN HOUSING, 
VEHICULAR, COMMERCIAL AND INDUSTRIAL APPLI- 


CATIONS (U.S. CL. 12). 
FIRST USE 7-12-1985; IN COMMERCE 7-12-1985. 


CLASS 18—LEATHER GOODS 


SN 552,723. ELITE CO., LTD., NAKA-KU, NAGOYA CITY, 
JAPAN, FILED 8-9-1985. 


6uLe 


FOR HANDBAGS AND PURSES (U.S. CL. 3). 
FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


SN 555,792. FLYERS CONSULTING, WHITE PLAINS, NY. 


FILED 8-28-1985. 


F.L.Y.E.R.S. 


FOR LUGGAGE NAMELY, TOTE-BAGS (U.S. CL. 3). 


FIRST USE 8-26-1985; IN COMMERCE 8-26-1985. 
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CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


SN 388,391. CCCURE CHEMICAL CO., INC., HOUSTON, TX. 
FILED 9-24-1982. 


MP 


FOR GROUT FOR GROUTING CERAMIC TILE (U.S. 


CL. 12). 
FIRST USE 6-0-1981; IN COMMERCE 6-0-1981. 


SN 511,805. WINDOWS, INC., DE SMET, SD. FILED 


12-4-1984. 


AD 


THE DESIGN PART OF THE MARK CONSISTS OF A 
REPRESENTATION OF APPLICANT’S BASIC WINDOW 
FRAME TYPE AND THE LETTER “D”. 

FOR DOOR FRAMES AND WINDOW FRAMES (U.S. 
CL. 12). 

FIRST USE 1-1-1974; IN COMMERCE 1-1-1974. 


SN 513,458. VALLEY SLURRY SEAL COMPANY, SACRA- 
MENTO, CA. FILED 12-13-1984. 


MACROPAVEMENT 


FOR ASPHALT, EMULSION, OR CONCRETE AND AG- 
GREGATE MIXTURE USED AS AN OV"RLAY OR SUR- 
FACING MATERIAL FOR HIGHWAYS, ROADWAYS, 
AND EXISTING SURFACES (U.S. CL. 12). 

FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


SN 514,797. ROTHBURY INVESTMENTS LIMITED, RICH- 
MOND HILL, ONTARIO, CANADA, ASSIGNEE OF RISI 
STONE LTD., GORMLEY, ONTARIO, CANADA, FILED 
S.R. 12-21-1984; AM. S.R. 3-11-1985. 


PISA II 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 530743, FILED 10-29-1984, REG. NO. 
304971, DATED 7-19-1985, EXPIRES 7-9-2000. 

FOR PRECAST CONCRETE INTERLOCKING BLOCKS 
FOR USE IN LANDSCAPING AND RETAINING WALLS 
(U.S. CL. 12). 
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SN 529,645. BEST BLOCK COMPANY, BUTLER, WI. 


CLASS 19—(Continued). 


SN 524,402. SCOTT HOUSING SYSTEMS, INC., WAY- 
CROSS, GA. FILED 2-28-1985. 


SColte 


OWNER OF U.S. REG. NO. 1,247,016. 
FOR MANUFACTURED HOMES-NAMELY MODULAR 


HOMES (U.S. CL. 12). 
FIRST USE 10-0-1981; IN COMMERCE 10-0-1981. 


SN 526,154. GALLAGHER ELECTRONICS LIMITED, 
HAMILTON, NEW ZEALAND, FILED 3-11-1985. 


INSULTIMBER 


OWNER OF NEW ZEALAND REG. NO. B115322, 
DATED 4-12-1976, EXPIRES 4-12-1997. 

FOR FENCES AND FENCE POSTS ALL BEING PRE- 
DOMINANTLY OF TIMBER OR WOOD AND ANCHORS, 
CLIPS AND STAYS FOR USE THEREWITH (US. CL. 12). 


SN 529,142. BEHSTEV CORPORATION, FRESNO, CA. 


FILED 3-27-1985. 


BEHSTOFLEX 


FOR BUILDING MATERIALS, NAMELY SHEETS OF 
RUBBER MODIFIED ASPHALT FOR ROOFING AND 


WATERPROOFING (U.S. CL. 12). 
FIRST USE 3-0-1984; IN COMMERCE 3-0-1984. 


SN 529,145. BEHSTEV CORPORATION, 
FILED 3-27-1985. 


BEHSTOBASE 


FRESNO, CA. 


FILED 3-29-1985. 


CREAM CITY SPLIT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPLIT”, APART FROM THE MARK AS SHOWN. 
FOR MASONRY UNITS, NAMELY CEMENT BLOCKS 


(U.S. CL. 12). 
FIRST USE 2-20-1985; IN COMMERCE 2-20-1985. 


SN 544,955. FIBERGLASS FABRICATORS, INC., OKLAHO- 
MA CITY, OK. FILED 6-25-1985. 


se 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AQUA”, APART FROM THE MARK AS SHOWN. 
THE LINING SHOWN IN THE MARK IN THE DRAW- 
ING IS A FEATURE OF THE MARK AND DOES NOT 


REPRESENT COLOR. 
FOR PORTABLE SWIMMING POOLS (U.S. CL. 12). 
FIRST USE 6-25-1984; IN COMMERCE 7-12-1984. 


SN 550,402. LYONS INDUSTRIES, INC., DOWAGIAC, MI. 
FILED 7-29-1985. 


CASA GRANDE 


FOR BATHTUB WALLS (USS. CL. 12). 
FIRST USE 1-0-1985; INCOMMERCE 1-0-1985. 


SN 550,736. SKANDI USA, INC., MARIETTA, GA. FILED 
7-29-1985. 


SKANDI HANDI PLANK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLANK”, APART FROM THE MARK AS SHOWN. 
FOR MATERIALS FOR COVERING’ EXISTING 
FLOORS NAMELY HARDWOOD FLOORING, PLANKS, 
STRIP WOOD, AND PARQUET FLOORING (U.S. CL. 12). 
FIRST USE 5-15-1984; IN COMMERCE 5-15-1984. 


FOR BUILDING MATERIALS, NAMELY FIBERGLASS 
SHEETS MADE WITH RUBBER MODIFIED ASPHALT 


FOR ROOFING (U.S. CL. 12). 
FIRST USE 9-0-1984; IN COMMERCE 9-0-1984. 
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SN 550,737. SKANDI USA, INC., MARIETTA, GA. FILED 
7-29-1985. 


SKANDI 


FOR MATERIALS FOR COVERING’ EXISTING 
FLOORS NAMELY HARDWOOD FLOORING, PLANKS, 
STRIP WOOD, AND PARQUET FLOORING (USS. CL. 12). 

FIRST USE 5-15-1984; IN COMMERCE 5-15-1984. 


SN 551,312. CRUISE, THOMAS E., AKA BETRACON, 
DELRAY BEACH, FL. FILED 8-1-1985. 


BETRA BLOC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLOC”, APART FROM THE MARK AS SHOWN. 

FOR INSULATED CONCRETE MASONRY BLOCKS 
(U.S. CL. 12). 

FIRST USE 7-23-1985; IN COMMERCE 7-23-1985. 


SN 551,316. C. G. BEVAN ASSOCIATES LIMITED, 
WELDON, CORBY, NORTHANTS, ENGLAND, FILED 
8-1-1985. 


DRYFLOW 


OWNER OF UNITED KINGDOM REG. NO. 1166115, 
DATED 12-8-1981, EXPIRES 12-8-1988. 

FOR PARTITION PANELS, WALL LINING PANELS, 
CEILING PANELS, ROOF DECKING, BUILDING 
BLOCKS, SEWERAGE AND WATER PIPES, CEMENTI- 
TIOUS AND GYPSUM FLOORING BLOCKS, ELECTRI- 
CAL CABLE DUCTS, FIREPROOF CASINGS FOR STEEL 
STRUCTURES; ALL MADE OF CEMENT, CEMENTI- 
TIOUS MATERIALS, GYPSUM OR OF CONCRETE (U.S. 
CL. 12). 


SN 552,586. JELD-WEN, INC., KLAMATH FALLS, OR. 
FILED 8-9-1985. 


JELD-WEN 


FOR NON-METALLIC WINDOWS IN ASSEMBLED 
AND UNASSEMBLED FORM; NON-METALLIC DOORS, 
NAMELY SWINGING AND SLIDING PATIO DOORS; 
WOOD FRAMED SCREENS AND GRILLES FOR WIN- 
DOWS AND DOORS; NON-METALLIC MILL WORK 
PRODUCTS, NAMELY MOLDINGS, DOOR AND 
WINDOW FRAMES, WIDNOW SASH AND FRAME 
PARTS, BASE MOLDINGS, JAMBS AND SILLS; LUMBER 
AND LUMBER BY-PRODUCTS (U.S. CL. 12). 

FIRST USE 0-0-1960; IN COMMERCE 0-0-1960. 
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SN 552,622. JELD-WEN, INC., KLAMATH FALLS, OR. 
FILED 8-9-1985. 


WENCO 


FOR NON-METALLIC WINDOWS IN ASSEMBLED 
AND UNASSEMBLED FORM; NON-METALLIC DOORS, 
NAMELY SWINGING AND SLIDING PATIO DOORS; 
WOOD FRAMED SCREENS AND GRILLES FOR WIN- 
DOWS AND DOORS; NON-METALLIC MILL WORK PRO- 
DUUCTS, NAMELY MOLDINGS, DOOR AND WINDOW 
FRAMES, WINDOW SASH AND FRAME PARTS, BASE 
MOLDINGS, JAMBS AND SILLS (U.S. CL. 12). 

FIRST USE 0-0-1962; IN COMMERCE 0-0-1962. 


SN 553,403. JOANNA WESTERN MILLS COMPANY, CHI- 
CAGO, IL. FILED 8-14-1985. 


STYLE-RITE 


FOR WOODEN FRAMED WINDOW SHUTTERS (U.S. 


CL. 12). 
FIRST USE 9-15-1965; IN COMMERCE 9-15-1965. 


SN 555,128. L.W.O. CORPORATION, PORTLAND, OR. 
FILED 8-23-1985. 


QUARTERMASTER 


FOR BUILDING MATERIALS, NAMELY, WOOD PAN- 


ELING (USS. CL. 12). 
FIRST USE 5-i-1985; IN COMMERCE 5-1-1985. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


SN 418,498. CHARLES, INC., COUNCIL BLUFFS, IA. 
FILED 3-23-1983. 


TRI-LEVEL PLUS 


FOR UPHOLSTERED FURNITURE SEATING HAVING 
METALLIC SPRINGS INCORPORATED THEREWITHIN 


(US. CL. 32). 
FIRST USE 3-1-1983; INCOMMERCE 3-1-1983. 
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CLASS 20—(Continued). 
SN 512,928. CRAHAN, JAMES T., DBA CRAHAN & COM- SN _ 546,351. HINCHCLIFF PRODUCTS COMPANY, 
CLEVELAND, OH. FILED 7-3-1985. 


PANY, INDIANAPOLIS, IN. FILED 12-10-1984. 


PUMPER CABLE 
GREAT AMERICAN 
WOODIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CABLE”, APART FROM THE MARK AS SHOWN. 
FOR PLASTIC CABLE FOR TRANSFERRING LIQUID 
FROM ONE RECEPTACLE TO ANOTHER (U.S. CL. 50). 

FIRST USE 5-27-1984; IN COMMERCE 8-10-1984. 
USE “AMERICAN”, 


SHOWN. 
FOR LEISURE FURNITURE (U.S. CL. 32). 
FIRST USE 12-0-1984; IN COMMERCE 12-0-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
APART FROM THE MARK AS 


SN 517,247. ALCO FOODSERVICE EQUIPMENT COMPA- 
NY, MIAMI, FL. FILED 1-14-1985. 


SHELLEYSTEEL 


1,132,088 AND 


SN 546,678. TRUE TEMPER CORPORATION, SHIREMAN- 


STOWN, PA. FILED 8-14-1985. 


OWNER OF U.S. REG. NOS. 839,534, 


1,290,096. 
FOR FOOD SERVICE LINE EQUIPMENT FOR CAFE- 
TERIA LINEUPS, NAMELY, FOOD COUNTERS (U.S. CL. 


32). 
FIRST USE 10-0-1983; INCOMMERCE 10-0-1983. 


SN 521,289. SHILLER, LARRY, POMPTON PLAINS, NJ. 
FILED 2-8-1985. 


OWNER OF USS. REG. NO. 1,257,581. 
FOR HANDLE FOR USE ON SHOVELS AND LAWN 


AND GARDEN TOOLS (U.S. CL. 50). 
FIRST USE 5-3-1984; INCOMMERCE 5-3-1984. 


FOR NOVELTY ITEM CONSISTING OF A PLASTIC 
SN 551,047. DIETRICH & SONS, INC., VALLEY CITY, ND. 


SHEET OF AIR BUBBLES (U.S. CLS. 22 AND 50). 
FIRST USE 10-22-1984; INCOMMERCE 10-22-1984. 
FILED 7-31-1985. 


TREE WELL 


SN 528,341. MASSEUR’S TOUCH CORPORATION, MIAMI, 


FL. FILED 3-22-1985. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


MASSEUR’S TOUCH 
USE “TREE”, APART FROM THE MARK AS SHOWN. 
FOR DECORATIVE AND PROTECTIVE FORMED 
PLASTIC UNIT WHICH ENCIRCLES A TREE (U.S. CL. 


FOR MASSAGE LOUNGE CHAIRS AND FOOT OTTO- 
MANS (U.S. CL. 32). 50). 
FIRST USE 3-8-1985; INCOMMERCE 3-8-1985. FIRST USE 11-12-1983; INCOMMERCE 11-12-1983. 
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SN 553,957. EXHIBIT SYSTEMS, INC., ATLANTA, GA. 
FILED 8-16-1985. 


Sm WALL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WALL”, APART FROM THE MARK AS SHOWN. 
FOR FURNITURE IN THE NATURE OF TRANSPORT- 
ABLE BREAK-DOWN WALL PARTITION PANELS AND 
FASTENERS THEREFOR SOLD AS A UNIT (USS. CL. 32). 
FIRST USE 9-4-1984; IN COMMERCE 9-4-1984. 


CLASS 21—HOUSEWARES AND GLASS 


SN 327,681. INGRID, LTD., N. CHICAGO, IL. FILED 
9-11-1981. 


INGRID 


OWNER OF U.S. REG. NO. 865,288. 

FOR A HOUSEMARK FOR KITCHEN AND HOUSE- 
HOLD PLASTIC HOUSEWARES (U.S. CLS. 2 AND 13). 

FIRST USE 5-13-1973; IN COMMERCE 5-13-1979. 


SN 442,874. PORCELANAS CASADES, S.A., VALENCIA, 
SPAIN, FILED 9-8-1983. 


PORCELANAS CASADES, 
S.A. 


OWNER OF SPAIN REG. NO. 833763, DATED 2-5-1979, 
EXPIRES 2-5-1999 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PORCELANAS”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD “POR- 
CELANAS” IS “PORCELAIN”. 

FOR ARTISTIC PORCELAIN FIGURINES AND VASES 
(U.S. CLS. 2, 30 AND 50). 

FIRST USE 6-15-1974; IN COMMERCE 1-1-1975. 


SN 520,560. B.V. KONINKLIJKE NEDERLANDSCHE 
GLASFABRIEK “LEERDAM”, LEERDAM, NETHER- 
LANDS, FILED 2-4-1985. 


CORONA 


OWNER OF NETHERLANDS REG. NO. 107602, DATED 
12-31-1971, EXPIRES 12-31-1990. 

FOR DRINKING GLASSES AND CARAFES (U.S. CL. 
33). 
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SN 554,150. ADVANCE BRUSHES, INC., CLEVELAND, 
OH. FILED 8-19-1985. 


/OVANCE 


RUSH 


OWNER OF U.S. REG. NOS. 885,037 AND 936,074. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRUSH”, APART FROM THE MARK AS SHOWN. 

THE LINING ON THE DRAWING DOES NOT INDI- 
CATE COLOR BUT FORMS PART OF THE MARK. 

FOR BRUSHES; BROOMS; ARBOR HOLE, SHANK AND 
HOLDER ADAPTERS THEREFOR; BRUSH HANDLES 
AND BRACES; SQUEEGEES AND REPLACEMENT RUB- 
BERS THEREFOR; PAINT ROLLERS, PANS, PADS AND 
PARTS THEREFOR (U.S. CLS. 2, 23 AND 29). 

FIRST USE 7-24-1985; IN COMMERCE 7-24-1985. 


SN 556,023. ADVANCE BRUSHES, INC., CLEVELAND, 
OH. FILED 8-29-1985. 


/POVANCE 


OWNER OF U.S. REG. NOS. 885,037 AND 936,074. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRUSH”, APART FROM THE MARK AS SHOWN. 

THE LINING ON THE DRAWING DOES NOT INDI- 
CATE COLOR BUT FORMS PART OF THE MARK. 

FOR BRUSHES; BROOMS; ARBOR HOLE, SHANK AND 
HOLDER ADAPTERS THEREFOR; BRUSH HANDLES 
AND BRACES; SQUEEGEES AND REPLACEMENT RUB- 
BERS THEREFOR; PAINT ROLLERS, PANS, PADS AND 
PARTS THEREFOR (U.S. CLS. 2, 23 AND 29). 

FIRST USE 7-24-1985; IN COMMERCE 7-24-1985. 


CLASS 22—CORDAGE AND FIBERS 


SN 515,233. FABRIMETRICS, INC., DBA FABRIMETRICS, 
SAN JUAN CAPISTRANO, CA. FILED 12-24-1984. 


POLY-PLUS 


FOR PLASTIC TARPAULINS (U.S. CL. 50). 
FIRST USE 9-21-1984; IN COMMERCE 9-21-1984. 
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SN 556,231. TORAY INDUSTRIES, INC., CHUO-KU, 


TOKYO, JAPAN, FILED 8-30-1985. 


The New Fashion Breed 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW FASHION”, APART FROM THE MARK AS 
SHOWN. 

FOR SYNTHETIC FUR FABRICS FOR USE IN THE 
MANUFACTURE OF CLOTHING (U.S. CL. 42). 

FIRST USE 4-23-1985; IN COMMERCE 6-22-1985. 


CLASS 25—CLOTHING 


SN 427,607. CRAZY SHIRTS, INC., HONOLULU, HI. FILED 
5-26-1983. 


crazycordn.. 


FOR SHORTS SPORTSWEAR, SPECIFICALLY CORDU- 


ROY SHORTS (U.S. CL. 39). 
FIRST USE 10-8-1982; INCOMMERCE 10-12-1982. 


SN 452,580. RUSS TOGS, INC., NEW YORK, NY. FILED 
11-10-1983. 


W 


OWNER OF U.S. REG. NO. 1,297,676. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KNITS BY”, APART FROM THE MARK AS 
SHOWN. 

FOR LADIES’ SUITS AND SWEATERS (U.S. CL. 39). 

FIRST USE 3-0-1981; IN COMMERCE 3-0-1981. 
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SN 461,803. N.Y.C. DISCOUNT SHOE COMPANY, INC., 
PHILADELPHIA, PA. FILED 1-20-1984. 


NEW YORK CITY SHOES 


OWNER OF U.S. REG. NOS. 1,277,462, 1,309,149 AND 
1,309,466. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHOES”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR FOOTWEAR NAMELY, SHOES, BOOTS, AND 
SNEAKERS (U.S. CL. 39). 

FIRST USE 10-15-1983; INCOMMERCE 10-15-1983. 


SN 484,886. COUTURE ET DE LA MODE, INC., MIAMI, 
FL. ASSIGNEE OF RAFAEL MATZ AND PHILLIP 
GODUR, MIAMI, FL. FILED 6-13-1984. 


ROBERTO MILANO 


FOR MEN’S, LADIES’ AND CHILDREN’S WEARING 
APPAREL, NAMELY, PANTS, JACKETS, DRESSES, T- 
SHIRTS, SHORTS, SUITS, SCARVES, SWEATSHIRTS, 
LEG WARMERS AND BATHING SUITS (US. CL. 39). 

FIRST USE 5-1-1984; IN COMMERCE 5-1-1984. 


SN 499,446. PISANTI, JACQUES, PARIS, FRANCE, AND 
PISANTI, ODETTE SPIEGELBLATT, PARIS, FRANCE, 
AND PISANTI, DAVID, PARIS, FRANCE, FILED 
9-14-1984. 


DISANCI 


OWNER OF FRANCE REG. NO. 1263581, DATED 
1-13-1984, EXPIRES 1-13-1994. 

SEC. 2(F). 

FOR CLOTHING, ARTICLES FOR MEN, WOMEN AND 
CHILDREN, NAMELY COATS, JACKETS, TROUSERS, 
SKIRTS, MEN’S AND WOMEN’S SUITS, MEN’S AND 
WOMEN’S SHIRTS, BLOUSES, SWEATERS, DRESSES 
MADE OF TEXTILE MATERIALS, LEATHER, OR FUR; 
UNDERWEAR, NAMELY, PANTIES, TRUNKS, T-SHIRTS, 
BRAS, UNDERDRESSES, UNDERSKIRTS AND UNDER- 
PANTS, BATH ROBES, DRESSING GOWNS, HOUSE 
COATS; BATHING SUITS; WARM-UP SUITS; SHOES, 
SLIPPERS, TIES, FOULARDS, KERCHIEFS, GLOVES, 
BELTS, HATS (U.S. CL. 39). 

FIRST USE 1-9-1957; IN COMMERCE 1-10-1961. 
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SN 523,592. COCA-COLA TRADING COMPANY, THE, AT- SN 535,778. FECHHEIMER BROS. CO., THE, CINCINNATI, 
LANTA, GA. FILED 2-22-1985. OH. FILED 6-3-1985. 


GLENLOCH 
COMMAND 


OWNER OF U.S. REG. NO. 1,355,573. 
FOR SWEATERS AND VESTS (USS. CL. 39). 
FIRST USE 10-12-1984; INCOMMERCE 10-12-1984. 
FOR UNIFORM JACKETS, UNIFORM SHIRTS, UNI- 


FORM GLOVES (U.S. CL. 39). 
FIRST USE 1-0-1945; IN COMMERCE 1-0-1945. 


SN 526,161. SUDINI IMPORTS LTD., INC., FAIR LAWN, 
NJ. FILED 3-11-1985. 


SUDINI 


SN 550,561. BERKSHIRE FASHIONS, INC., EDISON, NJ. 


FOR SHOES (U.S. CL. 39). FILED 7-29-1985. 
FIRST USE 12-0-1984; IN COMMERCE 1-7-1985. 


CASHMYARN 


SN 527,442. FARMER, TONY, CROWS NEST, N.S.W., AUS- 
TRALIA, FILED 3-18-1985. 


FOR MUFFLERS, SCARVES, GLOVES, HATS, EAR 
MUFFS, SWEATERS AND BLOUSES (U.S. CL. 39). 
FIRST USE 6-17-1985; IN COMMERCE 6-17-1985. 


SN 551,736. NOGUERON AMERICA, LTD., RYEBROOK, 
NY. FILED 8-2-1985. 


S 
S 
es 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE MAP OF AUSTRALIA, APART FROM THE 
MARK AS SHOWN. 

FOR SWIMWEAR AND WARM-UP SUITS, JACKETS, 
PANTS, WET SUITS, SKI SUITS AND SHORTS (U.S. CL. 
39). 

FIRST USE 10-8-1984; IN COMMERCE 10-8-1984. 


SN 528,799. ST. THOMAS UNIVERSITY, MIAMI, FL. 


FILED 3-25-1985. 
THE MARK CONSISTS OF THE STYLIZED LETTERS 

“RRN”. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO FOR SHOES, BOOTS AND CLOTHING, NAMELY 
USE “MIAMI”, APART FROM THE MARK AS SHOWN. BLOUSES, SKIRTS, PANTS, SCARVES AND BELTS (U.S. 


FOR CLOTHING, NAMELY TEE SHIRTS (U.S. CL. 39). CL. 39). 
FIRST USE 2-19-1985; IN COMMERCE 2-19-1985. FIRST USE 5-15-1985; IN COMMERCE 5-15-1985. 
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SN 553,178. FRANCESCA BY MARC DANIEL, LTD., NEW 
YORK, NY. FILED 8-12-1985. 


COLLECTIBLES BY MARC 
DANIEL 


OWNER OF U.S. REG. NO. 1,215,959. 

FOR WOMEN’S CLOTHING, NAMELY, BLOUSES, 
SHIRTS, DRESSES, SLACKS, JACKETS AND SKIRTS 
(U.S. CL. 39). 

FIRST USE 4-23-1985; IN COMMERCE 4-23-1985. 


SN 553,242. OUTDOOR SPORTS HEADQUARTERS, INC., 
DAYTON, OH. FILED 8-12-1985. 


TIMBER KING 


FOR RAINWEAR, COVERALLS, OVERALLS, _ T- 
SHIRTS, PANTS, COATS, VESTS, PONCHOS, JACKETS, 
CAPS, HATS AND SUSPENDERS (U.S. CL. 39). 

FIRST USE 12-15-1984; INCOMMERCE 12-15-1984. 


SN 553,762. MENDE, RUSSELL, DBA LANDMARK PROD- 
UCTS CO., BLUE SPRINGS, MO. FILED 8-16-1985. 


SANTA CLAUS LOVES ME 
A LOT 


FOR T-SHIRTS (U.S. CL. 39). 
FIRST USE 8-8-1985; IN COMMERCE 8-8-1985. 


SN 554,017. PALM BEACH INCORPORATED, CINCIN- 
NATI, OH. FILED 8-19-1985. 


EAGIE SHIRT 


OWNER OF U.S. REG. NOS. 110,603, 988,980 AND 


OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHIRT” AND “SINCE 1867”, APART FROM THE 
MARK AS SHOWN. 

FOR SHIRTS (U.S. CL. 39). 

FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 
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SN 554,321. JONES, JOHN DENNIS, PASCAGOULA, MS. 
FILED 8-19-1985. 


FOR SPORTS SHIRTS (U.S. CL. 39). 
FIRST USE 8-1-1983; INCOMMERCE 12-18-1984. 


SN 554,528. BEAVER UNIVERSAL CORP., NEW YORK, 
NY. FILED 8-20-1985. 


KINGSAUR 


FOR SHIRTS, HATS, HEADWEAR, CAPS (U.S. CL. 39). 
FIRST USE 7-28-1985; IN COMMERCE 7-28-1985. 
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SN 554,689. BOSTON TRADING LTD., INC., LYNN, MA. 
FILED 8-22-1985. 


TRADERS 
CONNECTION 


FOR CLOTHING, NAMELY, MEN’S, WOMEN’S AND 
CHILDREN’S CLOTHING, NAMELY, SWEATERS, 
PANTS, SLACKS, JEANS, SKIRTS, DRESSES, SHORTS, 
SHIRTS, BLOUSES, JACKETS, BLAZERS, COATS, RAIN- 
COATS, RUNNING SUITS, CAPS, HATS, BERETS, 
SCARFS, GLOVES, MITTENS, SHOES, BOOTS, SLIPPERS, 
RUNNING SHOES, SNEAKERS, UNDERWEAR, SOCKS, 
TIES, HOSIERY, BELTS, BATHING SUITS, SLEEPWEAR 


(U.S. CL. 39). 
FIRST USE 5-15-1985; IN COMMERCE 5-15-1985. 


SN 556,166. SECRETLY YOURS, INC., HOBOKEN, NJ. 
FILED 8-30-1985. 


HIDDEN SECRETS 


FOR LADIES’ UNDERGARMENTS, NAMELY PANTIES 


AND BRIEFS (U.S. CL. 39). 
FIRST USE 6-28-1985; IN COMMERCE 6-28-1985. 


SN 556,355. COMSTOCK LOAD, INC., THE, BOISE, ID. 
FILED 9-3-1985. 


VERTICAL 


FOR LEATHER JACKETS (U.S. CL. 39). 
FIRST USE 6-21-1985; IN COMMERCE 6-21-1985. 


SN 556,360. ZELT, INC., PORTUGUESE BEND, CA. FILED 
9-3-1985. 


BLISTER RESISTER 


FOR SOCKS (U.S. CL. 39). 
FIRST USE 7-11-1985; IN COMMERCE 7-11-1985. 
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SN 556,806. LUCASFILM LTD., SAN RAFAEL, CA. FILED 


8-30-1985. 


DROIDS 


OWNER OF U.S. REG. NOS. 1,355,649, 1,366,421 AND 


1,367,831. 


FOR BELTS (U.S. CL. 39). 
FIRST USE 2-7-1985; IN COMMERCE 2-7-1985. 


SN 557,740. WORLDWIDE SALES & MARKETING INC., 


MIAMI LAKES, FL. FILED 9-11-1985. 


GINO CAPELLI 


FOR UNDERWEAR (USS. CL. 39). 
FIRST USE 2-26-1985; IN COMMERCE 7-16-1985. 


SN 557,777. YAMATO INTERNATIONAL INC., BAKURO- 
CHO, HIGASHI-KU, OSAKA, JAPAN, FILED 9-11-1985. 


KEARNEY HOUSE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOUSE”, APART FROM THE MARK AS SHOWN. 

FOR COATS, JACKETS, JUMPERS, SWEATERS, VESTS, 
SHIRTS, WHITE SHIRTS, T-SHIRTS, SPORT SHIRTS, 
TROUSERS, JACKETS WITH HOODS, CAPS, HATS, 
BELTS, SHORT PANTS, BLAZERS, SOCKS, NECK-TIES 
AND SCARVES (U.S. CL. 39). 

FIRST USE 6-13-1985; IN COMMERCE 6-13-1985. 


SN 557,929. FRANSHAW, INC., NEW YORK, NY. FILED 
9-12-1985. 


FAR PAVILLION’S 


FOR LADIES SPORTSWEAR, NAMELY KNIT TOPS, 
ROMPERS, SHORTS, SKIRTS, DRESSES, JACKETS, 
BLOUSES, SHIRTS, TROUSERS, JEANS, OVERALLS, 
JUMP SUITS, JOG SUITS, COVERALLS, SWEATERS (U.S. 


CL. 39). 
FIRST USE 6-20-1985; IN COMMERCE 6-20-1985. 


SN 558,404. FANCY FEET, INC., HUNTINGTON WOODS, 
MI. FILED 9-16-1985. 


SHOE BE DOO 


FOR CHILDREN’S SHOES (U.S. CL. 39). 
FIRST USE 2-9-1985; IN COMMERCE 7-29-1985. 
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SN 559,037. BOSTON TRADING LTD., INC., LYNN, MA. 
FILED 9-19-1985. 


TRADERS STRIPES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRIPES”, APART FROM THE MARK AS SHOWN. 

FOR CLOTHING, NAMELY, MEN’S, WOMEN’S AND 
CHILDREN’S CLOTHING, NAMELY, SWEATERS, 
PANTS, SLACKS, JEANS, SKIRTS, DRESSES, SHORTS, 
SHIRTS, BLOUSES, JACKETS, BLAZERS, COATS, RAIN- 
COATS, RUNNING SUITS, CAPS, HATS, BERETS, 
SCARFS, GLOVES, MITTENS, SHOES, BOOTS, SLIPPERS, 
RUNNING SHOES, SNEAKERS, UNDERWEAR, SOCKS, 
TIES, HOSIERY, BELTS, BATHING SUITS, SLEEPWEAR 
(U.S. CL. 39). 

FIRST USE 8-19-1985; IN COMMERCE 8-19-1985. 


CLASS 27—FLOOR COVERINGS 


SN 515,519. WORLD RUBBER S. A., GRAND-DUCHY, 
LUXEMBOURG, FILED 12-28-1984. 


RUB-TEN 


PRIORITY CLAIMED UNDER SEC. 44(D) ON BENELUX 
CONV APPLICATION NO. 667452, FILED 7-19-1984, REG. 
NO. 401433, DATED 7-19-1984, EXPIRES 7-19-1994. 

FOR NATURAL AND SYNTHETIC RUBBER COVER- 
INGS FOR PLAYGROUNDS AND PLAYFIELDS INCLUD- 
ING TENNIS, BASKETBALL, VOLLEYBALL COURTS, 
AND ATHLETIC FIELDS (U.S. CLS. 12 AND 50). 


SN 517,948. WALLPAPERS GALORE, INC., LOUISVILLE, 
KY. FILED 1-17-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WALLPAPER”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR WALLPAPER AND VINYL WALLCOVERINGS 
(U.S. CLS. 20 AND 37). 

FIRST USE 8-3-1981; INCOMMERCE 8-3-1981. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 27—(Continued). 


SN 526,260. BERTRAND ET JEAN GUSTAVE DENIS & 
CIE. S.A., MAYENNE, FRANCE, FILED 3-11-1985. 


f 


Hale = 


THE ENGLISH TRANSLATION OF THE TERM “CHA- 
TEAU” IS “HOUSE” OR “CASTLE”. 

FOR BATH MATS (USS. CL. 50). 

FIRST USE 5-2-1984; IN COMMERCE 5-2-1984. 


SN 528,268. JOHNSON RUBBER COMPANY, THE, MID- 
DLEFIELD, OH. FILED 3-22-1985. 


ROUNDEL 


FOR RUBBER OR POLYMER FLOOR TILES; RUBBER 
OR POLYMER STAIR TREADS (U.S. CLS. 20 AND 50). 
FIRST USE 4-13-1984; IN COMMERCE 4-13-1984. 


CLASS 28—TOYS AND SPORTING GOODS 


SN 472,690. KUHLMANN, BRUNO, TORONTO, ONTARIO, 
CANADA, ASSIGNEE OF B. KUHLMANN LTD., TO- 
RONTO, ONTARIO, CANADA, FILED 3-28-1984. 


PONDUS THE PENGUIN 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 514058, FILED 12-19-1983, REG. NO. 
301393, DATED 3-29-1985, EXPIRES 3-29-2000. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PENGUIN”, APART FROM THE MARK AS SHOWN. 

FOR DOLLS AND TOY FIGURINES (U.S. CL. 22). 
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SN 479,553. MATCHBOX INTERNATIONAL LIMITED, 
KOWLOON, HONG KONG, FILED 5-9-1984. 


eels Coen iG 


rates 


OWNER OF U.S. REG. NOS. 895,410, 993,794 AND 
OTHERS. 

THE DRAWING IS LINED FOR THE COLORS RED, 
ORANGE AND YELLOW AND COLOR IS CLAIMED AS 
PART OF THE MARK. 

FOR TOYS AND PLAYTHINGS, NAMELY TOY VEHI- 
CLES, MODEL VEHICLES, MODEL VEHICLE KITS, TOY 
FIGURES, TOY SERVICE STATION ENVIRONMENTS 
AND ACCESSORIES THEREFOR, TOY RACE TRACK 
ENVIRONMENTS AND ACCESSORIES THEREFOR, TOY 
CAR WASH ENVIRONMENTS AND ACCESSORIES 
THEREFOR, TOY GARAGE ENVIRONMENTS AND AC- 
CESSORIES THEREFOR, PUZZLES, AND PRESCHOOL 
AND NURSERY TOYS -- NAMELY TOY CLOCKS, BATH 
TUB TOYS, ACTION CRIB TOYS, TOY PLAYHOUSE, TOY 
TV SET, TOY MONEY BOX, TOY CLOCK AND TOY MU- 
SICAL SLIDE (U.S. CL. 22). 

FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


SN 495,565. ADIDAS FABRIQUE DE CHAUSSURES DE 
SPORT, DETTWILLER, FRANCE, FILED 8-20-1984. 


AZTECA 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 694486, FILED 3-6-1984, REG. NO. 
1264324, DATED 3-6-1984, EXPIRES 3-6-1994. 

OWNER OF U.S. REG. NO. 845,347. 

FOR SPORTING GOODS AND TOYS, NAMELY, 


SOCCER BALLS (U.S. CL. 22). 


SN 517,801. PINES OF AMERICA, INC., SOUTH SAN 
FRANCISCO, CA. FILED 1-16-1985. 


COYOTE 


FOR CHILDREN’S RIDE-ON TOY VEHICLES (U.S. CL. 
22). 
FIRST USE 12-12-1984; IN COMMERCE 12-12-1984. 


SN 517,802. PINES OF AMERICA, INC., SOUTH SAN 
FRANCISCO, CA. FILED 1-16-1985. 


RAIDER 


FOR CHILDREN’S RIDE-ON TOY VEHICLES (U.S. CL. 
22). 
FIRST USE 6-25-1984; IN COMMERCE 6-25-1984. 
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SN 517,808. PINES OF AMERICA, INC., SOUTH SAN 
FRANCISCO, CA. FILED 1-16-1985. 


POWER-LOCK 


FOR CHILDREN’S RIDE-ON TOY VEHICLES (U.S. CL. 
22). 
FIRST USE 6-25-1984; IN COMMERCE 6-25-1984. 


SN 520,375. JONES, KINDRED, VINELAND, NJ. FILED 


2-1-1985. 


ROLL-A-HOOP 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING 
AN OUTDOOR HOOP GAME (U.S. CL. 22). 
FIRST USE 12-0-1978; IN COMMERCE 5-0-1979. 


SN 521,716. CARINGER, RONALD L., DBA RONALD 
CARINGER CO., CHANDLER, IN. FILED 2-11-1985. 


SAFETY HUGS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAFETY”, APART FROM THE MARK AS SHOWN. 

FOR CHILDREN’S TOY, OR AMUSEMENT DEVICE, 
WHICH IS ATTACHED TO A VEHICLE SAFETY SEAT 
BELT (U.S. CLS. 22 AND 50). 

FIRST USE 1-26-1985; INCOMMERCE 1-26-1985. 


SN 522,915. COMEAU KARAS, LTD., ENGLEWOOD, CO. 
FILED 2-19-1985. 


THE SPECTRAL TRANSLATOR 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING A 


BOARD GAME (U.S. CL. 22). 
FIRST USE 8-8-1984; IN COMMERCE 10-5-1984. 
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SN 526,118. WALLINGHAM, GERALD, STONEY CREEK, SN _ 537,597. BONUS GAMES, INC., KNOXVILLE, TN. 
ONTARIO, CANADA, FILED 3-11-1985. FILED 5-14-1985. 


R 
-NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAR”, APART FROM THE MARK AS SHOWN. 
FOR STUFFED TOYS ANIMALS (U.S. CL. 22). 


FIRST USE 11-2-1984; INCOMMERCE 11-2-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BINGO”, APART FROM THE MARK AS SHOWN. 


SN 529,525. DC COMICS INC., NEW YORK, NY. FILED FOR PRINTED GAME CARDS (U.S. CL. 22). 
3-29-1985. FIRST USE 12-31-1982; INCOMMERCE 12-31-1982. 


SN 550,763. LEDRAPLASTIC DE A. COSANI & C. S.N.C., 
AKA LEDRAPLASTIC S.N.C., OSOPPO (U.D.), ITALY, 
FILED 7-29-1985. 


FOR TOYS, NAMELY TOY DOLLS (U.S. CL. 22). 
FIRST USE 5-2-1983; IN COMMERCE 5-2-1983. 


SN 535,800. PDT PUZZLES LIMITED, HAMILTON, ON- 
TARIO, CANADA, FILED 5-6-1985. 


PRETTY DARN TRICKY 


THE STIPPLING SHOWN IN THE MARK ON THE 
DRAWING IS FOR SHADING PURPOSES ONLY. 
FOR PUZZLES AND EQUIPMENT SOLD AS A UNIT FOR HOUSE MARK FOR CHILDREN’S TOYS (U.S. CL. 
FOR PLAYING PARLOR GAMES (U.S. CL. 22). 22). 
FIRST USE 2-2-1984; IN COMMERCE 2-2-1984. FIRST USE 12-18-1961; IN COMMERCE 1-2-1965. 
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SN 553,037. HUGGINPUFF, DBA KYP AND BABS, CHAT- 
TANOOGA, TN. FILED 8-12-1985. 


FOR STUFFED TOY ANIMALS (U.S. CL. 22). 
FIRST USE 3-26-1985; IN COMMERCE 3-26-1985. 


SN 554,626. ROBINSON, SCOTT JACALYN, DBA THE 
DOLL HOUSE, PASADENA, CA. FILED 8-21-1985. 


“WEEBEARS"” 


FOR STUFFED TOY ANIMALS AND DOLLS AND AC- 


CESSORIES (U.S. CL. 22). 
FIRST USE 4-18-1984; IN COMMERCE 4-18-1984. 


SN 554,879. REIGNING CATS & DOGS LTD., MAYWOOD, 
NJ. FILED 8-22-1985. 


FOR PET TOYS (U.S. CLS. 3 AND 22). 
FIRST USE 12-8-1984; IN COMMERCE 12-8-1984. 
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SN 555,214. G.N. PUBLISHING CORPORATION, THE, 
VANCOUVER, B.C., CANADA, FILED 8-26-1985. 


GOOD NEWS! THE BIBLE 
GAME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BIBLE GAME”, APART FROM THE MARK AS 


SHOWN. 
FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING A 


BOARD GAME ABOUT THE BIBLE (U.S. CL. 22). 
FIRST USE 5-17-1985; IN COMMERCE 5-17-1985. 


SN 555,255. MUSIC MANIA, INC., STATEN ISLAND, NY. 
FILED 8-26-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MUSIC” AND “TRIVIA”, APART FROM THE 


MARK AS SHOWN. 
FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING 


PARLOR GAMES (U.S. CL. 22). 
FIRST USE 11-2-1984; IN COMMERCE 6-28-1985. 


SN 555,820. FLYERS CONSULTING, WHITE PLAINS, NY. 
FILED 8-28-1985. 


F.L.Y.E.R.S. 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING A 


BOARD GAME (U.S. CL. 22). 
FIRST USE 8-26-1985; INCOMMERCE 8-26-1985. 


SN 556,417. STANLEY JIGS, INC., HUNTINGTON, TX. 
FILED 9-3-1985. 


VIBRA SHAFT 


FOR ARTIFICIAL FISHING LURES (U.S. CL. 22). 
FIRST USE 7-0-1985; IN COMMERCE 7-0-1985. 
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SN 556,551. HERSCH & COMPANY, LOS ANGELES, CA. 
FILED 9-3-1985. 


OUT OF CONTEXT 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING A 
GAME USING QUOTATIONS (U.S. CL. 22). 
FIRST USE 4-1-1985; IN COMMERCE 5-3-1985. 


SN 556,745. ENGLISH, JEFF, DBA ENGLISH COMPANY, 
MANTUA, OH. FILED 9-3-1985. 


PAJAMASAURUS REX! 


FOR TOY ANIMALS AND TOY STUFFED ANIMALS 


(U.S. CL. 22). 
FIRST USE 7-15-1985; IN COMMERCE 7-15-1985. 


SN 556,763. CALIFORNIA FITNESS, INC., BREA, CA. 
FILED 9-3-1985. 


AEROBIC RINGS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “AEROBIC”, APART FROM THE MARK AS SHOWN. 
FOR ANKLE AND WRIST WEIGHTS (U.S. CL. 22). 
FIRST USE 2-20-1985; IN COMMERCE 2-20-1985. 


SN 557,032. SHAKESPEARE COMPANY, COLUMBIA, SC. 
FILED 9-6-1985. 


SPINPOINT 


FOR LINE GUIDES FOR FISHING RODS (USS. CL. 22). 
FIRST USE 6-18-1985; IN COMMERCE 6-18-1985. 
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SN 557,038. J. CAROLL TRADING INC., ELGIN, IL. FILED 
9-6-1985. 


FOR DOLLS AND DOLL ACCESSORIES (U.S. CL. 22). 
FIRST USE 8-23-1985; IN COMMERCE 8-24-1985. 


SN 557,066. LEE, ROY M., ALEXANDER, AR. FILED 
9-6-1985. 


(@)HUMDINGER 


FOR HUNTER TREE STANDS (U.S. CL. 22). 
FIRST USE 7-22-1985; IN COMMERCE 7-22-1985. 


SN 557,492. WHEAT ENTERPRISES, DBA WHEATCRAFT, 
GARLAND, TX. FILED 9-9-1985. 


WHEATCRAFT 


FOR REMOTE CONTROLLED UNPOWERED MODEL 


AIRCRAFT (U.S. CL. 22). 
FIRST USE 8-1-1973; IN COMMERCE 8-1-1973. 


SN 557,493. WHEAT ENTERPRISES, DBA WHEATCRAFT, 
GARLAND, TX. FILED 9-9-1985. 


WINDPLANE 


FOR REMOTE CONTROLLED UNPOWERED MODEL 


AIRCRAFT (U.S. CL. 22). 
FIRST USE 8-1-1973; INCOMMERCE 8-1-1973. 
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SN 557,720. EVERETT, ROY F., DBA HYDRO-TECH 
LURES, HIXSON, TN. FILED 9-11-1985. 


HYDRO-TECH 


FOR FISHING LURES INCLUDING HOOKS, SINKERS 


AND ARTIFICIAL BAITS (U.S. CL. 22). 
FIRST USE 10-0-1983; IN COMMERCE 10-0-1983. 


SN 557,776. MISS MOLLIE’S.GUPPIES INC., MARATHON, 
FL. FILED 9-11-1985. 


MISS MOLLIE’S GUPPIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “GUPPIES”, APART FROM THE MARK AS SHOWN. 
FOR DOLLS IN THE FORM OF FISH (U.S. CL. 22). 
FIRST USE 7-29-1985; IN COMMERCE 7-29-1985. 


SN 557,934. TOMY CORPORATION, CARSON, CA. FILED 
9-12-1985. 


OMNIBOT 2000 


OWNER OF US. REG. NO. 1,326,184. 
FOR TOY ROBOT (U.S. CL. 22). 
FIRST USE 2-11-1985; IN COMMERCE 2-11-1985. 


SN 558,044. DC COMICS INC., NEW YORK, NY. FILED 
9-13-1985. 


WONDER WOMAN 


OWNER OF US. REG. NOS. 395,739, 1,290,992 AND 


OTHERS. 
FOR TOYS, NAMELY TOY DOLLS (U.S. CL. 22). 
FIRST USE 7-31-1974; IN COMMERCE 7-31-1974. 


SN 558,572. AFTCO MFG. CO. INC., IRVINE, CA. FILED 
9-16-1985. 


STAR-SET 


FOR FISHING REEL COMPONENTS (U.S. CL. 22). 
FIRST USE 6-4-1985; IN COMMERCE 6-4-1985. 


SN 558,654. KENNER PARKER TOYS INC., BEVERLY, 
MA. FILED 9-16-1985. 


SWINGSHOT 


FOR TOY ACTION FIGURES AND ACCESSORIES 


SOLD AS A UNIT (U.S. CL. 22). 
FIRST USE 5-30-1985; IN COMMERCE 5-30-1985. 
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SN 558,659. KENNER PARKER TOYS INC., BEVERLY, 
MA. FILED 9-16-1985. 


SKYBOLT 


FOR TOY ACTION FIGURES AND ACCESSORIES 
SOLD AS A UNIT AND TOY VEHICLES AND ACCESSO- 
RIES SOLD AS A UNIT (US. CL. 22). 

FIRST USE 7-10-1985; IN COMMERCE 7-10-1985. 


SN 558,697. KENNER PARKER TOYS INC., BEVERLY, 
MA. FILED 9-16-1985. 


THUNDERHAWK 


FOR TOY VEHICLES AND ACCESSORIES SOLD AS A 


UNIT (U.S. CL. 22). 
FIRST USE 9-14-1984; IN COMMERCE 9-14-1984. 


SN 558,705. KENNER PARKER TOYS INC., BEVERLY, 
MA. FILED 9-16-1985. 


HACKER 


FOR TOY ACTION FIGURES AND ACCESSORIES (U.S. 


CL. 22). 
FIRST USE 7-29-1985; IN COMMERCE 7-29-1985. 


CLASS 29—MEATS AND PROCESSED FOODS 


SN 247,317. LAMB-WESTON, INC., PORTLAND, OR. 


FILED 1-23-1980. 


PLATTER FRIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRIES”, APART FROM THE MARK AS SHOWN. 
FOR FROZEN FRENCH FRIED POTATOES (U.S. CL. 


46). 
FIRST USE 10-30-1979; IN COMMERCE 10-30-1979. 
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SN 401,618. IBP, INC, DAKOTA CITY, NE. FILED _ SN 471,863. CAMPBELL SOUP COMPANY, CAMDEN, NJ. 
11-4-1982. FILED 3-23-1984. 


IBP SELECT TRIM RANCHERO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO FOR PROCESSED PINTO BEANS (U.S. CL. 46). 
USE “SELECT TRIM”, APART FROM THE MARK AS FIRST USE 6-1-1978; INCOMMERCE 6-1-1978. 
SHOWN. 

FOR PORK (U.S. CL. 46). 

FIRST USE 9-25-1982; IN COMMERCE 9-25-1982. 


SN 484,870. AMFAC, INC., HONOLULU, HI. FILED 
6-12-1984. 


SN 448,933. OSCAR MAYER FOODS CORPORATION, 


MADISON, WI. FILED 10-20-1983. AMF AC 
OSCAR’S SMOKEHOUSE OWNER OF US. REG. NOS. 1,142,952, 1,299,967 AND 


OTHERS. 

FOR CHEESE, PROCESSED CHEESE, CHEESE SUBSTI- 
TUTES AND IMITATION CHEESE (U.S. CL. 46). 

FIRST USE 3-0-1978; IN COMMERCE 3-0-1978. 


FOR WIENERS AND FRANKFURTERS (U.S. CL. 46). 
FIRST USE 8-5-1983; IN COMMERCE 8-9-1983. 


SN 452,480. ATLANTA CORPORATION, NEW YORK, NY. 
DAIRIES ASSOCIATION, HELSINKI, FINLAND, FILED WOOD, NJ. FILED 8-22-1984. 


11-14-1983. 
CHOC-CLO 


FOR CHOCOLATE FLAVORED FOOD BEVERAGES 
FOR CHEESE (US. CL. 46). (U.S. CLS. 45 AND 46). 
FIRST USE 10-30-1980; INCOMMERCE 10-30-1980. FIRST USE 1-1-1984; IN COMMERCE 1-1-1984. 


FINLANDIA 


SN 461,632. PHILIPON INDUSTRIES ALIMENTAIRES, SN 514,407. BRECHTEEN COMPANY, THE, MT. CLE- 
VAUMOISE, FRANCE, BY CHANGE OF NAME FROM MENS, MI. FILED 12-19-1984. 
PICARDIE CONSERVES, VAUMOISE, FRANCE, FILED 


1-20-1984. 
, . Pe 


FOR CANNED VEGETABLES (U.S. CL. 46). 
FIRST USE 6-0-1983; IN COMMERCE 9-1-1983. 


SN 464,251. PIERRE FROZEN FOODS, INC., CINCINNATI, & 


OHIO, OH. FILED 2-6-1984. 


HOT DIGGITY SUBS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUBS”, APART FROM THE MARK AS SHOWN. OWNER OF U.S. REG. NO. 643,673. 

FOR FROZEN MEAT AND POULTRY PATTIES FOR CASINGS USED FOR MEAT PRODUCTS, DRIED 
SHAPED TO FIT HOT DOG BUNS USED IN INSTITU- OR SALTED, FOR SAUSAGE, MEAT PRODUCTS AND 
TIONAL TRADE (U.S. CL. 46). THE LIKE (U.S. CLS. 2 AND 46). 

FIRST USE 7-15-1983; IN COMMERCE 7-20-1983. FIRST USE 11-0-1974; IN COMMERCE 11-0-1974. 





T™< 86 OFFICIAL GAZETTE JANUARY 7, 1986 


CLASS 29—(Continued). CLASS 29—(Continued). 


SN 522,569. MASTER SEAFOOD CORPORATION, MIAMI, SN _ 532,228. YOFARM CORP., MOUNT VERNON, NY. 
FL. FILED 2-19-1985. FILED 4-15-1985. 


THE YOGURT.... 
M ASTER YOGURT LOVERS LOVE! 
BRAND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “YOGURT”, APART FROM THE MARK AS SHOWN. 


FOR YOGURT (U.S. CL. 46). 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO _ EqRsT USE celpe IN , Se 3-5-1985. 


USE “BRAND”, APART FROM THE MARK AS SHOWN. 
FOR SEAFOOD (U.S. CL. 46). 
FIRST USE 3-15-1984; IN COMMERCE 3-15-1984. 


SN 535,946. ANCHOR FISH AND SEAFOOD, INC., APPLE- 


SN 523,068. INTERNATIONAL SAUSAGE CORP., DE- TON, WI. FILED 5-6-1985. 
TROIT, MI. FILED 2-20-1985. 


“The beat to begin with/ 


FOR PREPARED COATED CHEESE AND VEGETA- 
BLES (U.S. CL. 46). 
FIRST USE 11-1-1984; IN COMMERCE 11-1-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRAND”, APART FROM THE MARK AS SHOWN. 
THE STIPPLING AS DEPICTED ON THE DRAWING 
OF THE MARK IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 
FOR PREPARED MEATS (U.S. CL. 46). SN 547,653. GRANDE CHEESE COMPANY, BROWNS- 


FIRST USE 12-0-1958; IN COMMERCE 1-0-1984. VILLE, WI. FILED 7-12-1985. 


SN 523,429. CATELLI-HABITANT, INC., MANCHESTER, 
NH. FILED 2-22-1985. 


FOR EMULSIFIED MEAT PRODUCTS NAMELY SAU- 
SAGE, LIVERWURST, HAM, KNOCKWURST, BEEF, NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
FRANKS, LOAVES, BOLOGNA, SALAMI, KIELBASA, USE “ROMANO”, APART FROM THE MARK AS SHOWN. 
MORTADELLA AND PORK SHOULDER (U.S. CL. 46). FOR CHEESE (U.S. CL. 46). 

FIRST USE 0-0-1883; IN COMMERCE 0-0-1883. FIRST USE 5-11-1985; IN COMMERCE 5-11-1985. 
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SN 547,655. GRANDE CHEESE COMPANY, BROWNS- 
VILLE, WI. FILED 7-12-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROMANO”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND GREEN. 

FOR CHEESE (U.S. CL. 46). 

FIRST USE 5-11-1985; IN COMMERCE 5-11-1985. 


SN 547,664. GRANDE CHEESE COMPANY, BROWNS- 
VILLE, WI. FILED 7-12-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARMESAN”, APART FROM THE MARK AS 
SHOWN. 

FOR CHEESE (U.S. CL. 46). 

FIRST USE 5-11-1985; IN COMMERCE 5-11-1985. 
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SN 547,665. GRANDE CHEESE COMPANY, 
VILLE, WI. FILED 7-12-1985. 


BROWNS- 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARMESAN”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND GREEN. 

FOR CHEESE (U.S. CL. 46). 

FIRST USE 5-11-1985; INCOMMERCE 5-11-1985. 


SN 548,164. SOUTHDOWN MEAT COMPANY, INC., WEST 
CHESTER, PA. FILED 7-15-1985. 


LAMB LOVERS GOURMET 
CUTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LAMB” AND “CUTS”, APART FROM THE MARK 
AS SHOWN. 

FOR FROZEN CUTS OF LAMB (U.S. CL. 46). 

FIRST USE 1-0-1985; IN COMMERCE 6-21-1985. 


SN 549,209. TACO TIME INTERNATIONAL, _INC., 


EUGENE, OR. FILED 7-22-1985. 


MEXI-FRIES 


FOR DEEP-FRIED, BITE-SIZE, POTATO ROUNDS FOR 
CONSUMPTION ON OR OFF THE PREMISES (U.S. CL. 
46). 

FIRST USE 0-0-1969; IN COMMERCE 0-0-1969. 


SN 552,325. KYOKUYO COMPANY LIMITED, CHIYODA- 
KU, TOKYO, JAPAN, FILED 8-7-1985. 


POLAR SEAS 


FOR SEAFOOD AND FISH (U.S. CL. 46). 
FIRST USE 5-31-1984; IN COMMERCE 5-31-1984. 





T™ 88 OFFICIAL GAZETTE JANUARY 7, 1986 


CLASS 29—(Continued). CLASS 30—(Continued). 


SN 552,552. DEL MONTE CORPORATION, SAN FRANCIS- SN _ 505,869. EASY GOURMET, INC., NEW YORK, NY. 
CO, CA. FILED 8-9-1985. FILED 10-29-1984. 


INTERNATURAL 


FOR CANNED VEGETABLES (U.S. CL. 46). é ry 
FIRST USE 7-26-1985; IN COMMERCE 7-26-1985. gurme 


pa UNITED FOODS, INC., BELLS, TN. FILED — ig CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOURMET”, APART FROM THE MARK AS 


SHOWN. 
THE STIPPLING DEPICTED ON THE DRAWING OF 


THE MARK IS FOR SHADING PURPOSES ONLY AND 
VEGETABLES WESTERN —THE.MARK IS FOR SHADING 
FOR COOKING SAUCES EXCLUDING APPLESAUCES 


AND CRANBERRY SAUCE (U.S. CL. 46). 


OWNER OF U.S. REG. NOS. 994,419, 1,338,212 AND FIRST USE 9-25-1984; IN COMMERCE 9-25-1984. 


OTHERS. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VEGETABLES”, APART FROM THE MARK AS 


SHOWN. 
FOR FROZEN MIXED VEGETABLES (US. CL. 46). 
FIRST USE 5-29-1985; IN COMMERCE 5-29-1985. 


SN 516,151. LA TOUR D’ARGENT S.A., PARIS, FRANCE, 
FILED 1-4-1985. 


SN 555,625. KRAFT, INC., GLENVIEW, IL. FILED 
8-26-1985. 


LA TOUR D’ARGENT 
GOUDAM 


Taner GUE 20 -tanyan CROMER 8-2-1985 1-27-1982, EXPIRES |- 27-1982 “neiamaae aca 
. . OWNER OF U.S. REG. NO. 1,275,376. 
THE ENGLISH TRANSLATION OF THE WORDS “LA 
TOUR D’ARGENT” IS “THE SILVER TOWER”. 
FOR HONEY, MUSTARD, SAUCES EXCEPT CRANBER- 
RY AND APPLE SAUCE, SEASONINGS, VINEGARS, 
SPICES, BISCUITS, CAKES AND CANDY (USS. CL. 46). 


CLASS 30—STAPLE FOODS 


SN 504,706. SILVER SWAN MANUFACTURING CO, INC., 
MANILA, PHILIPPINES, FILED 10-19-1984. 


. 


SN 520,635. PH. WUNDERLE, INC., PHILADELPHIA, PA. 


Sa 
nei = 


EASY ACES 


SEC. 2(F). 
FOR WORCESTERSHIRE SAUCE (U.S. CL. 46). FOR CANDY (U.S. CL. 46). 
FIRST USE 3-13-1957; IN COMMERCE 10-5-1984. FIRST USE 0-0-1935; IN COMMERCE 0-0-1935. 
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SN 522,083. IMMORTAL CHINESE FOODS, INC., RAPID 
CITY, SD. FILED 2-13-1985. 


“DAVID LAM” IS THE NAME OF A 
IS OF 


THE NAME 
LIVING INDIVIDUAL WHOSE CONSENT 
RECORD. 

THE CHARACTERS FORMING THE MARK ARE CHI- 
NESE FOR “DAVID LAM”, THE PRESIDENT OF APPLI- 
CANT CORPORATION. 

FOR CHINESE STYLE HOT AND MILD FOOD COOK- 
ING SAUCES (U.S. CL. 46). 

FIRST USE 9-1-1984; IN COMMERCE 9-1-1984. 


SN 524,831. SUNMARK, INC., DBA SUNLINE BRANDS, 
ST. LOUIS, MO. FILED 3-4-1985. 


THE HARD CANDY THAT 
BENDS BEFORE THE 
FLAVOR ENDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HARD CANDY”, APART FROM THE MARK AS 
SHOWN. 

FOR CANDY (U.S. CL. 46). 

FIRST USE 2-14-1985; IN COMMERCE 2-14-1985. 


SN 530,261. FRANGI’S ITALIAN FOOD, INC., DENVER, 
CO. FILED 4-2-1985. 


TIMELESS ITALIAN 
CLASSICS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ITALIAN”, APART FROM THE MARK AS SHOWN. 

FOR PASTA PRODUCTS; NAMELY, RAVIOLI, MANI- 
COTTI, LASAGNA (U.S. CL. 46). 

FIRST USE 3-26-1985; IN COMMERCE 3-26-1985. 
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SN 541,390. LEE MAN TAT AND LEE MAN LOK, DBA 
LEE KUM KEE, TIN WAN, ABERDEEN, HONG KONG, 
FILED 6-5-1985. 


PANDA BRAND 


OWNER OF US. REG. NO. 1,147,778. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRAND”, APART FROM THE MARK AS SHOWN. 

FOR OYSTER AND SHRIMP FLAVORED SAUCES (U.S. 
CL. 46). 

FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 


SN 541,551. BRACKEEN, DANIEL L., DALLAS, TX. 


FILED 6-6-1985. 


_Arthur's 


OWNER OF U.S. REG. NO. 1,289,262. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE DESIGN REPRESENTATION OF THE GOODS, 
APART FROM THE MARK AS SHOWN. 

THE STIPPLING SHOWN IN THE MARK ON THE 
DRAWING IS A DESIGN FEATURE OF THE MARK AND 
IS NOT INTENDED TO REPRESENT COLOR. 

FOR ICE CREAM, SHERBERT, FLAVORED ICES, 
FROZEN YOGURT, AND PIES (U.S. CL. 46). 

FIRST USE 12-12-1984; IN COMMERCE 12-26-1984. 


SN 543,704. KARA INCORPORATED, OREM, UT. FILED 
6-17-1985. 


KARA 


FOR CHOCOLATES AND CANDIES (U.S. CL. 46). 
FIRST USE 9-26-1984; IN COMMERCE 9-26-1984. 
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SN 546,727. RUGGLES ICE CREAM COMPANY, TWINS- SN 549,846. J.J. CRUNCH AND COMPANY, ROLLING 
BERG, OH. FILED 7-8-1985. MEADOWS, IL. FILED 7-24-1985. 


FOR CANDY (U.S. CL. 46). 
FIRST USE 4-25-1985; IN COMMERCE 4-25-1985. 


SN 550,470. ANNE’S COOKIES, INC., SAN ANTONIO, TX. 
FILED 7-29-1985. 


Anne’s Cookies 
VY, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CREAM” AND THE REPRESENTATION OF 
CREAM IN A PITCHER AND ICE CREAM IN A DISH, 
APART FROM THE MARK AS SHOWN, 


THE LINING ON THE DRAWING IS A FEATURE OF 
THE MARK. NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


FOR ICE CREAM (U.S. CL. 46). USE “COOKIES”, APART FROM THE MARK AS SHOWN. 
FIRST USE 1-0-1981; INCOMMERCE 1-0-1981. THE MARK CONSISTS IN PART OF THE WORDS 
“ANNE’S COOKIES” BORDERED BY A RECTANGLE 
AND AN OUTLINE OF A FRONT VIEW OF A GIRLS’ 
FACE. 
FOR COOKIES FOR CONSUMPTION ON OR OFF THE 
PREMISES (U.S. CL. 46). 
FIRST USE 4-24-1984; IN COMMERCE 5-10-1984. 


SN 549,268. PICANTE, INC., SAN ANTONIO, TX. FILED 


7-22-1985. SN 551,028. DEBOLE’S NUTRITIONAL FOODS, INC., 
GARDEN CITY PARK, NY. FILED 7-31-1985. 


wv TOFU-RONI 
Me FOR PASTA CONTAINING TOFU (U.S. CL. 46). 


FIRST USE 6-12-1985; IN COMMERCE 6-12-1985. 


SN 552,453. HILL & BROOKS COFFEE COMPANY, INC., 
MOBILE, AL. FILED 8-9-1985. 


OWNER OF USS. REG. NO. 1,334,546. 
THE MARK CONSISTS OF THE WORD “PACE” AND 
DESIGN BEING THE UPPER PORTION OF A STYLIZED HILL & B ROOKS 
SUNBURST FIGURE. 
FOR CONDIMENTS, NAMELY MEXICAN STYLE HOT 
SAUCE (U.S. CL. 46). FOR COFFEE, TEA AND SUGAR (U.S. CL. 46). 
FIRST USE 6-0-1983; IN COMMERCE 6-0-1983. FIRST USE 10-12-1981; INCOMMERCE 10-12-1981. 
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SN 553,255. GENERAL MILLS, INC., MINNEAPOLIS, MN. 
FILED 8-12-1985. 


DANDY-BAR 


FOR READY TO EAT, CEREAL DERIVED BARS (U.S. 
CL. 46). 
FIRST USE 8-15-1984; IN COMMERCE 8-15-1984. 


SN 553,703. GOOD HUMOR CORPORATION, ENGLE- 
WOOD CLIFFS, NJ. FILED 8-15-1985. 


CALIPPO 


FOR LEMON FLAVOR WATER ICE AND ORANGE 
FLAVOR WATER ICE (U.S. CL. 46). 
FIRST USE 10-10-1984; IN COMMERCE 10-10-1984. 


SN 553,704. GOOD HUMOR CORPORATION, ENGLE- 
WOOD CLIFFS, NJ. FILED 8-15-1985. 


FULL O’CHOC 


FOR FROZEN CONFECTION (U.S. CL. 46). 
FIRST USE 10-10-1984; IN COMMERCE 10-10-1984. 


SN 555,629. RALSTON PURINA COMPANY, ST. LOUIS, 
MO. FILED 8-26-1985. 


CHEX 


OWNER OF U.S. REG. NOS. 559,285, 995,682 AND 


OTHERS. 
FOR SNACK MIX CONTAINING BREAKFAST CEREAL 


AND OTHER INGREDIENTS (U.S. CL. 46). 
FIRST USE 4-18-1985; IN COMMERCE 4-18-1985. 


SN 555,656. VDF NORTH AMERICA, INC., ATLANTA, GA. 
FILED 8-26-1985. 


RACERS 


FOR CANDY (US. CL. 46). 
FIRST USE 1-7-1985; IN COMMERCE 1-7-1985. 
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CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


SN 482,969. VAHLE’S PET STUFF, INC., SPRINGFIELD, 
PA. FILED 5-31-1984. 


NUTRITONE 


FOR BIRD FEED FOR’’PARAKEETS, CANARIES, 
FINCHES, COCKATIELS AND DWARF PARROTS (U.S. 
CL. 46). 

FIRST USE 12-23-1983; INCOMMERCE 1-3-1984. 


SN 496,773. ARIEL INDUSTRIES PLC, LEICESTER, ENG- 
LAND, FILED 8-27-1984. 


GOLDEN LADY 


FOR FRESH TOMATOES, FRESH CUCUMBERS, FRESH 
FRUITS AND OTHER FRESH VEGETABLES (U.S. CL. 46). 
FIRST USE 6-8-1983; INCOMMERCE 1-25-1984. 


SN 522,029. SOCIETE D’EXPLOITATION DES ALIMENTS 
ROYAL CANIN, AIMARGUES (GARD), FRANCE, 
FILED 2-13-1985. 


assse 


ROYAL CANIN 


OWNER OF FRANCE REG. NO. 1199961, DATED 
3-30-1982, EXPIRES 3-30-1992. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CANIN”, APART FROM THE MARK AS SHOWN. 
THE TERM “CANIN” MAY BE TRANSLATED IN ENG- 
LISH AS “CANINE.” 


FOR DOG FOOD (US. CL. 46). 


SN 528,406. MAVAR SHRIMP & OYSTER COMPANY, 
LTD., BILOXI, MS. FILED 3-25-1985. 


COUNTRY MIX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MIX”, APART FROM THE MARK AS SHOWN. 

FOR CAT FOOD (USS. CL. 46). 

FIRST USE 11-1-1980; INCOMMERCE 11-15-1980. 
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SN 535,075. BIOSIS, PALO ALTO, CA. FILED 4-30-1985. SN 546,506. UNITED BRANDS COMPANY, NEW YORK, 
NY. FILED 7-5-1985. 


Chiquita 


FOR NEMATODES (US. CL. 1). 
FIRST USE 4-19-1985; IN COMMERCE 4-19-1985. 


OWNER OF U.S. REG. NOS. 508,492, 1,230,156 AND 
OTHERS. 

FOR FRESH MANGOS (U.S. CL. 46). 

FIRST USE 5-18-1985; IN COMMERCE 5-18-1985. 


SN 548,189. PURINA MILLS, INC., ST. LOUIS, MO. FILED 
7-15-1985. 


SN 544,694. LL. & L.M. WRIGHT, DBA I & L WRIGHT, 
R.D. TAUPAKI, NEW ZEALAND, FILED 6-24-1985. 


Ly Ve 
ane ao 


THE LINING SHOWN IN THE DRAWING OF THE 
MARK REPRESENTS A FEATURE OF THE MARK AND 
IS NOT EXTENDED TO INDICATE COLOR. 

THE MARK CONSISTS OF A DESIGN OF BARNS AND 
FIELDS. 

FOR NATURAL FEED GRAINS FOR ANIMALS (U.S. 


FOR FRESH FRUITS (U.S. CL. 46). CL. 1). 
FIRST USE 11-0-1982; IN COMMERCE 11-0-1982. FIRST USE 2-14-1985; IN COMMERCE 2-14-1985. 
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SN 549,266. WHITENER, KEVIN F., DBA FISH BOX, 
SHAWNEE, KS. FILED 7-22-1985. 


FISH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FISH”, APART FROM THE MARK AS SHOWN. 

FOR LIVE ORNAMENTAL AND EXOTIC FISH (U.S. 
CL. 1). 

FIRST USE 5-7-1981; INCOMMERCE 5-7-1981. 


SN 551,782. ZAMPINI, JAMES W., DBA NEW PLANTS, 
PERRY, OH. FILED 8-5-1985. 


‘ADIRONDAK’ 


FOR LIVE TREES (U.S. CL. 1). 
FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 


SN 553,402. CARGILL, INCORPORATED, MINNETONKA, 
MN. FILED 8-14-1985. 


BREED N’ PELT 


FOR FEED FOR RABBITS (U.S. CL. 46). 
FIRST USE 6-26-1985; IN COMMERCE 6-26-1985. 


CLASS 32—LIGHT BEVERAGES 


SN 348,704. TIMOTHY FARMS, INC., SENECA FALLS, NY. 
FILED 2-4-1982. 


BORG NOG 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NOG”, APART FROM THE MARK AS SHOWN. 
FOR NON-ALCOHOLIC APPLE CIDER DRINK (U.S. 


CL. 45). 
FIRST USE 9-17-1981; IN COMMERCE 11-2-1981. 
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SN 501,967. CREMINO S.A., LIMA, PERU, FILED 10-1-1984. 


FRISSKO 


PRIORITY CLAIMED UNDER SEC. 44(D) ON PERU AP- 
PLICATION NO. 80014, FILED 7-2-1984, REG. NO. 24644, 
DATED 10-29-1984, EXPIRES 10-29-1989. 

FOR BEER, ALE AND PORTER; MINERAL AND CAR- 
BONATED WATER; POWDERED MIXES USED IN THE 
PREPARATION OF FRUIT JUICE DRINKS CONTAINING 
WATER; SYRUPS USED IN THE PREPARATION OF 
FRUIT JUICE DRINKS CONTAINING WATER; FRUIT 
JUICES (U.S. CLS. 45, 46 AND 48). 


SN 527,610. PATRIZIER-BRAU AKTIENGESELLSCHAFT, 
NUERNBERG, FED REP GERMANY, FILED 3-18-1985. 


ZERO 


FOR NON-ALCOHOLIC MALT BEVERAGE (U.S. CL. 
48). 
FIRST USE 11-0-1984; IN COMMERCE 11-0-1984. 


SN 532,536. AMERICAN NATURAL BEVERAGE, BROOK- 
LYN, NY. FILED 4-16-1985. 


SOHO 


OWNER OF US. REG. NO. 1,157,525. 
FOR SOFT DRINKS (U.S. CL. 45). 
FIRST USE 1-6-1978; IN COMMERCE 7-31-1978. 


SN 543,544. STROH BREWERY COMPANY, THE, DE- 
TROIT, MI. FILED 6-17-1985. 


FOR MALT LIQUOR (U.S. CL. 48). 
FIRST USE 8-28-1984; IN COMMERCE 8-28-1984. 
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SN 550,209. ISC WINES OF CALIFORNIA, INC., SAN 


FRANCISCO, CA. FILED 7-26-1985. 


FOR CARBONATED FRUIT JUICES, DRINKS (U.S. CL. 
45). 
FIRST USE 6-26-1985; IN COMMERCE 6-26-1985. 


CLASS 33—WINES AND SPIRITS 


SN 375,641. MORAL, RICARDO FERNANDEZ, TLALNE- 
PANTLA, MEXICO, AND MORAL, ROSA MARIA FER- 
NANDEZ, TLALNEPANTLA, MEXICO, FILED 
7-20-1982. 


JORONGO 


OWNER OF MEXICO REG. 
12-3-1964, EXPIRES 8-31-1989. 
FOR TEQUILA (U.S. CL. 49). 


NO. 120310, DATED 
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SN 466,707. SOCIETE DES VINS DE FRANCE ET COM- 
PAGNIE, BORDEAUX, FRANCE, BY CHANGE OF 
NAME FROM CRUSE & FILS FRERES, BORDEAUX, 
FRANCE, FILED 2-22-1984. 














NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MIS EN BOUTEILLE PAR”, APART FROM THE 
MARK AS SHOWN. 

THE LINING IS FOR SHADING PURPOSES ONLY. 

THE ENGLISH TRANSLATION OF THE WORDS “MIS 
EN BOUTEILLE PAR” IS “ BOTTLED BY”. 

FOR WINES (U.S. CL. 47). 

FIRST USE 12-0-1981; INCOMMERCE 12-0-1981. 


SN 483,046. JOHN BARDENHEIER WINE & LIQUOR CO., 
DBA BARDENHEIER WINE CELLARS, ST. LOUIS, MO. 
FILED 6-1-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COOLER”, APART FROM THE MARK AS SHOWN. 

FOR WINE COOLER (U.S. CL. 47). 

FIRST USE 5-15-1984; IN COMMERCE 5-15-1984. 
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SN . 504,098. SOCIETE COMMERCIALE DES BOUR- 
GOGNES DE MARQUE F. CHAUVENET, COTE D’OR, 
FRANCE, FILED 10-16-1984. 


DOMAINE DE 
MILLEFLEURS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 701292, FILED 5-3-1984, REG. NO. 
1279938, DATED 5-3-1984, EXPIRES 5-3-1994. 

THE ENGLISH TRANSLATION OF THE WORDS “DO- 
MAINE DE ” IS “DOMAIN OF”. THE WORD “MILLE- 
FLEURS” IS THE NAME OF A SPECIFIC TYPE OF 
FLOWER. 

FOR WINES (U.S. CL. 47). 


SN 513,560. CE. DI.VI. CENTRO DIFFUSIONE VINI DI 
LANZAVECCHIA DR. PIETRO & C. SOCIETA IN AC- 
COMANDITA SEMPLICE, RIVOLI (PROVINCE OF 
TORINO), ITALY, FILED 12-14-1984. 


THE CROSS-HATCHED DESIGN REPRESENTS A JUTE 
OR BURLAP COVER OF THE WINE BOTTLE. 

SEC. 2(F). 

FOR WINE (U.S. CL. 47). 

FIRST USE 1-23-1973; IN COMMERCE 1-23-1973. 


SN 516,899. CATOCTIN VINEYARDS, INC., BROOKE- 


VILLE, MD. FILED 1-10-1985. 


FOR WINES (U.S. CL. 47). 
FIRST USE 9-17-1984; IN COMMERCE 9-17-1984. 
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SN 517,374. SOCIETE BOLLINGER & COMPAGNIE, AY, 
FRANCE, FILED 1-14-1985. 


THE LINING OR STIPPLING SHOWN IN THE MARK 
ON THE DRAWING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR WINES, SPARKLING WINES, CHAMPAGNE 
WINES (U.S. CL. 47). 

FIRST USE 11-0-1984; IN COMMERCE 11-0-1984. 


SN 535,655. MAISON LOUIS JADOT S.A.R.L., BEAUNE, 
COTE D’OR, FRANCE, FILED 5-3-1985. 


BEAUJOLAIS BLANC 
JADOT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAUJOLAIS BLANC”, APART FROM THE MARK 
AS SHOWN. 

SEC. 2(F) AS TO THE WORD “JADOT” 

FOR WINE (U.S. CL. 47). 

FIRST USE 0-0-1859; IN COMMERCE 0-0-1947. 


SN 546,246. HIRAM WALKER & SONS, INC., DETROIT, 
MI. FILED 7-3-1985. 


BLACK ICE 


FOR VODKA (US. CL. 49). 
FIRST USE 6-18-1985; IN COMMERCE 6-18-1985. 
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SN 548,199. VESSELLE, GEORGES, BOUZY (MARNE), 
FRANCE, FILED 7-8-1985. 


OWNER OF FRANCE REG. NO. 1290864, DATED 
11-27-1984, EXPIRES 11-27-1994. 

THE STIPPLING ON THE DRAWING IS FOR SHAD- 
ING PURPOSES ONLY AND DOES NOT REPRESENT 
COLOR. 

FOR WINES, SPARKLING AND CHAMPAGNE WINES, 
BRANDIES, LIQUEURS, WINE-BASED APERITIVES (U.S. 


CLS. 47 AND 49). 


SN 549,967. FRANKHOF-KELLEREI GMBH, HOCHHEIM/ 
MAIN, FED REP GERMANY, FILED 7-25-1985. 


Barone a Nia, 


FOR WINES & SPARKLING WINES (US. CL. 47). 
FIRST USE 5-24-1984; IN COMMERCE 5-24-1984. 
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SN 550,297. NANETTE GLASSER, INC., EDGEWATER, NJ. 
FILED 7-26-1985. 


A LIQUEUR BY alavl ‘ 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIQUEUR”, APART FROM THE MARK AS SHOWN. 
THE LINING AND STIPPLING ON THE DRAWING 
ARE FOR SHADING PURPOSES, AND DO NOT INDI- 


CATE COLOR. 
“JOUR” IS THE FRENCH WORD FOR “DAY.” 


FOR LIQUEURS (U.S. CL. 49). 
FIRST USE 5-24-1985; IN COMMERCE 5-24-1985. 


SN 550,523. SOCIETA PER AZIONI CHIANTI RUFFINO 
ESPORTAZIONE VINICOLA TOSCANA, BRESCIA, 
ITALY, FILED 7-29-1985. 


VILLA RUFFINO 


OWNER OF ITALY REG. NO. 350385, DATED 5-6-1985, 


EXPIRES 1-4-2005. 
OWNER OF U.S. REG. NOS. 537,688 AND 1,282,744. 
FOR WINES AND LIQUEURS (U.S. CLS. 47 AND 49). 


SN 553,165. SAZERAC COMPANY, INC., DBA THE BRASS 
BULL CO., NEW ORLEANS, LA. FILED 8-12-1985. 


DIESEL 


FOR GRAIN NEUTRAL SPIRITS (U.S. CL. 49). 
FIRST USE 6-4-1984; IN COMMERCE 9-19-1984. 


SN 553,783. MARTINI & ROSSI CORPORATION, NEW 
YORK, NY. FILED 8-16-1985. 


MARTINI 


OWNER OF U.S. REG. NOS. 185,413, 725,707 AND 


OTHERS. 
FOR GIN (U.S. CL. 49). 
FIRST USE 0-0-1974; IN COMMERCE 0-0-1974. 
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CLASS 34—SMOKERS’ ARTICLES 


SN 459,771. HOFNAR SIGARENFABRIEKEN, B.V., EE 
VALKENSWAARD, NETHERLANDS, FILED 1-6-1984. 
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PRIORITY CLAIMED UNDER SEC. 44(D) ON BENELUX 
CONV APPLICATION NO. 659114, FILED 7-7-1983, REG. 
NO. 390220, DATED 7-7-1982, EXPIRES 7-7-1993. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MILD”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND BROWN. 

FOR SMOKING TOBACCO, CIGARS, CIGARILLOS 
AND MATCHES (U.S. CLS. 9 AND 17). 


SN 506,586. ROBERT BUDI HARTONO AND MICHAEL 
BAMBANG HARTONO, KUDUS, INDONESIA, ASSIGN- 
EE OF HARTONO, MICHAEL BAMBANG, JAKARTA, 
INDONESIA, FILED 11-1-1984. 


DJARUM SAFARI 


THE WORD “DJARUM” MEANS “NEEDLE” IN INDO- 
NESIAN. 

FOR CIGARETTES CONTAINING TOBACCO AND 
CLOVES (U.S. CL. 17). 

FIRST USE 11-10-1983; IN COMMERCE 11-10-1983. 


SN 506,588. ROBERT BUDI HARTONO AND MICHAEL 
BAMBANG HARTONO, KUDUS, INDONESIA, ASSIGN- 
EE OF HARTONO, MICHAEL BAMBANG, JAKARTA, 
INDONESIA, FILED 11-1-1984. 


DJARUM SUPER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUPER”, APART FROM THE MARK AS SHOWN. 

THE WORD “DJARUM” MEANS “NEEDLE” IN INDO- 
NESIA. 

FOR CIGARETTES CONTAINING TOBACCO AND 
CLOVES (U.S. CL. 17). 

FIRST USE 10-9-1982; INCOMMERCE 10-9-1982. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 34—(Continued). 


SN 506,589. ROBERT BUDI HARTONO AND MICHAEL 
BAMBANG HARTONO, KUDUS, INDONESIA, ASSIGN- 
EE OF HARTONO, MICHAEL BAMBANG, JAKARTA, 
INDONESIA, FILED 11-1-1984. 


DJARUM INTERNATIONAL 


THE WORD “DJARUM” MEANS “NEEDLE” IN INDO- 
NESIAN. 

FOR CIGARETTES CONTAINING TOBACCO AND 
CLOVES (U.S. CL. 17). 

FIRST USE 11-10-1976; IN COMMERCE 11-10-1976. 


SN 506,591. ROBERT BUDI HARTONO AND MICHAEL 
BAMBANG HARTONO, KUDUS, INDONESIA, ASSIGN- 
EE OF HARTONO, MICHAEL BAMBANG, JAKARTA, 
INDONESIA, FILED 11-1-1984. 


DJARUM BRAVO 


THE WORD “DJARUM” MEANS “NEEDLE” IN INDO- 
NESIAN. 

FOR CIGARETTES CONTAINING TOBACCO AND 
CLOVES (U.S. CL. 17). 

FIRST USE 9-0-1984; IN COMMERCE 9-0-1984. 


SN 545,277. MARKETING MANAGEMENT, INC., FORT 
WORTH, TX. FILED 6-27-1985. 


FOR CIGARETTES SOLD AT RETAIL (US. CL. 17). 
FIRST USE 12-0-1980; INCOMMERCE 12-0-1980. 
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SN 554,767. AMERICAN ANTER INC., CARSON, CA. 


FILED 8-22-1985. 


FOR DISPOSABLE CIGARETTE LIGHTERS (US. CL. 
8). 
FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


SN 442,330. TOOL KING, INC., DENVER, CO. FILED 
9-6-1983. 


TOOL KING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOOL”, APART FROM THE MARK AS SHOWN. 

FOR FRANCHISE SERVICES, NAMELY, RENDERING 
TECHNICAL AND MARKETING ASSISTANCE IN THE 
ESTABLISHMENT AND OPERATION OF RETAIL 
HARDWARE AND TOOL STORES (U.S. CL. 101). 

FIRST USE 9-1-1981; INCOMMERCE 9-10-1981. 


SN 514,682. MOSSEY, DALE E., ST. CLOUD, MN. FILED 
12-21-1984. 


AGRI-TORNEY 


FOR LEGAL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 2-1-1984; IN COMMERCE 6-1-1984. 
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SN 530,296. EXPORT DEVELOPMENT CORPORATION, 
OTTAWA, ONTARIO, CANADA, FILED 4-3-1985. 


EDC 


FOR PROMOTING AND DEVELOPING TRADE BE- 
TWEEN CANADA AND OTHER COUNTRIES, WITH 
REGARD TO THE EXPORTING AND FINANCIAL 
FIELD (U.S. CLS. 101 AND 102). 

FIRST USE 3-0-1972; IN COMMERCE 3-0-1972. 


SN 530,297. EXPORT DEVELOPMENT CORPORATION, 
OTTAWA, ONTARIO, CANADA, FILED 4-3-1985. 


FOR PROMOTING AND DEVELOPING TRADE BE- 
TWEEN CANADA AND OTHER COUNRIES, WITH 
REGARD TO THE EXPORTING AND FINANCIAL 
FIELD (U.S. CLS. 101 AND 102). 

FIRST USE 8-0-1972; IN COMMERCE 8-0-1972. 


SN 536,300. CALDWELL FLEXIBLE STAFFING, INC., 
DBA CALDWELL TEMPORARY HELP, WILMINGTON, 
DE. FILED 5-7-1985. 


CALDWELL 


SEC. 2(F). 

FOR TEMPORARY EMPLOYMENT AGENCY SERV- 
ICES (U.S. CL. 101). 

FIRST USE 1-1-1978; INCOMMERCE 1-1-1978. 
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SN 543,415. DIAL-A-WORKER, INC., PHOENIX, AZ. SN 548,541. NATURE’S SECRETS, INC., JENKINTOWN, 
FILED 6-17-1985. PA. FILED 7-17-1985. 


PSST...DO YOU WANT TO 
KNOW MY SECRET? 


FOR RENDERING TECHNICAL ASSISTANCE IN CON- 
NECTION WITH THE ESTABLISHMENT AND/OR OPER- 
ATION OF HOUSE-TO-HOUSE RETAIL MERCHANDIS- 
ING OF VARIOUS DIETARY SUPPLEMENTS (U.S. CL. 
101). 

FIRST USE 6-20-1985; IN COMMERCE 6-20-1985. 


SN 551,815. TEL “A” COMP, SALT LAKE CITY, UT. 
FILED 8-5-1985. 


TEL “A” COMP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEL”, APART FROM THE MARK AS SHOWN. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO FOR TELEPHONE MESSAGE ANSWERING SERVICES 


USE “DIAL-A-WORKER”, APART FROM THE MARK AS__ (US. CL. 101). 
SHOWN. FIRST USE 12-19-1984; IN COMMERCE 12-19-1984. 


FOR EMPLOYMENT AGENCY SERVICES (U.S. CL. 


101). 
FIRST USE 2-1-1983; IN COMMERCE 2-1-1983. 


SN 551,845. 1.C. SYSTEM, INC., VADNAIS HEIGHTS, MN. 
FILED 8-5-1985. 


LISTASSIST 


SN 547,657. MARKETING MASTERS INTERNATIONAL, 


INC., DUNWOODY, GA. FILED 7-12-1985. 
FOR PROCESSING AND UPDATING MAILING LISTS 


FOR DIRECT MAIL ADVERTISERS (U.S. CL. 101). 
FIRST USE 10-0-1984; IN COMMERCE 10-0-1984. 


SN 552,418. LANDMARK INVESTMENTS, INC., AKRON, 
OH. FILED 8-8-1985. 


TI. 


Hn 


THE DRAWING IS LINED FOR THE COLORS RED 
AND BLUE. THE MARK CONSISTS OF A STYLIZED LETTER “M”. 


FOR PROVIDING MARKETING RESEARCH AND FOR RENDERING TECHNICAL ASSISTANCE IN THE 
DIRECT MARKETING SERVICES TO OTHERS (U.S. CL. ESTABLISHMENT AND OPERATION OF FAST FOOD 
101). RESTAURANTS (U.S. CL. 101). 

FIRST USE 4-1-1982; INCOMMERCE 4-1-1982. FIRST USE 10-22-1984; IN COMMERCE 12-10-1984. 
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SN 552,722. KENT, DEBORAH, DBA RAGING FINGERS, 
HOLLYWOOD, CA. FILED 8-9-1985. 


RAGING FINGERS 


FOR TYPING AND WORD PROCESSING SERVICES 


(U.S. CL. 101). 
FIRST USE 4-1-1981; IN COMMERCE 6-14-1981. 


SN 552,799. YELLOW-PHONE, INC., DBA YELLOW- 
PHONE, SAN FRANCISCO, CA. FILED 8-8-1985. 


YELLOW-PHONE 


OWNER OF U.S. REG. NOS. 1,270,182 AND 1,270,183. 

FOR INFORMATION STORAGE AND RETRIEVAL 
SERVICES IN THE FIELDS OF LISTING BUSINESSES BY 
CATEGORY OF GOODS AND SERVICES, LISTING SPE- 
CIFIC GOODS AND SERVICES FOR SALE AND LISTING 
MARKET PRICES FOR SPECIFIC GOODS (U.S. CLS. 100 
AND 101). 

FIRST USE 7-1-1984; IN COMMERCE 7-1-1984. 


SN 553,325. INTERNATIONAL COUNCIL OF SHOPPING 
CENTERS, NEW YORK, NY. FILED 8-13-1985. 


MAXI AWARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AWARDS”, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING THE INTERESTS OF SHOPPING 
CENTERS THROUGH THE CONDUCT OF CONTESTS 
WHICH PRESENT AWARDS FOR PROMOTIONAL CAM- 
PAIGNS WHICH HAVE EXHIBITED OUTSTANDING AC- 
COMPLISHMENTS IN CREATIVITY, PHYSICAL PRES- 
ENTATION AND SALES RESULTS (U.S. CL. 101). 

FIRST USE 9-0-1973; IN COMMERCE 9-0-1973. 


SN 553,560. OVERSEAS UNLIMITED AGENCY, INC., LOS 
ANGELES, CA. FILED 8-15-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OVERSEAS”, APART FROM THE MARK AS 
SHOWN. 

FOR EMPLOYMENT AGENCY SERVICES (U.S. CL. 
101). 

FIRST USE 5-0-1983; IN COMMERCE 5-0-1983. 
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SN 553,561. OVERSEAS UNLIMITED AGENCY, INC., LOS 
ANGELES, CA. FILED 8-15-1985. 


OVERSEAS UNLIMITED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OVERSEAS”, APART FROM THE MARK AS 


SHOWN. 
FOR EMPLOYMENT AGENCY SERVICES (U.S. CL. 


101). 
FIRST USE 5-0-1983; IN COMMERCE 5-0-1983. 


CLASS 36—INSURANCE AND FINANCIAL 


SN 418,366. NATIONAL HOME LIFE ASSURANCE COM- 
PANY, VALLEY FORGE, PA. FILED 3-21-1983. 


PACER RETIREMENT PLAN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RETIREMENT PLAN”, APART FROM THE MARK 
AS SHOWN. 

FOR UNDERWRITING OF ANNUITIES (U.S. CL. 102). 

FIRST USE 2-0-1983; IN COMMERCE 2-0-1983. 


SN 473,751. EUROCROSS B.V., NOORDWUIK (Z.H.), NETH- 
ERLANDS, FILED 4-4-1984. 


=EuroCross 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE GEOGRAPHIC REPRESENTATION OF 
EUROPE AND THE DESIGN OF THE CROSS, APART 
FROM THE MARK AS SHOWN. 

THE LINES ON THE DRAWING ARE A FEATURE OF 
THE MARK AND ARE NOT INTENDED TO REPRESENT 
COLOR. 

THE MARK CONSISTS IN PART OF A HIGHLY STYL- 
IZED GEOGRAPHIC REPRESENTATION OF EUROPE 
WITH THE DESIGN OF A CROSS SUPERIMPOSED UPON 
THE CENTRAL AND EASTERN PORTIONS THEREOF. 

FOR AUXILIARY TRAVEL INSURANCE SERVICES TO 
MEMBERS AND INSUREDS OF HEALTH AND GENER- 
AL INSURANCE COMPANIES, NAMELY ASSISTANCE 
AT HOSPITAL ADMISSIONS, GUARANTEEING PAY- 
MENT OF HEALTH CARE COSTS AND REPATRIATION 
OF HOSPITALIZED AND DECEASED MEMBERS (U.S. 
CL. 102). 

FIRST USE 3-0-1982; IN COMMERCE 5-31-1982. 
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SN 512,907. UNION FIDELITY LIFE INSURANCE COMPA- 
NY, TREVOSE, PA. FILED 12-10-1984. 


AUTO LIFE EXTENDER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUTO”, APART FROM THE MARK AS SHOWN. 

FOR INSURANCE BROKERAGE AND INSURANCE 
ADMINISTRATION SERVICES IN THE FIELD OF AUTO- 
MOBILE MECHANICAL BREAKDOWN REPAIR INSUR- 
ANCE (U.S. CLS. 101 AND 102). 

FIRST USE 10-31-1984; INCOMMERCE 10-31-1984. 


SN 513,654. RESOURCES LIFE INSURANCE COMPANY, 
FORT LEE, NJ. FILED 12-14-1984. 


ICAPITALIST 


FOR FINANCIAL SERVICES IN THE FORM OF VARI- 
ABLE ANNUITY CONTRACTS (USS. CL. 102). : 
FIRST USE 11-14-1984; INCOMMERCE 11-14-1984. 


SN 516,611. GRAND AERIE FRATERNAL ORDER OF 
EAGLES, MILWAUKEE, WI. FILED 1-8-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FUND”, APART FROM THE MARK AS SHOWN. 


THE MARK IS LINED FOR THE COLOR GOLD. 


FOR CHARITABLE FUND RAISING FOR PROVIDING 


ASSISTANCE TO THE ELDERLY (U.S. CL. 102). 
FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 521,392. AMERICAN ASSOCIATION OF PHARMACEU- 
TICAL CARE, OVERLAND PARK, KS. FILED 2-8-1985. 


AMERICAN ASSOCIATION 
OF PHARMACEUTICAL 
CARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSOCIATION” AND “PHARMACEUTICAL 
CARE”, APART FROM THE MARK AS SHOWN. 

FOR INSURANCE UNDERWRITING’ SERVICES, 
NAMELY, INSURING PHARMACEUTICAL PRESCRIP- 
TION SERVICES FOR GROUP INSURANCE POLICY- 
HOLDERS (U.S. CL. 102). 

FIRST USE 8-24-1984; IN COMMERCE 8-24-1984. 


SN 524,916. FIRST FEDERAL SAVINGS AND LOAN AS- 
SOCIATION OF SOUTH CAROLINA, GREENVILLE, 
SC. FILED 3-4-1985. 


WE MAKE BANKING 
SIMPLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BANKING”, APART FROM THE MARK AS 
SHOWN. 

FOR BANKING SERVICES (U.S. CL. 102). 

FIRST USE 1-13-1985; IN COMMERCE 1-13-1985. 


SN 536,543. NATIONAL ASSOCIATION OF SECURITIES 
DEALERS, INC., WASHINGTON, DC. FILED 5-8-1985. 


NASDAQ-FINANCIAL INDEX 


OWNER OF U.S. REG. NOS. 922,973, 1,280,122 AND 


OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INDEX”, APART FROM THE MARK AS SHOWN. 

FOR SECURITIES ANALYSIS, CLASSIFICATION AND 
REPORTING SERVICES (U.S. CL. 102). 

FIRST USE 5-6-1985; IN COMMERCE 5-6-1985. 


SN 537,472. UNITED OF OMAHA LIFE INSURANCE COM- 
PANY, OMAHA, NE. FILED 5-13-1985. 


THRE CHATGE 


FOR INSURANCE UNDERWRITING AND ADMINIS- 
TRATION SERVICES (U.S. CL. 102). 
FIRST USE 3-12-1985; INCOMMERCE 3-12-1985. 
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SN 543,641. SAVINGS BANK OF UTICA, THE, UTICA, NY. 
FILED 6-17-1985. 


EXTRA EDGE CD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CD”, APART FROM THE MARK AS SHOWN. 

FOR BANKING SERVICES FEATURING CERTIFI- 
CATE OF DEPOSIT SAVINGS ACCOUNTS (U.S. CL. 102). 

FIRST USE 3-18-1984; IN COMMERCE 3-18-1984. 


SN 543,659. STRATFORD INSURANCE COMPANY, 
RAMSEY, NJ. FILED 6-14-1985. 


STRATFORD 


FOR RISK AND MANAGEMENT ADVISORY SERV- 
ICES FOR INSURANCE, INSURANCE CLAIMS PAY- 
MENT AND PROCESSING SERVICES (U.S. CLS. 101 AND 
102). 

FIRST USE 8-17-1984; IN COMMERCE 8-17-1984. 


SN 544,484. BUCCI, MICHAEL J., DBA PRECISION REAL- 
TORS, WARWICK, RI. FILED 6-24-1985. 


PRECISION 


FOR REAL ESTATE BROKERAGE SERVICES (US. 
CLS. 101 AND 102). 
FIRST USE 5-14-1985; IN COMMERCE 5-14-1985. 


SN 544,527. STATE STREET BOSTON CORPORATION, 
BOSTON, MA. FILED 6-24-1985. 


SPIFF 


FOR FINANCIAL INVESTMENT AND MANAGEMENT 
OF FUNDS FOR OTHERS IN THE FIELD OF STOCK 
MARKET SECURITIES (U.S. CLS. 101 AND 102). 

FIRST USE 9-0-1982; IN COMMERCE 9-0-1982. 
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SN 546,295. WASHINGTON NATIONAL INSURANCE 
COMPANY, EVANSTON, IL. FILED 7-3-1985. 


WN PLAN II 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLAN”, APART FROM THE MARK AS SHOWN. 
FOR INSURANCE UNDERWRITING SERVICES (US. 


CL. 102). 
FIRST USE 5-0-1978; IN COMMERCE 5-0-1978. 


SN 546,302. WASHINGTON NATIONAL INSURANCE 
COMPANY, EVANSTON, IL. FILED 7-3-1985. 


WN PLAN VARIABLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLAN VARIABLE”, APART FROM THE MARK AS 
SHOWN. 

FOR INSURANCE UNDERWRITING SERVICES (U.S. 
CL. 102). 

FIRST USE 11-0-1983; IN COMMERCE 11-0-1983. 


SN 546,308. WASHINGTON NATIONAL INSURANCE 
COMPANY, EVANSTON, IL. FILED 7-3-1985. 


WN PLAN IV 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLAN”, APART FROM THE MARK AS SHOWN. 

FOR INSURANCE UNDERWRITING SERVICES (US. 
CL. 102). 

FIRST USE 3-0-1984; IN COMMERCE 3-0-1984. 


SN 546,310. WASHINGTON NATIONAL INSURANCE 
COMPANY, EVANSTON, IL. FILED 7-3-1985. 


WN PLAN II+ 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLAN”, APART FROM THE MARK AS SHOWN. 

FOR INSURANCE UNDERWRITING SERVICES (U.S. 
CL. 102). 

FIRST USE 1-0-1984; IN COMMERCE 1-0-1984. 


SN 549,512. SPECIALTY UNDERWRITERS FINANCIAL, 
INC., OAK CREEK, WI. FILED 7-22-1985. 


FEC 


FOR PROVIDING, UNDERWRITING AND BROKER- 
AGE OF INSURANCE FOR REPAIR OF OFFICE AND 
DATA PROCESSING EQUIPMENT, MACHINERY AND 
COMPUTERS USED BY AND IN FINANCIAL INSTITU- 
TIONS (U.S. CLS. 101 AND 102). 

FIRST USE 1-3-1984; INCOMMERCE 1-3-1984. 
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SN 549,930. DURHAM LIFE INSURANCE COMPANY, RA- 
LEIGH, NC. FILED 7-25-1985. 


FLEXMASTER II 


OWNER OF U.S. REG. NO. 1,243,853. 

FOR UNDERWRITING OF LIFE INSURANCE (U.S. CL. 
102). 

FIRST USE 5-20-1985; IN COMMERCE 6-3-1985. 


SN 550,021. TAX ALTERNATIVES, INC., CLEARWATER, 
FL. FILED 7-25-1985. 


FOR INSURANCE BROKERAGE AND CONSULTING 
SERVICES (U.S. CLS. 101 AND 102). 
FIRST USE 7-1-1980; IN COMMERCE 7-1-1980. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 550,562. TREESOURCE, INC., PORTLAND, OR. FILED 
7-29-1985. 


OWNER OF U.S. REG. NO. 1,312,604. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

THE MARK IS A FANCIFUL REPRESENTATION OF A 
TREE. 

FOR LUMBER, WOOD VENEER, AND PLYWOOD BRO- 
KERAGE SERVICES (U.S. CLS. 101 AND 102). 

FIRST USE 5-23-1983; IN COMMERCE 5-23-1983. 


SN 551,454. MANNING, K. KENT, DBA HIGHLAND CAP- 
ITAL GROUP, WORTHINGTON, OH. FILED 8-2-1985. 


HIGHLAND CAPITAL 
GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAPITAL GROUP”, APART FROM THE MARK AS 
SHOWN. 

FOR FINANCIAL MANAGEMENT AND CONSULTING 
SERVICES; VENTURE CAPITAL INVESTMENT AND 
CONSULTING SERVICES (U.S. CLS. 101 AND 102). 

FIRST USE 3-0-1983; IN COMMERCE 3-0-1983. 


SN 551,628. SOLID STATE FUNDING CORP., EAST 
MEADOW, NY. FILED 8-5-1985. 


MORTGAGEGRAM 


FOR MORTGAGE LOAN SERVICES (U.S. CL. 102). 
FIRST USE 5-16-1983; IN COMMERCE 5-16-1983. 
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SN 552,440. CIGNA CORPORATION, PHILADELPHIA, PA. SN 502,065. SKETCHLEY CLEANING SERVICES LIMIT- 
FILED 8-8-1985. | ED, DON MILLS, ONTARIO, CANADA, FILED 


10-2-1984. 


DOCTORPAY PLUS 


FOR UNDERWRITING HEALTH INSURANCE (U.S. CL. 
102). 
FIRST USE 2-0-1984; IN COMMERCE 2-0-1984. 


SN 554,030. MCDONNELL DOUGLAS CORPORATION, ST. 
LOUIS, MO. FILED 8-19-1985. 


UNIMAPPS 


FOR TAX AND FINANCIAL PLANNING SERVICES 


(U.S. CL. 102). 
FIRST USE 7-5-1985; IN COMMERCE 7-5-1985. 


SN 554,079. HILL FINANCIAL SAVINGS ASSOCIATION, 
RED HILL, PA. FILED 8-19-1985. 
PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 528173, FILED 9-10-1984, REG. NO. 
305463, DATED 8-2-1985, EXPIRES 8-2-2000. 
FOR RETAIL DRY CLEANING SERVICES (U.S. CL. 


2 


FINANCIAL 


SN 508,727. ELECTROFRAC CORPORATION OF MISSOU- 
RI, KANSAS CITY, MO. FILED 11-14-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINANCIAL”, APART FROM THE MARK AS 
SHOWN. 


FOR BANKING SERVICES (U.S. CL. 102). ELECTROFRAC 


FIRST USE 1-28-1985; IN COMMERCE 3-4-1985. 


FOR TREATING OIL WELLS FOR ENHANCED RE- 
CLASS 37—CONSTRUCTION AND REPAIR COVERY OF OIL (U.S. CLS. 100, 103 AND 106). 


FIRST USE 4-15-1959; IN COMMERCE 4-15-1959. 


SN 494,757. ARBOR PLASTIC PRODUCTS, INC., FRE- 
MONT, OH. FILED 8-13-1984. 


SN 515,511. XOLOX CORPORATION, FORT WAYNE, IN. 
FILED 12-28-1984. 


ARBOR } {PLASTIC PRODUCTS INC. 
XOLOX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLASTIC PRODUCTS INC.”, APART FROM THE 


MARK AS SHOWN. 
FOR CUSTOM MANUFACTURE OF MOLDED PLASTIC FOR CUSTOM MANUFACTURE OF PLASTIC MAG- 


PRODUCTS (U.S. CL. 103). NETS (U.S. CL. 103). 
FIRST USE 10-13-1982; IN COMMERCE 10-13-1982. FIRST USE 12-29-1975; IN COMMERCE 12-29-1975. 
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SN 523,043. KENTUCKIANA COMFORT CENTER, INC., 
LOUISVILLE, KY. FILED 2-20-1985. 


KENTUCKIANA COMFORT 
CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CENTER”, APART FROM THE MARK AS SHOWN. 
FOR MAINTENANCE AND REPAIR OF HEATING, 
VENTILATION AND AIR CONDITIONING EQUIPMENT 


(U.S. CL. 103). 
FIRST USE 1-11-1985; IN COMMERCE 1-11-1985. 


SN 523,488. G. S. PRECISION, INC., WILMINGTON, VT. 
FILED 2-22-1985. 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “QUALITY RELIABILITY EFFICIENCY”, APART 
FROM THE MARK AS SHOWN. 

FOR CUSTOM MANUFACTURING OF MACHINES, 
TOOLS AND PARTS THEREOF (U.S. CL. 103). 

FIRST USE 3-20-1976; IN COMMERCE 3-20-1976. 


SN 540,725. SQUEEKY CLEAN CAR WASHES, INC., 


RENTON, WA. FILED 5-31-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLEAN”, APART FROM THE MARK AS SHOWN. 


FOR CAR CLEANING SERVICES (U.S. CL. 103). 
FIRST USE 11-0-1984; IN COMMERCE 3-20-1985. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 547,464. UTILITY SAVERS, INC., SAN ANTONIO, TX. 


FILED 7-11-1985. 


6S N 
PRESSURE 
SEAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRESSURE SEAL”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLORS BLUE 
AND RED. 

FOR HOME INSULATING SERVICES UTILIZING 
CAULK AND FOAM SEALING AGENTS (U.S. CL. 103). 

FIRST USE 12-1-1984; IN COMMERCE 1-1-1985. 


SN 547,567. PATIENT TECHNOLOGY, INC., HAUPPAUGE, 
NY. FILED 7-12-1985. 


MEDTAKE 


FOR INSTALLATION AND SERVICING OF MEDICAL 
DATA ACQUISITION SYSTEMS FOR RECEIVING, RE- 
CORDING, AND RETRIEVING PATIENT CARE DATA 


(U.S. CL. 103). 
FIRST USE 4-23-1985; IN COMMERCE 4-23-1985. 


SN 549,064. STEAM WAY INTERNATIONAL, _INC., 


DENVER, CO. FILED 7-18-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “STEAM”, APART FROM THE MARK AS SHOWN. 
FOR CARPET CLEANING SERVICES (U.S. CL. 103). 
FIRST USE 11-24-1966; IN;CCOMMERCE 1-9-1967. 
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SN 549,065. STEAM WAY INTERNATIONAL, 
DENVER, CO. FILED 7-18-1985. 


INC., 


STEAM WAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “STEAM”, APART FROM THE MARK AS SHOWN. 
FOR CARPET CLEANING SERVICES (U.S. CL. 103). 
FIRST USE 11-24-1966; INCOMMERCE 1-9-1967. 


SN 549,963. SIGNSTOP INC., WESTPORT, CT. FILED 
7-25-1985. 


SIGN STOP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SIGN”, APART FROM THE MARK AS SHOWN. 

FOR CUSTOM SIGN MAKING (US. CL. 103). 

FIRST USE 6-0-1985; IN COMMERCE 6-0-1985. 


SN 550,338. A-1 ATLAS SEWER & DRAIN SERVICE, INC., 
OLD TAPPAN, NJ. FILED 7-26-1985. 


Ac! ATLAS | 


SEWER & DRAIN SERVICE,INC. 7, 


y 


gy 


Your Drains Are In Good Hands With Atlas! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEWER & DRAIN SERVICE, INC.”,“DRAINS” AND 
THE DESIGN OF A PLUNGER, APART FROM THE 
MARK AS SHOWN. 

FOR SEWER AND DRAIN CLEANING SERVICES (U.S. 
CL. 103). 

FIRST USE 3-19-1984; IN COMMERCE 3-19-1984. 


SN 553,821. BREHM COMMUNITIES, SAN DIEGO, CA. 
FILED 8-16-1985. 


PARKE CERRO 


THE ENGLISH TRANSLATION OF THE WORDS IN 
THE MARK IS “HILLS AND PARK”. 

FOR REAL ESTATE DEVELOPMENT SERVICES, 
NAMELY, PLANNING AND LAYING OUT OF RESIDEN- 
TIAL COMMUNITIES FOR OTHERS AND CONSTRUC- 
TION OF BUILDINGS FOR OTHERS (U.S. CL. 103). 

FIRST USE 1-0-1985; IN COMMERCE 2-0-1985. 
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SN 553,823. BREHM COMMUNITIES, SAN DIEGO, CA. 
FILED 8-16-1985. 


BREHM$@ COMMUNITIES 


OWNER OF USS. REG. NO. 1,359,703. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMMUNITIES”, APART FROM THE MARK AS 
SHOWN. 

FOR REAL ESTATE DEVELOPMENT SERVICES, 
NAMELY, PLANNING AND LAYING OUT OF RESIDEN- 
TIAL COMMUNITIES FOR OTHERS AND CONSTRUC- 
TION OF BUILDINGS FOR OTHERS (U.S. CL. 103). 

FIRST USE 1-0-1985; IN COMMERCE 2-0-1985. 


SN 553,824. BREHM COMMUNITIES, SAN DIEGO, CA. 
FILED 8-16-1985. 


LOS RIOS 


THE ENGLISH TRANSLATION OF THE WORDS IN 
THE MARK IS “THE RIVER”. 

FOR REAL ESTATE DEVELOPMENT SERVICES, 
NAMELY PLANNING AND LAYING OUT OF RESIDEN- 
TIAL COMMUNITIES FOR OTHERS AND CONSTRUC- 
TION OF BUILDINGS FOR OTHERS (U.S. CL. 103). 

FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


SN 553,839. PEPPER COMPANIES, INC., THE, CHICAGO, 
IL. FILED 8-16-1985. 


PEPPER 


FOR CONSTRUCTION AND CONSTRUCTION ENGI- 
NEERING SERVICES IN CONNECTION WITH HIGH 
RISE BUILDINGS, SHOPPING CENTERS, COMMERCIAL 
BUILDING RENOVATIONS AND ESTABLISHMENT OF 
BUILDING SITES INCLUDING CLEARING AND EXCA- 
VATING (U.S. CL. 103). 

FIRST USE 12-0-1947; INCOMMERCE 12-0-1947. 
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SN 553,843. PEPPER COMPANIES, INC., THE, CHICAGO, 
IL. FILED 8-16-1985. 


THE MARK IS LINED FOR THE COLOR GREEN. 

THE MARK CONSISTS OF THE STYLIZED LETTER 
“Tr. 

FOR CONSTRUCTION AND CONSTRUCTION ENGI- 
NEERING SERVICES IN CONNECTION WITH HIGH 
RISE BUILDINGS, SHOPPING CENTERS, COMMERCIAL 
BUILDING RENOVATIONS AND ESTABLISHMENT OF 
BUILDING SITES INCLUDING CLEARING AND EXCA- 
VATION (U.S. CL. 103). 

FIRST USE 2-0-1985; IN COMMERCE 5-0-1985. 


SN 553,844. PEPPER COMPANIES, INC., THE, CHICAGO, 
IL. FILED 8-16-1985. 


®) PEPPER 


THE MARK IS LINED FOR THE COLOR GREEN. 

THE MARK CONSISTS IN PART OF THE STYLIZED 
LETTER “P”. 

FOR CONSTRUCTION AND CONSTRUCTION ENGI- 
NEERING SERVICES IN CONNECTION WITH HIGH 
RISE BUILDINGS, SHOPPING CENTERS, COMMERCIAL 
BUILDING RENOVATIONS AND ESTABLISHMENT OF 
BUILDING SITES INCLUDING CLEARING AND EXCA- 
VATION (U.S. CL. 103). 

FIRST USE 12-31-1984; INCOMMERCE 1-0-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 38—COMMUNICATION 


SN 489,682. I. P,. SHARP ASSOCIATES LIMITED, TORON- 
TO, ONTARIO, CANADA, FILED 7-13-1984. 


IPSANET 


OWNER OF CANADA REG. NO. 297617, DATED 
11-30-1984, EXPIRES 11-30-1999. 
FOR TELECOMMUNICATION SERVICES (U.S. CL. 104). 


SN 505,434. MASTERCARD INTERNATIONAL INCORPO- 
RATED, NEW YORK, NY. FILED 10-25-1984. 


BANKNET 


FOR COMMUNICATIONS SERVICES, NAMELY, PRO- 
VIDING TELECOMMUNICATIONS NETWORK SERV- 
ICES FOR FINANCIAL INSTITUTIONS (U.S. CLS. 102 
AND 104). 

FIRST USE 4-20-1976; IN COMMERCE 4-20-1976. 


SN 534,392. SUSQUEHANNA BROADCASTING CO., 
YORK, PA. FILED 4-26-1985. 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 

FIRST USE 9-0-1983; IN COMMERCE 9-0-1983. 
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SN 542,393. AMERICAN MOBILPHONE, INC., BIRMING- 
HAM, AL. FILED 6-11-1985. 


american 
* 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN .MOBILPHONE PAGING”, APART 
FROM THE MARK AS SHOWN. 

THE WORD “AMERICAN” AND TWO BARS ARE 
BLUE; THE WORDS “MOBILPHONE PAGING” AND THE 
STAR ARE RED. 

FOR MOBILE COMMUNICATIONS, NAMELY RADIO 
PAGING SERVICES AND MOBILE RADIO TELEPHONE 


SERVICES (U.S. CL. 104). 
FIRST USE 7-15-1983; IN COMMERCE 7-15-1983. 


SN 552,071. BELLSOUTH CORPORATION, ATLANTA, GA. 
FILED 8-5-1985. 


PULSELINK 


FOR TELECOMMUNICATION SERVICES (U.S. CL. 104). 
FIRST USE 4-0-1984; IN COMMERCE 4-0-1984. 


SN 552,293. BONNEVILLE INTERNATIONAL CORPORA- 
TION, SALT LAKE CITY, UT. FILED 8-7-1985. 


KAAM 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 4-14-1978; IN COMMERCE 4-14-1978. 


SN 552,294. BONNEVILLE INTERNATIONAL CORPORA- 
TION, SALT LAKE CITY, UT. FILED 8-7-1985. 


KAFM 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 1-1-1973; INCOMMERCE 1-1-1973. 


SN 553,306. TRINITY BROADCASTING NETWORK, INC., 
TUSTIN, CA. FILED 8-13-1985. 


KTBN 


FOR TELEVISION BROADCASTING SERVICES (U.S. 


CL. 104). 
FIRST USE 11-18-1977; IN COMMERCE 11-18-1977. 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


CLASS 38—(Continued). 


SN 553,486. MUSCOM, INC., TOLEDO, OH. FILED 


8-15-1985. 


WRNF 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 10-15-1983; IN COMMERCE 10-15-1983. 


SN 553,988. FAIRFIELD BROADCASTING COMPANY, 
KALAMAZOO, MI. FILED 8-19-1985. 


WEZV 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 7-26-1979; IN COMMERCE 7-26-1979. 


SN 553,992. FAIRFIELD BROADCASTING COMPANY, 
KALAMAZOO, MI. FILED 8-19-1985. 


WEZR 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 3-28-1985; IN COMMERCE 3-28-1985. 


SN 553,993. FAIRFIELD BROADCASTING COMPANY, 
KALAMAZOO, MI. FILED 8-19-1985. 


WQSN 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 7-1-1985; IN COMMERCE 7-1-1985. 


SN 553,994. FAIRFIELD BROADCASTING COMPANY, 
KALAMAZOO, MI. FILED 8-19-1985. 


YOUR COUNTRY COUSIN 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 7-1-1985; IN COMMERCE 7-1-1985. 


SN 554,774. PAPPAS TELECASTING INCORPORATED, 
FRESNO, CA. FILED 8-22-1985. 


KMPH 


FOR TELEVISION BROADCAST SERVICES (U.S. CL. 
104). 
FIRST USE 10-11-1971; IN COMMERCE 10-11-1971. 
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SN 555,740. PPONEER BROADCASTING COMPANY, INC., 


ANCHORAGE, AK. FILED 8-27-1985. 


KBRC 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 12-11-1946; IN COMMERCE 12-11-1946. 


SN 555,742. PPONEER BROADCASTING COMPANY, INC., 
ANCHORAGE, AK. FILED 8-27-1985. 


KFQD 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 5-27-1924; INCOMMERCE 5-27-1924. 


CLASS 39—-TRANSPORTATION AND 
STORAGE 


SN 349,101. SAGE FOODS, INC., DES PLAINES, IL. FILED 
2-8-1982. 


SOIGE 


FOR DELIVERY OF FOOD PRODUCTS FOR TRANS- 
PORTATION COMPANIES (U.S. CL. 105). - 
FIRST USE 9-1-1974; IN COMMERCE 9-1-1974. 


SN 466,256. VIVA! DISCOVERY HOLIDAYS PTY. LIMIT- 
ED, CIVIC, CANBERRA, AUSTRALIA, FILED 
2-17-1984. 


VIVA! DISCOVERY 


OWNER OF AUSTRALIA REG. NO. A398762, DATED 
10-20-1983, EXPIRES 10-20-1990. 
FOR TRAVEL AGENCY SERVICES (U.S. CL. 105). 


SN 475,122. QUEEN CITY LEASING CORP., CINCINNATI, 
OH. FILED 4-12-1984. 


QUEEN CITY 


SEC. 2(F). 

FOR AUTOMOBILE LEASING SERVICES (U.S. CLS. 100 
AND 105). 

FIRST USE 12-31-1956; IN COMMERCE 12-31-1956. 
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SN 513,581. TRAVEL WIZARDS, INC., SAN MATEO, CA. 
FILED 12-14-1984. 


WY y 


WW : 
TRAVEL WIZARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRAVEL”, APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR RED. 

FOR TRAVEL ARRANGEMENTS AND CONSULTA- 
TION AND TRAVEL AGENCY SERVICES (U.S. CL. 105). 

FIRST USE 2-9-1981; IN COMMERCE 2-9-1981. 


SN 515,769. TRANS WORLD AIRLINES, INC., NEW YORK, 
NY. FILED 12-31-1984. 


LEADING THE WAY 


FOR AIR TRANSPORTATION OF PERSONS, PROPER- 
TY AND MAIL (USS. CL. 105). 
FIRST USE 10-17-1984; IN COMMERCE 10-17-1984. 


SN 517,549. BRITT AIRWAYS, INC., TERRE HAUTE, IN. 
FILED 1-14-1985. 


WINNING THE HEART OF 
AMERICA 


FOR AIRLINE SERVICES NAMELY, TRANSPORTING 
PASSENGERS AND PROPERTY BY AIR (U.S. CL. 105). 
FIRST USE 10-7-1984; IN COMMERCE 10-7-1984. 
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SN 530,245. STORK BOUTIQUE CORPORATION, ROS- 
WELL, GA. FILED 4-2-1985. 


STORK BOUTIQUE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOUTIQUE”, APART FROM THE MARK AS 
SHOWN. 

FOR DELIVERY OF GREETINGS AND CUSTOM GIFT 
BASKETS TO FAMILIES OF NEWLY BORN INFANTS, 
ACCOMPANIED BY A COSTUMED PRESENTATIONS 
(U.S. CLS. 105 AND 107). 

FIRST USE 1-1-1985; INCOMMERCE 1-19-1985. 


SN 534,620. CARTAN TOURS, INC., ROLLING MEADOWS, 
IL. FILED 4-29-1985. 


LE GRAND CARTAN 


OWNER OF U.S. REG. NOS. 856,239, 899,431 AND 973,646. 
FOR TRAVEL AGENCY SERVICES (U.S. CL. 105). 
FIRST USE 8-0-1984; IN COMMERCE 8-0-1984. 


SN 542,151. CARTAN TOURS, INC., ROLLING MEADOWS, 
IL. FILED 6-10-1985. 


LE GRAND 


CARTAN 


OWNER OF U.S. REG. NOS. 856,239, 899,431 AND 973,646. 
FOR TRAVEL AGENCY SERVICES (U.S. CL. 105). 
FIRST USE 8-0-1984; IN COMMERCE 8-0-1984. 
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SN 544,681. CONALCO CARRIER, INC., JACKSON, TN. 
FILED 6-24-1985. 


CONALCO CARRIER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CARRIER” AND THE MAP OF THE UNITED 
STATES, APART FROM THE MARK AS SHOWN. 

FOR TRANSPORTATION OF GOODS BY MOTOR CAR- 
RIER (U.S. CL. 105). 

FIRST USE 3-1-1983; INCOMMERCE 3-1-1983. 


SN 546,357. DEDECKER, MARTY L., DBA KAMAKAZI 
AIR LINES, WAUEONDA, IL. FILED 7-3-1985. 


Kamakazi 


ys 


Air Lines 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AIR LINES” AND THE DESIGN OF A PLANE, 
APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR RED. 

FOR AIR CHARTER SERVICE (U.S. CL. 105). 

FIRST USE 1-1-1985; INCOMMERCE 1-1-1985. 


SN 553,761. AMERICAN AIRLINES, INC., DFW AIRPORT, 
TX. FILED 8-16-1985. 


AMERICAN EAGLE 


FOR PASSENGER AND FREIGHT AIR TRAVEL SERV- 


ICES (U.S. CL. 105). 
FIRST USE 11-1-1984; IN COMMERCE 11-1-1984. 
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SN 544,768. UNIVERSAL MOLDING COMPANY, LYN- 
WOOD, CA. FILED 6-24-1985. 


UNIBRONZE 


FOR ELECTROLYTIC OR CHEMICAL ANODIZING OF 
METAL SURFACES FOR OTHERS (U.S. CL. 106). 
FIRST USE 4-0-1983; IN COMMERCE 4-0-1983. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


SN 503,208. WASHINGTON NATIONAL INSURANCE 
COMPANY, EVANSTON, IL. FILED 10-10-1984. 


WASHINGTON NATIONAL 
FITNESS CLASSIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATIONAL FITNESS CLASSIC”, APART FROM 
THE MARK AS SHOWN. 

FOR PROMOTING AND ORGANIZING FOOT RACES 


(U.S. CL. 107). 
FIRST USE 0-0-1981; IN COMMERCE 0-0-1981. 


SN 509,418. PITTSBURGH OPERA, INC., PITTSBURGH, 
PA. FILED 11-19-1984. 


OPTRANS 


FOR DISPLAYING TRANSLATIONS OF FOREIGN 
LANGUAGE OPERAS INTO ENGLISH IN STAGING OP- 
ERATIC PERFORMANCES (U.S. CL. 107). 

FIRST USE 0-0-1984; IN COMMERCE 7-0-1984. 


SN 515,912. MACALUSO, JOSEPH T., LITTLE FERRY, NJ. 
FILED 12-31-1984. 


REAL ESTATE TODAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REAL ESTATE”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A SERIES OF RADIO PROGRAMS PROVIDING IN- 
FORMATION REGARDING REAL ESTATE (USS. CL. 107). 

FIRST USE 8-12-1984; IN COMMERCE 8-12-1984. 
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SN 517,487. BEIRNE, BRIAN, LOS ANGELES, CA. FILED 
1-11-1985. 


MR. ROCK N’ ROLL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROCK N’ ROLL”, APART FROM THE MARK AS 
SHOWN. 

FOR DISK JOCKEY RADIO ENTERTAINMENT SERV- 
ICES (U.S. CL. 107). 

FIRST USE 2-20-1977; IN COMMERCE 2-20-1977. 


SN 520,577. REVCO D.S., INC., TWINSBURG, OH. FILED 
2-4-1985. 


FOR ORGANIZING AND CONDUCTING ATHLETIC 
EVENTS, NAMELY MARATHONS AND TEN KILOME- 
TER RACES (U.S. CL. 107). 

FIRST USE 5-20-1984; IN COMMERCE 5-20-1984. 


SN 522,771. RELIGIOUS TECHNOLOGY CENTER, LOS 
ANGELES, CA. FILED 2-19-1985. 


THE LINING SHOWN IN THE DRAWING OF THE 
MARK IS A FEATURE OF THE MARK AND DOES NOT 
INDICATE COLOR. 

THE MARK CONSISTS OF AN “S” AND DOUBLE TRI- 
ANGLE DESIGN AND A WING EMBLEM. 

FOR EDUCATIONAL SERVICES, NAMELY, PLAN- 
NING AND CONDUCTING COURSES IN THE FIELDS 
OF RELIGION AND PHILOSOPHY (U.S. CL. 107). 

FIRST USE 12-1-1982; INCOMMERCE 12-1-1982. 
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SN 523,587. NAISMITH MEMORIAL BASKETBALL HALL 
OF FAME, INC., SPRINGFIELD, MA. FILED 2-22-1985. 


NAISMITA MEMORIAL 


BASKETBALL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEMORIAL BASKETBALL HALL OF FAME”, 
APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES IN THE FORM OF A MEMORIAL, EXHIBITION 
AND MUSEUM RELATIVE TO THE SPORT OF BASKET- 
BALL AND ITS HISTORY (U.S. CL. 107). 

FIRST USE 6-1-1967; IN COMMERCE 6-1-1967. 


SN 523,768. CARL & BEV, GALT, CA. FILED 2-25-1985. 


& BUGG 
ee gy 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MUSIC”, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES RENDERED BY A 
MUSICAL DUO (U.S. CL. 107). 

FIRST USE 8-15-1984; IN COMMERCE 9-16-1984. 
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SN 525,535. UNIVERSITY OF TOLEDO, THE, TOLEDO, 
OH. FILED 3-6-1985. 


OWNER OF U.S. REG. NO. 1,087,857. 

FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING UNIVERSITY LEVEL COURSES OF INSTRUCTIONS 
TO OTHERS; AND ENTERTAINMENT SERVICES, 
NAMELY, CONDUCTING AND SPONSORING COLLEGI- 
ATE ATHLETIC COMPETITIONS AND ACTIVITIES (U.S. 
CL. 107). 

FIRST USE 0-0-1968; IN COMMERCE 0-0-1968. 


SN 528,861. INC., LOUISVILLE, KY. FILED 


3-25-1985. 


TNT, 


We bd F 


THE DRAWING IS LINED FOR THE COLOR BLUE, 
BUT COLOR IS NOT CLAIMED AS A FEATURE OF THE 
MARK. 

THE DRAWING COMPRISES “TNT” AND DESIGN. 

FOR ENTERTAINMENT SERVICES - NAMELY, OR- 
GANIZING AND CONDUCTING INDOOR AND OUT- 
DOOR TRUCK AND TRACTOR PULLS AND MUD 
RACES (U.S. CL. 107). 

FIRST USE 10-2-1980; IN COMMERCE 10-2-1980. 
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SN 545,822. DOW JONES & COMPANY, INC., NEW YORK, 
NY. FILED 7-1-1985. ; 


BLUE CHIP BROADCAST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BROADCAST”, APART FROM THE MARK AS 
SHOWN. 

FOR RADIO NEWSCASTS ABOUT GENERAL NEWS, 
INCLUDING BUSINESS AND FINANCIAL NEWS (U.S. 
CL. 107). 

FIRST USE 9-10-1984; IN COMMERCE 9-10-1984. 


SN 549,395. SOUTHWEST ATHLETIC CONFERENCE, 
DALLAS, TX. FILED 7-22-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE MAP DESIGN REPRESENTATIONS OF THE 
STATES OF TEXAS AND ARKANSAS, APART FROM 
THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES - NAMELY, CON- 
DUCTING AND SPONSORING COLLEGE ATHLETIC 
COMPETITIONS AND ACTIVITIES RENDERED LIVE 
AND THROUGH THE MEDIA OF RADIO AND TELEVI- 
SION (U.S. CL. 107). 

FIRST USE 0-0-1964; IN COMMERCE 0-0-1964. 


SN 550,007. LAMARIAN SYSTEMS, INC., GREENBELT, 
MD. FILED 7-25-1985. 


CONDUCTING YOUR 
BUSINESS 


FOR EDUCATIONAL SERVICES, NAMELY PROVID- 
ING SEMINARS IN THE FIELD OF COMPUTERS (U.S. 
CL. 107). 

FIRST USE 9-1-1984; IN COMMERCE 9-1-1984. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 551,724. JAM PRODUCTIONS, LTD., CHICAGO, IL. 
FILED 8-5-1985. 


THE INMATES ARE 
RUNNING THE PRISON 


FOR ENTERTAINMENT SERVICES, NAMELY A 
RADIO MUSIC PROGRAM (U.S. CL. 107). 
FIRST USE 5-1-1985; IN COMMERCE 5-1-1985. 


SN 552,620. MUSEUM OF BROADCAST COMMUNICA- 
TIONS, THE, CHICAGO, IL. FILED 8-9-1985. 


Y 


FOR EDUCATIONAL SERVICES, NAMELY, COLLECT- 
ING, PRESERVING, INTERPRETING AND EXHIBITING 
HISTORIC DOCUMENTATION. FROM THE FIELDS OF 
RADIO, TELEVISION AND BROADCAST ADVERTISING 
IN A MUSEUM FOR SCHOLARS, BROADCASTERS AND 
THE GENERAL PUBLIC (U.S. CL. 107). 

FIRST USE 12-12-1983; IN COMMERCE 4-16-1984. 


SN 552,751. MENTAL HEALTH ASSOCIATION OF 
DALLAS COUNTY, DALLAS, TX. FILED 8-9-1985. 


WHO 


FOR EDUCATIONAL AND TRAINING SERVICES FOR 
JUVENILE VICTIMIZATION PREVENTION (U.S. CL. 
107). 
FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 
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SN 553,008. GANNETT CO., INC., ARLINGTON, VA. 
FILED 8-12-1985. 


USA TODAY 


OWNER OF U.S. REG. NOS. 1,330,859, 1,337,848 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA”, APART FROM THE MARK AS SHOWN. 

FOR RADIO ENTERTAINMENT SERVICES, NAMELY, 
DAILY NEWS OF GENERAL INTEREST (U.S. CL. 107). 

FIRST USE 3-1-1983; IN COMMERCE 3-1-1983. 


SN 553,057. BONNEVILLE INTERNATIONAL CORPORA- 
TION, SALT LAKE CITY, UT. FILED 8-12-1985. 


ULTRA 


FOR RADIO MUSIC PROGRAMMING SERVICES (U.S. 


CL. 107). 
FIRST USE 7-1-1984; IN COMMERCE 7-1-1984, 


CLASS 42—MISCELLANEOUS SERVICES 


SN 423,510. HARDY & KYLE, LONG BEACH, CA. FILED 
4-28-1983. 


MIKES MUNCHIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MUNCHIES”, APART FROM THE MARK AS 
SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 1-1-1972; IN COMMERCE 11-25-1974. 


SN 452,341. SEASON’S BEST, INC., BALA CYNWYD, PA. 
FILED 11-10-1983. 


MIDSHIPMAN 


OWNER OF U.S. REG. NO. 1,174,361. 
FOR RETAIL CLOTHING STORE SERVICES (U.S. CL. 


101). 
FIRST USE 10-6-1983; IN COMMERCE 10-6-1983. 


SN 475,070. NATCO INDUSTRIES, INC., NEW YORK, NY. 
FILED 4-12-1984. 


GO PLACES 


FOR RETAIL CLOTHING STORE SERVICES DEALING 
IN MEN’S CLOTHING (U.S. CL. 101). 
FIRST USE 1-27-1984; IN COMMERCE 1-27-1984. 
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SN 480,111. DECKER CORPORATION, NORWALK, CT. 
FILED 5-14-1984. 


DECKER’S 


SUBJECT TO CONCURRENT USE PROCEEDING WITH 
REGISTRATION NUMBER 1,086,470. APPLICANT 
CLAIMS EXCLUSIVE RIGHT TO USE THE MARK FOR 
THE AREAS OF MAINE, NEW HAMPSHIRE, VERMONT, 
MASSACHUSETTS, RHODE ISLAND, CONNECTICUT, 
NEW YORK, NEW JERSEY, PENNSYLVANIA, MARY- 
LAND AND DELAWARE. 

SEC. 2(F). 

FOR RETAIL CLOTHING STORE SERVICES (U.S. CL. 
101). . 

FIRST USE 7-0-1965; IN COMMERCE 0-0-1967. 


SN 495,137. OWEN COMPANY HOSPITAL PHARMACIES, 
INC., THE, HOUSTON, TX. FILED 8-16-1984. 


ECONOTHERAPEUTICS 


FOR PHARMACEUTICAL CONSULTING AND DIS- 
PENSING SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 5-1-1984; IN COMMERCE 5-1-1984. 


SN 498,973. BURGER BOY, INC., LEE’S SUMMIT, MO. 
FILED 9-12-1984. 


BURGE BEY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BURGER”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 5-21-1984; IN COMMERCE 5-21-1984. 
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SN 502,033. FOUR BROTHERS PIZZA, INC., AMENIA, NY. SN 506,419. HURWITZ DISTRIBUTING COMPANY, INC., 
FILED 10-1-1984. SAN RAFAEL, CA. FILED 10-31-1984. 


THE LINING AND/OR STIPPLING SHOWN IN THE 
MARK ON THE DRAWING IS A FEATURE OF THE 
MARK AND DOES NOT INDICATE COLOR. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 6-1-1976; IN COMMERCE 6-1-1976. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF FRUITS AND VEGE- 
TABLES, APART FROM THE MARK AS SHOWN. 
SN 502,583. NOBILIARY ORDER OF THE NIADH NASK, , JHE MARK IS LINED FOR THE COLORS GREEN, 
RED, BLUE, ORANGE, AND YELLOW. 
THE, C/O RAYMOND A.Z. MUNRO, TORONTO, ON- 
camo, Catan patie sae FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
FRESH FRUIT AND VEGETABLES FOR DOMESTIC 
AND EXPORT CONSUMPTION (US. CL. 101). 
FIRST USE 4-15-1984; IN COMMERCE 4-15-1984. 


NIADH NASK 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 529384, FILED 10-2-1984, REG. NO. ot ie ane ee ee 
303959, DATED 6-21-1985, EXPIRES 6-21-1999. RADIUM eervammmeie'ea. baeie fares 


FOR CHARITABLE SERVICES; PROMOTING CHURCH 
UNITY; FURTHERING CHIVALRIC IDEALS IN SOCIETY 
FOR BETTER UNDERSTANDING BETWEEN MEN AND 

sos WNEN 
NX WK 
SN 504,350. PYA/MONARCH, INC., GREENVILLE, SC. N SN 
FILED 10-18-1984. 


NATIONS; AND THE GRANTING OF HONOURS (U.S. CL. 
100). 
COMPAC 


THE MARK IS LINED FOR BLUE AND GREEN. 


FOR COMPUTERIZED MENU PLANNING SERVICES FOR PREVENTION, TREATMENT, DETECTION AND 
(U.S. CLS. 100 AND 101). RESEARCH OF PULMONARY DISEASES (U.S. CL. 100). 


FIRST USE 7-16-1984; IN COMMERCE 7-16-1984. FIRST USE 10-1-1984; IN COMMERCE 10-1-1984. 
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SN 510,060. CERTIFIED GROCERS OF ILLINOIS, INC., 
CHICAGO, IL. FILED 11-23-1984. 


FOR GROCERY STORE AND SUPERMARKET SERV- 


ICES (U.S. CL. 101). 
FIRST USE 5-17-1984; IN COMMERCE 5-17-1984. 


SN 513,157. SPENCER GIFTS, INC., PLEASANTVILLE, NJ. 
FILED 12-11-1984. 


A 2 Z THE BEST OF 
EVERYTHING 


FOR RETAIL VARIETY STORE SERVICES (U.S. CL. 


101). 
FIRST USE 11-15-1984; IN COMMERCE 11-15-1984. 


SN 513,158. SPENCER GIFTS, INC., PLEASANTVILLE, NJ. 
FILED 12-11-1984. 


A2Z BEST BET 


OWNER OF U.S. REG. NO. 1,211,940. 

FOR RETAIL VARIETY STORE SERVICES (U.S. CL. 
101). 

FIRST USE 11-25-1984; IN COMMERCE 11-25-1984. 


SN 514,244. KARLBERG EUROPEAN TANSPA, 


ROCKFORD, IL. FILED 12-18-1984. 


KARLBERG EUROPEAN 
TANSPA 


OWNER OF U.S. REG. NO. 1,293,429. 


FOR RECREATIONAL FULL-BODY SKIN TANNING 


SALON SERVICES (U.S. CL. 100). 
FIRST USE 11-0-1983; IN COMMERCE 4-0-1984. 
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SN 514,342. GRAND CENTRAL OYSTER BAR, INC., NEW 
YORK, NY. FILED 12-19-1984. 


CHEESECAKE LOVER’S 
CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHEESECAKE” AND “CLUB”, APART FROM THE 
MARK AS SHOWN. 

FOR MAIL ORDER CATALOGUE SERVICES FEATUR- 
ING THE DELIVERY OF CHEESECAKES (U.S. CL. 101). 

FIRST USE 12-15-1984; INCOMMERCE 12-15-1984. 


SN 516,583. INTELLIGENETICS, INC., MENLO PARK, CA. 
FILED 1-7-1985. 


BIONET 


FOR COMPUTER TIME SHARING SERVICES IN THE 
FIELD OF MOLECULAR BIOLOGY RESEARCH (U.S. 
CLS. 100 AND 101). 

FIRST USE 3-6-1984; IN COMMERCE 3-6-1984. 


SN 518,139. MANAGEMENT SYSTEMS ASSOCIATES, 
INC., RALEIGH, NC. FILED 1-18-1985. 


PARTNERS IN 
HEALTHCARING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTHCARING”, APART FROM THE MARK AS 
SHOWN. 

FOR CUSTOM DESIGN OF COMPUTER PROGRAMS 
AND DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
COMPUTER HARDWARE (U.S. CL. 101). 

FIRST USE 11-9-1984; IN COMMERCE 11-9-1984. 


SN 521,457. BATTAGLIA SHOPS, INC., BEVERLY HILLS, 
CA. FILED 2-11-1985. 


BATTAGLIA 


SEC. 2(F). 

FOR RETAIL CLOTHING STORE SERVICES (U.S. CL. 
101). 

FIRST USE 12-0-1961; INCOMMERCE 12-0-1962. 
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SN 521,515. MEDLAB, INC., PORTLAND, OR. FILED 
2-11-1985. 


MEDLAB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDLAB”, APART FROM THE MARK AS SHOWN. 

FOR PHLEBOTOMY TESTING AND CONSULTATION 
FOR PHYSICIANS AND HOSPITALS (U.S. CL. 100). 

FIRST USE 1-1-1985; IN COMMERCE 1-1-1985. 


SN 522,194. BOTTICELLINO LTD., NEW YORK, NY. 


FILED 2-14-1985. 


N 


FOR RETAIL FOOTWEAR AND APPAREL STORE 


SERVICES (U.S. CL. 101). 
FIRST USE 7-15-1984; IN COMMERCE 7-15-1984. 


SN 522,490. KITCHEN LITTLE, INC., DBA KITCHEN 
LITTLE, MYSTIC, CT. FILED 2-15-1985. 


KITCHEN LITTLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KITCHEN”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 4-18-1980; IN COMMERCE 4-18-1980. 
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SN 522,986. CHROMCRAFT CORPORATION, AMSTER- 


DAM, NY. FILED 2-19-1985. 


iv 
iG 


OWNER OF U.S. REG. NO. 1,330,895. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DINING”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL FURNITURE STORE SERVICES (U.S. CL. 
101). 

FIRST USE 10-17-1983; IN COMMERCE 10-17-1983. 


SN 525,258. VANCE PUBLISHING CORPORATION, LIN- 
COLNSHIRE, IL. FILED 3-5-1985. 


PRONET THE PACKER 
PRODUCE NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE PACKER PRODUCE NETWORK”, APART 
FROM THE MARK AS SHOWN. 

FOR PROVIDING ACCESS TIME TO A COMPUTER 
DATABASE PROVIDING INFORMATION ABOUT 
AVAILABILITY OF PRODUCT, PRICE, ABILITY TO BUY 
AND SELL, ADVERTISING, WEATHER REPORTS, AND 
INSTANT NEWS FOR PRODUCERS, PACKERS, SHIP- 
PERS, AND BUYERS OF VOLUME FRUITS AND VEGE- 
TABLES (U.S. CLS. 100 AND 101). 

FIRST USE 7-0-1984; IN COMMERCE 7-0-1984. 


SN 528,380. MARGO FARMS, INC., MIAMI, FL. FILED 
3-25-1985. 


MARGO FARMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FARMS”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL NURSERY SERVICES AND DISTRIBU- 
TORSHIP SERVICES IN THE FIELD OF PLANTS, TREES, 
SHRUBS, FLOWERS AND NURSERY SUPPLIES (U.S. CL. 
101). 

FIRST USE 7-1-1982; IN COMMERCE 7-1-1982. 
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SN 528,847. PERSIMMON CORP., PROVIDENCE, RI. SN 532,288. BAO WOW, BEVERLY HILLS, CA. FILED 
FILED 3-25-1985. 4-15-1985. 


THE STIPPLING WHICH APPEARS ON THE DRAW- 
ING OF THE MARK IS FOR SHADING PURPOSES ONLY, 
AND IS NOT A FEATURE OF THE MARK, AND DOES 
NOT REPRESENT A CLAIM TO COLOR. 

THE ENGLISH TRANSLATION OF “BAO” IS A 
“STEAMED BUN STUFFED WITH MEAT”. 

FOR RESTAURANT, TAKE-OUT AND DELIVERY 
SERVICES (U.S. CLS. 100 AND 105). 

FIRST USE 12-10-1984; IN COMMERCE 12-14-1984. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASIAN CUISINE”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS STIPPLED FOR SHADING ONLY, 
AND NOT TO REPRESENT COLOR. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 11-23-1984; INCOMMERCE 11-23-1984. 


SN 538,463. RANCHO DEL RIO, TUCSON, AZ. FILED 
5-20-1985. 


SN 531,802. FIRST HOSPITAL CORPORATION, NOR- 
FOLK, VA. FILED 4-12-1985. 


FOR PROVIDING OF PSYCHIATRIC AND OTHER FOR RESORT HOTEL AND RESTAURANT SERVICES 


HEALTH CARE SERVICES (U.S. CL. 100). (U.S. CLS. 100 AND 107). 
FIRST USE 7-16-1984; IN COMMERCE 7-16-1984. FIRST USE 12-0-1946; IN COMMERCE 12-0-1946. 
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SN 541,117. REFRACTORIES INSTITUTE, THE, PITTS- 
BURGH, PA. FILED 6-3-1985. 


TRI 


THE LINING ON THE DRAWING REPRESENTS THE 
COLOR RED. 

THE DRAWING CONSISTS OF THE LETTERS “TRI” 
AND THE DESIGN OF A FLAME. 

FOR ASSOCIATION SERVICES, NAMELY PROMOT- 
ING THE INTERESTS OF THE REFRACTORY INSTI- 
TUTE NATIONAL TRADE ASSOCIATION MEMBERS 
(U.S. CL. 100). 

FIRST USE 6-21-1984; IN COMMERCE 7-1-1984. 


SN 541,620. SBR, INC., PARKERSBURG, WV. FILED 


6-6-1985. 


THE DRAWING IS LINED FOR THE COLOR PINK. 


FOR FAST FOOD RESTAURANT SERVICES (U.S. CL. 


100). 
FIRST USE 3-22-1985; IN COMMERCE 3-22-1985. 
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SN 546,291. WORSLEY COMPANIES, INC., WILMINGTON, 
NC. FILED 7-3-1985. 


WORSLEY 


COMPANIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPANIES”, APART FROM THE MARK AS 
SHOWN. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
OIL AND PETROLEUM PRODUCTS (U.S. CL. 101). 

FIRST USE 1-31-1983; IN COMMERCE 1-31-1983. 


SN 546,899. UNIVERSITY HOSPITALS OF CLEVELAND, 
CLEVELAND, OH. FILED 7-8-1985. 


RAINBOW BABIES AND 
CHILDRENS HOSPITAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BABIES AND CHILDRENS HOSPITAL”, APART 
FROM THE MARK AS SHOWN. 

FOR HEALTH CARE AND HOSPITAL SERVICES (U.S. 
CL. 100). 

FIRST USE 0-0-1971; IN COMMERCE 0-0-1971. 


SN 547,343. MID-AM RESTAURANTS, INC., BISMARCK, 
ND. FILED 7-11-1985. 


DAKOTA FARMS FAMILY 
RESTAURANT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DAKOTA” AND “FAMILY RESTAURANT”, APART 
FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 3-26-1983; IN COMMERCE 3-26-1983. 
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SN 549,781. YORK HOSPITAL, YORK, PA. FILED SN 550,111. JER - WIL, INC., DBA SLEEP FAIR, STOW, 
7-24-1985. OH. FILED 7-26-1985. 


~ 


Blane Cvuir 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SLEEP”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL BED, MATTRESS, AND BEDROOM AC- 
CESSORY STORE SERVICES (U.S. CL. 101). 

FIRST USE 5-1-1985; IN COMMERCE 5-1-1985. 


FOR PLANNING AND SUPERVISION OF WEIGHT RE- 
DUCTION AND WEIGHT MAINTENANCE DIETS (U.S. 
CL. 100). 
FIRST USE 12-13-1984; INCOMMERCE 12-13-1984. 
SN 550,328. INNOVATIVE RESTAURANT CONCEPTS, 
INC., DBA RIO BRAVO CANTINA, MARIETTA, GA. 
FILED 7-26-1985. 


RIO BRAVO CANTINA 


SN 549,972. SOUP EXCHANGE, INC., SAN DIEGO, CA. 
FILED 7-25-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CANTINA”, APART FROM THE MARK AS 


SOUP EXCHANGE sPOR RESTAURANT SERVICES (U.S. CL. 100). 


FIRST USE 3-4-1985; IN COMMERCE 3-4-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOUP”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 1-0-1978; IN COMMERCE 1-0-1978. 


SN 550,333. LIBERTY HOUSE RESTAURANT CORPORA- 
TION, DBA PEARL FISH CAFE, ATLANTA, GA. 
FILED 7-26-1985. 


SN 550,079. WHITTAKER HEALTH SERVICES, INC., LOS 
ANGELES, CA. FILED 7-25-1985. 


WE’RE MAKING IT EASY 
FOR YOU TO STAY 
HEALTHY. 


FOR HEALTH CARE SERVICES (U.S. CL. 100). FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 6-15-1985; IN COMMERCE 6-15-1985. FIRST USE 6-27-1985; IN COMMERCE 6-27-1985. 
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SN 550,695. SUNNYVIEW HOSPITAL AND REHABILITA- 


SN 552,148. CHOCOLATE MOOSE, INC., WASHINGTON, 
TION CENTER, SCHENECTADY, NY. FILED 7-29-1985. DC. FILED 8-6-1985. 


FOR HOSPITAL SERVICES, INCLUDING PHYSICAL 
THERAPY, AND THE LIKE (U.S. CL. 100). 


FIRST USE 11-27-1984; IN COMMERCE 4-15-1985. 


THE DRAWING IS LINED FOR SHADING ONLY, AND 
NOT TO INDICATE COLOR. 


FOR RETAIL GIFT SHOP SERVICES (U.S. CL. 101). 
FIRST USE 2-0-1979; IN COMMERCE 2-0-1979. 


SN 551,420. VISA INTERNATIONAL SERVICE ASSOCIA- 
TION, SAN MATEO, CA. FILED 8-2-1985. 


SN 552,414. TOTAL DENTAL GROUP, THE, CROMWELL, 
CT. FILED 8-8-1985. 


ALL YOU NEED 


FOR PROVIDING HOTEL RESERVATION SERVICES 
(U.S. CL. 100). 


FIRST USE 3-1-1985; IN COMMERCE 3-1-1985. 


Q The Total 
Dental Group 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DENTAL GROUP”, APART FROM THE MARK AS 
SHOWN. 


FOR PROVIDING DENTAL CARE SERVICES (U.S. CL. 
100). 


FIRST USE 1-0-1985; INCOMMERCE 1-0-1985. 
SN 552,141. KALKUS-HIRCO, INC., LYONS, IL. FILED 
8-6-1985. 


URSULA 


SN 552,839. DOCTORS ASSOCIATES, INC., MILFORD, CT. 
FILED 8-12-1985. 


FOR RETAIL CATALOG SALES OF COOK BOOKS. THE FRESH ALTERNATIVE 
KITCHEN WARE AND UTENSILS, POSETTES, COOKIE 
CUTTERS, MOLDS, BAKING AND DECORATING 


KITCHEN TOOLS, AND KITCHEN GADGETS (U.S. CL. 
101). 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 10-1-1982; IN COMMERCE 10-1-1982. FIRST USE 10-0-1983; INCOMMERCE 10-0-1983. 
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SN 553,066. KJELLBERG, KENT M., MONTICELLO, MN. 
FILED 8-12-1985. 


WINCHESTER INN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INN”, APART FROM THE MARK AS SHOWN. 

FOR MOTEL SERVICES (U.S. CL. 100). 

FIRST USE 7-0-1985; IN COMMERCE 7-0-1985. 


SN 553,698. HQ ARMY-NAVY STORES, INC., THE, 


CARSON, CA. FILED 8-15-1985. 


THE HQ 


FOR GENERAL DEPARTMENT STORE SERVICES OF 
SURPLUS GOODS, CLOTHING, SHOES, HATS AND 


EQUIPMENT (U.S. CL. 101). 
FIRST USE 1-1-1970; IN COMMERCE 1-1-1970. 


SN 553,764. MANAGEMENT GROUP, INC., THE, CHICA- 
GO, IL. FILED 8-16-1985. 


GALLERY GROUP OF 
HOTELS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROUP OF HOTELS”, APART FROM THE MARK 
AS SHOWN. 

FOR HOTEL AND HOTEL MANAGEMENT SERVICES 


(U.S. CLS. 100 AND 101). 
FIRST USE 3-25-1985; IN COMMERCE 3-25-1985, 


SN 553,809. VISUAL PERCEPTIONS INC., PITTSBURGH, 
PA. FILED 8-16-1985. 


Bee Bisa 


==> == PERCEPTIONS 
INC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE MARK ON THE DRAW- 
ING IS A FEATURE OF THE MARK AND DOES NOT 
INDICATE COLOR. 

FOR PHOTOGRAPHY SERVICES (U.S. CL. 100). 

FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 
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SN 554,040. BABY TOYTOWN, INC., ROSEMEAD, CA. 
FILED 8-19-1985. 


BABY TOYTOWN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BABY”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL FURNITURE, FURNISHINGS, CLOTHING 
AND TOY STORE SERVICES (U.S. CL. 101). 

FIRST USE 7-15-1970; IN COMMERCE 7-15-1970. 


SN 554,088. WOMEN IN GOVERNMENT RELATIONS, 
INC., MCLEAN, VA. FILED 8-19-1985. 


> 


THE MARK CONSISTS OF A FANCIFUL DEPICTION 
OF THE LETTERS “WGR”. 

FOR ASSOCIATION SERVICES - NAMELY, PROMOT- 
ING THE PROFESSIONAL DEVELOPMENT OF WOMEN 
IN THE FIELD OF GOVERNMENT RELATIONS (U.S. CL. 
100). 

FIRST USE 5-0-1985; IN COMMERCE 5-0-1985. 


SN 554,140. JUNIOR INTERNATIONAL LTD., NEW YORK, 


NY. FILED 8-19-1985. 


JUNIOR INTERNATIONAL 
CLUB 


OWNER OF U.S. REG. NO. 1,337,293. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLUB”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR SOCIAL CLUB SERVICES (U.S. CLS. 100 AND 107). 

FIRST USE 1-0-1983; IN COMMERCE 1-0-1983. 





PRIOR UNITED STATES CLASSIFICATION 


APPLICATION IN ONE CLASS 


COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 


SN 524,490. SOCIETY OF MANUFACTURING ENGI- 
NEERS, DEARBORN, MI. FILED 2-28-1985. 


OWNER OF U.S. REG. NOS. 914,814, 1,297,249 AND 


OTHERS. 

FOR INDICATSING MEMBERSHIP IN AN ASSOCIA- 
TION FOR THE ADVANCEMENT OF SCIENTIFIC AND 
TECHNICAL KNOWLEDGE. 

FIRST USE 12-7-1984; INCOMMERCE 12-7-1984. 


495-171 TMOG 86 - 18: QL 3 


SN 541,260. AMERICAN HOTEL & MOTEL ASSOCIA- 
TION, NEW YORK, NY. FILED 6-4-1985. 


American Hotel 
& Motel Association 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOTEL & MOTEL ASSOCIATION”, APART FROM 
THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLORS BLUE AND 
RED. 

THE MARK CONSISTS IN PART OF A DESIGN IN 
WHICH THE BASE OF THE SYMBOL RESEMBLES THE 
LETTER “H”, THE TOP OF THE SYMBOL RESEMBLES 
THE LETTER “M”, AND THE ENTIRE SYMBOL RESEM- 
BLES THE LETTER “A”. 

SEC. 2(F) AS TO THE WORDS “AMERICAN HOTEL & 
MOTEL ASSOCIATION”. 

FOR INDICATING MEMBERSHIP IN THE ASSOCIA- 
TION. 

FIRST USE 2-0-1973; IN COMMERCE 2-0-1973. 





TRADEMARK REGISTRATIONS ISSUED 
PRINCIPAL REGISTER 
SECTION 1.—_INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an Official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 1—CHEMICALS 


1,376,736. CHRYSO. CHRYSO S.A., (U.S. CL. 6). SN 453,561. 
PUB. 8-27-1985. FILED 11-21-1983. 

1,376,737. S AND DESIGN. SCHOLLER, INC., MULTIPLE 
CLASS, (INT. CLS. 1, 3 AND 16), (U.S. CLS. 6, 12, 37 AND 
52). SN 453,937. PUB. 10-15-1985. FILED 11-21-1983. 

1,376,738. MISCELLANEOUS DESIGN. FEB (GREAT BRIT- 
AIN) LIMITED, (U.S. CLS. 6 AND 12). SN 458,226. PUB. 
10-15-1985. FILED 12-22-1983. 

1,376,739. ST AND DESIGN. SHIEH TAI CHEMICAL AND 
STARCH CO., LTD., (U.S. CL. 6). SN 495,083. PUB. 
10-15-1985, FILED 8-16-1984. 

1,376,740. SULPREME. SMITH & ARDUSSI, INC., (U.S. 
CLS. 1 AND 6). SN 495,636. PUB. 10-15-1985. FILED 
8-20-1984, 

1,376,741. SULCREAM. SMITH & ARDUSSI, INC., (U.S. 
CLS. 1 AND 6). SN 495,637. PUB. 10-15-1985. FILED 
8-20-1984. 

1,376,742. ACTOKIT (STYLIZED). INTERNATIONAL DI- 
AGNOSTIC LABORATORIES, INC. (U.S. CL. 6). SN 
498,977. PUB. 10-15-1985. FILED 9-12-1984. 

1,376,743. HACH AND DESIGN. HACH COMPANY, MUL- 
TIPLE CLASS, (INT. CLS. 1 AND 9), (U.S. CLS. 2, 6, 21 
AND 26). SN 503,686. PUB. 10-15-1985. FILED 10-15-1984. 

1,376,744. TAILOR’S CHOICE (STYLIZED). KUSS CORPO- 
RATION, (U.S. CL. 5). SN 505,533. PUB. 10-15-1985. 
FILED 10-25-1984. 

1,376,745. MISCELLANEOUS DESIGN. RIVERTON COR- 
PORATION, (U.S. CL. 10). SN 506,480. PUB. 10-15-1985. 
FILED 10-31-1984. 

1,376,746. LASTOMENT. PCI POLYCHEMIE GMBH, (U.S. 
CLS. 5 AND 12). SN 510,204. PUB. 10-15-1985. FILED 
11-23-1984. 

1,376,747. MATREX. AMICON CORPORATION, (U.S. CL. 
6). SN 510,364. PUB. 10-15-1985, FILED 11-23-1984. 

1,376,748. SHF-220, STAUFFER CHEMICAL COMPANY, 
(US. CL. 6. SN 513,712. PUB. 10-15-1985. FILED 
12-14-1984. 

1,376,749. PATHODX (STYLIZED). DIAGNOSTIC PROD- 
UCTS CORPORATION, (U.S. CL. 6). SN 517,627. PUB. 
10-15-1985. FILED 1-14-1985. 

1,376,750. PROSTAT (STYLIZED). B. L. MAKEPEACE, 
INC., MULTIPLE CLASS, (INT. CLS. 1 AND 9), (U.S. 
CLS. 6 AND 38). SN 520,605. PUB. 10-15-1985. FILED 
2-4-1985. 

1,376,751. ROOTFLO AND DESIGN. MOYER & SON, INC., 
(U.S. CL. 10). SN 521,793. PUB. 10-15-1985. FILED 
2-11-1985. 

1,376,752. RESPIRALEX. MEDICAL TECHNOLOGY COR- 
PORATION, (U.S. CL. 6). SN 522,764. PUB. 10-15-1985. 
FILED 2-19-1985. 

1,376,753. TRITON BIOSCIENCES INC. AND DESIGN. 
TRITON BIOSCIENCES INC., MULTIPLE CLASS, (INT. 
CLS. 1 AND 9), (U.S. CLS. 6 AND 26). SN 525,371. PUB. 
10-15-1985. FILED 3-5-1985. 
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1,376,754. CBC 3D. RESEARCH & DIAGNOSTIC SYS- 
TEMS, INC., (U.S. CL. 6). SN 525,450. PUB. 10-15-1985. 
FILED 3-6-1985. 

1,376,755. ACID-MATE. NALCO CHEMICAL COMPANY, 
(U.S. CL. 6). SN 532,462. PUB. 10-15-1985. FILED 
4-15-1985. 

1,376,756. AMPHAR. AMPHAR B.V., MULTIPLE CLASS, 
(INT. CLS. 1 AND 5), (U.S. CLS. 6 AND 18). SN 533,451. 
PUB. 10-15-1985. FILED 4-22-1985. 

1,376,757. N-GLYCANASE. GENZYME CORPORATION, 
(U.S. CL. 6). SN 537,943. PUB. 10-15-1985. FILED 
5-16-1985. 

1,376,758. OSMOCOLL. WESCOR, INC., (U.S. CLS. 6 AND 
44). SN 537,995. PUB. 10-15-1985. FILED 5-16-1985. 

1,376,759. SOMAY ELASTOMERIC ROOF MASTIC SEALER 
& PROTECTOR THE NEW ROOF IN A CAN! AND 
DESIGN. SOMAY PRODUCTS, INC., (U.S. CLS. 5 AND 
12). SN 540,531. PUB. 10-15-1985. FILED 5-30-1985. 

1,376,760. CARIESCREEN. FORSYTH DENTAL INFIRMA- 
RY FOR CHILDREN, DBA FORSYTH DENTAL 
CENTER, (U.S. CL. 6). SN 540,971. PUB. 10-15-1985. 
FILED 6-3-1985. 

1,376,761. DURAFLEX. EASTMAN KODAK COMPANY, 
(U.S. CLS. 6 AND 26). SN 541,198. PUB. 10-15-1985. FILED 
6-3-1985. 

1,376,762. RESPOND. UNITED AGRI PRODUCTS, INC., 
(U.S. CL. 6). SN 546,046. PUB. 10-15-1985. FILED 7-2-1985. 

1,376,763. FRONTIER. VELSICOL CHEMICAL CORPORA- 
TION, (U.S. CL. 10). SN 546,085. PUB. 10-15-1985. FILED 
7-2-1985. 

1,376,764. GENESIS, VELSICOL CHEMICAL CORPORA- 
TION, (U.S. CL. 10). SN 546,086. PUB. 10-15-1985. FILED 
7-2-1985. 


CLASS 2—PAINTS 


1,376,765. CARBONITE THE DIAMOND HARD FINISH 
AND DESIGN. SPEKO PRODUCTS, INC., (U.S. CL. 16). 
SN 446,595. PUB. 10-15-1985. FILED 10-5-1983. 

1,376,766. FUN.TAS.TIC COLORS, INC. THE COLORS THAT 
MAKE YOUR CEREMICS, PORCELAIN AND PLASTER- 
CRAFT COME ALIVE AND DESIGN. FUN.TAS.TIC 
COLORS, INC., (U.S. CL. 16). SN 492,167. PUB. 10-15-1985. 
FILED 7-26-1984. 

1,376,767. BRUNOX. ENVIRO-CHEMIE AG, (U.S. CL. 16). 
SN 503,640. PUB. 10-15-1985. FILED 10-12-1984. 

1,376,768. MARSHALL’S. BRANDESS BROS. SALES COM- 
PANY, INC., DBA JOHN G. MARSHALL MFG. CO., 
INC., (U.S. CLS. 6 AND 16). SN 504,206. PUB. 10-15-1985. 
FILED 10-17-1984. 

1,376,769. HINCKLEY. HENRY R. HINCKLEY & COMPA- 
NY, (U.S. CL. 16). SN 537,785. PUB. 10-15-1985. FILED 
5-15-1985. 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


1,376,737 (See Class 1 for this trademark). 

1,376,770. PE FLORENCE AND DESIGN. ELBERSE INTER- 
NATIONAL B.V., MULTIPLE CLASS, (INT. CLS. 3, 18 
AND 25), (U.S. CLS. 3, 39, 41 AND 51). SN 425,483. PUB. 
10-15-1985. FILED 5-11-1983. 

1,376,771. MARY CHESS AND DESIGN. M.C. PRODUCTS, 
LTD., (U.S. CL. 51). SN 441,654. PUB. 10-15-1985. FILED 
8-30-1983. 

1,376,772. SPA-METICS. NUTRI-METICS INTERNATION- 
AL, INC., (U.S. CLS. 51 AND 52). SN 481,067. PUB. 
10-15-1985. FILED 5-21-1984. 

1,376,773. CONCURA. DIEGO DALLA PALMA, DBA MA- 
KEUPSTUDIO, (U.S. CL. 51). SN 483,813. PUB. 10-15-1985. 
FILED 6-6-1984. 

1,376,774. MS, JESSICA AND DESIGN. ALTMAN BEAUTY 
SUPPLY CO., INC., (U.S. CL. 51). SN 494,516. PUB. 
10-15-1985. FILED 8-13-1984. 

1,376,775. FILAO, UNILAIT FRANCE, S.A., DBA HAUSS- 
MAN CREATIONS, (U.S. CL. 51). SN 496,967. PUB. 
10-15-1985. FILED 8-29-1984. 

1,376,776. JAR’S (STYLIZED). JAR’S, MULTIPLE CLASS, 
(INT. CLS. 3 AND 14), (U.S. CLS. 27, 28, 51 AND 52). SN 
499,953. PUB. 10-15-1985. FILED 9-18-1984. 

1,376,777. MIRACLE GLAZE. ORLY INTERNATIONAL. 
INC., (U.S. CL. 51). SN 503,204. PUB. 10-15-1985. FILED 
10-10-1984. 

1,376,778. MIRACLE PRIMER. ORLY INTERNATIONAL 
INC., (U.S. CL. 51). SN 503,205. PUB. 10-15-1985. FILED 
10-10-1984. 

1,376,779. INNER BEAUTY. INNER BEAUTY, INC., (U.S. 
CLS. 51 AND 52). SN 505,979. PUB. 10-15-1985. FILED 
10-29-1984. 

1,376,780. VITAFUSE, ALAION PRODUCTS, INC., DBA 
ALAION PROFESSIONAL PRODUCTS DIVISION, (U.S. 
CL. 51). SN 508,648. PUB. 10-15-1985. FILED 11-13-1984. 

1,376,781. ZEP PROTECT-ALL. NATIONAL SERVICE IN- 
DUSTRIES, INC., (U.S. CL. 52). SN 509,958. PUB. 
10-15-1985. FILED 11-21-1984. 

1,376,782. SKIN SHOW AND DESIGN. OREN, OLGA, DBA 
RUSLAN ENTERPRISES, (U.S. CLS. 51 AND 52). SN 
515,610. PUB. 10-15-1985. FILED 12-24-1984. 

1,376,783. BLIND-GLO AND DESIGN. BARONE, MARK 
COLIN, DBA BARONE ENTERPRISES, (U.S. CL. 52). SN 
519,350. PUB. 10-15-1985. FILED 1-25-1985. 

1,376,784. SATURDAY’S. SATURDAY’S FAMILY HAIR 
CARE CENTERS, INC., MULTIPLE CLASS, (INT. CLS. 3 
AND 42), (U.S. CLS. 51, 52 AND 100). SN 528,169. PUB. 
10-15-1985. FILED 3-22-1985. 

1,376,785. LE BAIN NATURAL. FRAGRANCES SELEC- 
TIVE, INC., (U.S. CLS. 51 AND 52). SN 529,843. PUB. 
10-15-1985. FILED 4-1-1985. 

1,376,786. JUNIOR COSMETIC CARAN D’ACHE, CARAN 
D’ACHE S.A., (U.S. CL. 51). SN 530,291. PUB. 10-15-1985. 
FILED 4-3-1985. 

1,376,787. HOTLOOKS INTERNATIONAL, INC. AND 
DESIGN. HOT LOOKS INTERNATIONAL, INC., (U.S. 
CLS. 51 AND 52). SN 530,715. PUB. 10-15-1985. FILED 
4-5-1985. 

1,376,788. EUROPEAN TOUCH. EUROPEAN TOUCH COM- 
PANY, INC., (U.S. CL. 51). SN 534,613. PUB. 10-15-1985. 
FILED 4-29-1985. 4 

1,376,789. LE 3E HOMME DE CARON (STYLIZED). CARON 
CORPORATION, (U.S. CL. 51). SN 537,041. PUB. 
10-15-1985. FILED 5-13-1985. 

1,376,790. GENTLE-TREATMENT. JOHNSON PRODUCTS 
CO., INC., (U.S. CLS. 51 AND 52). SN 539,841. PUB. 
10-15-1985. FILED 5-28-1985. 

1,376,791. AERO GLOSS. TEKONSHA CORPORATION, 
(U.S. CLS. 4 AND 52). SN 539,949. PUB. 10-15-1985. FILED 
5-28-1985. 

1,376,792. MAKE YOUR CURLS UNMISTAKABLY CARE 
FREE. SOFT SHEEN PRODUCTS, INC., (U.S. CLS. 51 
AND 52). SN 540,772. PUB. 10-15-1985. FILED 6-3-1985. 
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1,376,793. R.S.V.P.. SHULTON, INC., (U.S. CLS. 51 AND 52). 
SN 541,190. PUB. 10-15-1985. FILED 6-3-1985. 

1,376,794. REALISTIC HAIR PROTEIN BUILDER (STYL- 
IZED). REVLON-REALISTIC PROFESSIONAL PROD- 
UCTS, INC., (U.S. CL. 52). SN 541,195. PUB. 10-15-1985. 
FILED 6-3-1985. 

1,376,795. BREW RE-NEW. PROCOR, INC., (U.S. CL. 52). SN 
541,923. PUB. 10-15-1985. FILED 6-7-1985. 

1,376,796. VESTA-FOAM. VESTAL LABORATORIES, INC., 
(U.S. CL. 52). SN 541,977. PUB. 10-15-1985. FILED 
6-10-1985. 

1,376,797. VESTAL TEC. VESTAL LABORATORIES, INC., 
(U.S. CLS. 51 AND 52). SN 541,989. PUB. 10-15-1985. 
FILED 6-10-1985. 

1,376,798. THE RIGHT STUFF. FAULTLESS STARCH/BON 
AMI COMPANY, (U.S. CL. 52). SN 542,665. PUB. 
10-15-1985. FILED 6-12-1985. 

1,376,799. SHORT AND NEAT. IMPERIAL DAX COMPA- 
NY, INC., (U.S. CL. 51). SN 544,064. PUB. 10-15-1985. 
FILED 6-20-1985. 

1,376,800. DIVINE FOLIE. JEAN PATOU, INC., (U.S. CL. 
51). SN 544,218. PUB. 10-15-1985. FILED 6-21-1985. 

1,376,801. ADIEU SAGESSE. JEAN PATOU, INC., (U.S. CL. 
51). SN 544,220. PUB. 10-15-1985. FILED 6-21-1985. 

1,376,802. NORMANDIE, JEAN PATOU, INC., (U.S. CL. 51). 
SN 544,224. PUB. 10-15-1985. FILED 6-21-1985. 

1,376,803. WHEN YOU HAVE THE PRODUCT ... AND THE 
PRICE . . . YOU HAVE IT ALL. TYLANE, INC., DBA 
TYLANE PRODUCTS COMPANY, (U.S. CL. 52). SN 
544,286. PUB. 10-15-1985. FILED 6-21-1985. 

1,376,804. AFFIRM. AVLON INDUSTRIES, INC., (U.S. CLS. 
51 AND 52). SN 544,841. PUB. 10-15-1985. FILED 
6-24-1985. 

1,376,805. DOR. HENKEL KOMMANDITGESELLSCHAFT 
AUF AKTIEN (HENKEL KGAA), (U.S. CL. 52). SN 
545,334. PUB. 10-15-1985. FILED 6-27-1985. 

1,376,806. SIDOLIN. THOMPSON-SIEGEL GMBH, (U.S. 
CL. 51). SN 545,355. PUB. 10-15-1985. FILED 6-27-1985. 

1,376,807. AMPLEX. ASHE LABORATORIES LIMITED, 
(U.S. CL. 51). SN 546,324. PUB. 10-15-1985. FILED 
7-3-1985. 


CLASS 4—LUBRICANTS AND FUELS 


1,376,808. PL-50. RCI CORPORATION, (U.S. CL. 15). SN 
504,652. PUB. 10-15-1985. FILED 10-19-1984. 

1,376,809. SOUTHWESTERN MESQUITE. GOURMET 
GRILLE, INC., (U.S. CL. 1). SN 514,356. PUB. 10-15-1985. 
FILED 12-19-1984. 

1,376,810. CO CHEM AND DESIGN. COCHEM, INC., (U.S. 
CLS. 6 AND 15). SN 525,414. PUB. 10-15-1985. FILED 
3-6-1985. 

1,376,811. LPS 500 PLUS. HOLT LLOYD CORPORATION, 
(U.S. CLS. 6 AND 15). SN 540,477. PUB. 10-15-1985. FILED 
5-30-1985. 

1,376,812. LPS 500 PLUS. HOLT LLOYD CORPORATION, 
(U.S. CL. 15). SN 540,478. PUB. 10-15-1985. FILED 
5-30-1985. 


CLASS 5—PHARMACEUTICALS 


1,376,756 (See Class 1 for this trademark). 

1,376,813. VENTOLIN NEBULES. GLAXO GROUP LIMIT- 
ED, (U.S. CL. 18). SN 431,017. PUB. 10-15-1985. FILED 
6-20-1983. 

1,376,814. MONOREL. E. R. SQUIBB & SONS, INC., (U.S. 
CL. 18). SN 468,580. PUB. 10-23-1984. FILED 3-5-1984. 

1,376,815. MONORIL, E. R. SQUIBB & SONS, INC., (U.S. 
CL. 18). SN 468,647. PUB. 10-9-1984. FILED 3-5-1984. 
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1,376,816. QUANTUM-4000, GUSTAFSON, INCORPORAT- 
ED, (U.S. CL. 6). SN 482,806. PUB. 7-16-1985. FILED 
5-30-1984. 

1,376,817. MAXZIDE AND DESIGN. AMERICAN CYANA- 
MID COMPANY, (US. CL. 18). SN 483,161. PUB. 
6-25-1985. FILED 6-1-1984. 

1,376,818. MELOLITE. T.J. SMITH & NEPHEW, LIMITED, 
(U.S. CLS. 18 AND 44). SN 483,612. PUB. 10-15-1985. 
FILED 5-23-1984. 

1,376,819. AG PRODUCTS MASTITIS CONTROL CENTER 
AND DESIGN. BRISTOL-MYERS COMPANY, (U.S: CL. 
18). SN 489,010. PUB. 10-15-1985. FILED 7-9-1984. 

1,376,820. BOVEYE. NORDEN LABORATORIES, INC., 
(U.S. CL. 18). SN 491,675. PUB. 10-15-1985. FILED 
7-26-1984. 

1,376,821. ROACH DESTROYER AND DESIGN. BACON 
PRODUCTS COMPANY, INCORPORATED, (U.S. CL. 6). 
SN 497,307. PUB. 10-15-1985. FILED 8-31-1984. 

1,376,822. BIO-STIMU TREND CORP.. BIO-STIMU TREND 
CORP., MULTIPLE CLASS, (INT. CLS. 5 AND 10), (U.S. 
CLS. 6, 18 AND 44). SN 497,407. PUB. 10-15-1985. FILED 
8-31-1984. 

1,376,823. MISCELLANEOUS DESIGN. BIO-STIMU TREND 
CORP., MULTIPLE CLASS, (INT. CLS. 5 AND 10), (U.S. 
CLS. 6, 18 AND 44). SN 497,408. PUB. 10-15-1985. FILED 
8-31-1984. 

1,376,824. DRY & FRESH. CARGILL, INCORPORATED, 
MULTIPLE CLASS, (INT. CLS. 5 AND 31), (U.S. CLS. 18 
AND 46). SN 497,866. PUB. 10-15-1985. FILED 9-4-1984. 

1,376,825. CARBAMEC. PBI/GORDON CORPORATION, 
DBA GORDON’S, (U.S. CL. 6). SN 498,645. PUB. 
10-15-1985. FILED 9-10-1984. 

1,376,826. BROS. FIDIA S.P.A., (U.S. CL. 18). SN 498,898. 
PUB. 10-15-1985. FILED 9-11-1984. 

1,376,827. SHOGUN. MIYAZATO, KATSUYOSHI, DBA 
BEFORE & AFTER NATURAL PRODUCTS, (U.S. CLS. 
18 AND 46). SN 499,629. PUB. 10-15-1985. FILED 
9-17-1984. 

1,376,828. POLOCAINE. ASTRA 
PRODUCTS, INC., (US. CL. 
10-15-1985. FILED 9-18-1984. 

1,376,829. RID-O-WART. JAY LABORATORIES, INC., (U.S. 
CL. 18). SN 507,508. PUB. 10-15-1985. FILED 11-6-1984. 

1,376,830. BONASANIT. WALDEMAR WEIMER CHEM.- 
PHARM. FABRIK GMBH, (U.S. CL. 18). SN 508,474. PUB. 
10-15-1985. FILED 11-13-1984. 

1,376,831. MISCELLANEOUS DESIGN. TELEDYNE _IN- 
DUSTRIES, INC., DBA TELEDYNE DENTAL GROUP, 
MULTIPLE CLASS, (INT. CLS. 5, 7, 9 AND 10), (U.S. 
CLS. 18, 21, 26 AND 44). SN 513,256. PUB. 10-15-1985. 
FILED 12-12-1984. 

1,376,832. PBI (STYLIZED). PHARMACEUTICAL BASICS, 
INCORPORATED, (U.S. CL. 18). SN 513,632. PUB. 
10-15-1985, FILED 12-14-1984. 

1,376,833. 123 HEALTH SYSTEM AND DESIGN. NATURE’S 
SUNSHINE PRODUCTS, INC., (U.S. CL. 18). SN 517,623. 
PUB. 10-15-1985. FILED 1-14-1985. 

1,376,834. PLANTAPLEX. STEIGERWALD ARZNEIMIT- 
TELWERK GMBH, (U.S. CL. 18). SN 519,023. PUB. 
10-15-1985. FILED 1-24-1985. 

1,376,835. BEROFOR. BOEHRINGER INGELHEIM INTER- 
NATIONAL GMBH, (U.S. CL. 18). SN 525,744. PUB. 
7-2-1985. FILED 3-7-1985. 

1,376,836. EGMOVIT (STYLIZED). IROMEDICA AG, (U.S. 
CL. 18). SN 534,608. PUB. 10-15-1985. FILED 4-26-1985. 

1,376,837. NEUROTROPIN. NIPPON ZOKI PHARMACEU- 
TICAL CO., LTD., (U.S. CL. 18). SN 536,917. PUB. 
10-15-1985. FILED 5-10-1985. 

1,376,838. SKINNY-UP (STYLIZED). CHAMBRE COSMETIC 
CORPORATION, (U.S. CL. 18). SN 540,375. PUB. 
10-15-1985. FILED 5-30-1985. 

1,376,839. CUPREM INC. VET. LABEL AND DESIGN. 
CUPREM, INC. (U.S. CL. 18). SN 540,999. PUB. 
10-15-1985. FILED 6-3-1985. 

1,376,840. CUPREM INC. AND DESIGN. CUPREM, INC., 
(US. CL. 18). SN 541,000. PUB. 10-15-1985. FILED 
6-3-1985. 
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1,376,841. IMMUVIR. BIOPHARMA, INC., (U.S. CL. 18). SN 
542,266. PUB. 10-15-1985. FILED 6-10-1985. 

1,376,842. ACTIFLEX. JOHNSON & JOHNSON, (U.S. CL. 
18). SN 542,272. PUB. 10-15-1985. FILED 6-10-1985. 

1,376,843. MEDIFLEX. JOHNSON & JOHNSON, (U.S. CL. 
18). SN 542,293. PUB. 10-15-1985. FILED 6-10-1985. 

1,376,844. OUR JOB IS MAKING YOURS EASIER. DRACK- 
ETT COMPANY, THE, (U.S. CL. 6). SN 542,296. PUB. 
10-15-1985. FILED 6-10-1985. 

1,376,845. SEBULON. WESTWOOD PHARMACEUTICALS 
INC., (U.S. CLS. 18 AND 52). SN 542,297. PUB. 10-15-1985. 
FILED 6-10-1985. 

1,376,846. LIQUI-LAX. PAN AMERICAN PHARMACEUTI- 
CALS, INC., (U.S. CL. 18). SN 542,664. PUB. 10-15-1985. 
FILED 6-12-1985. 

1,376,847. RXV PRODUCTS (STYLIZED). WALCO INTER- 
NATIONAL, INC., (U.S. CL. 18). SN 542,696. PUB. 
10-15-1985. FILED 6-12-1985. 

1,376,848. ONE SHOT. CHACON CHEMICAL CORPORA- 
TION, (U.S. CL. 6). SN 542,713. PUB. 10-15-1985. FILED 
6-13-1985. 

1,376,849. ASPIR-MED. COMBE INCORPORATED, (U.S. 
CL. 18). SN 543,032. PUB. 10-15-1985. FILED 6-14-1985. 

1,376,850. VETPRIN, COMBE INCORPORATED, (U.S. CL. 
18). SN 543,074. PUB. 10-15-1985. FILED 6-14-1985. 

1,376,851. DR. SELTZER’S HANGOVER HELPER AND 
DESIGN. KENERIC INDUSTRIES, INC., (U.S. CL. 18). SN 
543,701. PUB. 10-15-1985. FILED 6-18-1985. 

1,376,852. CONCEPTAID. UPJOHN COMPANY, THE, (U.S. 
CL. 18). SN 544,141. PUB. 10-15-1985. FILED 6-20-1985. 

1,376,853. OSOFORT, PURDUE FREDERICK COMPANY, 
THE, (U.S. CL. 18). SN 545,156. PUB. 10-15-1985. FILED 
6-26-1985. 

1,376,854. ULTRADENT. ULTRADENT PRODUCTS, INC., 
(U.S. CL. 18). SN 545,324. PUB. 10-15-1985. FILED 
6-26-1985, 

1,376,855. BREEDERVAC-IV. INTERVET AMERICA, INC., 
(U.S. CL. 18). SN 545,366. PUB. 10-15-1985. FILED 
6-27-1985. 

1,376,856. THRUST. E. I. DU PONT DE NEMOURS AND 
COMPANY, (U.S. CL. 6). SN 545,371. PUB. 10-15-1985. 
FILED 6-27-1985. 

1,376,857. FRONTIER. VELSICOL CHEMICAL CORPORA- 
TION, (U.S. CL. 6). SN 546,084. PUB. 10-15-1985. FILED 
7-2-1985. 

1,376,858. GENESIS. VELSICOL CHEMICAL CORPORA- 
TION, (U.S. CL. 6). SN 546,087. PUB. 10-15-1985. FILED 
7-2-1985. 

1,376,859. PERIPHYL. AMERICAN CYANAMID COMPA- 
NY, (U.S. CL. 18). SN 546,094. PUB. 10-15-1985. FILED 
7-2-1985. 

1,376,860. CALTRON. AMERICAN CYANAMID COMPA- 
NY, (U.S. CL. 18). SN 546,096. PUB. 10-15-1985. FILED 
7-2-1985. 


CLASS 6—METAL GOODS 


1,376,861. B-25. CONTAINER PRODUCTS CORPORA- 
TION, (U.S. CL. 2). SN 409,768. PUB. 10-15-1985. FILED 
1-17-1983. 

1,376,862. G (STYLIZED). WESTERN TEXTILE PROD- 
UCTS COMPANY, MULTIPLE CLASS, (INT. CLS. 6, 17, 
19 AND 42), (U.S. CLS. 12, 13, 35 AND 100). SN 454,117. 
PUB. 10-15-1985. FILED 11-23-1983. 

1,376,863. MISCELLANEOUS DESIGN. SUSPA-FEDER- 
UNGSTECHNIK GMBH, MULTIPLE CLASS, (INT. CLS. 
6, 7 AND 12), (U.S. CLS. 13, 19, 23 AND 32). SN 477,124. 
PUB. 10-15-1985. FILED 4-24-1984. 

1,376,864. OVATION. OVATION INDUSTRIES, INC., MUL- 
TIPLE CLASS, (INT. CLS. 6 AND 14), (U.S. CLS. 13, 27 
AND 50). SN 479,758. PUB. 10-15-1985. FILED 5-10-1984. 

1,376,865. MISCELLANEOUS DESIGN. YUKO INDUSTRY 
CO., LTD., (U.S. CL. 13). SN 486,150. PUB. 10-15-1985. 
FILED 6-20-1984. 
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1,376,866. RICO. RIETH & CO GMBH, MULTIPLE CLASS, 
(INT. CLS. 6 AND 9), (U.S. CLS. 2, 12, 21, 26 AND 50). SN 
486,448. PUB. 10-15-1985. FILED 6-22-1984. 

1,376,867. ROAD FANGS. SIRCHIE FINGER PRINT LAB- 
ORATORIES, INC., (U.S. CL. 14). SN 488,002. PUB. 
10-15-1985. FILED 7-2-1984. 

1,376,868. SPHEROBAT. UNIBAT INTERNATIONAL 
STRUCTURAL SYSTEMS, MULTIPLE CLASS, (INT. 
CLS. 6 AND 37), (U.S. CLS. 12 AND 103). SN 489,711. PUB. 
10-15-1985. FILED 7-13-1984. 

1,376,869. STRIKE-3. M.A.G. ENGINEERING & MFG. INC., 
(U.S. CL. 13). SN 491,516. PUB. 10-15-1985. FILED 
7-25-1984. 

1,376,870. UCLA BRUINS. REGENTS OF THE UNIVERSI- 
TY OF CALIFORNIA, THE, MULTIPLE CLASS, (INT. 
CLS. 6, 16, 18, 20, 21, 24, 25, 26, 27 AND 28), (U.S. CLS. 2, 3, 
19, 22, 37, 38, 39, 40 AND 50). SN 492,952. PUB. 10-15-1985. 
FILED 8-2-1984. 

1,376,871. FLAME-TAMER. C A H INDUSTRIES, INC., 
MULTIPLE CLASS, (INT. CLS. 6, 9 AND 20), (U.S. CLS. 
2, 13, 26, 32 AND 50). SN 495,504. PUB. 10-15-1985. FILED 
8-20-1984. 

1,376,872. KSM, KSM FASTENING SYSTEMS INC., (U.S. 
CL. 13). SN 495,825. PUB. 10-15-1985. FILED 8-20-1984. 

1,376,873. REYNOLDS AND DESIGN. ROME INDUSTRIES, 
INC., MULTIPLE CLASS, (INT. CLS. 6, 7, 8 AND 12), 
(U.S. CLS. 2, 13, 19 AND 23). SN 497,661. PUB. 10-15-1985. 
FILED 9-4-1984. 

1,376,874. W G REYNOLDS AND DESIGN. ROME INDUS- 
TRIES, INC., MULTIPLE CLASS, (INT. CLS. 6, 7, 8 AND 
12), (U.S. CLS. 2, 13, 19 AND 23). SN 497,887. PUB. 
10-15-1985. FILED 9-4-1984. 

1,376,875. GOLD STANDARD. HINDERLITER INDUS- 
TRIES, (US. CL. 13). SN 501,385. PUB. 10-15-1985. FILED 
9-27-1984. 

1,376,876. NEOTEC. RONSON METALS CORPORATION, 
(U.S. CL. 14). SN 503,354. PUB. 10-15-1985. FILED 
10-11-1984. 

1,376,877. HANG-TRUE, W. H. WALLO & ASSOCIATES, 
INC., (U.S. CL. 13). SN 507,859. PUB. 10-15-1985. FILED 
11-8-1984. 

1,376,878. MERIT AND DESIGN. MERIT MANUFACTUR- 
ING CORPORATION, (U.S. CL. 13). SN 515,704. PUB. 
10-15-1985. FILED 12-31-1984. 

1,376,879. CONARCO AND DESIGN. CONARCO 
ALAMBRES Y SOLDADURAS SOCIEDAD ANONIMA, 
(U.S. CL. 14). SN 516,115. PUB. 10-15-1985. FILED 
1-3-1985. 

1,376,880. MARWIN. ORBIT VALVE INTERNATIONAL, 
INC., MULTIPLE CLASS, (INT. CLS. 6 AND 9), (U.S. 
CLS. 13 AND 26). SN 520,815. PUB. 10-15-1985. FILED 
2-5-1985. 

1,376,881. MISCELLANEOUS DESIGN. GENERAL MA- 
CHINE COMPANY OF NEW JERSEY, INC., MULTIPLE 
CLASS, (INT. CLS. 6, 7 AND 9), (U.S. CLS. 13, 23 AND 
26). SN 529,731. PUB. 10-15-1985. FILED 4-1-1985. 

1,376,882. MONACO AND DESIGN. ACME-MONACO COR- 
PORATION, MULTIPLE CLASS, (INT. CLS. 6 AND 10), 
(U.S. CLS. 13, 14 AND 44). SN 533,266. PUB. 10-15-1985. 
FILED 4-22-1985. 

1,376,883. BFGOODRICH. B. F. GOODRICH COMPANY, 
THE, MULTIPLE CLASS, (INT. CLS. 6, 8, 9, 11, 14, 16, 18, 
20, 21, 24, 25, 26, 28 AND 34), (U.S. CLS. 2, 3, 8, 9, 13, 21, 22, 
23, 28, 32, 37, 38, 39, 40, 41 AND 42). SN 539,563. PUB. 
10-15-1985. FILED 5-24-1985. 


CLASS 7—MACHINERY 


1,376,831 (See Class 5 for this trademark). 

1,376,863 (See Class 6 for this trademark). 

1,376,873 (See Class 6 for this trademark). 

1,376,874 (See Class 6 for this trademark). 

1,376,881 (See Class 6 for this trademark). 

1,376,884. PACIFIC. PACIFIC STEEL LTD., MULTIPLE 
CLASS, (INT. CLS. 7, 12 AND 20), (U.S. CLS. 2, 19, 23 
AND 32). SN 332,881. PUB. 2-8-1983. FILED 10-16-1981. 
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1,376,885. MISCELLANEOUS DESIGN. RACINE FEDER- 
ATED INC., (U.S. CL. 23). SN 338,387. PUB. 11-30-1982. 
FILED 11-23-1981. 


1,376,886. ELGIN (STYLIZED). ELGIN SWEEPER COMPA- 
NY, (U.S. CL. 23). SN 460,867. PUB. 10-15-1985. FILED 
1-16-1984. 

1,376,887. UDISCO. UDISCO INC., (U.S. CL. 23). SN 464,159. 
PUB. 10-15-1985. FILED 2-6-1984. 


1,376,888. BACKSAVER AND DESIGN. HARLAN, BURTON 
C., (US. CL. 23). SN 471,681. PUB. 10-15-1985. FILED 
3-22-1984. 

1,376,889. STREAMLINE. JWI LTD., (U.S. CL. 23). SN 
475,195. PUB. 10-15-1985. FILED 4-13-1984. 

1,376,890. PREMIER. PREMIER PUMP & POOL PROD- 
UCTS, INC., MULTIPLE CLASS, (INT. CLS. 7, 9 AND 
11), (U.S. CLS. 21, 23 AND 26). SN 476,757. PUB. 
10-15-1985. FILED 4-23-1984. 

1,376,891. CINCOM. CITIZEN TOKEI KABUSHIKI 
KAISHA, AKA CITIZEN WATCH CO., LTD., (U.S. CL. 
23). SN 477,439. PUB. 10-15-1985. FILED 4-26-1984. 

1,376,892. RESTAURANTIQUES. PALM BROTHERS, IN- 
CORPORATED, MULTIPLE CLASS, (INT. CLS. 7, 11 
AND 20), (U.S. CLS. 13, 23, 31, 32 AND 34). SN 478,917. 
PUB. 10-15-1985. FILED 5-7-1984. 

1,376,893. HM (STYLIZED). HALL FOUNDRIES AND 
MFG., INC., (U.S. CL. 23). SN 480,739. PUB. 10-15-1985. 
FILED 5-17-1984. 

1,376,894. RECO BILT PARTS SERVICE DEPENDABILITY 
AND DESIGN. REAGAN EQUIPMENT CO., INC., (U.S. 
CLS. 21 AND 23). SN 482,661. PUB. 10-15-1985. FILED 
5-30-1984. 

1,376,895. PACIFIC SCIENTIFIC AND DESIGN. PACIFIC 
SCIENTIFIC COMPANY, MULTIPLE CLASS, (INT. CLS. 
7 AND 9), (U.S. CLS. 21, 23, 26 AND 35). SN 489,061. PUB. 
10-15-1985. FILED 7-9-1984. 

1,376,896. COLEXER. DEGREMONT, (U.S. CL. 23). SN 
489,305. PUB. 10-15-1985, FILED 7-11-1984. 

1,376,897. GRID SEAL. MULTIVAC SEPP HAGGEN- 
MULLER KG, (U.S. CL. 23). SN 489,508. PUB. 10-15-1985. 
FILED 7-12-1984. 

1,376,898. NEBUCID. DRAGONE, GIORGIO, MULTIPLE 
CLASS, (INT. CLS. 7 AND 10), (U.S. CLS. 23 AND 44). SN 
489,553. PUB. 10-15-1985. FILED 7-12-1984. 

1,376,899. MACROPAVER. VALLEY SLURRY SEAL COM- 
PANY, (U.S. CL. 23). SN 489,601. PUB. 10-15-1985. FILED 
7-12-1984. 

1,376,900. ASI (STYLIZED). ADSORPTION SYSTEMS, INC., 
(U.S. CL. 23). SN 489,673. PUB. 10-15-1985. FILED 
7-13-1984. 

1,376,901. HENNY PENNY AND DESIGN. HENNY PENNY 
CORPORATION, MULTIPLE CLASS, (INT. CLS. 7, 11 
AND 20), (U.S. CLS. 23, 32 AND 34). SN 491,526. PUB. 
10-15-1985. FILED 7-25-1984. 

1,376,902. SILVER SERIES C E CUTTERS EXCHANGE INC. 
AND DESIGN. CUTTERS EXCHANGE, INC., MULTIPLE 
CLASS, (INT. CLS. 7, 8 AND 26), (U.S. CLS. 23 AND 40). 
SN 492,826. PUB. 10-15-1985. FILED 8-1-1984. 

1,376,903. ASJ-4000H. GRAY AUTOMOTIVE PRODUCTS 
CO., (U.S. CL. 23). SN 493,369. PUB. 10-15-1985. FILED 
8-6-1984. 

1,376,904. LAKE. LPM, INC., (U.S. CL. 23). SN 495,873. PUB. 
10-15-1985. FILED 8-20-1984. 

1,376,905. MISCELLANEOUS DESIGN. F. H. PETERSON 
MACHINE CORPORATION, MULTIPLE CLASS, (INT. 
CLS. 7 AND 37), (U.S. CLS. 23 AND 103). SN 497,009. PUB. 
10-15-1985. FILED 8-29-1984. 

1,376,906. THE TOTAL KITCHEN. KITCHENAID, INC., BY 
CHANGE OF NAME FROM HOBART CORPORATION, 
(U.S. CL. 23). SN 500,894. PUB. 10-15-1985. FILED 
9-24-1984. 

1,376,907. FEELER. FEELER MACHINERY IND. CO., 
LTD., (U.S. CL. 23). SN 504,551. PUB. 10-15-1985. FILED 
10-19-1984. 

1,376,908. MUNIFLO. TRI-CANADA INC., (U.S. CL. 23). SN 
508,287. PUB. 10-15-1985. FILED 11-13-1984. 
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1,376,909. UNFAIR ADVANTAGE. LOR, INCORPORATED, 
MULTIPLE CLASS, (INT. CLS. 7 AND 37), (U.S. CLS. 23, 
100 AND 103). SN 508,904. PUB. 10-15-1985. FILED 
11-15-1984. 

1,376,910. "LEDA’ 6543 AND DESIGN. LETHABY NUMBER- 
ING SYSTEMS LIMITED, (U.S. CL. 23). SN 508,957. PUB. 
10-15-1985. FILED 11-15-1984. 

1,376,911. ROTIFLEX. WINDMOLLER & HOLSCHER, (U.S. 
CL. 23). SN 509,619. PUB. 10-15-1985. FILED 11-19-1984. 

1,376,912. MOVOVISION. ERISOFT AB, “MULTIPLE 
CLASS, (INT. CLS. 7 AND 9), (U.S. CLS. 23 AND 26). SN 
510,641. PUB. 10-15-1985. FILED 11-23-1984. 

1,376,913. NELOLITE. NRW INTERNATIONAL CORPO- 
RATION, (U.S. CL. 23). SN 513,503. PUB. 10-15-1985. 
FILED 12-13-1984. 

1,376,914. TUGIT. DRESSER INDUSTRIES, INC., (U.S. CL. 
23). SN 518,214. PUB. 10-15-1985. FILED 1-18-1985. 

1,376,915. GREIGG AND DESIGN. KGS INDUSTRIES, 
LTD., ASSIGNEE OF GREIG MANUFACTURING, INC., 
(U.S. CL. 23). SN 518,838. PUB. 10-15-1985. FILED 
1-23-1985. 

1,376,916. MISCELLANEOUS DESIGN. PRECISION BAB- 
BITT CO., INC., (U.S. CLS. 23 AND 26). SN 523,756. PUB. 
10-15-1985. FILED 2-25-1985. 

1,376,917. PLASTICEL. WESTLAKE PLASTICS COMPA- 
NY, (U.S. CL. 23). SN 529,796. PUB. 10-15-1985. FILED 
4-1-1985. 

1,376,918. TIW. TOTANI GIKEN KOGYO KABUSHIKI 
KAISHA, (U.S. CL. 23). SN 535,421. PUB. 10-15-1985. 
FILED 5-2-1985. 

1,376,919. THE SHRINK COVER AND DESIGN. JOMAC, 
INC., (U.S. CL. 23). SN 537,777. PUB. 10-15-1985. FILED 
5-15-1985. 

1,376,920. SERDI (STYLIZED). SERDI - SOCIETE 
D’ETUDE DE REALISATION ET DE DIFFUSION IN- 
DUSTRIELLES, (US. CL. 23). SN 538,223. PUB. 
10-15-1985. FILED 5-17-1985. 

1,376,921. PRIN-T-LOC, ARMOTEK INDUSTRIES, INC., 
(U.S. CL. 23). SN 538,264. PUB. 10-15-1985. FILED 
5-17-1985. 

1,376,922. THRUST-SEAT. BACHMANN INDUSTRIES, 
INC., (U.S. CLS. 23 AND 26). SN 540,115. PUB. 10-15-1985. 
FILED 5-28-1985. 

1,376,923. SHEAR-MATE. JARMAN & SONS, INC., (U.S. 
CL. 23). SN 540,116. PUB. 10-15-1985. FILED 5-28-1985. 

1,376,924. TAP-ZAPPER. UNI-TEK MANUFACTURING 
COMPANY, (U.S. CL. 23). SN 540,124. PUB. 10-15-1985. 
FILED 5-28-1985. 

1,376,925.. ALPHATYPE. WE’RE JUST YOUR TYPE. AL- 
PHATYPE CORPORATION, (U.S. CL. 23). SN 540,296. 
PUB. 10-15-1985. FILED 5-29-1985. 

1,376,926. INGOL. INGOL MEDIA SERVICES, INC., (U.S. 
CL. 23). SN 540,814. PUB. 10-15-1985. FILED 6-3-1985. 

1,376,927, MICROFARE. CONTROL SYSTEMS LIMITED, 
(U.S. CL. 23). SN 541,018. PUB. 10-15-1985. FILED 
6-3-1985. 

1,376,928. ROVAMATIC. LANDA, INC., (U.S. CL. 23). SN 
541,234. PUB. 10-15-1985. FILED 5-29-1985. 

1,376,929. E-Z FLEX. DAYCO CORPORATION, (U.S. CL. 
23). SN 541,710. PUB. 10-15-1985. FILED 6-6-1985. 


CLASS 8—HAND TOOLS 


1,376,873 (See Class 6 for this trademark). 

1,376,874 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,376,902 (See Class 7 for this trademark). 

1,376,930. TAYMAR. TAYMAR LTD., MULTIPLE CLASS, 
(INT. CLS. 8, 9 AND 21), (U.S. CLS. 2, 23, 26 AND 29). SN 
453,640. PUB. 10-15-1985. FILED 11-21-1983. 

1,376,931. ACCRAT. SCHATZ-TESTRONIC GMBH, MULTI- 
PLE CLASS, (INT. CLS. 8 AND 9), (U.S. CLS. 23 AND 26). 
SN 502,225. PUB. 10-15-1985. FILED 10-3-1984. 

1,376,932. WHIRLY. CHEVRON CHEMICAL COMPANY, 
(U.S. CL. 23). SN 504,751. PUB. 10-15-1985. FILED 
10-19-1984. 
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1,376,933. LE SAUVAGE. ASSOCIATED SALES, INC., DBA 
ASSOCIATED INTERNATIONAL, (U.S. CL. 23). SN 
507,474. PUB. 10-15-1985. FILED 11-5-1984. 

1,376,934. EUROSTYLE. SUSQUEHANNA BROADCAST- 
ING CO., MULTIPLE CLASS, (INT. CLS. 8, 11, 21 AND 
27), (U.S. CLS. 2, 13, 20, 21, 23, 30, 33 AND 42). SN 520,070. 
PUB. 10-15-1985. FILED 1-31-1985. 

1,376,935. RUBIEN. KOBAYASHI INDUSTRIAL CO., LTD., 
MULTIPLE CLASS, (INT. CLS. 8 AND 21), (U.S. CLS. 2, 
13 AND 23). SN 530,578. PUB. 10-15-1985. FILED 4-4-1985. 

1,376,936. 30/30 TRIMMER. BARNOSKI, THOMAS, (U.S. 
CL. 23). SN 536,088. PUB. 10-15-1985. FILED 5-6-1985. 

1,376,937. REMS BLITZ (STYLIZED). REMS-WERK CHRIS- 
TIAN FOLL UND SOHNE GMBH & CO., (U.S. CL. 34). 
SN 540,712. PUB. 10-15-1985. FILED 5-31-1985. 

1,376,938. SILVER BEAUTY. TRIPLE-A-SPECIALTY CO., 
INC., MULTIPLE CLASS, (INT. CLS. 8 AND 9), (U.S. 
CLS. 21, 23 AND 26). SN 540,859. PUB. 10-15-1985. FILED 
6-3-1985. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


1,376,743 (See Class 1 for this trademark). 

1,376,750 (See Class 1 for this trademark). 

1,376,753 (See Class 1 for this trademark). 

1,376,831 (See Class 5 for this trademark). 

1,376,866 (See Class 6 for this trademark). 

1,376,871 (See Class 6 for this trademark). 

1,376,880 (See Class 6 for this trademark). 

1,376,881 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,376,890 (See Class 7 for this trademark). 

1,376,895 (See Class 7 for this trademark). 

1,376,912 (See Class 7 for this trademark). 

1,376,930 (See Class 8 for this trademark). 

1,376,931 (See Class 8 for this trademark). 

1,376,938 (See Class 8 for this trademark). 

1,376,939. IMPLIF. MOSCOW RESEARCH INSTITUTE OF 
EYE MICROSURGERY, MULTIPLE CLASS, (INT. CLS. 9 
AND 10), (U.S. CLS. 26 AND 44). SN 405,915. PUB. 
10-15-1985. FILED 12-13-1982. 

1,376,940. HEAVY AND DESIGN. HEAVY CUSTOM, IN- 
CORPORATED, MULTIPLE CLASS, (INT. CLS. 9, 11, 37, 
41 AND 42), (U.S. CLS. 21, 26, 31, 34, 36, 100, 103 AND 107). 
SN 419,429. PUB. 10-15-1985. FILED 3-30-1983. 

1,376,941. QIC-TAPE. DATA ELECTRONICS, INC., (U.S. 
CL. 26). SN 423,781. PUB. 11-27-1984. FILED 4-11-1983. 

1,376,942. SUN MICROSYSTEMS. SUN MICROSYSTEMS, 
INC., (U.S. CLS. 26 AND 38). SN 424,458. PUB. 3-20-1984. 
FILED 5-4-1983. 

1,376,943. QUANTE AND DESIGN. QUANTE LASERTECH- 
NIK GMBH, (U.S. CLS. 21 AND 26). SN 443,489. PUB. 
4-16-1985. FILED 9-12-1983. 

1,376,944. WIZARD MAIL. STEEL HEDDLE MANUFAC- 
TURING COMPANY, (U.S. CL. 38). SN 450,157. PUB. 
10-15-1985. FILED 10-28-1983. 

1,376,945. STUDIO SOFTWARE AND DESIGN. STUDIO 
SOFTWARE CORPORATION, (U.S. CL. 38). SN 455,687. 
PUB. 10-15-1985. FILED 12-5-1983. 

1,376,946. WILSON MICROWAVE SYSTEMS. MICROWAVE 
ACQUISITION COMPANY, ASSIGNEE OF WILSON 
MICROWAVE SYSTEMS, INC., (U.S. CLS. 21 AND 26). 
SN 457,918. PUB. 10-15-1985. FILED 12-20-1983. 

1,376,947. JENAER GLAS AND DESIGN. VEB JENAER 
GLASWERK, MULTIPLE CLASS, (INT. CLS. 9 AND 21), 
(U.S. CLS. 2, 13, 26 AND 33). SN 460,837. PUB. 7-16-1985. 
FILED 1-13-1984. 

1,376,948. ECCO!. STERN, IRVING R., (U.S. CL. 21). SN 
466,569. PUB. 10-15-1985. FILED 2-22-1984. 

1,376,949. M.U.L.E.. ELECTRONIC ARTS, (U.S. CL. 38). SN 
473,693. PUB. 10-15-1985. FILED 4-4-1984. 
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1,376,950. PEAT MARWICK MICRO-MAX. PEAT, MAR- 
WICK, MITCHELL & COMPANY, (U.S. CL. 38). SN 
476,263. PUB. 10-15-1985. FILED 4-19-1984. 

1,376,951. SIDEKICK. CBS INC., (U.S. CL. 26). SN 478,862. 
PUB. 10-15-1985, FILED 5-7-1984, 

1,376,952. P V PETRO VEND (STYLIZED). PETRO VEND, 
INC., (U.S. CLS. 23 AND 26). SN 478,947, PUB. 10-15-1985. 
FILED 5-7-1984, 

1,376,953. THE USF&G LEADER. UNITED STATES FI- 
DELITY AND GUARANTY COMPANY, MULTIPLE 
CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 38, 100 AND 
101). SN 484,236. PUB. 10-15-1985. FILED 6-8-1984. 

1,376,954. SAFARI. OPTEX CORPORATION, (U.S. CL. 26). 
SN 484,421. PUB. 10-15-1985. FILED 6-11-1984. 

1,376,955. LESPORTSAC AND DESIGN, LE SPORTSAC, 
INC., MULTIPLE CLASS, (INT. CLS. 9, 14 AND 18), (U.S. 
CLS. 3, 26 AND 27). SN 485,281. PUB. 10-15-1985. FILED 
6-15-1984. 

1,376,956. BIG STEPPER. CENTRE COMPUTER CON- 
SULTANTS, (U.S. CLS. 21 AND 26). SN 486,266. PUB. 
10-15-1985. FILED 6-21-1984. 

1,376,957. BOOKS, THE ELECTRIC LEDGER (STYLIZED). 
SYSTEMS PLUS, INC., (U.S. CL. 38). SN 486,653. PUB. 
10-15-1985. FILED 6-25-1984. 

1,376,958. MESA. HAMMERBLOW CORPORATION, THE, 
(US. CL. 21). SN 487,254. PUB. 10-15-1985. FILED 
6-27-1984. 

1,376,959. RS/1. BOLT, BERANEK & NEWMAN INC., (U.S. 
CL. 38). SN 488,017. PUB. 10-15-1985. FILED 7-2-1984. 

1,376,960. SMEDIA. SAEHAN MEDIA CORPORATION, 
(U.S. CLS. 21 AND 36). SN 488,190. PUB. 10-15-1985. 
FILED 7-2-1984. 

1,376,961. MOVING LOOP. OMRON TATEISI ELECTRON- 
ICS CO., (U.S. CLS. 21 AND 26). SN 488,649. PUB. 
10-15-1985. FILED 7-6-1984. 

1,376,962. AL-TONE AND DESIGN. ALBAVANT (U.S.A.) 
LTD., (U.S. CLS. 21, 26 AND 36). SN 490,363. PUB. 
10-15-1985. FILED 7-18-1984. 

1,376,963. BINGO. GRYNBAUM, JOEL, AND MAMOU- 
MANI, ALAIN, MULTIPLE CLASS, (INT. CLS. 9, 35, 41 
AND 42), (U.S. CLS. 26, 38, 100, 101 AND 107). SN 490,405. 
PUB. 10-15-1985. FILED 7-18-1984. 

1,376,964. GRAPHLSIZER (STYLIZED). HOLMES, JEAN- 
NINE E., DBA GI-RAPH-ICS ASSOCIATES, (U.S. CL. 26). 
SN 492,350. PUB. 10-15-1985. FILED 7-30-1984. 

1,376,965. SOFTPROBE. SYSTEMS & SOFTWARE, INC., 
(U.S. CL. 26). SN 492,718. PUB. 10-15-1985. FILED 
7-31-1984. 

1,376,966. ALIS AND DESIGN, APPLIX, INC., (U.S. CL. 38). 
SN 492,959. PUB. 10-15-1985. FILED 8-2-1984. 

1,376,967. MUSICALC. WAVEFORM CORPORATION, (U.S. 
CL. 38). SN 493,430. PUB. 10-15-1985. FILED 8-6-1984. 

1,376,968. FUEL LOCK. TUTHILL CORPORATION, (U.S. 
CL. 26). SN 493,888. PUB. 10-15-1985. FILED 8-8-1984. 

1,376,969. TELSAFE. CHARBONNAGES DE FRANCE, 
(U.S. CLS. 21 AND 26). SN 494,082. PUB. 10-15-1985. 
FILED 8-9-1984. 

1,376,970. ZIM. ZANTHE INFORMATION, INC., (U.S. CL. 
38). SN 494,283. PUB. 10-15-1985. FILED 8-10-1984. 

1,376,971. SPEED KEY. KOALA TECHNOLOGIES CORPO- 
RATION, (U.S. CLS. 26 AND 38). SN 494,378. PUB. 
10-15-1985. FILED 8-10-1984. 

1,376,972. KRONELINE. KRONE GMBH, (U.S. CL. 21). SN 
495,338. PUB. 10-15-1985. FILED 8-17-1984. 

1,376,973. IFPS/DIMENSION. EXECUCOM SYSTEMS 
CORPORATION, (U.S. CL. 38). SN 495,349. PUB. 
10-15-1985. FILED 8-17-1984. 

1,376,974. MUSICIAN’S MATE. ENCORE ENCORE, (U.S. 
CLS. 26 AND 36). SN 496,141. PUB. 10-15-1985. FILED 
8-23-1984. 

1,376,975. HAYES RACK I. HAYES MICROCOMPUTER 
PRODUCTS, INC., (U.S. CL. 26). SN 497,084. PUB. 
10-15-1985. FILED 8-30-1984. 


1,376,976. WITHDRAWN. 
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1,376,977. HEALTH SAVER AND DESIGN. HEAR SAVER, 
INC., MULTIPLE CLASS, (INT. CLS. 9, 10 AND 28), (U.S. 
CLS. 22, 26 AND 44). SN 499,960. PUB. 10-15-1985. FILED 
9-18-1984. 

1,376,978. TOUCHSTONE. EESOF INCORPORATED, (U.S. 
CL. 38). SN 500,774. PUB. 2-26-1985. FILED 9-24-1984. 

1,376,979. THREAD FIT. GUARDIAN INSPECTION SERV- 
ICES LTD., (U.S. CL. 26). SN 502,257. PUB. 10-15-1985. 
FILED 10-3-1984. 

1,376,980. MISCELLANEOUS DESIGN. MITAC INC., (U.S. 
CL. 26). SN 502,280. PUB. 10-15-1985. FILED 10-3-1984. 

1,376,981. CURTIS MATHES FOUR YEAR EXCLUSIVE LIM- 
ITED WARRANTY AND DESIGN. CURTIS MATHES 
CORPORATION, (U.S. CLS. 21 AND 36). SN 503,036. PUB. 
10-15-1985. FILED 10-9-1984. 

1,376,982. POLYGUARD. FILMGUARD CORPORATION, 
(U.S. CL. 26). SN 503,533. PUB. 10-15-1985. FILED 
10-12-1984. 

1,376,983. LYNX. TETRA PHARMACEUTICALS PTY LIM- 
ITED, (U.S. CLS. 9 AND 26). SN 504,663. PUB. 10-15-1985. 
FILED 10-19-1984. 

1,376,984. EKS (STYLIZED). EKS INTERNATIONAL AB, 
(U.S. CL. 26). SN 505,114. PUB. 10-15-1985. FILED 
10-22-1984. 

1,376,985. ULTRASPEC. TELEDYNE INDUSTRIES, INC., 
(U.S. CL. 26). SN 505,163. PUB. 10-15-1985. FILED 
10-22-1984. 

1,376,986. PIANO LIFE SAVER. DAMPP-CHASER ELEC- 
TRONICS, INC., MULTIPLE CLASS, (INT. CLS. 9 AND 
11), (U.S. CLS. 26 AND 34). SN 505,200. PUB. 10-15-1985. 
FILED 10-23-1984. 

1,376,987. NIKKO AUDIO. NIKKO ELECTRIC CORPORA- 
TION, (U.S. CL. 21). SN 505,950. PUB. 10-15-1985. FILED 
10-29-1984. 

1,376,988. OLCON. AESOFT, (U.S. CL. 38). SN 506,901. PUB. 
10-15-1985. FILED 11-2-1984. 

1,376,989. COMPUTEMP 3. RODCO PRODUCTS COMPA- 
NY, INC., (U.S. CL. 26). SN 508,030. PUB. 10-15-1985. 
FILED 11-9-1984. 

1,376,990. MASTERPIECE, MASTER SOFTWARE, INC., 
(U.S. CL. 38). SN 508,288. PUB. 10-15-1985. FILED 
11-13-1984. 

1,376,991. SISINF. KRATOS, S.A., (U.S. CL. 38). SN 508,433. 
PUB. 10-15-1985. FILED 11-13-1984. 

1,376,992. BILLY JOEL. JOEL, WILLIAM MARTIN, (U.S. 
CLS. 21 AND 36). SN 510,659. PUB. 10-15-1985. FILED 
11-26-1984. 

1,376,993. PSYCH-PAK. COMPUTER PSYCH, INC., (US. 
CL. 38). SN 511,213. PUB. 10-15-1985. FILED 11-29-1984. 

1,376,994. GOLD PREMIUM. SHAPE, INC., (U.S. CL. 21). 
SN 512,246. PUB. 10-15-1985. FILED 12-6-1984. 

1,376,695. AG PRO COMPUTER TECHNOLOGY AND 
DESIGN. LANGENBACHER DATA SYSTEMS, INC., 
(U.S. CL. 38). SN 512,287. PUB. 10-15-1985. FILED 
12-6-1984. 

1,376,996. AZDEN. NIPPON ATSUDENKI KABUSHIKI 
KAISHA, AKA JAPAN PIEZO CO., LTD., (U.S. CLS. 21 
AND 36). SN 513,375. PUB. 10-15-1985. FILED 12-13-1984. 

1,376,997. WORDPAL. COMPUTER POWER & LIGHT, 
INC., DBA COMPAL, (U.S. CL. 38). SN 514,319. PUB. 
10-15-1985. FILED 12-19-1984. 

1,376,998. MAIL CALL. MORGREY, RICHARD T., (U.S. CL. 
26). SN 514,696. PUB. 10-15-1985. FILED 12-21-1984. 

1,376,999. PRIVA AND DESIGN. HANDELSONDERNEM- 
ING PRIVA B.V., MULTIPLE CLASS, (INT. CLS. 9 AND 
11), (U.S. CLS. 26, 31, 34 AND 38). SN 516,320. PUB. 
10-15-1985. FILED 1-7-1985. 

1,377,000. C&W AND DESIGN. CABLE & WIRELESS 
NORTH AMERICA, INC., (U.S. CLS. 21, 26 AND 38). SN 
518,943. PUB. 10-15-1985. FILED 1-23-1985. 

1,377,001. GLORY ROAD. RED LABEL RECORDS, INC., 
(U.S. CL. 36). SN 519,491. PUB. 10-15-1985. FILED 
1-28-1985. 

1,377,002. SSS AND DESIGN. DEVINSKY CORP, DBA 
SOLID STATE SYSTEMS, (U.S. CL. 21). SN 520,302. PUB. 
10-15-1985. FILED 2-1-1985. 
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1,377,003. MISCELLANEOUS DESIGN. TATECO AB, (U.S. 
CLS. 21 AND 26). SN 522,076. PUB. 10-15-1985. FILED 
2-13-1985. 

1,377,004. WORDSTOCK. WORDSTOCK, INC., (U.S. CL. 
38). SN 524,614. PUB. 10-15-1985. FILED 3-1-1985. 

1,377,005. MICROPHONICS. MICROPHONICS TECHNOL- 
OGY CORPORATION, (U.S. CLS. 21 AND 38). SN 525,010. 
PUB. 10-15-1985. FILED 3-4-1985. 

1,377,006. NABS MORE AND DESIGN. NORTH AMERI- 
CAN BUSINESS SYSTEMS, INC., (U.S. CL. 38). SN 
525,680. PUB. 10-15-1985. FILED 3-7-1985. 

1,377,007. KULTUR AND DESIGN. KULTUR INTERNA- 
TIONAL FILMS, INC., (U.S. CL. 21). SN 527,374. PUB. 
10-15-1985. FILED 3-18-1985. 

1,377,008. SWIFTSOFT. COSMI, A CORPORATION, (U.S. 
CL. 38). SN 528,290. PUB. 10-15-1985. FILED 3-22-1985. 

1,377,009. MAYDAY. SUN RESEARCH, INC., (U.S. CL. 21). 
SN 528,324. PUB. 10-15-1985. FILED 3-22-1985. 

1,377,010. GT AND DESIGN. GT DEVELOPMENT CORPO- 
RATION, (U.S. CLS. 13 AND 26). SN 528,582. PUB. 
10-15-1985. FILED 3-25-1985. 

1,377,011. “EASY-DOS-IT. BMS COMPUTER INC., (U.S. CL. 
38). SN 529,204. PUB. 10-15-1985. FILED 3-28-1985. 

1,377,012. SNAPLOX. OXLEY DEVELOPMENTS COMPA- 
NY LIMITED, (U.S. CL. 21). SN 530,231. PUB. 10-15-1985. 
FILED 4-2-1985. 

1,377,013. TRADITIONALS. BAUSCH & LOMB INCORPO- 
RATED, (U.S. CL. 26). SN 531,293. PUB. 10-15-1985. 
FILED 4-8-1985. 

1,377,014. K’TONTON AND DESIGN. CHERNAK, JUDY, 
DBA JUDY CHERNAK PRODUCTIONS, (U.S. CL. 36). 
SN 533,276. PUB. 10-15-1985. FILED 4-22-1985. 

1,377,015. BANKMARKET. INNOVATIVE SYSTEMS, INC., 
(U.S. CL. 38). SN 535,128. PUB. 10-15-1985. FILED 
5-1-1985. 

1,377,016. PFS: PLAN (STYLIZED). SOFTWARE PUBLISH- 
ING CORPORATION, MULTIPLE CLASS, (INT. CLS. 9 
AND 16), (U.S. CL. 38). SN 537,247. PUB. 10-15-1985. 
FILED 5-13-1985. 

1,377,017. FLUORODERM. UPA TECHNOLOGY, _INC., 
(U.S. CL. 26). SN 538,202. PUB. 10-15-1985. FILED 
5-17-1985. 

1,377,018. CELESTIAL SOFTWARE AND _ DESIGN. 
GUTWIRTH, JOSEPH M., (U.S. CL. 38). SN 539,384. PUB. 
10-15-1985. FILED 5-24-1985. 

1,377,019. EBCO AND DESIGN. EBCO BATTERY CO., (U.S. 
CL. 21). SN 539,632. PUB. 10-15-1985. FILED 5-28-1985. 

1,377,020. CABLE BUSTER CABLE AND DESIGN. CHAL- 
LENGER, D.B.S., THE, (U.S. CL. 21). SN 539,649. PUB. 
10-15-1985. FILED 5-28-1985. 

1,377,021. K-RUNX. MICRO DATA BASE SYSTEMS, INC., 
(U.S. CL. 38). SN 539,752. PUB. 10-15-1985. FILED 
5-28-1985. 

1,377,022. FLEXART (STYLIZED). FLEXART SIGNS, INC., 
MULTIPLE CLASS, (INT. CLS. 9 AND 22), (U.S. CLS. 21 
AND 50). SN 539,817. PUB. 10-15-1985. FILED 5-28-1985. 

1,377,023. 2 °N 1 (STYLIZED). CORTRAN INTERNATION- 
AL, INC., AKA NIBBLE NOTCH COMPUTER PROD- 
UCTS, (U.S. CL. 26). SN 539,836. PUB. 10-15-1985. FILED 
5-28-1985. 

1,377,024. SURE-SEAL. ITT CORPORATION, (U.S. CL. 21). 
SN 540,027. PUB. 10-15-1985. FILED 5-28-1985. 

1,377,025. DURAFLEX. EASTMAN KODAK COMPANY, 
(U.S. CL. 26). SN 540,030. PUB. 10-15-1985. FILED 
5-28-1985. 

1,377,026. QUICKSOFT (STYLIZED). WALLACE, ROBERT, 
DBA QUICKSOFT, (U.S. CL. 38). SN 540,164. PUB. 
10-15-1985. FILED 5-28-1985. 

1,377,027. MISCELLANEOUS DESIGN. LEA DYNATECH 
CORPORATION, (U.S. CL. 26). SN 540,387. PUB. 
10-15-1985. FILED 5-30-1985. 

1,377,028. DIGICLOR. SYSTEMATIX CONTROLS, INC., 
(U.S. CL. 26). SN 540,659. PUB. 10-15-1985. FILED 
5-31-1985. 

1,377,029. DARK INVADER, MEYERS, BRAD E., DBA B. E. 
MEYERS & CO., (U.S. CLS. 21 AND 26). SN 540,667. PUB. 
10-15-1985. FILED 5-31-1985. 
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1,377,030. SCENTRON AND DESIGN. PARFUMS AMER- 
ICA, INC., (U.S. CLS. 8 AND 21). SN 540,834. PUB. 
10-15-1985. FILED 6-3-1985. 

1,377,031. SUPER THIRTY II. TECHSONIC INDUSTRIES, 
INC., (U.S. CL. 26). SN 540,903. PUB. 10-15-1985. FILED 
6-3-1985. 

1,377,032. SPUN STAR. MODERN HOG CONCEPTS, INC., 
(U.S. CL. 21). SN 541,146. PUB. 10-15-1985. FILED 
6-3-1985. 

1,377,033. ECCOVAR. SPRAGUE ELECTRIC COMPANY, 
(U.S. CL. 21). SN 541,174. PUB. 10-15-1985. FILED 
6-3-1985. 

1,377,034. KID STUFF AND DESIGN. I.J.E., INC., (U.S. CLS. 
21 AND 36). SN 541,207. PUB. 10-15-1985. FILED 6-3-1985. 

1,377,035. KL8 PLUS AND DESIGN. KIRBY LESTER, INC., 
(U.S. CLS. 23 AND 26). SN 541,336. PUB. 10-15-1985. 
FILED 6-5-1985. 

1,377,036. TIME ARTS AND DESIGN. TIME ARTS, INC, 
(U.S. CLS. 26 AND 38). SN 541,680, PUB. 10-15-1985. 
FILED 6-6-1985. 

1,377,037. COMCARD. CALIFORNIA NETWORK SYS- 
TEMS, (U.S. CLS. 21 AND 38). SN 541,707. PUB. 
10-15-1985. FILED 6-6-1985. 

1,377,038. M 1 MICRO IDEA AND DESIGN. SANIMOR 
INC., (U.S. CL. 26). SN 542,147. PUB. 10-15-1985. FILED 
6-10-1985. 

1,377,039. TUBE STACK. EVETS CORPORATION, (U.S. CL. 
26). SN 542,159. PUB. 10-15-1985. FILED 6-10-1985. 

1,377,040. HARVE BENARD ' (STYLIZED). HARVE 
BENARD, LTD., MULTIPLE CLASS, (INT. CLS. 9 AND 
25), (U.S. CLS. 26 AND 39). SN 542,484. PUB. 10-15-1985. 
FILED 6-11-1985. 

1,377,041. DIAMOND GUARD. DIAMOND GUARD CORP., 
(U.S. CLS. 26 AND 28). SN 542,545. PUB. 10-15-1985. 
FILED 6-12-1985. 

1,377,042. 3S-LMI. LA METALLI INDUSTRIALE S.P.A., 
(U.S. CL. 21). SN 542,559. PUB. 10-15-1985. FILED 
6-12-1985. 

1,377,043. FLEXIGRAPHIX. WALTER H. KELLER, JR., 
INC., (U.S. CL. 38). SN 543,413. PUB. 10-15-1985. FILED 
6-17-1985. 

1,377,044. WORKVIEW. VIEWLOGIC SYSTEMS, INC., (U.S. 
CL. 38). SN 544,273. PUB. 10-15-1985. FILED 6-21-1985. 

1,377,045. VIEWWAVE. VIEWLOGIC SYSTEMS, INC., (U.S. 
CL. 38). SN 544,274. PUB. 10-15-1985. FILED 6-21-1985. 

1,377,046. VIEWSIM. VIEWLOGIC SYSTEMS, INC., (U.S. 
CL. 38). SN 544,275. PUB. 10-15-1985. FILED 6-21-1985. 

1,377,047. SIDEWAYS. FUNK SOFTWARE, INC., (U.S. CL. 
38). SN 544,282. PUB. 10-15-1985. FILED 6-21-1985. 

1,377,048. HERITAGE. PEAVEY ELECTRONICS CORPO- 
RATION, (U.S. CLS. 21 AND 36). SN 544,298. PUB. 
10-15-1985. FILED 6-21-1985. 

1,377,049. TIME SAVER. CLAIROL INCORPORATED, 
(U.S. CL. 44). SN 544,386. PUB. 10-15-1985. FILED 
6-21-1985. 

1,377,050. TIME SAVER (STYLIZED). CLAIROL INCORPO- 
RATED, (U.S. CL. 44). SN 544,387. PUB. 10-15-1985. 
FILED 6-21-1985. 

1,377,051. 296. CONCORD DATA SYSTEMS, INC., (U.S. 
CL. 26). SN 544,413. PUB. 10-15-1985. FILED 6-24-1985. 

1,377,052. CHARM. RADIAN CORPORATION, (U.S. CL. 
38). SN 544,458. PUB. 10-15-1985. FILED 6-24-1985. 

1,377,053. THE PET ROCK VIDEO. AVALANCHE, INC., 
(U.S. CL. 21). SN 544,472. PUB. 10-15-1985. FILED 
6-24-1985. 

1,377,054. ALTERTEXT. ALTERTEXT, INC., (U.S. CLS. 26 
AND 38). SN 544,487. PUB. 10-15-1985. FILED 6-24-1985. 

1,377,055. DIACAD. ECKLEIN, DAVID, DBA TESSERACT 
ASSOCIATES, (U.S. CL. 38). SN 544,964. PUB. 10-15-1985. 
FILED 6-25-1985. 

1,377,056. MISCELLANEOUS DESIGN. PACIFIC GLOVE 
COMPANY, (U.S. CL. 39). SN 545,618. PUB. 10-15-1985. 
FILED 7-1-1985. 
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CLASS 10—MEDICAL APPARATUS 


1,376,822 (See Class 5 for this trademark). 

1,376,823 (See Class 5 for this trademark). 

1,376,831 (See Class 5 for this trademark). 

1,376,882 (See Class 6 for this trademark). 

1,376,898 (See Class 7 for this trademark). 

1,376,939 (See Class 9 for this trademark). 

1,376,977 (See Class 9 for this trademark). 

1,377,057. BARR & STROUD. BARR & STROUD LIMITED, 
(U.S. CL. 44). SN 357,494. PUB. 10-15-1985. FILED 
3-31-1982. 

1,377,058. ABELSON. ABELSON, LOUIS, (U.S. CL. 44). SN 
403,078. PUB. 10-15-1985. FILED 11-18-1982. 

1,377,059. SCHUCO-VAC. SCHUELER, RUTH, (U.S. CL. 44). 
SN 403,264. PUB. 10-15-1985. FILED 11-19-1982. 

1,377,060. M-BRACE. CARAPACE, INC., (U.S. CL. 44). SN 
433,215. PUB. 10-15-1985. FILED 7-5-1983. 

1,377,061. ELECSYSTEM MAGNETOTRON. ELEC GMBH, 
(U.S. CL. 44). SN 437,791. PUB. 10-15-1985. FILED 
8-4-1983. 

1,377,062. B (STYLIZED). JOHN T. BRYANT, INC., (U.S. 
CL. 44). SN 444,674. PUB. 10-15-1985. FILED 9-21-1983. 

1,377,063. TUCK-TITE, CLAYTON, RALPH S., (U.S. CL. 44). 
SN 450,507. PUB. 10-15-1985. FILED 10-31-1983. 

1,377,064. SAGER. MINTO RESEARCH & DEVELOP- 
MENT, DBA MINTO RESEARCH & DEVELOPMENT, 
INC., (U.S. CL. 44). SN 461,773. PUB. 10-15-1985, FILED 
1-20-1984. 

1,377,065. MINIKULATOR. MARTY, URS, (U.S. CL. 44). SN 
476,284. PUB. 10-15-1985. FILED 4-19-1984. 

1,377,066. BIRDS ’N BEES (STYLIZED). RFSU:S FOR- 
SALJNINGSORGANISATION AKTIEBOLAG, (U.S. CL. 
44). SN 483,549. PUB. 10-15-1985. FILED 6-4-1984. 

1,377,067. STERADAPT. LABORATOIRE SPAD (S.A.), (U.S. 
CL. 44). SN 485,470. PUB. 10-15-1985. FILED 6-15-1984. 

1,377,068. SUIYO AND DESIGN. SUIYO PLASTICS INDUS- 
TRIAL CO., LTD., (U.S. CL. 44). SN 485,736. PUB. 
10-15-1985. FILED 6-18-1984. 

1,377,069. FLOSSRITE. FLOSSRITE CORPORATION, (U.S. 
CL. 44). SN 486,257. PUB. 10-15-1985. FILED 6-21-1984. 

1,377,070. CARE-ALL, MARSHALL ELECTRONICS, INC., 
(U.S. CL. 44). SN 489,907. PUB. 10-15-1985. FILED 
7-16-1984. 

1,377,071. RAPLUX. KERLION, (U.S. CL. 44). SN 495,689. 
PUB. 10-15-1985. FILED 8-20-1984. 

1,377,072. DOLO-FRIZ. SOFRIGAM S.A., (U.S. CL. 44). SN 
498,007. PUB. 10-15-1985. FILED 9-5-1984. 

1,377,073. GOODE T-TUBE. XOMED INC., (U.S. CL. 44). SN 
502,834. PUB. 10-15-1985. FILED 10-9-1984. 

1,377,074. ZL (STYLIZED). Z LABORATORIES, (U.S. CL. 
44). SN 503,356. PUB. 10-15-1985. FILED 10-11-1984. 

1,377,075. HESLIN. HESLIN, BUOL K., (U.S. CL. 44). SN 
506,683. PUB. 10-15-1985. FILED 11-1-1984. 

1,377,076. ATHLOTIC. PODIATRY GROUP OF DANBURY, 
P.C., DBA “AMERICAN LAB”, (U.S. CL. 44). SN 509,469. 
PUB. 10-15-1985. FILED 11-19-1984. 

1,377,077. SENIOR FLEX. PODIATRY GROUP OF DAN- 
BURY, P.C., DBA “AMERICAN LAB”, (U.S. CL. 44). SN 
509,510. PUB. 10-15-1985. FILED 11-19-1984. 

1,377,078. INCONTAN. KONE OY, (U.S. CL. 44). SN 531,903. 
PUB. 10-15-1985. FILED 4-12-1985. 

1,377,079. AD. AMERICAN DISPOSABLES INCORPORAT- 
ED, (U.S. CL. 44). SN 538,427. PUB. 10-15-1985. FILED 
5-20-1985. 

1,377,080. Z AND DESIGN. ZIMMER, INC., (U.S. CL. 44). 
SN 540,055. PUB. 10-15-1985. FILED 5-28-1985. 

1,377,081. TRACE RITE AND DESIGN. BIO-DETEK INCOR- 
PORATED, (U.S. CL. 44). SN 540,099. PUB. 10-15-1985. 
FILED 5-28-1985. 

1,377,082. VED. TRANS TEXAS MEDICAL DEVICES 
CORPORATION, (U.S. CL. 44). SN 540,520. PUB. 
10-15-1985. FILED 5-30-1985. 

1,377,083. GYNELOOP. GYNECO, INC., (U.S. CL. 44). SN 
$42,617. PUB. 10-15-1985. FILED 6-12-1985. 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


1,376,883 (See Class 6 for this trademark). 

1,376,890 (See Class 7 for this trademark). 

1,376,892 (See Class 7 for this trademark). 

1,376,901 (See Class 7 for this trademark). 

1,376,934 (See Class 8 for this trademark). 

1,376,940 (See Class 9 for this trademark). 

1,376,986 (See Class 9 for this trademark). 

1,376,999 (See Class 9 for this trademark). 

1,377,084. ARIANNA PUCCINI. ARIANNA PUCCINI, S.R.L, 
MULTIPLE CLASS, (INT. CLS. 11, 18, 20 AND 25), (U.S. 
CLS. 3, 21, 32 AND 39). SN 366,192. PUB. 10-15-1985. 
FILED 5-24-1982. 

1,377,085. NIAGARA SOLINE. THOMASON, HARRY EM- 
MITTE, AND THOMASON, HARRY JACK LEE, JR., 
(U.S. CL. 34). SN 396,926. PUB. 10-15-1985. FILED 
9-30-1982. 

1,377,086. MULTICHEF. WEIL COMPANY LIMITED, (U.S. 
CL. 21). SN 402,172. PUB. 10-15-1985. FILED 11-9-1982. 

1,377,087. SHOWERFLEX. DAL AMERICAN, INC., (U.S. 
CL. 13). SN 485,382. PUB. 10-15-1985. FILED 6-15-1984. 

1,377,088. MONTEGO. UNION NGOK KEE ELECTRICAL 
MFG., LTD., (U.S. CL. 34). SN 485,443. PUB. 10-15-1985. 
FILED 6-15-1984. 

1,377,089. CITATION. UNION NGOK KEE ELECTRICAL 
MFG., LTD., (U.S. CL. 34). SN 485,548. PUB. 10-15-1985. 
FILED 6-18-1984. 

1,377,090. ROTEC. ROBINSON INDUSTRIES LIMITED, 
(U.S. CL. 34). SN 485,728. PUB. 10-15-1985. FILED 
6-18-1984. 

1,377,091. LION AND DESIGN. COSTAN S.P.A., (U.S. CL. 
31). SN 486,441. PUB. 10-15-1985. FILED 6-22-1984. 

1,377,092. UCLA (STYLIZED). REGENTS OF THE UNI- 
VERSITY OF CALIFORNIA, THE, MULTIPLE CLASS, 
(INT. CLS. 11, 16, 20 AND 26), (U.S. CLS. 21, 28, 37, 38, 40 
AND 50). SN 493,101. PUB. 10-15-1985. FILED 8-2-1984. 

1,377,093. ULTRAFLAME. GENERAL COMBUSTION 
CORP., (U.S. CL. 34). SN 497,747. PUB. 10-15-1985. FILED 
9-4-1984. 


1,377,094. MADE IN USA BY PRICE PFISTER AND 
DESIGN. PRICE PFISTER, INC., (U.S. CL. 13). SN 498,510. 
PUB. 10-15-1985. FILED 9-10-1984. 

1,377,095. SM SANI MARK AND DESIGN. CATALOX COR- 
PORATION, (U.S. CLS. 31 AND 34). SN 503,543. PUB. 
10-15-1985. FILED 10-12-1984. 

1,377,096. EXECUTIVE, INC.. BENTLEY INDUSTRIES, 
INC., DBA EXECUTIVE, INC., (U.S. CLS. 31 AND 34). SN 
504,744. PUB. 10-15-1985. FILED 10-19-1984. 

1,377,097. AUBREY. AUBREY MANUFACTURING, INC., 
(U.S. CL. 34). SN 518,019. PUB. 10-15-1985. FILED 
1-18-1985. 

1,377,098. ENVIRO-GLAZE. ACORN ENGINEERING COM- 
PANY, (U.S. CLS. 13 AND 16). SN 527,398. PUB. 
10-15-1985. FILED 3-18-1985. 

1,377,099. CAMO LITE. STREAMLIGHT, INC., (U.S. CL. 
21). SN 527,874. PUB. 10-15-1985. FILED 3-20-1985. 

1,377,100. HEAT-MASTER. W. G. BUILDERS, INC., (U.S. 
CL. 34). SN 529,396. PUB. 10-15-1985. FILED 3-28-1985. 

1,377,101. THE FABRICATORS (STYLIZED). TAZ, INCOR- 
PORATED, (U.S. CLS. 31, 32 AND 34). SN 532,022. PUB. 
10-15-1985. FILED 4-12-1985. 

1,377,102. IDENTILITE (BLOCK FORM). STANDING 
ROCK MARKETING, INC., (U.S. CL. 21), SN 535,148. 
PUB. 10-15-1985. FILED 5-1-1985. 

1,377,103. PROTEUS. FSI CORPORATION, (U.S. CL. 34). 
SN 539,827. PUB. 10-15-1985. FILED 5-28-1985. 

1,377,104. STEEMPAN, DEAN PRODUCTS, INC., (U.S. CL. 
34). SN 540,788. PUB. 10-15-1985. FILED 6-3-1985. 

1,377,105. FOUNTAIN-FLO. STANADYNE, INC., (U.S. CL. 
13). SN 546,150. PUB. 10-15-1985. FILED 7-2-1985. 
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CLASS 12—VEHICLES 


1,376,863 (See Class 6 for this trademark). 

1,376,873 (See Class 6 for this trademark). 

1,376,874 (See Class 6 for this trademark). 

1,376,884 (See Class 7 for this trademark). 

1,377,106. SHOWCASE. FAIRMONT HOMES, MULTIPLE 
CLASS, (INT. CLS. 12 AND 19), (U.S. CLS. 12 AND 19). 
SN 145,608. PUB. 2-14-1978. FILED 10-21-1977. 

1,377,107. TOLEMAN. TOLEMANS HOLDING COMPANY 
LIMITED, TA TOLEMAN GROUP MOTORSPORT AND 
TOLEMAN GROUP LEISUREWARE, MULTIPLE 
CLASS, (INT. CLS. 12, 16, 25 AND 28), (U.S. CLS. 3, 19, 22, 
38 AND 39). SN 342,821. PUB.. 6-25-1985. FILED 
12-21-1981. 

1,377,108. CPS. BANGOR PUNTA CORPORATION, (U.S. 
CL. 19). SN 447,950. PUB. 8-21-1984. FILED 10-14-1983. 

1,377,109. LR. THRUSH INCORPORATED, (U.S. CLS. 19 
AND 23). SN 470,588. PUB. 10-15-1985. FILED 3-16-1984. 

1,377,110. MARK VI. RAISBECK-WESTERN, (U.S. CL. 19). 
SN 482,194. PUB. 10-15-1985. FILED 5-25-1984. 

1,377,111. STUART AUTOPRODUCTS AND DESIGN. 
STUART-WESTERN, INC., DBA STUART AUTOPRO- 
DUCTS, (U.S. CL. 19). SN 483,894. PUB. 10-15-1985. FILED 
6-6-1984. 

1,377,112. WINTER RADIAL WT. BRIDGESTONE CORPO- 
RATION, (U.S. CL. 35). SN 486,013. PUB. 10-15-1985. 
FILED 6-19-1984. 

1,377,113. EDOARDO BIANCHI AND DESIGN. F.I.V. FAB- 
BRICA ITALIANA VELOCIPEDI EDOARDO BIANCHI 
S.P.A., (U.S. CL. 19). SN 490,170. PUB. 10-15-1985. FILED 
7-16-1984. 

1,377,114. GENERAL GRABBER (STYLIZED). GENCORP 
INC., (U.S. CL. 35). SN 494,372. PUB. 10-15-1985. FILED 
8-10-1984. 

1,377,115. SSB SURE STOP BRAKES (STYLIZED). DISC 
BRAKE SPECIALTIES, INC., (U.S. CLS. 19 AND 33). SN 
494,453. PUB. 10-15-1985. FILED 8-13-1984. 

1,377,116. MISCELLANEOUS DESIGN. DESIGN UND 
PLASTIC KUNSTSTOFFBAU EKKEHARD ZIMMER- 
MANN KG, MULTIPLE CLASS, (INT. CLS. 12 AND 37), 
(U.S. CLS. 19 AND 103). SN 504,116. PUB. 10-15-1985. 
FILED 10-16-1984. 

1,377,117. HY (STYLIZED). HING YU METAL WORKS 
LTD., (U.S. CL. 19). SN 506,162. PUB. ‘10-15-1985. FILED 
10-29-1984. 

1,377,118. ALFA 90, ALFA ROMEO S.P.A., (U.S. CLS. 19, 23, 
31 AND 35). SN 509,444. PUB. 10-15-1985. FILED 
11-19-1984. 

1,377,119. ALFA. ALFA ROMEO S.P.A., (U.S. CLS. 19, 23, 31 
AND 35). SN 509,445. PUB. 10-15-1985. FILED 11-19-1984. 

1,377,120. SKEGA TRANSTRACK (BLOCK FORM). SKEGA 
AB, (U.S. CL. 19). SN 514,371. PUB. 10-15-1985. FILED 
12-19-1984. 

1,377,121. DT CARRY RACK. TIMMERS, RICHARD E., 
DBA DT CARRY RACK COMPANY, (U.S. CL. 19). SN 
519,190. PUB. 10-15-1985. FILED 1-24-1985. 

1,377,122. AUTOFASHION (STYLIZED). WARD, JACK D., 
DBA CALIFORNIA CUSHION CO., INC., (U.S. CL. 19). 
SN 524,466. PUB. 10-15-1985. FILED 2-28-1985. 

1,377,123.. MARION. MARION BODY WORKS, INC., (U.S. 
CL. 19). SN 527,503. PUB. 7-2-1985. FILED 3-18-1985. 

1,377,124. RICE OF LEICESTERSHIRE. RICE TRAILERS 
LIMITED, (U.S. CLS. 19 AND 35). SN 531,494. PUB. 
10-15-1985. FILED 4-10-1985. 

1,377,125. MISCELLANEOUS DESIGN, AMERICAN ASIAN 
INTERTRADE CORPORATION, (U.S. CL. 19). SN 536,276. 
PUB. 10-15-1985. FILED 5-7-1985. 

1,377,126. AIA AND DESIGN. AMERICAN ASIAN INTER- 
TRADE CORPORATION, (U.S. CL. 34). SN 536,353. PUB. 
10-15-1985. FILED 5-7-1985. 

1,377,127. MISCELLANEOUS DESIGN. AMERICAN ASIAN 
INTERTRADE CORPORATION, (U.S. CL. 19). SN 536,356. 
PUB. 10-15-1985. FILED 5-7-1985. 

1,377,128. HIJET. DAIHATSU MOTOR CO., LTD., (US. 
CL. 19). SN 543,673. PUB. 10-15-1985. FILED 6-18-1985. 
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1,377,129. D.W.S. AND DESIGN. DAEWON KANGUP CO., 
LTD., (U.S. CL. 19). SN 543,904. PUB. 10-15-1985. FILED 
6-19-1985. 


CLASS 13—FIREARMS 


1,377,130. RUGER 77/22. STURM, RUGER & COMPANY, 
INC., (U.S. CL. 9). SN 471,975. PUB. 10-15-1985. FILED 
3-23-1984. 

1,377,131. DYNAPRIME. APACHE POWDER COMPANY, 
(U.S. CLS. 2 AND 9). SN 532,067. PUB. 10-15-1985. FILED 
4-12-1985. 


CLASS 14—JEWELRY 


1,376,776 (See Class 3 for this trademark). 

1,376,864 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,376,955 (See Class 9 for this trademark). 

1,377,132. B FC L R AND DESIGN, SUPREME ASSEMBLY, 
ORDER OF RAINBOW, FOR GIRLS, THE, MULTIPLE 
CLASS, (INT. CLS. 14, 16, 18, 19, 20, 21, 25 AND 26 AND 
U.S. CL. 200), (U.S. CLS. 2, 3, 12, 28, 37, 38, 39, 40 AND 50). 
SN 407,395. PUB. 10-15-1985. FILED 12-27-1982. 

1,377,133. HELZBERG LIMITED EDITION AND DESIGN. 
HELZBERG’S DIAMOND SHOPS, INC., (U.S. CLS. 27 
AND 28). SN 454,198. PUB. 10-15-1985. FILED 11-25-1983. 

1,377,134. ORMOND. ORMOND SHOPS, INC., THE, MUL- 
TIPLE CLASS, (INT. CLS. 14, 18 AND 25), (U.S. CLS. 3, 
27, 28 AND 39). SN 465,256. PUB. 10-15-1985. FILED 
2-13-1984. 

1,377,135. LIMITED EDITIONS BY ARMAND JACOBY. 
ARMAND JACOBY, INC., (U.S. CL. 28). SN 508,119. PUB. 
10-15-1985. FILED 11-9-1984. 

1,377,136. GOD IS IN MY HEART AND DESIGN. HEART 
LIGHT INTERNATIONAL INC., (U.S. CL. 28). SN 
515,486. PUB. 10-15-1985. FILED 12-28-1984. 

1,377,137. IMPULSE (STYLIZED). R.N. KOCH, INC., (U.S. 
CL. 28). SN 518,527. PUB. 6-18-1985. FILED 1-22-1985. 

1,377,138. THE PEARL PROFESSIONALS. FRANK MASTO- 
LONI & SONS, INC., (U.S. CL. 28). SN 530,672. PUB. 
10-15-1985. FILED 4-5-1985. 

1,377,139. HOT CLOCKS. CONAIR CORPORATION, (U.S. 
CL. 27). SN 531,284. PUB. 10-15-1985. FILED 4-8-1985. 

1,377,140. TRIUMPHAZOIDS (STYLIZED). CHARLES PER- 
RELLA INC., (U.S. CL. 28). SN 534,102. PUB. 10-15-1985. 
FILED 4-25-1985. 

1,377,141. MCM AND DESIGN. MCM MODERNE CRE- 
ATION MUNCHEN REISEGEPACK GMBH, MULTIPLE 
CLASS, (INT. CLS. 14, 16, 18, 25 AND 34), (U.S. CLS. 8, 27, 
28, 37, 38, 39 AND 41). SN 535,071. PUB. 10-15-1985. 
FILED 4-30-1985. 

1,377,142. MISCELLANEOUS DESIGN. SAVE THE CHIL- 
DREN FEDERATION INC., MULTIPLE CLASS, (INT. 
CLS. 14, 18, 21 AND 25), (U.S. CLS. 2, 3, 28, 30 AND 39). 
SN 535,843. PUB. 10-15-1985. FILED 5-6-1985. 

1,377,143. GOBOTS (STYLIZED). TONKA CORPORATION, 
(U.S. CL. 27). SN 537,239. PUB. 10-15-1985. FILED 
5-13-1985. - 


1,377,144. TITUS ACQUAMASTER. SOLVIL ET TITUS SA, 


(U.S. CL. 27). SN 537,296. PUB. 10-15-1985. FILED 
5-13-1985. 

1,377,145. DEBORAH LESLIE (STYLIZED). DEBORAH 
LESLIE, LTD., (U.S. CL. 28). SN 538,862. PUB. 10-15-1985. 
FILED 5-21-1985. 

1,377,146. QC QUARTZ. WEAVER’S GEMS & MINERALS, 
INC., (U.S. CL. 27). SN 538,867. PUB. 10-15-1985. FILED 
5-21-1985. 

1,377,147. LONGINES AND DESIGN. COMPAGNIE DES 
MONTRES LONGINES, FRANCILLON S.A., (U.S. CLS. 
27 AND 28). SN 540,863. PUB. 10-15-1985. FILED 6-3-1985. 





JANUARY 7, 1986 


1,377,148. VW AND DESIGN. VOLKSWAGENWERK AKTI- 
ENGESELLSCHAFT, MULTIPLE CLASS, (INT. CLS. 14, 
16, 18, 21 AND 25), (U.S. CLS. 2, 3, 27, 37 AND 39). SN 
541,358. PUB. 10-15-1985. FILED 6-5-1985. 

1,377,149. MARIKO. NAKAGAWA & CO., INC., (U.S. CL. 
28). SN 542,513. PUB. 10-15-1985. FILED 6-11-1985. 

1,377,150. FOGLINI. STUDENT & SON JEWELRY CORP., 
(U.S. CL. 28). SN 543,541. PUB. 10-15-1985. FILED 
6-17-1985. 

1,377,151. RIVA. VICTORIA CREATIONS, INC., ASSIGN- 
EE OF CONTEMPORARY CREATIONS, INC., (U.S. CL. 
28). SN 543,729. PUB. 10-15-1985. FILED 6-18-1985. 

1,377,152. FOR THE LONG RUN. KABUSHIKI KAISHA 
HATTORI SEIKO, DBA HATTORI SEIKO CO., LTD., 
(U.S. CL. 27). SN 544,059. PUB. 10-15-1985. FILED 
6-20-1985. 

1,377,153. WRISTER. KABUSHIKI KAISHA HATTORI 
SEIKO, DBA HATTORI SEIKO CO., LTD., (U.S. CL. 27). 
SN 544,060. PUB. 10-15-1985. FILED 6-20-1985. 

1,377,154. EQUIUM. EQUITIME, INC., (U.S. CL. 27). SN 
544,410. PUB. 10-15-1985. FILED 6-24-1985. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


1,376,737 (See Class 1 for this trademark). 

1,376,870 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,377,016 (See Class 9 for this trademark). 

1,377,092 (See Class 11 for this trademark). 

1,377,107 (See Class 12 for this trademark). 

1,377,132 (See Class 14 for this trademark). 

1,377,141 (See Class 14 for this trademark). 

1,377,148 (See Class 14 for this trademark). 

1,377,155. AHBAI AND DESIGN. AMERICAN HEALTH 
AND BEAUTY AIDS INSTITUTE, MULTIPLE CLASS, 
(INT. CLS. 16 AND 42 AND USS. CL. 200), (U.S. CLS. 38 
AND 100). SN 403,691. PUB. 10-15-1985. FILED 11-23-1982. 

1,377,156. HOW THE WEATHERWORKS EDUCATIONAL 
WEATHER SERVICES AND DESIGN. MOGIL, H. MI 
CHAEL A., DBA HOW THE WEATHER WORKS, (U.S. 
CL. 38). SN 437,725. PUB. 10-15-1985. FILED 8-4-1983. 

1,377,157. MISCELLANEOUS DESIGN. E. AND J. OF TI- 
BERON, (U.S. CL. 38). SN 472,286. PUB. 10-15-1985. 
FILED 3-26-1984. 

1,377,158. MISCELLANEOUS DESIGN. EASTERN DAIRY- 
DELI ASSOCIATION, INC., ASSIGNEE OF SHE AD- 
VERTISING, INC., (U.S. CL. 38). SN 475,316. PUB. 
10-15-1985. FILED 4-13-1984. 

1,377,159. MINI-MOVERS. FAGUNDES, SHARON, (U.S. 
CL. 38). SN 477,693. PUB. 10-15-1985. FILED 4-27-1984. 

1,377,160. VINCISTAR AND DESIGN. PAK’S TRADING 
EUROPE B.V., MULTIPLE CLASS, (INT. CLS. 16, 18, 24, 
25 AND 28), (U.S. CLS. 3, 22, 37, 38, 39 AND 42). SN 
493,596. PUB. 10-15-1985. FILED 8-6-1984. 

1,377,161. MISCELLANEOUS DESIGN. IN-LIFE CAPITAL 
LTD., (U.S. CL. 38). SN 496,243. PUB. 10-15-1985. FILED 
8-23-1984. 

1,377,162. MISCELLANEOUS DESIGN. GRID PUBLISH- 
ING, INC., (U.S. CL. 38). SN 506,111. PUB. 3-26-1985. 
FILED 10-29-1984. 

1,377,163. BIB-EZE INTERNATIONAL LTD.. BIB-EZE 
INTERNATIONAL, LTD., (U.S. CLS. 37 AND 39). SN 
507,285. PUB. 10-15-1985. FILED 11-5-1984. 

1,377,164. SILHOUETTE SPECIAL EDITION (STYLIZED). 
HARLEQUIN ENTERPRISES B.V., (U.S. CL. 38). SN 
511,792. PUB. 10-15-1985. FILED 12-4-1984. 

1,377,165. SILHOUETTE SPECIAL EDITION AND DESIGN. 

IN ENTERPRISES B.V., (U.S. CL. 38). SN 
511,793. PUB. 10-15-1985. FILED 12-4-1984. 

1,377,166. GRACE MATS AND DESIGN. MOLNAR, PATRI- 
CIA ANN, DBA JONAS ENTERPRISES, (U.S. CL. 37). SN 
512,249. PUB. 10-15-1985. FILED 12-6-1984. 

1,377,167. HIRT METHOD AND DESIGN. HIRT, JOSEF, 
(U.S. CLS. 37 AND 38). SN 512,460. PUB. 10-15-1985. 
FILED 12-7-1984. 
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1,377,168. VIDEOFAX. VIDEOFAX, (U.S. CL. 38). SN 
515,609. PUB. 10-15-1985. FILED 12-24-1984. 

1,377,169. DIRTY DINGY DARYL AND THE MUDDY 
MUDDY PALS AND DESIGN. HEBO, INC., ASSIGNEE 
OF INTERNATIONAL LICENSING MANAGEMENT, 
INC., (U.S. CL. 38). SN 520,651. PUB. 10-15-1985. FILED 
2-4-1985. 

1,377,170. INSTA-PURGE AND DESIGN. 
WELDING, INC., (U.S. CL. 37). SN 
10-15-1985. FILED 2-21-1985. 

1,377,171. BLIS. BRODY, ARTHUR, (U.S. 
523,614. PUB. 10-15-1985. FILED 2-19-1985. 

1,377,172. MISCELLANEOUS DESIGN. UNITED STATES 
PLAYING CARD COMPANY, THE, (U.S. CL. 22). SN 
538,329. PUB. 10-15-1985. FILED 5-17-1985. 

1,377,173. MISCELLANEOUS DESIGN. KABUSHIKI 
KAISHA DAI-SAN BUNMEISHA, (U.S. CL. 38). SN 
541,960. PUB. 10-15-1985. FILED 6-10-1985. 

1,377,174. TRAVEL REVIEW. LANE PUBLISHING CO., 
(U.S. CL. 38). SN 542,428. PUB. 10-15-1985. FILED 
6-11-1985. 

1,377,175. THE AIRCRAFT ANALYST. J. R. LAUGHEAD, 
INC., (U.S. CL. 38). SN 542,492. PUB. 10-15-1985. FILED 
6-11-1985. 

1,377,176. STARWARS EWOKS AND DESIGN, LUCASFILM 
LTD., MULTIPLE CLASS, (INT. CLS. 16 AND 28), (U.S. 
CLS. 22, 26 AND 38). SN 542,496. PUB. 10-15-1985. FILED 
6-11-1985. 

1,377,177. STAR WARS DROIDS THE ADVENTURES OF R2- 
D2 AND C-3PO AND DESIGN. LUCASFILM LTD., MUL- 
TIPLE CLASS, (INT. CLS. 16 AND 28), (U.S. CLS. 22, 36 
AND 38). SN 542,497. PUB. 10-15-1985. FILED 6-11-1985. 

1,377,178. CONCRETE IDEAS. SIMPSON TIMBER COMPA- 
NY, (U.S. CL. 38). SN 542,641. PUB. 10-15-1985. FILED 
6-12-1985. 

1,377,179. MISCELLANEOUS DESIGN. DAIMLER-BENZ 
AKTIENGESELLSCHAFT, (U.S. CL. 37). SN 543,725. 
PUB. 10-15-1985. FILED 6-18-1985. 

1,377,180. HCPR AND DESIGN. IRVING-CLOUD PUB- 
LISHING COMPANY, THE, (U.S. CL. 38). SN 544,483. 
PUB. 10-15-1985. FILED 6-24-1985. 

1,377,181. REPLICOPY. HAMMERMILL PAPER COMPA- 
NY, (U.S. CL. 37). SN 545,513. PUB. 10-15-1985. FILED 
6-28-1985. 


UNIVERSAL 
523,313. PUB. 


CL. 38). SN 


CLASS 17—RUBBER GOODS 


1,376,862 (See Class 6 for this trademark). 

1,377,182. SPLASHFLEX. RM INDUSTRIAL PRODUCTS 
COMPANY, INC., (U.S. CL. 42). SN 461,165. PUB. 
10-15-1985. FILED 1-16-1984. 

1,377,183. DYNASTY AND DESIGN. DYNASTY INDUS- 
TRIES, INC., MULTIPLE CLASS, (INT. CLS. 17 AND 37), 
(U.S. CLS. 12 AND 103). SN 471,626. PUB. 10-15-1985. 
FILED 3-22-1984. 

1,377,184. FIBATAPE. BAY MILLS, LTD., (U.S. CLS. 5 
AND 12). SN 488,295. PUB. 10-15-1985. FILED 7-3-1984. 

1,377,185. HYGOPLAST. HYGOLET, INC., (U.S. CL. 1). SN 
502,907. PUB. 10-15-1985. FILED 10-9-1984. 

1,377,186. COLOGNE EGG. CLOUTH GUMMIWERKE AG, 
(U.S. CLS. 1 AND 12). SN 506,602. PUB. 10-15-1985. FILED 
11-1-1984. 

1,377,187. TRUE ROD. SEWARD SALES CORP., (U.S. CLS. 
12 AND 50). SN 525,650. PUB. 10-15-1985. FILED 3-7-1985. 

1,377,188. WEGUTECT (STYLIZED). WEGU GUMMI- UND 
KUNSTSTOFFWERKE WALTER DRABING KG, (U.S. 
CL. 50). SN 530,461. PUB. 10-15-1985. FILED 4-4-1985. 

1,377,189. WHATEVER IT TAKES !. FUTURE FOAM, INC., 
(U.S. CLS. 1, 2 AND 35). SN 531,208. PUB. 10-15-1985. 
FILED 4-8-1985. 

1,377,190. OXTRA, PACUR, INC., (U.S. CL. 1). SN 536,085. 
PUB. 10-15-1985. FILED 5-6-1985. 

1,377,191. LAPINUS. ROCKWOOL LAPINUS B.V., (U.S. 
CL. 12). SN 541,540. PUB. 10-15-1985. FILED 6-6-1985. 
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1,377,192. PROMATEC. B & B PROGRESSIVE MATERI- 
ALS AND TECHNOLOGIES, INC., MULTIPLE CLASS, 
(INT. CLS. 17 AND 37), (U.S. CLS. 5, 12 AND 103). SN 
545,655. PUB. 10-15-1985. FILED 7-1-1985. 


CLASS 18—LEATHER GOODS 


1,376,770 (See Class 3 for this trademark). 

1,376,870 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,376,955 (See Class 9 for this trademark). 

1,377,084 (See Class 11 for this trademark). 

1,377,132 (See Class 14 for this trademark). 

1,377,134 (See Class 14 for this trademark). 

1,377,141 (See Class 14 for this trademark). 

1,377,142 (See Class 14 for this trademark). 

1,377,148 (See Class 14 for this trademark). 

1,377,160 (See Class 16 for this trademark). 

1,377,193. MONTEREY. AMERICAN 
(U.S. CL. 3). SN 490,188. PUB. 
7-16-1984. 

1,377,194. SISSIROSSI (STYLIZED). REDWALIL S.P.A., 
MULTIPLE CLASS, (INT. CLS. 18 AND 25), (U.S. CLS. 3 
AND. 39). SN 490,364. PUB. 10-15-1985. FILED 7-18-1984. 

1,377,195. MUFFLES (STYLIZED). MUFFLES, INC., (U.S. 
CL. 39). SN 491,139. PUB. 10-15-1985. FILED 7-24-1984. 

1,377,196. T. ANTHONY, LTD.. T. ANTHONY, LTD., (U.S. 
CL. 3). SN 495,500. PUB. 10-15-1985. FILED 8-20-1984. 

1,377,197. ELEMENTS. LE SPORTSAC, INC., (U.S. CL. 3). 
SN 521,250. PUB. 10-15-1985. FILED 2-8-1985. 

1,377,198. CASTELIJN & BEERENS. CASTELIJN & BEER- 
ENS LEDERWAREN B. V., (U.S. CL. 3). SN 524,798. PUB. 
10-15-1985. FILED 3-5-1985. 

1,377,199. CYPRESS AND DESIGN. FANCY LEDER- 
WAREN OTTO A. WINKLER GMBH, (U.S. CL. 3). SN 
525,524. PUB. 10-15-1985. FILED 3-6-1985. 

1,377,200. KCEE (STYLIZED). KCEE WILDWOOD, (USS. 
CL. 3). SN 529,195. PUB. 10-15-1985. FILED 3-28-1985. 

1,377,201. DELSEY AND DESIGN. STE DELSEY, (U.S. CL. 
3). SN 531,594. PUB. 10-15-1985. FILED 4-10-1985. ; 

1,377,202. SAWSTON. CHAMPACK SALES LIMITED, (U.S. 
CLS. 1 AND 29). SN 534,689. PUB. 10-15-1985. FILED 
4-29-1985. 

1,377,203. OUTDOOR CONCEPTS. OUTDOOR CONCEPTS, 
INC., (U.S. CLS. 3 AND 22). SN 538,895. PUB. 10-15-1985. 
FILED 5-21-1985. 

1,377,204. MERCEDES-BENZ. DAIMLER-BENZ AKTIEN- 
GESELLSCHAFT, (U.S. CLS. 3 AND 41). SN 542,918. PUB. 
10-15-1985. FILED 6-13-1985. 

1,377,205. LA TIQUE. LA TIQUE, INC., (U.S. CL. 3). SN 
543,054. PUB. 10-15-1985. FILED 6-14-1985. 

1,377,206. JOHN AUSTIN. ON BOARD, INC., (U.S. CL. 3). 
SN 544,056. PUB. 10-15-1985. FILED 6-20-1985. 

1,377,207. PET-MATES. DOVER HANDBAG CO., INC., 
(U.S. CL. 3). SN 546,247. PUB. 10-15-1985. FILED 7-3-1985. 

1,377,208. SUE “DE” MONE (STYLIZED). MARSHALL, 
SUSAN, DBA ADLER LEATHER SPORTSWEAR MFG. 
CO., INC., (U.S. CL. 3). SN 546,305. PUB. 10-15-1985. 
FILED 7-3-1985. 

1,377,209. CIRCLE T AND DESIGN. COASTAL PET PROD- 
UCTS, INC., (U.S. CL. 3). SN 546,632. PUB. 10-15-1985. 
FILED 7-5-1985. 


TOURISTER, INC., 
10-15-1985. FILED 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


1,376,862 (See Class 6 for this trademark). 

1,377,106 (See Class 12 for this trademark). 

1,377,132 (See Class 14 for this trademark). 

1,377,210. MISCELLANEOUS DESIGN. ASSOCIATION DES 
MANUFACTURIERS DE BOIS DE SCIAGE DU 
QUEBEC, (U.S. CL. 12). SN 414,775. PUB. 10-15-1985. 
FILED 2-24-1983. 
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1,377,211. CREATIVE STRUCTURES AND DESIGN. CRE- 
ATIVE STRUCTURES, INC., (U.S. CL. 12). SN 496,573. 
PUB. 10-15-1985. FILED 8-27-1984. 

1,377,212. NW NORTHWEST AND DESIGN. NORTHWEST 
STRUCTURAL COMPONENTS, INC., MULTIPLE 
CLASS, (INT. CLS. 19, 37 AND 42), (U.S. CLS. 12, 101 
AND 103). SN 498,222. PUB. 10-15-1985. FILED 9-6-1984. 

1,377,213. IPS. INSULATED PANEL SYSTEMS, INC., (U.S. 
CL. 12). SN 504,421. PUB. 10-15-1985. FILED 10-18-1984. 

1,377,214. IPS AND DESIGN. INSULATED PANEL SYS- 
TEMS, INC., (U.S. CL. 12). SN 504,434, PUB. 10-15-1985. 
FILED 10-18-1984. 

1,377,215. TUFTEX. CHAMPION INTERNATIONAL COR- 
PORATION, (U.S. CL. 12). SN 507,734. PUB. 10-15-1985. 
FILED 11-8-1984. 

1,377,216. VIBRO-FOIL. A. C. HORN, INC., (U.S. CL. 12). 
SN 508,281. PUB. 10-15-1985. FILED 11-13-1984. 

1,377,217. SIERRA ROOM. FLORIAN GLASS, (U.S. CL. 12). 
SN 509,481. PUB. 10-15-1985. FILED 11-19-1984. 

1,377,218. MINERIT. OY PARTEK AB, (U.S. CL. 12). SN 
519,774. PUB. 10-15-1985. FILED 1-29-1985. 

1,377,219. BEAM CLAY, PARTAC PEAT CORPORATION, 
(U.S. CLS. 1 AND 12). SN 520,806. PUB. 10-15-1985. FILED 
2-5-1985. 

1,377,220. HI HEATHER-SHAKE (STYLIZED). HEATHER- 
CRETE INTERNATIONAL, INC., (U.S. CL. +12). SN 
523,470. PUB. 10-15-1985. FILED 2-22-1985. 

1,377,221. HI HEATHER-TILE (STYLIZED). 
CRETE INTERNATIONAL, INC., (U.S. CL. 
523,474. PUB. 10-15-1985. FILED 2-22-1985. 

1,377,222. PAVON. PAVON CORPORATION, (U.S. CL. 12). 
SN 527,219. PUB. 10-15-1985. FILED 3-18-1985. 

1,377,223. HORTIPLUS AND DESIGN. GLAVERBEL, SO- 
CIETE ANONYME, (U.S. CLS. 12 AND 33). SN 528,296. 
PUB. 10-15-1985. FILED 3-22-1985. 

1,377,224. SOFT & SECURE (STYLIZED). GALIN, LORI J., 
(U.S. CL. 12). SN 530,498. PUB. 10-15-1985. FILED 
4-4-1985. 

1,377,225. HILLWOOD HILL WOOD PRODUCTS CON- 
TROLLED MANUFACTURE FROM THE TREE TO YOU 
AND DESIGN. HILL WOOD PRODUCTS, INC., (U.S. CL. 
12). SN 531,158. PUB. 10-15-1985. FILED 4-8-1985. 

1,377,226. SWANTILE AND DESIGN. SWAN CORPORA- 
TION, THE, (U.S. CL. 12). SN 535,768. PUB. 10-15-1985. 
FILED 5-6-1985. 

1,377,227. SEAPILE. MCCRANIE BROTHERS WOOD PRE- 
SERVING, INC, (U.S. CL. 12). SN 541,509. PUB. 
10-15-1985. FILED 6-5-1985. 

1,377,228. SEAPOLE. MCCRANIE BROTHERS WOOD 
PRESERVING, INC., (U.S. CL. 12). SN 541,510. PUB. 
10-15-1985. FILED 6-5-1985. 


HEATHER- 
12). SN 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


1,376,870 (See Class 6 for this trademark). 

1,376,871 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,376,884 (See Class 7 for this trademark). 

1,376,892 (See Class 7 for this trademark). 

1,376,901 (See Class 7 for this trademark). 

1,377,084 (See Class 11 for this trademark). 

1,377,092 (See Class 11 for this trademark). 

1,377,132 (See Class 14 for this trademark). 

1,377,229. GRAFORING AND DESIGN. GRAFOPLAST 
S.P.A. (US. CLS. 13 AND 50). SN 469,220. PUB. 
10-15-1985. FILED 3-8-1984. 

1,377,230. EARTH QUAKE DETECTOR AND DESIGN. 
WRECT ENTERPRISES, (U.S. CL. 50). SN 492,366. PUB. 
10-15-1985. FILED 7-30-1984. 

1,377,231. MISCELLANEOUS DESIGN. ROTHS, TRISHA 
SEIF, MULTIPLE CLASS, (INT. CLS. 20 AND 24), (U.S. 
CLS. 32 AND 42). SN 505,171. PUB. 10-15-1985. FILED 
10-22-1984. 
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1,377,232. JEFBAR. JEFBAR AMERICA, INC., MULTIPLE 
CLASS, (INT. CLS. 20 AND 24), (U.S. CLS. 32 AND 42). 
SN 508,081. PUB. 10-15-1985. FILED 11-9-1984. 

1,377,233. PSI DESIGN INC AND DESIGN. PSI DESIGN, 
INC., MULTIPLE CLASS, (INT. CLS. 20 AND 28), (U.S. 
CLS. 22 AND 32). SN 512,697. PUB. 10-15-1985. FILED 
12-10-1984. 

1,377,234. INDIANA JONES AND THE TEMPLE OF DOOM 
(STYLIZED). LUCASFILM LTD., MULTIPLE CLASS, 
(INT. CLS. 20 AND 26), (U.S. CLS. 40 AND 50). SN 
517,416. PUB. 10-15-1985. FILED 1-11-1985. 

1,377,235. PRICEPOINT. PRICEPOINT PTY. LTD., (U.S. 
CL. 32). SN 521,080. PUB. 10-15-1985. FILED 2-7-1985. 

1,377,236. SILENTNIGHT. A.B.F. LIMITED, (U.S. CL. 32). 
SN 528,449. PUB. 10-15-1985. FILED 3-25-1985. 

1,377,237. RABURN. ECONOMICS LABORATORY, INC., 
(U.S. CLS. 2 AND 32). SN 533,974. PUB. 10-15-1985. FILED 
4-22-1985. 

1,377,238. EMERGENCY CELEBRATION KIT. BALLOON 
CELEBRATIONS NATIONWIDE, INC., (U.S. CL. 50). SN 
544,124. PUB. 10-15-1985. FILED 6-20-1985. 


CLASS 21—HOUSEWARES AND GLASS 


1,376,870 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,376,930 (See Class 8 for this trademark). 

1,376,934 (See Class 8 for this trademark). 

1,376,935 (See Class 8 for this trademark). 

1,376,947 (See Class 9 for this trademark). 

1,377,132 (See Class 14 for this trademark). 

1,377,142 (See Class 14 for this trademark). 

1,377,148 (See Class 14 for this trademark). 

1,377,239. PEMBROKE. AYNSLEY CHINA LIMITED, (U.S. 
CL. 30). SN 326,301. PUB. 10-15-1985. FILED 9-1-1981. 

1,377,240. ENDLESS HOT & COLD MUG. CROWN COCO, 
INCORPORATED, (U.S. CL. 2). SN 493,532. PUB. 
10-15-1985. FILED 8-6-1984. 

1,377,241. TARKO’S. HARMES, ERNIE W., DBA TARKO’S 
CREATIONS, (U.S. CLS. 30 AND 50). SN 498,742. PUB. 
10-15-1985. FILED 9-10-1984. 

1,377,242. LOVE SCRUB. PAKLORD CORPORATION, (U.S. 
CLS. 29 AND 40). SN 501,044. PUB. 10-15-1985. FILED 
9-25-1984. 

1,377,243. MY FAT CAN, RIO ENTERPRISES, INC., (U.S. 
CL. 2). SN 535,937. PUB. 10-15-1985. FILED 5-6-1985. 

1,377,244. MISCELLANEOUS DESIGN. NOLAND MFG. 
CO., (U.S. CLS. 2 AND 13). SN 546,985. PUB. 10-15-1985. 
FILED 7-8-1985. 


CLASS 22—CORDAGE AND FIBERS 


1,377,022 (See Class 9 for this trademark). 

1,377,245. S AND DESIGN. KLEPPER BETEILIGUNGS 
GMBH & CO. BOOTSBAU KG, (U.S. CL. 22). SN 498,536. 
PUB. 10-15-1985. FILED 9-10-1984. 

1,377,246. TRELLIS PLUS. DALEN PRODUCTS, INC., (U.S. 
CLS. 42 AND 50). SN 532,717. PUB. 10-15-1985. FILED 
4-17-1985. 

1,377,247. SPEEDLINE. LINCOLN LACE & BRAID CO., 
(US. CL. 7). SN 538,681. PUB. 10-15-1985. FILED 
5-20-1985. 

1,377,248. FLEXBAG (STYLIZED). PLYMOUTH EQUIP- 
MENT COMPANY, (U.S. CLS. 1 AND 2). SN 539,893. PUB. 
10-15-1985. FILED 5-28-1985. 

1,377,249. AWNINGS TO GO AND DESIGN. VIKKI ENTER- 
PRISES, INC., (U.S. CL. 50). SN 540,560. PUB. 10-15-1985. 
FILED 5-31-1985. 

1,377,250. SANELIN. SANECO S.A., (U.S. CLS. 1 AND 7). 
SN 545,264. PUB. 10-15-1985. FILED 6-27-1985. 

1,377,251. ZEFSPORT. BADISCHE CORPORATION, (U.S. 
CL. 1). SN 546,090. PUB. 10-15-1985. FILED 7-2-1985. 
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CLASS 23—YARNS AND THREADS 


1,377,252. VON-COTT. TECHNICAL MARKETING ASSO- 
CIATES, INC., (U.S. CL. 43). SN 494,234. PUB. 10-15-1985. 
FILED 8-10-1984. 

1,377,253. TENDANCE. YAGI TSUSHO LTD., MULTIPLE 
CLASS, (INT. CLS. 23 AND 24), (U.S. CLS. 42 AND 43). 
SN 536,913. PUB. 10-15-1985. FILED 5-10-1985. 

1,377,254. HARRIET MASTER SPUN AND DESIGN, HARRI- 
ET & HENDERSON YARNS, INC., (U.S. CL. 43). SN 
544,395. PUB. 10-15-1985. FILED 6-21-1985. 


CLASS 24—FABRICS 


1,376,870 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,377,160 (See Class 16 for this trademark). 

1,377,231 (See Class 20 for this trademark). 

1,377,232 (See Class 20 for this trademark). 

1,377,253 (See Class 23 for this trademark). 

1,377,255. MALIA (STYLIZED). MALIA INTERNATIONAL, 
LTD., (U.S. CL. 42). SN 441,851. PUB. 10-15-1985. FILED 
8-31-1983. 

1,377,256. KITCHEN MAID. CARBEN, INC., AKA KITCH- 
EN MAID, BY CHANGE OF NAME FROM CARBEN 
EXPORT, INC., (U.S. CL. 42). SN 454,783. PUB. 10-15-1985. 
FILED 11-29-1983. 

1,377,257. MISCELLANEOUS DESIGN. AMERICAN SOCIE- 
TY FOR PSYCHOPROPHYLAXIS IN OBSTETRICS, INC., 
THE, (U.S. CL. 42). SN 468,290. PUB. 10-15-1985. FILED 
3-2-1984. 

1,377,258. DESCAMPSPORT (STYLIZED). DESCAMPS DE- 
MEESTERE, MULTIPLE CLASS, (INT. CLS. 24 AND 25), 
(U.S. CLS. 39 AND 42). SN 474,000. PUB. 10-15-1985. 
FILED 4-5-1984. 

1,377,259. CALICO HOUSE AND DESIGN. HOGSHEAD, 
LESTER BRUCE, (U.S. CL. 42). SN 488,735. PUB. 
6-25-1985. FILED 7-6-1984. 

1,377,260. CLASSIC. H.W. BAKER LINEN CO., INC., (U.S. 
CL. 42). SN 494,825. PUB. 10-15-1985. FILED 8-14-1984. 

1,377,261. CALA DI VOLPE (STYLIZED). MAYTEX MILLS 
INC., (U.S. CL. 42). SN 499,699. PUB. 10-15-1985. FILED 
9-17-1984. 

1,377,262. NEW YORKA. RATHAN EXPORT CO., INC., 
(U.S. CL. 42). SN 500,161. PUB. 10-15-1985. FILED 
9-19-1984. 

1,377,263. KITCHEN COMMODITIES. WIN-TEX PROD- 
UCTS COMPANY, INC., DBA WIN-TEX COMPANY, 
(U.S. CL. 42). SN 501,995. PUB. 10-15-1985. FILED 
10-1-1984. 

1,377,264. INTIMATE EXPRESSIONS. MILLIKEN & COM- 
PANY, (U.S. CL. 42). SN 503,298. PUB. 10-15-1985. FILED 
10-11-1984. 

1,377,265. CITY MODE. MILLIKEN & COMPANY, (U.S. 
CL. 42). SN 503,310. PUB. 10-15-1985. FILED 10-11-1984. 

1,377,266. SINFULLY ORIGINAL. OGLESBY, LIN S., DBA 
SINFULLY ORIGINAL, MULTIPLE CLASS, (INT. CLS. 
24 AND 25), (U.S. CLS. 39 AND 42). SN 504,196. PUB. 
10-15-1985. FILED 10-17-1984. 

1,377,267. IJ INTER-JERSEY USA (STYLIZED). AMBRO- 
SIUS HEIM USA, INC., (U.S. CL. 42). SN 528,224. PUB. 
10-15-1985. FILED 3-22-1985. 

1,377,268. SARIJANE PRINTS (STYLIZED). SHADES OF 
COLOR, INC., MULTIPLE CLASS, (INT. CLS. 24 AND 
37), (U.S. CLS. 42 AND 103). SN 528,925. PUB. 10-15-1985. 
FILED 3-26-1985. 

1,377,269. YANKEE CURTAINS. STONE, ROBERT S., DBA 
YANKEE CURTAINS, (U.S. CL. 42). SN 536,825. PUB. 
10-15-1985. FILED 5-10-1985. 

1,377,270. SKIN SHAMMY. CORRELATIONS, INC., (U.S. 
CL. 42). SN 539,628. PUB. 10-15-1985. FILED 5-28-1985. 
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CAMEO AND DESIGN. CHF INDUSTRIES, INC., 
10-15-1985. FILED 


1,377,271. 
(U.S. CL.: 42). SN 545,210. PUB. 
6-27-1985. 


CLASS 25—CLOTHING 


1,376,770 (See Class 3 for this trademark). 

1,376,870 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,377,040 (See Class 9 for this trademark). 

1,377,084 (See Class 11 for this trademark). 

1,377,107 (See Class 12 for this trademark). 

1,377,132 (See Class 14 for this trademark). 

1,377,134 (See Class 14 for this trademark). 

1,377,141 (See Class 14 for this trademark). 

1,377,142 (See Class 14 for this trademark). 

1,377,148 (See Class 14 for this trademark). 

1,377,160 (See Class 16 for this trademark). 

1,377,194 (See Class 18 for this trademark). 

1,377,258 (See Class 24 for this trademark). 

1,377,266 (See Class 24 for this trademark). 

1,377,272. STRIPES BY TOMBOY. DOMINO OF CALIFOR- 
NIA, INC., (U.S. CL. 39). SN 336,404. PUB. 10-15-1985. 
FILED 11-9-1981. 

1,377,273. JERRI GEE. BUDGET DRESS CORP., (U.S. CL. 
39). SN 381,824. PUB. 6-28-1983. FILED 8-26-1982. 

1,377,274. CHEAP SNEAKS AND DESIGN. CHEAP 
SNEAKS, INC., (U.S. CL. 39). SN 384,446. PUB. 5-29-1984. 
FILED 9-9-1982. 

1,377,275. MISCELLANEOUS DESIGN. ALPARGATAS SO- 
CIEDAD ANONIMA INDUSTRIAL Y COMERCIAL, 
(U.S. CL. 39). SN 388,714. PUB. 5-28-1985. FILED 
9-24-1982. 

1,377,276. DEAR JOHN (STYLIZED). PRIVATE BRAND 
MERCHANDISING CORP., (U.S. CL. 39). SN 406,202. 
PUB. 4-3-1984. FILED 12-16-1982. 

1,377,277. BASEBALL USA. UNITED STATES BASEBALL 
FEDERATION, THE, (U.S. CL. 39). SN 411,732. PUB. 
10-15-1985. FILED 1-31-1983. 

1,377,278. RICCARDO. ATS MANUFACTURING CO., (U.S. 
CL. 39). SN 437,681. PUB. 10-15-1985. FILED 8-3-1983. 

1,377,279. SW SWINGER AND DESIGN. SWINGER INTER- 
NATIONAL S.P.A., (U.S. CL. 39). SN 443,936. PUB. 
10-15-1985. FILED 9-15-1983. 

1,377,280. MISCELLANEOUS DESIGN. 
BOUTIQUE AG, (U.S. CL. 39). 
10-15-1985. FILED 12-7-1983. 

1,377,281. LE BOXEUR. “HANNES B.” - BOUTIQUE AG, 
(U.S. CL. 39). SN 455,883. PUB. 10-15-1985. FILED 
12-7-1983. 

1,377,282. CROSS-KNIT AND DESIGN. SPENCER’S, IN- 
CORPORATED OF MOUNT AIRY, NORTH CAROLINA, 
(U.S. CL. 39). SN 458,002. PUB. 10-15-1985. FILED 
12-21-1983. 

1,377,283. ACS AND DESIGN. 12:05 INC., DBA ATLANTIC 
COAST SUNWEAR, (U.S. CL. 39). SN 468,794. PUB. 
10-15-1985. FILED 3-5-1984. 

1,377,284. HARRIET SELLING (BLOCK FORM). TARGET 
S.R.L., (U.S. CL. 39). SN 477,221. PUB. 10-15-1985. FILED 
4-25-1984. 

1,377,285. MOSCHINO. MOSCHINO, FRANCESCO, (U.S. 
CL. 39). SN 480,367. PUB. 10-15-1985. FILED 5-14-1984. 

1,377,286. FRANCO MOSCHINO, MOSCHINO, 
FRANCESCO, (U.S. CL. 39). SN 480,369. PUB. 10-15-1985. 
FILED 5-14-1984. 

1,377,287. TIMING AND DESIGN. COLOSO SOCIEDAD DE 
RESPONSABILIDAD LIMITADA, (U.S. CL. 39). SN 
481,909. PUB. 10-15-1985. FILED 5-24-1984. 

1,377,288. 26 MILER AND DESIGN. 26 MILER, INC., (U.S. 
CL. 39). SN 481,947. PUB. 10-15-1985. FILED 5-24-1984. 

1,377,289. BAND OF COLD AND DESIGN. IDEAS DEVEL- 
OPMENT CORP., (U.S. CL. 39). SN 488,273. PUB. 
10-15-1985. FILED 7-2-1984. 

1,377,290. RASCALS AND DESIGN. A.H. SCHREIBER CO., 
INC., (U.S. CL. 39). SN 488,461. PUB. 10-15-1985. FILED 
7-5-1984. 


“HANNES B.” - 
SN 455,882. PUB. 


OFFICIAL GAZETTE 


JANUARY 7, 1986 


1,377,291. NEW MAN (STYLIZED). JACQUES JAUNET 
S.A., (U.S. CL. 39). SN 491,148. PUB. 10-15-1985. FILED 
7-23-1984. 

1,377,292. FRAGILE ATB CARGO-USE NO HOOKS-ATB 
CARGO-USE NO HOOKS AND DESIGN. C. R. ANTHONY 
COMPANY, (U.S. CL. 39). SN 491,689. PUB. 3-5-1985. 
FILED 7-26-1984. 

1,377,293. RECITAL. ZEITOUN, RICHARD AND SITRUK, 
JEAN CLAUD, (U.S. CL. 39). SN 491,975. PUB. 10-15-1985. 
FILED 7-27-1984. 

1,377,294. RETOUR AND DESIGN. FASHION BOX S.P.A., 
(U.S. CL. 39). SN 492,018. PUB. 10-15-1985. FILED 
7-27-1984. 

1,377,295. SHEER PERFECTION. MONTGOMERY WARD 
& CO., INCORPORATED, (U.S. CL. 39). SN 492,643. PUB. 
10-15-1985. FILED 7-30-1984. 

1,377,296. B-12 FORCE CLOTHING. B12 FORCE CLOTH- 
ING, S.A.R.L., (U.S. CL. 39). SN 492,680. PUB. 10-15-1985. 
FILED 7-31-1984. 

1,377,297. ROCK CAPS. AMERICAN MERCHANDISE 
CORP., INC., (U.S. CL. 39). SN 492,839. PUB. 10-15-1985. 
FILED 8-1-1984. 

1,377,298. ACTA. ALEX CONFEZIONI TESSILI S.P.A., 
MULTIPLE CLASS, (INT. CLS. 25 AND 26), (U.S. CLS. 39 
AND 40). SN 492,950. PUB. 10-15-1985. FILED 8-2-1984. 

1,377,299. WIDGETS. RANDA NECKWEAR CORPORA- 
TION, (U.S. CL. 39). SN 494,962. PUB. 10-15-1985. FILED 
8-15-1984. 

1,377,300. HIC (STYLIZED). HAWAIIAN ISLAND CRE- 
ATIONS, INC., MULTIPLE CLASS, (INT. CLS. 25 AND 
28), (U.S. CLS. 4, 22 AND 39). SN 495,449. PUB. 10-15-1985. 
FILED 8-17-1984. 

1,377,301. MISCELLANEOUS DESIGN. HAWAIIAN 
ISLAND CREATIONS, INC., MULTIPLE CLASS, (INT. 
CLS. 25 AND 28), (U.S. CLS. 4, 22 AND 39). SN 495,454. 
PUB. 10-15-1985. FILED 8-17-1984. 

1,377,302. JOGGING 2000. ETABLISSEMENTS RENE 
COGNON, (U.S. CL. 39). SN 496,015. PUB. 10-15-1985. 
FILED 8-22-1984. 

1,377,303. SPLASH DOWN. LEWIN AND WARNER, (U.S. 
CL. 39). SN 496,968. PUB. 10-15-1985. FILED 8-29-1984. 

1,377,304. INITIAL. MANUFACTURE DE CONFECTION 
TISSEAU FRERES S.A., (U.S. CL. 39). SN 497,204. PUB. 
10-15-1985. FILED 8-30-1984. 

1,377,305. MISCELLANEOUS DESIGN. FORDON, VICTO- 
RIA A., DBA EMBARRASSING MOMENTS, (U.S. CL. 
39). SN 497,792. PUB. 10-15-1985. FILED 9-4-1984. 

1,377,306. GLOVE BOAT. ADVANCED PURIFICATION 
SYSTEMS, INC, (U.S. CL. 39). SN 497,824. PUB. 
10-15-1985. FILED 9-4-1984. 

1,377,307. JAMES COURT. MA MERE CO., LTD., (U.S. CL. 
39). SN 497,923. PUB. 10-15-1985. FILED 9-4-1984. 

1,377,308. THE FUN OF COLOR. FINELLE INDUSTRIES, 
INC., DBA LADY FINELLE COSMETICS, (U.S. CL. 39). 
SN 498,789. PUB. 10-15-1985. FILED 9-10-1984. 

1,377,309. MASTAL.. MASTAL APPAREL, LTD., (U.S. CL. 
39). SN 499,308. PUB. 10-15-1985. FILED 9-14-1984. 

1,377,310. MISCELLANEOUS DESIGN. NEWPORT SURF 
AND SPORT, INCORPORATED, MULTIPLE CLASS, 
(INT. CLS. 25 AND 28), (U.S. CLS. 4, 22 AND 39). SN 
499,384. PUB. 10-15-1985. FILED 9-14-1984. 

1,377,311. GAULTIER PUBLIC (STYLIZED). GAULTIER, 
JEAN PAUL, AND MENUGE, FRANCIS, (U.S. CL. 39). 
SN 499,687. PUB. 10-15-1985. FILED 9-17-1984. 

1,377,312. JB JEENZ BOOTZ BY CAPEZIO AND DESIGN. 
UNITED STATES SHOE CORPORATION, THE, (U.S. 
CL. 39). SN 499,770. PUB. 10-15-1985. FILED 9-17-1984. 

1,377,313. SUNSET SUPPLY. FARAH MANUFACTURING 
COMPANY, INC., (U.S. CL. 39). SN 500,024. PUB. 
10-15-1985. FILED 9-19-1984. 

1,377,314. L. P. SPORTS. L.P. MORRIS COMPANY, (U.S. 
CL. 39). SN 500,615. PUB. 10-15-1985. FILED 9-24-1984. 

1,377,315. DOROTENNIS. DOROTENNIS, (U.S. CL. 39). SN 
501,156. PUB. 10-15-1985. FILED 9-26-1984. 
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1,377,316. PARA-SILK. GO ON SPORTSWEAR U.S.A., 
LTD., (U.S. CL. 39). SN 501,181. PUB. 10-15-1985. FILED 
9-26-1984. 

1,377,317. THE GOODS. O’NEAL, CYNTHIA, (U.S. CL. 39). 
SN 502,909. PUB. 10-15-1985. FILED 10-9-1984. 

1,377,318. MISCELLANEOUS DESIGN. MARK IV PROPER- 
TIES, INC., DBA PALA MESA RESORT, MULTIPLE 
CLASS, (INT. CLS. 25 AND 42), (U.S. CLS. 39, 100 AND 
107). SN 503,322. PUB. 10-15-1985. FILED 10-11-1984. 

1,377,319. BONADEX, AUTOMATIC BRAIDING LIMITED, 
(U.S. CL. 39). SN 503,712. PUB. 10-15-1985. FILED 
10-15-1984. 

1,377,320. WHEN SPORTS ARE MORE THAN JUST A 
GAME, PONY INTERNATIONAL, INC., (U.S. CL. 39). SN 
503,828. PUB. 10-15-1985. FILED 10-15-1984. 

1,377,321. DESIGN ASSETS, ASSOCIATED MERCHANDIS- 
ING CORPORATION (AMC), (U.S. CL. 39). SN 504,371. 
PUB. 10-15-1985. FILED 10-18-1984. 

1,377,322. AGI (STYLIZED). ANDREW GELLER INDUS- 
TRIES, INC., (U.S. CL. 39). SN 505,031. PUB. 10-15-1985. 
FILED 10-22-1984. 

1,377,323. COLOR CUES AND DESIGN. PAT FASHIONS 
INDUSTRIES, INC., (U.S. CL. 39). SN 506,287. PUB. 
10-15-1985. FILED 10-30-1984. 

1,377,324. AQUA 5. AQUASCUTUM, LIMITED, (U.S. CL. 
39). SN 507,748. PUB. 10-15-1985. FILED 11-8-1984. 

1,377,325. BAIRD AND DESIGN. W. F. B. BAIRD & CO., 
LTD., (U.S. CL. 39). SN 509,704. PUB. 10-15-1985. FILED 
11-19-1984. 

1,377,326. JIMMY BUFFETT’S CARIBBEAN SOUL AND 
DESIGN. J.B."S CARIBBEAN SOUL, INC., (U.S. CL. 39). 
SN 509,773. PUB. 10-15-1985. FILED 11-20-1984. 

1,377,327. DESIGN TEAM SERGIO VALENTE. ENGLISH- 
TOWN SPORTSWEAR LTD., (U.S. CL. 39). SN 509,816. 
PUB. 10-15-1985. FILED 11-20-1984. 

1,377,328. TRO. TROPHAE-SPORT, L. KOMMERELL & 
CO., (U.S. CLS. 22 AND 39). SN 510,124. PUB. 10-15-1985. 
FILED 11-23-1984. 

1,377,329. LE CRAB, HOFFMAN APPAREL INTERNA- 
TIONAL CORP., (U.S. CL. 39). SN 510,130. PUB. 
10-15-1985. FILED 11-23-1984. 

1,377,330. THE CHIROPRACTIC WAY TO HEALTH AND 
DESIGN. CEREBRAL INVESTMENTS INCORPORAT- 
ED, DBA BURBANK - GLENDALE CHIROPRACTIC, 
MULTIPLE CLASS, (INT. CLS. 25 AND 42), (U.S. CLS. 39 
AND 100). SN 510,348. PUB. 10-15-1985. FILED 11-23-1984. 

1,377,331. NINA RICCI, NINA RICCI, S.A.R.L., DBA NINA 
RICCI, (U.S. CL. 39). SN 510,836. PUB. 10-15-1985. FILED 
11-28-1984. 

1,377,332. PETITE WORKSHOP AND DESIGN. OXFORD 
INDUSTRIES, INC., (U.S. CL. 39). SN 511,003. PUB. 
10-15-1985. FILED 11-29-1984. 

1,377,333. MY LITTLE PONY. PONY INTERNATIONAL, 
INC., (U.S. CL. 39). SN 512,558. PUB. 10-15-1985. FILED 
12-7-1984. 

1,377,334. LA DE DA (STYLIZED). LIVING LEGENDS 
LTD., (U.S. CL. 39). SN 513,024. PUB. 10-15-1985. FILED 
12-10-1984. 

1,377,335. DITRANI (STYLIZED). RUSSILL H. MORIN 
PRODUCTS (1983) LIMITED, (U.S. CL. 39). SN 513,063. 
PUB. 10-15-1985. FILED 12-10-1984. 

1,377,336. SA RS AND DESIGN, HUDSON JAPAN, (U.S. CL. 
39). SN 513,337. PUB. 10-15-1985. FILED 12-13-1984. 

1,377,337. TRACK 1 AND DESIGN. WILTON INTERNA- 
TIONAL PTY. LTD., (U.S. CL. 39). SN 513,583. PUB. 
10-15-1985. FILED 12-14-1984. 

1,377,338. MICHELLE STUART PETITE. CASUAL 
CORNER OF AMERICA, INC., (U.S. CL. 39). SN 519,065. 
PUB. 10-15-1985. FILED 1-24-1985. 

1,377,339. 99 SHOPS AND DESIGN. DEAN MERCHAN- 
DISE COMPANY, INC., MULTIPLE CLASS, (INT. CLS. 
25, 30 AND 42), (U.S. CLS. 39, 46 AND 101). SN 520,282. 
PUB. 10-15-1985. FILED 2-1-1985. 

1,377,340. AKEEM AND DESIGN. AKEEM, INC., (U.S. CL. 
39). SN 524,896. PUB. 10-15-1985. FILED 3-4-1985. 

1,377,341. AKEEM “THE DREAM” AND DESIGN. AKEEM, 
INC., (U.S: CL. 39). SN 524,897. PUB. 10-15-1985. FILED 
3-4-1985. 
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1,377,342. BEVERLY HILLS GOLF (STYLIZED). GREAT 
WESTERN GOLF, INC., (U.S. CL. 39). SN 525,992. PUB. 
10-15-1985. FILED 3-11-1985. 

1,377,343. NATURELLE FREE FASHION AB AND DESIGN. 
LINDKVIST, HANS, (U.S. CL. 39). SN 526,285. PUB. 
10-15-1985. FILED 3-11-1985. 

1,377,344. LIBERTY RUGGED OUTDOOR GEAR AND 
DESIGN. LIBERTY TROUSER CO., INC., (U.S. CL. 39). 
SN 526,817. PUB. 10-15-1985. FILED 3-14-1985. 

1,377,345. GET LUCKY. MARCEL FASHIONS, INC., (U.S. 
CL. 39). SN 527,073. PUB. 10-15-1985. FILED 3-15-1985. 

1,377,346. BODY DESIGN. GILDA MARX INCORPORAT- 
ED, (U.S. CL. 39). SN 528,563. PUB. 10-15-1985. FILED 
3-25-1985. 

1,377,347. SORTIE DES CLASSES. DJAFFER, FARID, (U.S. 
CL. 39). SN 529,352. PUB. 10-15-1985. FILED 3-28-1985. 

1,377,348. DEER STAGS AND DESIGN. OSCEOLA SHOE 
COMPANY, INC., (U.S. CL. 39). SN 529,884. PUB. 
10-15-1985. FILED 4-1-1985. 

1,377,349. PETIT-DIABLE. G. FAVROT S.A., (U.S. CL. 39). 
SN 530,099. PUB. 10-15-1985. FILED 4-1-1985. 

1,377,350. CASUAL CORNER OF AMERICA AND DESIGN. 
CASUAL CORNER OF AMERICA, INC., (U.S. CL. 39). SN 
530,198. PUB. 7-30-1985. FILED 4-2-1985. 

1,377,351. WEATHER BUSTER (STYLIZED). GREGG, RON 
D., DBA SEVIER MANUFACTURING COMPANY, (U.S. 
CL. 39). SN 531,267. PUB. 10-15-1985. FILED 4-8-1985. 

1,377,352. JR. PRIORITIES, FREDERICK ATKINS INC., 
(U.S. CL. 39). SN 533,007. PUB. 10-15-1985. FILED 
4-19-1985. 

1,377,353. PERFETTA. BALLET MAKERS, INC., (U.S. CL. 
39). SN 533,211. PUB. 10-15-1985. FILED 4-22-1985. 

1,377,354. R.C.L. RADLEE CREATIONS, INC., (U.S. CL. 
39). SN 533,653. PUB. 10-15-1985. FILED 4-22-1985. 

1,377,355. N PACIFIC COAST CLOTHING COMPANY AND 
DESIGN. TROUTMAN INVESTMENT COMPANY, (U.S. 
CL. 39). SN 534,020. PUB. 10-15-1985. FILED 4-25-1985. 

1,377,356. LAURA ADAMS. R. H. MACY & CO., INC, (U.S. 
CL. 39). SN 534,146. PUB. 8-27-1985. FILED 4-25-1985. 

1,377,357. DINA AND DESIGN. DINA INDUSTRIES, INC., 
(U.S. CL. 39). SN 534,566. PUB. 10-15-1985. FILED 
4-29-1985. 

1,377,358. MANVAR. N. GRUNKRAUT & CIA. LTDA., (U.S. 
CL. 39). SN 535,637. PUB. 10-15-1985. FILED 5-3-1985. 

1,377,359. EUREKA (STYLIZED). GETRATEX, S.A., (U.S. 
CL. 39). SN 536,745. PUB. 10-15-1985. FILED 5-9-1985. 

1,377,360. CATNIP AND DESIGN. MAYBELLE MANUFAC- 
TURING CO. INC. (U.S. CL. 39). SN 537,369. PUB. 
10-15-1985. FILED 5-13-1985. 

1,377,361. PLAY ME AND DESIGN. PLAY ME LTD., MUL- 
TIPLE CLASS, (INT. CLS. 25 AND 28), (U.S. CLS. 22 
AND 39). SN 537,860. PUB. 10-15-1985. FILED 5-15-1985. 

1,377,362. LEIF ERIKSON OF DENMARK AND DESIGN. 
LEIF ERIKSON OF DENMARK, (U.S. CL. 39). SN 538,547. 
PUB. 10-15-1985. FILED 5-20-1985. 

1,377,363. ACUTE. VERA LICENSING, INC., (U.S. CL. 39). 
SN 538,752. PUB. 10-15-1985. FILED 5-20-1985. 

1,377,364. THE MAINE LINE. J.L. COOMBS & CO., INC., 
(U.S. CL. 39). SN 538,786. PUB. 10-15-1985. FILED 
5-20-1985. 

1,377,365. ORIGINAL GEAR (STYLIZED). ORIGINAL 
GEAR, INCORPORATED, (U.S. CLS. 22 AND 39). SN 
538,803. PUB. 10-15-1985. FILED 5-20-1985. 

1,377,366. MONDE’LLE. PIC "N PAY STORES, INC., (U.S. 
CL. 39). SN 538,932. PUB. 10-15-1985. FILED 5-21-1985. 

1,377,367. LES SAVAGE’S. NEW DAWN LTD., (U.S. CL. 39). 
SN 539,209. PUB. 10-15-1985. FILED 5-23-1985. 

1,377,368. CALIFORNIA EASIES, CHESAPEAKE SHOE CO. 
OF CALIFORNIA, (U.S. CL. 39). SN 539,327. PUB. 
10-15-1985. FILED 5-23-1985. 

1,377,369. OAKRIDGE. SCULLY SPORTSWEAR, INC., (U.S. 
CL. 39). SN 539,381. PUB. 10-15-1985. FILED 5-24-1985. 

1,377,370. MISCELLANEOUS DESIGN. LIFESAVERS LIM- 
OUSINE INC., (U.S. CL. 39). SN 539,405. PUB. 10-15-1985. 
FILED 5-24-1985. 
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1,377,371. TURBIGO. A TRIFLE BIT, INC., (U.S. CL. 39). 
SN 539,759. PUB. 10-15-1985. FILED 5-28-1985. 

1,377,372. CHANCE’S R. THURMOND APPAREL, INC., 
(U.S. CL. 39). SN 540,697. PUB. 10-15-1985. FILED 
5-31-1985. 

1,377,373. SRO STANDING ROOM ONLY AND DESIGN. 
CARESSA, INC., (U.S. CL. 39). SN 541,007. PUB. 
10-15-1985. FILED 6-3-1985. 

1,377,374. CARIOCA AND DESIGN. CARESSA, INC., (U.S. 
CL. 39). SN 541,009. PUB. 10-15-1985. FILED 6-3-1985. 

1,377,375. SMUGGLER’S BLUES. GAGIO CORP., (U.S. CL. 
39). SN 541,154. PUB. 10-15-1985. FILED 6-3-1985. 

1,377,376. SMITH RIVER TRADERS. BASSETT-WALKER, 
INC., (U.S. CL. 39). SN 541,372. PUB. 10-15-1985. FILED 
6-5-1985. 

1,377,377. TIEMPO AND DESIGN. NILES, RICHARD A., 
(U.S. CL. 39). SN 541,535. PUB. 10-15-1985. FILED 
6-6-1985. 

1,377,378. MISCELLANEOUS DESIGN. SUNKYONG LIMIT- 
ED, (U.S. CLS. 22 AND 39). SN 541,760. PUB. 10-15-1985. 
FILED 6-7-1985. 

1,377,379. MISCELLANEOUS DESIGN. STAN THOMPSON 
GOLF CLUB COMPANY, MULTIPLE CLASS, (INT. CLS. 
25 AND 28), (U.S. CLS. 22 AND 39). SN 541,787. PUB. 
10-15-1985. FILED 6-7-1985. 

1,377,380. THE IVY PALACE. LANDRY, JENCIE, AND 
DELCAMBRE, NOVELLA, (U.S. CL. 39). SN 542,116. 
PUB. 10-15-1985. FILED 6-10-1985. 

1,377,381. JASON PENN SPORTSWEAR (STYLIZED). SIN- 
CERE TRADING, INC., (U.S. CL. 39). SN 542,376. PUB. 
10-15-1985. FILED 6-11-1985. 

1,377,382. RIO CHOPPER (STYLIZED). COTTON RIVER 
CORPORATION, (U.S. CL. 39). SN 542,456. PUB. 
10-15-1985. FILED 6-11-1985. 

1,377,383. AVERROE. COMMONWEALTH TRADING, 
INC., (U.S. CL. 39). SN 542,577. PUB. 10-15-1985. FILED 
6-12-1985. 

1,377,384. DEL’HER (STYLIZED). ETABLISSEMENTS 
DELHOMMEAU & CIE, (U.S. CL. 39). SN 542,741. PUB. 
10-15-1985. FILED 6-13-1985. 

1,377,385. WHISPER-LITE. UTICA DUXBAK CORPORA- 
TION, (U.S. CLS. 39 AND 42). SN 543,349. PUB. 
10-15-1985. FILED 6-17-1985. 

1,377,386. GLENORCHIE. DOROTHEA KNITTING MILLS 
LIMITED, (U.S. CL. 39). SN 543,363. PUB. 10-15-1985. 
FILED 6-17-1985. 

1,377,387. GENUINE DOROTHEA BASQUE BERET. DORO- 
THEA KNITTING MILLS LIMITED, (U.S. CL. 39). SN 
543,368. PUB. 10-15-1985. FILED 6-17-1985. 

1,377,388. LADY PARKHURST. DOROTHEA KNITTING 
MILLS LIMITED, (U.S. CL. 39). SN 543,373. PUB. 
10-15-1985. FILED 6-17-1985. 

1,377,389. LORD PARKHURST. DOROTHEA KNITTING 
MILLS LIMITED, (U.S. CL. 39). SN 543,374. PUB. 
10-15-1985. FILED 6-17-1985. 

1,377,390. BASE ALLUSION. PRIVATE PRODUCTIONS, 
INC., (U.S. CL. 39). SN 543,518. PUB. 10-15-1985. FILED 
6-17-1985. 

1,377,391. ERUPTION PRODUCTIONS AND DESIGN. 
ERUPTION PRODUCTIONS, INC., (U.S. CL. 39). SN 
543,619. PUB. 10-15-1985. FILED 6-17-1985. 

1,377,392. LADY ANNABELLE, ROMANTIC ILLUSIONS, 
INC., (U.S. CL. 39). SN 543,824. PUB. 10-15-1985. FILED 
6-19-1985. 

1,377,393. EZRA J’S. EZRA J’S, (U.S. CL. 39). SN 544,301. 
PUB. 10-15-1985. FILED 6-21-1985. 

1,377,394. WHY AND 1/2 (STYLIZED). T.M.R. INTERNA- 
TIONAL LTD., (U.S. CL. 39). SN 544,333. PUB. 10-15-1985. 
FILED 6-21-1985. 

1,377,395. VOIR. D & H SPORTSWEAR MANUFACTUR- 
ING, INC., (U.S. CL. 39). SN 544,373. PUB. 10-15-1985. 
FILED 6-21-1985. 

1,377,396. SOCKSMITH ‘BLOCK FORM). ADAMS-MILLIS 
CORP., (U.S. CL. 39). SN 544,536. PUB. 10-15-1985. FILED 
6-24-1985. 

1,377,397. L’ESPACE AND DESIGN. L’ESPACE SPORTS- 
WEAR, (U.S. CL. 39). SN 544,857. PUB. 10-15-1985. FILED 
6-24-1985. 
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1,377,398. SOMAR AND DESIGN. SOMARSOL, INC., (U.S. 
CLS. 22 AND 39). SN 545,094. PUB. 10-15-1985. FILED 
6-26-1985. 

1,377,399. THEODORA’S TRUNK. VANITY FAIR MILLS, 
INC., (U.S. CL. 39). SN 545,138. PUB. 10-15-1985. FILED 
6-26-1985. 

1,377,400. JACQUELINE FERRAR. KAYSER-ROTH COR- 
PORATION, (U.S. CL. 39). SN 545,161. PUB. 10-15-1985. 
FILED 6-26-1985. 

1,377,401. GOLDEN ERA OF CALIFORNIA. KAYSER- 
ROTH CORPORATION, (U.S. CL. 39). SN 545,559. PUB. 
10-15-1985. FILED 6-28-1985. 

1,377,402. CUDDLE ME TIGHTS. KAYSER-ROTH CORPO- 
RATION, (U.S. CL. 39). SN 545,561. PUB. 10-15-1985. 
FILED 6-28-1985. 

1,377,403. ACTION-FIT. KAYSER-ROTH CORPORATION, 
(U.S. CL. 39). SN 545,563. PUB. 10-15-1985. FILED 
6-28-1985. 

1,377,404. TWILIGHT MIST. CHRISTIE BROS. FUR CORP., 
(U.S. CL. 39). SN 545,605. PUB. 10-15-1985, FILED 
7-1-1985. 

1,377,405. LOOK AND LIKE. LOOK AND LIKE (S.A.R.L.), 
(U.S. CL. 39). SN 545,708. PUB. 10-15-1985. FILED 
7-1-1985. 

1,377,406. V-F (STYLIZED). V.F. CORPORATION, (U.S. CL. 
39). SN 545,836. PUB. 10-15-1985. FILED 7-1-1985. 

1,377,407. MT. POCONO AND DESIGN. YORK EAST MER- 
CHANDISE, INC., (U.S. CL. 39). SN 545,888. PUB. 
10-15-1985. FILED 7-1-1985. 

1,377,408. RM AND DESIGN. RICHARD MALCOLM (U.S.), 
LTD., (U.S. CL. 39). SN 545,952. PUB. 10-15-1985. FILED 
7-2-1985. 

1,377,409. FRIENDS & GOOD COMPANY. ROGUE, LTD., 
THE, (U.S. CL. 39). SN 545,995. PUB. 10-15-1985. FILED 
7-2-1985. 

1,377,410. ZEFSPORT. BADISCHE CORPORATION, (U.S. 
CL. 39). SN 546,089. PUB. 10-15-1985. FILED 7-2-1985. 

1,377,411. MISCELLANEOUS DESIGN. COLE.HAAN, (U.S. 
CL. 39). SN 546,225. PUB. 10-15-1985. FILED 7-3-1985. 

1,377,412. DANELLE. NUCON FOOTWEAR, INC., (U.S. CL. 
39). SN $46,251. PUB. 10-15-1985. FILED 7-3-1985. 

1,377,413. GIFT-TEES. _KENCO MANUFACTURING 
INTERNATIONAL, INC., (U.S. CL. 39). SN 546,463. PUB. 
10-15-1985. FILED 7-5-1985. 

1,377,414. EXPONENTS. LEVI STRAUSS & CO., (U.S. CL. 
39). SN 546,570. PUB. 10-15-1985. FILED 7-5-1985. 

1,377,415. CAPTIVA DRESS. COUNTRY MISS, INC., (U.S. 
CL. 39). SN 546,597. PUB. 10-15-1985. FILED 7-5-1985. 

1,377,416. UNITS (STYLIZED). GARRATT, SANDRA, (U.S. 
CL. 39). SN 546,643. PUB. 10-15-1985. FILED 7-5-1985. 

1,377,417. BRAVE STARR. FILMATION ASSOCIATES, 
(U.S. CL. 39). SN 547,211. PUB. 10-15-1985. FILED 
7-10-1985. 


CLASS 26—FANCY GOODS 


1,376,870 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,376,902 (See Class 7 for this trademark). 

1,377,092 (See Class 11 for this trademark). 

1,377,132 (See Class 14 for this trademark). 

1,377,234 (See Class 20 for this trademark). 

1,377,298 (See Class 25 for this trademark). 

1,377,418. STURE OSTEN (STYLIZED). STURE OSTEN DE- 
SIGNS, INC., (U.S. CL. 40). SN 436,535. PUB. 10-15-1985. 
FILED 7-27-1983. 

1,377,419. HEVATEX. BANDFABRIEK HEVATEX, (U.S. 
CL. 40). SN 460,936. PUB. 10-15-1985. FILED 1-16-1984. 

1,377,420. DOTS-RIGHT. R.T. SHANAHAN, INC., (U.S. CL. 
40). SN 468,769. PUB. 10-15-1985. FILED 3-5-1984. 

1,377,421. EMME AND DESIGN. RICAMIFICIO EMME 
SRL. (US. CLS. 4 AND 42). SN 491,981. PUB. 
10-15-1985. FILED 7-27-1984. 
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1,377,422. OU (STYLIZED). BOARD OF REGENTS OF THE 
UNIVERSITY OF OKLAHOMA, THE, (U.S. CL. 40). SN 
498,729. PUB. 10-15-1985. FILED 9-10-1984. 

1,377,423. EGG HEADS AND DESIGN. MORENO, JUNE, 
(U.S. CL. 40). SN 502,885. PUB. 10-15-1985. FILED 
10-9-1984. ; 

1,377,424. STAYPUT. SCOTT, GREGORY CHARLES, DBA 
THE SCOTT BUTTON CO., (U.S. CL. 40). SN 539,105. 
PUB. 10-15-1985. FILED 5-22-1985. 

1,377,425. EXOTIC FANTASIES. SELO, INC., (U.S. CL. 50). 
SN 540,366. PUB. 10-15-1985. FILED 5-30-1985. 

1,377,426. AA PLUS. OLIN CORPORATION, (U.S. CL. 40). 
SN 541,180. PUB. 10-15-1985. FILED 6-3-1985. 

1,377,427. WC 1812 AND DESIGN. WATERBURY COMPA- 
NIES, INC., (U.S. CL. 40). SN 544,881. PUB. 10-15-1985. 
FILED 6-24-1985. 


CLASS 27—FLOOR COVERINGS 


1,376,870 (See Class 6 for this trademark). 

1,376,934 (See Class 8 for this trademark). 

1,377,428. STABITEX. STABITEX VERTRIEBSGESELLS- 
CHAFT MBH, (U.S. CL. 42). SN 535,009. PUB. 10-15-1985. 
FILED 4-29-1985. 


CLASS 28—TOYS AND SPORTING GOODS 


1,376,870 (See Class 6 for this trademark). 

1,376,883 (See Class 6 for this trademark). 

1,376,977 (See Class 9 for this trademark). 

1,377,107 (See Class 12 for this trademark). 

1,377,160 (See Class 16 for this trademark). 

1,377,176 (See Class 16 for this trademark). 

1,377,177 (See Class 16 for this trademark). 

1,377,233 (See Class 20 for this trademark). 

1,377,300 (See Class 25 for this trademark). 

1,377,301 (See Class 25 for this trademark). 

1,377,310 (See Class 25 for this trademark). 

1,377,361 (See Class 25 for this trademark). 

1,377,379 (See Class 25 for this trademark). 

1,377,429. BIO-CISER. BENNETT HENRICKS DEVELOP- 
MENTS, (U.S. CL. 22). SN 397,782. PUB. 10-15-1985. 
FILED 9-30-1982. 

1,377,430. KOFLACH AIRFIT. KOFLACH SPORTGERATE 
GESELLSCHAFT M.B.H., (U.S. CLS. 22 AND 39). SN 
435,845. PUB. 10-15-1985. FILED 7-22-1983. 

1,377,431. PUZZLE-A-TUNE. SCG TOY COMPANY, DBA 
CARNIVAL TOYS, BY CHANGE OF NAME FROM 
PEORIA PLASTIC COMPANY, DBA CARNIVAL TOYS, 
(U.S. CL. 22). SN 486,890. PUB. 10-15-1985. FILED 
6-25-1984. 

1,377,432. WIN FOR LIFE. WEBCRAFT GAMES INC., (U.S. 
CLS. 22 AND 38). SN 501,021. PUB. 10-15-1985. FILED 
9-25-1984. 

1,377,433. WILD WEST MATCH GAME. WEBCRAFT 
GAMES INC., (U.S. CLS. 22 AND 38). SN 501,022. PUB. 
10-15-1985. FILED 9-25-1984. 

1,377,434. LUCKY LEPRECHAUN. WEBCRAFT GAMES 
INC., (U.S. CLS. 22 AND 38). SN 591,023. PUB. 10-15-1985. 
FILED 9-25-1984. 

1,377,435. WINNER WONDERLAND. WEBCRAFT GAMES 
INC., (U.S. CLS. 22 AND 38). SN 501,024. PUB. 10-15-1985. 
FILED 9-25-1984. 

1,377,436. MONEY MARATHON. WEBCRAFT GAMES 
INC., (U.S. CLS. 22 AND 38). SN 501,042. PUB. 10-15-1985. 
FILED 9-25-1984. 

1,377,437. PEDAL PROS. PEDAL PROS CYCLING PROD- 
UCTS, INC., (U.S. CLS. 19 AND 22). SN 502,085. PUB. 
10-15-1985. FILED 10-2-1984. 

1,377,438. MISCELLANEOUS DESIGN. SCHILDKROT 
SPORTARTIKEL GMBH & CO KG FREIZEITBEDARF, 
(U.S. CL. 22). SN 509,155. PUB. 10-15-1985. FILED 
11-16-1984. 
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1,377,439. SPACELINK (STYLIZED). PLAY-JOUR INTER- 
NATIONAL LIMITED, (U.S. CL. 22). SN 510,685. PUB. 
10-15-1985. FILED 11-27-1984. 

1,377,440. IN TRIVIA WE TRUST AND DESIGN. GORDON, 
MARK, (U.S. CL. 22). SN 511,348. PUB. 10-15-1985. FILED 
11-30-1984. 

1,377,441. ROYALCARBO. RYOBI LIMITED, (U.S. CL. 22). 
SN 524,034. PUB. 10-15-1985. FILED 2-25-1985. 

1,377,442. GOBOTS (STYLIZED). TONKA CORPORATION, 
(U.S. CL. 22). SN 530,712. PUB. 10-15-1985. FILED 
4-5-1985. 

1,377,443. TYCOON NEW YORK’S REAL ESTATE GAME 
AND DESIGN. MILLER, RUSSELL A., (U.S. CL. 22). SN 
532,324. PUB. 10-15-1985. FILED 4-15-1985. 

1,377,444. JENGA, GREBLER, ROBERT, (U.S. CL. 22). SN 
534,937. PUB. 10-15-1985. FILED 4-29-1985. 

1,377,445. SAFARI. HOW MARKETING ENTERPRISES, 
INC., (U.S. CL. 22). SN 537,236. PUB. 10-15-1985. FILED 
5-13-1985. 

1,377,446. BEARS IN BAGS AND DESIGN. RAINBOW’S 
END MINIATURES INC., (U.S. CL. 22). SN 538,622. PUB. 
10-15-1985. FILED 5-20-1985. 

1,377,447. SWIMMERS TREADMILL. AQUA MOTION, 
INC., (U.S. CL. 22). SN 539,696. PUB. 10-15-1985. FILED 
5-28-1985. 

1,377,448. MOODHEAD. CUMMINGS, AMY, (U.S. CL. 22). 
SN 544,698. PUB. 10-15-1985. FILED 6-24-1985. 

1,377,449. SLIME PIT. MATTEL, INC., (U.S. CL. 22). SN 
544,915. PUB. 10-15-1985. FILED 6-24-1985. 

1,377,450. SCRATCH. CPG PRODUCTS CORP., (U.S. CL. 
22). SN 545,175. PUB. 10-15-1985. FILED 6-26-1985. 

1,377,451. VS. DUCK HUNT. NINTENDO OF AMERICA 
INC., (U.S. CLS. 22, 23 AND 38). SN 545,595. PUB. 
10-15-1985. FILED 7-1-1985. 

1,377,452. THE EYES HAVE IT. KITTAY & BLITZ, INC., 
(U.S. CL. 22). SN 545,902. PUB. 10-15-1985. FILED 
6-28-1985. 

1,377,453. BEGINNER’S LUCK. MCALLISTER, ROY L., JR., 
(U.S. CL. 22). SN 547,127. PUB. 10-15-1985. FILED 
7-9-1985. 


CLASS 29—MEATS AND PROCESSED FOODS 


1,377,454. MAMIE LEREBOURG AND DESIGN. ETABLIS- 
SEMENTS LEREBOURG, (U.S. CL. 46). SN 476,096. PUB. 
10-15-1985. FILED 4-16-1984. 

1,377,455. MISCELLANEOUS DESIGN. XENIA FOOD 
COMMUNICATIONS, INC., MULTIPLE CLASS, (INT. 
CLS. 29 AND 30), (U.S. CL. 46). SN 487,986. PUB. 
10-15-1985. FILED 7-2-1984. 

1,377,456. STAN’S (STYLIZED). STAN’S MARKET, INC., 
(U.S. CL. 46). SN 499,225. PUB. 10-15-1985. FILED 
9-13-1984. 

1,377,457. DALI-FRESH. DALI-FRESH, INC., (U.S. CL. 46). 
SN 500,513. PUB. 10-15-1985. FILED 9-21-1984. 

1,377,458. SCOTT’S OF WISCONSIN AND DESIGN. 
SCOTT’S OF WISCONSIN, (U.S. CL. 46). SN 501,649. PUB. 
10-15-1985. FILED 10-1-1984. 

1,377,459. NABISCO BRANDS INC AND DESIGN. NABISCO 
BRANDS, INC., MULTIPLE CLASS, (INT. CLS. 29, 30 
AND 31), (U.S. CL. 46). SN 530,025. PUB. 10-15-1985. 
FILED 4-1-1985. 

1,377,460. BEATRICE AND DESIGN. BEATRICE COMPA- 
NIES, INC., (U.S. CL. 46). SN 533,953. PUB. 10-15-1985. 
FILED 4-24-1985. 

1,377,461. BEATRICE (STYLIZED). BEATRICE COMPA- 
NIES, INC., (U.S. CL. 46). SN 534,926. PUB. 10-15-1985. 
FILED 4-29-1985. 

1,377,462. DAN-TRADE. SCANCAL, INC., (U.S. CL. 46). SN 
536,210. PUB. 10-15-1985. FILED 5-6-1985. 

1,377,463. SUNNYLAND’S DELI-STYLE OUR OLD WORLD 
FLAVOR OUR OLD WORLD QUALITY AND DESIGN. 
SUNNYLAND FOODS, INC., (U.S. CL. 46). SN 538,916. 
PUB. 10-15-1985. FILED 5-21-1985. 
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1,377,339 (See Class 25 for this trademark). 
1,377,455 (See Class 29 for this trademark). 
1,377,459 (See Class 29 for this trademark). 
1,377,464. BRITTLEVILLE PEANUT BRITTLE (STYLIZED). 
BRITTLEVILLE CANDIES, INC., ASSIGNEE OF 
BLACK, L.B., JR., DBA -BRITTLEVILLE CANDIES, (U.S. 
CL. 46). SN 471,270. PUB. 10-15-1985. FILED 3-20-1984. 

1,377,465. MILLEFOGLIE D'ITALIA AND DESIGN. VI- 
CENZI BISCOTTI S.P.A., (U.S. CL. 46). SN 487,468. PUB. 
10-15-1985. FILED 6-28-1984. 

1,377,466. WHAT A REFRESHING WAY TO EAT FRUIT!. 
CASTLE & COOKE, INC., (U.S. CL. 46). SN 490,478. PUB. 
10-15-1985. FILED 7-18-1984. 

1,377,467. LEAN POCKETS AND DESIGN. GENERAL 
AMERICAN FOODS MANUFACTURING CORPORA- 
TION, (U.S. CL. 46). SN 493,104. PUB. 10-15-1985. FILED 
8-2-1984. 

1,377,468. FARGENEGAN. PELLAR LABORATORIES, 
INC., (U.S. CL. 46). SN 498,989. PUB. 10-15-1985. FILED 
9-12-1984. 

1,377,469. PLASMON. PLASMON DIETETICI ALIMEN- 
TARI FINANZIARIA S.P.A., (U.S. CL. 46). SN 510,807. 
PUB. 10-15-1985. FILED 11-28-1984. 

1,377,470. TODAY’S TATER TOPPING. BOYD COFFEE 
COMPANY, (U.S. CL. 46). SN 534,124. PUB. 10-15-1985. 
FILED 4-25-1985. 

1,377,471. PIE IN THE SKY THE HEAVENLY PIZZA AND 
DESIGN. PIE IN THE SKY PIZZA OF NEW JERSEY, 
INC., MULTIPLE CLASS, (INT. CLS. 30 AND 42), (U.S. 
CLS. 46 AND 100). SN 536,936. PUB. 10-15-1985. FILED 
5-10-1985. 

1,377,472. HEALTH MARK FOODS. WARNER-LAMBERT 
COMPANY, (U.S. CL. 46). SN 540,046. PUB. 10-15-1985. 
FILED 5-28-1985. 

1,377,473. MYSTIC MINT. NABISCO, INC., (U.S. CL. 46). SN 
543,653. PUB. 10-15-1985. FILED 6-13-1985. 

1,377,474. BRAVE STARR. FILMATION ASSOCIATES, 
(U.S. CL. 46). SN 547,209. PUB. 10-15-1985. FILED 
7-10-1985. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


1,376,824 (See Class 5 for this trademark). 

1,377,459 (See Class 29 for this trademark). 

1,377,475. MISCELLANEOUS DESIGN. STOUT, RONALD 
lL, DBA STOUT ENTERPRISES, ASSIGNEE OF STOUT 
ENTERPRISES, (U.S. CL. 1). SN 416,762. PUB. 10-15-1985. 
FILED 3-10-1983. 

1,377,476. MATOAKA. BLASER’S NURSERIES, INC., (U.S. 
CL. 1). SN 513,658. PUB. 10-15-1985. FILED 12-14-1984. 

1,377,477. LANCOME. LANCOME PARFUMS ET BEAUTE 
& CIE, (U.S. CL. 1). SN 520,655. PUB, 10-15-1985. FILED 
2-1-1985. 

1,377,478. SHADY BUSINESS. SHADY BUSINESS, INC., 
(U.S. CL. 1). SN 522,099. PUB. 10-15-1985. FILED 
2-13-1985. 

1,377,479. NORTON SUPREME. J. R. NORTON COMPANY, 
(U.S. CL. 46). SN 538,272. PUB. 10-15-1985. FILED 
5-17-1985. 

1,377,480. BALL BIOTECH CO. AND DESIGN. GEO. J. 
BALL, INC., AKA BALL BIOTECH CO., (U.S. CL. 1). SN 
538,425. PUB. 10-15-1985. FILED 5-20-1985. 


CLASS 32—LIGHT BEVERAGES 


1,377,481. GOLDEN CHOICE. LYKES PASCO PACKING 
CO., (U.S. CL. 46). SN 535,630. PUB. 7-30-1985. FILED 
5-3-1985. 

1,377,482. FRUIT TWIST. GENERAL FOODS CORPORA- 
TION, (U.S. CL. 45). SN 539,895. PUB. 10-15-1985. FILED 
5-28-1985. 
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CLASS 33—WINES AND SPIRITS 


1,377,483. MISCELLANEOUS DESIGN. FERNANDEZ 
(MORAL), RICARDO, (U.S. CL. 49). SN 453,108. PUB. 
10-15-1985. FILED 11-16-1983. 

1,377,484. CARIBBEAN CLUB. ANGOSTURA BITTERS 
(DR. J.G.B. SIEGERT & SONS) LIMITED, (U.S. CL. 49). 
SN 467,845. PUB. 8-27-1985. FILED 2-29-1984. 

1,377,485. LLORD’S. DOCK & LORD, LIMITED, (U.S. CL. 
49). SN 487,352. PUB. 10-15-1985. FILED 6-28-1984. 

1,377,486. OPAL. EDMEADES, DERON F., DBA ED- 
MEADES VINEYARDS, (U.S. CL. 47). SN 496,608. PUB. 
10-15-1985. FILED 8-27-1984. 

1,377,487. LOS HERMANOS. SOCIETE DES PRODUITS 
NESTLE S.A., (U.S. CL. 47). SN 527,320. PUB. 10-15-1985. 
FILED 3-18-1985. 


CLASS 34—SMOKERS’ ARTICLES 


1,376,883 (See Class 6 for this trademark). 

1,377,141 (See Class 14 for this trademark). 

1,377,488. BENSON & HEDGES 100’°S PARK AVENUE NEW 
YORK AND DESIGN. PHILIP MORRIS INCORPORATED, 
DBA BENSON & HEDGES, (U.S. CL. 17). SN 473,261. PUB. 
10-15-1985. FILED 4-2-1984. 

1,377,489. BUTT SNUFFER. KIER MFG. CO., (U.S. CL. 8). 
SN 485,302. PUB. 10-15-1985. FILED 6-15-1984. 

1,377,490. DILL’S. UNITED STATES TOBACCO COMPA- 
NY, (U.S. CL. 8). SN 492,786. PUB. 10-15-1985. FILED 
8-1-1984. 

1,377,491. PM BLUES. PHILIP MORRIS INCORPORATED, 
(U.S. CL. 17). SN 531,011. PUB. 10-15-1985. FILED 
4-8-1985. 

1,377,492. NEWHAN. NEWHAN ALLIED CORPORATION, 
(U.S. CL. 17). SN 532,349. PUB. 10-15-1985. FILED 
4-15-1985. 

1,377,493. MISCELLANEOUS DESIGN. JIA TEH PRECI- 
SION INSTRUMENT MANUFACTURING CORP., LTD., 
(U.S. CL. 8). SN 543,161. PUB. 10-15-1985. FILED 
6-17-1985. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


1,376,963 (See Class 9 for this trademark). 

1,377,494. COCON, SOCIETE COCON, (U.S. CL. 101). SN 
438,540. PUB. 12-25-1984. FILED 8-9-1983. 

1,377,495. GARDEN STATE BUSINESS MACHINES. 
GARDEN STATE BUSINESS MACHINES, INC., MULTI- 
PLE CLASS, (INT. CLS. 35, 37 AND 42), (U.S. CLS. 101 
AND 103). SN 449,852. PUB. 10-15-1985. FILED 10-26-1983. 

1,377,496. SWEEPS-BATE. TIM DAVID MARKETING 
SERVICES, INC. (U.S. CL. 101). SN 477,811. PUB. 
10-15-1985. FILED 4-30-1984. 

1,377,497. MISCELLANEOUS DESIGN. DILLARD DE- 
PARTMENT STORES, INC., (U.S. CL. 101). SN 484,039. 
PUB. 10-15-1985. FILED 6-7-1984. 

1,377,498. CUDDEBAC AND DESIGN. CUDDEBACK SERV- 
ICE, INC., BY CHANGE OF NAME FROM CUDDE- 
BACK TRANE SERVICE, INC., MULTIPLE CLASS, 
(INT. CLS. 35, 37 AND 42), (U.S. CLS. 100, 101 AND 103). 
SN 485,076. PUB. 10-15-1985. FILED 6-14-1984. 

1,377,499. BANKMARK. CAROLINA MULTIMARK COR- 
PORATION, (U.S. CLS. 101 AND 102). SN 485,275. PUB. 
10-15-1985. FILED 6-15-1984. 
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1,377,500. MULTIMARK. CAROLINA MULTIMARK COR- 
PORATION, (U.S. CLS. 101 AND 102). SN 485,276. PUB. 
10-15-1985. FILED 6-15-1984. 

1,377,501. STRUCTUREMARK. CAROLINA MULTIMARK 
CORPORATION, (U.S. CLS. 101 AND 102). SN 485,277. 
PUB. 10-15-1985. FILED 6-15-1984. 

1,377,502. INSTANTSERVE AND DESIGN. NTS, INC., MUL- 
TIPLE CLASS, (INT. CLS. 35, 38 AND 42), (U.S. CLS. 100, 
101 AND 104). SN 485,765. PUB. 10-15-1985. FILED 
6-18-1984. 

1,377,503. WESTFARMS AND DESIGN. WEST FARMS AS- 
SOCIATES, MULTIPLE CLASS, (INT. CLS. 35 AND 36), 
(U.S. CLS. 101 AND 102). SN 488,182. PUB. 10-15-1985. 
FILED 7-2-1984. 

1,377,504. MISCELLANEOUS DESIGN. RILEY, MARY 
MORGAN, DBA MORGAN METHOD, (U.S. CL. 101). SN 
488,725. PUB. 10-15-1985. FILED 7-6-1984. 

1,377,505. THE CATTLEMENS CHOICE. GENTRY, 
VICTOR B., DBA THE DESIGNERS, AND BARBER, 
ROGER F., DBA THE DESIGNERS, AND BARBER, 
PAUL J., DBA THE DESIGNERS, MULTIPLE CLASS, 
(INT. CLS. 35 AND 42), (U.S. CLS. 100 AND 101). SN 
489,752. PUB. 10-15-1985. FILED 7-13-1984. 

1,377,506. IP USA (STYLIZED). INFORMATION ET PUBLI- 
CITE, (U.S. CL. 101). SN 492,454. PUB. 10-15-1985. FILED 
7-30-1984. 

1,377,507. S TYSON OPERATION SUCCESS AND DESIGN. 
TYSON FOODS, INC., (U.S. CLS. 100 AND 101). SN 
494,593. PUB. 10-15-1985. FILED 8-13-1984. 

1,377,508. TODD TRAVEL ALERT. PROGRESSIVE 
TRAVEL PROMOTIONS, INC., (U.S. CLS. 101 AND 105). 
SN 494,626. PUB. 10-15-1985. FILED 8-13-1984. 

1,377,509. LMU (STYLIZED). LEAD MARKETING INTER- 
NATIONAL, INC., (U.S. CL. 101). SN 496,930. PUB. 
10-15-1985. FILED 8-29-1984. 

1,377,510. CENTRAL SPIRITS AND DESIGN. CENTRAL 
SPIRITS OF INDIANA, INC., (U.S. CL. 101). SN 496,982. 
PUB. 10-15-1985. FILED 8-29-1984. 

1,377,511. CASST.OR. CENTRE TECHNIQUE DES INDUS- 
TRIES MECANIQUES, (U.S. CL. 101). SN 499,709. PUB. 
10-15-1985. FILED 9-17-1984. 

1,377,512. TCBC TODAYS COMPUTERS BUSINESS CEN- 
TERS (STYLIZED). TODAYS COMPUTERS BUSINESS 
CENTER, INC., ASSIGNEE OF INTELLIGENT ELEC- 
TRONICS, INC., MULTIPLE CLASS, (INT. CLS. 35, 37 
AND 42), (U.S. CLS. 100, 101 AND 103). SN 500,856. PUB. 
10-15-1985. FILED 9-24-1984. . 

1,377,513. MISCELLANEOUS DESIGN. GERI-CARE INC., 
DBA GERI-CARE CONSULTANTS, MULTIPLE CLASS, 
(INT. CLS. 35 AND 42), (U.S. CLS. 100 AND 101). SN 
503,306. PUB. 10-15-1985. FILED 10-11-1984 

1,377,514. CAN DO AMERICA, REED HOLDINGS, INC., 
(U.S. CL. 101). SN 504,318. PUB. 10-15-1985. FILED 
10-15-1984. 

1,377,515. GTE AND DESIGN. GTE CORPORATION, (U.S. 
CLS. 100 AND 101). SN 506,780. PUB. 10-15-1985. FILED 
11-1-1984. 

1,377,516. SCAN-ALERT AND DESIGN. WISCONSIN BELL, 
INC., (U.S. CLS. 100 AND 101). SN 507,241. PUB. 
10-15-1985. FILED 11-5-1984. 

1,377,517. DIRECT SHOP AND DESIGN, WESCOM CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 35 AND 42), 
(U.S. CLS. 100 AND 101). SN 507,279. PUB. 10-15-1985. 
FILED 11-5-1984. 

1,377,518. SCAN-ALERT. WISCONSIN BELL, INC., (U.S. 
CLS. 100 AND 101). SN 507,362. PUB. 10-15-1985. FILED 
11-5-1984. 

1,377,519. TEAMS AND DESIGN. EDWARDS, MARK R., 
AND SPROULL, J. RUTH, (U.S. CL. 101). SN 510,338. 
PUB. 10-15-1985. FILED 11-23-1984. 

1,377,520. ERA MOVE AND DESIGN. ELECTRONIC 
REALTY ASSOCIATES, INC., (U.S. CL. 101). SN 512,183. 
PUB. 10-15-1985. FILED 12-5-1984. 

1,377,521. PER MAR AND DESIGN. PER MAR SECURITY 
AND RESEARCH CORP, DBA FIRE PROTECTION SYS- 
TEMS, MULTIPLE CLASS, (INT. CLS. 35, 37 AND 42), 
(U.S. CLS. 100, 101 AND 103). SN 514,087. PUB. 10-15-1985. 
FILED 12-17-1984. 
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1,377,522. PER MAR. PER MAR SECURITY AND RE- 
SEARCH CORP, DBA FIRE PROTECTION SYSTEMS, 
MULTIPLE CLASS, (INT. CLS. 35, 37 AND 42), (U.S. 
CLS. 100, 101 AND 103). SN 514,088. PUB. 10-15-1985. 
FILED 12-17-1984. 


1,377,523. FLIGHTSPARES AND DESIGN. FLIGHTSPARES 
INTERNATIONAL, INC., MULTIPLE CLASS, (INT. CLS. 
35 AND 42), (U.S. CL. 101). SN 514,731. PUB. 10-15-1985. 
FILED 12-21-1984. 


1,377,524. THE PRINT-HOUSE EXPRESS. GALLOWAY EN- 
TERPRISES, INC., DBA THE PRINT HOUSE, MULTI- 
PLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100 AND 
101). SN 516,219. PUB. 10-15-1985. FILED 1-4-1985. 


1,377,525. PX PAPERWORX. PX PAPERWORK, INC., MUL- 
TIPLE CLASS, (INT. CLS. 35, 40 AND 42), (U.S. CLS. 100, 
101 AND 106). SN 529,565. PUB. 10-15-1985. FILED 
3-29-1985. 


1,377,526. MISCELLANEOUS DESIGN. CURATELLE COR- 
PORATION, (U.S. CL. 101). SN 539,121. PUB. 10-15-1985. 
FILED 5-22-1985. 


1,377,527. TARGETSCAN. REUBEN H. DONNELLEY COR- 
PORATION, THE, (U.S. CL. 101). SN 539,387. PUB. 
10-15-1985. FILED 5-24-1985. 

1,377,528. AL (STYLIZED). A-L ASSOCIATES, INC., (U.S. 
CL. 101). SN 540,833. PUB. 10-15-1985. FILED 6-3-1985. 


1,377,529. WINNING WAY BINGO. WALLACE GAMES, 
INC., (U.S. CL. 101). SN 541,651. PUB. 10-15-1985. FILED 
6-6-1985. 

1,377,530. STAFF MID-AMERICA AND DESIGN. STAFF 
MID-AMERICA, INC., (U.S. CL. 101). SN 542,158. PUB. 
10-15-1985. FILED 6-10-1985. 


1,377,531. LEGAL ASSIST AND DESIGN. BLUM, SHARON 
B., (U.S. CLS. 100 AND 101). SN 542,728. PUB. 10-15-1985. 
FILED 6-13-1985. 


1,377,532. HIS AND DESIGN. HARRIS PUBLISHING COM- 
PANY, INC., (U.S. CL. 101). SN 542,775. PUB. 10-15-1985. 
FILED 6-13-1985. 


1,377,533. DEPO. REED HOLDINGS INC., (U.S. CL. 101). 
SN 545,533. PUB. 10-15-1985. FILED 6-28-1985. 


CLASS 36—INSURANCE AND FINANCIAL 


1,377,503 (See Class 35 for this trademark). 

1,377,534. GALCOR. IMPERIAL DEVELOPMENTS LTD., 
MULTIPLE CLASS, (INT. CLS. 36, 37 AND 42), (U.S. 
CLS. 100, 101, 102 AND 103). SN 313,588. PUB. 10-15-1985. 
FILED 6-8-1981. 


1,377,535. TP AND DESIGN. FINANCIAL INSTITUTIONS 
RETIREMENT FUND, (U.S. CL. 102). SN 423,483. PUB. 
10-15-1985. FILED 4-28-1983. 


1,377,536. RF AND DESIGN. FINANCIAL INSTITUTIONS 
RETIREMENT FUND, (U.S. CL. 102). SN 423,484. PUB. 
10-15-1985. FILED 4-28-1983. 


1,377,537. INVESTORS BANK & TRUST COMPANY. INVES- 
TORS BANK & TRUST COMPANY, (U.S. CL. 102). SN 
435,774. PUB. 10-15-1985. FILED 7-22-1983. 


1,377,538. DOMINION BOND RATING SERVICE. DOMIN- 
ION BOND RATING SERVICE LIMITED, (U.S. CLS. 101 
AND 102). SN 460,416. PUB. 10-15-1985. FILED 1-11-1984. 


1,377,539. PAY MED AND DESIGN. HEALTH ASSIST- 
ANCE FOR TRAVELLERS INC., (U.S. CLS. 101 AND 
102). SN 465,508. PUB. 10-15-1985. FILED 2-13-1984. 


1,377,540. ACCOUNTS RETRIEVABLE SYSTEM. NORTH 
AMERICAN LEGAL SYSTEMS, INC., (U.S. CL. 102). SN 
484,353. PUB. 10-15-1985. FILED 6-11-1984. 

1,377,541. RUBLOFF AND DESIGN. RUBLOFF INC., BY 
CHANGE OF NAME FROM RUBLOFF COMPANIES 
INC., THE, MULTIPLE CLASS, (INT. CLS. 36 AND 37), 
(U.S. CLS. 101, 102 AND 103). SN 494,309. PUB. 10-15-1985. 
FILED 8-10-1984. 
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1,377,542. INTEGRATED REAL ESTATE SERVICES AND 
DESIGN. INTEGRATED REAL ESTATE SERVICES, 
INC., MULTIPLE CLASS, (INT. CLS. 36 AND 37), (U.S. 
CLS. 101, 102 AND 103). SN 455,791. PUB. 10-15-1985. 
FILED 8-20-1984. 

1,377,543. QUALITY-PLUS. SAFECO CORPORATION, (U.S. 
CL. 102). SN 502,606. PUB. 10-15-1985. FILED 10-5-1984. 

1,377,544. DI (STYLIZED). DIVERSIFIED INVESTORS, 
INC., (U.S. CL. 102). SN 503,323. PUB. 10-15-1985. FILED 
10-11-1984. 

1,377,545. CHOCOLATE SUITE. HARRISON PUMFORD, 
(U.S. CL. 102). SN 504,877. PUB. 10-15-1985. FILED 
10-22-1984. 

1,377,546. TMI AND DESIGN. TEACHERS MANAGE- 
MENT & INVESTMENT CORPORATION, (U.S. CL. 102). 
SN 505,304. PUB. 10-15-1985. FILED 10-24-1984. 

1,377,547. MISCELLANEOUS DESIGN. PENNVEST PROP- 
ERTIES, INC., (U.S. CL. 102). SN 507,965. PUB. 10-15-1985. 
FILED 11-9-1984. 

1,377,548. DEBT ALERT. DUN & BRADSTREET, INC., 
(U.S. CL. 102). SN 508,441. PUB. 10-15-1985. FILED 
11-13-1984. 

1,377,549. THE CORNERSTONE FUND. USAA INVEST- 
MENT MANAGEMENT COMPANY, (U.S. CL. 102). SN 
510,001. PUB. 10-15-1985. FILED 11-19-1984. 

1,377,550. EL PARIAN AND DESIGN. RGM, INC., MULTI- 
PLE CLASS, (INT. CLS. 36 AND 42), (U.S. CLS. 100, 101 
AND 102). SN 510,231. PUB. 10-15-1985. FILED 11-23-1984. 

1,377,551. GREENLEAF G AND DESIGN. PRESTON DRIVE 
LIMITED PARTNERSHIP, (U.S. CLS. 101 AND 102). SN 
511,260. PUB. 10-15-1985. FILED 11-30-1984. 

1,377,552. LCIC LANCASTER CASUALTY INSURANCE 
COMPANY AND DESIGN. LANCASTER CASUALTY IN- 
SURANCE COMPANY, (U.S. CL. 102). SN 523,174. PUB. 
10-15-1985. FILED 2-21-1985. 

1,377,553. CENTURY 21 AND DESIGN. CENTURY 21 REAL 
ESTATE CORPORATION, (U.S. CLS. 101 AND 102). SN 
533,847. PUB. 10-15-1985. FILED 4-24-1985. 

1,377,554. GS AND DESIGN. SOUTHERN DIVERSIFIED 

' BUSINESS SERVICES, INC., DBA BLUE CROSS BLUE 
SHIELD OF MEMPHIS, (U.S. CL. 102). SN 535,411. PUB. 
10-15-1985. FILED 5-2-1985. 

1,377,555. KNOWN BY THE QUALITY OF THE COMPA- 
NIES WE KEEP. INTERNATIONAL CORPORATE OF- 
FICES, INC., (U.S. CLS. 100, 101 AND 102). SN 537,028. 
PUB. 10-15-1985. FILED 5-13-1985. 

1,377,556. CENTAX AND DESIGN. CENTRAL TAX 
BUREAU OF PENNSYLVANIA, INC., (U.S. CL. 102). SN 
537,308. PUB. 10-15-1985. FILED 5-13-1985. 

1,377,557. THE REAL REAL ESTATE COMPANY. PAUL SE- 
MONIN COMPANY, (U.S. CLS. 101 AND 102). SN 539,303. 
PUB. 10-15-1985. FILED 5-23-1985. 

1,377,558. IN-TIME INVESTING. H.C. COPELAND FINAN- 
CIAL SERVICES, INC., (U.S. CL. 102). SN 540,193. PUB. 
10-15-1985. FILED 5-28-1985. 

1,377,559. MOPS. HENDERSON, RICHARD L., DBA HEN- 
DERSON INVESTMENT MANAGEMENT, (U.S. CL. 102). 
SN 540,948. PUB. 10-15-1985. FILED 6-3-1985. 

1,377,560. MISCELLANEOUS DESIGN. CONSTITUTION 
REINSURANCE CORPORATION, (U.S. CL. 102). SN 
541,666. PUB. 10-15-1985. FILED 6-6-1985. 

1,377,561. THE BANK THAT WELCOMES YOU. FIRST 
INTERSTATE BANCORP, (U.S. CL. 102). SN 541,709. 
PUB. 10-15-1985. FILED 6-6-1985. 

1,377,562. ALTERNATE INNS OF AMERICA. MCDERMIT, 
JOHN H, AND SIMMONS, WILLIAM S., (U.S. CLS. 101 
AND 102). SN 542,196. PUB. 10-15-1985. FILED 6-10-1985. 

1,377,563. CB (STYLIZED). CB FINANCIAL CORPORA- 
TION, (U.S. CL. 102). SN 542,222. PUB. 10-15-1985. FILED 
6-10-1985. 

1,377,564. CNL (STYLIZED). CONNECTICUT NATIONAL 
LIFE INSURANCE COMPANY, (U.S. CL. 102). SN 542,686. 
PUB. 10-15-1985. FILED 6-12-1985. 

1,377,565. THE PEOPLE AND THE RESOURCES YOU 
NEED TODAY. NATIONAL WESTMINSTER BANK USA, 
(U.S. CL. 102). SN 544,006. PUB. 10-15-1985. FILED 
6-20-1985. 
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CLASS 37—CONSTRUCTION AND REPAIR 


1,376,868 (See Class 6 for this trademark). 

1,376,905 (See Class 7 for this trademark). 

1,376,909 (See Class 7 for this trademark). 

1,376,940 (See Class 9 for this trademark). 

1,377,116 (See Class 12 for this trademark). 

1,377,183 (See Class 17 for this trademark). 

1,377,192 (See Class 17 for this trademark). 

1,377,212 (See Class 19 for this trademark). 

1,377,268 (See Class 24 for this trademark). 

1,377,495 (See Class 35 for this trademark). 

1,377,498 (See Class 35 for this trademark). 

1,377,512 (See Class 35 for this trademark). 

1,377,521 (See Class 35 for this trademark). 

1,377,522 (See Class 35 for this trademark). 

1,377,534 (See Class 36 for this trademark). 

1,377,541 (See Class 36 for this trademark). 

1,377,542 (See Class 36 for this trademark). 

1,377,566. H D S (STYLIZED). HEALTH DATA SCIENCES 
CORPORATION, MULTIPLE CLASS, (INT. CLS. 37 AND 
42), (U.S. CLS. 100 AND 103). SN 468,191. PUB. 10-15-1985. 
FILED 3-1-1984. 

1,377,567. WESTERN HAULER AND DESIGN. WESTERN 
HAULER, INC., (U.S. CL. 103). SN 484,163. PUB. 
10-15-1985. FILED 6-8-1984. 

1,377,568. AG-FORMAT AND DESIGN. AG-FORMAT, INC., 
MULTIPLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 
100, 101 AND 103). SN 491,031. PUB. 10-15-1985. FILED 
7-23-1984. 

1,377,569. EAGER AVIATION CORP. AND DESIGN. EAGER 
AVIATION CORPORATION, MULTIPLE CLASS, (INT. 
CLS. 37 AND 39), (U.S. CLS. 103 AND 105). SN 495,698. 
PUB. 10-15-1985. FILED 8-20-1984. 

1,377,570. KSM. KSM FASTENING SYSTEMS INC., MUL- 
TIPLE CLASS, (INT. CLS. 37 AND 40), (U.S. CLS. 103 
AND 106). SN 495,835. PUB. 10-15-1985. FILED 8-20-1984. 

1,377,571. W AND DESIGN. GRIFFITHS CORPORATION, 
(U.S. CL. 103). SN 507,236. PUB. 10-15-1985. FILED 
11-5-1984. 

1,377,572. -AMERICAN HOME EXTERIORS, INC.. AMERI- 
CAN HOME EXTERIORS, INC., (U.S. CL. 103). SN 
524,991. PUB. 10-15-1985. FILED 3-4-1985. 

1,377,573. MISCELLANEOUS DESIGN. AUDIOLOGY AS- 
SOCIATES OF SPARTANBURG, P.A., MULTIPLE 
CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 100 AND 103). 
SN 526,714. PUB. 10-15-1985. FILED 3-13-1985. 

1,377,574. AC AND DESIGN. AC ELECTRIC COMPANY, 
(U.S. CL. 103). SN 527,607. PUB. 10-15-1985. FILED 
3-18-1985. 

1,377,575. A AND DESIGN. BAYLY CORP., MULTIPLE 
CLASS, (INT. CLS. 37, 41 AND 42), (U.S. CLS. 101, 103 
AND 107). SN 527,799. PUB. 10-15-1985. FILED 3-20-1985. 

1,377,576. CMT (STYLIZED). COURTESY MOLD AND 
TOOL CORP., MULTIPLE CLASS, (INT. CLS. 37 AND 
42), (U.S. CLS. 100 AND 103). SN 528,386. PUB. 10-15-1985. 
FILED 3-25-1985. 

1,377,577. COURTESY. COURTESY MOLD AND TOOL 
CORP., MULTIPLE CLASS, (INT. CLS. 37 AND 42), (U.S. 
CLS. 100 AND 103). SN 528,387. PUB. 10-15-1985. FILED 
3-25-1985. 

1,377,578. DESIGNER (STYLIZED). DESIGNER PROPER- 
TIES, INC., (U.S. CL. 103). SN 528,756. PUB. 10-15-1985. 
FILED 3-25-1985. 

1,377,579. AMOCO AND DESIGN. AMOCO OIL COMPANY, 
MULTIPLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 
101 AND 103). SN 533,123. PUB. 10-15-1985. FILED 
4-19-1985. 

1,377,580. LUBRICATION STATION AND DESIGN. LUBRI- 
CATION STATION, INC., (U.S. CL. 103). SN 541,676. PUB. 
10-15-1985. FILED 6-6-1985. 

1,377,581. DIAL-A-TECH AND DESIGN. AMERICAN TECH- 
NICAL SERVICES, INC., (U.S. CL. 103). SN 542,152. PUB. 
10-15-1985. FILED 6-10-1985. 

1,377,582. FACILITEC. B. SHEHADI & SONS, INC., (U.S. 
CL. 103). SN 542,766. PUB. 10-15-1985. FILED 6-13-1985. 
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CLASS 38—COMMUNICATION 


1,377,502 (See Class 35 for this trademark). 

1,377,583. T N (STYLIZED), TELAIR NETWORK, (U.S. CL. 
104). SN 459,409. PUB. 9-11-1984. FILED 1-3-1984. 

1,377,584. HTS, WESTINGHOUSE BROADCASTING AND 
CABLE, INC., (U.S. CL. 104). SN 487,928. PUB. 10-15-1985. 
FILED 7-2-1984. 

1,377,585. XSNPHONE. COURIER JOURNAL & LOUIS- 
VILLE TIMES COMPANY, MULTIPLE CLASS, (INT. 
CLS. 38, 41 AND 42), (U.S. CLS. 100, 104 AND 107). SN 
497,697. PUB. 10-15-1985. FILED 9-4-1984. 

1,377,586. SHARE PAGE AND DESIGN. PRONET, INC., 
DBA PRONET MEDICAL COMMUNICATIONS, (U.S. 
CL. 104). SN 509,844. PUB. 10-15-1985. FILED 11-21-1984. 

1,377,587. WVUE. GAYLORD BROADCASTING COMPA- 
NY, (U.S. CL. 104). SN 540,273. PUB. 10-15-1985. FILED 
5-29-1985. 

1,377,588. WYDE. SUDBRINK BROADCASTING OF BIR- 
MINGHAM, INC., (U.S. CL. 104). SN 540,917. PUB. 
10-15-1985. FILED 6-3-1985. 

1,377,589. SPIRIT OF KANSAS CITY KMBC-TV 9 AND 
DESIGN. HEARST CORPORATION, THE, (U.S. CL. 104). 
SN 540,931. PUB. 10-15-1985. FILED 6-3-1985. 

1,377,590. WITCR. CRB BROADCASTING OF WEST VIR- 
GINIA, INC., (U.S. CL. 104). SN 541,217. PUB. 10-15-1985. 
FILED 6-3-1985. 

1,377,591. MCI CARD. MCI COMMUNICATIONS CORPO- 
RATION, (U.S. CL. 104). SN 542,758. PUB. 10-15-1985. 
FILED 6-13-1985. 

1,377,592. WHND. GREATER MICHIGAN RADIO, INC., 
(U.S. CL. 104). SN 543,193. PUB. 10-15-1985. FILED 
6-17-1985. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


1,377,569 (See Class 37 for this trademark). 
INEERED 


1,377,593. ETS ENG TRANSPORT SERVICES 
(STYLIZED). ENGINEERED TRANSPORT SERVICES, 
INC., (U.S. CL. 105). SN 485,599. PUB. 10-15-1985. FILED 
6-18-1984. 

1,377,594. WISCONSIN’S HEARTLAND...ON THE GROW. 
AND DESIGN. WISCONSIN POWER AND LIGHT COM- 
PANY, (U.S. CLS. 100 AND 105). SN 489,528. PUB. 
10-15-1985. FILED 7-12-1984. 

1,377,595. AWA AND DESIGN. AMERICA WEST AIR- 
LINES, INC., (U.S. CL. 105). SN 504,484. PUB. 10-15-1985. 
FILED 10-18-1984. 

1,377,596. TRANSSAFARI (BLOCK FORM). MEDIACOM 
LTD., DBA TRANSSAFARI, MULTIPLE CLASS, (INT. 
CLS. 39 AND 42), (U.S. CLS. 100 AND 105). SN 505,282. 
PUB. 10-15-1985. FILED 10-24-1984. 

1,377,597. WILDERNESS RIVER ADVENTURES AND 
DESIGN. DEL E. WEBB CORPORATION, (U.S. CL. 105). 
SN 510,075. PUB. 10-15-1985. FILED 11-23-1984. 

1,377,598. ENERGY BUNCH AND DESIGN. DAYTON 
POWER AND LIGHT COMPANY, THE, (U.S. CLS. 100 
AND 105). SN 515,203. PUB. 10-15-1985. FILED 12-24-1984. 

1,377,599. MERIDIAN. MERIDIAN ENTERPRISES, INC., 
(U.S. CL. 105). SN 529,837. PUB. 10-15-1985. FILED 
4-1-1985. 

1,377,600. SPIRIT OF AMERICA, INTERNATIONAL AIR 
SERVICE CO., LTD., (U.S. CL. 105). SN 532,370. PUB. 
10-15-1985. FILED 4-15-1985. 

1,377,601. RPM. RPM RENT-A-CAR SYSTEM, INC., (U.S. 
CLS. 100 AND 105). SN 532,885. PUB. 10-15-1985. FILED 
4-18-1985. 

1,377,602. LEASE AND GO (STYLIZED). CONTINENTAL 
BANCORP, INC., (U.S. CL. 100). SN 534,472. PUB. 
10-15-1985. FILED 4-26-1985. 

1,377,603. DTI AND DESIGN. DISCOUNT TRAVEL 
INTERNATIONAL, INC., DBA DISCOUNT TRAVEL 
INTERNATIONAL, (U.S. CL. 105). SN 539,715. PUB. 
10-15-1985. FILED 5-28-1985. 
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1,377,604. DTI. DISCOUNT TRAVEL INTERNATIONAL, 
INC., DBA DISCOUNT TRAVEL INTERNATIONAL, 
(U.S. CL. 105). SN 539,725. PUB. 10-15-1985. FILED 
5-28-1985. 

1,377,605. MOVERS EDGE. ALMAC MOVING & STORAGE 
OF NEW HAMPSHIRE, INC., (U.S. CL. 105). SN 542,791. 
PUB. 10-15-1985. FILED 6-13-1985. 

1,377,606. MOVERS EDGE AND DESIGN. ALMAC 
MOVING & STORAGE OF NEW HAMPSHIRE, INC., 
(U.S. CL. 105). SN 542,802. PUB. 10-15-1985. FILED 
6-13-1985. 

1,377,607. CONSTELEASE. NATIONAL STATE BANK, 
THE, (U.S. CLS. 100 AND 105). SN 542,856. PUB. 
10-15-1985. FILED 6-13-1985. 

1,377,608. COMPUTERIZED TRAVEL INFORMATION CTI 
AND DESIGN. AMERICAN LEISURE INDUSTRIES, 
INC., (U.S. CL. 105). SN 542,898. PUB. 10-15-1985. FILED 
6-13-1985. 


CLASS 40—MATERIAL TREATMENT 


1,377,525 (See Class 35 for this trademark). 

1,377,570 (See Class 37 for this trademark). 

1,377,609. ULTRAKOTE, WALDMAN GRAPHICS, INC., 
(U.S. CL. 106). SN 498,469. PUB. 10-15-1985. FILED 
9-10-1984. 

1,377,610. N NUMANCO AND DESIGN. NUMANCO, INC., 
(U.S. CL. 106). SN 501,578. PUB. 10-15-1985. FILED 
9-28-1984. 

1,377,611. DACROSEALING. METAL COATINGS INTER- 
NATIONAL INC., (U.S. CL. 106). SN 530,085. PUB. 
10-15-1985. FILED 4-1-1985. 

1,377,612. LASERPOINT AND DESIGN. JONATHAN 
BRADLEY PENS, INC., (U.S. CL. 106). SN 532,205. PUB. 
10-15-1985. FILED 4-15-1985. 

1,377,613. CLOSING THE COMPATIBILITY GAP. ALTER- 
TEXT, INC., (U.S. CL. 106). SN 539,406. PUB. 10-15-1985. 
FILED 5-24-1985. 

1,377,614. IT’S TWINS. ELLICOTT DRUG COMPANY, 
(U.S. CL. 106). SN 543,914. PUB. 10-15-1985. FILED 
6-19-1985. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


1,376,940 (See Class 9 for this trademark). 

1,376,963 (See Class 9 for this trademark). 

1,377,575 (See Class 37 for this trademark). 

1,377,585 (See Class 38 for this trademark). 

1,377,615. EASTER BOWL. CREATIVE TENNIS MARKET- 
ING, INC., (U.S. CL. 107). SN 438,950. PUB. 10-15-1985. 
FILED 8-12-1983. 

1,377,616. WOMEN AND WISDOM AND DESIGN. BEARD, 
GABRIELLE & (US. CL. 107). SN 450,412. PUB. 
10-15-1985. FILED 10-31-1983. 

1,377,617. OLD TIMERS BASEBALL CLASSIC AND 
DESIGN. CECIL & ASSOCIATES, INC., (U.S. CL. 107). SN 
472,437. PUB. 10-15-1985. FILED 5-31-1984. 

1,377,618. GROUP GRAPHICS. SIBBET, DAVID, DBA 
SIBBET & ASSOCIATES, (U.S. CL. 107). SN 493,301. PUB. 
10-15-1985. FILED 8-3-1984. 

1,377,619. NATIONAL RAGTIME FESTIVAL. GOLDENROD 
SHOWBOAT, INC., (US. CL. 107). SN 493,570. PUB. 
10-15-1985. FILED 8-6-1984. 

1,377,620. STAGE ONE VIDEO. STAGE ONE VIDEO, INC., 
MULTIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 
101 AND 107). SN 493,969. PUB. 10-15-1985. FILED 
8-9-1984. 

1,377,621. JOHNNIE WALKER. JOHN WALKER & SONS 
LIMITED, (U.S. CL. 107). SN 494,538. PUB. 10-15-1985. 
FILED 8-13-1984. 
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1,377,622, GREAT AMERICA (STYLIZED), SIX FLAGS 
GREAT AMERICA, INC., (U.S. CL. 107). SN 494,557. PUB. 
10-15-1985. FILED 8-13-1984. 

1,377,623. DV DISCOUNT VIDEO AND DESIGN. DIS- 
COUNT VIDEO INC., MULTIPLE CLASS, (INT. CLS. 41 
AND 42), (U.S. CLS. 101 AND 107). SN 498,432. PUB. 
10-15-1985. FILED 9-10-1984. 

1,377,624. ICS-INTEXT, THE TRAINING COMPANY. NA- 
TIONAL EDUCATION CORPORATION, (U.S. CL. 107). 
SN 499,354. PUB. 10-15-1985. FILED 9-14-1984. 

1,377,625. WILLIAM QUINN TEST PREPARATION. HAR- 
COURT BRACE JOVANOVICH, INC., (U.S. CL. 107). SN 
500,056. PUB. 10-15-1985. FILED 9-19-1984. 

1,377,626. LOCKWORKS. BROCATO, SAMUEL J., MULTI- 
PLE CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 100 AND 
107). SN 501,664. PUB. 10-15-1985. FILED 10-1-1984. 

1,377,627. THE LIBERTY FLYER AND DESIGN. LINEAR 
GROUP, INC., THE, (U.S. CL. 107). SN 503,169. PUB. 
10-15-1985. FILED 10-9-1984. 

1,377,628. METROPOLITAN BLUES ALL-STARS. METRO- 
POLITAN BLUES ALL-STARS, (U.S. CL. 107). SN 509,977. 
PUB. 10-15-1985. FILED 11-21-1984. 

1,377,629. TOTAL PERFORMANCE PLANNING. MANAG- 
ING & MARKETING COUNSELLORS, (U.S. CL. 107). SN 
510,165. PUB. 10-15-1985. FILED 11-23-1984. 

1,377,630. THIN AND DESIGN. THIN KIDS, INC., 
(U.S. CL. 107). SN 524,328. PUB. 10-15-1985. FILED 
2-27-1985. 

1,377,631. PENSION COMMISSION CLEARINGHOUSE. 
JOHNSON & HIGGINS, (U.S. CL. 107). SN 526,181. PUB. 
10-15-1985. FILED 3-11-1985. 

1,377,632. MELVYL. REGENTS OF THE UNIVERSITY OF 
CALIFORNIA, THE, (U.S. CL. 107). SN 526,320. PUB. 
10-15-1985. FILED 3-11-1985. 

1,377,633. MOUNT MARATHON RACE. SEWARD CHAM- 
BER OF COMMERCE, INC., (U.S. CL. 107). SN 526,690. 
PUB. 10-15-1985. FILED 3-13-1985. 

1,377,634. SEWARD SILVER SALMON DERBY. SEWARD 
CHAMBER OF COMMERCE, INC., (U.S. CL. 107). SN 
526,691. PUB. 10-15-1985. FILED 3-13-1985. 

1,377,635. FOCUS AND DESIGN. TRG COMMUNICA- 
TIONS, INC.,.(U.S. CL. 107). SN 527,323., PUB. 10-15-1985. 
FILED 3-18-1985. 

1,377,636. VALUEPAC,. FALCON CABLE TV OF NORTH- 
ERN CALIFORNIA, (U.S. CLS. 104 AND 107). SN 532,526. 
PUB. 7-30-1985. FILED 4-16-1985. 

1,377,637. KATRINA AND THE WAVES. KYBOSIDE, LTD., 
(U.S. CL. 107). SN 532,726. PUB. 10-15-1985. FILED 
4-17-1985. 

1,377,638. D.D. DOMINO. LYNN LYNN, DBA DOMINO 
EXPRESS AND LYNN LYNN PRODUCTIONS, (U.S. CL. 
107). SN 534,434. PUB. 10-15-1985. FILED 4-26-1985. 

1,377,639. WHITEFISH. CONEY ISLAND WHITEFISH, 
(U.S. CL. 107). SN 535,604. PUB. 10-15-1985. FILED 
5-3-1985. 

1,377,640. PROFESSIONAL SKATERS GUILD OF AMERICA 
AND DESIGN. PROFESSIONAL SKATERS GUILD OF 
AMERICA, (U.S. CLS. 100 AND 107). SN 535,699. PUB. 
10-15-1985. FILED 5-3-1985. 

1,377,641. MIX MAGIC AND DESIGN. JAMES CORBETT 
ENTERPRISES, INC., DBA MIX MAGIC, (U.S. CL. 106). 
SN 538,492. PUB. 10-15-1985. FILED 5-20-1985. 

1,377,642. CHRISTMAS AROUND THE WORLD AND 
DESIGN. HOUSE OF LLOYD, INC., (U.S. CL. 107). SN 
$38,987. PUB. 10-15-1985. FILED 5-22-1985. 

1,377,643. STRING FEVER. GEORGE, HARRY D., DBA 
STRING FEVER, (U.S. CL. 107). SN 539,155. PUB. 
10-15-1985. FILED 5-23-1985. 

1,377,644. THE MAD LADS. WILLIAMS, RICHARD W., 
DBA THE MAD LADS, (U.S. CL. 107). SN 540,152. PUB. 
10-15-1985. FILED 5-28-1985. 

1,377,645. SOUTHWEST CONFERENCE. SOUTHWEST 
ATHLETIC CONFERENCE, (U.S. CL. 107). SN 540,933. 
PUB. 10-15-1985. FILED 6-3-1985. 

1,377,646. CAREERCOM (STYLIZED). CAREERCOM COR- 
PORATION, (U.S. CL. 107). SN 541,304. PUB. 10-15-1985. 
FILED 6-4-1985. 
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1,377,647. MATRIX ONE. NATIONAL HEALTH MANAGE- 
MENT, INCORPORATED, (U.S. CLS. 100 AND 107). SN 
541,398. PUB. 10-15-1985. FILED 6-5-1985. 

1,377,648. “HONEY OF A MUSEUM”. HONEY ACRES, 
INC., (U.S. CL. 107). SN 542,836. PUB. 10-15-1985. FILED 
6-13-1985. 

1,377,649. ANTI. SGROI, DARRYL, (U.S. CL. 
542,940. PUB. 10-15-1985. FILED 6-13-1985. 
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CLASS 42—MISCELLANEOUS SERVICES 


1,376,784 (See Class 3 for this trademark). 

1,376,862 (See Class 6 for this trademark). 

1,376,940 (See Class 9 for this trademark). 

1,376,953 (See Class 9 for this trademark). 

1,376,963 (See Class 9 for this trademark). 

1,377,155 (See Class 16 for this trademark). 

1,377,212 (See Class 19 for this trademark). 

1,377,318 (See Class 25 for this trademark). 

1,377,330 (See Class 25 for this trademark). 

1,377,339 (See Class 25 for this trademark). 

1,377,471 (See Class 30 for this trademark). 

1,377,495 (See Class 35 for this trademark). 

1,377,498 (See Class 35 for this trademark). 

1,377,502 (See Class 35 for this trademark). 

1,377,505 (See Class 35 for this trademark). 

1,377,512 (See Class 35 for this trademark). 

1,377,513 (See Class 35 for this trademark). 

1,377,517 (See Class 35 for this trademark). 

1,377,521 (See Class 35 for this trademark). 

1,377,522 (See Class 35 for this trademark). 

1,377,523 (See Class 35 for this trademark). 

1,377,524 (See Class 35 for this trademark). 

1,377,525 (See Class 35 for this trademark). 

1,377,534 (See Class 36 for this trademark). 

1,377,550 (See Class 36 for this trademark). 

1,377,566 (See Class 37 for this trademark). 

1,377,568 (See Class 37 for this trademark). 

1,377,573 (See Class 37 for this trademark). 

1,377,575 (See Class 37 for this trademark). 

1,377,576 (See Class 37 for this trademark). 

1,377,577 (See Class 37 for this trademark). 

1,377,579 (See Class 37 for this trademark). 

1,377,585 (See Class 38 for this trademark). 

1,377,596 (See Class 39 for this trademark). 

1,377,620 (See Class 41 for this trademark). 

1,377,623 (See Class 41 for this trademark). 

1,377,626 (See Class 41 for this trademark). 

1,377,650. MISCELLANEOUS DESIGN. FIDELITY PRE- 
SCRIPTIONS, INC., DBA THE MEDICINE STORE, (U.S. 
CL. 101). SN 351,285. PUB. 10-15-1985. FILED 2-22-1982. 

1,377,651. BURGER HEAVEN AND DESIGN. CYPRUS, 
EVANS, DBA BURGER HEAVEN, (U.S. CL. 100). SN 
406,960. PUB. 10-15-1985. FILED 12-22-1982. 

1,377,652. DON’T PAY DEPARTMENT STORE PRICES AND 
DESIGN. ROSS STORES, INC., (U.S. CL. 101). SN 422,549. 
PUB. 10-15-1985. FILED 4-21-1983. 

1,377,653. SPORTING FOOT & THINGS. HAFFER, MYLES 
T., DBA SPORTING FOOT & THINGS, (U.S. CL. 101). SN 
425,922. PUB. 10-15-1985. FILED 5-16-1983. 

1,377,654. GOLDEN TULIP. GOLDEN TULIP WORLD 
WIDE HOTELS B.V., (U.S. CLS. 100 AND 101). SN 
435,378. PUB. 10-15-1985. FILED 7-20-1983. 

1,377,655. LITELIFE. SUMMIT HEALTH LTD., (U.S. CL. 
100). SN 470,535. PUB. 10-15-1985. FILED 3-16-1984. 

1,377,656. LITE LIFE A SUMMIT HEALTH PROGRAM AND 
DESIGN. SUMMIT HEALTH LTD., (U.S. CL. 100). SN 
470,660. PUB. 10-15-1985. FILED 3-16-1984. 

1,377,657. LIFESTARTS. CENTINELA HOSPITAL ASSO- 
CIATION, DBA CENTINELA HOSPITAL MEDICAL 
CENTER, (U.S. CL. 100). SN 472,256. PUB. 10-15-1985. 
FILED 3-26-1984. 

1,377,658. THE DOCTOR’S CARD. COPELCO LEASING 
CORPORATION, (U.S. CL. 100). SN_ 480,389. PUB. 
10-15-1985. FILED 5-14-1984. 
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1,377,659. THE AMERICAN DELI (STYLIZED). CARBER, 
ROBERT C., DBA THE AMERICAN DELI, (U.S. CL. 100). 
SN 484,687. PUB. 7-23-1985. FILED 6-11-1984. 

1,377,660. MISCELLANEOUS DESIGN. GRAKOE SYS- 
TEMS, INC., (U.S. CLS. 100 AND 101). SN 489,787. PUB. 
10-15-1985. FILED 7-13-1984. 

1,377,661. CHIANTI. SPECTRUM FOODS, INC., (U.S. CL. 
100). SN 492,013. PUB. 10-15-1985. FILED 7-27-1984. 

1,377,662. KRIYA, KRIYA SYSTEMS, INC., (U.S. CLS. 100 
AND 101). SN 493,460. PUB. 10-15-1985. FILED 8-6-1984. 

1,377,663. SURGI/1 COMMON SENSE SURGERY AND 
DESIGN. UNION HOSPITAL, INC., (U.S. CL. 100). SN 
495,676. PUB. 10-15-1985. FILED 8-20-1984. 

1,377,664. USYSA AND DESIGN. UNITED STATES YOUTH 
SOCCER ASSOCIATION, INC., (U.S. CL. 100). SN 499,217. 
PUB. 10-15-1985. FILED 9-13-1984. 

1,377,665. “I MAKE A GOOOOOD SANDWICH” AND 
DESIGN. ROWAB ENTERPRISES LTD., (U.S. CL. 100). 
SN 499,698. PUB. 10-15-1985. FILED 9-17-1984. 

1,377,666. TACO CASA AND DESIGN. TACO HUT OF 
TOPEKA, INC., (U.S. CL. 100). SN 500,663. PUB. 
10-15-1985. FILED 9-24-1984. 

1,377,667. CURTIS MATHES FOUR YEAR EXCLUSIVE LIM- 
ITED WARRANTY AND DESIGN, CURTIS MATHES 
CORPORATION, (U.S. CL. 101). SN 503,062. PUB. 
10-15-1985. FILED 10-9-1984. 

1,377,668. ISN. INTERNATIONAL SOFTWARE NET- 
WORK, INC., (U.S. CL. 101). SN 504,248. PUB. 10-15-1985. 
FILED 10-17-1984. 

1,377,669. ALLSTAR INNS AND DESIGN. SHAUGHNESSY 
HOLDINGS INC., (U.S. CL. 100). SN 504,512. PUB. 
10-15-1985. FILED 10-18-1984. 

1,377,670. DEB (STYLIZED). DEB SHOPS, INC., (U.S. CL. 
101). SN 505,500. PUB. 10-15-1985. FILED 10-25-1984. 

1,377,671. MANAGEMATICS INCORPORATED (BLOCK 
FORM). MANAGEMATICS INCORPORATED, (U.S. CL. 
100). SN 506,442. PUB. 10-15-1985. FILED 10-31-1984. 

1,377,672. CANDLE AND DESIGN. F.P.M. INDUSTRIES, 
INC., (U.S. CL. 100). SN 506,456. PUB. 10-15-1985. FILED 
10-31-1984. 

1,377,673. LINCOLN AND DESIGN. LINCOLN COMPUTER 
MANAGEMENT SYSTEMS, (U.S. CLS. 100 AND 101). SN 
506,822. PUB. 10-15-1985. FILED 11-2-1984. 

1,377,674. MISCELLANEOUS DESIGN. HOTEL PROPER- 
TIES OF AMERICA, INC., (U.S. CL. 100). SN 507,634. 
PUB. 10-15-1985. FILED 11-7-1984. 

1,377,675. MISCELLANEOUS DESIGN. AMERICAN ASSO- 
CIATION FOR COUNSELING AND DEVELOPMENT, 
(U.S. CL. 100). SN 507,893. PUB. 10-15-1985. FILED 
11-8-1984. 

1,377,676. EXPRESS WRITER. VON ZWECK, DINA, (U.S. 
CLS. 100 AND 101). SN 508,391. PUB. 10-15-1985. FILED 
11-13-1984, 

1,377,677. ALLSTAR INNS. SHAUGHNESSY HOLDINGS 
INC., (U.S. CL. 100). SN 508,573. PUB. 10-15-1985. FILED 
11-13-1984. 

1,377,678. SILICON HOLLER AND DESIGN. SILICON 
HOLLER, INC., (U.S. CLS. 100 AND 101). SN 509,301. 
PUB. 10-15-1985. FILED 11-19-1984. 

1,377,679. BRIONI. BRIONI S.R.L., (U.S. CL. 
509,544. PUB. 10-15-1985. FILED 11-19-1984. 
1,377,680. RANCHO BERNARDO INN B AND DESIGN. J C 
RESORTS, INC., (U.S. CLS. 100 AND 107). SN 509,570. 

PUB. 10-15-1985. FILED 11-19-1984. 

1,377,681. RIO BRAZOS. RIVER HOTEL COMPANY, (U.S. 
CL. 100). SN 510,211. PUB. 10-15-1985. FILED 11-23-1984. 

1,377,682. BUCKBERG AND DESIGN. BUCKBERG LAB 
ANIMALS, INC., (U.S. CL. 101). SN 510,469. PUB. 
10-15-1985. FILED 11-26-1984. 

1,377,683. WARMTH (STYLIZED). HARFRED OPERATING 
CORP., (U.S. CL. 101). SN 512,934. PUB. 10-15-1985. FILED 
12-10-1984. 

1,377,684. SPRINGTIME IN THE WOODS. KASE, PATTY, 
AND KASE, PAUL, (U.S. CL. 101). SN 513,613. PUB. 
10-15-1985. FILED 12-14-1984. 

1,377,685. “WHERE YOUR TIME’S AS PRECIOUS AS YOUR 
VISION”. EYE OPTICS, INC., DBA EYE+TECH, (U.S. 
CL. 100). SN 516,357. PUB. 10-15-1985. FILED 1-7-1985. 
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1,377,686. AMERICAN OVERHEAD DOOR, INC. AND 
DESIGN. AMERICAN OVERHEAD DOOR, INC., (U.S. 
CL. 101). SN 516,465. PUB. 10-15-1985. FILED 1-7-1985. 

1,377,687. 20/20 VISION CENTERS. 20/20 ‘VISION CEN- 
TERS, INC., (U.S. CL. 100). SN 516,655. PUB. 10-15-1985. 
FILED 1-8-1985. 

1,377,688. PASS. HARCO CORPORATION, (U.S. CL. 100). 
SN 517,569. PUB. 10-15-1985. FILED 1-14-1985. 

1,377,689. MA MAISON. MA MAISON, INC., (U.S. CL. 100). 
SN 518,120. PUB. 10-15-1985. FILED 1-18-1985. 

1,377,690. MA MAISON AND DESIGN. MA MAISON, INC., 
(U.S. CL. 100). SN 518,122. PUB. 10-15-1985. FILED 
1-18-1985. 

1,377,691. O’MALLEY’S FLOWERS AND DESIGN. O’MAL- 
LEY’S FLOWERS, INC., (U.S. CL. 101). SN 519,098. PUB. 
10-15-1985. FILED 1-24-1985. 

1,377,692. RUSSELL’S BARBECUE. RUSSELL’S BARBE- 
CUE, INC., (U.S. CL. 100). SN 523,555. PUB. 10-15-1985. 
FILED 2-22-1985. 

1,377,693. U (STYLIZED). UNICOVER CORPORATION, 
THE, (U.S. CL. 101). SN 523,936. PUB. 10-15-1985. FILED 
2-25-1985. 

1,377,694. MISCELLANEOUS DESIGN. THORNTON COM- 
PUTER MANAGEMENT SYSTEMS, (U.S. CLS. 100 AND 
101). SN 524,698. PUB. 10-15-1985. FILED 3-1-1985. 

1,377,695. SUITE HEARTS. EMBASSY SUITES, INC., (U.S. 
CL. 100). SN 526,215. PUB. 10-15-1985. FILED 3-11-1985. 

1,377,696. DAVEY AND DESIGN. DAVEY TREE EXPERT 
COMPANY, THE, (U.S. CLS. 100 AND 103). SN 526,305. 
PUB. 10-15-1985. FILED 3-11-1985. 

1,377,697. FENCE CONSULTANTS AND DESIGN. FENCE 
CONSULTANTS, (U.S. CL. 100). SN 530,393. PUB. 
10-15-1985. FILED 4-3-1985. 

1,377,698. SURGENT CARE AND DESIGN. ARIZONA SUR- 
GENTCARE AMBULATORY SURGERY CENTER, LTD., 
(U.S. CL. 100). SN 531,924. PUB. 7-23-1985. FILED 
4-12-1985. 

1,377,699. MISCELLANEOUS DESIGN. BROWN, ARTHRA, 
DBA TREASURE HUT, (U.S. CL. 101). SN 532,057. PUB. 
10-15-1985. FILED 4-12-1985. 

1,377,700. ROOFMART AND DESIGN. ROOFMART INCOR- 
PORATED, DBA THE CINCINNATI ROOFING SUPPLY 
CO., (U.S. CL. 101). SN 532,124. PUB. 10-15-1985. FILED 
4-15-1985. 

1,377,701. BRAMBLE COLLECTION. INGLE, CRAIG G., 
DBA THOMAS BRAMBLE, (U.S. CL. 101). SN 533,939. 
PUB. 10-15-1985. FILED 4-24-1985. 

1,377,702. FRANKLIN’S FAST GRAPHICS AND DESIGN. 
FRANKLIN’S SYSTEMS, INC., (U.S. CL. 100). SN 534,500. 
PUB. 10-15-1985. FILED 4-29-1985. 

1,377,703. GENERATOR CITY. GENERATOR CITY, INC., 
(U.S. CL. 101). SN 536,622. PUB. 10-15-1985. FILED 
5-9-1985. 

1,377,704. L (STYLIZED) LUTHERAN MEDICAL 
CENTER, (U.S. CL. 100). SN 537,623. PUB. 10-15-1985. 
FILED 5-14-1985. 

1,377,705. SCUTTLEBUTTS. SCUTTLEBUTTS, (U.S. CL. 
100). SN 538,240. PUB. 10-15-1985. FILED 5-17-1985. 

1,377,706. HEALTH TODAY AND DESIGN. ADVENTIST 
HEALTH SYSTEM/SUNBELT, INC., DBA WALKER 
MEMORIAL HOSPITAL, (U.S. CL. 100). SN 538,588. PUB. 
10-15-1985. FILED 5-20-1985. 

1,377,707. K-TALK COMMUNICATIONS AND DESIGN. TRI- 
ANGLE MANAGEMENT ASSOCIATES, INC., DBA K- 
TALK COMMUNICATIONS, (U.S. CLS. 100 AND 101). SN 
538,653. PUB. 10-15-1985. FILED 5-20-1985. 

1,377,708. MISCELLANEOUS DESIGN, J & P RESOURCE, 
INC., (U.S. CLS. 101 AND 102). SN 539,655. PUB. 
10-15-1985. FILED 5-28-1985. 

1,377,709. TF (STYLIZED). P.E.J., INC., (U.S. CL. 100). SN 
539,698. PUB. 10-15-1985. FILED 5-28-1985. 

1,377,710. MISCELLANEOUS DESIGN. AKERMAN, ALEX- 
ANDER III, (U.S. CL. 100). SN 539,718. PUB. 10-15-1985. 
FILED 5-28-1985. 
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1,377,711. MISCELLANEOUS DESIGN. SOUTHFIELD, 
INC., (U.S. CL. 101). SN 540,422. PUB. 10-15-1985. FILED 
5-30-1985. 

1,377,712. SCARLETT O’HARA’S AND DESIGN. SUN 
SOUTH FOOD SYSTEMS, INC., (U.S. CL. 100). SN 540,752. 
PUB. 10-15-1985. FILED 5-31-1985. 

1,377,713.. FRESH ’N UP INC. NEWSSTAND MEDIA. FRESH 
’N UP INC., (U.S. CLS. 100 AND 101). SN 540,962. PUB. 
10-15-1985. FILED 6-3-1985. 

1,377,714. U-AUTO-DO-IT. NORTH AMERICAN TBA OF 
FLORIDA, INC., (U.S. CL. 101). SN 540,966. PUB. 
10-15-1985. FILED 6-3-1985. 

1,377,715. MISCELLANEOUS DESIGN. TELECO, INCOR- 
PORATED, (U.S. CL. 101). SN 540,978. PUB. 10-15-1985. 
FILED 6-3-1985. 

1,377,716. MISCELLANEOUS DESIGN. TELECO, INCOR- 
PORATED, (U.S. CL. 101). SN 540,979. PUB. 10-15-1985. 
FILED 6-3-1985. 

1,377,717._ ANDRE BELLINI. SHOE DISTRIBUTORS, INC., 
(U.S. CL. 101). SN 541,246. PUB. 10-15-1985. FILED 
6-4-1985. 

1,377,718. CHARLEY’S 517. RESTAURANT SPECIALTIES, 
INC., (U.S. CL. 100). SN 541,531. PUB. 10-15-1985. FILED 
6-6-1985. 

1,377,719. ORLEANS (STYLIZED). P.M. ENTERTAIN- 
MENT, INC., (U.S. CL. 100). SN 541,673. PUB. 10-15-1985. 
FILED 6-6-1985. 

1,377,720. D’ATRI SUBS ETC. AND DESIGN. D’ATRI, INC., 
(U.S. CL. 100). SN 541,699. PUB. 10-15-1985. FILED 
6-6-1985. 

1,377,721. MISCELLANEOUS DESIGN. HEDVA, BETH, 
DBA PSYCHIC HOTLINE, (U.S. CL. 100). SN 542,162. 
PUB. 10-15-1985. FILED 6-10-1985. 
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1,377,722. THE DOG GONE CORPORATION AND DESIGN. 
DOG GONE CORPORATION, THE, (U.S. CL. 100). SN 
542,673. PUB. 10-15-1985. FILED 6-12-1985. 

1,377,723. THE DOG GONE CORPORATION. DOG GONE 
CORPORATION, THE, (U.S. CL. 100). SN 542,674. PUB. 
10-15-1985. FILED 6-12-1985. 

1,377,724. A AMERICAN DENTAL CENTERS AND DESIGN. 
JULES V. LANE, P.C., (U.S. CL. 100). SN 542,735. PUB. 
10-15-1985. FILED 6-13-1985. 

1,377,725. O-OO SO SWEET. CEROTA, JILL, DBA 0-00 
SO SWEET, (U.S. CL. 101). SN 542,860. PUB. 10-15-1985. 
FILED 6-13-1985. 

1,377,726. MEDISERV. AMICUS, INC., (U.S. CL. 100). SN 
542,936. PUB. 10-15-1985. FILED 6-13-1985. 

1,377,727. VIDEOSECURE. VIDEOSECURE SYSTEMS, 
LTD., (U.S. CLS. 100 AND 107). SN 543,004. PUB. 
10-15-1985. FILED 6-14-1985. 

1,377,728. SAVE WAY BEAUTY SUPPLY AND DESIGN. 
WINDMERE CORPORATION, (U.S. CL. 101). SN 543,341. 
PUB. 10-15-1985. FILED 6-17-1985. ’ 

1,377,729. BROWN’S. BROWN & PORTILLO, INC., (U.S. 
CL. 100). SN 543,347. PUB. 10-15-1985. FILED 6-17-1985. 

1,377,730. NAPPS AND DESIGN. NATIONAL ASSOCIA- 
TION OF PROFESSIONAL PROCESS SERVERS, (U.S. 
CL. 100). SN 543,440. PUB. 10-15-1985. FILED 6-17-1985. 

1,377,731. GREENTECH (STYLIZED). GREENWAY SERV- 
ICES, INC., (U.S. CLS. 100 AND 103). SN 543,737. PUB. 
10-15-1985. FILED 6-18-1985. 

1,377,732. BZE (STYLIZED), BROWN-ZAMMIT-ENYEART 
ENGINEERING, INC., (U.S. CL. 100). SN 543,777. PUB. 
10-15-1985. FILED 6-19-1985. 





PRIOR UNITED STATES CLASSIFICATION 


COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 

1,377,132 (See Class 14 for this trademark). 

1,377,155 (See Class 16 for this trademark). 

1,377,733. TURTLE CLUB SAFETY AND DESIGN. TURTLE 
CLUB, THE, SN 485,808. PUB. 10-15-1985. FILED 
6-18-1984. 


CERTIFICATION MARKS 


CLASS A—GOODS 

1,377,734. THIS FAN APPROVED BY THE AMERICAN FAN 
RETAIL ASSOCIATION AND DESIGN. AMERICAN FAN 
RETAIL ASSOCIATION, INC., SN 500,186. PUB. 
10-15-1985. FILED 9-20-1984. 

1,377,735. LOGSPLITTER MANUFACTURERS ASSOCIATION 
MANUFACTURERS CERTIFICATION LMA AND DESIGN. 
LOGSPLITTER MANUFACTURERS ASSOCIATION, SN 
512,954. PUB. 10-15-1985. FILED 12-10-1984. 





SUPPLEMENTAL REGISTER 
These registrations are not subject to opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


1,377,736. HEURTEY INDUSTRIES, PARIS, FRANCE. SN 
250,589. FILED P.R. 2-19-1980; AM. S.R. 5-10-1985. 


HEURTEY 


FRANCE REG. NO. 888533, DATED 
1239261, DATED 


OWNER OF 
11-8-1973, RENEWED AS REG. NO. 
6-3-1983, EXPIRES 6-3-1993. 


CLASS 7—MACHINERY 


FOR COMMERCIAL MACHINE TOOLS, NAMELY, 
LATHES, PLANES, AND DRILLING MACHINES; INTER- 
NAL COMBUSTION, DIESEL AND STEAM ENGINES 
NOT FOR LAND VEHICLES; INCUBATORS FOR POUL- 
TRY (U.S. CL. 23). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR OVENS, FURNACES, STOKERS, VENTILATORS 
FOR GAS CLEANING AND GAS REMOVAL, GAS BURN- 
ERS, AND OIL BURNERS (USS. CL. 34). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MANUFACTURER’S REPRESENTATIVE SERV- 
ICES FOR INDUSTRIAL AND COMMERCIAL BUSINESS- 
ES (U.S. CL. 101). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR CONSTRUCTION, REPAIR, AND INSTALLMENT 
OF HEATING, LIGHTING, COOKING EQUIPMENT (U.S. 
CL. 103). 


CLASS 40—MATERIAL TREATMENT 


FOR MATERIAL TREATMENT, ESPECIALLY ACTIVI- 
TIES AND SERVICES OF PHYSICAL AND/OR CHEMI- 
CAL TREATMENT OF NATURAL OR SYNTHETIC MIN- 
ERAL OR ORGANIC MATERIALS (U.S. CL. 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ENGINEERING DESIGN SERVICE IN THE IN- 
DUSTRIAL PLANT AND EQUIPMENT FIELDS (U.S. CL. 
100). 
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1,377,737. SYMBOLOGY INC., MINNETONKA, MN. SN 
457,861. FILED P.R. 12-20-1983; AM. S.R. 10-2-1985. 


SYMBOLOGY, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR BAR CODE INSPECTION AND MEASURING DE- 
VICES, NAMELY, MEASURING MICROSCOPES AND IN- 
SPECTION GAUGES (U.S. CL. 26). 

FIRST USE 3-17-1980; IN COMMERCE 3-17-1980. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PRINTING SERVICES, NAMELY, PRINTING UNI- 
VERSAL BAR CODES FOR THE PRODUCTS OF OTHERS 
(US. CL. 101). 

FIRST USE 3-17-1980; IN COMMERCE 3-17-1980. 


* * 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


1,377,738. WOOLREST INTERNATIONAL ~— LIMITED, 
HAMILTON, NEW ZEALAND. SN 468,067. FILED P.R. 
3-1-1984; AM. S.R. 9-26-1985. 


WOOLCARE 


FOR CLEANING PREPARATIONS FOR WOOL GAR- 
MENTS AND FABRICS (U.S. CL. 52). 
FIRST USE 11-1-1983; INCOMMERCE 1-1-1984. 


CLASS 5—PHARMACEUTICALS 


1,377,739. AMERICAN CYANAMID COMPANY, WAYNE, 
NJ. SN 465,195. FILED P.R. 2-10-1984; AM. S.R. 4-19-1985. 


NATURE’S MOST 
CONCENTRATED FORM OF 
CALCIUM 


FOR DIETARY SUPPLEMENTS, NAMELY VITAMIN 
AND MINERAL PREPARATIONS (U.S. CL. 18). 
FIRST USE 10-14-1983; IN COMMERCE 10-14-1983. 


1,377,740. NATURE’S HERBS, INC., OREM, UT. SN 487,596. 
FILED P.R. 6-29-1984; AM. S.R. 11-12-1985. 


NATURAL MEDICINES 
CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATURAL MEDICINES”, APART FROM THE 
MARK AS SHOWN. 

FOR VITAMINS AND DIETARY FOOD SUPPLEMENTS 


(U.S. CL. 18). 
FIRST USE 9-6-1983; IN COMMERCE 9-6-1983. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


1,377,741. RIO GRANDE ALBUQUERQUE, INC., ALBU- 
QUERQUE, NM. SN 459,695. FILED P.R. 1-5-1984; AM. 
S.R. 9-9-1985. 


SONIC-MILL 
ALBUQUERQUE 


FOR ULTRASONIC IMPACT GRINDERS AND ULTRA- 
SONIC ROTARY GRINDERS FOR USE IN CUTTING OF 
FRIABLE MATERIALS (U.S. CL. 21). 

FIRST USE 1-0-1981; IN COMMERCE 7-0-1981. 


1,377,742. TOSHIBA AMERICA, INC., TUSTIN, CA. SN 
515,619. FILED P.R. 12-28-1984; AM. S.R. 10-11-1985. 


THRE 
IN- ONE 


FOR COMPUTER PERIPHERAL EQUIPMENT 
NAMELY PRINTERS (U.S. CL. 26). 
FIRST USE 9-10-1984; IN COMMERCE 9-10-1984. 


T™ 149 





T™ 150 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


1,377,743. INTERACTIVE STRUCTURES, INC., BALA 
CYNWYD, PA. SN 395,808. FILED P.R. 9-30-1982; AM. 
S.R. 10-22-1985. 


SUPER FONT 


FOR TYPEFACE FONTS STORED ON MAGNETIC 
MEDIA (U.S. CLS. 14 AND 38). 
FIRST USE 6-0-1981; IN COMMERCE 6-0-1981. 


1,377,744. DUNVEGAN ASSOC., INC., NEW YORK, NY. 
SN 516,855. FILED P.R. 1-9-1985; AM. S.R. 9-26-1985. 


THE BLOCK TRADER 


FOR INVESTMENT NEWSLETTER (U.S. CL. 38). 
FIRST USE 9-3-1982; IN COMMERCE 11-15-1982. 


CLASS 17—RUBBER GOODS 


1,377,745. DEMERT & DOUGHERTY, INC., OAK BROOK, 
IL. SN 412,042. FILED P.R. 2-3-1983; AM. S.R. 9-16-1985. 


QWIK FIX 


FOR TIRE SEALING COMPOUND (U.S. CL. 6). 
FIRST USE 10-20-1982; INCOMMERCE 10-20-1982. 


1,377,746. MGW MANUFACTURING CORPORATION, BO- 
HEMIA, NY. SN 505,998. FILED P.R. 10-29-1984; AM. S.R. 
10-31-1985. 


| ITERATIONAL | 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GASKET AND SEAL SET”, APART FROM THE 
MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLORS BLUE AND 


RED. 
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CLASS 17—(Continued). 


FOR GASKETS AND SEALS (USS. CL. 35). 
FIRST USE 10-15-1984; IN COMMERCE 10-15-1984. 


1,377,747. BRITE-LINE CORPORATION, WEST ROX- 
BURY, MA. SN 510,098. FILED P.R. 11-23-1984; AM. S.R. 
10-18-1985. 


BRITE-LINE 


FOR PRESSURE SENSITIVE ADHESIVE HIGHWAY 
MARKER STRIPS (U.S. CL. 5). 
FIRST USE 4-30-1980; IN COMMERCE 10-11-1984. 


CLASS 30—STAPLE FOODS 


1,377,748. LAMOTTA, RICHARD E., GRANDVIEW, NY. 
SN 492,662. FILED P.R. 7-30-1984; AM. S.R. 9-10-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ICE CREAM” AND “CANDY BAR”, APART FROM 
THE MARK AS SHOWN. 

FOR FROZEN CONFECTION CONSISTING OF ICE 
CREAM, CHOCOLATE, CARAMEL, AND NUTS (U.S. CL. 
46). 

FIRST USE 7-5-1984; IN COMMERCE 7-5-1984. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


1,377,749. LIFE FORCE FOODS, INC., BOULDER, CO. SN 
411,461. FILED P.R. 1-31-1983; AM. S.R. 10-29-1984. 


SPICY SPROUTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPROUTS”, APART FROM THE MARK AS SHOWN. 
FOR UNCOOKED SPROUTED SEEDS FOR USE AS 
FOOD INCLUDING CLOVER SPROUTS, RADISH 
SPROUTS AND MIXTURES THEREOF (U.S. CL. 46). 
FIRST USE 7-20-1981; IN COMMERCE 7-20-1981. 
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SERVICE MARKS 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


1,377,750. HEALTHCHECK, INCORPORATED, DALLAS, 
TX. SN 500,187. FILED P.R. 9-20-1984; AM. S.R. 
10-31-1985. 


= bal heck 


FOR EDUCATIONAL SERVICES, NAMELY CONDUCT- 
ING SEMINARS, WORK SHOPS AND CLASSES RELAT- 
ED TO HEALTH, NUTRITION AND EXERCISE (U.S. CL. 
100). 

FIRST USE 8-25-1983; IN COMMERCE 1-5-1984. 





TRADEMARK REGISTRATIONS RENEWED 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


45,411. 


47,375. 


48,763. 
48,874. 
48,877. 
48,885. 
48,891. 
199,045. 
203,945. 
204,398. 
205,776. 
208,464. 
209,836. 
412,668. 
413,686. 
417,157. 
417,553. 
418,761. 


745,320. 
774,871. 


775,506. 
780,056. 
780,470. 
780,500. 
782,107. 


782,887. 


783,134. 


784,950. 
786,082. 


786,893. 


MISCELLANEOUS DESIGN. U.S. CL. 36. (INT. 
CL. 15). REG. 8-15-1905. 

“THE RECOLLECTION OF QUALITY RE- 
MAINS LONG AFTER THE PRICE IS FOR 
GOTTEN.” (STYLIZED). U.S. CL. 23. (INT. 
CL. 8). REG. 10-31-1905. 

MISCELLANEOUS DESIGN. U.S. CL. 37. (INT. 
CL. 28). REG. 1-9-1906. 

RAMBLER (STYLIZED). U.S. CL. 22. (INT. CL. 
16). REG. 1-16-1906. 

ALADDIN. U.S. CL. 22. (INT. CL. 16). REG. 
1-16-1906. 

APOLLO. U.S. CL. 22. (INT. CL. 28). REG. 
1-16-1906. 

BICYCLE. U.S. CL. 22. (INT. CL. 28). REG. 
1-16-1906. 

COUNTRY DRY (STYLIZED). U.S. CL. 45. (INT. 
CL. 32). REG. 6-2-1925. 

KREMENTZ (STYLIZED). U.S. CL. 28. (INT. CL. 
14). REG. 9-29-1925. 

DUCO (STYLIZED). U.S. CL. 16. (INT. CL. 2). 
REG. 10-20-1925. 

GHIRARDELLI. USS. CL. 46. (INT. CL. 30). REG. 
11-17-1925. 

BURNETT'S. U.S. CL. 46. (INT. CL. 30). REG. 
2-2-1926. 

BELLE OF PIRU (STYLIZED). U.S. CL. 46. (INT. 
CL. 31). REG. 3-2-1926. 

GOLD BOND (STYLIZED). U.S. CL. 12. (INT. 
CL. 19). REG. 3-20-1945. 

EMULSEPT (STYLIZED). U.S. CL. 4. (INT. CL. 
3). REG. 5-8-1945. 

MONITOR. U.S. CL. 21. (INT. CL. 7). REG. 
10-16-1945. 

BADGER (STYLIZED). U.S. CL. 26. (INT. CL. 9). 
REG. 10-30-1945. 

COWBELL. U.S. CL. 22. (INT. CL. 28). REG. 
1-8-1946. 

A &T. US. CL. 16. (INT. CL. 3). REG. 2-19-1963. 

G AND DESIGN. USS. CL. 19. (INT. CL. 12). REG. 
8-11-1964. 

WINTER HILL. U.S. CL. 46. (INT. CLS. 29 AND 
32). REG. 8-18-1964. 

SIA SKI INDUSTRIES AMERICA AND DESIGN. 
U.S. CL. 200. REG. 11-10-1964. 

MISCELLANEOUS DESIGN. U.S. CL. 22. (INT. 
CL. 28). REG. 11-17-1964. 

RED PANTHER. U.S. CL. 6. (INT. CL. 5). REG. 
11-24-1964. 

MISCELLANEOUS DESIGN. U.S. CL. 38. (INT. 
CL. 16). REG. 12-22-1964. 

CATERING INDUSTRY EMPLOYEE (STYL- 
IZED). U.S. CL. 38. (INT. CL. 16). REG. 
1-5-1965. 

KDK AND DESIGN. U.S. CL. 21. (INT. CL. 11). 
REG. 1-12-1965. 

EVOKE. U.S. CL. 51. (INT. CL. 3). REG. 2-9-1965. 

DAN-PRESS. U.S. CL. 42. (INT. CL. 24). REG. 
3-2-1965. 

DARLENE AND DESIGN. U.S. CL. 46. (INT. CL. 
30). REG. 3-16-1965. 
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787,033. 
788,399. 
789,009. 


789,155. 


789,435. 
789,525. 
789,583. 


790,159. 


790,260. 
790,967. 
791,272. 
791,644. 
791,857. 
793,038. 
793,814. 
793,964. 


794,196. 
794,250. 


794,452. 
794,501. 
795,394. 
795,530. 
795,882. 
796,222. 
796,264. 


796,349. 


796,442. 


796,483. 


796,485. 


PARALINED. U.S. CL. 13. (INT. CL. 6). REG. 


3-23-1965. 

SPOT-LITE. U.S. CL. 
4-20-1965. 

ZAMBONI. U.S. CL. 23. (INT. CL. 7). 
5-4-1965. 

STATESMAN INSURANCE COMPANY 
DESIGN. U.S. CL. 102. (INT. CL. 36). 
5-4-1965. 

“HEART OF THE MAPLES” AND DESIGN. U.S. 
CL. 46. (INT. CL. 30). REG. 5-11-1965. 

MIRACLE BAKE. U.S. CL. 2. (INT. CL. 6). REG. 
5-18-1965. 

FEVAC. US. CL. 
5-18-1965. 

MISCELLANEOUS DESIGN. U.S. CLS. 1, 13, 21, 23, 
26, 34 AND 35. (INT. CLS. 1, 6, 7, 9, 11 AND 20). 
REG. 6-1-65. 

PEAKLITE. U.S. CL. 21. (INT. CL. 11). REG. 
6-1-1965. 

QUENSUR. U.S. CL. 21. (INT. CL. 9). REG. 
6-15-1965. 

TWINSUL. U.S. CL. 
6-22-1965. 

TIMBERWELD MFG. AND DESIGN. U.S. CL. 12. 
(INT. CL. 19). REG. 6-29-1965. 

TRIAD. U.S. CL. 37. (INT. CL. 
6-29-1965. 

ORTEX. U.S. CL. 50. (INT. CL. 27). REG. 
7-20-1965. 

MISCELLANEOUS DESIGN. U.S. CL. 102. (INT. 
CL. 36). REG. 8-3-1965. 

SPRAYMAT. U.S. CL. 21. (INT. CL. 9). REG. 
8-10-1965. 

NPC. U.S. CL. 101. (INT. CL. 35). REG. 8-10-1965. 

HERCOPRIME. INT. CL. 1. (U.S. CL. 1). REG. 
8-17-1965. 

HONEY DO 8" ’MINDER (STYLIZED). U.S. CL. 
37. (INT. CL. 16). REG. 8-17-1965. 

SIM-CARE. U.S. CL. 44. (INT. CL. 
8-17-1965. 

SUREFIRE. U... 
9-7-1965. 

KNITTING NANCY. U.S. CL. 22. (INT. CL. 28). 
REG. 9-7-1965. 

ALL-ANGLE. U.S. CL. 13. (INT. CL. 7). REG. 
9-14-1965. 


WONDERSEAL. U.S. CL. 6. (INT. CL. 1). REG. 
9-21-1965. 


THRUST-BACK COLLAR. U.S. CL. 13. (INT. CL. 
6). REG. 9-21-1965. 


CALDURA. USS. CLS. 24, 42 AND 43. (INT. CLS. 23 
AND 24). REG. 9-21-65. 


SOMBODY. U.S. CL. 39. (INT. CL. 25). REG. 
9-21-1965. 


TAHITIAN TREAT. U.S. CL. 45. (INT. CL. 32). 
REG. 9-21-1965. 


SO COOL. U.S. CL. 45. (INT. CL. 32). REG. 
9-21-1965. 


16. (INT. CL. 2). REG. 
REG. 


AND 
REG. 


18. (INT. CL. 5). REG. 


12. (INT. CL. 19). REG. 


16). REG. 


10). REG. 


CL. 5. (INT. CL. 1). REG. 
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796,486. 
796,504. 
796,722. 
796,740. 
796,804. 
796,868. 
796,992. 
797,101. 
797,343. 
797,388. 
797,543. 
797,613. 
797,694. 
797,810. 
797,899. 
797,932. 
798,325. 


798,384. 
798,861. 


SLIMIT. U.S. CL. 45. (INT. CL. 32). REG. 


9-21-1965. 


SUN-GROWN AND DESIGN. U.S. CL. 46. (INT. 


CL. 31). REG. 9-21-1965. 


VEECO AND DESIGN. U.S. CL. 26. (INT. CL. 9). 


REG. 9-28-1965. 


HP 100. U.S. CL. 31. 
9-28-1965. 


(INT. CL. 


TEXSPAND. U.S. CL. 42. (INT. CL. 24). REG. 


9-28-1965. 


P & T FOUNDED 1840 AND DESIGN. U.S. CL. 


49. (INT. CL. 33). REG. 9-28-1965. 


CROWLOK. U.S. CL. 5. (INT. CL. 
10-5-1965. 


OECO AND DESIGN. U.S. CL. 21. (INT. CL. 9). 


REG. 10-5-1965. 


TOPCO. U.S. CL. 46. (INT. CL. 31). REG. 


10-5-1965. 


VULKARESEN. INT. CL. 1. (U.S. CL. 1). REG. 


10-12-1965. 


BLO-BUBBLE. U.S. CL. 46. (INT. CL. 30). REG. 


10-12-1965. 


GUEST OF HONOR. U.S. CL. 100. (INT. CL. 36). 


REG. 10-12-1965. 


ML 365. U.S. CL. 
10-19-1965. 


PARK SHERMAN. U.S. CL. 37. (INT. CL. 16). 


REG. 10-19-1965. 


SURGI-BAC. U.S. CL. 52. (INT. CL. 5). REG. 


10-19-1965. 


NEVOXY. INT. CL. 1. 
10-26-1965. 


(U.S. CL. 


MEDALIST. U.S. CL. 21. (INT. CL. 9). REG. 


11-2-1965. 


4-X. U.S. CL. 26. (INT. CL. 9). REG. 11-2-1965. 
TREE TOP (STYLIZED). U.S. CL. 46. (INT. CL. 


32). REG. 11-16-1965. 


11). REG. 


16). REG. 


15. (INT. CL. 4). REG. 


1). REG. 
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798,929. 
799,741. 
800,037. 
800,331. 
800,672. 
800,866. 
800,879. 
801,072. 
801,488. 
801,976. 
802,100. 
802,144. 
802,376. 


802,678. 
803,311. 


803,506. 
803,684. 
804,025. 


804,748. 
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ATLANTIS LODGE INC AND DESIGN. US. CL. 
100. (INT. CL. 42). REG. 11-16-1965. 

AZULFIDINE EN-TABS (STYLIZED). U.S. CL. 
18. (INT. CL. 5). REG. 12-7-1965. 

ALLEGHENY. U.S. CL. 105. (INT. CL. 39). REG. 
12-7-1965. 

CHROMAGRAM. USS. CL. 26. (INT. CL. 9). REG. 
12-14-1965. 

TOPCO. U.S. CL. 31. 
12-21-1965. 

PELLVIT. U.S. CL. 6. (INT. CL. 
12-28-1965. 

TOPCO. US. CL. 7. (INT. CL. 26). 
12-28-1965. 

TR.3 AND DESIGN. U.S. CL. 52. (INT. CL. 3). 
REG. 12-28-1965. 


HIL-MAID (STYLIZED). U.S. CL. 52. (INT. CL. 
3). REG. 1-4-1966. 


SWEETHEART. U.S. CL. 46. (INT. CL. 29). REG. 
1-11-1966. 

TRED-GARD. U.S. CL. 13. (INT. CL. 20). REG. 
1-18-1966. 

TELELITE. U.S. CL. 21. (INT. CL. 9). REG. 
1-18-1966. 

MISCELLANEOUS DESIGN. U.S. CL. 49. (INT. 
CL. 33). REG. 1-18-1966. 

AJS. U.S. CL. 26. (INT. CL. 9). REG. 1-25-1966. 

FLEET FARM AND DESIGN. US. CL. 6. (INT. 
CL. 5). REG. 2-8-1966. 

WESTERN AND DESIGN. U.S. CL. 46. (INT. CL. 
29). REG. 2-8-1966. 

ASTRO-LITE AND DESIGN. U.S. CL. 21 ONLY. 
(INT. CL. 9). REG. 2-15-1966. 

MR. CHRISTMAS. U.S. CL. 50. (INT. CL. 28). 
REG. 2-15-1966. 

NORTHRIDGE. U.S. CL. 39. (INT. CL. 25). REG. 
3-1-1966. 


(INT. CL. 11). REG. 
1). REG. 


REG. 
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1,119,023. 
1,119,024. 


1,119,029. 
1,119,031. 
1,119,034. 


1,119,035. 


1,119,039. 
1,119,041. 
1,119,043. 


1,119,045. 
1,119,047. 
1,119,050. 
1,119,051. 


1,119,053. 


1,119,054. 
1,119,058. 


1,119,060. 
1,119,062. 
1,119,063. 
1,119,068. 
1,119,069. 
1,119,071. 
1,119,072. 


1,119,078. 
1,119,081. 


1,119,083. 
1,119,087. 


1,119,101. 
1,119,105. 
1,119,108. 


1,119,112. 


1,119,113. 
1,119,115. 


1,119,116. 
1,119,117. 
1,119,119. 
1,119,122. 
. IJ INSTA JUICE AND DESIGN. INT. CL. 9. REG. 


1,119,128 


‘SECTION 8 


TETRA AND DESIGN. INT. CLS. 1, 5 AND 31. 
REG. 5-29-1979. 

MISCELLANEOUS DESIGN. INT. CL. 1. REG. 
5-29-1979. 

EGGS-PEL. INT. CL. 1. REG. 5-29-1979. 

HEWCO. INT. CL. 2. REG. 5-29-1979. 

KLARA KLUCKER. INT. CLS. 2 AND 28. REG. 
5-29-1979. 


ELWOOD EGG. INT. CLS. 2 AND 28. REG. 
5-29-1979. 


GRIT’N BEAR IT. INT. CL. 2. REG. 5-29-1979. 
PYROPRINT. INT. CL. 2. REG. 5-29-1979. 


POTION PARLOR (STYLIZED). INT. CLS. 3 
AND 42. REG. 5-29-1979. 


HEIDI. INT. CL. 3. REG. 5-29-1979. 
LUMINA. INT. CL. 3. REG. 5-29-1979. 
AVON HAYRIDE. INT. CL. 3. REG. 5-29-1979. 


TROPICAL PARADISE. INT. CL. 3. REG. 
5-29-1979. 


CALIFORNIA BLONDE. 
5-29-1979. 


FLORR-GRRIPP. INT. CL. 4. REG. 5-29-1979. 


THE CROWN OF QUALITY AND DESIGN. INT. 
CL. 5. REG. 5-29-1979. 


ODOR HATER. INT. CL. 5. REG. 5-29-1979. 
Q-VON. INT. CL. 5. REG. 5-29-1979. 

NACAP. INT. CL. 5. REG. 5-29-1979. 

DIUMET. INT. CL. 5. REG. 5-29-1979. 

WARMTH PLUS. INT. CL. 5. REG. 5-29-1979. 
SWEET REVENGE. INT. CL. 5. REG. 5-29-1979. 


LEMOTUSSIN PLAIN. INT. CL. 5. REG. 
5-29-1979. 


MISCELLANEOUS DESIGN. INT. CL. 5. REG. 
5-29-1979. 

DERMA + SOFT (STYLIZED). INT. CL. 5. REG. 
5-29-1979. 

HOLLANDVAX. INT. CL. 5. REG. 5-29-1979. 


THE POCKET DRUGSTORE (STYLIZED). INT. 
CL. 5. REG. 5-29-1979. 


ALBA. INT. CL. 6. REG. 5-29-1979. 
CB. INT. CL. 7. REG. 5-29-1979. 


OKAL AND DESIGN. INT. CLS. 7 AND 19. REG. 
5-29-1979. 


MONITOR (STYLIZED). 
5-29-1979. 


RAND-BRIGHT. INT. CL. 7. REG. 5-29-1979. 

MANLEY BLADE AND DESIGN. INT. CL. 8. 
REG. 5-29-1979. 

PRO FLEX. INT. CL. 8. REG. 5-29-1979. 

PLANT PLUCKER. INT. CL. 8. REG. 5-29-1979. 

HAND-TASTIC. INT. CL. 8. REG. 5-29-1979. 

VIDEOCART. INT. CL. 9. REG. 5-29-1979. 


INT. CL. 3. REG. 


INT. CL. 7. REG. 


5-29-1979. 


1,119,135. 
1,119,136. 
1,119,137. 
1,119,138. 
1,119,139. 


1,119,142. 
1,119,143. 
1,119,144. 
1,119,145. 


1,119,147. 


1,119,148. 
1,119,150. 
1,119,151. 
1,119,153. 
1,119,154. 
1,119,155. 
1,119,160. 
1,119,162. 


1,119,163. 


1,119,164. 
1,119,165. 
1,119,167. 
1,119,170. 
1,119,172. 
1,119,173. 
1,119,175. 


1,119,177. 
1,119,179. 
1,119,186. 
1,119,193. 
1,119,195. 


1,119,196. 
1,119,205. 


1,119,206. 
1,119,208. 
1,119,209. 


1,119,210. 


1,119,211. 
1,119,212. 


1,119,214. 


TORK. INT. CL. 9. REG. 5-29-1979. 
OGAR. INT. CL. 9. REG. 5-29-1979. 
ASTRIL. INT. CL. 9. REG. 5-29-1979. 
NANON. INT. CL. 9. REG. 5-29-1979. 


AXIAL III (STYLIZED). INT. CL. 9. REG. 
5-29-1979. 


CHEMALERT. INT. CL. 9. REG. 5-29-1979. 
WHEEL SQUEEL. INT. CL. 9. REG. 5-29-1979. 
PHANTOM. INT. CL. 9. REG. 5-29-1979. 


INDIAN HEAD AND DESIGN. INT. CLS. 9 AND 
17. REG. 5-29-1979. 


ZIFTAC (STYLIZED). 
5-29-1979. 


MULTISTAT. INT. CL. 9. REG. 5-29-1979. 
COFAMM. INT. CL. 9. REG. 5-29-1979. , 
NORMOG. INT. CL. 9. REG. 5-29-1979. 
C-TAB. INT. CL. 9. REG. 5-29-1979. 
EXPAK. INT. CL. 9. REG. 5-29-1979. 
MOCA. INT. CL. 9. REG. 5-29-1979. 
LOGOG. INT. CL. 9. REG. 5-29-1979. 


IREX AND DESIGN. INT. CL. 
5-29-1979. 


HENSON-KICKERNICK. INT. CLS. 10 AND 25. 
REG. 5-29-1979. 


TRIPORT-222. INT. CL. 10. REG. 5-29-1979. 
PRECIPETTOR. INT. CL. 10. REG. 5-29-1979. 
SAFETY MATE. INT. CL. 10. REG. 5-29-1979. 
LIMA. INT. CL. 10. REG. 5-29-1979. 

E AND DESIGN. INT. CL. 11. REG. 5-29-1979. 
ENERTHERM. INT. CL. 11. REG. 5-29-1979. 


NATURAL RESOURCES GENERATION. INT. 
CL. 11. REG. 5-29-1979. 


ARTICO D AND DESIGN. INT. CL. 11. REG. 
5-29-1979. 


KANGAROO AND DESIGN. INT. CL. 11. REG. 
5-29-1979. 


FRIGI FOUNT AND DESIGN. INT. CL. 11. REG. 
5-29-1979. 


JUVENILE PRODUCTS MANUFACTURERS 
ASSOC AND DESIGN. INT. CLS. 12 AND 20. 
REG. 5-29-1979. 


JOY STICK. INT. CL. 12. REG. 5-29-1979. 
SEA WIND. INT. CL. 12. REG. 5-29-1979. 


MISCELLANEOUS DESIGN. INT. CL. 14. REG. 
5-29-1979. 


SHELBY. INT. CL. 14. REG. 5-29-1979. 
DORAL. INT. CL. 14. REG. 5-29-1979. 


PJM P J M AND DESIGN. INT. CL. 14. REG. 
5-29-1979. 


BORN AGAIN (STYLIZED). INT. CL. 14. REG. 
5-29-1979. 


MACKS. INT. CL. 15. REG. 5-29-1979. 


MARLBORO SOUND WORKS. INT. CL. 15. REG. 
5-29-1979. 


GENIE. INT. CL. 15. REG. 5-29-1979. 


INT. CL. 9. REG. 


10. REG. 
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1,119,215. 
1,119,218. 


1,119,220. 


1,119,221. 
1,119,222. 


1,119,223. 


1,119,226. 
1,119,227. 


1,119,232. 


1,119,233. 
1,119,235. 
1,119,236. 


1,119,241. 


1,119,243. 


1,119,247, 
1,119,249. 
1,119,250. 
1,119,252. 


1,119,253. 


1,119,254. 
1,119,255. 
1,119,256. 


1,119,260. 
1,119,263. 


1,119,264. 
1,119,268. 


1,119,269. 
1,119,270. 


1,119,271. 


1,119,272. 
1,119,273. 
1,119,275. 
1,119,277. 
1,119,280. 
1,119,282. 


1,119,284. 
1,119,286. 


1,119,287. 
1,119,289. 
1,119,290. 


1,119,294. 


1,119,295. 
1,119,297. 
1,119,298. 


1,119,299. 


MAGIC GENIE. INT. CL. 15. REG. 5-29-1979. 


SOAP OPERA DIGEST. INT. CL. 16. REG. 
5-29-1979. 


PLAYPATH PLAY AND LEARNING. INT. CL. 
16. REG. 5-29-1979. 


TAST-EX. INT. CL. 16. REG. 5-29-1979. 


KEEPING UP WITH YOUTH. INT. CL. 16. REG. 
5-29-1979. 


WALTER SCOTT’S PERSONALITY PARADE. 
INT. CL. 16. REG. 5-29-1979. 


H H AND DESIGN. INT. CL. 16. REG. 5-29-1979. 


MISCELLANEOUS DESIGN. INT. CLS. 16 AND 
42. REG. 5-29-1979. 


THE WORLD OF AMWAY (STYLIZED). INT. 
CL. 16. REG. 5-29-1979. 


INSIDE SBI. INT. CL. 16. REG. 5-29-1979. 
A LIFE OF EASE. INT. CL. 16. REG. 5-29-1979. 


PHOTO MANIA (STYLIZED). INT. CLS. 16 AND 
42. REG. 5-29-1979. 


TRANSPORT TOPICS NATIONAL NEWSPAPER 
OF THE MOTOR (STYLIZED). INT. CL. 16. 
REG. 5-29-1979. 


KNOW YOUR ANTIQUES. INT. CL. 16. REG. 
5-29-1979. 


ROLLERWALL. INT. CL. 16. REG. 5-29-1979. 
SIP AND DESIGN. INT. CL. 16. REG. 5-29-1979. 
MAGIC ART. INT. CL. 16. REG. 5-29-1979. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
5-29-1979. 


BAS REPORTS (STYLIZED). INT. CL. 16. REG. 
5-29-1979. 


MULTI-MAILER. INT. CL. 16. REG. 5-29-1979. 

BIND-DEZINE. INT. CL. 16. REG. 5-29-1979. 

NYLEX N AND DESIGN. INT. CLS. 17 AND 24. 
REG. 5-29-1979. 

UNDERPOOL. INT. CL. 17. REG. 5-29-1979. 


STARBUCK. INT. CLS. 18 AND 25. 
5-29-1979. 


THE SEEING EYE BAG. INT. CL. 
5-29-1979. 


DURAFLEX DURA FLEX (STYLIZED). INT. 
CL. 19. REG. 5-29-1979. 


SHUTTER SHIELD. INT. CL. 19. REG. 5-29-1979. 


MISCELLANEOUS DESIGN. INT. CL. 19. REG. 
5-29-1979. 


SOLAIR AND DESIGN. 
5-29-1979. 


PACIFICA. INT. CL. 19. REG. 5-29-1979. 
CORRULITE. INT. CL. 19. REG. 5-29-1979. 
CELMAC. INT. CL. 19. REG. 5-29-1979. 
CARACTERE. INT. CL. 19. REG. 5-29-1979. 
ACCENTO CRAFT. INT. CL. 20. REG. 5-29-1979. 


MISCELLANEOUS DESIGN. INT. CL. 20. REG. 
5-29-1979. 


RITE-FOAM. INT. CL. 20. REG. 5-29-1979. 


GREENHOUSE CONE. INT. CL. 20. REG. 
5-29-1979. 


HAT PILLOWS. INT. CL. 20. REG. 5-29-1979. 
TURNOVER. INT. CL. 20. REG. 5-29-1979. 


MISCELLANEOUS DESIGN. INT. CL. 21. REG. 
5-29-1979. 


ROYAL STAFFORD CHINA. INT. CL. 21. REG. 
$-29-1979. 


NICESILK. INT. CL. 21. REG. 5-29-1979. 

SPORTS-BRELLA. INT. CL. 22. REG. 5-29-1979. 

MACRA WORLD (STYLIZED). INT. CL. 22. 
REG. 5-29-1979. 

SUNGARD (STYLIZED). INT. CL. 22. REG. 
5-29-1979. 


REG. 


18. REG. 


INT. CL. 19. REG. 
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1,119,300. 
1,119,302. 
1,119,303. 
1,119,304. 


1,119,306. 
1,119,308. 
1,119,309. 


1,119,310. 
1,119,312. 
1,119,314. 
1,119,315. 
1,119,316. 


1,119,317. 
1,119,318. 


1,119,321. 
1,119,322. 
1,119,323. 
1,119,324. 


1,119,325. 
1,119,326. 
1,119,328. 


1,119,329. 
1,119,330. 
1,119,331. 
1,119,332. 
1,119,333. 


1,119,337. 
1,119,340. 
1,119,342. 
1,119,343. 
1,119,344. 
1,119,346. 


1,119,348. 
1,119,349. 


1,119,352. 
1,119,353. 
1,119,354. 


1,119,355. 
1,119,359. 


1,119,362. 
1,119,363. 


1,119,365. 
1,119,366. 
1,119,370. 


1,119,371. 
1,119,372. 


1,119,374. 
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SAV-A-RAY. INT. CL. 22. REG. 5-29-1979. 
MOUNTAIN MAN. INT. CL. 22. REG. 5-29-1979. 
CONOCHEESE. INT. CL. 22. REG. 5-29-1979. 


WEAVING WORLD. INT. CL. 23. REG. 
5-29-1979. 


HOLLY HOBBIE. INT. CL. 24. REG. 5-29-1979. 
MARIPOSA. INT. CL. 24. REG. 5-29-1979. 


CENTA-SET (STYLIZED). INT. CL. 24. REG. 
5-29-1979. 


LUSTRE GLO. INT. CL. 24. REG. 5-29-1979. 

JD AND DESIGN. INT. CL. 24. REG. 5-29-1979. 
ARTISTRY. INT. CL. 24. REG. 5-29-1979. 
BROOKDALE. INT. CL. 25. REG. 5-29-1979. 


BIELLA 3ERTOMODES AND DESIGN. INT. 
CL. 25. REG. 5-29-1979. 


PLAINS JEANS. INT. CL. 25. REG. 5-29-1979. 


WHITE HOUSE JEANS. INT. CL. 25. REG. 
5-29-1979. 


SUPERVEST. INT. CL. 25. REG. 5-29-1979. 
“DIMINISH”. INT. CL. 25. REG. 5-29-1979. 
NEW ERA. INT. CL. 25. REG. 5-29-1979. 


MIRACLE STRETCH (STYLIZED). INT. CL. 25. 
REG. 5-29-1979. 


FELS (STYLIZED). INT. CL. 25. REG. 5-29-1979. 
LINN CALLAHAN. INT. CL. 25. REG. 5-29-1979. 


COMFORT WHERE IT COUNTS. INT. CL. 25. 
REG. 5-29-1979. 


FEDS. INT. CL. 25. REG. 5-29-1979. 
TERRI-SHEEN. INT. CL. 25. REG. 5-29-1979. 
FQOTD. INT. CL. 25. REG. 5-29-1979. 
HANG TEEN. INT. CL. 25. REG. 5-29-1979. 


SPECIAL T’S (STYLIZED). INT. CL. 25. REG. 
5-29-1979. 


SEASCAPE. INT. CL. 25. REG. 5-29-1979. 

FOUR PENNIES. INT. CL. 25. REG. 5-29-1979. 
ESTRELLA. INT. CL. 28. REG. 5-29-1979. 

SIMS PURE JUICE. INT. CL. 28. REG. 5-29-1979. 
MR. V’S. INT. CL. 28. REG. 5-29-1979. 


A VERY CLOSE GAME. INT. CL. 28. REG. 
5-29-1979. 


FUN FACE. INT. CL. 28. REG. 5-29-1979. 


OSOBO (STYLIZED). INT. CL. 28. 
5-29-1979. 


THE WHEEL AWAY. 
5-29-1979. 


STAR BIRD COMMAND BASE. INT. CL. 28. 
REG. 5-29-1979. 


SANTA PAT (STYLIZED). INT. CL. 28. REG. 
5-29-1979. 


PEARLIES. INT. CL. 28. REG. 5-29-1979. 


FUNDS-A-SNACKIN’. INT. CL. 29. 
5-29-1979. 


ROAD BUSTER. INT. CL. 29. REG. 5-29-1979. 


L LONGMONT (STYLIZED). INT. CL. 29. REG. 
5-29-1979. 


PACIFIC STAR. INT. CL. 29. REG. 5-29-1979. 
MRS. O’S. INT. CL. 29. REG. 5-29-1979. 


KITCHEN FRESH (STYLIZED). INT. CL. 30. 
REG. 5-29-1979. 


SUB CHASERS. INT. CL. 30. REG. 5-29-1979. 


LYN-DE SYRUP. INT. CLS. 30 AND 32. REG. 
5-29-1979. 

PEPPERATOE AND DESIGN. INT. CL. 31. REG. 
5-29-1979. 


REG. 


INT. CL. 28. REG. 


REG. 


1,119,376. W C GARDEN FRESH AND DESIGN. INT. CL. 


31. REG. 5-29-1979. 
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1,119,377. 


1,119,380. 
1,119,381. 
1,119,387. 
1,119,388. 
1,119,390. 


1,119,393. 
1,119,395. 


1,119,398. 
1,119,399. 
1,119,401. 
1,119,402. 


1,119,403. 
1,119,406. 
1,119,407. 


1,119,411. 


1,119,414. 
1,119,415. 


1,119,416. 
1,119,417. 
1,119,419. 
1,119,421. 
1,119,426. 


1,119,431. 


MISS TEX AND DESIGN. INT. CL. 31. REG. 
5-29-1979. 

MR. GOLD. INT. CL. 31. REG. 5-29-1979. 

GOLD II. INT. CL. 31. REG. 5-29-1979. 

MOKATIKA. INT. CL. 33. REG. 5-29-1979. 

LES AMORELLES. INT. CL. 33. REG. 5-29-1979. 


MARTELL CORDON BLEU J&F MARTELL 
AND DESIGN. INT. CL. 33. REG. 5-29-1979. 


CMI AND DESIGN. INT. CL. 35. REG. 5-29-1979. 

QUANTUM CONCEPT PANEL. INT. CL. 35. 
REG. 5-29-1979. 

HI R AND DESIGN. INT. CL. 36. REG. 5-29-1979. 

HI R AND DESIGN. INT. CL. 36. REG. 5-29-1979. 

J AND DESIGN. INT. CL. 36. REG. 5-29-1979. 


KB PROPERTY MANAGEMENT AND DESIGN. 
INT. CL. 36. REG. 5-29-1979. 


BOUNCE-PROOF. INT. CL. 36. REG. 5-29-1979. 

TWC (STYLIZED). INT. CL. 37. REG. 5-29-1979. 

CHICKENFEED FARES. INT. CL. 39. REG. 
5-29-1979. 

OMNI-SPORTS AND DESIGN. INT: CL. 41. REG. 
5-29-1979. 

HNH (STYLIZED). INT. CL. 41. REG. 5-29-1979. 

MISCELLANEOUS DESIGN. INT. CL. 41. REG. 
5-29-1979. 

ACTUS. INT. CL. 42. REG. 5-29-1979. 

OLD STAGE. INT. CL. 42. REG. 5-29-1979. 

PHILEAS FOGG. INT. CL. 42. REG. 5-29-1979. 

VINES. INT. CL. 42. REG. 5-29-1979. 

BUSY BEE (STYLIZED). INT. CL. 42. REG. 
5-29-1979. 

JON JOLCIN (STYLIZED). U.S. CLS. 39 AND 100. 
REG. 5-29-1979. 
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1,119,434. 
1,119,436. 
1,119,438. 


1,119,440. 
1,119,442. 


1,119,443. 
1,119,444. 


1,119,445. 
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PERFECT PERM. INT. CL. 3. REG. 5-29-1979. 
AQUA COLOR. INT. CL. 16. REG. 5-29-1979. 


THE SUIT AND DESIGN. INT. CL. 25. REG. 
5-29-1979. 


LITE SLICE. INT. CL. 30. REG. 5-29-1979. 


TWIST AND DRINK. INT. CL. 32. 
5-29-1979. 


MELLOW. INT. CL. 34. REG. 5-29-1979. 
PROTECTED CHECKING AND DESIGN. INT. 
CL. 36. REG. 5-29-1979. 


FRESH NOT FROZEN. 
5-29-1979. 


REG. 


INT. CL. 42. REG. 


INADVERTENTLY ISSUED REGISTRATION 


1,263,141 


1,303,364. 


1,309,267. 


1,353,074. 


1,353,114. 


1,356,534. 


NUMBERS 


AP AND DESIGN. INT. CLS. 35 AND 38. REG. 
1-3-1984. RESTORED TO SN 306,725. 

FORMULA ESPECIAL PARA LA MUJER EXI- 
GENTE AND DESIGN. INT. CL. 3. REG. 
11-6-1984. RESTORED TO SN 409,427. 

LAND O LAKES. INT. CL. 31. REG. 12-11-1984. 
RESTORED TO SN 422,719. 

WING FLINGS. INT. CL. 29. REG. 8-6-1985. 
RESTORED TO SN 416,250. 


CHOCOLATE PHOTOS. AND DESIGN. INT. CL. 
30. REG. 8-6-1985. RESTORED TO SN 
394,699. 

LINK-UP AND DESIGN. 
8-27-1985. 


INT. CL. 16. REG. 





TRADEMARK REGISTRATIONS AMENDED, 
CORRECTED, ETC. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 

Any change to the registration will be indicated at the bottom of each entry under ELEMENTS AMENDED, 
CORRECTED OR RESTRICTED. With the exception of changes to the goods and services, additions to the registration will 
appear in asterisks and deletions of the registration will appear in brackets. Elements which are only changed will be listed with 
no punctuation. As to the goods/services statement, amendments to the goods/services will appear in asterisks and deletions will 
appear in brackets. In addition if any change to the goods/services occurs, the element “Goods/Services” will be listed under 


ELEMENTS AMENDED, CORRECTED OR RESTRICTED. 


791,791. REG. 6-29-1965. W.R. WEAVER COMPANY 
(TEXAS CORPORATION), 7125 INDUSTRIAL AVE., EL 
PASO, TX, 79915, ASSIGNEE BY ASSIGNMENT 
WEAVER, WILLIAM R. (UNITED STATES CITIZEN), 
DBA W.R. WEAVER CO., EL PASO, TX, SN 200,991. 
FILED 8-31-1964. PRINCIPAL REGISTER. 


OWNER OF U.S. REG. NOS. 754,117 AND 754,118. 
INT. CL. 9/U.S. CL. 26 

FOR: FIREARM TELESCOPE SIGHTS, [MOUNTS,] 
LENS CAPS, RETICULES THEREFOR. 

FIRST USE 5-4-1964; IN COMMERCE 5-4-1964. 


ELEMENTS AMENDED 
GOODS/SERVICES 


1,333,058. REG. 4-30-1985. INTERNATIONAL BUSINESS 
MACHINES CORPORATION (NEW YORK CORPORA- 
TION), OLD ORCHARD ROAD, ARMONK, NY, 10504, 
ASSIGNEE OF RAINBOW COMPUTER CORP. (PENN- 
SYLVANIA CORPORATION), FRAZER, PA, SN 491,144. 
FILED 7-23-1984. PRINCIPAL REGISTER. 


WRITERS’ ASSISTANT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WRITERS”, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 9/U.S. CL. 38 

FOR: COMPUTER PROGRAMS ON MAGNETIC DISCS 
USED FOR HOME, EDUCATIONAL AND NON MEDICAL 
BUSINESS USES. 

FIRST USE 12-15-1982; IN COMMERCE 1-18-1983. 


ELEMENTS CORRECTED 
OWNER NAME 

OWNER ADDRESS 
CITIZENSHIP 


1,333,059. REG. 4-30-1985. INTERNATIONAL BUSNIESS 
MACHINES CORPORATION (NEW YORK CORPORA- 
TION), OLD ORCHARD ROAD, ARMONK, NY, 10504, 
ASSIGNEE OF RAINBOW COMPUTER CORP. (PENN- 
SYLVANIA CORPORATION), FRAZER, PA, SN 491,145. 
FILED 7-23-1984. PRINCIPAL REGISTER. 


FILING ASSISTANT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FILING”, APART FROM THE MARK AS SHOWN. 
INT. CL. 9/U.S. CL. 38 

FOR: COMPUTER PROGRAMS ON MAGNETIC DISKS 
USED FOR HOME, EDUCATIONAL AND NON-MEDICAL 
BUSINESS USES. 

FIRST USE 12-15-1982; INCOMMERCE 4-6-1983. 


ELEMENTS CORRECTED 
OWNER NAME 

OWNER ADDRESS 
CITIZENSHIP 


1,348,206. REG. 7-9-1985. LYNX GOLF, INC. (CALIFORNIA 
CORPORATION), BOX 2000, ONE ZURN PLACE, ERIE, 
PA, 16512, BY CHANGE OF NAME FROM GOLF LYNX 
(CALIFORNIA CORPORATION), ERIE, PA, SN 469,876. 
FILED 3-12-1984. PRINCIPAL REGISTER. 


WILD CAT 


INT. CL. 28/U.S. CL. 22 

FOR: GOLF CLUBS SOLD IN COUNTRY CLUB AND 
GOLFPRO SHOPS. 

FIRST USE 2-23-1984; IN COMMERCE 2-23-1984. 


ELEMENTS CORRECTED 
OWNER NAME 
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“HANNES B.” - BOUTIQUE AG, ZURICH, SWITZER- 
LAND: 
1,377,280, PUB. 10-15-1985. INT. CL. 25. 
1,377,281, PUB. 10-15-1985. INT. CL. 25. 
A TRIFLE BIT, INC., NEW YORK, NY: 
1,377,371, PUB. 10-15-1985. INT. CL. 25. 
A. C. HORN, INC., NORTH BERGEN, NJ: 
1,377,216, PUB. 10-15-1985. INT. CL. 19. 
A.B.F. LIMITED, BARNOLDSWICH COLNE, LANCA- 
SHIRE, ENGLAND: 
1,377,236, PUB. 10-15-1985. INT. CL. 20. 
A.H. SCHREIBER CO., INC., NEW YORK, NY: 
1,377,290, PUB. 10-15-1985. INT. CL. 25. 
A-L ASSOCIATES, INC., NEW YORK, NY: 
1,377,528, PUB. 10-15-1985. INT. CL. 35. 
ABELSON, LOUIS, YONKERS, NY: 
1,377,058, PUB. 10-15-1985. INT. CL. 10. 
AC ELECTRIC COMPANY, WASHINGTON, DC: 
1,377,574, PUB. 10-15-1985. INT. CL. 37. 
ACME-MONACO CORPORATION, NEW BRITAIN, CT: 
1,376,882, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6 AND 10. 
ACORN ENGINEERING COMPANY, CITY OF INDUS- 
TRY, CA: 
1,377,098, PUB. 10-15-1985. INT. CL. 11. 
ACTUS, INC., FLORENCE, KY: 
1,119,416, CANC. INT. CL. 42. 
ADAMS-MILLIS CORP., HIGH POINT, NC: 
1,377,396, PUB. 10-15-1985. INT. CL. 25. 
ADSORPTION SYSTEMS, INC., MILLBURN, NJ: 
1,376,900, PUB. 10-15-1985. INT. CL. 7. 
ADVANCED PURIFICATION SYSTEMS, INC., HAUP- 
PAUGE, NY: 
1,377,306, PUB. 10-15-1985. INT. CL. 25. 
ADVENTIST HEALTH SYSTEM/SUNBELT, INC., OR- 
LANDO, FL, DBA WALKER MEMORIAL HOSPITAL: 
1,377,706, PUB. 10-15-1985. INT. CL. 42. 
AESOFT, BOULDER, CO: 
1,376,988, PUB. 10-15-1985. INT. CL. 9. 
AG-FORMAT, INC., BAINBRIDGE, GA: 
1,377,568, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
AGFA-GEVAERT, B-2510 MORTEL, ANTWERP, BEL- 
GIUM: 
1,119,142, CANC. INT. CL. 9. 
AJS INCORPORATED, YORK, PA: 
802,678. REN. 1-7-1986. U.S. CL. 26 (INT. CL. 9). 
AKEEM, INC., HOUSTON, TX: 
1,377,340, PUB. 10-15-1985. INT. CL. 25. 
1,377,341, PUB. 10-15-1985. INT. CL. 25. 
AKERMAN, ALEXANDER III, ORLANDO, FL: 
1,377,710, PUB. 10-15-1985. INT. CL. 42. 
ALAION PRODUCTS, INC., ORANGE, NJ, DBA ALAION 
PROFESSIONAL PRODUCTS DIVISION: 
1,376,780, PUB. 10-15-1985. INT. CL. 3. 


ALBA-WALDENSIAN, INC., VALDESE, NC: 
796,442. REN. 1-7-1986. U.S. CL. 39 (INT. CL. 25). 
ALBAVANT (U.S.A.) LTD., NEW YORK, NY: 
1,376,962, PUB. 10-15-1985. INT. CL. 9. 
ALEX CONFEZIONI TESSILI S.P.A., RICCIONE (FO), 
ITALY: 
1,377,298, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25 AND 26. 
ALFA ROMEO S.P.A., MILAN, ITALY: 
1,377,118, PUB. 10-15-1985. INT. CL. 12. 
1,377,119, PUB. 10-15-1985. INT. CL. 12. 
ALMAC MOVING & STORAGE OF NEW HAMPSHIRE, 
INC., NASHUA, NH: 
1,377,605, PUB. 10-15-1985. INT. CL. 39. 
1,377,606, PUB. 10-15-1985. INT. CL. 39. 
ALPARGATAS SOCIEDAD ANONIMA INDUSTRIAL Y 
COMERCIAL, BUENOS AIRES, ARGENTINA: 
1,377,275, PUB. 5-28-1985. INT. CL. 25. 


ALPHATYPE CORPORATION, NILES, IL: 
1,376,925, PUB. 10-15-1985. INT. CL. 7. 

ALTERTEXT, INC., BOSTON, MA: 
1,377,054, PUB. 10-15-1985. INT. CL. 9. 
1,377,613, PUB. 10-15-1985. INT. CL. 40. 


ALTMAN BEAUTY SUPPLY CO., INC., MILWAUKEE, WI: 
1,376,774, PUB. 10-15-1985. INT. CL. 3. 


AMBROSIUS HEIM USA, INC., CARY, NC: 
1,377,267, PUB. 10-15-1985. INT. CL. 24. 


AMERICA WEST AIRLINES, INC., TEMPE, AZ: 
1,377,595, PUB. 10-15-1985. INT. CL. 39. 


AMERICAN ASIAN INTERTRADE CORPORATION, AL- 
HAMBRA, CA: 
1,377,125, PUB. 10-15-1985. INT. CL. 12. 
1,377,126, PUB. 10-15-1985. INT. CL. 12. 
1,377,127, PUB. 10-15-1985. INT. CL. 12. 
AMERICAN ASSOCIATION FOR COUNSELING AND DE- 
VELOPMENT, ALEXANDRIA, VA: 
1,377,675, PUB. 10-15-1985. INT. CL. 42. 
AMERICAN CYANAMID COMPANY, WAYNE, NJ: 
1,376,817, PUB. 6-25-1985. INT. CL. 5. 
1,376,859, PUB. 10-15-1985. INT. CL. 5. 
1,376,860, PUB. 10-15-1985. INT. CL. 5. 
1,377,739, INT. CL. 5. 
AMERICAN DISPOSABLES INCORPORATED, WARE, 
MA: 
1,377,079, PUB. 10-15-1985. INT. CL. 10. 
AMERICAN FAN RETAIL ASSOCIATION, INC., BRONX, 
NY: 


1,377,734, PUB. 10-15-1985. U.S. CL. A. 


AMERICAN GREETINGS CORPORATION, CLEVELAND, 
OH: 
1,119,306, CANC. INT. CL. 24. 
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AMERICAN HEALTH AND BEAUTY AIDS INSTITUTE, 
LONG BEACH, CA: 
1,377,155, PUB. 10-15-1985. MULTIPLE CLASS, U.S. CL. 
200 INT. CLS. 16 AND 42. 
AMERICAN HOME EXTERIORS, 
PARK, KS: 
1,377,572, PUB. 10-15-1985. INT. CL. 37. 
AMERICAN LEISURE INDUSTRIES, INC., LANHAM, MD: 
1,377,608, PUB. 10-15-1985. INT. CL. 39. 
AMERICAN MERCHANDISE CORP., INC., CHESTER- 
FIELD, MO: 
1,377,297, PUB. 10-15-1985. INT. CL. 25. 
AMERICAN OVERHEAD DOOR, INC., TULSA, OK: 
1,377,686, PUB. 10-15-1985. INT. CL. 42. 
AMERICAN RECREATION GROUP, NEW YORK, NY: 
1,119,179, CANC. INT. CL. 11. 
AMERICAN SOCIETY FOR PSYCHOPROPHYLAXIS IN 
OBSTETRICS, INC., THE, ARLINGTON, VA: 
1,377,257, PUB. 10-15-1985. INT. CL. 24. 
AMERICAN TECHNICAL SERVICES, INC., TUCKER, GA: 
1,377,581, PUB. 10-15-1985. INT. CL. 37. 
AMERICAN TOOL, INCORPORATED, CINCINNATI, OH: 
1,119,112, CANC. INT. CL. 7. 
AMERICAN TOURISTER, INC., WARREN, RI: 
1,377,193, PUB. 10-15-1985. INT. CL. 18. 
AMERICAN TRUCKING ASSOCIATION, INC., WASHING- 
TON, DC: 
1,119,241, CANC. INT. CL. 16. 
1,119,253, CANC. INT. CL. 16. 
AMFAC, INC., HONOLULU, HI, FRED HARVEY, CHICA- 
GO, IL: 
797,613. REN. 1-7-1986. U.S. CL. 100 (INT. CL. 36). 
AMICON CORPORATION, LEXINGTON, MA: 
1,376,747, PUB. 10-15-1985. INT. CL. 1. 
AMICUS, INC., MEDIA, PA: 
1,377,726, PUB. 10-15-1985. INT. CL. 42. 
AMOCO OIL COMPANY, CHICAGO, IL: 
1,377,579, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
AMPHAR B.V., AMSTERDAM, NETHERLANDS: 
1,376,756, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 1 AND 5. 
ANDREW GELLER INDUSTRIES, INC., NEW YORK, NY: 
1,377,322, PUB. 10-15-1985. INT. CL. 25. 
ANGOSTURA BITTERS (DR. J.G.B. SIEGERT & SONS) 
LIMITED, LAVENTILLE, TRINIDAD/TOBAGO: 
1,377,484, PUB. 8-27-1985. INT. CL. 33. 
ANGOSTURA INTERNATIONAL LIMITED, TORONTO 
110, ONTARIO, CANADA: 
1,119,387, CANC. INT. CL. 33. 
ANSWER PAGE, INC., LOS ANGELES, CA: 
1,263,141, CANC. IIRN. 
APACHE POWDER COMPANY, BENSON, AZ: 
1,377,131, PUB. 10-15-1985. INT. CL. 13. 
APPLIX, INC., SOUTHBORO, MA: 
1,376,966, PUB. 10-15-1985. INT. CL. 9. 
AQUA MOTION, INC., BOULDER, CO: 
1,377,447, PUB. 10-15-1985. INT. CL. 28. 
AQUASCUTUM, LIMITED, LONDON, ENGLAND: 
1,377,324, PUB. 10-15-1985. INT. CL. 25. 
ARIANNA PUCCINI, S.R.I., ROME, ITALY: 
1,377,084, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 11, 18, 20 AND 25. 
ARIZONA SURGENTCARE AMBULATORY SURGERY 
CENTER, LTD., PHOENIX, AZ: 
1,377,698, PUB. 7-23-1985. INT. CL. 42. 
ARMAND JACOBY, INC., HUNTINGDON VALLEY, PA: 
1,377,135, PUB. 10-15-1985. INT. CL. 14. 
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ARMOTEK INDUSTRIES, INC., PALMYRA, NJ: 
1,376,921, PUB. 10-15-1985. INT. CL. 7. 
ASHE LABORATORIES LIMITED, LEATHERHEAD, 
SURREY, ENGLAND: 
1,376,807, PUB. 10-15-1985. INT. CL. 3. 
ASSOCIATED DRY GOODS CORPORATION, NEW 
YORK, NY: 
1,119,370, CANC. INT. CL. 30. 
ASSOCIATED MERCHANDISING CORPORATION (AMC), 
NEW YORK, NY: 
1,377,321, PUB. 10-15-1985. INT. CL. 25. 
ASSOCIATED SALES, INC., LOS ANGELES, CA, DBA AS- 
SOCIATED INTERNATIONAL: 
1,376,933, PUB. 10-15-1985. INT. CL. 8. 
ASSOCIATION DES MANUFACTURIERS DE BOIS DE 
SCIAGE DU QUEBEC, QUEBEC, CANADA: 
1,377,210, PUB. 10-15-1985. INT. CL. 19. 
ASTOR HOME LTD., LYNDHURST, NJ: 
1,119,388, CANC. INT. CL. 33. 
ASTRA PHARMACEUTICAL PRODUCTS, INC., WEST- 
BOROUGH, MA: 
1,376,828, PUB. 10-15-1985. INT. CL. 5. 
ATS MANUFACTURING CO., HATBORO, PA: 
1,377,278, PUB. 10-15-1985. INT. CL. 25. 
AUBREY MANUFACTURING, INC., UNION, IL: 
1,377,097, PUB. 10-15-1985. INT. CL. 11. 
AUDIOLOGY ASSOCIATES OF SPARTANBURG, P.A., 
SPARTANBURG, SC: 
1,377,573, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
AUTOMATIC BRAIDING LIMITED, LEICESTERSHIRE, 
ENGLAND: 
1,377,319, PUB. 10-15-1985. INT. CL. 25. 
AVALANCHE, INC., SAN FRANCISCO, CA: 
1,377,053, PUB. 10-15-1985. INT. CL. 9. 
AVLON INDUSTRIES, INC., HAZEL CREST, IL: 
1,376,804, PUB. 10-15-1985. INT. CL. 3. 


AVON PRODUCTS, INC., NEW YORK, NY: 
1,119,050, CANC. INT. CL. 3. 
1,119,051, CANC. INT. CL. 3. 
AYNSLEY CHINA LIMITED, STOKE-ON-TRENT ST3 1HS, 
ENGLAND: 
1,377,239, PUB. 10-15-1985. INT. CL. 21. 
B & B PROGRESSIVE MATERIALS AND TECHNOL- 
OGIES, INC., HOUSTON, TX: 
1,377,192, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 17 AND 37. 
B. F. GOODRICH COMPANY, THE, AKRON, OH: 
1,376,883, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6, 8, 9, 11, 14, 16, 18, 20, 21, 24, 25, 26, 28 AND 34. 


B. L. MAKEPEACE, INC., BOSTON, MA: 
1,376,750, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 1 AND 9. 


B. SHEHADI & SONS, INC., WHIPPANY, NJ: 
1,377,582, PUB. 10-15-1985. INT. CL. 37. 


BACHMANN INDUSTRIES, INC., LEWISTON, ME: 
1,376,922, PUB. 10-15-1985. INT. CL. 7. 
BACON PRODUCTS COMPANY, INCORPORATED, 


CHATTANOOGA, TN: 
1,376,821, PUB. 10-15-1985. INT. CL. 5. 


BADGER METER, INC., MILWAUKEE, WI, BADGER 
METER MANUFACTURING COMPANY, MILWAUKEE, 
WI: 

417,553. REN. 1-7-1986. U.S. CL. 26 (INT. CL. 9). 


BADISCHE CORPORATION, WILLIAMSBURG, VA: 
1,377,251, PUB. 10-15-1985. INT. CL. 22. 
1,377,410, PUB. 10-15-1985. INT. CL. 25. 
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BALLET MAKERS, INC., TOTOWA, NJ: 
1,377,353, PUB. 10-15-1985. INT. CL. 25. 
BALLOON CELEBRATIONS NATIONWIDE, 
CLEVELAND, OH: 
1,377,238, PUB. 10-15-1985. INT. CL. 20. 
BANDFABRIEK HEVATEX, CC SCHERPENZEEL, NETH- 
ERLANDS: 
1,377,419, PUB. 10-15-1985. INT. CL. 26. 
BANGOR PUNTA CORPORATION, GREENWICH, CT: 
1,377,108, PUB. 8-21-1984. INT. CL. 12. 
BARBER-WEBB COMPANY, INC., THE, LOS ANGELES, 
CA: 
787,033. REN. 1-7-1986. U.S. CL. 13 (INT. CL. 6). 
BARNOSKI, THOMAS, WORTH, IL: 
1,376,936, PUB. 10-15-1985. INT. CL. 8. 
BARONE, MARK COLIN, SAN DIEGO, CA, DBA 
BARONE ENTERPRISES: 
1,376,783, PUB. 10-15-1985. INT. CL. 3. 
BARR & STROUD LIMITED, GLASGOW, SCOTLAND: 
1,377,057, PUB. 10-15-1985. INT. CL. 10. 
BARRAGAN, RAFAEL GARCIA DE ALBA, MEXICO 
CITY, MEXICO: 
1,119,101, CANC. INT. CL. 6. 
BASSETT-WALKER, INC., MARTINSVILLE, VA: 
1,377,376, PUB. 10-15-1985. INT. CL. 25. 
BASSEY ENTERPRISES, INC., KALAMAZOO, MI: 
1,119,195, CANC. INT. CL. 12. 
BATAVIAN RUBBER COMPANY LIMITED, FEATHER- 
STON, NEW ZEALAND: 
1,119,355, CANC. INT. CL. 28. 
BATTERY ASSOCIATES, INC., MEMPHIS, TN, ASCAR- 
ATE AUTO SUPPLIES, INC., EL PASO, TX: 
803,684. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 9). 
BAUSCH & LOMB INCORPORATED, ROCHESTER, NY: 
1,377,013, PUB. 10-15-1985. INT. CL. 9. 
BAY MILLS, LTD., MIDLAND, ONTARIO, CANADA: 
1,377,184, PUB. 10-15-1985. INT. CL. 17. 
BAYLY CORP., DENVER, CO: 
1,377,575, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 37, 41 AND 42. 
BEARD, GABRIELLE & NEW YORK, NY: 
1,377,616, PUB. 10-15-1985. INT. CL. 41. 
BEATRICE COMPANIES, INC., CHICAGO, IL: 
1,377,460, PUB. 10-15-1985. INT. CL. 29. 
1,377,461, PUB. 10-15-1985. INT. CL. 29. 
BENNETT HENRICKS DEVELOPMENTS, EAST PEORIA, 
IL: 
1,377,429, PUB. 10-15-1985. INT. CL. 28. 
BENTLEY INDUSTRIES, INC., LOS ANGELES, CA, DBA 
EXECUTIVE, INC.: 
1,377,096, PUB. 10-15-1985. INT. CL. 11. 
BERTOMODES INDUSTRIA CONFEZIONI DI G. BE- 
TOTTO & C. S.A.S., SANDIGLIANO, BIELLA, ITALY: 
1,119,316, CANC. INT. CL. 25. 
BIB-EZE INTERNATIONAL, LTD., NEW YORK, NY: 
1,377,163, PUB. 10-15-1985. INT. CL. 16. 
BIO-DETEK INCORPORATED, MANSFIELD, MA: 
1,377,081, PUB. 10-15-1985. INT. CL. 10. 
BIO-STIMU TREND CORP., OPA LOCKA, FL: 
1,376,822, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 
1,376,823, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 
BIOPHARMA, INC., LAKE OSWEGO, OR: 
1,376,841, PUB. 10-15-1985. INT. CL. 5. 
BLACK, L.B., JR. DBA BRITTLEVILLE CANDIES: See— 
BRITTLEVILLE CANDIES, INC.. 
BLANZY-CONTE-GILBERT, NANTERRE, HAUTE-DE- 
SEINE, FRANCE: 
1,119,436, CANC. INT. CL. 16. 


INC., 
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BLASER’S NURSERIES, INC., TALLEVAST, FL: 
1,377,476, PUB. 10-15-1985. INT. CL. 31. 
BLUE CORAL MARKETING CO., CLEVELAND, OH, SU- 
PERIOR LABORATORIES, INC., FLORISSANT, MO: 
801,072. REN. 1-7-1986. U.S. CL. 52 (INT. CL. 3). 
BLUM, SHARON B., PHILADELPHIA, PA: 
1,377,531, PUB. 10-15-1985. INT. CL. 35. 
BMS COMPUTER INC., WALNUT CREEK, CA: 
1,377,011, PUB. 10-15-1985. INT. CL. 9. 

BOARD OF REGENTS OF THE UNIVERSITY OF OKLA- 
HOMA, THE, NORMAN, OK: 

1,377,422, PUB. 10-15-1985. INT. CL. 26. 

BOEHRINGER INGELHEIM INTERNATIONAL GMBH, 
INGELHEIM AM RHEIN, FED REP GERMANY: 

1,376,835, PUB. 7-2-1985. INT. CL. 5. 
BOEHRNGER MANNHEIM GMBH, 6800 MANNHEIM 31, 
FED REP GERMANY: 
1,119,165, CANC. INT. CL. 10. 
BOLT, BERANEK & NEWMAN INC., CAMBRIDGE, MA: 
1,376,959, PUB. 10-15-1985. INT. CL. 9. 

BONHOMME, FRANCOIS ROBERT, 92210 ST. CLOUD, 
FRANCE: 

1,119,147, CANC. INT. CL. 9. 

BORG-WARNER CORPORATION, CHICAGO, IL, BORG- 
WARNER CORPORATION, CHICAGO, IL: 

790,159. REN. 1-7-1986. MULTIPLE CLASS, U.S. CLS. 1 
(INT. CL. 1), 13 (INT. CL. 6), 21 (INT. CL. 9), 23 (INT. 
CL. 7), 26 (INT. CL. 7), 34 (INT. CL. 20) AND 35 (INT. 
CL. 11). 
BOYD COFFEE COMPANY, PORTLAND, OR: 
1,377,470, PUB. 10-15-1985. INT. CL. 30. 
BRAMLETT, TERRY S., BARTLETT, TN: 
1,119,417, CANC. INT. CL. 42. 

BRANDESS BROS. SALES COMPANY, INC., CHICAGO, 

IL, DBA JOHN G. MARSHALL MFG. CO., INC.: 
1,376,768, PUB. 10-15-1985. INT. CL. 2. 

BRIDGESTONE CORPORATION, CHUO-KU, TOKYO, 
JAPAN: 

1,377,112, PUB. 10-15-1985. INT. CL. 12. 

BRIONI S.R.L., ROME, ITALY: 

1,377,679, PUB. 10-15-1985. INT. CL. 42. 

BRISTOL-MYERS COMPANY, NEW YORK, NY: 

1,376,819, PUB. 10-15-1985. INT. CL. 5. 

BRITE-LINE CORPORATION, WEST ROXBURY, MA: 

1,377,747, INT. CL. 17. 

BRITTLEVILLE CANDIES, INC., FAYETTEVILLE, NC 
FROM BLACK, L.B., JR., FAYETTEVILLE, NC, DBA 
BRITTLEVILLE CANDIES: 

1,377,464, PUB. 10-15-1985. INT. CL. 30. 
BROCATO, SAMUEL J., BATON ROUGE, LA: 
1,377,626, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
BRODY, ARTHUR, LOS ANGELES, CA: 
1,377,171, PUB. 10-15-1985. INT. CL. 16. 

BROMET PROPERTY MANAGEMENT CORP., DALLAS, 
TX: 

1,119,402, CANC. INT. CL. 36. 

BROWN & PORTILLO, INC., OAK BROOK, IL: 

1,377,729, PUB. 10-15-1985. INT. CL. 42. 

BROWN-ZAMMIT-ENYEART ENGINEERING, INC., SAN 
DIEGO, CA: 

1,377,732, PUB. 10-15-1985. INT. CL. 42. 

BROWN, ARTHRA, CINCINNATI, OH, DBA TREASURE 
HUT: 

1,377,699, PUB. 10-15-1985. INT. CL. 42. 

BUCKBERG LAB ANIMALS, INC., TOMKINS COVE, NY: 

1,377,682, PUB. 10-15-1985. INT. CL. 42. 

BUDGET DRESS CORP., NEW YORK, NY: 

1,377,273, PUB. 6-28-1983. INT. CL. 25. 
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BUSY BEE CONVENIENCE STORES, INC., NORTH MAS- 
SAPEQUA, NY: 
1,119,426, CANC. INT. CL. 42. 
B12 FORCE CLOTHING, S.A.R.L., PARIS, FRANCE: 
1,377,296, PUB. 10-15-1985. INT. CL. 25. 
C A H INDUSTRIES, INC., ELK GROVE VILLAGE, IL: 
1,376,871, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6, 9 AND 20. 
C. D. DAVIDSON AND ASSOCIATES, INC., PONTIAC, 
MI: 
1,119,269, CANC. INT. CL. 19. 
Cc. R. ANTHONY COMPANY, OKLAHOMA CITY, OK: 
1,377,292, PUB. 3-5-1985. INT. CL. 25. 
CABLE & WIRELESS NORTH AMERICA, INC., DALLAS, 
TX: 
1,377,000, PUB. 10-15-1985. INT. CL. 9. 
CALIFORNIA NETWORK SYSTEMS, MILPITAS, CA: 
1,377,037, PUB. 10-15-1985. INT. CL. 9. 
CAMPBELL TAGGART, INC., DALLAS, TX: 
1,119,440, CANC. INT. CL. 30. 
CANADA DRY CORPORATION, ATLANTA, GA, 
CANADA DRY CORPORATION, DOVER, DE: 
796,483. REN. 1-7-1986. U.S. CL. 45 (INT. CL. 32). 
CANRAD-HANOVIA, INC., NEWARK, NJ, CONRAD PRE- 
CISION INDUSTRIES, INC., NEW YORK, NY: 
788,399. REN. 1-7-1986. U.S. CL. 16 (INT. CL. 2). 
CARAN D’ACHE S.A., THONEX, SWITZERLAND: 
1,376,786, PUB. 10-15-1985. INT. CL. 3. 
CARAPACE, INC., TULSA, OK: 
1,377,060, PUB. 10-15-1985. INT. CL. 10. 
CARBEN EXPORT, INC.: See— 
CARBEN, INC.. 
CARBEN, INC., MIAMI, FL, AKA KITCHEN MAID FROM 
CARBEN EXPORT, INC., MIAMI, FL: 
1,377,256, PUB. 10-15-1985. INT. CL. 24. 
CARBER, ROBERT C., QUAKERTOWN, PA, DBA THE 
AMERICAN DELI: 
1,377,659, PUB. 7-23-1985. INT. CL. 42. 
CAREERCOM CORPORATION, KING OF PRUSSIA, PA: 
1,377,646, PUB. 10-15-1985. INT. CL. 4i. 
CARESSA, INC., MIAMI, FL: 
1,119,331, CANC. INT. CL. 25. 
1,377,373, PUB. 10-15-1985. INT. CL. 25. 
1,377,374, PUB. 10-15-1985. INT. CL. 25. 
CARGILL, INCORPORATED, MINNETONKA, MN: 
1,376,824, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 5 AND 31. 
CARMICHAEL, CHARLES L., BATON ROUGE, LA: 
1,119,211, CANC. INT. CL. 15. 
CAROLINA MULTIMARK CORPORATION, TRYON, NC: 
1,377,499, PUB. 10-15-1985. INT. CL. 35. 
1,377,500, PUB. 10-15-1985. INT. CL. 35. 
1,377,501, PUB. 10-15-1985. INT. CL. 35. 
CARON CORPORATION, NEW YORK, NY: 
1,376,789, PUB. 10-15-1985. INT. CL. 3. 
CASTELIIN & BEERENS LEDERWAREN B. V., WAAL- 
WIJK, NETHERLANDS: 
1,377,198, PUB. 10-15-1985. INT. CL. 18. 
CASTLE & COOKE, INC., SAN FRANCISCO, CA: 
1,377,466, PUB. 10-15-1985. INT. CL. 30. 
CASUAL CORNER OF AMERICA, INC., ENFIELD, CT: 
1,377,338, PUB. 10-15-1985. INT. CL. 25. 
1,377,350, PUB. 7-30-1985. INT. CL. 25. 
CATALOX CORPORATION, INDIANAPOLIS, IN: 
1,377,095, PUB. 10-15-1985. INT. CL. 11. 
CB FINANCIAL CORPORATION, JACKSON, MI: 
1,377,563, PUB. 10-15-1985. INT. CL. 36. 
CBS INC., NEW YORK, NY: 
1,376,951, PUB. 10-15-1985. INT. CL. 9. 
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CECIL & ASSOCIATES, INC., ATLANTA, GA: 
1,377,617, PUB. 10-15-1985. INT. CL. 41. 
CENTINELA HOSPITAL ASSOCIATION, INGLEWOOD, 
CA, DBA CENTINELA HOSPITAL MEDICAL CENTER: 
1,377,657, PUB. 10-15-1985. INT. CL. 42. 


CENTRAL SAVINGS BANK, NEW YORK, NY: 
1,119,403, CANC. INT. CL. 36. 

CENTRAL SPIRITS OF INDIANA, INC., LOUISVILLE, 
KY: 

1,377,510, PUB. 10-15-1985. INT. CL. 35. 

CENTRAL TAX BUREAU OF PENNSYLVANIA, INC., 
PITTSBURGH, PA: 

1,377,556, PUB. 10-15-1985. INT. CL. 36. 

CENTRE COMPUTER CONSULTANTS, STATE COL- 
LEGE, PA: 

1,376,956, PUB. 10-15-1985. INT. CL. 9. 

CENTRE TECHNIQUE DES INDUSTRIES MECANIQUES, 
SENLIS, FRANCE: 

1,377,511, PUB. 10-15-1985. INT. CL. 35. 

CENTURY 21 REAL ESTATE CORPORATION, IRVINE, 
CA: 

1,377,553, PUB. 10-15-1985. INT. CL. 36. 

CEREBRAL INVESTMENTS INCORPORATED, GLEN- 
DALE, CA, DBA BURBANK - GLENDALE CHIRO- 
PRACTIC: 

1,377,330, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 

CEROTA, JILL, CHERRY HILL, NJ, DBA O-OO SO 
SWEET: 

1,377,725, PUB. 10-15-1985. INT. CL. 42. 

CHACON CHEMICAL CORPORATION, CITY OF COM- 
MERCE, CA: 

1,376,848, PUB. 10-15-1985. INT. CL. 5. 

CHALLENGER, D.B.S., THE, AVOCA, IA: 

1,377,020, PUB. 10-15-1985. INT. CL. 9. 
CHAMBRE COSMETIC CORPORATION, BOERNE, TX: 
1,376,838, PUB. 10-15-1985. INT. CL. 5. 

CHAMPACK SALES LIMITED, SAWSTON, CAMBRIDGE, 
ENGLAND: 

1,377,202, PUB. 10-15-1985. INT. CL. 18. 

CHAMPION INTERNATIONAL CORPORATION, STAM- 
FORD, CT: 

1,377,215, PUB. 10-15-1985. INT. CL. 19. 
CHARBONNAGES DE FRANCE, PARIS, FRANCE: 
1,376,969, PUB. 10-15-1985. INT. CL. 9. 

CHARLES PERRELLA INC., VALLEY COTTAGE, NY: 
1,377,140, PUB. 10-15-1985. INT. CL. 14. 

CHEAP SNEAKS, INC., SPRINGFIELD, VA: 
1,377,274, PUB. 5-29-1984. INT. CL. 25. 

CHERNAK, JUDY, PIKESVILLE, MD, DBA JUDY CHER- 
NAK PRODUCTIONS: 

1,377,014, PUB. 10-15-1985. INT. CL. 9. 

CHESAPEAKE SHOE CO. OF CALIFORNIA, SAN FRAN- 
CISCO, CA: 

1,377,368, PUB. 10-15-1985. INT. CL. 25. 

CHESEBROUGH-POND’S (GENEVE) S.A., GENEVA, 
SWITZERLAND, ADAMS-BARCLAY CO., CHICAGO, 
IL: 

784,950. REN. 1-7-1986. U.S. CL. 51 (INT. CL. 3). 

CHEVRON CHEMICAL COMPANY, SAN FRANCISCO, 
CA: 

1,376,932, PUB. 10-15-1985. INT. CL. 8. 

CHF INDUSTRIES, INC., NEW YORK, NY: 
1,377,271, PUB. 10-15-1985. INT. CL. 24. 

CHOCOLATE PHOTOS, NEW YORK, NY: 
1,353,114, CANC. IIRN. 

CHRISTIE BROS. FUR CORP., NEW YORK, NY: 
1,377,404, PUB. 10-15-1985. INT. CL. 25. 
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CHRONOLOG SYSTEMS LIMITED, LONDON, SW17 5BL, 
ENGLAND: 
1,119,205, CANC. INT. CL. 14.. 
CHRYSO S.A., CHILLY-MAZARIN, FRANCE: 
1,376,736, PUB. 8-27-1985. INT. CL. 1. 
CITIZEN TOKEI KABUSHIKI KAISHA, SHINJUKU-KU, 
TOKYO, JAPAN, AKA CITIZEN WATCH CO., LTD.: 
1,376,891, PUB. 10-15-1985. INT. CL. 7. 
CLAIROL INCORPORATED, NEW YORK, NY: 
1,377,049, PUB. 10-15-1985. INT. CL. 9. 
1,377,050, PUB. 10-15-1985. INT. CL. 9. 
CLAYTON, RALPH S., ABILENE, TX: 
1,377,063, PUB. 10-15-1985. INT. CL. 10. 
CLOUTH GUMMIWERKE AG, KOLN 60, FED REP GER- 
MANY: 
1,377,186, PUB. 10-15-1985. INT. CL. 17. 
CNTINENTAL AIR LINES INC., LOS ANGELES, CA: 
1,119,407, CANC. INT. CL. 39. 
COAHOMA CHEMICAL CO. INC., MADISON, MS, COA- 
HOMA CHEMICAL CO., INC., CLARKSDALE, MS: 
780,500. REN. 1-7-1986. U.S. CL. 6 (INT. CL. 5). 
COASTAL PET PRODUCTS, INC., ALLIANCE, OH: 
1,377,209, PUB. 10-15-1985. INT. CL. 18. 
COCHEM, INC., CLEVELAND, OH: 
1,376,810, PUB. 10-15-1985. INT. CL. 4. 
COL, ROBERT, CITY OF INDUSTRY, CA, DBA ATLAS 
CANVAS COMPANY: 
1,119,299, CANC. INT. CL. 22. 
COLE.HAAN, YARMOUTH, ME: 
1,377,411, PUB. 10-15-1985. INT. CL. 25. 
COLOSO SOCIEDAD DE RESPONSABILIDAD LIMI- 
TADA, BUENOS AIRES, ARGENTINA: 
1,377,287, PUB. 10-15-1985. INT. CL. 25. 
COMBE INCORPORATED, WHITE PLAINS, NY: 
1,376,849, PUB. 10-15-1985. INT. CL. 5. 
1,376,850, PUB. 10-15-1985. INT. CL. 5. 
COMMONWEALTH TRADING, INC., STOUGHTON, MA: 
1,377,383, PUB. 10-15-1985. INT. CL. 25. 
COMPAGNIE DES MONTRES LONGINES, FRANCILLON 
S.A., ST.-IMIER, SWITZERLAND: 
1,377,147, PUB. 10-15-1985. INT. CL. 14. 
COMPUTER POWER & LIGHT, INC., BEVERLY HILLS, 
CA, DBA COMPAL: 
1,376,997, PUB. 10-15-1985. INT. CL. 9. 
COMPUTER PSYCH, INC., NEW YORK, NY: 
1,376,993, PUB. 10-15-1985. INT. CL. 9. 
COMPWAYS, INC., LOS ANGELES, CA: 
1,119,196, CANC. INT. CL. 12. 
CONAIR CORPORATION, EDISON, NJ: 
1,377,139, PUB. 10-15-1985. INT. CL. 14. 
CONARCO ALAMBRES Y SOLDADURAS SOCIEDAD 
ANONIMA, BUENOS AIRES, ARGENTINA: 
1,376,879, PUB. 10-15-1985. INT. CL. 6. 
CONCORD DATA SYSTEMS, INC., WALTHAM, MA: 
1,377,051, PUB. 10-15-1985. INT. CL. 9. 
CONEY ISLAND WHITEFISH, LOS ANGELES, CA: 
1,377,639, PUB. 10-15-1985. INT. CL. 41. 
CONNECTICUT NATIONAL LIFE INSURANCE COMPA- 
NY, SIMSBURY, CT: 
1,377,564, PUB. 10-15-1985. INT. CL. 36. 
CONSTITUTION REINSURANCE CORPORATION, NEW 
YORK, NY: 
1,377,560, PUB. 10-15-1985. INT. CL. 36. 
CONTAINER PRODUCTS CORPORATION, 
TON, NC: 
1,376,861, PUB. 10-15-1985. INT. CL. 6. 
CONTEMPORARY CREATIONS, INC.: See— 
VICTORIA CREATIONS, INC.. 
CONTINENTAL BANCORP, INC., PHILADELPHIA, PA: 
1,377,602, PUB. 10-15-1985. INT. CL. 39. 
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CONTINENTAL CHEMICAL CORP., PLAINVIEW, NY: 
1,119,039, CANC. INT. CL. 2. 

CONTINENTAL GROUP, INC., NEW YORK, NY: 
1,119,303, CANC. INT. CL. 22. 

CONTINENTAL ILLINOIS NATIONAL BANK AND 
TRUST COMPANY OF CHICAGO, CHICAGO, IL: 

793,814. REN. 1-7-1986. U.S. CL. 102 (INT. CL. 36). 
CONTROL SYSTEMS LIMITED, UXBRIDGE, MIDDLE- 
SEX, ENGLAND: 
1,376,927, PUB. 10-15-1985. INT. CL. 7. 
COPELCO LEASING CORPORATION, PENNSAUKEN, NJ: 
1,377,658, PUB. 10-15-1985. INT. CL. 42. 

CORNWELL, GEORGE W., MIAMI, FL, DBA DURAFLEX 
COMPANY: 

1,119,268, CANC. INT. CL. 19. 

CORPORATION, DIVERSEY, THE, CHICAGO, IL: 

1,119,029, CANC. INT. CL. 1. 

CORRELATIONS, INC., DALLAS, TX: 

1,377,270, PUB. 10-15-1985. INT. CL. 24. 

CORTRAN INTERNATIONAL, INC., LAUDERHILL, FL, 
AKA NIBBLE NOTCH COMPUTER PRODUCTS: 

1,377,023, PUB. 10-15-1985. INT. CL. 9. 

COSMI, A CORPORATION, ROLLING HILLS ESTATES, 
CA: 

1,377,008, PUB. 10-15-1985. INT. CL. 9. 

COSTAN S.P.A., LIMANA (BELLUNO), ITALY: 

1,377,091, PUB. 10-15-1985. INT. CL. 11. 

COTTON RIVER CORPORATION, ROCKVILLE CENTRE, 
NY: 

1,377,382, PUB. 10-15-1985. INT. CL. 25. 

COUCH & HEYLE, EAST PEORIA, IL: 

1,119,119, CANC. INT. CL. 8. 

COUNTRY MISS, INC., EASTON, PA: 

1,377,415, PUB. 10-15-1985. INT. CL. 25. 

COURIER JOURNAL & LOUISVILLE TIMES COMPANY, 

LOUISVILLE, KY: 
1,377,585, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 38, 41 AND 42. 
COURTESY MOLD AND TOOL CORP., WHEELING, IL: 
1,377,576, PUB. 10-12-1985. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
1,377,577, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
CPG PRODUCTS CORP., MINNEAPOLIS, MN: 
1,377,450, PUB. 10-15-1985. INT. CL. 28. 
CRB BROADCASTING OF WEST VIRGINIA, INC., HUN- 
TINGTON, WV: 
1,377,590, PUB. 10-15-1985. INT. CL. 38. 
CREATIVE STRUCTURES, INC., QUAKERTOWN, PA: 
1,377,211, PUB. 10-15-1985. INT. CL. 19. 

CREATIVE TENNIS MARKETING, INC., NEW YORK, 
NY: 

1,377,615, PUB. 10-15-1985. INT. CL. 41. 

CREIGHTON LABORATORIES, _INC., 
PUERTO RICO: 

1,119,081, CANC. INT. CL. 5. 

CROWELL CORPORATION, THE, NEWPORT, DE, 
CROWELL CORPORATION, THE, YORKLYN, DE: 

796,992. REN. 1-7-1986. U.S. CL. 5 (INT. CL. 16). 

CROWN COCO, INCORPORATED, MINNEAPOLIS, MN: 

1,377,240, PUB. 10-15-1985. INT. CL. 21. 

CUDDEBACK SERVICE, INC., TIMONIUM, MD FROM 
CUDDEBACK TRANE SERVICE, INC., TIMONIUM, 
MD: 

1,377,498, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35, 37 AND 42. 

CUDDEBACK TRANE SERVICE, INC.: See— 

CUDDEBACK SERVICE, INC.. 


HUMACAO, 
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CUMMINGS, AMY, LARCHMONT, NY: 
1,377,448, PUB. 10-15-1985. INT. CL. 28. 
CUPREM, INC., KENESAW, NE: 
1,376,839, PUB. 10-15-1985. INT. CL. 5. 
1,376,840, PUB. 10-15-1985. INT. CL. 5. 
CURATELLE CORPORATION, SALT LAKE CITY, UT: 
1,377,526, PUB. 10-15-1985. INT. CL. 35. 
CURTIS MATHES CORPORATION, IRVING, TX: 
1,376,981, PUB. 10-15-1985. INT. CL. 9. 
1,377,667, PUB. 10-15-1985. INT. CL. 42. 
CUTTERS EXCHANGE, INC., NASHVILLE, TN: 
1,376,902, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7, 8 AND 26. 
CYPRUS, EVANS, NEW YORK, NY, DBA BURGER 
HEAVEN: 
1,377,651, PUB. 10-15-1985. INT. CL. 42. 
D & H SPORTSWEAR MANUFACTURING, INC., NEW 
YORK, NY: 
1,377,395, PUB. 10-15-1985. INT. CL. 25. 
D’ATRI, INC., LAVALE, MD: 
1,377,720, PUB. 10-15-1985. INT. CL. 42. 
DAEWON KANGUP CO., LTD., GURO-KU, SEOUL, RE- 
PUBLIC OF KOREA: 
1,377,129, PUB. 10-15-1985. INT. CL. 12. 
DAIHATSU MOTOR CO., LTD., IKEDA, OSAKA, JAPAN: 
1,377,128, PUB. 10-15-1985. INT. CL. 12. 
DAIMLER-BENZ AKTIENGESELLSCHAFT, STUTT- 
GART (UNTERTURKHEIM), FED REP GERMANY: 
1,377,179, PUB. 10-15-1985. INT. CL. 16. 
DAIMLER-BENZ AKTIENGESELLSCHAFT, 
GART 60, FED REP GERMANY: 
1,377,204, PUB. 10-15-1985. INT. CL. 18. 
DAL AMERICAN, INC., MICHIGAN CITY, IN: 
1,377,087, PUB. 10-15-1985. INT. CL. 11. 
DALEN PRODUCTS, INC., KNOXVILLE, TN: 
1,377,246, PUB. 10-15-1985. INT. CL. 22. 
DALI-FRESH, INC., TULLYTOWN, PA: 
1,377,457, PUB. 10-15-1985. INT. CL. 29. 
DAMPP-CHASER ELECTRONICS, INC., HENDERSON- 
VILLE, NC: 
1,376,986, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9 AND 11. 
DAN RIVER INC., DANVILLE, VA, DAN RIVER MILLS, 
INCORPORATED, DANVILLE, VA: 
786,082. REN. 1-7-1986. U.S. CL. 42 (INT. CL. 24). 
DATA ELECTRONICS, INC., SAN DIEGO, CA: 
1,376,941, PUB. 11-27-1984. INT. CL. 9. 
DAVEY TREE EXPERT COMPANY, THE, KENT, OH: 
1,377,696, PUB. 10-15-1985. INT. CL. 42. 
DAYCO CORPORATION, DAYTON, OH: 
1,376,929, PUB. 10-15-1985. INT. CL. 7. 
DAYTON POWER AND LIGHT COMPANY, THE, 
DAYTON, OH: 
1,377,598, PUB. 10-15-1985. INT. CL. 39. 
DEAN MERCHANDISE COMPANY, INC., NEW YORK, 
NY: 
1,377,339, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25, 30 AND 42. 
DEAN PRODUCTS, INC., BROOKLYN, NY: 
1,377,104, PUB. 10-15-1985. INT. CL. 11. 
DEB SHOPS, INC., PHILADELPHIA, PA: 
1,377,670, PUB. 10-15-1985. INT. CL. 42. 
DEBORAH LESLIE, LTD., NEW YORK, NY: 
1,377,145, PUB. 10-15-1985. INT. CL. 14. 
DEGREMONT, REUIL-MALMAISON (HAUTS-DE-SEINE), 
FRANCE: 
1,376,896, PUB. 10-15-1985. INT. CL. 7. 
DEL E. WEBB CORPORATION, PHOENIX, AZ: 
1,377,597, PUB. 10-15-1985. INT. CL. 39. 
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DEMERT & DOUGHERTY, INC., OAK BROOK, IL: 
1,377,745, INT. CL. 17. 
DESCAMPS DEMEESTERE, LOOS CEDEX, FRANCE: 
1,377,258, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 24 AND 25. 
DESIGN UND PLASTIC KUNSTSTOFFBAU EKKEHARD 
ZIMMERMANN KG, OVERATH, FED REP GERMANY: 
1,377,116, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 12 AND 37. 
DESIGNER PROPERTIES, INC., ARVADA, CO: 
1,377,578, PUB. 10-15-1985. INT. CL. 37. 

DEVINSKY CORP, UNION, NJ, DBA SOLID STATE SYS- 
TEMS: 

1,377,002, PUB. 10-15-1985. INT. CL. 9. 

DIAGNOSTIC PRODUCTS CORPORATION, LOS ANGE- 
LES, CA: 

1,376,749, PUB. 10-15-1985. INT. CL. 1. 

DIAMOND GUARD CORP., LAWRENCE, MA: 

1,377,041, PUB. 10-15-1985. INT. CL. 9. 
DIAVIA S.P.A., TESERO, TRENTO, ITALY: 
1,119,177, CANC. INT. CL. 11. 

DIEGO DALLA PALMA, MILANO, ITALY, DBA MA- 
KEUPSTUDIO: 

1,376,773, PUB. 10-15-1985. INT. CL. 3. 

DILLARD DEPARTMENT STORES, INC., LITTLE ROCK, 
AR: 

1,377,497, PUB. 10-15-1985. INT. CL. 35. 

DINA INDUSTRIES, INC., CHARLOTTE, NC: 
1,377,357, PUB. 10-15-1985. INT. CL. 25. 

DISC BRAKE SPECIALTIES, INC., MERRICK, NY: 
1,377,115, PUB. 10-15-1985. INT. CL. 12. 

DISCOUNT TRAVEL INTERNATIONAL, INC., PHILA- 
DELPHIA, PA, DBA DISCOUNT TRAVEL INTERNA- 
TIONAL: 

1,377,603, PUB. 10-15-1985. INT. CL. 39. 
1,377,604, PUB. 10-15-1985. INT. CL. 39. 

DISCOUNT VIDEO INC., LIVONIA, MI: 

1,377,623, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
DITTMEYER, ROLF H., 2102 HAMBURG 93, FED REP 
GERMANY: 

1,119,442, CANC. INT. CL. 32. 

DIVERSIFIED INVESTORS, INC., PARKERSBURG, WV: 
1,377,544, PUB. 10-15-1985. INT. CL. 36. 

DJAFFER, FARID, L’UNION, FRANCE: 
1,377,347, PUB. 10-15-1985. INT. CL. 25. 

DOCK & LORD, LIMITED, BROOKLYN, NY: 
1,377,485, PUB. 10-15-1985. INT. CL. 33. 

DODDS, JUDY, WAITSFIELD, VT: 
1,119,312, CANC. INT. CL. 24. 

DOG GONE CORPORATION, THE, ROANOKE, VA: 
1,377,722, PUB. 10-15-1985. INT. CL. 42. 
1,377,723, PUB. 10-15-1985. INT. CL. 42. 

DOMINION BOND RATING SERVICE LIMITED, TORON- 

TO, CANADA: 
1,377,538, PUB. 10-15-1985. INT. CL. 36. 
DOMINO OF CALIFORNIA, INC., LOS ANGELES, CA: 
1,377,272, PUB. 10-15-1985. INT. CL. 25. 
DOROTENNIS, PARIS, FRANCE: 
1,377,315, PUB. 10-15-1985. INT. CL. 25. 

DOROTHEA KNITTING MILLS LIMITED, TORONTO, 

ONTARIO, CANADA: 
1,377,386, PUB. 10-15-1985. INT. CL. 25. 
1,377,387, PUB. 10-15-1985. INT. CL. 25. 
1,377,388, PUB. 10-15-1985. INT. CL. 25. 
1,377,389, PUB. 10-15-1985. INT. CL. 25. 
DOVER HANDBAG CO., INC., NEW YORK, NY: 
1,377,207, PUB. 10-15-1985. INT. CL. 18. 
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DOXSEE FOOD CORPORATION, BALTIMORE, MD: 
208,464. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 30). 
DRACKETT COMPANY, THE, CINCINNATI, OH: 
1,376,844, PUB. 10-15-1985. INT. CL. 5. 
DRAGONE, GIORGIO, ALGINATO (COMO), ITALY: 
1,376,898, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7 AND 10. 
DRESSER INDUSTRIES, INC., DALLAS, TX, MAGNET 
COVE BARIUM CORPORATION, HOUSTON, TX: 
796,222. REN. 1-7-1986. U.S. CL. 6 (INT. CL. 1). 
DRESSER INDUSTRIES, INC., DALLAS, TX: 
1,376,914, PUB. 10-15-1985. INT. CL. 7. 
DUN & BRADSTREET, INC., MURRAY HILL, NJ: 
1,377,548, PUB. 10-15-1985. INT. CL. 36. 
DUNVEGAN ASSOC., INC., NEW YORK, NY: 
1,377,744, INT. CL. 16. 
DUPLEX PRODUCTS, INC., SYCAMORE, IL: 
1,119,254, CANC. INT. CL. 16. 
DYNASTY INDUSTRIES, INC., SAN JOSE, CA: 
1,377,183, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 17 AND 37. 
E. AND J. OF TIBERON, HUNTINGTON BEACH, CA: 
1,377,157, PUB. 10-15-1985. INT. CL. 16. 
E. I DU PONT DE NEMOURS AND COMPANY, WIL- 
MINGTON, DE: 
204,398. REN. 1-7-1986. U.S. CL. 16 (INT. CL. 2). 
1,376,856, PUB. 10-15-1985. INT. CL. 5. 
E. R. SQUIBB & SONS, INC., PRINCETON, NJ: 
1,376,814, PUB. 10-23-1984. INT. CL. 5. 
1,376,815, PUB. 10-9-1984. INT. CL. 5. 
EAGER AVIATION CORPORATION, NEW ORLEANS, 
LA: 
1,377,569, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 37 AND 39. 
EAGLE-PICHER INDUSTRIES, INC., CINCINNATI, OH, 
EAGLE-PICHER COMPANY, THE, CINCINNATI, OH: 
793,038. REN. 1-7-1986. U.S. CL. 50 (INT. CL. 27). 
EASTERN DAIRY-DELI ASSOCIATION, INC., GREAT 
NECK, NY FROM SHE ADVERTISING, INC., NEW 
YORK, NY: 
1,377,158, PUB. 10-15-1985. INT. CL. 16. 
EASTMAN KODAK COMPANY, ROCHESTER, NY: 
798,384. REN. 1-7-1986. U.S. CL. 26 (INT. CL. 9). 
800,331. REN. 1-7-1986. U.S. CL. 26 (INT. CL. 9). 
1,376,761, PUB. 10-15-1985. INT. CL. 1. 
1,377,025, PUB. 10-15-1985. INT. CL. 9. 


EBCO BATTERY CO., COLUMBUS, GA: 
1,377,019, PUB. 10-15-1985. INT. CL. 9. 


ECKLEIN, DAVID, RUMNEY, NH, DBA TESSERACT AS- 
SOCIATES: 
1,377,055, PUB. 10-15-1985. INT. CL. 9. 

ECONOMICS LABORATORY, INC., ST. PAUL, MN: 
797,899. REN. 1-7-1986. U.S. CL. 52 (INT. CL. 5). 
1,377,237, PUB. 10-15-1985. INT. CL. 20. 

EDMEADES, DERON F., PHILO, CA, DBA EDMEADES 

VINEYARDS: 
1,377,486, PUB. 10-15-1985. INT. CL. 33. 
EDWARDS, MARK R., PHOENIX, AZ AND SPROULL, J. 
RUTH, PHOENIX, AZ: 
1,377,519, PUB. 10-15-1985. INT. CL. 35. 

EESOF INCORPORATED, WESTLAKE VILLAGE, CA: 
1,376,978, PUB. 2-26-1985. INT. CL. 9. 

EKS INTERNATIONAL AB, SMALANDSSTENAR, 

SWEDEN: 
1,376,984, PUB. 10-15-1985. INT. CL. 9. 

ELBERSE INTERNATIONAL  B.V., 

SOEST, NETHERLANDS: 
1,376,770, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 3, 18 AND 25. 
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ELEC GMBH, HESSEN, FED REP GERMANY: 
1,377,061, PUB. 10-15-1985. INT. CL. 10. 


ELECTRONIC ARTS, SAN MATEO, CA: 
1,376,949, PUB. 10-15-1985. INT. CL. 9. 
ELECTRONIC REALTY ASSOCIATES, INC., SHAWNEE 
MISSION, KS: 
1,377,520, PUB. 10-15-1985. INT. CL. 35. 


ELGIN SWEEPER COMPANY, ELGIN, IL: 
1,376,386, PUB. 10-15-1985. INT. CL. 7. 


ELLICOTT DRUG COMPANY, CHEEK TOWAGA, NY: 
1,377,614, PUB. 10-15-1985. INT. CL. 40. 
ELSINORE SHORE ASSOCIATES, ATLANTIC CITY, NJ, 
ATLANTIS LODGE, INC., ATLANTIC BEACH, NC: 
798,929. REN. 1-7-1986. U.S. CL. 100 (INT. CL. 42). 


EMBASSY SUITES, INC., IRVING, TX: 
1,377,695, PUB. 10-15-1985. INT. CL. 42. 


ENCORE ENCORE, CLEMMONS, NC: 
1,376,974, PUB. 10-15-1985. INT. CL. 9. 
ENERTHER\M, INC., MOUNT VERNON, WA: 

1,119,172, CANC. INT. CL. 11. 


ENERTHER\M, INC., MT. VERNON, WA: 
1,119,173, CANC. INT. CL. 11. 


ENGELHARD MINERALS & CHEMICALS, ISEIN, NJ: 
1,119,167, CANC. INT. CL. 10. 
ENGINEERED TRANSPORT SERVICES, INC., MIAMI, 
FL: 
1,377,593, PUB. 10-15-1985. INT. CL. 39. 
ENGLISHTOWN SPORTSWEAR LTD., NEW YORK, NY: 
1,377,327, PUB. 10-15-1985. INT. CL. 25. 


ENVIRO-CHEMIE AG, ESCHENBACH, SWITZERLAND: 
1,376,767, PUB. 10-15-1985. INT. CL. 2. 


EQUITIME, INC., BRIARCLIFF MANOR, NY: 
1,377,154, PUB. 10-15-1985. INT. CL. 14. 


ERISOFT AB, VASTERAS, SWEDEN: 
1,376,912, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7 AND 9. 


ERUPTION PRODUCTIONS, INC., SEPULVEDA, CA: 
1,377,391, PUB. 10-15-1985. INT. CL. 25. 


ESION PRODUCTS, OAKLAND, CA: 
1,119,143, CANC. INT. CL. 9. 
ETABLISSEMENTS DELHOMMEAU & CIE, VIEILLE- 
VIGNE, FRANCE: 
1,377,384, PUB. 10-15-1985. INT. CL. 25. 
ETABLISSEMENTS LEREBCURG, 
(MEURTHE-ET-MOSELLE), FRANCE: 
1,377,454, PUB. 10-15-1985. INT. CL. 29. 
ETABLISSEMENTS RENE COGNON, CHATELLERAULT 
(VIENNE), FRANCE: 
1,377,302, PUB. 10-15-1985. INT. CL. 25. 
EUROPEAN TOUCH COMPANY, INC., ELM GROVE, WI: 
1,376,788, PUB. 10-15-1985. INT. CL. 3. 
EVETS CORPORATION, MISSION VIEJO, CA: 
1,377,039, PUB. 10-15-1985. INT. CL. 9. 
EXECUCOM SYSTEMS CORPORATION, AUSTIN, TX: 
1,376,973, PUB. 10-15-1985. INT. CL. 9. 
EXQUISITE FORM INDUSTRIES, INC., NEW YORK, NY: 
1,119,324, CANC. INT. CL. 25. 
EYE OPTICS, INC., HOUSTON, TX, DBA EYE+TECH: 
1,377,685, PUB. 10-15-1985. INT. CL. 42. 
EZRA J’S, REEDSVILLE, PA: 
1,377,393, PUB. 10-15-1985. INT. CL. 25. 
F. H. PETERSON MACHINE CORPORATION, 
STOUGHTON, MA: 
1,376,905, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7 AND 37. 


LIVERDUN 
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F.LV. FABBRICA ITALIANA VELOCIPEDI EDOARDO 
BIANCHI S.P.A., TREVIGLIO, PROVINCE OF BERGA- 
MO, ITALY: 

1,377,113, PUB. 10-15-1985. INT. CL. 12. 

F.P.M. INDUSTRIES, INC., NEW YORK, NY: 

1,377,672, PUB. 10-15-1985. INT. CL. 42. 
FAGUNDES, SHARON, CLAREMONT, CA: 
1,377,159, PUB. 10-15-1985. INT. CL. 16. 

FAIRCHILD CAMERA AND INSTRUMENT CORPORA- 

TION, MOUNTAIN, CA: 
1,119,122, CANC. INT. CL. 9. 

FAIRMONT HOMES, NAPPANEE, IN: 

1,377,106, PUB. 2-14-1978. MULTIPLE CLASS, INT. 
CLS. 12 AND 19. 

FAIRTRON CORPORATION, DES MOINES, IA, FAIR- 
PLAY MFG. CO., DES MOINES, IA: 

802,144. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 9). 

FALCON CABLE TV OF NORTHERN CALIFORNIA, 
PASADENA, CA: 

1,377,636, PUB. 7-30-1985. INT. CL. 41. 

FANCY LEDERWAREN OTTO A. WINKLER GMBH, 

MAINHAUSEN, FED REP GERMANY: 
1,377,199, PUB. 10-15-1985. INT. CL. 18. 

FARAH MANUFACTURING COMPANY, INC., EL PASO, 
TX: 

1,377,313, PUB. 10-15-1985. INT. CL. 25. 

FARMERS UNION CENTRAL EXCHANGE, INCORPO- 
RATED, INVER GROVE HEIGHTS, MN: 

797,694. REN. 1-7-1986. U.S. CL. 15 (INT. CL. 4). 

FARR COMPANY, EL SEGUNDO, CA: 

796,740. REN. 1-7-1986. U.S. CL. 31 (INT. CL. 11). 

FASHION BOX S.P.A., ASOLO (PROVINCE OF TREVISO), 
ITALY: 

1,377,294, PUB. 10-15-1985. INT. CL. 25. 

FAULTLESS STARCH/BON AMI COMPANY, KANSAS 
CITY, MO: 

1,376,798, PUB. 10-15-1985. INT. CL. 3. 

FEB (GREAT BRITAIN) LIMITED, SWINTON, MAN- 
CHESTER, ENGLAND: 

1,376,738, PUB. 10-15-1985. INT. CL. 1. 

FEDERATED DEPARTMENT STORES, INC., HOUSTON, 
TX: 

1,119,329, CANC. INT. CL. 25. 

FEELER MACHINERY IND. CO., LTD., FENG YUAN, 
TAIWAN: 

1,376,907, PUB. 10-15-1985. INT. CL. 7. 

FENCE CONSULTANTS, LAKEWOOD, CO: 

1,377,697, PUB. 10-15-1985. INT. CL. 42. 

FERNANDEZ (MORAL), RICARDO, TLALNEPANTLA, 
EDO. DE, MEXICO: 

1,377,483, PUB. 10-15-1985. INT. CL. 33. 

FIDELITY PRESCRIPTIONS, INC., DES MOINES, IA, 
DBA THE MEDICINE STORE: 

1,377,650, PUB. 10-15-1985. INT. CL. 42. 
FIDIA S.P.A., ABAND TERME (PADOVA), ITALY: 
1,376,826, PUB. 10-15-1985. INT. CL. 5. 
FIELDCREST MILLS, INC., EDEN, NC: 
1,119,314, CANC. INT. CL. 24. 

FILLMORE-PIRU CITRUS ASSOCIATION, 
CA: 

209,836. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 31). 
FILMATION ASSOCIATES, RESEDA, CA: 
1,377,417, PUB. 10-15-1985. INT. CL. 25. 
1,377,474, PUB. 10-15-1985. INT. CL. 30. 

FILMGUARD CORPORATION, ESCONDIDO, CA: 
1,376,982, PUB. 10-15-1985. INT. CL. 9. 

FINANCIAL INSTITUTIONS RETIREMENT FUND, 
WHITE PLAINS, NY: 

1,377,535, PUB. 10-15-1985. INT. CL. 36. 
1,377,536, PUB. 10-15-1985. INT. CL. 36. 
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FINCH, ROGER H., DRAYDEN, MD: 
1,119,290, CANC. INT. CL. 21. 
FINELLE INDUSTRIES, INC., LAWRENCE, MA, DBA 
LADY FINELLE COSMETICS: 
1,377,308, PUB. 10-15-1985. INT. CL. 25. 
FIRST INTERSTATE BANCORP, LOS ANGELES, CA: 
1,377,561, PUB. 10-15-1985. INT. CL. 36. 
FLEET WHOLESALE SUPPLY CO., INC., APPLETON, WI: 
803,311. REN. 1-7-1986. U.S. CL. 6 (INT. CL. 5). 
FLETT DEVEOPMENT COMPANY, CHICAGO, IL: 
1,119,260, CANC. INT. CL. 17. 
FLEXART SIGNS, INC., SEATTLE, WA: 
1,377,022, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9 AND 22. 
FLIGHTSPARES INTERNATIONAL, INC., MIAMI, FL: 
1,377,523, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
FLORIAN GLASS, UNION CITY, NJ: 
1,377,217, PUB. 10-15-1985. INT. CL. 19. 
FLOSSRITE CORPORATION, FORT WAYNE, IN: 
1,377,069, PUB. 10-15-1985. INT. CL. 10. 
FORDON, VICTORIA A., MCHENRY, IL, DBA EMBAR- 
RASSING MOMENTS: 
1,377,305, PUB. 10-15-1985. INT. CL. 25. 
FORSYTH DENTAL INFIRMARY FOR CHILDREN, 
BOSTON, MA, DBA FORSYTH DENTAL CENTER: 
1,376,760, PUB. 10-15-1985. INT. CL. 1. 
FOTO-FUN, INC, STOUGHTON, MA: 
1,119,128, CANC. INT. CL. 9. 
FRAGRANCES SELECTIVE, INC., NEW YORK, NY: 
1,376,785, PUB. 10-15-1985. INT. CL. 3. 
FRANK J. CURRAN CO., DOWNERS GROVE, IL: 
1,119,060, CANC. INT. CL. 5. 
FRANK J. ZAMBONI & COMPANY, INC., PARAMOUNT, 
CA, FRANK J. ZAMBONI & CO., PARAMOUNT, CA: 
789,009. REN. 1-7-1986. U.S. CL. 23 (INT. CL. 7). 
FRANK MASTOLONI & SONS, INC., NEW YORK, NY: 
1,377,138, PUB. 10-15-1985. INT. CL. 14. 
FRANKLIN'S SYSTEMS, INC., ATLANTA, GA: 
1,377,702, PUB. 10-15-1985. INT. CL. 42. 
FREDERICK ATKINS INC., NEW YORK, NY: 
1,377,352, PUB. 10-15-1985. INT. CL. 25. 
FRENCH TOBACCOS, INC., PLATTSBURG, NY: 
1,119,443, CANC. INT. CL. 34. 
FRESH ’N UP INC., NEW YORK, NY: 
1,377,713, PUB. 10-15-1985. INT. CL. 42. 
FROMM LABORATORIES, INC., GRAFTON, WI: 
789,583. REN. 1-7-1986. U.S. CL. 18 (INT. CL. 5). 
FSI CORPORATION, CHASKA, MN: 
1,377,103, PUB. 10-15-1985. INT. CL. 11. 
FUN.TAS.TIC COLORS, INC., PEMBROKE PINES, FL: 
1,376,766, PUB. 10-15-1985. INT. CL. 2. 
FUNK SOFTWARE, INC., CAMBRIDGE, MA: 
1,377,047, PUB. 10-15-1985. INT. CL. 9. 
FUTURE FOAM, INC., COUNCIL BLUFFS, IA: 
1,377,189, PUB. 10-15-1985. INT. CL. 17. 
G. FAVROT SA, VILLEFRANCHE-SUR-SAONE, 
FRANCE: 
1,377,349, PUB. 10-15-1985. INT. CL. 25. 
G.B. SCHIRMACHER S.A. DE C.V., MEXICO CITY 20, 
MEXICO: 
1,119,045, CANC. INT. CL. 3. 
GAGIO CORP., ENGLEWOOD CLIFFS, NJ: 
1,377,375, PUB. 10-15-1985. INT. CL. 25. 
GALIN, LORI J., WESTWOOD VILLAGE, CA: 
1,377,224, PUB. 10-15-1985. INT. CL. 19. 
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GALLOWAY ENTERPRISES, INC., RESTON, VA, DBA 
THE PRINT HOUSE: 

1,377,524, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 

GARDEN STATE BUSINESS MACHINES, INC., MOUN- 

TAINSIDE, NJ: 
1,377,495, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35, 37 AND 42. 
GARRATT, SANDRA, DALLAS, TX: 
1,377,416, PUB. 10-15-1985. INT. CL. 25. 

GAULTIER, JEAN PAUL, PARIS, FRANCE AND 

MENUGE, FRANCIS, PARIS, FRANCE: 
1,377,311, PUB. 10-15-1985. INT. CL. 25. 

GAYLORD BROADCASTING COMPANY, NEW ORLE- 
ANS, LA: 

1,377,587, PUB. 10-15-1985. INT. CL. 38. 

GENCORP INC., AKRON, OH: 

1,377,114, PUB. 10-15-1985. INT. CL. 12. 

GENERAL AMERICAN FOODS MANUFACTURING COR- 
PORATION, SYLMAR, CA: 

1,377,467, PUB. 10-15-1985. INT. CL. 30. 

GENERAL COMBUSTION CORP., ORLANDO, FL: 
1,377,093, PUB. 10-15-1985. INT. CL. 11. 

GENERAL FOODS CORPORATION, WHITE PLAINS, NY: 
1,377,482, PUB. 10-15-1985. INT. CL. 32. 

GENERAL MACHINE COMPANY OF NEW JERSEY, INC., 
MIDDLESEX, NJ: 

1,376,881, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6, 7 AND 9. 
GENERAL TIME CORPORATION, MESA, AZ: 
1,119,206, CANC. INT. CL. 14. 
GENERATOR CITY, INC., DENVER, CO: 
1,377,703, PUB. 10-15-1985. INT. CL. 42. 

GENTRY, VICTOR B., WHITMAN, NE, DBA THE DE- 
SIGNERS AND BARBER, ROGER F., OWANKA, SD, 
DBA THE DESIGNERS AND BARBER, PAUL J., RAPID 
CITY, SD, DBA THE DESIGNERS: 

1,377,505, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
GENZYME CORPORATION, BOSTON, MA: 
1,376,757, PUB. 10-15-1985. INT. CL. 1. 

GEO. H. HEWITT CO. LIMITED, THE, VANCOUVER, 

BRITISH COLUMBIA, CANADA: 
1,119,031, CANC. INT. CL. 2. 

GEO. J. BALL, INC., WEST CHICAGO, IL, AKA BALL 
BIOTECH CO.: 

1,377,480, PUB. 10-15-1985. INT. CL. 31. 

GEORGE, HARRY D., MAULDIN, SC, DBA STRING 
FEVER: 

1,377,643, PUB. 10-15-1985. INT. CL. 41. 

GERI-CARE INC., KEW GARDENS HILLS, NY, DBA 
GERI-CARE CONSULTANTS: 

1,377,513, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
GERTZ, DAVID C., TARZANA, CA: 
1,119,273, CANC. INT. CL. 19. 
GETRATEX, S.A., GENEVA, SWITZERLAND: 
1,377,359, PUB. 10-15-1985. INT. CL. 25. 
GILDA MARX INCORPORATED, LOS ANGELES, CA: 
1,377,346, PUB. 10415-1985. INT. CL. 25. 
GLAVERBEL, SOCIETE ANONYME, WATERMAEL- 
BOITSFORT, BELGIUM: 

1,377,223, PUB. 10-15-1985. INT. CL. 19. 

GLAXO GROUP LIMITED, LONDON, ENGLAND: 
1,376,813, PUB. 10-15-1985. INT. CL. 5. 

GMC SLEEPER PRODUCTS, INC., ASTORIA, NY: 
1,119,284, CANC. INT. CL. 20. 

GO ON SPORTSWEAR U.S.A., LTD., NEW YORK, NY: 
1,377,316, PUB. 10-15-1985. INT. CL. 25. 
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GOLDEN GRAIN MACARONI CO., SAN LEANDRO, CA, 
DBA GHIRARDELLI CHOCOLATE COMPANY, D. 
GHIRARDELLI CO., SAN FRANCISCO, CA: 

205,776. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 30). 

GOLDEN TULIP WORLD WIDE HOTELS B.V., HILVER- 
SUM, NETHERLANDS: 

1,377,654, PUB. 10-15-1985. INT. CL. 42. 


GOLDENROD SHOWBOAT, INC., ST. LOUIS, MO: 
1,377,619, PUB. 10-15-1985. INT. CL. 41. 


GOLF LYNX, ERIE, PA TO GOLF LYNX, ERIE, PA: 
1,348,206, COR. INT. CL. 28. 


GORDON, MARK, SAN FRANCISCO, CA: 
1,377,440, PUB. 10-15-1985. INT. CL. 28. 


GOTHAM INK & COLOR CO., INC., LONG ISLAND, NY: 
1,119,041, CANC. INT. CL. 2. 


GOURMET GRILLE, INC., MOUNT FREEDOM, NJ: 
1,376,809, PUB. 10-15-1985. INT. CL. 4. 
GRAFF, RONALD VERNON, PHILADELPHIA, PA, DBA 
ROW HOUSE: 
1,119,252, CANC. INT. CL. 16. 


GRAFOPLAST S.P.A., GENOVA, ITALY: 
1,377,229, PUB. 10-15-1985. INT. CL. 20. 


GRAKOE SYSTEMS, INC., RAPID CITY, SD: 
1,377,660, PUB. 10-15-1985. INT. CL. 42. 


GRAY AUTOMOTIVE PRODUCTS CO., ST. JOSEPH, MO: 
1,376,903, PUB. 10-15-1985. INT. CL. 7. 


GREAT WESTERN GOLF, INC., WOODLAND HILLS, CA: 
1,377,342, PUB. 10-15-1985. INT. CL. 25. 
GREATER MICHIGAN RADIO, INC., EAST BRUNSWICK, 
NJ: 
1,377,592, PUB. 10-15-1985. INT. CL. 38. 
GREBLER, ROBERT, SANTA MONICA, CA: 
1,377,444, PUB. 10-15-1985. INT. CL. 28. 


GREENWAY SERVICES, INC., HORSHAM, PA: 
1,377,731, PUB. 10-15-1985. INT. CL. 42. 
GREGG, RON D., DELTA, UT, DBA SEVIER MANUFAC- 
TURING COMPANY: 
1,377,351, PUB. 10-15-1985. INT. CL. 25. 
GREIG MANUFACTURING, INC.: See— 
KGS INDUSTRIES, LTD.. 
GRID PUBLISHING, INC., COLUMBUS, OH: 
1,377,162, PUB. 3-26-1985. INT. CL. 16. 
GRIFFITHS CORPORATION, PLYMOUTH, MN: 
1,377,571, PUB. 10-15-1985. INT. CL. 37. 
GRYNBAUM, JOEL, PARIS, FRANCE AND MAMOU- 
MANI, ALAIN, PARIS, FRANCE: 
1,376,963, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9, 35, 41 AND 42. 
GT DEVELOPMENT CORPORATION, SEATTLE, WA: 
1,377,010, PUB. 10-15-1985. INT. CL. 9. 
GTE CORPORATION, STAMFORD, CT: 
1,377,515, PUB. 10-15-1985. INT. CL. 35. 
GUARDIAN INSPECTION SERVICES LTD., EDMONTON, 
ALBERTA, CANADA: 
1,376,979, PUB. 10-15-1985. INT. CL. 9. 
GUGLER, ROBERT D., HUNTINGTON, NY, DBA OLDE 
COLONIAL WOODCRAFT: 
1,119,270, CANC. INT. CL. 19. 
GUSTAFSON, INCORPORATED, DALLAS, TX: 
1,376,816, PUB. 7-16-1985. INT. CL. 5. 
GUTWIRTH, JOSEPH M., FORT LAUDERDALE, FL: 
1,377,018, PUB. 10-15-1985. INT. CL. 9. 
GWILYM, KATHLEEN, BELLEVUE, WA: 
1,119,366, CANC. INT. CL. 29. 
GYNECO, INC., BRANCHBURG, NJ: 
1,377,083, PUB. 10-15-1985. INT. CL. 10. 
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H. D. LEE COMPANY, INC., THE, SHAWNEE MISSION, 
KS: 

1,119,318, CANC. INT. CL. 25. 

H.C. COPELAND FINANCIAL SERVICES, INC., SOUTH 
ISELIN, NJ: 

1,377,558, PUB. 10-15-1985. INT. CL. 36. 

H.D. LEE COMPANY, INC., THE, SHAWNEE MISSION, 
KS: 

1,119,317, CANC. INT. CL. 25. 
H.W. BAKER LINEN CO., INC., MAHWAH, NJ: 
1,377,260, PUB. 10-15-1985. INT. CL. 24. 

HACH COMPANY, LOVELAND, CO: 

1,376,743, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 1 AND 9. 
HAFFER, MYLES T., CINCINNATI, OH, DBA SPORTING 
FOOT & THINGS: 
1,377,653, PUB. 10-15-1985. INT. CL. 42. 
HALL FOUNDRIES AND MFG., INC., LUBBOCK, TX: 
1,376,893, PUB. 10-15-1985. INT. CL. 7. 

HAMBURGER INTERNATIONALE RUCKVERSICHER- 
UNG AKTIENGESELLSCHAFT, 2 HAMBURG 11, FED 
REP GERMANY: 

1,119,398, CANC. INT. CL. 36. 
1,119,399, CANC. INT. CL. 36. 

HAMMERBLOW CORPORATION, THE, WAUSAU, WI: 
1,376,958, PUB. 10-15-1985. INT. CL. 9. 


HAMMERMILL PAPER COMPANY, ERIE, PA: 
1,377,181, PUB. 10-15-1985. INT. CL. 16. 


HANDELSONDERNEMING PRIVA B.V., LC DE LIER, 
NETHERLANDS: 

1,376,999, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9 AND 11. 

HANG TEN INTERNATIONAL, SAN DIEGO, CA AND 
UNIQUE SLACKS N’ JEANS INC., CITY OF INDUSTRY, 
CA: 

1,119,332, CANC. INT. CL. 25. 
HARCO CORPORATION, MEDINA, OH: 
1,377,688, PUB. 10-15-1985. INT. CL. 42. 


HARCOURT BRACE JOVANOVICH, INC., NEW YORK, 

NY: 
1,377,625, PUB. 10-15-1985. INT. CL. 41. 

HARFRED OPERATING CORP., NEW YORK, NY: 
1,377,683, PUB. 10-15-1985. INT. CL. 42. 


HARLAN, BURTON C., KELSEYVILLE, CA: 
1,376,888, PUB. 10-15-1985. INT. CL. 7. 


HARLEQUIN ENTERPRISES B.V., FRIBOURG, SWITZER- 
LAND: 
1,377,164, PUB. 10-15-1985. INT. CL. 16. 


1,377,165, PUB. 10-15-1985. INT. CL. 16. 


HARMES, ERNIE W., GEORGE, IA, DBA TARKO’S CRE- 
ATIONS: 
1,377,241, PUB. 10-15-1985. INT. CL. 21. 
HAROLD HOUSE, PUBLISHERS, HOUSTON, TX: 
1,119,226, CANC. INT. CL. 16. 
HARRIET & HENDERSON YARNS, INC., HENDERSON, 
NC: 
1,377,254, PUB. 10-15-1985. INT. CL. 23. 
HARRIS PUBLISHING COMPANY, INC., TWINSBURG, 
OH: 
1,377,532, PUB. 10-15-1985. INT. CL. 35. 
HARRISON PUMFORD, SAGINAW, MI: 
1,377,545, PUB. 10-15-1985. INT. CL. 36. 


HARVE BENARD, LTD., NEW YORK, NY: 
1,377,040, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9 AND 25. 
HASTINGS PAVEMENT COMPANY, INC., LAKE SUC- 
CESS, NY: 
1,119,272, CANC. INT. CL. 19. 
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HAWAIIAN ISLAND CREATIONS, INC., KAILUA, HI: 
1,377,300, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 
1,377,301, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 

HAYES MICROCOMPUTER PRODUCTS, 
CROSS, GA: 

1,376,975, PUB. 10-15-1985. INT. CL. 9. 

HEALTH ASSISTANCE FOR TRAVELLERS INC., TO- 
RONTO, ONTARIO, CANADA: 

1,377,539, PUB. 10-15-1985. INT. CL. 36. 

HEALTH DATA SCIENCES CORPORATION, SAN BER- 

NARDINO, CA: 
1,377,566, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
HEALTHCHECK, INCORPORATED, DALLAS, TX: 
1,377,750, INT. CL. 41. 
HEAR SAVER, INC., NIAGARA FALLS, NY: 
1,376,977, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9, 10 AND 28. 
HEARST CORPORATION, THE, KANSAS CITY, MO: 
1,377,589, PUB. 10-15-1985. INT. CL. 38. 

HEART LIGHT INTERNATIONAL INC., CARLE PLACE, 
NY: 

1,377,136, PUB. 10-15-1985. INT. CL. 14. 

HEATHERCRETE INTERNATIONAL, INC., SANTA ANA, 
CA: 

1,377,220, PUB. 10-15-1985. INT. CL. 19. 
1,377,221, PUB. 10-15-1985. INT. CL. 19. 
HEAVY CUSTOM, INCORPORATED, BROOKLYN, NY: 
1,376,940, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9, 11, 37, 41 AND 42. 

HEBO, INC., CINCINNATI, OH FROM INTERNATIONAL 

LICENSING MANAGEMENT, INC., NEW YORK, NY: 
1,377,169, PUB. 10-15-1985. INT. CL. 16. 

HEDVA, BETH, OAKLAND, CA, DBA PSYCHIC HOT- 
LINE: 

1,377,721, PUB. 10-15-1985. INT. CL. 42. 

HELZBERG’S DIAMOND SHOPS, INC., KANSAS CITY, 
MO: 

1,377,133, PUB. 10-15-1985. INT. CL. 14. 

HENDERSON, RICHARD L., HOUSTON, TX, DBA HEN- 
DERSON INVESTMENT MANAGEMENT: 

1,377,559, PUB. 10-15-1985. INT. CL. 36. 

HENKEL KOMMANDITGESELLSCHAFT AUF AKTIEN 
(HENKEL KGAA), DUSSELDORF, FED REP GERMA- 
NY: 

1,376,805, PUB. 10-15-1985. INT. CL. 3. 

HENNY PENNY CORPORATION, EATON, OH: 

1,376,901, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7, 11 AND 20. 

HENRY R. HINCKLEY & COMPANY, SOUTHWEST 
HARBOR, ME: 

1,376,769, PUB. 10-15-1985. INT. CL. 2. 

HENSON-KICKERNICK, INC., GREENVILLE, TX: 

1,119,163, CANC. MULTIPLE CLASS, INT. CLS. 10 
AND 25. 
HERCULES INCORPORATED, WILMINGTON, DE, HER- 
CULES POWDER COMPANY, WILMINGTON, DE: 
794,250. REN. 1-7-1986. U.S. CL. 1 (INT. CL. 1). 
HESLIN, BUOL K., NEW YORK, NY: 
1,377,075, PUB. 10-15-1985. INT. CL. 10. 
HEURTEY INDUSTRIES, PARIS, FRANCE: 
1,377,736, MULTIPLE CLASS, INT. CLS. 7, 11, 35, 37, 40 
AND 42. 
HILL WOOD PRODUCTS, INC., COOK, MN: 
1,377,225, PUB. 10-15-1985. INT. CL. 19. 
HILLYARD ENTERPRISES, INC., ST. JOSEPH, MO: 
801,488. REN. 1-7-1986. U.S. CL. 52 (INT. CL. 3). 
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HINDERLITER INDUSTRIES, TULSA, OK: 
1,376,875, PUB. 10-15-1985. INT. CL. 6. 
HING YU METAL WORKS LTD., NEW TERRITORIES, 
HONG KONG: 
1,377,117, PUB. 10-15-1985. INT. CL. 12. 
HIRT, JOSEF, URDORF, SWITZERLAND: 
1,377,167, PUB. 10-15-1985. INT. CL. 16. 
HNH RECORDS INCORPORATED, EVANSTON, IL: 
1,119,414, CANC. INT. CL. 41. 
HOBART CORPORATION: See— 
KITCHENAID, INC.. 

HOECHST AKTIENGESELLSCHAFT, FRANKFURT AM 
MAIN ABT. B. NR. 14500, FED REP GERMANY, CHE- 
MISCHE WERKE ALBERT, WIESBADEN-BIEBRICH, 
FED REP GERMANY: 

797,388. REN. 1-7-1986. U.S. CL. 1 (INT. CL. 1). 

HOFFMAN APPAREL INTERNATIONAL 
BOSTON, MA: 

1,377,329, PUB. 10-15-1985. INT. CL. 25. 

HOGSHEAD, LESTER BRUCE, SCOTTSVILLE, VA: 

1,377,259, PUB. 6-25-1985. INT. CL. 24. 

HOLMES, JEANNINE E., VISTA, CA, DBA GI-RAPH-ICS 
ASSOCIATES: 

1,376,964, PUB. 10-15-1985. INT. CL. 9. 

HOLT LLOYD CORPORATION, TUCKER, GA: 

1,376,811, PUB. 10-15-1985. INT. CL. 4. 

1,376,812, PUB. 10-15-1985. INT. CL. 4. 
HONEY ACRES, INC., ASHIPPUN, WI: 

1,377,648, PUB. 10-15-1985. INT. CL. 41. 

HOT LOOKS INTERNATIONAL, _INC., 
COUNTY, KS: 

1,376,787, PUB. 10-15-1985. INT. CL. 3. 

HOTEL EMPLOYEES AND RESTAURANT EMPLOYEES 
INTERNATIONAL UNION, WASHINGTON, DC, HOTEL 
& RESTAURANT EMPLOYEES AND BARTENDERS 
INTERNATIONAL UNION (AFL-CIO), CINCINNATI, 
OH: 

782,887. REN. 1-7-1986. U.S. CL. 38 (INT. CL. 16). 

HOTEL PROPERTIES OF AMERICA, INC., NEW YORK, 
NY: 

1,377,674, PUB. 10-15-1985. INT. CL. 42. 

HOUSE OF LLOYD, INC., GRANDVIEW, MO: 

1,377,642, PUB. 10-15-1985. INT. CL. 41. 

HOW MARKETING ENTERPRISES, INC., MINNEAPOLIS, 
MN: 

1,377,445, PUB. 10-15-1985. INT. CL. 28. 

HUDSON JAPAN, TOKYO, JAPAN: 

1,377,336, PUB. 10-15-1985. INT. CL. 25. 
HYGOLET, INC., SARATOGA, CA: 

1,377,185, PUB. 10-15-1985. INT. CL. 17. 
1J.E., INC., HOLLYWOOD, FL: 

1,377,034, PUB. 10-15-1985. INT. CL. 9. 

1.T.G., INC., BLADENSBURG, MD AND CONCEPT MER- 
CHANDISING, INC., BLADENSBURG, MD: 

1,119,393, CANC. INT. CL. 35. 
IDEAS DEVELOPMENT CORP., LAWNDALE, CA: 
1,377,289, PUB. 10-15-1985. INT. CL. 25. 
IMAGINEERING, INC., TEMPE, AZ: 
1,119,348, CANC. INT. CL. 28. 
IMPERIAL DAX COMPANY, INC., FAIRFIELD, NJ: 
1,376,799, PUB. 10-15-1985. INT. CL. 3. 

IMPERIAL DEVELOPMENTS _LTD., 

CANADA: 
1,377,534, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 36, 37 AND 42. 
IN-LIFE CAPITAL LTD., FREEPORT, NY: 
1,377,161, PUB. 10-15-1985. INT. CL. 16. 

INDIAN HEAD INC., NEW YORK, NY: 

1,119,145, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
17. 


CORP., 
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INDUSTRIAL-MOTOR SERVICE ITALIA-IMOS. ITALIA, 
10141 TURIN, ITALY: 
1,119,144, CANC. INT. CL. 9. 
INFORMATION ET PUBLICITE, PARIS, FRANCE: 
1,377,506, PUB. 10-15-1985. INT. CL. 35. 
INGLE, CRAIG G., SEATTLE, WA, DBA THOMAS BRAM- 
BLE: 
1,377,701, PUB. 10-15-1985. INT. CL. 42. 
INGOL MEDIA SERVICES, INC., SEA BRIGHT, NJ: 
1,376,926, PUB. 10-15-1985. INT. CL. 7. 
INLAND DYNATRONICS, INC., SOUTH HACKENSACK, 
NJ: 
1,119,139, CANC. INT. CL. 9. 
INNER BEAUTY, INC., DALLAS, TX: 
1,376,779, PUB. 10-15-1985. INT. CL. 3. 
INNOVATIVE SYSTEMS, INC., PITTSBURGH, PA: 
1,377,015, PUB. 10-15-1985. INT. CL. 9. 
INSULATED PANEL SYSTEMS, INC., HOUSTON, TX: 
1,377,213, PUB. 10-15-1985. INT. CL. 19. 
1,377,214, PUB. 10-15-1985. INT. CL. 19. 
INTEGRATED REAL ESTATE SERVICES, INC., AUSTIN, 
TX: 


1,377,542, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 36 AND 37. 

INTELLIGENT ELECTRONICS, INC.: See— 

TODAYS COMPUTERS BUSINESS CENTER, INC.. 

INTER-OCEAN INDUSTRIES, INC., NEW YORK, NY: 

1,119,208, CANC. INT. CL. 14. 

INTERACTIVE STRUCTURES, INC., BALA CYNWYD, 
PA: 

1,377,743, INT. CL. 16. 

INTERNATIONAL AIR SERVICE CO., LTD., BURLIN- 
GAME, CA: 

1,377,600, PUB. 10-15-1985. INT. CL. 39. 

INTERNATIONAL CORPORATE OFFICES, INC., OAK 
BROOK, IL: 

1,377,555, PUB. 10-15-1985. INT. CL. 36. 

INTERNATIONAL DIAGNOSTIC LABORATORIES, INC., 
CHESTERFIELD, MO: 

1,376,742, PUB. 10-15-1985. INT. CL. 1. 

INTERNATIONAL LICENSING MANAGEMENT, 
See— 

HEBO, INC.. 
INTERNATIONAL PLAYTEX, INC., NEW YORK, NY: 
1,119,328, CANC. INT. CL. 25. 

INTERNATIONAL SOFTWARE NETWORK, INC., MIL- 
WAUKEE, WI: 

1,377,668, PUB. 10-15-1985. INT. CL. 42. 

INTERSTATE BRANDS CORPORATION, KANSAS CITY, 
MO, INTERSTATE BAKERIES CORPORATION, 
KANSAS CITY, MO: 

801,976. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 29). 
INTERVET AMERICA, INC., MILLSBORO, DE: 
1,376,855, PUB. 10-15-1985. INT. CL. 5. 

INVESTORS BANK & TRUST COMPANY, BOSTON, MA: 
1,377,537, PUB. 10-15-1985. INT. CL. 36. 

IREX CORPORATION, UPPER SADDLE RIVER, NJ: 
1,119,162, CANC. INT. CL. 10. 

IROMEDICA AG, ST. GALLEN, SWITZERLAND: 
1,376,836, PUB. 10-15-1985. INT. CL. 5. 

IRVING-CLOUD PUBLISHING COMPANY, THE, CHICA- 
GO, IL: 

1,377,180, PUB. 10-15-1985. INT. CL. 16. 

ITALIAN U-BOAT INC., THE, GLEN ELLYN, IL: 

1,119,371, CANC. INT. CL. 30. 
ITT CORPORATION, NEW YORK, NY: 
1,377,024, PUB. 10-15-1985. INT. CL. 9. 
J & P RESOURCE, INC., ANN ARBOR, MI: 
1,377,708, PUB. 10-15-1985. INT. CL. 42. 


INC.: 
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J C RESORTS, INC., LA JOLLA, CA: 
1,377,680, PUB. 10-15-1985. INT. CL. 42. 

J. & F. MARTELL, INC., WHITE PLAINS, NY: 
1,119,390, CANC. INT. CL. 33. 

J. R. LAUGHEAD, INC., HOUSTON, TX: 
1,377,175, PUB. 10-15-1985. INT. CL. 16. 

J. R. NORTON COMPANY, PHOENIX, AZ: 
1,377,479, PUB. 10-15-1985. INT. CL. 31. 

J. W. SPEAR & SONS, PLC, ENFIELD, MIDDLESEX, EN3 
7TB, ENGLAND, J.W. SPEAR & SONS LIMITED, EN- 
FIELD, MIDDLESEX, ENGLAND: 

795,530. REN. 1-7-1986. U.S. CL. 22 (INT. CL. 28). 

J.B.’S CARIBBEAN SOUL, INC., ORLANDO, FL: 

1,377,326, PUB. 10-15-1985. INT. CL. 25. 
J.L. COOMBS & CO., INC., PHILLIPS, ME: 
1,377,364, PUB, 10-15-1985. INT. CL. 25. 

JACOBSON STORES INC., JACKSON, MI: 

804,748. REN. 1-7-1986. U.S. CL. 39 (INT. CL. 25). 

JACQUES JAUNET S.A., CHOLET (MAINE-ET-LOIRE), 
FRANCE: 

1,377,291, PUB. 10-15-1985. INT. CL. 25. 

JAMES CORBETT ENTERPRISES, INC., HOLLYWOOD, 
CA, DBA MIX MAGIC: 

1,377,641, PUB. 10-15-1985. INT. CL. 41. 

JAMES RIVER CORPORATION OF VIRGINIA, RICH- 
MOND, VA, GROVETON PAPERS COMPANY, GROVE- 
TON, NH: 

791,857. REN. 1-7-1986. U.S. CL. 37 (INT. CL. 16). 
JAR’S, PARIS, FRANCE: 
1,376,776, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 3 AND 14. 
JARMAN & SONS, INC., AURORA, IN: 
1,376,923, PUB. 10-15-1985. INT. CL. 7. 
JAY LABORATORIES, INC., PINE LAKE, GA: 
1,376,829, PUB. 10-15-1985. INT. CL. 5. 
JEAN PATOU, INC., NEW YORK, NY: 
1,376,800, PUB. 10-15-1985. INT. CL. 3. 
1,376,801, PUB. 10-15-1985. INT. CL. 3. 
1,376,802, PUB. 10-15-1985. INT. CL. 3. 
JEFBAR AMERICA, INC., GARDENA, CA: 
1,377,232, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 20 AND 24. 
JERELL, INC., DALLAS, TX: 
1,119,438, CANC. INT. CL. 25. 
JIA TEH PRECISION INSTRUMENT MANUFACTURING 
CORP., LTD., FENG YUAN CITY, TAIWAN: 
1,377,493, PUB. 10-15-1985. INT. CL. 34. 
JOEL, WILLIAM MARTIN, JERICHO, NY: 
1,376,992, PUB. 10-15-1985. INT. CL. 9. 
JOHN T. BRYANT, INC., LITHONIA, GA: 
1,377,062, PUB. 10-15-1985. INT. CL. 10. 

JOHN WALKER & SONS LIMITED, LONDON, S.W., ENG- 
LAND: 

1,377,621, PUB. 10-15-1985. INT. CL. 41. 

JOHNSON & HIGGINS, NEW YORK, NY: 

1,377,631, PUB. 10-15-1985. INT. CL. 41. 
JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 

1,119,220, CANC. INT. CL. 16. 

1,376,842, PUB. 10-15-1985. INT. CL. 5. 

1,376,843, PUB. 10-15-1985. INT. CL. 5. 
JOHNSON PRODUCTS CO., INC., CHICAGO, IL: 

1,376,790, PUB. 10-15-1985. INT. CL. 3. 

JOMAC, INC., WARRINGTON, PA: 

1,376,919, PUB. 10-15-1985. INT. CL. 7. 

JON JOLCIN CO., INC., NEW YORK, NY: 

1,119,431, CANC. MULTIPLE CLASS, U.S. CLS. 39 AND 
100. 

JONATHAN BRADLEY PENS, 
CITY, NY: 

1,377,612, PUB. 10-15-1985. INT. CL. 40. 
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JORDAN, RICHARD L., ST LOUIS PARK, MN, DBA THE 
JORDAN AGENCY: 
1,119,401, CANC. INT. CL. 36. 
JULES V. LANE, P.C., HICKSVILLE, NY: 
1,377,724, PUB. 10-15-1985. INT. CL. 42. 
JUVENILE PRODUCTS MANUFACTURERS ASSOCIA- 
TION, INC., MOORESTOWN, NJ: 
1,119,193, CANC. MULTIPLE CLASS, INT. CLS. 12 
AND 20. 
JWI LTD., KANATA, ONTARIO, CANADA: 
1,376,889, PUB. 10-15-1985. INT. CL. 7. 
KABUSHIKI KAISHA DAI-SAN BUNMEISHA, CHIYODA- 
KU, TOKYO, JAPAN: 
1,377,173, PUB. 10-15-1985. INT. CL. 16. 
KABUSHIKI KAISHA HATTORI SEIKO, CHUO-KU, 
TOKYO, JAPAN, DBA HATTORI SEIKO CO., LTD.: 
1,377,152, PUB. 10-15-1985. INT. CL. 14. 
1,377,153, PUB. 10-15-1985. INT. CL. 14. 
KASE, PATTY, LUTHERVILLE, MD AND KASE, PAUL, 
LUTHERVILLE, MD: 
1,377,684, PUB. 10-15-1985. INT. CL. 42. 
KAYSER-ROTH CORPORATION, NEW YORK, NY: 
1,377,400, PUB. 10-15-1985. INT. CL. 25. 
1,377,401, PUB. 10-15-1985. INT. CL. 25. 
1,377,402, PUB. 10-15-1985. INT. CL. 25. 
1,377,403, PUB. 10-15-1985. INT. CL. 25. 


KCEE WILDWOOD, LOS ANGELES, CA. 
1,377,200, PUB. 10-15-1985. INT. CL. 18. 
KEARNEY-NATIONAL, INC., ATLANTA, GA, JAMES R. 
KEARNEY CORPORATION, ST. LOUIS, MO: 
790,967. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 9). 
KELLER CONSULTANTS, INC., HOLLYWOOD, FL: 
1,119,280, CANC. INT. CL. 20. 
KELLOGG COMPANY, BATTLE CREEK, MI, 
SMITH’S PIE COMPANY, POTTSTOWN, PA: 
789,525. REN. 1-7-1986. U.S. CL. 2 (INT. CL. 6). 
KENCO MANUFACTURING INTERNATIONAL, 
COMPTON, CA: 
1,377,413, PUB. 10-15-1985. INT. CL. 25. 
KENERIC INDUSTRIES, INC., BOCA RATON, FL: 
1,376,851, PUB. 10-15-1985. INT. CL. 5. 
KERLION, VILLEJUIF, FRANCE: 
1,377,071, PUB. 10-15-1985. INT. CL. 10. 
KETCHAM & MCDOUGALL, INC., ROSELAND, Nj, 
PARK SHERMAN, INC., ROSELAND, NJ: 
797,810. REN. 1-7-1986. U.S. CL. 37 (INT. CL. 16). 
KGS INDUSTRIES, LTD., MADISON, WI FROM GREIG 
MANUFACTURING, INC., MADISON, WI: 
1,376,915, PUB. 10-15-1985. INT. CL. 7. 
KIER MFG. CO., HARWOOD HEIGHTS, IL: 
1,377,489, PUB. 10-15-1985. INT. CL. 34. 
KINGSFORD LTD., NEW YORK, NY: 
1,119,136, CANC. INT. CL. 9. 
1,119,137, CANC. INT. CL. 9. 
KIRBY LESTER, INC., STAMFORD, CT: 
1,377,035, PUB. 10-15-1985. INT. CL. 9. 
KITCHENAID, INC., TROY, OH FROM HOBART CORPO- 
RATION, TROY, OH: 
1,376,906, PUB. 10-15-1985. INT. CL. 7. 
KITTAY & BLITZ, INC., NEW YORK, NY: 
1,377,452, PUB. 10-15-1985. INT. CL. 28. 
KLEPPER BETEILIGUNGS GMBH & CO. BOOTSBAU KG, 
ROSENHEIM, FED REP GERMANY: 
1,377,245, PUB. 10-15-1985. INT. CL. 22. 
KOALA TECHNOLOGIES CORPORATION, 


CLARA, CA: 
1,376,971, PUB. 10-15-1985. INT. CL. 9. 
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KOBAYASHI INDUSTRIAL CO., LTD., TSUBAME NII- 
GATA, JAPAN: 
1,376,935, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 8 AND 21. 
KOFLACH SPORTGERATE GESELLSCHAFT M.B.H., 
VIENNA, AUSTRIA: 
1,377,430, PUB. 10-15-1985. INT. CL. 28. 
KONE OY, HELSINKI, FINLAND: 
1,377,078, PUB. 10-15-1985. INT. CL. 10. 
KRATOS, S.A., MONTERREY, N.L., MEXICO: 
1,376,991, PUB. 10-15-1985. INT. CL. 9. 
KREMENTZ & CO., NEWARK, NJ: 
203,945. REN. 1-7-1986. U.S. CL. 28 (INT. CL. 14). 
KRIYA SYSTEMS, INC., CHICAGO, IL: 
1,377,662, PUB. 10-15-1985. INT. CL. 42. 
KRONE GMBH, BERLIN, FED REP GERMANY: 
1,376,972, PUB. 10-15-1985. INT. CL. 9. 
KSM FASTENING SYSTEMS INC., MOORESTOWN, NJ: 
1,376,872, PUB. 10-15-1985. INT. CL. 6. 
1,377,570, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 37 AND 40. 
KULTUR INTERNATIONAL FILMS, INC., SEA BRIGHT, 
NJ: 
1,377,007, PUB. 10-15-1985. INT. CL. 9. 
KUSS CORPORATION, FINDLAY, OH: 
1,376,744, PUB. 10-15-1985. INT. CL. 1. 
KYBOSIDE, LTD., CAMBRIDGE, ENGLAND: 
1,377,637, PUB. 10-15-1985. INT. CL. 41. 
L.P. MORRIS COMPANY, WINSTON-SALEM, NC: 
1,377,314, PUB. 10-15-1985. INT. CL. 25. 
L’ESPACE SPORTSWEAR, LOS ANGELES, CA: 
1,377,397, PUB. 10-15-1985. INT. CL. 25. 
L’OREAL, 75381 PARIS CEDEX 08, FRANCE: 
1,119,434, CANC. INT. CL. 3. 
LA METALLI INDUSTRIALE S.P.A., FLORENCE, ITALY: 
1,377,042, PUB. 10-15-1985. INT. CL. 9. 
LA TIQUE, INC., NEW YORK, NY: 
1,377,205, PUB. 10-15-1985. INT. CL. 18. 
LABORATOIRE SPAD (S.A.), QUETIGNY CEDEX, 
FRANCE: 
1,377,067, PUB. 10-15-1985. INT. CL. 10. 
LAMOTTA, RICHARD E., GRANDVIEW, NY: 
1,377,748, INT. CL. 30. 
LANCASTER CASUALTY INSURANCE COMPANY, LAN- 
CASTER, PA: 
1,377,552, PUB. 10-15-1985. INT. CL. 36. 
LANCOME PARFUMS ET BEAUTE & CIE, SAINT- 
HONORE, PARIS, FRANCE: 
1,377,477, PUB. 10-15-1985. INT. CL. 31. 
LAND O’LAKES, INC., ARDEN HILLS, MN: 
1,309,267, CANC. IIRN. RESTORED TO S.N. 422,719. 
LANDA, INC., PORTLAND, OR: 
1,376,928, PUB. 10-15-1985. INT. CL. 7. 
LANDRY, JENCIE, NEW IBERIA, LA AND DELCAMBRE, 
NOVELLA, NEW IBERIA, LA: 
1,377,380, PUB. 10-15-1985. INT. CL. 25. 
LANE PUBLISHING CO., MENLO PARK, CA: 
1,377,174, PUB. 10-15-1985. INT. CL. 16. 
LANGENBACHER DATA SYSTEMS, INC., ST. LOUIS, 
MO: 
1,376,995, PUB. 10-15-1985. INT. CL. 9. 
LE ROSARIUM, CARROS, APLES MARITIMES, FRANCE: 
1,119,295, CANC. INT. CL. 21. 
LE SPORTSAC, INC., NEW YORK, NY: 
1,376,955, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9, 14 AND 18. 
1,377,197, PUB. 10-15-1985. INT. CL. 18. 
LEA DYNATECH CORPORATION, SANTA FE SPRINGS, 


CA: 
1,377,027, PUB. 10-15-1985. INT. CL. 9. 
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LEAD MARKETING INTERNATIONAL, INC., DALLAS, 

1,377,509, PUB. 10-15-1985. INT. CL. 35. 

LEIF ERIKSON OF DENMARK, WACO, TX: 

1,377,362, PUB. 10-15-1985. INT. CL. 25. 
LETHABY NUMBERING SYSTEMS LIMITED, LONDON, 
ENGLAND: 

1,376,910, PUB. 10-15-1985. INT. CL. 7. 

LEVI STRAUSS & CO., SAN FRANCISCO, CA: 
1,377,414, PUB. 10-15-1985. INT. CL. 25. 

LEWIN AND WARNER, LONDON, ENGLAND: 
1,377,303, PUB. 10-15-1985. INT. CL. 25. 

LIBERTY TROUSER CO., INC., BIRMINGHAM, AL: 
1,377,344, PUB. 10-15-1985. INT. CL. 25. 

LIFE FORCE FOODS, INC., BOULDER, CO: 
1,377,749, INT. CL. 31. 

LIFESAVERS LIMOUSINE INC., PARAMUS, NJ: 
1,377,370, PUB. 10-15-1985. INT. CL. 25. 

LINCOLN COMPUTER MANAGEMENT SYSTEMS, 
FRESNO, CA: 

1,377,673, PUB. 10-15-1985. INT. CL. 42. 

LINCOLN FOODS, INC., LAWRENCE, MA, ROWSE COM- 
PANY OF N. H., INC., GREENVILLE, NH: 

775,506. REN. 1-7-1986. U.S. CL. 46 (INT. CLS. 29 AND 
32). 
LINCOLN LACE & BRAID CO., PROVIDENCE, RI: 
1,377,247, PUB. 10-15-1985. INT. CL. 22. 
LINDKVIST, HANS, LIDINGO, SWEDEN: 
1,377,343, PUB. 10-15-1985. INT. CL. 25. 
LINEAR GROUP, INC., THE, ASHEVILLE, NC: 
1,377,627, PUB. 10-15-1985. INT. CL. 41. 
LIVING LEGENDS LTD., NEW ROCHELLE, NY: 
1,377,334, PUB. 10-15-1985. INT. CL. 25. 

LOGSPLITTER MANUFACTURERS ASSOCIATION, NA- 
PERVILLE, IL: 

1,377,735, PUB. 10-15-1985. U.S. CL. A. 

LONGMONT TURKEY PROCESSORS, INC., LONGMONT, 
Co: 

1,119,363, CANC. INT. CL. 29. 

LOOK AND LIKE (S.A.R.L.), MARSEILLE, FRANCE: 

1,377,405, PUB. 10-15-1985. INT. CL. 25. 
LOR, INCORPORATED, HOUSTON, TX: 
1,376,909, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7 AND 37. 
LPM, INC., SALT LAKE CITY, UT: 
1,376,904, PUB. 10-15-1985. INT. CL. 7. 
LSC DISTRIBUTORS, INC., EAST RUTHERFORD, NJ: 
1,119,372, CANC. MULTIPLE CLASS, INT. CLS. 30 
AND 32. 
LUBRICATION STATION, INC., MIDDLETON, WI: 
1,377,580, PUB. 10-15-1985. INT. CL. 37. 

LUCAS INDUSTRIES PUBLIC LIMITED COMPANY, BIR- 
MINGHAM B19 2XF, ENGLAND, GIRLING LIMITED, 
TYSELEY, BIRMINGHAM, ENGLAND: 

774,871. REN. 1-7-1986. U.S. CL. 19 (INT. CL. 12). 

LUCAS INDUSTRIES PUBLIC LIMITED COMPANY, BIR- 
MINGHAM B19 2XF, ENGLAND, D. NAPIER & SON 
LIMITED, ACTON, LONDON W. 3, ENGLAND: 

793,964. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 9). 

LUCASFILM LTD., SAN RAFAEL, CA: 

1,377,176, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 16 AND 28. 

1,377,177, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 16 AND 28. 

1,377,234, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 20 AND 26. 

LUHR JENSEN & SONS, INC., HOOD RIVER, OR, DAVIS, 
LESTER M., TACOMA, WA: 

418,761. REN. 1-7-1986. U.S. CL. 22 (INT. CL. 28). 
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LUTHERAN MEDICAL CENTER, WHEAT RIDGE, CO: 
1,377,704, PUB. 10-15-1985. INT. CL. 42. 
LYKES PASCO PACKING CO., DADE CITY, FL: 
1,377,481, PUB. 7-30-1985. INT. CL. 32. 
LYNN LYNN, NEW YORK, NY, DBA DOMINO EXPRESS 
AND LYNN LYNN PRODUCTIONS: 
1,377,638, PUB. 10-15-1985. INT. CL. 41. 
M.A.G. ENGINEERING & MFG. INC., GARDENA, CA: 
1,376,869, PUB. 10-15-1985. INT. CL. 6. 
M.C. PRODUCTS, LTD., NEW YORK, NY: 
1,376,771, PUB. 10-15-1985. INT. CL. 3. 
MA MAISON, INC., LOS ANGELES, CA: 
1,377,689, PUB. 10-15-1985. INT. CL. 42. 
1,377,690, PUB. 10-15-1985. INT. CL. 42. 
MA MERE CO., LTD., HIGASHI-KU, OSAKA, JAPAN: 
1,377,307, PUB. 10-15-1985. INT. CL. 25. 
MAGIC ART SCHOOLS, INC., BELLFLOWER, CA: 
1,119,250, CANC. INT. CL. 16. 
MALIA INTERNATIONAL, LTD., HONOLULU, HI: 
1,377,255, PUB. 10-15-1985. INT. CL. 24. 
MANAGEMATICS INCORPORATED, NORRISTOWN, PA: 
1,377,671, PUB. 10-15-1985. INT. CL. 42. 
MANAGING & MARKETING COUNSELLORS, SAN 
MATEO, CA: 
1,377,629, PUB. 10-15-1985. INT. CL. 41. 
MANLEY BLADE, GLENVILLE, WV: 
1,119,115, CANC. INT. CL. 8. 
MANUFACTURE DE BRIARE, SOCIETE ANONYME, 
PARIS 16, FRANCE: 
1,119,277, CANC. INT. CL. 19. 
MANUFACTURE DE CONFECTION TISSEAU FRERES 
S.A., CHOLET, FRANCE: 
1,377,304, PUB. 10-15-1985. INT. CL. 25. 
MARCEL FASHIONS, INC., MIAMI, FL: 
1,377,345, PUB. 10-15-1985. INT. CL. 25. 
MARION BODY WORKS, INC., MARION, WI: 
1,377,123, PUB. 7-2-1985. INT. CL. 12. 
MARK IV PROPERTIES, INC., SANTA ANA, CA, DBA 
PALA MESA RESORT: 
1,377,318, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 
MARSHALL ELECTRONICS, INC., SKOKIE, IL: 
1,377,070, PUB. 10-15-1985. INT. CL. 10. 
MARSHALL, SUSAN, LOS ANGELES, CA, DBA ADLER 
LEATHER SPORTSWEAR MFG. CO., INC.: 
1,377,208, PUB. 10-15-1985. INT. CL. 18. 
MARTY, URS, UETIKON AM SEE, SWITZERLAND: 
1,377,065, PUB. 10-15-1985. INT. CL. 10. 
MASTAL APPAREL, LTD., NEW YORK, NY: 
1,377,309, PUB. 10-15-1985. INT. CL. 25. 
MASTER SOFTWARE, INC., MYRTLE BEACH, SC: 
1,376,990, PUB. 10-15-1985. INT. CL. 9. 
MASTERING LAB, INC., LOS ANGELES, CA: 
1,119,415, CANC. INT. CL. 41. 
MATSUSHITA SEIKO CO. LTD., 
JAPAN: 
783,134. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 11). 
MATTEL, INC., HAWTHORNE, CA: 
1,377,449, PUB. 10-15-1985. INT. CL. 28. 
MAX FACTOR & CO., HOLLYWOOD, CA: 
1,119,053, CANC. INT. CL. 3. 
MAXWELL INTERNATIONAL IMPORT & EXPORT, 
LTD., CHICAGO, IL: 
1,119,304, CANC. INT. CL. 23. 
MAYBELLE MANUFACTURING CO. INC., GULFPORT, 
MS: 
1,377,360, PUB. 10-15-1985. INT. CL. 25. 
MAYTEX MILLS INC., NEW YORK, NY: 
1,377,261, PUB. 10-15-1985. INT. CL. 24. 
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MCALLISTER, ROY L., JR., NEWPORT, AR: 
1,377,453, PUB. 10-15-1985. INT. CL. 28. 
MCCRANIE BROTHERS WOOD PRESERVING, 
WILLACOOCHEE, GA: 
1,377,227, PUB. 10-15-1985. INT. CL. 19. 
1,377,228, PUB. 10-15-1985. INT. CL. 19. 
MCDANIEL, CARL K., SPRINGFIELD, MO: 
794,452. REN. 1-7-1986. U.S. CL. 37 (INT. CL. 16). 
MCDERMIT, JOHN H, HUNTSVILLE, AL AND SIM- 
MONS, WILLIAM S., HUNTSVILLE, AL: 
1,377,562, PUB. 10-15-1985. INT. CL. 36. 
MCI COMMUNICATIONS CORPORATION, 
TON, DC: 
1,377,591, PUB. 10-15-1985. INT. CL. 38. 
MCKESSON CORPORATON, SAN FRANCISCO, CA, 
MCKESSON & ROBBINS, INCORPORATED, NEW 
YORK, MD: 
802,376. REN. 1-7-1986. U.S. CL. 49 (INT. CL. 33). 
MCM MODERNE CREATION MUNCHEN REISEGEPACK 
GMBH, MUNCHEN, FED REP GERMANY: 
1,377,141, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 14, 16, 18, 25 AND 34. 
MEAD JOHNSON & COMPANY, EVANSVILLE, IN: 
1,119,068, CANC. INT. CL. 5. 
MEDIACOM LTD., NEW YORK, NY, DBA TRANSSA- 
FARI: 
1,377,596, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 39 AND 42. 
MEDICAL TECHNOLOGY CORPORATION, SOMERSET, 
NJ: 
1,376,752, PUB. 10-15-1985. INT. CL. 1. 
MEDIKITS CO., NEW YORK, NY: 
1,119,087, CANC. INT. CL. 5. 
MEGO CORP., NEW YORK, NY: 
1,119,346, CANC. INT. CL. 28. 
MERIDIAN ENTERPRISES, INC., SAINT LOUIS, MO: 
1,377,599, PUB. 10-15-1985. INT. CL. 39. 
MERIT MANUFACTURING CORPORATION, NORRIS- 
TOWN, PA: 
1,376,878, PUB. 10-15-1985. INT. CL. 6. 
MERRY MARY FABRICS, INC., LOS ANGELES, CA: 
1,119,308, CANC. INT. CL. 24. 
METAL COATINGS INTERNATIONAL INC., CHARDON, 
OH: 
1,377,611, PUB. 10-15-1985. INT. CL. 40. 
METROPOLITAN BLUES ALL-STARS, LEXINGTON, KY: 
1,377,628, PUB. 10-15-1985. INT. CL. 41. 
MEYERS, BRAD E., REDMOND, WA, DBA B. E. MEYERS 
& CO.: 
1,377,029, PUB. 10-15-1985. INT. CL. 9. 
MGW MANUFACTURING CORPORATION, 
NY: 
1,377,746, INT. CL. 17. 
MICRO DATA BASE SYSTEMS, INC., LAFAYETTE, IN: 
1,377,021, PUB. 10-15-1985. INT. CL. 9. 
MICROPHONICS TECHNOLOGY 
RENTON, WA: 
1,377,005, PUB. 10-15-1985. INT. CL. 9. 
MICROWAVE ACQUISITION COMPANY, HENDERSON, 
NV FROM WILSON MICROWAVE SYSTEMS, INC., 
HENDERSON, NV: 
1,376,946, PUB. 10-15-1985. INT. CL. 9. 
MILLER, RUSSELL A., FOREST HILLS, NY: 
1,377,443, PUB. 10-15-1985. INT. CL. 28. 
MILLIKEN & COMPANY, NEW YORK, NY: 
1,377,264, PUB. 10-15-1985. INT. CL. 24. 
1,377,265, PUB. 10-15-1985. INT. CL. 24. 
MILTON BRADLEY COMPANY, SPRNGFIELD, MA: 
1,119,353, CANC. INT. CL. 28. 
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MINTO RESEARCH & DEVELOPMENT, REDDING, CA, 
DBA MINTO RESEARCH & DEVELOPMENT, INC.: 


1,377,064, PUB. 10-15-1985. INT. CL. 10. 

MITAC INC., TAIPEI, TAIWAN: 

1,376,980, PUB. 10-15-1985. INT. CL. 9. 

MIYAZATO, KATSUYOSHI, LOS ANGELES, CA, DBA 
BEFORE & AFTER NATURAL PRODUCTS: 

1,376,827, PUB. 10-15-1985. INT. CL. 5. 
MODERN HOG CONCEPTS, INC., IOWA FALLS, IA: 
1,377,032, PUB. 10-15-1985. INT. CL. 9. 

MOGIL, H. MICHAEL A., BURTONSVILLE, MD, DBA 

HOW THE WEATHER WORKS: 
1,377,156, PUB. 10-15-1985. INT. CL. 16. 

MOLNAR, PATRICIA ANN, TAJIQUE, NM, DBA JONAS 
ENTERPRISES: 

1,377,166, PUB. 10-15-1985. INT. CL. 16. 

MONTGOMERY WARD & CO., INCORPORATED, CHICA- 
GO, IL: 

1,377,295, PUB. 10-15-1985. INT. CL. 25. 

MORENO, JUNE, HOBOKEN, NJ: 

1,377,423, PUB. 10-15-1985. INT. CL. 26. 
MORGREY, RICHARD T., BOW, WA: 
1,376,998, PUB. 10-15-1985. INT. CL. 9. 
MORRISON LAMOTHE FOODS LIMITED, OTTAWA, ON- 
TARIO KIS 1M8, CANADA: 
1,119,419, CANC. INT. CL. 42. 
MOSCHINO, FRANCESCO, SALZBURG, AUSTRIA: 
1,377,285, PUB. 10-15-1985. INT. CL. 25. 
1,377,286, PUB. 10-15-1985. INT. CL. 25. 

MOSCOW RESEARCH INSTITUTE OF EYE MICROSUR- 

GERY, MOSCOW, SOVIET UNION: 
1,376,939, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9 AND 10. 
MOYER & SON, INC., SOUDERTON, PA: 
1,376,751, PUB. 10-15-1985. INT. CL. 1. 

MR. CHRISTMAS, INCORPORATION, NEW YORK, NY, 
FLOWERIZED PRESENTATIONS, INC., NEW YORK, 
NY: 

804,025. REN. 1-7-1986. U.S. CL. 50 (INT. CL. 28). 

MUFFLES, INC., OAK PARK, IL: 

1,377,195, PUB. 10-15-1985. INT. CL. 18. 

MUSICAL INSTRUMENT CORPORATION OF AMERICA, 
SYOSSET, NY: 

1,119,212, CANC. INT. CL. 15. 

MULTINATIONAL HORTICULTURE CORPORATION, 
STAMFORD, CT: 

1,119,286, CANC. INT. CL. 20. 

MULTIVAC SEPP HAGGENMULLER KG, WOL- 
FERTSCHWENDEN, FED REP GERMANY: 

1,376,897, PUB. 10-15-1985. INT. CL. 7. 

MUNSINGWEAR, INC., MINNEAPOLIS, MN: 

796,804. REN. 1-7-1986. U.S. CL. 42 (INT. CL. 24). 
N. GRUNKRAUT & CIA. LTDA., SAO PAULO, BRAZIL: 
1,377,358, PUB. 10-15-1985. INT. CL. 25. 
NABISCO BRANDS, INC., PARSIPPANY, NJ: 
1,377,459, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 29, 30 AND 31. 
NABISCO, INC., EAST HANOVER, NJ: 
1,377,473, PUB. 10-15-1985. INT. CL. 30. 


NAKAGAWA & CO., INC., DAITO-KU, TOKYO, JAPAN: 
1,377,149, PUB. 10-15-1985. INT. CL. 14. 


NALCO CHEMICAL COMPANY, OAK BROOK, IL: 
1,376,755, PUB. 10-15-1985. INT. CL. 1. 


NANON ELECTRONICS, INC., CUPERTINO, CA: 
1,119,138, CANC. INT. CL. 9. 
NATIONAL ASSOCIATION OF PROFESSIONAL PROC- 


ESS SERVERS, PHOENIX, AZ: 
1,377,730, PUB. 10-15-1985. INT. CL. 42. 
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NATIONAL COMMITTEE FOR CITIZENS IN EDUCA- 
TION, COLUMBIA, MD: 
1,119,227, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 42. 
NATIONAL EDUCATION CORPORATION, NEWPORT 
BEACH, CA: 
1,377,624, PUB. 10-15-1985. INT. CL. 41. 
NATIONAL EDUCATIONAL RESOURCES, INC., CHICA- 
GO, IL: 
1,119,148, CANC. INT. CL. 9. 
1,119,150, CANC. INT. CL. 9. 
1,119,151, CANC. INT. CL. 9. 
1,119,153, CANC. INT. CL. 9. 
1,119,154, CANC. INT. CL. 9. 
1,119,155, CANC. INT. CL. 9. 
1,119,160, CANC. INT. CL. 9. 
NATIONAL GYPSUM COMPANY, DALLAS, TX: 
412,668. REN. 1-7-1986. U.S. CL. 12 (INT. CL. 19). 
NATIONAL HEALTH MANAGEMENT, INCORPORATED, 
WESTWOOD, CA: 
1,377,647, PUB. 10-15-1985. INT. CL. 41. 
NATIONAL MULTI CORPORATION, PROVO, UT: 
1,119,078, CANC. INT. CL. 5. 
NATIONAL SERVICE INDUSTRIES, INC., ATLANTA, 
GA: 
1,376,781, PUB. 10-15-1985. INT. CL. 3. 
NATIONAL STATE BANK, THE, ELIZABETH, NJ: 
1,377,607, PUB. 10-15-1985. INT. CL. 39. 
NATIONAL WESTMINSTER BANK USA, NEW YORK, 
NY: 
1,377,565, PUB. 10-15-1985. INT. CL. 36. 
NATURAL RESOURCES GENERATION, INC., GRAND 
RAPIDS, MI: 
1,119,175, CANC. INT. CL. 11. 
NATURE’S HERBS, INC., OREM, UT: 
1,377,740, INT. CL. 5. 
NATURE’S SUNSHINE PRODUCTS, 
FORK, UT: 
1,376,833, PUB. 10-15-1985. INT. CL. 5. 
NAXWELL INTERNATIONAL IMPORT & EXPORT, 
LTD., CHICAGO, IL, DBA MAXWEL INTERNATIONAL 
LIMITED: 
1,119,298, CANC. INT. CL. 22. 


NEVILLE CHEMICAL COMPANY, PITTSBURGH, PA: 
797,932. REN. 1-7-1986. U.S. CL. 1 (INT. CL. 1). 


NEW B GARMENT CO., NEW BETHLEHEM, PA: 
1,119,333, CANC. INT. CL. 25. 


NEW DAWN LTD., NEW YORK, NY: 
1,377,367, PUB. 10-15-1985. INT. CL. 25. 


NEW PROCESS COMPANY, WARREN, PA: 
794,196. REN. 1-7-1986. U.S. CL. 101 (INT. CL. 35). 


NEWHAN ALLIED CORPORATION, NEW YORK, NY: 
1,377,492, PUB. 10-15-1985. INT. CL. 34. 


NEWPORT SURF AND SPORT, INCORPORATED, NEW- 
PORT BEACH, CA: 
1,377,310, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 


NIKI-LU INDUSTRIES INC., MIAMI LAKES, FL: 
1,119,330, CANC. INT. CL. 25. 


NIKKO ELECTRIC CORPORATION, CITY OF COM- 
MERCE, CA: 
1,376,987, PUB. 10-15-1985. INT. CL. 9. 


NILES, RICHARD A., MILL VALLEY, CA: 
1,377,377, PUB. 10-15-1985. INT. CL. 25. 
NINA RICCI, S.A.R.L., PARIS, FRANCE, DBA NINA 


RICCI: 
1,377,331, PUB. 10-15-1985. INT. CL. 25. 
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NINTENDO OF AMERICA INC., REDMOND, WA: 
1,377,451, PUB. 10-15-1985. INT. CL. 28. 
NIPPON ATSUDENKI KABUSHIKI KAISHA, MITAKA- 
SHI, TOKYO, JAPAN, AKA JAPAN PIEZO CO., LTD.: 
1,376,996, PUB. 10-15-1985. INT. CL. 9. 
NIPPON ZOKI PHARMACEUTICAL CO., LTD., OSAKA, 
JAPAN: 
1,376,837, PUB. 10-15-1985. INT. CL. 5. 
NOLAND MFG. CO., CARLISLE, IA: 
1,377,244, PUB. 10-15-1985. INT. CL. 21. 
NORDEN LABORATORIES, INC., LINCOLN, NE: 
1,376,820, PUB. 10-15-1985. INT. CL. 5. 
NORDISK FJERFABRIK AKTIESELSKAB, 2100 COPEN- 
HAGEN, DENMARK: 
1,119,309, CANC. INT. CL. 24. 
NORFIN, INC., SEATTLE, WA: 
1,119,105, CANC. INT. CL. 7. 
NORLIN INDUSTRIES, INC., LINCOLNWOOD, IL: 
1,119,214, CANC. INT. CL. 15. 
1,119,215, CANC. INT. CL. 15. 
NORTH AMERICAN BUSINESS SYSTEMS, 
LOUIS, MO: 
1,377,006, PUB. 10-15-1985. INT. CL. 9. 
NORTH AMERICAN LEGAL SYSTEMS, 
YORK, NY: 
1,377,540, PUB. 10-15-1985. INT. CL. 36. 
NORTH AMERICAN TBA OF FLORIDA, INC., MIAMI, 
FL: 
1,377,714, PUB. 10-15-1985. INT. CL. 42. 
NORTHWEST STRUCTURAL COMPONENTS, INC., KER- 
NERSVILLE, NC: 
1,377,212, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 19, 37 AND 42. 
NRW INTERNATIONAL CORPORATION, FRANKLIN, 
WI: 
1,376,913, PUB. 10-15-1985. INT. CL. 7. 
NTS, INC., HUNT VALLEY, MD: 
1,377,502, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35, 38 AND 42. 
NUCON FOOTWEAR, INC., BOSTON, MA: 
1,377,412, PUB. 10-15-1985. INT. CL. 25. 
NUMANCO, INC., BARRINGTON, RI: 
1,377,610, PUB. 10-15-1985. INT. CL. 40. 
NUTRI-METICS INTERNATIONAL, INC., CITY OF IN- 
DUSTRY, CA: 
1,376,772, PUB. 10-15-1985. INT. CL. 3. 
NYLEX CORPORATION LIMITED, MELBOURNE, 3004 
VICTORIA, AUSTRALIA: 
1,119,256, CANC. MULTIPLE CLASS, INT. CLS. 17 
AND 24. 
O’MALLEY’S FLOWERS, INC., SHERMAN OAKS, CA: 
1,377,691, PUB. 10-15-1985. INT. CL. 42. 
O’NEAL, CYNTHIA, NEW YORK, NY: 
1,377,317, PUB. 10-15-1985. INT. CL. 25. 
OECO CORPORATION, PORTLAND 14, OR: 
797,101. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 9). 
OGLESBY, LIN S., KNOXVILLE, TN, DBA SINFULLY 
ORIGINAL: 
1,377,266, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 24 AND 25. 
OKAL-WERK NIEDERSACHSEN, OTTO KREIBAUM KG, 
3216 SALZHEMMENDORF 2, FED REP GERMANY: 
1,119,108, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
19. 
OLIN CORPORATION, STAMFORD, CT: 
1,377,426, PUB. 10-15-1985. INT. CL. 26. 
OMNI-SPORTS, INC., EMMAUS, PA: 
1,119,411, CANC. INT. CL. 41. 
OMRON TATEISI ELECTRONICS CO,, 
KYOTO, JAPAN: 
1,376,961, PUB. 10-15-1985. INT. CL. 9. 
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ON BOARD, INC., NASHVILLE, TN: 
1,377,206, PUB. 10-15-1985. INT. CL. 18. 


ON-LINE COMMUNICATIONS, INC., MINNEAPOLIS, MN: 
1,356,534, CANC. IIRN. 
OPTEX CORPORATION, 
CANADA: 
1,376,954, PUB. 10-15-1985. INT. CL. 9. 
ORBIT VALVE INTERNATIONAL, INC., LITTLE ROCK, 
AR: 
1,376,880, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6 AND 9. 


ORDWAY LIMITED, TORONTO, ONTARIO, CANADA: 
1,119,421, CANC. INT. CL. 42. 
OREN, OLGA, BEVERLY HILLS, CA, DBA RUSLAN EN- 
TERPRISES: 
1,376,782, PUB. 10-15-1985. INT. CL. 3. 


ORIGINAL GEAR, INCORPORATED, SEPULVEDA, CA: 
1,377,365, PUB. 10-15-1985. INT. CL. 25. 


ORLY INTERNATIONAL INC., CHATSWORTH, CA: 
1,376,777, PUB. 10-15-1985. INT. CL. 3. 
1,376,778, PUB. 10-15-1985. INT. CL. 3. 

ORMOND SHOPS, INC., THE, NORTH BERGEN, NEW 
JERSEY, NJ: 

1,377,134, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 14, 18 AND 25. 

OSBORN MANUFACTURING CORPORATION, THE, 
CLEVELAND, OH, OSBORN MANUFACTURING COM- 
PANY, THE, CLEVELAND, OH: 

417,157. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 7). 


OSCEOLA SHOE COMPANY, INC., OSCEOLA, AR: 
1,377,348, PUB. 10-15-1985. INT. CL. 25. 


OSOBO GAMES & TOYS, INC., HINCKLEY, OH: 
1,119,349, CANC. INT. CL. 28. 
OUTDOOR CONCEPTS, INC., NORTH HOLLYWOOD, CA: 
1,377,203, PUB. 10-15-1985. INT. CL. 18. 
OVATION INDUSTRIES, INC., PATERSON, NJ: 
1,376,864, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6 AND 14. 
OXFORD INDUSTRIES, INC., ATLANTA, GA: 
1,377,332, PUB. 10-15-1985. INT. CL. 25. 
OXLEY DEVELOPMENTS COMPANY LIMITED, CUM- 
BRIA, ENGLAND: 
1,377,012, PUB. 10-15-1985. INT. CL. 9. 
OY PARTEK AB, PARAINEN, FINLAND: 
1,377,218, PUB. 10-15-1985. INT. CL. 19. 
P.E.J., INC., ST. PAUL, MN: | 
1,377,709, PUB. 10-15-1985. INT. CL. 42. 
P.M. ENTERTAINMENT, INC., LOS ANGELES, CA: 
1,377,719, PUB. 10-15-1985. INT. CL. 42. 


PACIFIC GLOVE COMPANY, CITY OF COMMERCE, CA: 
1,377,056, PUB. 10-15-1985. INT. CL. 9. 
PACIFIC SCIENTIFIC COMPANY, ANAHEIM, CA: 
1,376,895, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7 AND 9. 
PACIFIC STEEL LTD., NEW WESTMINSTER, BRITISH 
COLUMBIA, CANADA: 
1,376,884, PUB. 2-8-1983. MULTIPLE CLASS, INT. CLS. 
7, 12 AND 20. 
PACUR, INC., OSHKOSH, WI: 
1,377,190, PUB. 10-15-1985. INT. CL. 17. 
PAK’S TRADING EUROPE B.V., NEW YORK, NY: 
1,377,160, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 16, 18, 24, 25 AND 28. 
PAKLORD CORPORATION, HIALEAH, FL: 
1,377,242, PUB. 10-15-1985. INT. CL. 21. 
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— BROTHERS, INCORPORATED, MINNEAPOLIS, 
N: 
1,376,892, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7, 11 AND 20. 
PAN AMERICAN 
KENTWOOD, MI: 
1,376,846, PUB. 10-15-1985. INT. CL. 5. 
PARADE PUBLICATIONS, INC., NEW YORK, NY: 
1,119,222, CANC. INT. CL. 16. 
1,119,223, CANC. INT. CL. 16. 
PARFUMS AMERICA, INC., NEW YORK, NY: 
1,377,030, PUB. 10-15-1985. INT. CL. 9. 
PARTAC PEAT CORPORATION, GREAT MEADOWS, NJ: 
1,377,219, PUB. 10-15-1985. INT. CL. 19. 
PAT FASHIONS INDUSTRIES, INC., NEW YORK, NY: 
1,377,323, PUB. 10-15-1985. INT. CL. 25. 
PATTINSON, ALICE L., GILLETTE, WY, DBA ALICE’S 
DOLLS: 
1,119,354, CANC. INT. CL. 28. 
PAUL SEMONIN COMPANY, LOUISVILLE, KY: 
1,377,557, PUB. 10-15-1985. INT. CL. 36. 
PAVON CORPORATION, KANSAS CITY, MO: 
1,377,222, PUB. 10-15-1985. INT. CL. 19. 
PBI/GORDON CORPORATION, KANSAS CITY, MO, DBA 
GORDON’S: 
1,376,825, PUB. 10-15-1985. INT. CL. 5. 
PCI POLYCHEMIE GMBH, AUGSBURG, FED REP GER- 
MANY: 
1,376,746, PUB. 10-15-1985. INT. CL. 1. 
PEACHTREE DOORS, INC., NORCROSS, GA: 
791,272. REN. 1-7-1986. U.S. CL. 12 (INT. CL. 19). 
PEAT, MARWICK, MITCHELL & COMPANY, NEW 
YORK, NY: 
1,376,950, PUB. 10-15-1985. INT. CL. 9. 
PEAVEY ELECTRONICS CORPORATION, MERIDAN, 
MS: 
1,377,048, PUB. 10-15-1985. INT. CL. 9. 
PEDAL PROS CYCLING PRODUCTS, INC., JACKSON- 
VILLE, FL: 
1,377,437, PUB. 10-15-1985. INT. CL. 28. 
PELICAN COLD STORAGE CO., SEATTLE, WA, DBA 
PEICAN SALES CoO.: 
1,119,365, CANC. INT. CL. 29. 
PELLAR LABORATORIES, INC., LA JOLLA, CA: 
1,377,468, PUB. 10-15-1985. INT. CL. 30. 
PENN KEYSTONE CORPORATION, WALLINGFORD, CT, 
PENN KEYSTONE CORPORATION, ANSONIA, CT: 
790,260. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 11). 
PENNVEST PROPERTIES, INC., RADNOR, PA: 
1,377,547, PUB. 10-15-1985. INT. CL. 36. 
PEORIA PLASTIC COMPANY DBA CARNIVAL TOYS: 
See— 
SCG TOY COMPANY. 
PER MAR SECURITY AND RESEARCH CORP, DAVEN- 
PORT, IA, DBA FIRE PROTECTION SYSTEMS: 
1,377,521, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35, 37 AND 42. 
1,377,522, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35, 37 AND 42. 
PETRO VEND, INC., BROOKFIELD, IL: 
1,376,952, PUB. 10-15-1985. INT. CL. 9. 

PFIZER INC., NEW YORK, NY: 
1,119,069, CANC. INT. CL. 5. 
PHARMACEUTICAL BASICS, 

DENVER, CO: 
1,376,832, PUB. 10-15-1985. INT. CL. 5. 
PHARMACIA, INC., PISCATAWAY, NJ, PHARMACIA 
LABORATORIES, INC., NEW YORK 17, NY: 
799,741. REN. 1-7-1986. U.S. CL. 18 (INT. CL. 5). 
PHILIP MORRIS INCORPORATED, NEW YORK, NY, 
DBA BEBSON & HEDGES: 
1,377,488, PUB. 10-15-1985. INT. CL. 34. 


PHARMACEUTICALS, INC., 
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PHILIP MORRIS INCORPORATED, NEW YORK, NY: 
1,377,491, PUB. 10-15-1985. INT. CL. 34. 
PHILMON & HART LABORATORIES, INC., BLOOMING- 
TON, MN: 
1,119,034, CANC. MULTIPLE CLASS, INT. CLS. 2 AND 
28. 
1,119,035, CANC. MULTIPLE CLASS, INT. CLS. 2 AND 
28. 
PIC ’N PAY STORES, INC., MATTHEWS, NC: 
1,377,366, PUB. 10-15-1985. INT. CL. 25. 
PIE IN THE SKY PIZZA OF NEW JERSEY, INC., NEW 
YORK, NY: 
1,377,471, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 30 AND 42. 
PILLSBURY COMPANY, THE, MINNEAPOLIS, MN: 
1,119,071, CANC. INT. CL. 5. 
PIPER AND PETERSON, SPRINGFIELD, MO: 
1,119,117, CANC. INT. CL. 8. 
PLASMON DIETETICI ALIMENTARI 
S.P.A., LATINA, ITALY: 
1,377,469, PUB. 10-15-1985. INT. CL. 30. 
PLAY ME LTD., NEW YORK, NY: 
1,377,361, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 
PLAY-JOUR INTERNATIONAL LIMITED, TSIM SHA 
TSUI, KOWLOON, HONG KONG: 
1,377,439, PUB. 10-15-1985. INT. CL. 28. 
PLYMOUTH EQUIPMENT COMPANY, PLYMOUTH, NE: 
1,377,248, PUB. 10-15-1985. INT. CL. 22. 
PODIATRY GROUP OF DANBURY, P.C., DANBURY, CT, 
DBA “AMERICAN LAB”: 
1,377,076, PUB. 10-15-1985. INT. CL. 10. 
1,377,077, PUB. 10-15-1985. INT. CL. 10. 
PONY INTERNATIONAL, INC., SECAUCUS, NJ: 
1,377,320, PUB. 10-15-1985. INT. CL. 25. 
1,377,333, PUB. 10-15-1985. INT. CL. 25. 
PRATT, LINDA, STUDIO CITY, CA AND LOWRY, 
ELAINE, STUDO CITY, CA, DBA LOWERY CO.: 
1,119,264, CANC. INT. CL. 18. 
PRECISE IMPORTS CORPORATION, SUFFERN, NY: 
1,119,116, CANC. INT. CL. 8. 
PRECISION BABBITT CO., INC., PARAMOUNT, CA: 
1,376,916, PUB. 10-15-1985. INT. CL. 7. 
PRECO INDUSTRIES, LTD., PLAINVIEW, NY: 
1,119,275, CANC. INT. CL. 19. 
PREMIER PUMP & POOL PRODUCTS, INC., LOS ANGE- 
LES, CA: 
1,376,890, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 7,9 AND 11. 
PRESTON DRIVE LIMITED PARTNERSHIP, 
BROOK, IL: 
1,377,551, PUB. 10-15-1985. INT. CL. 36. 
PRESTON MANSER LTD., NEW YORK, NY: 
1,119,209, CANC. INT. CL. 14. 
PRICE PFISTER, INC., PACOIMA, CA: 
1,377,094, PUB. 10-15-1985. INT. CL. 11. 
PRICEPOINT PTY. LTD., REDFERN, NEW SOUTH 
WALES, AUSTRALIA: 
1,377,235, PUB. 10-15-1985. INT. CL. 20. 
PRINCESS MARCELLA BORGHESE, INC., THE, NEW 
YORK, NY: 
1,119,047, CANC. INT. CL. 3. 
PRIVATE BRAND MERCHANDISING CORP., LOS AN- 
GELES, CA: 
1,377,276, PUB. 4-3-1984. INT. CL. 25. 
PRIVATE PRODUCTIONS, INC., KIRKLAND, WA: 
1,377,390, PUB. 10-15-1985. INT. CL. 25. 
PROCOR, INC., ATLANTA, GA: 
1,376,795, PUB. 10-15-1985. INT. CL. 3. 
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PRODUCTOS OLGA, INC., CHICAGO, IL: 
1,303,364, CANC. IIRN. 
PROFESSIONAL SKATERS GUILD OF AMERICA, ROCH- 
ESTER, MN: 
1,377,640, PUB. 10-15-1985. INT. CL. 41. 
PROGRESSIVE TRAVEL PROMOTIONS, INC., HAUPPA- 
GUE, NY: 
1,377,508, PUB. 10-15-1985. INT. CL. 35. 
PRONET, INC., DALLAS, TX, DBA PRONET MEDICAL 
COMMUNICATIONS: 
1,377,586, PUB. 10-15-1985. INT. CL. 38. 
PSI DESIGN, INC., BOULDER, CO: 
1,377,233, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 20 AND 28. 
PURDUE FREDERICK COMPANY, THE, NORWALK, CT: 
1,376,853, PUB. 10-15-1985. INT. CL. 5. 
PX PAPERWORK, INC., BLOOMINGTON, MN: 
1,377,525, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35, 40 AND 42. 
QUALITY PHARMACAL CORPORATION, THE, POCOLA, 
OK: 
1,119,062, CANC. INT. CL. 5. 
1,119,063, CANC. INT. CL. 5. 
QUANTE LASERTECHNIK GMBH, 5600 WUPPERTAL 1, 
FED REP GERMANY: 
1,376,943, PUB. 4-16-1985. INT. CL. 9. 
QUANTUM SCIENCE CORPORATION, NEW YORK, NY: 
1,119,395, CANC. INT. CL. 35. 
R. F. ASSOCIATES INC., STAMFORD, CT: 
1,119,164, CANC. INT. CL. 10. 
R. H. MACY & CO., INC., NEW YORK, NY: 
1,377,356, PUB. 8-27-1985. INT. CL. 25. 
R.N. KOCH, INC., PROVIDENCE, RI: 
1,377,137, PUB. 6-18-1985. INT. CL. 14. 
R.T. SHANAHAN, INC., MORAGA, CA: 
1,377,420, PUB. 10-15-1985. INT. CL. 26. 
RACINE FEDERATED INC., RACINE, WI: 
1,376,885, PUB. 11-30-1982. INT. CL. 7. 
RADIAN CORPORATION, AUSTIN, TX: 
1,377,052, PUB. 10-15-1985. INT. CL. 9. 
RADLEE CREATIONS, INC., NEW YORK, NY: 
1,377,354, PUB. 10-15-1985. INT. CL. 25. 
RAINBOW COMPUTER CORP., FRAZER, PA TO RAIN- 
BOW COMPUTER CORP., FRAZER, PA: 
1,333,058, COR. INT. CL. 9. 
1,333,059, COR. INT. CL. 9. 
RAINBOW’S END MINIATURES INC., NEW YORK, NY: 
1,377,446, PUB. 10-15-1985. INT. CL. 28. 
RAISBECK-WESTERN, SEATTLE, WA: 
1,377,110, PUB. 10-15-1985. INT. CL. 12. 
RANDA NECKWEAR CORPORATION, HACKENSACK, 
NJ: 
1,377,299, PUB. 10-15-1985. INT. CL. 25. 
RANDALL PLATING, INC., BUTLER, WI: 
1,119,113, CANC. INT. CL. 7. 
RATHAN EXPORT CO., INC., FREEPORT, NY: 
1,377,262, PUB. 10-15-1985. INT. CL. 24. 
RAUENHORST, BELLOWS & ASSOCIATES, 
OLIVIA, MN: 
1,119,381, CANC. INT. CL. 31. 
RAUENHORST, BELOWS & ASSOCIATES, INC., OLIVIA, 
MN, DBA AGRI FOODS: 
1,119,380, CANC. INT. CL. 31. 
RAYPAK, INC., WESTLAKE VILLAGE, CA: 
1,119,300, CANC. INT. CL. 22. 
RCI CORPORATION, NORTH PALM BEACH, FL: 
1,376,808, PUB. 10-15-1985. INT. CL. 4. 
REAGAN EQUIPMENT CO., INC., GRETNA, LA: 
1,376,894, PUB. 10-15-1985. INT. CL. 7. 
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RED LABEL RECORDS, INC., CHICAGO, IL: 
1,377,001, PUB. 10-15-1985. INT. CL. 9. 
REDWALL'S.P.A., PLANORO, (BOLOGNA), ITALY: 
1,377,194, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 18 AND 25. 


REED HOLDINGS INC., NEWTON, MA: 
1,377,533, PUB. 10-15-1985. INT. CL. 35. 
REED HOLDINGS, INC., BOSTON, MA: 
1,377,514, PUB. 10-15-1985. INT. CL. 35. 
REGENTS OF THE UNIVERSITY OF CALIFORNIA, THE, 
BERKELEY, CA: 
1,376,870, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6, 16, 18, 20, 21, 24, 25, 26, 27 AND 28. 
1,377,092, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 11, 16, 20 AND 26. 
1,377,632, PUB. 10-15-1985. INT. CL. 41. 
REGISTER AND TRIBUNE SYNDICATE, INC., THE, DES 
MOINES, IA: 
1,119,243, CANC. INT. CL. 16. 
REMS-WERK CHRISTIAN FOLL UND SOHNE GMBH & 
CO., WAIBLINGEN, FED REP GERMANY: 
1,376,937, PUB. 10-15-1985. INT. CL. 8. 
REPORTERS PAPER & MANUFACTURING CO., LOUIS- 
VILLE, KY: 
1,119,255, CANC. INT. CL. 16. 
RESEARCH & DIAGNOSTIC SYSTEMS, INC., MINNE- 
APOLIS, MN: 
1,376,754, PUB. 10-15-1985. INT. CL. 1. 
RESOURCE FASHIONS, INC., NEW YORK, NY: 
1,119,337, CANC. INT. CL. 25. 


RESTAURANT SPECIALTIES, INC., HOUSTON, TX: 
1,377,718, PUB. 10-15-1985. INT. CL. 42. 
REUBEN H. DONNELLEY CORPORATION, THE, PUR- 
CHASE, NY: 
1,377,527, PUB. 10-15-1985. INT. CL. 35. 
REVLON-REALISTIC PROFESSIONAL PRODUCTS, INC., 
NEW YORK, NY: 
1,376,794, PUB. 10-15-1985. INT. CL. 3. 
RFSU:S FORSALJNINGSORGANISATION AKTIEBOLAG, 
STOCKHOLM, SWEDEN: 
1,377,066, PUB. 10-15-1985. INT. CL. 10. 
RGM, INC., HOUSTON, TX: 
1,377,550, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 36 AND 42. 
RICAMIFICIO EMME S.R.L., CARDANO AL CAMPO 
(VARESE), ITALY: 
1,377,421, PUB. 10-15-1985. INT. CL. 26. 
RICE TRAILERS LIMITED, LEICESTER, ENGLAND: 
1,377,124, PUB. 10-15-1985. INT. CL. 12. 


RICHARD MALCOLM (U.S.), LTD., SANTA MONICA, CA: 
1,377,408, PUB. 10-15-1985. INT. CL. 25. 
RIETH & CO GMBH, KIRCHHEIM-TECK, FED REP GER- 
MANY: 
1,376,866, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6 AND 9. 
RILEY, MARY MORGAN, SEBASTAPOL, CA, DBA 
MORGAN METHOD: 
1,377,504, PUB. 10-15-1985. INT. CL. 35. 
RIO ENTERPRISES, INC., NEW YORK, NY: 
1,377,243, PUB. 10-15-1985. INT. CL. 21. 
RIO GRANDE ALBUQUERQUE, INC., ALBUQUERQUE, 
NM: 
1,377,741, INT. CL. 9. 
RIVER HOTEL COMPANY, SAN ANTONIO, TX: 
1,377,681, PUB. 10-15-1985. INT. CL. 42. 


RIVERTON CORPORATION, RIVERTON, VA: 
1,376,745, PUB. 10-15-1985. INT. CL. 1. 
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RM INDUSTRIAL PRODUCTS COMPANY, INC., NORTH 
CHARLESTON, SC: 

1,377,182, PUB. 10-15-1985. INT. CL. 17. 

ROBINSON INDUSTRIES LIMITED, EAST TAMAKI, 
AUCKLAND, NEW ZEALAND: 

1,377,090, PUB. 10-15-1985. INT. CL. 11. 

ROCKWOOL LAPINUS B.V., MELICK-HERKENBOSCH, 
NETHERLANDS: 

1,377,191, PUB. 10-15-1985. INT. CL. 17. 

RODCO PRODUCTS COMPANY, INC., COLUMBUS, NE: 
1,376,989, PUB. 10-15-1985. INT. CL. 9. 

ROGUE, LTD., THE, JACKSON, MS: 

1,377,409, PUB. 10-15-1985. INT. CL. 25. 

ROHM GMBH, 6100 DARMSTADT, FED REP GERMANY, 
ROHM & HAAS G.M.B.H., DARMSTADT, FED REP 
GERMANY: 

800,866. REN. 1-7-1986. U.S. CL. 6 (INT. CL. 1). 

ROLLERWALL, INC., SILVER SPRING, MD: 

1,119,247, CANC. INT. CL. 16. 

ROMANTIC ILLUSIONS, INC., BOSTON, MA: 
1,377,392, PUB. 10-15-1985. INT. CL. 25. 

ROME INDUSTRIES, INC., CEDARTOWN, GA: 

1,376,873, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6, 7, 8 AND 12. 
1,376,874, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6, 7, 8 AND 12. 
ROMINDA CHEMICALS, INC., LAWRENCE, NY: 
1,119,054, CANC. INT. CL. 4. 

RONAS CORPORATION, ENGLEWOOD CLIFFS, NJ: 
796,485. REN. 1-7-1986. U.S. CL. 45 (INT. CL. 32). 
796,486. REN. 1-7-1986. U.S. CL. 45 (INT. CL. 32). 

RONSON METALS CORPORATION, NEWARK, NJ: 
1,376,876, PUB. 10-15-1985. INT. CL. 6. 

ROOFMART INCORPORATED, CHICAGO, IL, DBA THE 

CINCINNATI ROOFING SUPPLY CO.: 
1,377,700, PUB. 10-15-1985. INT. CL. 42. 

ROSS STORES, INC., SOUTH SAN FRANCISCO, CA: 
1,377,652, PUB. 10-15-1985. INT. CL. 42. 

ROTHS, TRISHA SEIF, BAR HARBOR, US: 

1,377,231, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 20 AND 24. 
ROWAB ENTERPRISES LTD., NEW YORK, NY: 
1,377,665, PUB. 10-15-1985. INT. CL. 42. 
ROYAL LABORATORIES, INC., PARADISE, CA: 
1,119,058, CANC. INT. CL. 5. 
ROYAL STAFFORD LIMITED, NEW YORK, NY: 
1,119,294, CANC. INT. CL. 21. 

RPM RENT-A-CAR SYSTEM, INC., VAN NUYS, CA: 
1,377,601, PUB. 10-15-1985. INT. CL. 39. 

RUBLOFF COMPANIES INC., THE: See— 

RUBLOFF INC.. 

RUBLOFF INC., CHICAGO, IL FROM RUBLOFF COMPA- 
NIES INC., THE, CHICAGO, IL: 

1,377,541, PUB. 10-15-1985. MULTIPLE CLASS, ‘INT. 
CLS. 36 AND 37. 

RUSSELL’S BARBECUE, INC., ELMWOOD PARK, IL: 
1,377,692, PUB. 10-15-1985. INT. CL. 42. 

RUSSILL H. MORIN PRODUCTS (1983) LIMITED, TO- 

RONTO, ONTARIO, CANADA: 
1,377,335, PUB. 10-15-1985. INT. CL. 25. 
RYOBI LIMITED, HIROSHIMA-KEN, JAPAN: 
1,377,441, PUB. 10-15-1985. INT. CL. 28. 
S.0.D. PUBLISHING, INC., NEW YORK, NY: 
1,119,218, CANC. INT. CL. 16. 
SABA CONTINENT B.V., ROTTERDAM, NETHER- 
LANDS: 
1,119,377, CANC. INT. CL. 31. 

SAEHAN MEDIA CORPORATION, INCHON, REPUBLIC 
OF KOREA: 

1,376,960, PUB. 10-15-1985. INT. CL. 9. 
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SAFECO CORPORATION, SEATTLE, WA: 
1,377,543, PUB. 10-15-1985. INT. CL. 36. 

SAN GABRIEL ENTERPRISES, INC., DALLAS, TX: 
1,119,326, CANC. INT. CL. 25. 

SANECO S.A., LILLE, FRANCE: 

1,377,250, PUB. 10-15-1985. INT. CL. 22. 

SANIMOR INC., BEVERLY HILLS, CA: 

1,377,038, PUB. 10-15-1985. INT. CL. 9. 

SATURDAY’S FAMILY HAIR CARE CENTERS, INC., CO- 
LUMBUS, OH: 

1,376,784, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 3 AND 42. 

SAVE THE CHILDREN FEDERATION INC., WESTPORT, 
CT: 

1,377,142, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 14, 18, 21 AND 25. 

SCANCAL, INC., PASADENA, CA: 

1,377,462, PUB. 10-15-1985. INT. CL. 29. 

SCG TOY COMPANY, PEORIA, IL, DBA CARNIVAL 
TOYS FROM PEORIA PLASTIC COMPANY, PEORIA, 
IL, DBA CARNIVAL TOYS: 

1,377,431, PUB. 10-15-1985. INT. CL. 28. 

SCHATZ-TESTRONIC GMBH, REMSHEID, FED REP 
GERMANY: 

1,376,931, PUB. 
CLS. 8 AND 9. 

SCHENLEY DISTILLERS, INC., DALLAS, TX: 

796,868. REN. 1-7-1986. U.S. CL. 49 (INT. CL. 33). 

SCHERING CORPORATION, KENILWORTH, NJ: 

1,119,083, CANC. INT. CL. 5. 

SCHILDKROT SPORTARTIKEL GMBH & CO XG FREI- 

ZEITBEDARF, MANNHEIM, FED REP GERMANY: 
1,377,438, PUB. 10-15-1985. INT. CL. 28. 
SCHOLLER, INC., PHILADELPHIA, PA: 
1,376,737, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 1, 3 AND 16. 
SCHUELER, RUTH, GREAT NECK, NY: 
1,377,059, PUB. 10-15-1985. INT. CL. 10. 

SCOTT, GREGORY CHARLES, TAKAPUNA, AUCK- 
LAND, NEW ZEALAND, DBA THE SCOTT BUTTON 
CO.: 

1,377,424, PUB. 10-15-1985. INT. CL. 26. 

SCOTT’S OF WISCONSIN, SUN PRAIRIE, WI: 

1,377,458, PUB. 10-15-1985. INT. CL. 29. 
SCULLY SPORTSWEAR, INC., LOS ANGELES, CA: 
1,377,369, PUB. 10-15-1985. INT. CL. 25. 
SCUTTLEBUTTS, LAKE GENEVA, WI: 
1,377,705, PUB. 10-15-1985. INT. CL. 42. 
SEA BAG INDUSTRIES, INC., CAMPBELL, CA: 
1,119,302, CANC. INT. CL. 22. 
SELIGCO FOOD CORPORATION, LINDENHURST, NY, 
DOLLY MADISON FOODS, INC., PHILADELPHIA, PA: 
786,893. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 30). 
SELO, INC., MOONACHIE, NJ: 
1,377,425, PUB. 10-15-1985. INT. CL. 26. 
SENECA PHARMACEUTICALS, INC., RALEIGH, NC: 
1,119,072, CANC. INT. CL. 5. 

SERDI - SOCIETE D’ETUDE DE REALISATION ET DE 

DIFFUSION INDUSTRIELLES, SEYNOD, FRANCE: 
1,376,920, PUB. 10-15-1985. INT. CL. 7. 

SEVEN-UP COMPANY, THE, ST. LOUIS, MO, KATZ, 
MORRIS L, SPRINGFIELD, MA, DBA COUNTRY CLUB 
BEVERAGE COMPANY: 

199,045. REN. 1-7-1986. U.S. CL. 45 (INT. CL. 32). 

SEWARD CHAMBER OF COMMERCE, INC., SEWARD, 
AK: 

1,377,633, PUB. 10-15-1985. INT. CL. 41. 
1,377,634, PUB. 10-15-1985. INT. CL. 41. 
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SEWARD SALES CORP., INDIANAPOLIS, IN: 
1,377,187, PUB. 10-15-1985. INT. CL. 17. 
SGROI, DARRYL, VERONA, NY: 
1,377,649, PUB. 10-15-1985. INT. CL. 41. 
SHADES OF COLOR, INC., LOS ANGELES, CA: 
1,377,268, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 24 AND 37. 
SHADY BUSINESS, INC., EDINA, MN: 
1,377,478, PUB. 10-15-1985. INT. CL. 31. 
SHAPE, INC., BIDDEFORD, ME: 
1,376,994, PUB. 10-15-1985. INT. CL. 9. 
SHAUGHNESSY HOLDINGS INC., SANTA BARBARA, 
CA: 
1,377,669, PUB. 10-15-1985. INT. CL. 42. 
1,377,677, PUB. 10-15-1985. INT. CL. 42. 
SHE ADVERTISING, INC.: See— 
EASTERN DAIRY-DELI ASSOCIATION, INC.. 
SHEPHERD PRODUCTS U.S. INC., ST. JOSEPH, MI, SHEP- 
HERD CASTERS, INC., BENTON HARBOR, MI: 
802,100. REN. 1-7-1986. U.S. CL. 13 (INT. CL. 20). 
SHIEH TAI CHEMICAL AND STARCH CO., LTD., KAOH- 
SIUNG, TAIWAN: 
1,376,739, PUB. 10-15-1985. INT. CL. 1. 
SHOE DISTRIBUTORS, INC., MIAMI, FL: 
1,377,717, PUB. 10-15-1985. INT. CL. 42. 
SHREWD INFORMATION, LOS ANGELES, CA: 
1,119,249, CANC. INT. CL. 16. 
SHULTON, INC., WAYNE, NJ: 
1,376,793, PUB. 10-15-1985. INT. CL. 3. 
SIBBET, DAVID, SAN FRANCISCO, CA, DBA SIBBET & 
ASSOCIATES: 
1,377,618, PUB. 10-15-1985. INT. CL. 41. 
SILICON HOLLER, INC., HARRISON, AR: 
1,377,678, PUB. 10-15-1985. INT. CL. 42. 
SIMMONS U.S.A. CORPORATION, ATLANTA, GA, SIM- 
MONS COMPANY, NEW YORK, NY: 
794,501. REN. 1-7-1986. U.S. CL. 44 (INT. CL. 10). 
SIMPSON TIMBER COMPANY, SEATTLE, WA: 
1,377,178, PUB. 10-15-1985. INT. CL. 16. 
SIMPSON, SAM, COLUMBIA, MO, DBA POTION 
PARLOR, LTD.: 
1,119,043, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 
42. 
SIMS, THOMAS PAUL, WHITTIER, CA: 
1,119,343, CANC. INT. CL. 28. 
SINCERE TRADING, INC., GREENVILLE, MS: 
1,377,381, PUB. 10-15-1985. INT. CL. 25. 
SIRCHIE FINGER PRINT. LABORATORIES, INC., RA- 
LEIGH, NC: 
1,376,867, PUB. 10-15-1985. INT. CL. 6. 
SIX FLAGS GREAT AMERICA, INC., CHICAGO, IL: 
1,377,622, PUB. 10-15-1985. INT. CL. 41. 
SKEGA AB, ERSMARK, SWEDEN: 
1,377,120, PUB. 10-15-1985. INT. CL. 12. 
SKI INDUSTRIES AMERICA, INC., MCLEAN, VA, SKI 
INDUSTRIES AMERICA, NEW YORK 22, NY: 
780,056. REN. 1-7-1986. U.S. CL. 200. 
SLATER ELECTRIC INC., GLEN COVE, NY: 
798,325. REN. 1-7-1986. U.S. CL. 21 (INT. CL. 9). 
SMITH & ARDUSSI, INC., SEATTLE, WA: 
1,376,740, PUB. 10-15-1985. INT. CL. 1. 
1,376,741, PUB. 10-15-1985. INT. CL. 1. 
SMITH, ELIZABETH, NEW YORK, NY, DBA ELIZABETH 
SMITH DESIGNS: 
1,119,352, CANC. INT. CL. 28. 


SOCIETE COCON, PARIS, FRANCE: 
1,377,494, PUB. 12-25-1984. INT. CL. 35. 
SOCIETE DES PRODUITS NESTLE S.A., VEVEY, SWIT- 
ZERLAND: 
1,377,487, PUB. 10-15-1985. INT. CL. 33. 
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SOFRIGAM S.A., PARIS, FRANCE: 
1,377,072, PUB. 10-15-1985. INT. CL. 10. 

SOFT SHEEN PRODUCTS, INC., CHICAGO, IL: 
1,376,792, PUB. 10-15-1985. INT. CL. 3. 

SOFTWARE PUBLISHING CORPORATION, MOUNTAIN 
VIEW, CA: 

1,377,016, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
SOLVIL ET TITUS SA, BIENNE, SWITZERLAND: 
1,377,144, PUB. 10-15-1985. INT. CL. 14. 
SOMARSOL, INC., HIALEAH, FL: 
1,377,398, PUB, 10-15-1985. INT. CL. 25. 
SOMAY PRODUCTS, INC., MIAMI, FL: 
1,376,759, PUB. 10-15-1985. INT. CL. 1. 
SONDRA, INC., NEW YORK, NY: 
1,119,340, CANC. INT. CL. 25. 

SOUTHERN DIVERSIFIED BUSINESS SERVICES, INC., 
MEMPHIS, TN, DBA BLUE CROSS BLUE SHIELD OF 
MEMPHIS: 

1,377,554, PUB. 10-15-1985. INT. CL. 36. 
SOUTHERN MILLS, INC., UNION CITY, GA: 
796,349. REN. 1-7-1986. MULTIPLE CLASS, U.S. CLS. 
24 (INT. CL. 24), 42 (INT. CL. 24) AND 43 (INT. CL. 
23). 
SOUTHFIELD, INC., NEW ORLEANS, LA: 
1,377,711, PUB. 10-15-1985. INT. CL. 42. 
SOUTHWEST ATHLETIC CONFERENCE, DALLAS, TX: 
1,377,645, PUB. 10-15-1985. INT. CL. 41. 

SPALDING & EVENFLO COMPANIES, INC., TAMPA, FL, 

DUNHILL INTERNATIONAL, INC, NEW YORK, NY: 
780,470. REN. 1-7-1986. U.S. CL. 22 (INT. CL. 28). 

SPANGLER CANDY COMPANY, BRYAN, OH: 

797,543. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 30). 

SPECTRUM FOODS, INC., SAN FRANCISCO, CA: 

1,377,661, PUB. 10-15-1985. INT. CL. 42. 

SPEKO PRODUCTS, INC., CHICAGO, IL: 

1,376,765, PUB. 10-15-1985. INT. CL. 2. 
SPENCER’S, INCORPORATED OF MOUNT AIRY, NORTH 
CAROLINA, MOUNT AIRY, NC: 
1,377,282, PUB. 10-15-1985. INT. CL. 25. 
SPORTCO, INC., WILTON, MA: 
1,119,325, CANC. INT. CL. 25. 
SPORTS-BRELLA INC., DALLAS, OR AND SEBASTIAN 
INTERNATIONAL, INC., SALEM, OR: 
1,119,297, CANC. INT. CL. 22. 
SPRAGUE ELECTRIC COMPANY, LEXINGTON, MA: 
1,377,033, PUB. 10-15-1985. INT. CL. 9. 

STABITEX VERTRIEBSGESELLSCHAFT MBH, HAM- 
BURG, FED REP GERMANY: 

1,377,428, PUB. 10-15-1985. INT. CL. 27. 

STAFF MID-AMERICA, INC., OMAHA, NE: 

1,377,530, PUB. 10-15-1985. INT. CL. 35. 

STAGE ONE VIDEO, INC., RIVERDALE, MD: 

1,377,620, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 

STAN THOMPSON GOLF CLUB COMPANY, CULVER 

CITY, CA: 
1,377,379, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 
STAN’S MARKET, INC., OKLAHOMA CITY, OK: 
1,377,456, PUB. 10-15-1985. INT. CL. 29. 
STANADYNE, INC., WINDSOR, CT: 
1,377,105, PUB. 10-15-1985. INT. CL. 11. 

STANDARD BRANDS INCORPORATED, NEW YORK, 

NY: 


1,119,233, CANC. INT. CL. 16. 
STANDING ROCK MARKETING, INC., KENT, OH: 
1,377,102, PUB. 10-15-1985. INT. CL. 11. 
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STARBUCK, SAN FRANCISCO, CA: 
1,119,263, CANC. MULTIPLE CLASS, INT. CLS. 18 
AND 25. 

STATESMAN GROUP, INC., THE, INDIANAPOLIS, IN, 
STATESMAN INSURANCE COMPANY, THE, INDIAN- 
APOLIS 40, IN: 

789,155. REN. 1-7-1986. U.S. CL. 102 (INT. CL. 36). 

STAUFFER CHEMICAL COMPANY, WESTPORT, CT: 

1,376,748, PUB. 10-15-1985. INT. CL. 1. 

STE DELSEY, BOBIGNY, FRANCE: 

1,377,201, PUB. 10-15-1985. INT. CL. 18. 

STEEL HEDDLE MANUFACTURING COMPANY, 
GREENVILLE, SC: 

1,376,944, PUB. 10-15-1985. INT. CL. 9. 

STEIGERWALD ARZNEIMITTELWERK GMBH, DARM- 
STADT, FED REP GERMANY: 

1,376,834, PUB. 10-15-1985. INT. CL. 5. 

STEINWAY & SONS, LONG ISLAND CITY, NY: 

45,411. REN. 1-7-1986. U.S. CL. 36 (INT. CL. 15). 

STERN, IRVING R., SHERMAN OAKS, CA: 

1,376,948, PUB. 10-15-1985. INT. CL. 9. 
STEVENS BURT COMPANY, HIGHLAND PARK, NJ: 
795,882. REN. 1-7-1986. U.S. CL. 13 (INT. CL. 7). 

STONE, ROBERT S., STRATFORD, CT, DBA YANKEE 
CURTAINS: 

1,377,269, PUB. 10-15-1985. INT. CL. 24. 

STONEHILL CLOTHES, LTD., NEW YORK, NY: 

1,119,315, CANC. INT. CL. 25. 
STOUT ENTERPRISES: See— 
STOUT, RONALD L.. 

STOUT, RONALD I., MONROE, NC, DBA STOUT ENTER- 

PRISES FROM STOUT ENTERPRISES, MONROE, NC: 
1,377,475, PUB. 10-15-1985. INT. CL. 31. 

STREAMLIGHT, INC., NORRISTOWN, PA: 

1,377,099, PUB. 10-15-1985. INT. CL. 11. 

STUART-WESTERN, INC., MERCED, CA, DBA STUART 
AUTOPRODUCTS: 

1,377,111, PUB. 10-15-1985. INT. CL. 12. 

STUDENT & SON JEWELRY CORP., NEW YORK, NY: 
1,377,150, PUB. 10-15-1985. INT. CL. 14. 

STUDIO SOFTWARE CORPORATION, COSTA MESA, CA: 
1,376,945, PUB. 10-15-1985. INT. CL. 9. 

STURE OSTEN DESIGNS, INC., NEW YORK, NY: 
1,377,418, PUB. 10-15-1985. INT. CL. 26. 

STURM, RUGER & COMPANY, INC., SOUTHPORT, CT: 
1,377,130, PUB. 10-15-1985. INT. CL. 13. 

SUDBRINK BROADCASTING OF BIRMINGHAM, INC., 
DELRAY BEACH, FL: 

1,377,588, PUB. 10-15-1985. INT. CL. 38. 

SUIYO PLASTICS INDUSTRIAL CO., LTD., TAINAN, 
TAIWAN: 

1,377,068, PUB. 10-15-1985. INT. CL. 10. 
SUMMIT HEALTH LTD., STUDIO CITY, CA: 
1,377,655, PUB. 10-15-1985. INT. CL. 42. 
1,377,656, PUB. 10-15-1985. INT. CL. 42. 

SUN MICROSYSTEMS, INC., MOUNTAIN VIEW, CA: 
1,376,942, PUB. 3-20-1984. INT. CL. 9. 

SUN RESEARCH, INC., NEW DURHAM, NH: 
1,377,009, PUB. 10-15-1985. INT. CL. 9. 

SUN SOUTH FOOD SYSTEMS, INC., SUNRISE, FL: 
1,377,712, PUB. 10-15-1985. INT. CL. 42. 

SUNKYONG LIMITED, KYUNGGI-DO, REPUBLIC OF 
KOREA: 

1,377,378, PUB. 10-15-1985. INT. CL. 25. 

SUNNYLAND FOODS, INC., THOMASVILLE, GA: 

1,377,463, PUB. 10-15-1985. INT. CL. 29. 
SUPER CRACK, S.A., IZTAPALAPA, MEXICO: 
1,119,342, CANC. INT. CL. 28. 

SUPREME ASSEMBLY, ORDER OF RAINBOW, FOR 
GIRLS, THE, MCALESTER, OK: 

1,377,132, PUB. 10-15-1985. MULTIPLE CLASS, U.S. CL. 
200 INT. CLS. 14, 16, 18, 19, 20, 21, 25 AND 26. 
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SUSPA-FEDERUNGSTECHNIK GMBH, ALTDORF, FED 
REP GERMANY: 
1,376,863, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6,7 AND 12. 
SUSQUEHANNA BROADCASTING CO., YORK, PA: 
1,376,934, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 8, 11, 21 AND 27. 
SWAN CORPORATION, THE, ST. LOUIS, MO: 
1,377,226, PUB. 10-15-1985. INT. CL. 19. 
SWEETHEART PLASTICS INC., WILMINGTON, MA: 
1,119,289, CANC. INT. CL. 20. 
SWINGER INTERNATIONAL S.P.A., 
VERONA, ITALY: 

1,377,279, PUB. 10-15-1985. INT. CL. 25. 
SYMBOLOGY INC., MINNETONKA, MN: 
1,377,737, MULTIPLE CLASS, INT. CLS. 9 AND 42. 

SYMPHONY FABRICS CORP., NEW YORK, NY: 
1,119,310, CANC. INT. CL. 24. 
SYSTEMATIX CONTROLS, INC., SEATTLE, WA: 
1,377,028, PUB. 10-15-1985. INT. CL. 9. 
SYSTEMS & SOFTWARE, INC., COSTA MESA, CA: 
1,376,965, PUB. 10-15-1985. INT. CL. 9. 
SYSTEMS PLUS, INC., PALO ALTO, CA: 
1,376,957, PUB. 10-15-1985. INT. CL. 9. 
T. ANTHONY, LTD., NEW YORK, NY: 
1,377,196, PUB. 10-15-1985. INT. CL. 18. 
TJ. SMITH & NEPHEW, LIMITED, HULL, ENGLAND: 
1,376,818, PUB. 10-15-1985. INT. CL. 5. 
T.M.R. INTERNATIONAL LTD., NEW YORK, NY: 
1,377,394, PUB. 10-15-1985. INT. CL. 25. 
TACO HUT OF TOPEKA, INC., TOPEKA, KS: 
1,377,666, PUB. 10-15-1985. INT. CL. 42. 
TAPE PRODUCTIONS, INC., NEW YORK, NY: 
1,119,235, CANC. INT. CL. 16. 
TARGET S.R.L., MILANO, ITALY: 
1,377,284, PUB. 10-15-1985. INT. CL. 25. 
TASCO, INC., SHELL ROC, IA: 
1,119,271, CANC. INT. CL. 19. 
TATECO AB, GOTEBORG, SWEDEN: 
1,377,003, PUB. 10-15-1985. INT. CL. 9. 
TAYMAR LTD., STOCKPORT, ENGLAND: 
1,376,930, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 8, 9 AND 21. 
TAZ, INCORPORATED, DALLAS, TX: 
1,377,101, PUB. 10-15-1985. INT. CL. 11. 
TEACHERS MANAGEMENT & INVESTMENT CORPORA- 
TION, NEWPORT BEACH, CA: 
1,377,546, PUB. 10-15-1985. INT. CL. 36. 
TECHNICAL MARKETING ASSOCIATES, INC., LOS AN- 
GELES, CA: 
1,377,252, PUB. 10-15-1985. INT. CL. 23. 
TECHSONIC INDUSTRIES, INC., EUFAULA, AL: 
1,377,031, PUB. 10-15-1985. INT. CL. 9. 
TEKONSHA CORPORATION, SYRACUSE, IN: 
1,376,791, PUB. 10-15-1985. INT. CL. 3. 
TELAIR NETWORK, MIAMI, FL: 
1,377,583, PUB. 9-11-1984. INT. CL. 38. 
TELECO, INCORPORATED, GREENVILLE, SC: 
1,377,715, PUB. 10-15-1985. INT. CL. 42. 
1,377,716, PUB. 10-15-1985. INT. CL. 42. 
TELEDYNE INDUSTRIES, INC., SARATOGA, CA, DBA 
TELEDYNE DENTAL GROUP: 
1,376,831, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 5, 7,9 AND 10. 
TELEDYNE INDUSTRIES, INC., LOS ANGELES, CA: 
1,376,985, PUB. 10-15-1985. INT. CL. 9. 
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TETRA PHARMACEUTICALS PTY LIMITED, GREEN- 

ACRE, NEW SOUTH WALES, AUSTRALIA: 
1,376,983, PUB. 10-15-1985. INT. CL. 9. 

TETRA WERKE DR. RER. NAT. ULRICH BAENSCH GE- 
SELLSCHAFT MIT BESCHRANKTER HAFTUNG, 
MELLE, FED REP GERMANY: 

1,119,023, CANC. MULTIPLE CLASS, INT. CLS. 1, 5 
AND 31. 
THIN KIDS, INC., UNION, NJ: 
1,377,630, PUB. 10-15-1985. INT. CL. 41. 

THOMASON, HARRY EMMITTE, FT. WASHINGTON, MD 
AND THOMASON, HARRY JACK LEE, JR., FT. WASH- 
INGTON, MD: 

1,377,085, PUB. 10-15-1985. INT. CL. 11. 

THOMPSON-SIEGEL GMBH, DUSSELDORF, FED REP 
GERMANY: 

1,376,806, PUB. 10-15-1985. INT. CL. 3. 

THORNTON COMPUTER MANAGEMENT SYSTEMS, 
MAINEVILLE, OH: 

1,377,694, PUB. 10-15-1985. INT. CL. 42. 

THRUSH INCORPORATED, REXDALE, ONTARIO, 
CANADA: 

1,377,109, PUB. 10-15-1985. INT. CL. 12. 

THURMOND APPAREL, INC., STATE ROAD, NC: 

1,377,372, PUB. 10-15-1985. INT. CL. 25. 

TIM DAVID MARKETING SERVICES, INC., NEW YORK, 
NY: 

1,377,496, PUB. 10-15-1985. INT. CL. 35. 

TIMBERWELD MFG., COLUMBUS, MT: 

791,644. REN. 1-7-1986. U.S. CL. 12 (INT. CL. 19). 

TIME ARTS, INC, SANTA ROSA, CA: 

1,377,036, PUB. 10-15-1985. INT. CL. 9. 

TIMMERS, RICHARD E., ST. PAUL, MN, DBA DT CARRY 
RACK COMPANY: 

1,377,121, PUB. 10-15-1985. INT. CL. 12. 

TIPP-EX VERTRIEB GMBH & C. KG, FRANKFURT/ 
MAIN, FED REP GERMANY: 

1,119,221, CANC. INT. CL. 16. 

TODAYS COMPUTERS BUSINESS CENTER, INC., LION- 
VILLE, PA FROM INTELLIGENT ELECTRONICS, INC., 
LIONVILLE, PA: 

1,377,512, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35, 37 AND 42. 

TOLEMANS HOLDING COMPANY LIMITED, BRENT- 
WOOD, ESSEX, ENGLAND, TA TOLEMAN GROUP 
MOTORSPORT AND TOLEMAN GROUP LEI- 
SUREWARE: 

1,377,107, PUB. 6-25-1985. MULTIPLE CLASS, INT. 
CLS. 12, 16, 25 AND 28. 
TONKA CORPORATION, SPRING PARK, MN: 
1,377,143, PUB. 10-15-1985. INT. CL. 14. 
1,377,442, PUB. 10-15-1985. INT. CL. 28. 

TOPCO ASSOCIATES, INC., SKOKIE, IL: 

797,343. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 31). 
800,672. REN. 1-7-1986. U.S. CL. 31 (INT. CL. 11). 
800,879. REN. 1-7-1986. U.S. CL. 7 (INT. CL. 26). 

TORK, INC., MOUNT VERNON, NY: 

1,119,135, CANC. INT. CL. 9. 
TOSHIBA AMERICA, INC., TUSTIN, CA: 
1,377,742, INT. CL. 9. 

TOTANI GIKEN KOGYO KABUSHIKI KAISHA, KYOTO, 
JAPAN: 

1,376,918, PUB. 10-15-1985. INT. CL. 7. 

TRANS TEXAS MEDICAL DEVICES CORPORATION, 
SAN ANTONIO, TX: 

1,377,082, PUB. 10-15-1985. INT. CL. 10. 

TREE TOP, INC., SELAH, WA, TREE TOP, INC., SELAH, 
WA: 

798,861. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 32). 

TRG COMMUNICATIONS, INC., NEW YORK, NY: 

1,377,635, PUB. 10-15-1985. INT. CL. 41. 
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TRI-CANADA INC., MISSISSAUGA, ONTARIO, CANADA: 
1,376,908, PUB. 10-15-1985. INT. CL. 7. 
TRIANGLE MANAGEMENT ASSOCIATES, INC., CO- 
LUMBUS, OH, DBA K-TALK COMMUNICATIONS: 
1,377,707, PUB. 10-15-1985. INT. CL. 42. 
TRIPLE-A-SPECIALTY CO., INC., CHICAGO, IL: 
1,376,938, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 8 AND 9. 
TRITON BIOSCIENCES INC., ALAMEDA, CA: 
1,376,753, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 1 AND 9. 
TROPHAE-SPORT, L. KOMMERELL & CO., HOHENEMS, 
AUSTRIA: 
1,377,328, PUB. 10-15-1985. INT. CL. 25. 
TROUTMAN INVESTMENT COMPANY, EUGENE, OR: 
1,377,355, PUB. 10-15-1985. INT. CL. 25. 
TRUCKSTOP CORPORATION OF 
NASHVLLE, TN: 
1,119,362, CANC. INT. CL. 29. 
TRUE FORM FOUNDATIONS, INC., DARBY, PA: 
1,119,322, CANC. INT. CL. 25. 
TURTLE CLUB, THE, SAUSALITO, CA: 
1,377,733, PUB. 10-15-1985. U.S. CL. 200. 
TURTLE WAX, INC., CHICAGO, IL, WILCO COMPANY, 
LOS ANGELES, CA: 
795,394. REN. 1-7-1986. U.S. CL. 5 (INT: CL. 1). 
TUTHILL CORPORATION, FORT WAYNE, IN: 
1,376,968, PUB. 10-15-1985. INT. CL. 9. 
TUTTLE/WHITE CONSTRUCTORS, INC., ALTAMONTE 
SPRNGS, FL: 
1,119,406, CANC. INT. CL. 37. 
TV TIME FOODS, INC., CHICAGO, IL: 
1,119,359, CANC. INT. CL. 29. 
TYLANE, INC., INDIANAPOLIS, 
PRODUCTS COMPANY: 
1,376,803, PUB. 10-15-1985. INT. CL. 3. 
TYLER, HAROLD, WESTFORD, NY, DBA HAROLD 
TYLER MAPLE FARMS: 
789,435. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 30). 
TYSON FOODS, INC., SPRINGDALE, AR: 
1,353,074, CANC. IIRN. 
1,377,507, PUB. 10-15-1985. INT. CL. 35. 
UDISCO INC., FLORHAM PARK, NJ: 
1,376,887, PUB. 10-15-1985. INT. CL. 7. 
ULTRADENT PRODUCTS, INC., SALT LAKE CITY, UT: 
1,376,854, PUB. 10-15-1985. INT. CL. 5. 
UNI-TEK MANUFACTURING COMPANY, BRIDGEVIEW, 
IL: 
1,376,924, PUB. 10-15-1985. INT. CL. 7. 
UNIBAT INTERNATIONAL STRUCTURAL SYSTEMS, 
PARIS, FRANCE: 
1,376,868, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6 AND 37. 
UNICOVER CORPORATION, THE, CHEYENNE, WY: 
1,377,693, PUB. 10-15-1985. INT. CL. 42. 
UNILAIT FRANCE, S.A., PARIS, FRANCE, DBA HAUSS- 
MAN CREATIONS: 
1,376,775, PUB. 10-15-1985. INT. CL. 3. 
UNION DIME SAVINGS BANK, NEW YORK, NY: 
1,119,444, CANC. INT. CL. 36. 
UNION HOSPITAL, INC., LYNN, MA: 
1,377,663, PUB. 10-15-1985. INT. CL. 42. 
UNION NGOK KEE ELECTRICAL 
CHAIWAN, HONG KONG: 
1,377,088, PUB. 10-15-1985. INT. CL. 11. 
1,377,089, PUB. 10-15-1985. INT. CL. 11. 
UNITED AGRI PRODUCTS, INC., GREELEY, Co: 
1,376,762, PUB. 10-15-1985. INT. CL. 1. 
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UNITED INTERNATIONAL INDUSTRIES LTD., CALGA- 

RY, ALBERTA, CANADA: 
1,119,024, CANC. INT. CL. 1. 

UNITED STATES BASEBALL FEDERATION, THE, HAM- 
ILTON SQUARE, NJ: 

1,377,277, PUB. 10-15-1985. INT. CL. 25. 

UNITED STATES FIDELITY AND GUARANTY COMPA- 
NY, BALTIMORE, MD: 

1,376,953, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 

UNITED STATES PLAYING CARD COMPANY, THE, CIN- 
CINNATI, OH, NEW YORK CONSOLIDATED CARD 
COMPANY, THE, NEW YORK, NY: 

48,763. REN. 1-7-1986. U.S. CL. 37 (INT. CL. 28). 

UNITED STATES PLAYING CARD COMPANY, THE, 
CINCINNATI, OH, UNITED STATES PLAYING CARD 
CO., THE, CINCINNATI, OH: 

48,874. REN. 1-7-1986. U.S. CL. 22 (INT. CL. 16). 
48,877. REN. 1-7-1986. U.S. CL. 22 (INT. CL. 16). 
48,885. REN. 1-7-1986. U.S. CL. 22 (INT. CL. 28). 
48,891. REN. 1-7-1986. U.S. CL. 22 (INT. CL. 28). 

UNITED STATES PLAYING CARD COMPANY, THE, 

CINCINNATI, OH: 
1,377,172, PUB. 10-15-1985. INT. CL. 16. 

UNITED STATES SHOE CORPORATION, THE, CINCIN- 
NATI, OH: 

1,377,312, PUB. 10-15-1985. INT. CL. 25. 

UNITED STATES TOBACCO COMPANY, GREENWICH, 
CT: 

1,377,490, PUB. 10-15-1985. INT. CL. 34. 

UNITED STATES YOUTH SOCCER ASSOCIATION, INC., 
MEMPHIS, TN: 

1,377,664, PUB. 10-15-1985. INT. CL. 42. 

UNIVERSAL WELDING, INC., TUMWATER, WA: 

1,377,170, PUB. 10-15-1985. INT. CL. 16. 
UPA TECHNOLOGY, INC., SYOSSET, NY: 

1,377,017, PUB. 10-15-1985. INT. CL. 9. 
UPJOHN COMPANY, THE, KALAMAZOO, MI: 

1,376,852, PUB. 10-15-1985. INT. CL. 5. 

US AIR, INC., WASHINGTON, DC, ALLEGHENY AIR- 
LINES, INC., WASHINGTON, DC: 

800,037. REN. 1-7-1986. U.S. CL. 105 (INT. CL. 39). 

USAA INVESTMENT MANAGEMENT COMPANY, SAN 
ANTONIO, TX: ; 

1,377,549, PUB. 10-15-1985. INT. CL. 36. 
UTICA DUXBAK CORPORATION, UTICA, NY: 
1,377,385, PUB. 10-15-1985. INT. CL. 25. 

V.F. CORPORATION, READING, PA: 

1,377,406, PUB. 10-15-1985. INT. CL. 25. 

VAL-TEST DISTRIBUTORS, INC., CHICAGO, IL, SIM- 
MONS HARDWARE CO., ST. LOUIS, MO: 

47,375. REN. 1-7-1986. U.S. CL. 23 (INT. CL. 8). 

VALLEY CAMERA SUPPLY, INC., RESEDA, CA: 

1,119,236, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 42. 
VALLEY SLURRY SEAL COMPANY, SACRAMENTO, CA: 
1,376,899, PUB. 10-15-1985. INT. CL. 7. 
VANITY FAIR MILLS, INC., READING, PA: 
1,377,399, PUB. 10-15-1985. INT. CL. 25. 
VANONT, INC., SAN DIEGO, CA: 
1,119,282, CANC. INT. CL. 20. 
VEB JENAER GLASWERK, JENA, GERMAN DEM REP: 
1,376,947, PUB. 7-16-1985. MULTIPLE CLASS, INT. 
CLS. 9 AND 21. 

VEECO INSTRUMENTS INC., MELVILLE, NY: 

796,722. REN. 1-7-1986. U.S. CL. 26 (INT. CL. 9). 

VELSICOL CHEMICAL CORPORATION, CHICAGO, IL: 

1,376,763, PUB. 10-15-1985. INT. CL. 1. 
1,376,764, PUB. 10-15-1985. INT. CL. 1. 
1,376,857, PUB. 10-15-1985. INT. CL. 5. 
1,376,858, PUB. 10-15-1985. INT. CL. 5. 
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VERA LICENSING, INC., NEW YORK, NY: 
1,377,363, PUB. 10-15-1985. INT. CL. 25. 

VESTAL LABORATORIES, INC., ST. LOUIS, MO: 
1,376,796, PUB. 10-15-1985. INT. CL. 3. 
1,376,797, PUB. 10-15-1985. INT. CL. 3. 

VIACOM INTERNATIONAL INC., NEW YORK, NY, CBS 
FILMS, INC., NEW YORK, NY: 

782,107. REN. 1-7-1986. U.S. CL. 38 (INT. CL. 16). 

VICENZI BISCOTTI S.P.A., 37057 S. GIOVANNI LUPA- 
TOTO (VERONA), ITALY: 

1,377,465, PUB. 10-15-1985. INT. CL. 30. 

VICTORIA CREATIONS, INC., WARWICK, RI FROM 
CONTEMPORARY CREATIONS, INC., LOS ANGELES, 
CA: 

1,377,151, PUB. 10-15-1985. INT. CL. 14. 

VIDEOFAX, WEST HOLLYWOOD, CA: 

1,377,168, PUB. 10-15-1985. INT. CL. 16. 

VIDEOSECURE SYSTEMS, LTD., JERICHO, NY: 

1,377,727, PUB. 10-15-1985. INT. CL. 42. 

VIEWLOGIC SYSTEMS, INC., MARLBORO, MA: 

1,377,044, PUB. 10-15-1985. INT. CL. 9. 
1,377,045, PUB. 10-15-1985. INT. CL. 9. 
1,377,046, PUB. 10-15-1985. INT. CL. 9. 
VIKKI ENTERPRISES, INC., HOUSTON, TX: 
1,377,249, PUB. 10-15-1985. INT. CL. 22. 

VINE, JOSEPH, NEW YORK, NY: 

1,119,210, CANC. INT. CL. 14. 

VISCARDI, FRANCIS N., BALTIMORE, MD: 

1,119,344, CANC. INT. CL. 28. 

VOLKSWAGENWERK AKTIENGESELLSCHAFT, 
WOLFSBURG, FED REP GERMANY: 

1,377,148, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 14, 16, 18, 21 AND 25. 
VON BESSER, KURT, ORANGEBURG, SC, ANDERSON & 
THOMPSON SKI CO., INC., SEATTLE, WA: 
745,320. REN. 1-7-1986. U.S. CL. 16 (INT. CL. 3). 
VON ZWECK, DINA, NEW YORK, NY: 
1,377,676, PUB. 10-15-1985. INT. CL. 42. 
W. C. GARDEN FRESH, INC., SAN ANTONIO, TX: 
1,119,376, CANC. INT. CL. 31. 

W. F. B. BAIRD & CO., LTD., LURGAN, CRAIGAVON, 
IRELAND: 

1,377,325, PUB. 10-15-1985. INT. CL. 25. 

W. G. BUILDERS, INC., ANGIER, NC: 

1,377,100, PUB. 10-15-1985. INT. CL. 11. 


W. H. WALLO & ASSOCIATES, INC., CLEARWATER, FL: 
1,376,877, PUB. 10-15-1985. INT. CL. 6. 


WALCO INTERNATIONAL, INC., PORTERVILLE, CA: 
1,376,847, PUB. 10-15-1985. INT. CL. 5. 
WALDEMAR WEIMER CHEM.-PHARM. FABRIK GMBH, 
IM STEINGERUST, FED REP GERMANY: 
1,376,830, PUB. 10-15-1985. INT. CL. 5. 


WALDMAN GRAPHICS, INC., PENNSAUKEN, NJ: 
1,377,609, PUB. 10-15-1985. INT. CL. 40. 

WALLACE GAMES, INC., BIRMINGHAM, AL: 
1,377,529, PUB. 10-15-1985. INT. CL. 35. 

WALLACE, ROBERT, SEATTLE, WA, DBA QUICKSOFT: 
1,377,026, PUB. 10-15-1985. INT. CL. 9. 

WALTER H. KELLER, JR., INC., CORAL SPRINGS, FL: 
1,377,043, PUB. 10-15-1985. INT. CL. 9. 

WANOUS, CHARLES C., MINNEAPOLIS, MN: 
1,119,321, CANC. INT. CL. 25. 

WARD, JACK D., LODI, CA, DBA CALIFORNIA CUSH- 

ION CO., INC.: 

1,377,122, PUB. 10-15-1985. INT. CL. 12. 

WARNER-LAMBERT COMPANY, MORRIS PLAINS, NJ: 
1,377,472, PUB. 10-15-1985. INT. CL. 30. 
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WATER MASTER COMPANY, THE, HIGHLAND PARK, 
NJ: 

796,264. REN. 1-7-1986. U.S. CL. 13 (INT. CL. 6). 

WATERBURY COMPANIES, INC., WATERBURY, CT: 

1,377,427, PUB. 10-15-1985. INT. CL. 26. 

WAVEFORM CORPORATION, BERKELEY, CA: 

1,376,967, PUB. 10-15-1985. INT. CL. 9. 

WEAVER, WILLIAM R., EL PASO, TX, DBA W.R. 
WEAVER CO. TO W.R. WEAVER COMPANY, EL PASO, 
TX: 

791,791, AM. U.S. CL. 26. 
WEAVER’S GEMS & MINERALS, INC., EMMAUS, PA: 
1,377,146, PUB. 10-15-1985. INT. CL. 14. 
WEBCRAFT GAMES INC., NORTH BRUNSWICK, NJ: 
1,377,432, PUB. 10-15-1985. INT. CL. 28. 
1,377,433, PUB. 10-15-1985. INT. CL. 28. 
1,377,434, PUB. 10-15-1985. INT. CL. 28. 
1,377,435, PUB. 10-15-1985. INT. CL. 28. 
1,377,436, PUB. 10-15-1985. INT. CL. 28. 

WEGU GUMMI- UND. KUNSTSTOFFWERKE WALTER 

DRABING KG, KASSEL, FED REP GERMANY: 
1,377,188, PUB. 10-15-1985. INT. CL. 17. ' 

WEIL COMPANY LIMITED, DOWNSVIEW, ONTARIO, 
CANADA: 

1,377,086, PUB. 10-15-1985. INT. CL. 11. 

WESCOM CORPORATION, JERICHO, NY: 

1,377,517, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
WESCOR, INC., LOGAN, UT: 
1,376,758, PUB. 10-15-1985. INT. CL. 1. 

WEST COAST FARMS, WATSONVILLE, CA, WEST 
COAST FARMS, WATSONVILLE, CA: 

796,504. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 31). 

WEST FARMS ASSOCIATES, TROY, MI: 

1,377,503, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 35 AND 36. 

WESTERN DRESSING, INC., OAK PARK, IL, CONSOLI- 
DATED FOODS CORPORATION, CHICAGO, IL: 

803,506. REN. 1-7-1986. U.S. CL. 46 (INT. CL. 29). 

WESTERN HAULER, INC., FORT WORTH, TX: 

1,377,567, PUB. 10-15-1985. INT. CL. 37. 

WESTERN TEXTILE PRODUCTS COMPANY, ST. LOUIS, 
MO: 

"1,376,862, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 6, 17, 19 AND 42. 
WESTINGHOUSE BROADCASTING AND CABLE, INC., 
NEW YORK, NY: 

1,377,584, PUB. 10-15-1985. INT. CL. 38. 

WESTLAKE PLASTICS COMPANY, LENNI MILLS, PA: 
1,376,917, PUB. 10-15-1985. INT. CL. 7. 

WESTWOOD PHARMACEUTICALS INC., BUFFALO, NY: 
1,376,845, PUB. 10-15-1985. INT. CL. 5. 

WHALEY, KENNETH, GODFREY, IL: 
1,119,374, CANC. INT. CL. 31. 

WILLIAMS, BOBBY JOE, TULSA, OK, DBA JOE WIL- 
LIAMS VENDING: 

1,119,186, CANC. INT. CL. 11. 

WILLIAMS, RICHARD W., MEMPHIS, TN, DBA THE 
MAD LADS: 

1,377,644, PUB. 10-15-1985. INT. CL. 41. 

WILSON MICROWAVE SYSTEMS, INC.: See— 
MICROWAVE ACQUISITION COMPANY. 

WILTON INTERNATIONAL PTY. LTD., RICHMOND, 
AUSTRALIA: 

1,377,337, PUB. 10-15-1985. INT. CL. 25. 
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WIN-TEX PRODUCTS COMPANY, INC., DALLAS, TX, 
DBA WIN-TEX COMPANY: 
1,377,263, PUB. 10-15-1985. INT. CL. 24. 
WINDMERE CORPORATION, HIALEAH, FL: 
1,377,728, PUB. 10-15-1985. INT. CL. 42. 
WINDMOLLER & HOLSCHER, LENGERICH, FED REP 
GERMANY: 
1,376,911, PUB. 10-15-1985. INT. CL. 7. 
WISCONSIN BELL, INC., MILWAUKEE, WI: 
1,377,516, PUB. 10-15-1985. INT. CL. 35. 
1,377,518, PUB. 10-15-1985. INT. CL. 35. 
WISCONSIN POWER AND LIGHT COMPANY, MADISON, 
WI: 
1,377,594, PUB. 10-15-1985. INT. CL. 39. 
WITCO CHEMICAL CORPORATION, NEW YORK, NY, 
EMULSOL CORPORATION, THE, CHICAGO, IL: 
413,686. REN. 1-7-1986. U.S. CL. 4 (INT. CL. 3). 
WONDERKNIT CORPORATION, NEW YORK, NY: 
1,119,323, CANC. INT. CL. 25. 
WOOLREST INTERNATIONAL LIMITED, HAMILTON, 
NEW ZEALAND: 
1,377,738, INT. CL. 3. 
WORDSTOCK, INC., MALDEN, MA: 
1,377,004, PUB. 10-15-1985. INT. CL. 9. 
WRECT ENTERPRISES, PASADENA, CA: 
1,377,230, PUB. 10-15-1985. INT. CL. 20. 
WUV’S INTERNATIONAL, INC., FORT LAUDERDALE, 
FL: 
1,119,445, CANC. INT. CL. 42. 
XENIA FOOD COMMUNICATIONS, INC., LOS ANGELES, 


CA: 
1,377,455, PUB. 10-15-1985. MULTIPLE CLASS, INT. 


CLS. 29 AND 30. 
XOMED INC., JACKSONVILLE, FL: 
1,377,073, PUB. 10-15-1985. INT. CL. 10. 
YAGI TSUSHO LTD., HIGASHIKU, OSAKA, JAPAN: 
1,377,253, PUB. 10-15-1985. MULTIPLE CLASS, INT. 
CLS. 23 AND 24. 
YORK EAST MERCHANDISE, INC., NEW YORK, NY: 
1,377,407, PUB. 10-15-1985. INT. CL. 25. 
YUKO INDUSTRY CO., LTD., OSAKA, JAPAN: 
1,376,865, PUB. 10-15-1985. INT. CL. 6. 
Z LABORATORIES, SEATTLE, WA: 
1,377,074, PUB. 10-15-1985. INT. CL. 10. 
ZANTHE INFORMATION, INC., OTTAWA, ONTARIO, 
CANADA: 
1,376,970, PUB. 10-15-1985. INT. CL. 9. 
ZEALOUS ART PROJECTS, VACAVILLE, CA: 
1,119,287, CANC. INT. CL. 20. 
ZEITOUN, RICHARD AND SITRUK, JEAN CLAUD, 75002 
PARIS, FRANCE: 
1,377,293, PUB. 10-15-1985. INT. CL. 25. 


ZIMMER, INC., WARSAW, IN: 
1,377,080, PUB. 10-15-1985. INT. CL. 10. 


12:05 INC., NORTH MYRTLE BEACH, SC, DBA ATLAN- 
TIC COAST SUNWEAR: 
1,377,283, PUB. 10-15-1985. INT. CL. 25. 


20/20 VISION CENTERS, INC., GREENVILLE, SC: 
1,377,687, PUB. 10-15-1985. INT. CL. 42. 


26 MILER, INC., AGOURA HILLS, CA: 
1,377,288, PUB. 10-15-1985. INT. CL. 25. 
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